SCP Forum – Request for information concerning novelty

German Position

The text of the German Patent Law corresponding to Article 8 (1) of the SPLT reads as follows: 

Section 3 (1): An invention shall be considered to be new if it does not form part of the state of the art. The state of the art comprises all knowledge made available to the public by means of a written or oral description, by use or in any other way, before the date relevant for the priority of the application.

The text of the German Patent Law corresponding to Article 8 (2) of the SPLT reads as follows: 

Section 3 (2): Additionally, the content of the following patent applications, which have an earlier priority and which were published only on or after the date relevant for the priority of the later application, shall be considered to be comprised in the state of the art:

1.
national applications, as originally filed with the German Patent Office; 

2.
European applications, as originally filed with the competent authority, in which protection is sought in the Federal Republic of Germany....

3. international applications under the Patent Cooperation Treaty, as originally filed with the receiving Office, where the German Patent Office is the designated Office with respect to the application. 

If the earlier priority of an application is based on a claim to the priority of an earlier application, the first sentence of the present subsection shall be applicable only to the extent that the contents of the application in question do not go beyond the contents of the earlier application. 

The text of the German Patent Law defining the inventive step reads as follows: 

Section 4: An invention shall be considered to involve an inventive step if, having regard to the state of the art, it is not obvious to a person skilled in the art. If the state of the art also includes documents within the meaning of Section 3 (2), these documents shall not be considered in deciding whether there has been an inventive step.
The novelty requirement excludes those patent applications from patentability which reflect the state of the art (only). The aim of patent law is to reward those achievements only which objectively enhance the state of the art and hence contribute to advance technological development for the benefit of the public. 

It explicitly follows from the second sentence of Section 4 that the state of the art corresponding to Article 8 (2) SPLT must be considered with regard to novelty only, but is not relevant for deciding whether there has been an inventive step. Essentially, this provision aims at preventing double patenting. This is in the interest of the public, and of the earlier applicant who should be able to trust that the inventions that he has disclosed will not be protected for another person. The restriction to the novelty examination also contributes to safeguarding the interests of the later applicant: The contents of the earlier application, which is published only after the priority date of the later application, as a rule, cannot be known to the later applicant so that he is not able to incorporate the contents of the earlier application into his considerations about further development. Consequently, no special provision corresponding to Article 8 (2) SPLT seemed to be required with regard to the inventive step.  

The application of this legal standard has not given rise to any general problems concerning  patent examination in Germany.

In order to ensure that earlier applications will be cited only after their publication as prior art, the guidelines for the examination of patent applications issued by the President of the German Patent and Trade Mark Office, last updated on 1 March 2004 (http://www.dpma.de/formulare/p2796.doc - in German), provide for the following, in Chapter 3.3.3.2.3., 2nd paragraph: 

'Where the examination section has ascertained an application with earlier priority that has not yet been published, the content and the file number of this earlier application may only be communicated to the applicant of the later application after publication of the earlier application.'

It is to be noted that German court rulings interpret the term of novelty fairly broadly (in contrast to the European approach). According to German case law, the content of disclosure of a written citation is not limited to its wording (so-called "photographic novelty").  Rather, the relevant criterion for understanding the invention is the general expert knowledge of a person skilled in the art who considers the citation. The prior art of a citation comprises everything - even if not expressly mentioned - which the skilled person, in the light of his general expert knowledge, deems to be obvious or nearly indispensable for executing the teaching. Likewise, it also includes variations that are obvious from the general context of the document, ie. variations which the skilled person will automatically realise and take as read, if he studies the documents carefully and focuses on the discernible meaning rather than on the wording. The Federal Court of Justice has expressly confirmed that these principles apply as well to novelty evaluation in relation to documents under Sec. 3 (2) Patent Law. From the German view, an adequate result is being achieved. It takes the interests of the first applicant and of the public into account in the same way as the interests of the second applicant in protecting his developments.
