JPO’s response to letter C.8828 regarding compulsory licenses

The JPO is pleased to comment below on compulsory licenses in Japan,
although the information here has previously been submitted to the Secretariat

and it does not contain new elements in general.

Article 83 of the Japanese Patent Act stipulates that, (1) Where a patented
invention is not sufficiently and continuously worked for 3 years or longer in
Japan, a person intending to work the patented invention may request the
patentee or the exclusive licensee to hold consultations to discuss granting a non-
exclusive license; provided, however, that this shall not apply unless 4 years have
lapsed from the filing date of the patent application in which the patented
invention was filed.

(2) There no agreement is reached by consultations or no consultations are able
to be held as provided in the preceding paragraph, the person intending to work
the patented invention may request the Commissioner of the Patent Office for an

award.

Article 92 of the Japanese Patent Act stipulates that, (1) Where a patented
invention falls under any of the cases as provided in Article 72, the patentee or
exclusive licensee may request the other person under the said Article to hold
consultations to discuss granting a non-exclusive license to work the patented
invention or a non-exclusive license on the utility model right or the design right.

(2) The other person under Article 72 who is requested to hold consultations
under the preceding paragraph may request the patentee or exclusive licensee
requesting such consultations to hold consultations to discuss granting a non-
exclusive license to the extent of the patented invention that the said patentee or
exclusive licensee intend to work with a non-exclusive license on the patent right,
on the utility model right or on the design right granted through consultations.

(3) Where no agreement is reached by consultations or no consultations are able
to be held as provided in paragraph (1), the patentee or the exclusive licensee may
request the Commissioner of the Patent Office for an award.

(4) Where no agreement is reached by consultations or no consultations are able
to be held as provided in paragraph (2) and where a request for an award is filed
under the preceding paragraph, the other person under Article 72 may request the

Commissioner of the Patent Office for an award only within the time limit for the



submission of a written answer by the said other person designated by the
Commissioner of the Patent Office under Article 84 as applied mutatis mutandis
under paragraph (7).

(5) In the case of paragraph (3) or (4), the Commissioner of the Patent Office
shall not render an award to the effect that a non-exclusive license is to be granted
where the granting of the non-exclusive license will be unreasonably prejudicial to
interest of the other person under Article 72, the patentee or the exclusive licensee.

(6) In the case of paragraph (4), in addition to the case provided for in the
preceding paragraph, the Commissioner of the Patent Office shall not render an
award ordering a non-exclusive license to be granted if an award ordering a non-
exclusive license to be granted is not rendered with respect to the request for an
award under paragraph (3).

(7) Articles 84, 84-2, 85(1) and 86 through 91-2 shall apply mutatis mutandis to
the award under paragraph (3) or (4)

Article 93 of the Japanese Patent Act stipulates that, (1) Where the working of a
patented invention is particularly necessary for the public interest, a person(s)
intending to work the patented invention may request the patentee or the exclusive
licensee to hold consultations to discuss granting a non-exclusive license.

(2) Where no agreement is reached by consultations or no consultations are able
to be held as provided in the preceding paragraph, the person intending to work
the patented invention may request the Minister of Economy, Trade and Industry
for an award.

(3) Articles 84, 84-2, 85(1) and 86 through 91-2 shall apply mutatis mutandis to

the award under the preceding paragraph.

There were some cases where arbitration decisions were requested. Yet, in any of
these cases, the request was withdrawn before arbitration decision was made, and
there have been no cases where non-exclusive license was granted by arbitration

decision.
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