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1. This document addresses concerns, issues, and problems observed during analysis of the results of the survey providing support and further details relating to the proposals
 made to the SDWG to clarify Citation Practices by Patent Offices.  
Multiple Document Formats
2. The survey results and review of WIPO Standards
 indicate that citation practices depend somewhat on the publication standards used when creating (or recreating) the cited documents for publication.  
3. There are multiple ways a patent application (that later becomes a cited document) is filed at a Patent Office, for example, an application may be filed:  
3.1. on paper (then scanned later) or 
3.2. electronically.  An electronic filing may be in machine readable (full text) tagged file format such as:
3.2.a. XML format or 
3.2.b. SGML; or an electronic filing may be in page-based file format such as:

3.2.c. PDF or 

3.2.d. Microsoft Word file format.  
3.3. Options 1. and 2.c and 2.d above produce page-based renderings and hence page-based numbering practices are used.  Options 2.a and 2.b typically use paragraph numbering.  
3.4. From filing to grant there can be amendments to a filing which can affect the number of pages, paragraphs, and other types of numbering.  This re-numbering may be done by either the applicant or the Office.  Further it is noted that Office procedures may change over time.  
3.5. In addition, many Offices convert paper applications into electronic form (or reshape electronically filed applications) for publication: reformatting and adding numbering information in the process.  Therefore the publication output file format and rendering may be independent of the file format and rendering of the document originally submitted by the applicant.  
4. There may be multiple published (and unpublished) file formats and renderings of the same version of a patent document.  For example, many offices provide the descriptions and claims of patent documents in machine-readable full text (HTML, XML) as well as page-based image formats (PDF, TIFF).  If there are multiple renderings, one (usually based on a page-base file format such as PDF) is declared the “legal version”.  See the bottom of the screen of the PatentScope Database Content for such a declaration.
4.1. Machine readable full text can be either the text filed originally as XML, or, more often, the machine readable text is the output of an Optical Character Recognition (OCR) process.  It is not always evident from looking at an Office’s website whether the machine readable text from any given patent document originates from OCR or from XML.  It is likely that in future there will be higher numbers of XML-based filings and thus less need for OCR.  
4.2. OCR text is provided for searchability purposes (to provide full text search indexes).  OCR output typically includes minor errors (such as unrecognizable chemical formulae or words) affecting the content.  Such errors do not exist in the authentic “legal” page-based document filed by the applicant.  It is not always evident to the inexperienced user which is the “legal” document file format or rendering.

4.3. On the other hand, content errors are less likely to be introduced when publication processes turn an XML file format into an image file format.  Thus, it is observed that the machine readable formats are less consistent overall, with respect to rendering, than their imaged page-based counterparts.  Rendering XML requires a style sheet, whether rendering it directly or converting it to PDF or images, and the same XML file can be rendered using quite different style sheets.  For some purposes, this is desirable, but it can complicate the task of consistent citation practice if the different style sheets result in different paragraph numbers, different page breaks, and different column breaks.
4.4. For example the page-based document for WO2007/077970 is the same when accessed from both PatentScope and esp@cenet.  But, additional automatic paragraph numbering has been added to the esp@cenet machine readable text rendition (e.g. paragraph [0003] is “Field of the Invention [0001]” whereas the page based rendition of paragraph [0003] begins “when the powdered milk…”).  The reader of a citation needs to be clear which rendering was referred to by the citation creator.
5. Where there are multiple file formats of the same document, one observes more citable location indicators such as paragraph and page numbers in the page-based image documents (such as the PDF document for EP1790234) than in the machine readable version where the page and line numbers are often suppressed (e.g. CH694983).  
5.1. Most publication methods provide at least a page based file format (typically PDF) of a patent publication.  
5.2. It is observed that multiple renderings of a patent document in multiple locations can potentially cause confusion for the reader of the citation reference if each rendition of a version has different page numbers or paragraph numbers from another rendition, depending on the type of file format or the site providing the patent document.   
5.3. A page-based image rendering (for example, from a file format such as PDF) can have more than one set of conflicting page numbers.  There can be the author-assigned page number typed on the sheet (the user sees these in the rendering), as well as the page number assigned by the application reader (such as Adobe Reader).  In this context, “page numbers” in a citation can have an ambiguous meaning. 
Components of a Citation Reference
6. There are several components (who, what, how, when, where) of a citation reference mentioned in WIPO Standard ST.14.  Only the first component listed below relates to every citation.  The other components apply when the citation appears in a search report.  The first two major components identify cited material. Many of these components have sets of elements defined in ST.36.
6.1. The citation reference components are to:
6.1.a. identify the document being cited,
6.1.b. locate precisely where in the document the cited material can be found,  
6.1.c. state the relevance of a citation (X, Y, A…), and
6.1.d. indicate which claims the citation refers to.  
6.2. Other search report components relating to citation references are: 
6.2.a. to indicate which documents have cited this one
,
6.2.b. who thought the citation was relevant (e.g. * cited by the US examiner as can be seen on the front page of a US patent document), and
6.2.c. define the terms of the creation of the search report (e.g. fields and classes searched, who made the report, and when, and under what authority).
7. One school of thought might be that all is needed for a citation reference is sufficient information to locate the document.  The document as a whole should be reviewed when cited as a document.  This is the approach taken by the applicant when discussing prior art in the description of the patent document.  

7.1. However, today’s busy search professionals benefit from being directed (within a search report) to the precise location(s) of the cited materials within a document.  
7.2. It is noted that WIPO Standard ST.14 requires in paragraphs 12(a)(iv)(vi), 12(b)(iv)(vii), 12(c)(v)(viii), and 12(d)(vi) that the name of the applicant/patentee, the page, column, line and paragraph numbers, the location of relevant passages and figures, and publisher details (according to the first footnote) should be indicated only when the citation occurs within a search report.  
Identifying Specific Patent Documents
8. References to patent document are created by different types of people, for different reasons, are placed in different locations, and have varying importance.  For example an applicant may be legally required to list all the prior art that precedes the invention, in which case the cited references containing basic information identifying the document can be found as part of the description.   Or, an examiner may make an “X” (novelty destroying) citation in a formal search report in which case there are more details available to the reader of the cited reference to not only identify the document but also to describe the location within the document of the cited material and the nature and scope of the citation and the search report.  

9. 
When a citation relates to a patent document it is always necessary to unambiguously identify the patent document.  
9.1. The traditional (and typical) way to identify a patent document
 is:

Country Code + unique number + kind code (+ author) + publication date  
    = WO 2004/091307 A2 (ADVANCED BIONUTRITON CORP) 2004-10-28 
9.2. The above reference method is stable through the passage of time.  For example a patent document, when referenced this way, is likely to still be retrievable in ten years time.  But such a method requires the reader to have certain experience in the search and retrieval of patent documents.  
9.3. Another alternative (or complementary) way to identify a document is to provide a unique electronic reference such as a URL.  Or in the case of non-patent literature, the use of a Digital Object Identifier (DOI) is becoming more common
.  This method, on the other hand, makes retrieval of the document quicker, provided the document is still available, but may be more time consuming to create. 

Descriptive Elements in Patent Documents 
10. A citation contained in a search report also requires the specification of the location of the cited material within a document
.  
11. Guidance for tagging elements within a document and subsequent citation reference creation is given in WIPO Standards ST.36
 and ST.14, respectively.  These standards provide essentially for two options for the structure of electronic patent documents: either page-based or paragraph-based.  
12. It is not practical to enforce a consistent method of numbering (or otherwise) to identify parts of a patent document (particularly in descriptions) across all countries (and regions) for all patent documents (past, present, and future) regardless of filing and publication methods.  But guidelines (in ST.14) can help illustrate how existing location indicators within patent documents in the public domain can be used during the creation of a citation reference.
13. WIPO Standard ST.14 currently does not explicitly specify how parts of cited documents are to be identified, except by “…the pages, columns, lines or paragraph numbers where the relevant passages appear…” (paragraph 12(a)(vi)).
14. Other location identifiers are available to indicate specific parts of patent documents.  For example there are textual parts (headings) of the document structure such as “best-mode”, “background-art”, “technical-field”, etc.  Document structure headings
 already exist as International Common Elements associated with ST.36.  

15. There are many ways to identify precise locations within a document depending on the location indicators available in the published document being cited.  
15.1. One or more combinations of the following can be used to identify precise locations of cited material:
15.1.a. identifiers associated with machine-readable electronic filings (such as XML): paragraph numbers, sentence numbers, claim numbers, … or 
15.1.b. page-based identifiers: page numbers, column numbers, line numbers, … or 
15.1.c. document structure headings8: background art, best mode, description of the drawings….  , and 
15.1.d. quoting the relevant text or the beginning and end of the relevant text: 
“Figure 2 shows a side view …. to cover all landing legs.”

Amended paragraphs
16. There is no consistently agreed practice among Offices in relation to how to handle paragraph numbering when amendments are filed.  This is problematic when a single paragraph is replaced by multiple paragraphs.  Some prefer to use a “branch numbering system” where for example [0545] would become [0545.1] and [0545.2].  Others prefer complete renumbering of all paragraphs.  The outcome of this discussion will have an impact on creating citation references.  
17. More importantly, however, for the purpose of creating and reading citation references, it is important that where there are amendments (and documents have been re-published) that citation references are clear
 as to which version (and which file format and rendering) of the document is being cited.  
17.1. Citation reference creators can do this by continuing (in accordance with ST.1) to include the Kind Code (A1, A2…) as well as the publication date and if necessary an indication to remove any ambiguity relating to corrected or amended paragraphs.  For example, to cite material within the corrected document of WO97/28071 we could, to be clear, state: 
WO97/28071 A1 corrected version (GENERAL SIGNAL CORP) available 1998-05-07, page 3 lines 20-28

which would distinguish the corrected document from the original A1 version published on August 7, 1997.

Long Paragraphs

18. Long paragraphs are recognized as being a problem area because they can make citations potentially less precise when citing paragraph numbers than when citing page numbers which have a fixed length.  What constitutes a long paragraph?  Typically a printed page of text in a patent document contains 35 lines of text.  A paragraph is long if it contains more than 30 lines of text when printed on an A4 size piece of paper.  Or put another way 30 lines of text equates roughly to 250 words or 1700 characters.
19. There are at least two ways to approach the problem of citing material that is contained in long paragraphs.  
19.1. The first approach is to minimize long paragraphs as the patent document is being created.  This could be done by: 
19.1.a. enforcing a maximum paragraph size (e.g. 30 lines or 250 words, or 1700 characters) within XML text editors,
19.1.b.  create a warning message (within a XML text editor) alerting the user (when a certain number of lines, words, or characters have been typed within a paragraph) that the user is creating a long paragraph and recommending to the user to break up the paragraph, 
19.1.c. allowing for sub-paragraphs within text editors,
19.1.d. allowing for (or enforcing) sentence numbering within paragraphs within text editors, and
19.1.e. including a recommendation in WIPO standard ST.36 to allow sentence numbering, sub-paragraph numbering, and if possible recommending a maximum paragraph size.   

19.2. A second (immediately realisable) approach is to include additional information in a citation such as quoting the beginning and end text within a paragraph number
. For example either of the following provides an unambiguous reference to part of a long paragraph:
19.2.a. WO 2007/077970 A1 (MEIJI DAIRIES CORP) 2007.07.12, paragraph [0019] page 7 lines 19-22 [PDF online][retrieved on 2007-07-31].  Retrieved from the Internet <URL: http://www.wipo.int/pctdb/en/>.

19.2.b. WO 2007/077970 A1 (MEIJI DAIRIES CORP) 2007.07.12, paragraph [0019] from “[14] Another aspect … assumes 30%-60%”.

Citing document references
20. Citations references have a dual aspect.  There is a cited document (sometimes called a backwards citation).  And, there is the citing document, the so-called forwards citation.  For example, an International Search Report for EP1736504 cites three “X” citations, one of which is WO00/040404.  EP1736504 makes a backwards citation to the earlier document WO00/040404.  Conversely WO00/040404 has a forwards citation link to the later citing document of EP1736504. 
21. It is noted that some jurisdictions such the USPTO and the EPO are already including lists of citing documents on their publicly available patent search websites.  Many commercial providers allow one to perform Citation Searching.  For example, Citation BridgeTM is a free search utility that allows the look up of forward and backward U.S. Patent Citations. This appears useful to the searcher and relatively easily included within the Internet database search environment. 

22. If WIPO Standard ST.14 were to include forwards citations, a plethora of questions spring to mind.   

22.1. How should such a list be identified?  A “List of citing documents” is also known as “Forward citations” and “Referenced by”.  Is there a preferred name for such as list?
22.2. Should the “List of citing documents” be identified by the INID code (56)?  Or should another code be created?  Or given that codes are often applied at the paper or image based publication stage, at which time the citing documents are not known, perhaps INID codes are not appropriate.

22.3. Should a consistent location (first page, last page, electronic bibliographic data tab) be recommended where a list of citing documents should be put?

Types, Formats, Use, and Applicability of Citation References
23. WIPO Standard ST.14, in paragraphs 7 to 11, recommends the inclusion, tagging, placement, indication, and organization of references cited.  It appears from a brief analysis of publicly available online patent documentation, that the treatment of citation references is wildly different from one office to another.  Some offices:
· include backwards and forwards citations,

· include hyperlinks to cited documents on the publication’s bibliographic data tab, 
· include summaries of the prior art mentioned in the description,

· include a list prefixed by the INID code (56) of cited documents on the bibliographic page,
· include an indication of who made a citation,
· include search reports,
· do not include citation references, and
· are not legally allowed to include citation references. 
Tagging non-textual parts of a Patent Document (e.g. Images) 
24. Many Offices (intend to) identify various parts of the document such as gene sequences and computer programs2.    
25. Currently ST.36 at http://www.wipo.int/pct-safe/epct/schemaDocs/1.5/search-report-v1-1_dtd/index.html  recommends the “img”element be used for any kind of image: art work, figures, complex work units (math, tables, chemistry), etc.  On the other hand ST.36 also provides for the use of other elements “maths”, “tables”, “table-external-doc” “bio-deposit” and for the future use of “chemistry”.  Provision is made in ST.36 for computer programs as an external-type attribute “program-listing” for the “table-external-doc” and in the preservation of white space element “pre”.

26. Other parts of the specification that are available as identifiers are “flowchart”, “graph” and “photograph”.  These are listed as image content attributes for the ST.36 element “img”.
27. With regard to gene sequences, it is noted that “dna” is also listed as image (and diagram) content in at least the wo-published-application-v1-5.dtd.  The elements “bio-deposit” and “sequence-list” are also available.  
[Annex IV follows]

� Refer to Annex II: Proposals for Citation Practices by Patent Offices.


� Refer to Annex I: Citation Practices by Patent Office.


� discussed � HYPERLINK  \l "_Citing_document_references" ��later� under the heading Citing document references


� Refer to � HYPERLINK "http://www.wipo.int/standards/en/pdf/03-01-01.pdf" ��WIPO Standard ST.1�


� Refer to the DOI (� HYPERLINK "http://www.doi.org" ��www.doi.org�) website for more information.


� Refer to paragraph 12(a), 13, and Footnote (1) of � HYPERLINK "http://www.wipo.int/standards/en/pdf/03-14-01.pdf" ��WIPO Standard ST.14�.


� Annex VII shows a subset of the International Common Elements in WIPO Standard ST.36 that are particularly relevant to citation references.  





� A list of existing document structures International Common Elements can be found in Annex VIII.


� 1.1.	Refer to Annex VI: Draft Standard ST.14 paragraph 12(a)(v) and example 6 of paragraph 12(a) as well as WIPO Standard ST.1.


� Refer to Annex VI: Draft Standard ST.14 paragraph 12(a)(xi), paragraph 13(x), and paragraph 13 example 6 for more information
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