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Disclaimer Disclaimer 
The viewpoints & opinions expressed The viewpoints & opinions expressed 
herein are those of the presenter and herein are those of the presenter and 

do not necessarily reflect, or are do not necessarily reflect, or are 
intended to reflect, the views of any intended to reflect, the views of any 
employer of the presenter (past or employer of the presenter (past or 
present), and/or any association to present), and/or any association to 

which the presenter belongswhich the presenter belongs
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DilemmaDilemma
•• Method to best resolve issues Method to best resolve issues 

that may arise in the that may arise in the 
Collaboration contemplatedCollaboration contemplated

•• Way to best reflect best method Way to best reflect best method 
in the Agreement to govern  in the Agreement to govern  
Research CollaborationResearch Collaboration
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Primary ConsiderationsPrimary Considerations
•• Issue to be resolvedIssue to be resolved
•• Impact on other issues Impact on other issues 
•• Best Method to resolve issueBest Method to resolve issue
•• The The ““InternationalInternational”” elementelement
•• The The ““Human FactorHuman Factor””
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Issue(s) to be ResolvedIssue(s) to be Resolved
•• Relating to IP Rights Relating to IP Rights perper sese
-- InventorshipInventorship -- Territorial RightsTerritorial Rights

-- OwnershipOwnership -- Subject Matter RightsSubject Matter Rights

•• Relating to Use of RightsRelating to Use of Rights
-- SublicensingSublicensing -- EnforcementEnforcement

•• Other Other ““EssentialEssential”” RightsRights
-- Enabling Rights (Mfg., Materials/Supply, Reg., etc.) Enabling Rights (Mfg., Materials/Supply, Reg., etc.) 

•• Other TermsOther Terms
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Impact on Other IssuesImpact on Other Issues

•• ContextContext
(Whole Agreement)(Whole Agreement)
••Can Issue be isolatedCan Issue be isolated

((““KnockKnock--onon”” effect)effect)

WIPO Arbitration & Mediation Ctr. WIPO Arbitration & Mediation Ctr. 
European Liaison Office of European Liaison Office of 
German Research German Research OrganisationsOrganisations

Brussels, BelgiumBrussels, Belgium
12 November 201012 November 2010

Contract Negotiations, IP and Dispute ResolutionContract Negotiations, IP and Dispute Resolution
in International Research Collaborationsin International Research Collaborations

LES BeneluxLES Benelux



Kevin NachtrabKevin Nachtrab©©20102010
77

____________________________

Best Method to Resolve IssueBest Method to Resolve Issue
•• MediationMediation
•• Arbitration Arbitration (binding/non(binding/non--binding)binding)

•• Mediation then ArbitrationMediation then Arbitration
•• LitigationLitigation
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The The ““InternationalInternational”” ElementElement
•• Forum ConsiderationsForum Considerations
-- Subject Matter Subject Matter -- DiscoveryDiscovery
-- Fairness Fairness -- Procedural Issues (timing)Procedural Issues (timing)

••Legal ConsiderationsLegal Considerations
-- Governing LawGoverning Law -- Transferrability/Enforceability Transferrability/Enforceability 

••Other ConsiderationsOther Considerations
-- Costs/Penalties Costs/Penalties -- Expertise/CompetanceExpertise/Competance
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The The ““Human FactorHuman Factor””

•• Logic of Corporate EntityLogic of Corporate Entity
-- Prioritization of IssuePrioritization of Issue
-- Varies greatlyVaries greatly
-- Rights of UseRights of Use

•• Risk ManagementRisk Management
-- Monetary IssuesMonetary Issues
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Thank YouThank You
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