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The Patent System

Two important functions:
-Protection: gives

 
the right to exclude

 others
 

from
 

commercially
 

exploiting
 

the 
invention covered

 
by a patent in a certain 

country
 

or a region
 

and for a limited
 

time

-Disclosure: gives
 

the public access
 

to 
information

 
(important resource

 
for 

researchers, SMEs, inventors, etc.)



Bibliographic data

Classification

Publication number

Application number

Publication date

Filing date

Priority date

Applicant

Inventor

Designated states



Claims

Define the scope of protection sought by the applicant 



Description (specification)

Describes how the invention works (addresses a particular technical 
problem)
Provides background information on this problem 
Indicates other known solutions to the problem



Drawings
 

(if applicable)

Example: PCT publication WO 2006/020305 “Gestures for Touch-Sensitive 
Input Devices”

Published
 

in February
 

2006



Business intelligence

Example: PCT publication WO 2006/020305 “Gestures for Touch-Sensitive 
Input Devices”

Apple iPhone, released
 

in January
 

2007
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National Phase Status

• 3.5 Million notifications from 
36+ offices
• Legal status (where 
available)
• Internet hyperlinks to certain 
offices (further status 
information, translations, etc)



PATENTSCOPE®
 

Documents

For all collections: 
•Published Documents 

For PCT:
•Search reports (prior 
art)
• Written opinions and 
preliminary examination 
reports (patentability)
•Most documents from 
the PCT international 
phase



Where can Patent Information be found?

Free databases: WIPO as well as many patent offices and 
other public institutions offer free-of-charge access to 
patent information. This tends to be more suitable for initial 
simple searches.
►A list of national patent databases is at 

http://www.wipo.int/ipdl/en/resources/links.jsp
►WIPO’s

 
PATENTSCOPE®

 
search service is at 

http://www.wipo.int/patentscope
►European Patent Office’s esp@cenet

 
search service

http://ep.espacenet.com
►Google Patents (only US patents) at 

http://www.google.com/patents

http://www.wipo.int/ipdl/en/resources/links.jsp
http://www.wipo.int/patentscope
http://ep.espacenet.com/
http://www.google.com/patents


Where can Patent Information be found? 
(cont’d)

Commercial databases. Value-added patent 
information on a fee-paying basis.
►A list of such databases and many others can be 

found on the web-site of the Patent Information Users 
Group (PIUG) at http://www.piug.org/vendors/php

►Examples
►http://www.patentcafe.com
►http://

 
www.wipsglobal.com

►http://
 

www.orbit.com
►http://scientific.thomsonreuters.com/

http://www.piug.org/vendors/php
http://scientific.thomsonreuters.com/
http://scientific.thomsonreuters.com/
http://scientific.thomsonreuters.com/
http://scientific.thomsonreuters.com/
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WIPO’s
 

PATENTSCOPE®
 

Search Service
 

®

► WIPO’s
 

Patent Information Portal
► Database of over 1.7 million international patent 
applications (PCT)
► National patent collections from 11 participating offices
► Free-of-charge
►www.wipo.int/patentscope

http://www.wipo.int/patentscope
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The Patent System



The Patent System

Two important functions:
-Protection: gives

 
the right to exclude

 
others

 
from

 
commercially

 exploiting
 

the invention covered
 

by a patent in a certain country
 

or a 
region

 
and for a limited

 
time

-Disclosure: gives
 

the public access
 

to information
 

(important 
resource

 
for researchers, SMEs, inventors, etc.) 

TRIPs Agreement- basics for IP protection (IL 1999)
Nature and Scope of Obligations of Members 
Patentable Subject Matter -inventions, whether products or processes, in 
all fields of technology, provided that they are new, involve an inventive 
step and are capable of industrial application



Paris Convention for the Protection of Industrial Property (IL March 24, 1950)

Art. 2 National Treatment for Nationals of Countries of the Union;

The provisions of the laws of each of the countries of the Union 
are expressly reserved;

Art. 4bis Independence of Patents Obtained for the Same Invention in Different 
Countries

Art. 4 Right of Priority

The Patent System



Paris Convention for the Protection of Industrial Property (IL March 24, 1950)

:)bisArt. 4  ( -עצמאו ת חי י  ה פטנט . 3

“ (1) Patents applied for in the various countries of the Union… shall be 
independent of patents obtained for the same invention in  other countries…”

:)Art. 4   (-זכו ת  בכורה. 4

“A.(1) Any person who has duly filed an application for a patent… in one of the 
countries of the Union… shall enjoy, for the purpose of filing in the other 
countries, a right of priority…

(2) Any filing that is equivalent to a regular national filing under the domestic 
legislation of any country of the Union… shall be recognized as giving rise to the 
right of priority…

C.(1) The periods of priority referred to above shall be twelve months for 
patents…”



The Patent System

Local patent application followed within 12 months by 
multiple foreign applications claiming priority under Paris 
Convention:

multiple formality requirements/searches/publication

multiple examination and prosecution of applications

translations and national fees required at 12 months



1. What is the PCT?



The PCT System

Signed in June 1970, in Washington, D.C., and  became 
operational in June 1978 with 18 States

As of June 2011, the PCT has 144 Contracting States

The decision on granting patents is made exclusively by 
national or regional Offices in the national phase



=PCT=PCT

Albania

Algeria

Angola

Antigua and Barbuda

Armenia

Australia

Austria

Azerbaijan

Bahrain

Barbados

Belarus

Belgium

Belize

Benin

Bosnia and Herzegovina

Botswana 

Brazil

Bulgaria

Burkina Faso

Cameroon

Canada

Central African Republic

Chad

China 

Colombia 

Comoros 

Congo

Costa Rica

Côte d'Ivoire

Croatia

Cuba

Cyprus

Czech Republic

Democratic People's

Republic of Korea

Denmark

Dominica

Dominican Republic

Ecuador

Egypt

El Salvador

Equatorial Guinea 

Estonia

Finland

France,

Gabon

Gambia

Georgia 

Germany

Ghana 

Greece

Grenada

Guatemala

Guinea

Guinea-Bissau 

Honduras

Hungary

Iceland

India

Indonesia

Ireland 

Israel

Italy

Japan

Kazakhstan

Kenya

Kyrgyzstan

Lao People’s Dem Rep.

Latvia 

Lesotho 

Liberia

Libyan Arab Jamahiriya

Liechtenstein 

Lithuania

Luxembourg

Madagascar

Malawi

Malaysia

Mali

Malta

Mauritania

Mexico

Monaco

Mongolia

Montenegro

Morocco

Mozambique

Namibia 

Netherlands

New Zealand

Nicaragua

Niger

Nigeria

Norway

Oman

Papua New Guinea

Philippines 

Poland

Portugal

Republic of Korea 

Republic of Moldova

Romania

Russian Federation

Saint Lucia

Saint Vincent and

 

the Grenadines 

San Marino

Sao Tomé

 

e Principe

Senegal

Seychelles

Sierra Leone

Singapore

Slovakia

Slovenia

South Africa

Spain

Sri Lanka

Sudan

Swaziland

St. Kitts and Nevis

Sweden

Switzerland

Syrian Arab Republic

Tajikistan 

Thailand (24 Dec. 2009)

The former Yugoslav 

Republic of Macedonia 

Togo

Trinidad and Tobago 

Tunisia

Turkey

Turkmenistan

Uganda

Ukraine

United Arab Emirates

United Kingdom

United Republic of Tanzania

United States of America

Uzbekistan

Viet Nam

Yugoslavia

Zambia

Zimbabwe

144 PCT States

The PCT System



The PCT System 



PCT trends 2010









PCT trends 20110

With an estimated 164,300 PCT applications filed in 
2010, the total, volume increased by 5.7% compared to 
2009. 
The strongest growth originated from China (+55.6%) 
which overtook the Republic of Korea as the fourth-

 ranked PCT filing country. 
India (+36.6%), the Republic of Korea (+20.3%) and 
Japan (+8.0%) also experienced significant growth, 
offsetting a mixed performance in European countries 
and a continued decline in the United States of America 
(US) (-1.6%) which, despite this decrease, remains the 
largest user of the PCT system



PCT trends 2010

Fields of technology. Digital Communication saw the 
fastest growth (17.3%) and accounts for the largest 
share of total PCT applications published (up from the 
third largest share in 2009). Almost every other field
The sharpest decline was seen in the field of 
telecommunications.



PCT trends



The PCT System and its Advantages

The PCT, as the cornerstone of the international patent 
system, provides a worldwide system for simplified 
filing and processing of patent applications, which--



The PCT System and its Advantages

postpones the major costs associated with 
internationalizing a patent application
provides a strong basis for patenting decisions
harmonizes formal requirements
brings the world within reach
protects applicants from certain inadvertent errors
evolves to meet user needs
is used by the world’s major corporations, universities 
and research institutions when they seek international 
patent protection 
allows applicants to apply securely and easily online, 
and to save money by doing so 



Filing of international applications 
with the ILPO

1. Competent receiving Office for residents and 
nationals of Israel

2. Language of filing  . . . . . . . . . . . English

3. Language of filing of request  . . English 
(Rule 12.1(c))

4. Number of copies required . . . . 3

5. Competent ISAs . . . . . . . . . . . . USPTO 
EPO

6. Competent IPEAs . . . . . . . . . . . USPTO 
EPO

RO/IL

ISA/US ISA/EP

IPEA/US IPEA/EP



Filing of international applications 
with RO/IB by IL applicants (1)

1. Competent receiving Office for residents and 
nationals of Israel

2. Language of filing . . Any language

3. Number of copies
required . . . . . . . . . .  1

4. Competent ISAs . . .  USPTO (only if English)
EPO (English, French or German)

RO/IB

ISA/US ISA/EP

IPEA/US IPEA/EP

The PCT System 



Filing of international applications 
with RO/IB by IL applicants (2)

1. Compliance with IL national security provisions is applicant's 
responsibility.

2. Any person who has the right to practice before the ILPO is 
entitled to practice before the International Bureau as a receiving 
Office (Rule 83.1bis).

3. RO/IB accepts filing of international applications by facsimile.

The PCT System 



Competent International Authorities for IL applicants 
filing international applications with RO/IL

RO/IL

ISA/US ISA/EP

IPEA/US IPEA/EP

The PCT System 



Fees RO/IL Jan 1 2011

סכ ו ם ת י א ו ר האג רה

 546₪אגרת המסי רה 

 86₪) עמו ד י ם100עד (הנפקת מסמך בכ ורה  י שראל 

$ 1,367אגרת  ההגשה הב ינל א ו מ י ת 

$15 )   עמ ו ד י ם30-לכל עמ ו ד  ב ב ק שה מעל  ל (אגרת  י תר 

SAFE-PCT $103הנחת הגשה באמ צע ו ת ת ו כנת 

$2,443 אגרת ח י פ ו ש ב לש כת  הפטנט י ם הא יר ו פ א י ת 

$2080 ב "אגרת ח י פ ו ש ב לש כת  הפטנט י ם  ב ארה

EURO 1,760אגרת ב ח י נ ה מו ק דמת בל ש כת הפ טנט י ם הא י ר ופא י ת 

   EURO 150אגרת ט י פ ו ל בל ש כת  הפטנט י ם הא יר ו פ א י ת 

$600 ב "אגרת ב ח י נ ה מו ק דמת בל ש כת הפ טנט י ם  באר ה

$206 ב "אגרת ט י פ ו ל בל ש כת  הפטנט י ם  ב ארה



The PCT System- so… what is it really?

(months)

File PCT

application

120 30
International 

search report 
& written 
opinion

16 18

International

publication

(optional)

File

 
demand for

 
International 
preliminary 
examination

File local

application

Enter

national

phase

22 28

(optional)

International 

preliminary 
report on 

patentability
Typically a national 
patent application in 
the home country of 

the applicant

Traditional 0

File local 
application

12

Enter

national

phase

The PCT System 



(months)

File PCT

application

120 30

International 

search report 
& written 
opinion

16 18

International

publication

(optional)

File

 
demand for

 
International

Preliminary

examination

File local

application

Enter

national

phase

22 28

(optional)

International 

preliminary 
report on 

patentabilityTypically filed in same 
national patent office--one 
set of fees, one language, 

one set of formality 
requirements--and legal 
effect in all PCT States

The PCT System 

The PCT System- so… what is it really?
Traditional 0

File local 
application

12

Enter

national

phase



(months)

File PCT

application

120 30

International 

search report 
& written 
opinion

16 18

International

publication

(optional)

File

 
demand for

 
International

Preliminary

examination

File local

application

Enter

national

phase

22 28

(optional)

International 

preliminary 
report on 

patentability
Report on state of 
the art (prior art 

documents and their 
relevance) + initial 

patentability opinion

The PCT System- so… what is it really?
Traditional 0

File local 
application

12

Enter

national

phase

The PCT System 



(months)

File PCT

application

120 30

International 

search report 
& written 
opinion

16 18

International

publication

(optional)

File

 
demand for

 
International

Preliminary

examination

File local

application

Enter

national

phase

22 28

(optional)

International 

preliminary 
report on 

patentability

Disclosing to world 
content of application 
in standardized way

The PCT System- so… what is it really?
Traditional 0

File local 
application

12

Enter

national

phase

The PCT System 



(months)

File PCT

application

120 30

International 

search report 
& written 
opinion

16 18

International

publication

(optional)

File 
demand for 

International

Preliminary

examination

File local

application

Enter

national

phase

22 28

(optional)

International 

preliminary 
report on 

patentability

Request an additional 
patentability analysis on basis 

of amended application

The PCT System- so… what is it really?
Traditional 0

File local 
application

12

Enter

national

phase

The PCT System 



(months)

File PCT

application

120 30

International 

search report 
& written 
opinion

16 18

International

publication

(optional)

File

 
demand for

 
International

Preliminary

examination

File local

application

Enter

national

phase

22 28

(optional)

International 

preliminary 
report on 

patentability

Additional patentability 
analysis, designed to assist 
in national phase decision- 

making

The PCT System- so… what is it really?
Traditional 0

File local 
application

12

Enter

national

phase

The PCT System 



(months)

File PCT

application

120 30
International 

search report 
& written 
opinion

16 18

International

publication

(optional)

File

 
demand for

 
International

Preliminary

examination

File local

application

Enter

national

phase

22 28

(optional)

International 

preliminary 
report on 

patentability

Express intention 
and take steps to 
pursue to grant in 

various statesTraditional 0

File local 
application

12

Enter

national

phase 18 months

The PCT System 



1. Only one application filed, containing, by default, the designation of all 
States (for every kind of protection available) and usual priority claim(s)

2. Has the effect of a regular national filing (including establishment of a 
priority date) in each designated State:  the international filing date is 
the filing date in each designated State

3. Filed in one language

4. Filed with one office- Receiving Office (‘RO’)

5. One set of formality requirements

The PCT System 



• with the national Office of the Contracting State of which the applicant 
(or at least one of the applicants) is a national or resident, or

• with the International Bureau of WIPO, or 

• where applicable, with an Office acting for a Contracting State of which 
the applicant (or at least one of the applicants) is a national or resident

in particular, the following regional Offices:

European Patent Office for the States party to the EPC

Eurasian Patent Office for the States party to the EAPC

ARIPO Office for the States party to the Harare Protocol

OAPI Office for the States member of OAPI

...

The PCT System 



2. Why use the PCT?



1. Keep options open by making all possible designations for all types of 
protection

2. Various possibilities for withdrawal

3. International publication can be prevented or postponed until as late 
as 15 days before the actual publication date – conditional withdrawal 
possible

4. Further expenses can be avoided simply by no longer prosecuting the 
application or not entering the national phase

5. Amendments made during the international phase have effect in all 
designated/elected States

6. More time for better quality translation for the national phase

7. Better planning of the expenditures for the national phase

The PCT System –
 

benefits for uncertainty



Brings the world within reach

How?  

PCT application = Legal effect of a regular national patent 
application in all PCT States

The PCT System 



Postpones the major costs associated with internationalizing a 
patent application

1. Translations of  the patent applications (which are 
highly technical documents) into various national 
languages

2. Official fees for payment to national/regional patent 
offices (for example, filing fees, claims fees, etc.)

3. Fees for the services of local patent agents/attorneys 
in the designated states

The PCT System 



Traditional patent system

vs.

PCT system

Fees for:

--translations 
--Office fees 
--local agents

0 12

File local 
application

File

applications

abroad

(months)

Traditional

(months)

File PCT

application

12 30

International 

search report & 
written opinion

16 18

International

publication

(optional)

File 
demand for 

International

preliminary

examination

File local

application

Enter

national

phase

22 28

(optional)

International 

preliminary 
report on 

patentability

PCT 0

Fees for:

--translations 
--Office fees 
--local agents

When are these costs incurred?

The PCT System 



PCT Costs - in perspective 
How do PCT fees fit into the overall costs of patenting?

July 2007 calculation of estimated percentage which the PCT filing fees 
represent in the overall budget of a  PCT applicant seeking patents in several 
countries (using “IP Global Estimator®”* software):

hypothetical PCT application filing was: 

filed in the USPTO as RO by a US large-entity applicant contained 
46 pages and 12 claims (3 independent) International Search and 
Preliminary Examination to be carried out by the EPO entry into 
national/regional stage in the US, Canada, Australia, Mexico, 
Japan, and the EPO (and in the EPO designating France, Germany, 
Italy, Netherlands, Sweden, and the UK)

----
*“IP Global Estimator software ®”(www.globalip.com) is a useful tool for calculating overal patent-related expenses, 
including fees and annuities, translations, photocopying and other misc. costs, as well as minimum attorney fees that 
are based on standard country-by-country charges for the basic prosecution of a straightforward application

The PCT System 



PCT Costs - in perspective 

According to IP Global Estimator, the total cost of hypothetical
 application (RO/US, ISA/EP, 46 pages/12 claims w/3 independent, national phase in AU, CA, EPO, JP, MX, US, and EP 

validation in DE, FR, GB, IT, NL & SE, + maintenance fees--from filing until expiration of 12 national phase patents at 20 years from the 

filing date)

 

would be USD $232,742

The PCT filing fees, including the international search by the EPO, 
(total: USD $3,637) represented 1.6% of what the PCT applicant 
could expect to pay throughout the full life of this patent family

If the payment of annual maintenance fees is eliminated from the
 above calculation, the total amount that the applicant would expect 

to pay to see his/her patents granted is reduced to USD $86,398.
 PCT filing fees would then represent 4.2%

 
of this amount

[Estimate date: July 1, 2007]

The PCT System 



a basis for patenting decisions:

• whether to enter the national phase

• where to enter the national phase

P&G:

Based on the information received during both Chapters I and II, the 
Procter & Gamble company found that it:

• abandoned 20% of PCT filings at national phase (did not enter national 
phase at all anywhere)

• when it did enter national phase, it did so in only 70% of the States it 
had originally intended to patent in

What does the applicant do with the information from the ISR, ISO 
and IPRP Ch. II?

The PCT System 



Highest ranked IL users

-Applied Materials Israel 

-Given Imaging LTD. (Diagnostic 
System) 

-Elbit Systems Electro- Optics Elop 
LTD.  

-Rafael-Armament Development 
Authority

-M-Systems Flash Disk Pioneers 

-Creo IL

-Orbotech

-Iscar

-TEVA Pharmaceutical  Industries LTD.

-YEDA R&D CO. LTD. (Weizmann Institute 
of Science)

-YISSUM R&D (THE Hebrew University of 
Jerusalem)

-The R&D Authority BGU of the Negev

-RAMOT at Tel Aviv University LTD.

-State of Israel, Ministry of Agriculture, 
Agricultural Research Organization, 
Vulcani Center

-Israel Atomic Energy Commission

-HADASIT R&D LTD. (Hadassah Medical  
Organization)

-Technion Research & Development 
Foundation

-Bromine Compounds LTD.



• For further information about the PCT, see

http://www.wipo.int/pct/en/

• For general questions about the PCT, contact
the PCT Information Service at:

Telephone: (+41-22) 338 83 38 

Facsimile: (+41-22) 338 83 39 

E-mail: pct.infoline@wipo.int

Li.maor@wipo.int

mailto:pct.infoline@wipo.int
mailto:Li.maor@wipo.int
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