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INTRODUCTION

1.  The Standing Committee on the Law of Trademarks, Industrial Designs and
Geographical Indications (hereinafter referred to as “the Standing Committee” or “the SCT”)
held its fifteenth session, in Geneva, from November 28 to December 2, 2005.

2.  Thefollowing Member States of WIPO and/or the Paris Union for the Protection of
Industrial Property were represented at the meeting: Albania, Algeria, Argentina, Armenia,
Australia, Austria, Bangladesh, Belgium, Bosnia and Herzegovina, Brazil, Bulgaria,
Cambodia, Canada, Chile, China, Colombia, Costa Rica, Croatia, Cuba, Czech Republic,
Denmark, Dominican Republic, Ecuador, Egypt, El Salvador, Equatorial Guinea, Estonia,
Finland, France, Germany, Greece, Hungary, India, Indonesia, Iran (Islamic Republic of),
Ireland, Isradl, Italy, Japan, Jordan, Kenya, Kyrgyzstan, Latvia, Libyan Arab Jamahiriya,
Lithuania, Madagascar, Maaysia, Mexico, Morocco, Myanmar, Netherlands, New Zeaand,
Nigeria, Norway, Pakistan, Philippines, Poland, Portugal, Qatar, Republic of Korea, Republic
of Moldova, Romania, Russian Federation, Singapore, Slovenia, South Africa, Spain,
Sweden, Switzerland, Tajikistan, Thailand, The former Y ugoslav Republic of Macedonia,
Turkey, Ukraine, United Kingdom, United States of Americaand Uruguay (79). The
European Community was also represented in its capacity as member of the SCT.

3.  ThePermanent Observer Mission of Palestine took part in the meeting in an observer
capacity.

4.  Thefollowing intergovernmental organizationstook part in the meeting in an observer
capacity: Benelux Trademark Office (BBM), World Health Organization (WHO) and the
World Trade Organization (WTO) (3).

5. Representatives of the following international non-governmental organizations took
part in the meeting in an observer capacity: American Intellectual Property Law Association
(AIPLA), Center for International Industrial Property Studies (CEIPI), China Trademark
Association (CTA), European Brands Association (AIM), European Communities Trade
Mark Association (ECTA), Exchange and Cooperation Centre for Latin America (ECCLA),
German Association for Industrial Property and Copyright (GRUR), International Chamber of
Commerce (ICC), International Federation of Industrial Property Attorneys (FICPI),
International Trademark Association (INTA) and the International Wine Law Association
(AIDV) (12).

6. Thelist of participantsis contained in Annex |1 of this Report.

7.  The Secretariat noted the interventions made and recorded them on tape. This report
summarizes the discussions on the basis of all observations made.

Agenda ltem 1: Opening of the Session

8.  Mr. Ernesto Rubio, Assistant Director General, opened the session and welcomed the
participants on behalf of the Director General of WIPO.

9.  Mr. Marcus Hopperger (WIPO) acted as Secretary to the Standing Committee.
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Agenda ltem 2: Adoption of the Agenda

10. The SCT adopted the Draft Agenda (document SCT/15/1 Prov.) without modifications.

Agenda Item 3: Adoption of the Report of the Fourteenth Session

11. The Secretariat informed the Standing Committee that, following the preliminary
publication of document SCT/14/8 Prov. on the Electronic Forum of the SCT, comments were
received from the following delegations and observers. Japan (concerning paragraph 315),
Switzerland (concerning paragraphs 32, 43 and 327), AIM (concerning paragraph 350) and
CEIPI (concerning paragraphs 22, 67, 152, 173, 278 and 295). The above-mentioned
paragraphs had consequently been amended in document SCT/14/8 Prov.2.

12. The Delegation of Italy requested a modification to paragraph 36.
13. The SCT adopted the Revised Draft Report of the fourteenth session (document
SCT/14/8 Prov.2) as modified.

Agenda ltem 4: Questionnaire on Trademark Law and Practice

14. The discussion was based on document SCT/14/5 Rev. (Summary of the Replies to the
Questionnaire on Trademark Law and Practice (SCT/11/6)).

15. The Secretariat recalled that the Questionnaire on Trademark Law and Practice had
been on the Agenda of the last three sessions of the SCT. A large number of delegations had
sent replies to the questionnaire and, in order to facilitate the reading of all thereplies, a
summary document had been prepared and del egations were given the opportunity to review
the accuracy of the information contained in that document. At its fourteenth sessionin

April 2005, the Committee decided that del egations should be given another opportunity to
review the compilation and to submit requests for correction. Also, those delegations that had
not yet sent replies to the questionnaire were invited to do so. A number of requests for
correction were received, as well astwo new sets of replies, one from Chinain relation to the
Hong Kong Special Administrative Region (Hong Kong SAR) and one from Israel. Those
replies and corrections were included in the current document. The Secretariat explained that
the regular updating of the document over the last two years had engaged a considerable
amount of resources, as replies had to be worked into the document, translated and
reproduced. The Secretariat recalled that the purpose of the document was to collect data that
would provide the Committee with additional elements of information at the time of
considering possible future work in the field of trademarks, rather than constitute a complete
guide to the individual national or regiona laws of members. Against this background, the
Committee might wish to consider whether the Secretariat should continue to issue updated
versions of that document and submit them regularly to the SCT, or whether the Committee
would prefer to conclude its work on the document.
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16. The Delegation of Brazil said that it considered the questionnaire as a source of
information and not as a document which could guide the future work of the Committee.
From this perspective, it preferred not to close the questionnaire, but to keep it as an
evolutionary document that could be updated in the future to reflect changesin the legislation
of Member States.

17. The Delegations of Argentina, Egypt, Iran (Islamic Republic of), Isradl, Italy,
Kyrgyzstan and The former Y ugoslav Republic of Macedonia supported the view that the
document should continue to be updated, in line with what was expressed by the Delegation
of Brazil.

18. The Chair noted that he understood the intervention by the Delegation of Brazil as
suggesting that it was not necessary to provide an updated document at every session of the
SCT but only at appropriate intervals when new information was received from Member
States.

19. The Delegation of Germany expressed its preference for a closing of the document since
that would relieve the offices from the burden of having to update the questionnaire. Also, if
one delegation provided updated information, the other delegations would be obliged to report
new developmentsto the International Bureau. The Delegation would however support the
ideato update the document at any timein the future, if so required.

20. The Representative of the European Community, speaking on behalf of its member
States and the two acceding States, wondered whether the questionnaire would be useful if
only some delegations were to notify updates to their legislation. The Representative believed
that Members of the SCT should update the information each time changes occur in their
legidation. However, it seemed that there was no obligation a priori to do so, and this put
into question the usefulness of the information provided. The Delegation said that a useful
modus operandi was needed and mentioned, as an example, the obligation that members of
WTO had to notify their intellectual property legislation.

21. The Delegation of Argentinasaid that it understood the questionnaire to be of a
voluntary nature. The Delegation did not consider that the responses to the questionnaire
should be regarded in the same manner as the notificationsto the WTO. In the view of the
Delegation, the questionnaire was circulated and replied to on avoluntary basis, and the
compilation of the responses was only informative in nature. The Delegation considered that
severa possibilities could be envisaged with regard to the questionnaire. Delegations could
be invited to update their data at some time in the future and another possibility would be to
keep the issue on the agenda of the SCT and invite delegations to provide updates of any
changesto their legislation — even orally — at each session of the SCT.

22. The Secretariat noted that it was important to distinguish the Questionnaire on
Trademark Law and Practice from the WIPO Collection of Laws for Electronic Access
(CLEA). Thelatter had along standing and was based on provisions of both the Paris and the
Bern Conventions. Pursuant to Article 15(2) of the Paris Convention, Members had regularly
notified their laws and regulations to WIPO. Such laws were compiled in the CLEA. When
the WTO Agreement on Trade-Related Aspects of Intellectual Property Rights (the TRIPS
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Agreement) entered into force and required Member States to notify their laws and
regulations, away was sought to avoid the duplication of efforts. Indeed, the 1995
Agreement between the two organizations provided that the WIPO collection of laws could
also be referred to in any notification procedure applicable under the TRIPS Agreement.

The Secretariat further noted that the questionnaire on trademark law and practice had a
different purpose: it was an information-gathering process to support the work of the
Committee and it had a different approach, asit covered not only laws but also office practice.

23. The Delegation of New Zealand recalled that the original objective of the questionnaire
was to help the Committee in looking at issues around trademark law harmonization as well
as procedure harmonization. Against this background, the Delegation preferred to close the
document off at this point or within a short period of time, and to use it as a basis to assess
whether this Committee wished to progress on substantive trademark law harmonization or
the harmonization of procedures under the next agendaitem.

24. The Delegation of Brazil stressed that it understood the document to be voluntary and
informative in nature. Brazil had provided answers to the questions, but legidlation in al the
fields covered by the questionnaire tended to evolveirregularly over time. If the document
were not further updated, it would loseits relevance. The Delegation disagreed with the
position expressed by the Delegation of New Zealand that the questionnaire could become the
basis for decisions regarding the future work of the SCT. The questions had been answered
only as ameans of providing information on how particular aspects of trademark law and
related issues were dealt with in Brazil. Inthe view of the Delegation, the answers had not
been provided having in mind decisions on future work or harmonization, neither on
substantive nor on procedural matters.

25. The Delegation of Ukraine said that the questionnaire should not be closed, because it
was avery valuable exercise and it provided very useful information. The Delegation
supported the views expressed by the Delegation of the European Community that the
questionnaire should be updated regularly, so that other countries may refer toit. The
Delegation said that the Committee should consider having a similar questionnaire for
industrial designs and possibly aso for geographical indications.

26. The Delegation of The former Y ugoslav Republic of Macedonia declared that, while at
the outset, the purpose of the questionnaire was to identify abasis for the future work of the
SCT, it was later found that this document was very useful for all countries, even more so if
the questionnaire could be updated and made available on the WIPO Website, so that
interested members could see the changes that were introduced in the laws and practices of
different countries.

27. The Chair concluded that, given the support expressed by delegations, this
document would be updated periodically on the basis of submissions by Members.

Agenda ltem 5: Proposals for the Future Work of the SCT

28. Thediscussion was based on documents SCT/15/2 and 3.



SCT/15/5 Prov.
page 6

29. The Secretariat recalled that at its last session, the SCT had decided to invite members
and observersto submit in writing proposals for the future work of the Standing Committee.
Fourteen proposals from members and two contributions from observers of the SCT had been
received. Document SCT/15/2 reproduced those proposals and contributions, but as way of
introduction, it also contained a quantitative and thematic summary of them.

30. The Chair proposed to start the discussion of document SCT/15/2 by asking members
that had provided contributions to explain their proposals first and asked other delegations,
which had not expressed themselves in writing to make their positions known.

31. The Delegation of Argentinaexpressed concerns on the fact that document SCT/15/2
included proposals from non-governmental organizations. The Delegation recalled that,
according to Article 24(2) the WIPO Rules of Procedure, observers did not have theright to
present proposals, amendments or motions, aright that was reserved to Member States.
Consequently, the Delegation suggested that a corrigendum of document SCT/15/2 be
produced, including only the proposals submitted by Member States. In addition, the
Delegation asked that, at the current session, only proposals presented by Member States
should be discussed by the Standing Committee.

32. The Chair drew the attention of the Standing Committee to the fact that, in preparing
document SCT/15/2, the Secretariat had based itself on a decision adopted by the SCT at its
fourteenth session. That decision was reflected in paragraph 9 of the Summary by the Chair
(document SCT/14/7) and in paragraph 353 of the Report of that session (document
SCT/14/8/Prov. 2), which provided that members and observers of the SCT were invited to
submit to the Secretariat, by July 1, 2005, in writing concise proposals for future work of the
Standing Committee, including the issues to be dealt with and priorities for addressing them.
The Secretariat would trand ate those proposals and make them available as SCT working
documents. Hence, the Secretariat had strictly complied with the instructions of the SCT in
that respect.

33. TheDelegation of Brazil supported the views expressed by the Delegation of Argentina
and recalled that in other WIPO Standing Committees, intergovernmental and
non-governmental organizations that had the status of observers could only intervene after the
Member States and could not make proposals. While the Delegation noted that the Secretariat
had indeed complied with a decision of the Standing Committee, it was important to also
comply with the General Rules of Procedure, whereby only Member States could table
proposals.

34. The Chair confirmed that, in fact, the general Rules of Procedure had been followed
consistently during the debates of the SCT, both regarding ora interventions and formal
proposals, which could only be presented by Member States. However, in looking at the
agenda of the current session, he noted that there was no item that had been proposed only by
an observer organization. Thus, with regard to the substantive debate on future work, there
did not seem to be aproblem, as al the points listed as agenda items had been suggested by
Member States.

35. The Delegation of Argentinarecalled that the procedural issue it had raised needed to be
resolved before any substantive discussion could be initiated. In particular, the Delegation
had requested that the SCT deal only with relevant portions of the document. However, it did
not seem clear that this determination had been made. Therefore, the Delegation requested
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that the Chair make a declaration to the effect that Annexes XV and XV of the document as
well as al the paragraphs containing references to proposals from non-governmental
organizations were to be excluded from consideration by the SCT. The Delegation further
suggested that document SCT/15/2 be republished including only the proposals made by
Member States.

36. The Chair noted that the purpose of the preparatory documents SCT/15/2 and 3, was
similar to that of any study prepared by the Secretariat, which was to guide the discussion
without prejudging its content. In addition, the SCT would not discuss proposals that were
not presented by Member States. However, Member States were free to choose from any
subitems contained in the documents. As to the suggestion made by the Delegation of
Argentinato republish the document, this would require a decision by the Standing
Committee.

37. The Delegation of Iran (Islamic Republic of), speaking on behalf of the Group of
Countries of Asiaand the Pacific, declared that diverse issues had been submitted by
Members of the Standing Committee for discussion of its future work. Although all of the
submissions were relevant, it was important to define the direction of the work of the SCT by
taking into consideration the balance of interests of Member States, their level of

devel opment, the need for policy considerations at the national level, as well as the economic
capacity of those members. The Group of Countries of Asiaand the Pacific expressed
concerns as to the harmonization of trademark law and the new types of marks, in particular.
The Group felt that, at this stage sufficient studies should be conducted to evaluate the
implications of harmonization on developing and least devel oped countries. The Group
considered that the items, which had been on the Agenda of the SCT, should remain for future
discussion.

38. The Delegation of Morocco said that it wished to rectify its submission on the future
work of the SCT, as reflected in document SCT/15/2. The Delegation indicated that the
proposal should read “...we propose to give priority to work on well-known marks, industrial
designs and three-dimensional marks.”

39. The Chair suggested continuing the discussion of the items proposed for the future work
of the SCT, in the order that they appeared in document SCT/15/2 and opened the floor for
comments.

(@ Trademarks

Harmonization of Substantive Trademark Law
40. The Chair noted that the issue of the harmonization of substantive trademark law had
been suggested by the Delegations of Mexico and of the Russian Federation. The Chair also

noted that this item was broad and would probably need to be further defined, should the
Standing Committee decide to initiate any studies or future work on it.
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41. The Delegation of South Africa considered that the harmonization of trademark law was
atruly important aspect. However, countries were at different levels of development and
therefore the Delegation would prefer that a devel opment-impact assessment be conducted in
this regard, so that members could be assured that there was truly a devel opment benefit to be
derived from the harmonization of substantive trademark law.

42. The Delegation of Japan supported the idea to initiate work on the harmonization of
substantive trademark law. The Delegation noted that, with economic globalization,
businesses from all over the world were required to survive fierce international competition
and itwas important for companies to carry out their economic activities more quickly.
Under those circumstances, the trademark system should be designed to satisfy the needs of
companies and businesses. Specificaly, it should be designed in away that the users could
more easily prepare and file applications and more accurately assess the registrability of the
trademarks they applied for. In order to do so, harmonization of the trademark system was
essential on substantive as well as on procedural and formality aspects. The issue of
harmonization of trademark procedures and formalities was already taken up in the
framework of the Madrid Agreement and Protocol and in the Trademark Law Treaty.
Therefore, the Delegation considered that the SCT should engage in the substantive
harmonization of trademark law. The Delegation considered that, before starting the
discussion on thisissue, from apoint of view of efficiency, Members of the SCT should first
analyze the summary of the replies to the Questionnaire on Trademark Law and Practice, in
order to clarify the similarities and differences in the trademark systems of Member States.
Through this process, the Committee could identify items in which priority should be set or in
which harmonization could be easily achieved. The Delegation believed that the
guestionnaire could provide valuable information to be considered in the future and declared
its particular interest in the harmonization of possible grounds for refusal and in the area of
the post-grant opposition systems.

43. The Chair noted that the Delegation of Japan had not submitted proposals for the future
work of the SCT, prior to the current session. However, the proposals it had just submitted to
the Standing Committee should also be discussed by Members.

44. The Delegation of Iran (Islamic Republic of), speaking on behalf of the Group of
Countries of Asiaand the Pacific, declared that even though the group had expressed concerns
about the harmonization of substantive trademark law, it could support the idea of conducting
studies on the implications of specific areas of harmonization for developing countries.

45. The Delegation of Kenya said that probably the concept of substantive law needed to be
construed in relation to the principle of territoriality, which was basic in trademark law. The
term substantive would need to be clarified if used in relation to harmonization, because the
breath of both concepts together could be too far reaching. Explaining these concepts would
help al delegations to understand what was at stake in this exercise, regardless of their level
of development.

46. The Delegation of New Zealand held the view that the broad topic of harmonization of
substantive trademark law should be given alower priority in the future work program of the
SCT. The Standing Committee had already devoted a substantial portion of itstime over the
last few years to trademark issues and in particular the revision the Trademark Law Treaty.
Once that work was completed, the SCT could more usefully progress work in other areas of
interest.
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47. The Delegation of Slovenia expressed the view that the harmonization of substantive
trademark law was an extremely interesting topic. However, it was also avery broad and
difficult subject to tackle. The Delegation noted that, as afirst step, parameters needed to be
established, so asto define what substantive law really meant. For example, grounds for
refusal could vary considerably from one country to another. While the topic of substantive
harmonization was very interesting for national offices and also for the users of the system, it
was more important to ensure that users could prepare trademark applications that were likely
to succeed at registration. It was also important for them to understand why an application
had failed to be registered in different countries.

48. The Delegation of Germany supported the proposal to consider work on the
harmonization of trademark law issues, the aim of which could be the conclusion of a
substantive trademark law treaty. However, as the Delegation of Slovenia had mentioned,
thistask could be complicated and should not be the first priority in the discussions of the
SCT. Other issues could have ahigher priority, such as the harmonization of design
registration formalities, where there was already a common understanding.

49. The Delegation of the Republic of Korea said that all of the issues addressed in the
proposals presented by Member States were mature enough to be dealt with by the Standing
Committee. However, priority should be given to proposals aiming at cost reductions for
applicants and streamlining of national trademark and industrial design registration processes.
The Delegation further noted that any procedural improvements under Article 6ter of the Paris
Convention could be considered a priority issue for discussion, while the harmonization of
substantive trademark law or adesign law treaty could be considered as a second priority.
Discussions on well-known marks and new types of marks could come as a third priority.

50. The Delegation of Argentina noted that the compilation of proposals on the future work
of the SCT contained replies of fourteen countries only. Therefore, the Delegation considered
that the discussion at the current session was afirst opportunity to exchange views on these
proposals and to assess the level of acceptance that they had received. The Delegation
supported the views expressed by the Delegations of Iran (Islamic Republic of), Kenyaand
South Africa, as to the relevance of issues of intellectual property law for developing
countries, particularly when the matter at stake was the adoption of higher standards of
protection. The Delegation held the view that, before the SCT could engage in further
developments in other areas, it had to be proven that recently concluded agreements, such as
the treaty to be adopted in Singapore, had received sufficient support. In the opinion of the
Delegation, the previous speakers had suggested that caution be exercised with regard to these
matters and showed that there was no conviction as to any specific action to be taken. The
Delegation noted that the Government of Argentina had a preference to keep the areas of
trademarks, Article 6ter of the Paris Convention and industrial designs within the scope of its
domestic legislation so as to preserve the margins that it had at its disposal and in accordance
with its international commitments.

51. The Delegation of Brazil said that it concurred with the views expressed by the
Delegations of Argentina, Iran (Islamic Republic of), Kenya and South Africawith regard to
the harmonization of trademark law and generally with regard to other issues before the
Standing Committee. The Delegation recalled that the Government of Brazil had promoted
mainstreaming development concernsin all activities of WIPO, including activitiesin the area
of trademarks. Concerns had been expressed with regard to upward harmonization in many
fields of intellectual property, aswell as the economic and technology transfer effects of this
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type of harmonization in developing countries. Therefore, it was necessary to clarify the
scope of the harmonization exercise and to assess through evidence, the actual impact on
developing countries. Trademark law was a significant areain Brazil, since most of the
reguests submitted to the Intellectual Property Institute concerned trademarks. The
Delegation noted that a preliminary reading of document SCT/15/2 had allowed it to identify
anumber of areas that were novel and on which there was no convergence of practices, nor
enough information at the national level. In particular, new types of marks and Internet
domain names, areas on which there was currently no national legislation. The Delegation
added that caution and prudence should be exercised in dealing with these issues, and that the
harmonization of trademark law was not a priority.

52. The Chair noted that the harmonization of trademark law need not be upward
harmonization. It may aso bring together existing information on different systems and
harmonize them at areasonable level. However, it seemed that it was necessary to further
clarify the notion of substantive harmonization in this particular context.

53. The Delegation of Egypt said that the harmonization of trademark law could have an
impact on national offices. In many countries, applicants were requested to submit too many
documents. The Delegation further noted that in Egypt, certification and collective marks had
not yet received sufficient attention.

54. The Delegation of Kyrgyzstan indicated that many interesting issues had been raised in
the proposals reflected in document SCT/15/2. The Delegation considered, however, that the
future work of the SCT should focus on well-known marks and international non-proprietary
names for pharmaceutical substances (INNs). Internet domain names and geographical
indications were also important areas. With regard to the substantive harmonization of
trademark law, the Delegation believed that the Standing Committee should exercise caution
and take into account the different level of development of its members. Nevertheless, the
Delegation noted that Kyrgyzstan had become a party to a number of international treaties
dealing with trademarks and was ready to further cooperate in the harmonization of trademark
law.

55. The Delegation of Iran (Islamic Republic of) referred to the concerns expressed by
previous speakers and recalled that at the el eventh session of the SCT, it was decided that the
Standing Committee should focusits work on the TLT in order to reach a conclusion.
However, this did not mean that it would completely put aside all other issues on its agenda.
In the view of the Delegation, those other issues remained open, which meant that
procedurally, the work of the SCT should continue on those issues, which were provisionally
postponed. The decision taken at the fourteenth session, to ask delegations to submit
proposals for the work of the SCT had not been inspired by the notion of reaching the
substantive harmonization of trademark law. The Delegation further noted that Iran (Islamic
Republic of), had recently acceded to several treaties relating to marks but required capacity
building and training to implement them, and to also be able to assess the sophisticated
implications of these treaties in the national economy. The Delegation reiterated that, at the
current stage, it could not agree to advance work on substantive harmonization.
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56. The Delegation of the Republic of Moldova considered that the proposals contained in
document SCT/15/2, as well as those presented in the course of meeting were very interesting.
The Delegation supported in particular the proposals made by the Delegations of Switzerland
and of the United States of Americaand said that a combination of both would provide a
comprehensive list of issues for consideration by the Standing Committee.

57. The Delegation of Cuba said that thus far, the establishment of legal standards at WIPO
had focussed on the promotion of international agreements designed to ensure the protection
of intellectual property rights. In that context, the implementation of an ambitious program
for the creation of new standards, without having an appropriate debate, could have a negative
impact on Member States. The Delegation felt that, an analysis should be carried out on the
devel opment effects of any proposals related to the further harmonization of intellectual
property law. Such an analysis should concentrate on the economic, socia and cultural
effects of the harmonization, as well as on the technical aspects or added value of any
proposal to increase rights. Consequently, the Delegation could not, at this stage, support the
harmonization of substantive trademark law, or the conclusion of a design law treaty.

58. The Delegation of Indonesia proposed as issues for consideration in the future work of
the Standing Committee, geographical indications, well-known marks and industrial designs,
taking into account that Indonesia was currently developing legislation on these three areas.

59. The Delegation of Colombia noted that the issue of harmonization, proposed in abstract
terms, was very vast and it was difficult to determine the specific contents of the proposal. In
the opinion of the Delegation, it was important for the SCT to deal with specific issues that
could yield a concrete benefit. The Delegation considered that it was preferable to alocate
resources to the study of specific issuesthat affect national officesin their day-to-day
business.

60. The Chair concluded that, some delegations had indicated their interest in
initiating work on harmonizing certain aspects of trademark law, such as on possible
grounds for refusal. However, there was at this point, no agreement in the SCT to move
forward on thistopic.

New Types of Marks

61. The Delegation of Switzerland thanked the Secretariat for the documents prepared for
the current session of the SCT. The Delegation recalled that the discussion at the previous
session of the Standing Committee had been extremely fruitful and resulted in an agreement
on the Basic Proposal for a Revised Trademark Law Treaty, to be approved by the Diplomatic
Conference in Singapore, in March 2006. These were very encouraging results and the
Delegation of Switzerland considered that it was important to continue working in the same
manner. Within the general framework of trademark law, the Delegation wished to focus on
some specific points. Firstly, on the new types of marks (movement marks, olfactory marks,
etc.), the discussion of which had been proposed by that Delegation at the seventh session of
the SCT. Such discussion, particularly in relation to therevised TLT, had allowed Members
to better understand the nature of these marks and the special set of national requirements that
should be applied to the registration of new types of marks. The Delegation said that
Members could include thisissue in the future work of the SCT, and could discuss two
specific questionsin this regard, namely, the harmonization of criteria and the modalities for
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the registration of the new types of marks. The Delegation added that the discussion
pertaining to this issue was timely for anumber of reasons. One was that many offices had
become familiar with the new types of marks and also, in this context, the Standing
Committee could base its analysis on the synthesis of responses to the questionnaire — the
outcome of a sizeable work carried out by the Secretariat. The Delegation further noted that
the discussion at the Standing Committee would enable it to look into new technical and
technological developments at the international level, setting the trend towards the

devel opment of new types of marks. The Delegation of Switzerland wished that priority be
given to the treatment of these new types of marks and to the relationship between trademarks
and designs.

62. The Representative of the European Community, speaking on behalf of its member
States and the two acceding States said that the issue of the new types of marks was
interesting and experience had shown that a number of elements could be further clarified.
The Representative supported the views expressed by the Delegation of Switzerland and
added that this was an issue that the European Community, its member States and the States
in the process of accession could discuss, in further detail, in the framework of the SCT.

63. The Delegation of The former Yugoslav Republic of Macedonia supported the proposal
made by the Delegation of Switzerland.

64. The Delegation of Singapore supported the proposal made by the Delegation of
Switzerland and the views expressed by the Representative of the European Community.
Taking into account the proliferation of new types of marks (scent, movement, sound,
three-dimensional, shape marks), it was important for the Standing Committee to carefully
study this area and particularly with aview to streamlining and setting guidelines or criteria
for the protection of such marks.

65. The Delegation of Iran (Islamic Republic of) recalled that during the discussion on the
new types of marksin the context of therevised TLT, it had raised concerns about the
problems which developing countries could face, firstly with regard to the availability of the
technologies involved in the protection of such marks and secondly, with the fact that the new
types of marks were simply not protected in those countries. The Delegation further noted
that according to the statistics published by the Secretariat at the last General Assembly, the
numbers of these applications were extremely low in developing countries. Therefore, those
countries could not be expected to introduce the protection of new types of marks. In
addition, the procedural aspects for the protection of these marks under the TLT were optional
and the Delegation believed that through substantive work in this area, they could become
compulsory for developing countries.

66. The Chair said that the issue of new types of marks could be seen from different angles,
and particularly from the angle of international trade, where traders needed to be clear about
the limitations that the use of such trademarks could encounter in countries where they wished
to do business. The Chair further noted that the point in making this proposal was not to
simply look where protection may be raised, but also to ook at the limitations on
protectability. Therefore, the Committee could decide to have more clarity and transparency
asto this new phenomenon.
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67. The Delegation of Japan expressed the view that even though the issue was interesting,
there did not seem to be areal urgency for the Standing Committee to deal with the new types
of marks, as there was no real pressing need from the users of the system.

68. The Delegation of the United States of America supported the views expressed by the
Delegation of Switzerland and by the Representative of the European Community regarding
the new types of marks. The Delegation noted that in some jurisdictions, there seemed to be
problems with the processing of applications concerning these types of marks, namely issues
of distinctiveness, functionality, and representation of the drawing. The Delegation further
noted that the experience its office had gained over many years processing these types of
marks could be useful to the work of the Standing Committee. Such experience could be
helpful to eliminate some of the issues and to address those issues in examination.

69. The Representative of the European Community, speaking on behalf of its member
States and the two States in the process of accession, said that even though the number of
applications for new types of marks was low, it was necessary to process them and to know
exactly what requirements should apply to those registrations. The Representative aso noted
that it was important to ensure that the majority of States treated these applicationsin the
same manner, for example with regard to graphic representation. In the processing of so-
called non-traditional marks, there should be a set of minimum requirementsto facilitate the
work of the Offices.

70. The Delegation of Cuba held the view that the new creations that had been accepted by
certain countries as marks should be further studied. The Delegation had doubts as to whether
movement or holograms could in fact be protected as marks. Movement implied diversity
and the different traits appreciated in a hologram lacked uniformity. Therefore, it was highly
questionable whether these signs could be used as marks and whether a monopoly over those
signs could be granted to anyone. The Delegation concluded that these new types of marks
could not be harmonized while it was not clear if they indeed constituted marks or if their
legal protection implied procedures or technologies that were not available in al the countries
of the world.

71. The Delegation of Chile considered that the issue of the new types of marks was
interesting, however, it was not a priority for the Standing Committee. The Delegation held
the view that the proposal presented by the Delegation of Switzerland dealt not only with the
new types of marks but also with issues of harmonization. The proposal mentioned
movement and olfactory marks, which were less common in devel oping countries than color
and sound marks. The Delegation also noted that the new types of marks could involve
severa categories of intellectua property rights and in particular, there could be arelationship
with copyright, which could raise an issue of over protection that would affect the public
domain once marks are involved. The Delegation further noted that perhaps this proposal was
not mature enough or could be limited leaving out harmonization. It wasimportant, however,
to hear the experiences of other countries with the protection of color, shape and sound.

72. The Delegation of the Russian Federation said that the provisionsin its national
legislation were rather broad and did not contain a direct prohibition to register any type of
mark. However, not too many non-traditional marks had actually been registered since that
legislation wasin force. The Delegation mentioned that there had been some discussion in
the Russian Federation with regard to movement marks and olfactory marks, particularly in
relation to the need for a single identification system. Also, whether in the case of olfactory
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marks, a chemical formula should be included in the application to describe the scent, or
whether there should be a system for the deposit of samples, or a system of special codesto be
used. The Delegation added that it would be interesting to look at these and other issues
relating to the new types of marks, in order to be able to deal with such applications. It was
also important that the SCT look for ajoint approach towards those issues. Furthermore, it
would be essential to determine the criteriafor registrability of new types of marks, in order to
avoid the proliferation of such marks. In fact, this could become awhole new area of law and
a complex one, which merited to be studied in an integral manner.

73. TheDelegation of Italy said that distinguishing new and old types of marks was rather
artificial. 1t was only necessary to analyze whether the sign applied for registration complied
with the definition of trademark: any sign that can distinguish the goods and services of one
undertaking from the goods and services of another undertaking, and that can be represented
graphically. Therefore, in Italy, movement and olfactory trademarks, could be registered if
they could be represented graphically. This had not been possible so far. The Delegation
considered that the problem did not lie in trademark law but could be solved through technical
means.

74. The Chair said that the views expressed by Delegations showed that there was at least a
common feeling of uneasiness and uncertainty as to whether the sole criteria of graphic
representation could solve all the issues around the new types of marks. Also, additiona
information was needed to decide whether there was room for harmonization in this area.
Therefore, the Chair suggested that the Standing Committee request the International Bureau
to prepare an issues paper listing the different aspects involved and integrating the experience
that Members may aready have in the registration and protection of new types of marks.

75. The Chair concluded that the SCT agreed to ask the International Bureau to
prepare an issues paper on this matter.

Well-known Marks

76. The Chair noted that the Joint Recommendation Concerning Provisions on the
Protection of Well-Known Marks was adopted by the Paris Union Assembly and the WIPO
General Assembly at the thirty-fourth series of meetings of the Assemblies of the Member
States of WIPO, in September 1999. Y et, there seemed to be some problems or new
phenomena surrounding thisissue, which led quite a number of Member States to propose
that thisitem be included in the discussions of the SCT. This proposal had been made by the
Delegations of Mexico, Morocco, The former Y ugoslav Republic of Macedonia, the Russian
Federation, Slovakia, and the United States of America. The Chair also noted it had also been
suggested to discuss in particular, the specia registers, unofficial compilations or official
registers of well-known marks, which had been set up in some countries and were causing
some concerns in the user community.

77. TheDelegation of Isragl said that many countries of the world had introduced the notion
of well-known marks in their legidlation, in the light of the requirement specifically contained
in the TRIPS Agreement. However, it seemed that this concept was still not entirely clear.
Therefore, the Delegation suggested that the SCT commission the Secretariat to prepare a
report on the issue of well-known marks.
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78. The Representative of the European Community, speaking on behalf of its member
States and the two acceding States requested a clarification as to what exactly was at issue
under thisitem. There seemed to be a concern about the proliferation of well-known mark
registries but there was no clear indication about the purpose of a discussion on well-known
marks.

79. The Delegation of Egypt said that precise criteria were needed to identify famous
trademarks. A trademark could be well-known or famous in one country but not in another.
The Delegation wondered whether there were criteria that could be applied in every country,
so as to enable the authority to determine whether a given trademark was famous at the
international level.

80. The Secretariat explained that the SCT and the former Ad hoc Committee of Experts on
the Protection of Well-Known Marks had been faced with the question pointed out by the
Delegation of Egypt and realized that there was no single answer to the problem. However, it
was possible to come up with a certain number of criteria or guidelines to be considered by
offices, law-enforcement agencies or tribunals, to determine whether a given mark, in agiven
situation could be considered well-known. Thiswas, in particular, the content of Article 2 of
the Joint Recommendation on Well-Known Marks, which contained a catalog of criteriato be
applied on a case-by case basis and taking into consideration al the factorsinvolved. The
determination of the relevant sector of the public was also very important in that respect.

81. The Chair said that there seemed to be some uncertainty in cases where the authorities
of agiven country had to determine whether a trade or service mark not registered in that
country was awell-known mark. This could explain why occasionally lists of well-known
marks had been established in different countries. However, the question arose when a given
trademark did not appear on thelist, since in that case, the existence of the list would remove
the neutrality of the case-by-case assessment. The Chair noted that, with the speed of
information distributed over the Internet, atrademark could quickly become well-known
without necessarily being included on any list.

82. The Delegation of Colombiawas of the opinion that, as afirst step, the issue should be
limited to conducting a comparative study on the various legislations dealing with
well-known marks. The Delegation held that there were as many different regimesin the
world as there were offices in charge of trademark matters. The criteria used for determining
the well-known character of a mark were quite diverse, for example, the scope of protection

of the mark in relation to time. The Delegation noted that in the Andean Community and
especially in Colombia, the temporal scope of protection of awell-known mark was limited to
agiven period — three or four years — after which the mark could cease to be well-known. A
comparative study on this matter could provide offices with elements to better understand the
issues involved in the determination of well-known marks.

83. The Chair noted that the starting point was the regime established in the Paris
Convention, as further elaborated by the Joint Recommendation on Well-Known Marks.
While States party to the Paris Convention were under atreaty obligation to apply the
provisions of that convention, they had the choice to apply the criteria set forth in the Joint
Recommendation, since the latter was a non binding instrument.
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84. The Delegation of Chile requested further clarifications from the delegations that had
proposed thisissue for discussion. In particular, the Delegation wondered whether the
proposal put forward by the Delegation of The former Yugoslav Republic of Macedonia
consisted on either the establishment of an international registry for well-known marks or the
establishment of national registers for such marks. In the view of the Delegation, well-known
marks had enough protection under the Paris Convention, the TRIPS Agreement and the Joint
Recommendation.

85. The Delegation of Ecuador agreed with the position expressed by the Delegation of
Colombia, regarding the temporal limitation of the well-known character of atrademark. The
Delegation noted that the establishment of well-known marks registers would remove the
possibility to make a determination on atemporary basis. The Delegation also supported the
views expressed by the Delegation of Chilein requesting the proponents of thisissue to
further clarify the particular aspects of the issue that they wished to discuss.

86. The Delegation of Egypt wondered whether the well-known character of atrademark
could be established on the basis of the sales figures of agiven product. The Delegation said
that further clarification was needed as to what criteria should be used to make that
determination.

87. The Delegation of The former Yugoslav Republic of Macedonia said its legislation
provided for the protection of well-known marks within the meaning of the Paris Convention
and the TRIPS Agreement. However, the Delegation noted, that it had proposed a discussion
on the establishment of well-known mark registers because it knew that such registers aready
existed in some countries. By raising thisissue at the SCT, the Delegation wished to find out
whether the existence of the registers facilitated the work of the office in those countries or in
any way contributed to resolving problems related to the registration of marks.

88. The Delegation of the United States of America declared that it was interested in
discussing well-known mark registersin particular, but it al'so considered that a broader
discussion of the issue would be useful to the work of the Standing Committee. The
Delegation noted that its users had found that in certain countries, committees of experts
evaluated marks and later recorded their work in awell-known marks register. The
Delegation did not favor the establishment of such registers, but considered that starting a
discussion on the arguments for and against well-known mark registers could also highlight
issues of implementation of international obligationsin this area, which would be useful to all
SCT members.

89. The Delegation of Japan declared that it was very much interested in the idea to conduct
astudy on well-known marksin the SCT as a high priority matter. The Delegation said that,
under fierce international competition amongst businesses, more and more corporations had
shown their interest in the protection of highly valuable brand names. Against this
background, Japan had recently revised its trademark law to prevent the registration of a
mark, where that mark was identical or similar to a mark recognized as well-known in other
countries. The Delegation added that, trademarks featured as well-known overseas had to
enjoy an aggregate level of protection in any country, even though they were not registered in
those countries. While a study on well-known marks would not be an easy task for the SCT,
it was worthwhile to undertake such a study.
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90. The Delegation of Kyrgyzstan said that in the year 2000, its Government had adopted
provisions regarding well-known marks. Those provisions werein line with international
treaties and with the WIPO Joint Recommendation. The Delegation held the view that
well-known marks should be dealt with on an individual basis and having due care of the
principle of the territoriality of registrations. As to the establishment of special registers, the
Delegation believed that appropriate studies should be undertaken in the framework of the
Standing Committee.

91. The Delegation of Indonesiarequested clarification on one of the criteria set forth in the
WIPO Joint Recommendation on Well-Known Marks, namely the degree of knowledge or
recognition of the mark in society. The Delegation considered that it was difficult, in
practice, to determine how broad the recognition should be. Therefore, the Delegation
proposed that the Standing Committee continue to study well-known marks.

92. The Delegation of Turkey declared that its Trademark Office was very interested in the
issue of well-known marks. The Delegation highlighted that some of the criteria used by the
office to determine the well-known character of a mark, namely: the duration of any
registrations of the mark; the duration of any use of the mark and the size of the relevant
market share; the extent of any publicity or advertising of the trademark, including press or
television advertising; the geographical area of distribution of the mark, and the type and size
of the population of consumers of the goods or services covered by the mark. The Office also
considered whether the mark applied for was similar or confusingly similar with a
well-known mark. Applications for marks considered similar to well-known marks were
refused for all classes of goods and services.

93. The Chair drew the attention of the Standing Committee to the fact that there was
perhaps a difference between listings of well-known marks prepared as internal records and
real registers of such marks. Inthelatter case, legal effects could derive from the fact that a
trademark was included in aregister and the question remained as to whether a trademark that
was not included could still be covered by the provisions of the Paris Convention and the
TRIPS Agreement. An additional question was whether the national law of the country
concerned gave adifferent status to the marks included in the register and how that fact was
reconciled with its international obligations.

94. The Delegation of Cuba supported the views expressed by the Delegations of Chile,
Colombia and Ecuador, and added that the Joint Recommendation on the Protection of
Well-Known Marks was a sufficiently clear guideline for the determination of well-known
marks at the national level. The Delegation held the view that notoriety was a multifaceted
guestion, which had to be looked at domestically. It was linked to the social, cultural and
economic reality of each country and the extent to which it was involved multilateral trade.

A nationa or international register of well-known marks would be inconsistent with current
legal standards and could not be implemented in practical terms, because the analysis of the
well-known character of amark was territorially limited. Furthermore, having such aregister
could lead to the vulgarization or the generalization of well-known marks, which in turn could
make the enforcement of trademarks ineffective in many countries. The presence of registries
for well-known marks would also imply alimited appreciation of marks, if that was done at
the time of establishing the registry and not at the time when the notoriety of those marks
should be assessed. Therefore, establishing such registries would not be useful for national
offices.
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95. The Delegation of Sweden noted that the question of well-known marks was really
essential. The Delegation would be glad to take part in any discussion on this matter.
However, the Delegation expressed concern about the establishment of registers of
well-known marks, because of the territoriality of trademark registrations, which had already
been mentioned by other Delegations, as well as the temporary aspect of notoriety. In
addition, there were different levels of reputation and some well-known marks were entitled
to abroader scope of protection than others. A register would not take into account these
differences, asit would contain all marks that passed the test at a given point. Therefore, in
the view of the Delegation, an assessment of the well-known character of amark on a
case-by case basis seemed natural.

96. The Representative of AIM recalled the suggestion made by that organization at
previous sessions of the Standing Committee requesting the International Bureau to conduct a
survey amongst Member States to determine the level of application of the Joint
Recommendation on Well-Known Marks, including, as the case may be, questions on the
well-known mark registers established in some countries. The Representative clarified that
such a suggestion did not seek to enhance the protection of those marks. In fact, AIM
supported the catalog of flexible criteria contained in the Joint Recommendation, since it
provided good guidance for a case-by-case assessment of the well-known character of a mark
at any point in time. Although this system was not mandatory it had proved to be useful. In
the opinion of the Representative, the establishment of well-known marks registers could
detract from the flexibility provided for by the Joint Recommendation. There could be a
mechanical reliance on the register, whereby once amark was in, it could automatically enjoy
the extended protection granted to well-known marks. Conversely, amark that was not in the
register could be considered a priori not to be well-known, or amark could stay in the register
even after it had ceased to be well-known, hence enjoying the benefit of the well-known
status. The Representative further noted that the Joint Recommendation did not call for the
establishment of special registers and that the Paris Convention provided that well-known
marks should be protected even without registration.

97. The Chair noted that the protection of well-known marks was not contested in those
States, which had accepted that international obligation, either because they were partiesto
the Paris Convention or because they were Members of the WTO. The Chair noted that
Article 6bis of the Paris Convention and the 1999 Joint Recommendation on Well-known
Marks did not encourage the establishment of listings or registers for such marks. Although
those collections were said to enhance certainty as to the determination of the well-known
character of amark, there seemed to be an issue as to the legal effect of the compilations,
since the only legally binding protection flowed from Article 6bis of the Paris Convention, as
supplemented by the TRIPS Agreement. The Chair added that, in fact, the listings or registers
did not seem to add any legal certainty about the status of the marks that were in or outside of
them. While some delegations had highlighted a number of problems in the area of
well-known marks, there was no consensus in the Standing Committee to engagein a
discussion of specific issues or to commission the International Bureau to carry out any
studies on the matter.
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98. The Chair concluded that, at this point, there was no agreement in the SCT to take
any action on thistopic.

Collective and Certification Marks

99. The Delegation of The former Yugoslav Republic of Macedonia withdrew the proposal
that it had submitted in writing (paragraph 24 and Annex XI of document SCT/15/2), namely
that the Standing Committee devote attention to collective and certification marks.

100. The Delegation of New Zealand stated that, for a number of reasons, it proposed that the
Standing Committee work around the simplification and harmonization of registration
requirements. Firstly, thiswork waslikely to result in benefits for trademark offices and
businesses in terms of reduced administrative and compliance costs. Secondly, collective and
certification marks were useful tools in the protection of traditional knowledge, which
constituted an important part of the intellectual property work program of New Zealand.
Thirdly, the Delegation pointed out that collective and certification marks provided a means
of protecting geographical indications.

101. The Delegation of Iran (Islamic Republic of) expressed support for the proposal made
by the Delegation of New Zealand. In view of national experiences, the Delegation
considered it appropriate to have further cooperative discussions on this subject.

102. The Delegation of the United States of America expressed support for the proposal
made by the Delegation of New Zealand. The Delegation explained that collective and
certification marks were an important feature of its national system. It held the view that
guidelines on how to handle collective and certification marks would be useful. The
Delegation indicated that the matter constituted a priority issue for the United States of
America

103. The Delegation of Egypt stated that collective and certification marks were of particular
importance with regard to services. The Delegation welcomed discussions on the subject.

104. The Delegation of Mexico believed that it was important to keep the issue of collective
and certification marks on the agenda. It stressed that, in Mexico, these marks served as a
means to protect handicrafts.

105. The Delegation of Cuba considered it useful to have a discussion on collective and
certification marks. It proposed to study the characteristics of these marks, their position
within trademark law and national experiences.

106. The Delegation of Australia expressed support for the proposal made by the Delegation
of New Zealand. It proposed to discuss and devel op guidelines on how collective and
certification marks could be used.

107. The Delegation of Algeriawasin favor of keeping the item on the agenda because of
the link with traditional knowledge and geographical indications.
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108. The Representative of the European Community, speaking on behalf of its member
States and the two acceding States, pointed out that she could not support a debate on
collective and certification marks because of the link with geographical indications.

109. The Delegation of Switzerland supported the intervention of the Representative of the
European Community. It pointed out that the issue of collective and certification marks did
not constitute a priority.

110. The Delegation of Norway proposed to confine the discussion to formal requirements
relating to collective and certification marks, and to leave the link with geographical
indications aside.

111. The Delegation of New Zealand clarified that its proposal to deal with collective and
certification marks aimed only at the simplification and harmonization of registration
requirements. It recalled that collective and certification marks did not fall within the scope
of the proposed Revised Trademark Law Treaty, as presently drafted.

112. The Representative of the European Community, speaking on behalf of its member
States and the two acceding States, expressed the view that it was impossible to separate the
issue of collective and certification marks from the debate on geographical indications.
Referring to deliberations at the WTO, the Representative stressed that it could not accept
further discussions on the issue at the Standing Committee.

113. The Delegation of the United States of America said that the discussion of collective
and certification marks should not be limited to formal requirements. It held the view that the
link with geographical indications was only one particular aspect of theissue, and that a
discussion on the subject should not be precluded because of this aspect.

114. The Delegation of Germany explained that it advised the private sector to combine

sui generis protection for geographical indications with the registration of certification marks.
The Delegation therefore saw afactual but not necessarily alega connection between the
issue of geographical indications and collective and certification marks.

115. The Delegation of the Russian Federation said that, even though protection for
collective and certification marks had been established along time ago under its national law,
these marks were not used very often. The Delegation deemed it useful to receive
information on the experiences of other countriesin order to render its protection system more
attractive.

116. The Chair concluded that, at this point, there was no agreement in the SCT to
undertake work on thistopic.

Trademarks on the I nter net

117. The Delegation of the Russian Federation explained that its proposal to discuss and take
stock of the protection of trademarks on the Internet had to be seen in the broader context of
the harmonization of substantive trademark law. The Delegation pointed out that the Joint
Recommendation Concerning Provisions on the Protection of Marks, and Other Industrial
Property Rightsin Signs, on the Internet, was not mandatory and proposed to follow up on
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resulting national practices. It said that it would be desirable to develop afurther joint
recommendation or an international treaty in this area, on the basis of a study of national
policies and practices.

118. The Delegation of Sweden indicated itsinterest in the issue of trademarks on the
Internet. It expressed the view that it would be difficult to achieve further progressin this
area reaching beyond the Joint Recommendation.

119. The Delegation of Cuba pointed out that any debate had to take into account the
differences between countries in terms of access to information technologies and knowledge,
aswell aslegal problemsthat arosein thisregard. It felt that a more general analysis would
be unacceptable and, in particular, any attempt to impose one form of development. In view
of the undeniable power that lay in certain countries, a study of marksin that context would
require a prior exchange of information in order to facilitate knowledge availability. The
Delegation said that a general debate on this subject, which constituted a key problem for
many countries would be neither balanced nor effective. In particular, countries with lesser
economic strength should not suffer. The Delegation pointed out that a debate on this topic
was not useful until equal conditions were achieved in participating countries which would
ensure equal access to knowledge on the subject.

120. The Delegation of Colombia emphasized that the issue of trademarks on the Internet
was multi-faceted. It pointed out that the Internet had brought about substantial changes.
Whereas it had become easier to present an application, the control of the use of amark was
rendered more difficult. Conflicts between right holdersin different territories were not
unlikely to arisein the digital environment. The Delegation was of the opinion that the issue,
while being of interest to all countries, was proposed too generally. In view of existing
uncertainties, an initia study would be needed, on the basis of which the direction of future
activities of the Standing Committee could be determined.

121. The Chair concluded that the SCT felt that it was important to address this subject
S0 as to enable del egations to assess whether there was a need for further action in that
area.

Marks and International Nonproprietary Names for Pharmaceutical Substances

122. The Delegation of Mexico proposed that the SCT deal with the relationship between
marks and international nonproprietary names for pharmaceutical substances (INNs). The
Delegation suggested that a study be conducted concerning the use of nonproprietary names,
in particular the effects of obtaining exclusive rights on them. The Delegation expressed
concerns about the practices in some countries in respect of this matter.

123. The Secretariat referred to the work previously undertaken in the framework of the SCT
in respect of INNs. In order to prevent conflicts between INNs and trademarks, World Health
Assembly Resolution WHA46.19 was issued in 1993, requesting the Member States to
develop policy guidelines on the use and protection of INNs, and to discourage the use of
names derived from INNs. The World Health Organization (WHO) approached WIPO in
order to explore possible ways of cooperation between the two organizations to ensure that
INNs were not misused or appropriated through registration as trademarks. The SCT agreed
at itsfirst session, in 1998, that the International Bureau conduct a survey among its Member
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States concerning trademark office practices as regards the examination of applications for
registration of trademarks in respect of conflicts with proposed or recommended INNs. Asa
result of that survey, it was concluded that the majority of the offices, which replied to the
survey, examined applications for the registration of trademarks against conflicting INNSs.
Thelists of proposed and recommended INNSs identifying new pharmaceutical substances
were updated periodically by the WHO, and in order to improve access to the relevant
information, afree-of-charge online database on proposed and recommended INNs had been
made available at the WHO website.

124. The Chair noted that the question of registration of INNs as domain names was
discussed in the first special session of the SCT, in 2001. In that session the majority of
delegations considered that, in view of insufficient evidence on the abusive registration of
INNSs as domain names and of the harm resulting from the registration of INNs as domain
names, no immediate action was necessary.

125. The Delegation of Cuba, supported by the Delegation of Egypt, emphasized that an
access to the updated lists of INNs should be guaranteed.

126. The Chair concluded that there was consensus to ask the International Bureau to
consult with the Secretariat of the World Health Organization on appropriate ways to
make information on INNs available to Member States and to report back to the SCT.

Opposition Proceedings

127. The Delegation of the United States of America suggested that the SCT deal with the
issue of opposition proceedings. The Delegation held the view that national offices should
provide an opportunity for interested parties to oppose an application or to cancel a
registration. Opposition proceedings allowed prior right holders, whether unregistered or
registered, to oppose or cancel the registration before any damage occurred. The Delegation
welcomed a discussion on the importance of opposition proceedings within national offices
and stated its belief that an opposition system provided significant advantages for users as
well as cost savings for national offices. The availability of opposition proceedings within a
national office would shift some of the costs of examination to right holders, and would also
lessen the pressure on examiners to determine whether a mark was well-known. Asa
consequence, opposition proceedings would decrease the need for registers of well-known
marks. The Delegation further noted that opposition proceedings would assist membersin
implementing their enforcement obligations under the TRIPS Agreement. Finadly, an
administrative tribunal inside the national office was in a good position to hear appeals upon
refusals. Inthe view of the Delegation, work towards a Joint Recommendation Concerning
Trademark Opposition Proceedings might be useful for the SCT.

128. The Delegation of Japan supported the view expressed by the Delegation of the United
States of America, stressing that it was worthwhile discussing opposition proceedingsin the
framework of the SCT. The Delegation emphasized the importance for third partiesto have a
mechanism for opposition after aright was granted by a national office. The Delegation
expressed its interest in the harmonization of opposition proceedings.
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129. The Delegation of Canada shared the views expressed by the Delegations of Japan and
the United States of America. The Delegation explained that opposition proceedings formed
an important part of the trademark process in Canada, enabling owners of well-known marks
to enforce their rights.

130. The Delegation of New Zealand expressed support for the suggestions made by the
Delegations of Japan and the United States of America, and expressed itsinterest in the
exchange of information concerning opposition proceedings.

131. The Delegation of Cuba stated that harmonization of opposition proceedings in different
countries was not possible at the moment.

132. The Delegation of Chile considered it premature to discuss the harmonization of
opposition proceedings. However, the Delegation was interested in discussing theissue in
more general terms.

133. The Delegation of Egypt observed that national legislation in Egypt provided for
opposition. The Delegation expressed interest in learning about the opposition systems of
other countries with aview to the possible harmonization of such proceedings.

134. The Representative of INTA underlined the importance of thisissue and expressed its
interest in a study concerning opposition proceedings, and possible work towards
harmonization in thisarea. The Representative informed the Committee that INTA had
established a sub-committee to deal with opposition proceedings.

135. The Representative of AIPLA supported the views expressed by the Delegations of
Canada, Japan and the United States of America. The Representative commented that a
system of opposition before the right was granted was important in those jurisdictions where a
registration carried legal presumptions that had to be overcome by the right holders.

136. After this exchange of views, the Chair concluded that there was agreement in the
SCT to ask the International Bureau to prepare an information document on thistopic.

Trademarks and Copyright

137. The Delegation of Chile referred to the proposal made by the Delegation of Mexico
(document SCT/15/2) addressing the question of the extent to which copyright protection
might overlap with industrial design protection. The Delegation expressed interest in
addressing this question, but also with respect of copyright and trademark protection. The
Delegation pointed out that, in contrast to trademarks, the protection of copyright was limited
intime. Once copyright protection had expired, the work belonged in the public domain.
There was a problem regarding the concept of originality, for example, in the case of
figurative marks, sound and movement marks, where the threshold of protection was rather
low, allowing protection by both copyright and trademark law. There was also an issue with
regard to exceptions and limitations to protection, namely the public domain exception and
the exhaustion of rights. In the view of the Delegation, exceptions and limitations to
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protection were more clearly defined in copyright law than in trademark law. Therefore, it
was not appropriate to opt for trademark protection of a sign once copyright protection had
lapsed. Against this background, the Delegation requested that thisissue be included in the
future work of the SCT.

138. The Delegation of Tajikistan supported the intervention by the Delegation of Chile.
The Delegation illustrated the situation with an example of atrademark applicationin
Tajikistan, which reproduced the title of afamous book.

139. The Delegation of Brazil supported the ideato further explore the rel ationship between
copyright and trademark protection.

140. The Delegation of Kenya highlighted the importance of thisissue and noted that
trademark and copyright protection were different in nature. In the opinion of the Delegation,
where the two types of protection overlapped, it was not easy to define their scope, for
example, to define the distinctive character of atrademark or the requirement of originality
from the point of view of copyright protection.

141. The Delegation of Bangladesh supported the suggestion made by the Delegation of
Chile, recalling in particular, that trademark protection was not limited in time in contrast to
other forms of protection.

142. The Chair concluded that there was agreement in the SCT to ask the International
Bureau to prepare an issues paper on this matter.

(b) Article 6ter of the Paris Convention

143. The Representative of the European Community supported the proposal made by the
Delegation of the United Kingdom (document SCT/15/2) to consider current procedures set
out in Article 6ter(3) of the Paris Convention. The Representative held the view that the
procedures for communication of requests should be upgraded and modernized. The
Representative raised a question as to the entitlement to request a communication under
Article 6ter(3) and the scope of protection under Article 6ter(1). Asan example, the
Representative referred to European Community institutions, which had their own emblems
and wondered whether those emblems would be covered by Article 6ter(1)(b). The
Representative also wondered who was entitled to request a communication on their behalf,
under Article 6ter(3)(b).

144. The Delegation of New Zealand suggested that the SCT explore the regime under
Article 6ter of the Paris Convention. In the view of the Delegation, it would be beneficia to
discuss the different types of signs that might be protected under Article 6ter(1), since this
might lead to a greater awareness amongst Member States of the usefulness of the regime.
The Delegation wished to further explore the obligation to grant protection or to issue an
objection under Article 6ter(4). The Delegation stressed that the information provided for in
communications under Article 6ter(3) should be clarified. The clarification might lead to a
standardization of communications or the establishment of forms containing el ements of
information that Member States needed in order to make afair assessment on whether to grant
protection, and on the scope of that protection.
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145. The Delegation of Spain supported the suggestions made by the Delegations of Mexico,
New Zealand, the United Kingdom and the United States of America. The Delegation wasin
favor of undertaking an exhaustive study of Article 6ter. The study should focus on three
main subjects: firstly, the concepts and terms of Article 6ter should be defined. In Spain,
national authorities had encountered problems in defining whether some signs were covered
by Article 6ter. Secondly, to further elaborate on the modernization of Article 6ter, and in
this context, to consider the protection of national anthems. Thirdly, the administrative
procedures regarding the communication of emblems should be simplified and redundant
symbols or symbols not falling under Article 6ter should be eliminated. Findly, the
Delegation shared the views expressed by the Delegation of New Zealand to undertake a
comprehensive review of theregime. In particular, the qualification of national symbols as
trademarks and to clarify the grounds for opposition.

146. The Delegation of Japan supported the views expressed by the Del egations of

New Zealand, the United Kingdom and the United States of America. The Delegation agreed
with the view that the procedure under Article 6ter should be smplified. However, the
Delegation expressed concern about a possible increase in the number of communications,
which would lead to difficulties in selecting signs, and could bring as a consequence an
additiona burden on the national offices. The Delegation was in support of discussing the
scope of protection, such as the definition of the signs mentioned in Article 6ter(1).

147. The Delegation of India emphasized the importance of the protection of signs under
Article 6ter. The Delegation suggested that the protection of insignia of the armed forces
should be explored.

148. The Delegation of Australia shared the views expressed by the Delegations of

New Zealand and the United Kingdom. The Delegation pointed out that the scope of
protection of Article 6ter should be clarified. The Delegation raised a question as to whether
the protection of asign in colors should be limited to those colors. Moreover, the Delegation
wondered whether the use of common symbols, such as the Maltese Cross, contained in signs,
was prohibited as part of another sign, or whether the prohibition could be restricted to the
same shape of background or to the color combination only. The Delegation suggested that
the SCT engage in discussing the question of eligible subject matter for protection under
Article 6ter. In particular, signs of government departments, defense force emblems, medals
and awards, illegible signs, such as names of international intergovernmental organizationsin
different languages, new types of signs, such as color marks, shape marks, movement marks,
sound marks and perhaps, national anthems. The Delegation proposed that the signs which
did not appear to qualify for protection under Article 6ter be eliminated by WIPO before it
sent acommunication. Finaly, the Delegation drew particular attention on the need to
provide a means for allowing the parties involved to engage in dial ogue.

149. The Delegation of the United States of America stated that, in the short term, the SCT
should engage in adiscussion to create forms that might be used when requesting the
communication of signs under Article 6ter(3). In particular, the communication should
contain more information on the requesting party, such as thefield of activities, in order to
enabl e the examiners to make accurate determinations on the use of signs and accurate
decisions when refusing trademarks.
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150. The Delegation of Brazil noted that there was a degree of controversy about some of the
views expressed by Delegations. The Delegation referred to paragraphs 14 and 15 of the
written submission by the Delegation of New Zealand (document SCT/15/2), concerning
co-existence of rights, which was addressed in the recent WTO Panel ruling on geographical
indications. The Delegation found it evident that private commercial rights should not prevail
over the rights of sovereign states. The Delegation could not agree on a discussion regarding
this issue and reserved its position on the matter.

151. The Delegation of Iran (Islamic Republic of) noted that, during the discussion, two
issues had been raised namely the preventive nature of Article 6ter of the Paris Convention
and the communications made under that provision. Some of the views expressed by
Delegations raised a number of questions:. firstly with regard to paragraph 16 — concerning
the definition of terms— and paragraph 19 — concerning the extent of recognition — of the
written submission of the Delegation of New Zealand. Secondly, with regard to the last
sentence concerning the modernization and improvement of the Article 6ter regime, in the
written submission of the Delegation of the United Kingdom (document SCT/15/2). The
Delegation further stated that in paragraph 32, concerning the extension of the application of
Article 6ter to service marks (document SCT/15/3) there was perhaps a misinterpretation,
since only the Contracting Partiesto the TLT had to apply the provisions of the Paris
Convention concerning trademarks to service marks. The Delegation referred to the
Guidelines for the Interpretation of Article 6ter(1)(b) and (3)(b), adopted by the Assembly of
the Paris Union in 1992, and expressed doubts as to whether the SCT was in a position to
issue additional guidelines. In the view of the Delegation, a clear distinction should be made
between the functions of the Assembly of the Paris Union and the SCT, according to

Article 18 of the Paris Convention. The Delegation stressed that the member States of the
Paris Union had national legislations concerning the definition of emblems. Therefore, the
harmonization of national legislations through a broad interpretation, could jeopardize the
merits of Article 6ter.

152. Inreply to the intervention of the Delegation of Iran (Islamic Republic of) regarding the
mandate of the SCT, the Chair referred to previous work of the Standing Committee relating
to the three Joint Recommendations, which were prepared by the SCT and adopted by the
Assembly of the Paris Union and by the WIPO General Assembly, namely, the Joint
Recommendations Concerning Provisions on the Protection of Well-known Marks, on
Trademark Licenses and on the Protection of Marks, and Other Industrial Property Rightsin
Signs, on the Internet.

153. The Representative of the European Community stressed that the procedure and the
scope of protection under Article 6ter had different dimensions. The practical impact of new
types of signs could have a‘domino’ effect on the interpretation of Article 6ter, which should
be explored. The Delegation supported the view that work should be undertaken on the
procedural aspects of communications under Article 6ter.

154. The Delegation of Cuba shared the views and concerns expressed by the Delegation of
Brazil. The Delegation stressed that the interests of States should prevail and that the reasons
why state signs had not received enough protection should be further explored.
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155. The Delegation of Kyrgyzstan expressed interest in keeping Article 6ter of the Paris
Convention on the agenda for the future work of the SCT. The Delegation said that the
definition of signs of international intergovernmental organizations should be discussed in the
Standing Committee. The Delegation noted that the procedure for communication of signs
under Article 6ter(3) to States parties to the Paris Union and to Members of the WTO should
be further reviewed and simplified.

156. The Chair concluded that the SCT agreed to undertake work on issues concerning
Article 6ter and to further explore the specific items to be covered in that context.

157. The Delegation of Brazil reserved its position with regard to the specific itemsto be
dealt with in that context.

(c) Industrial Designs
Industrial Designs and Three-Dimensional Marks

158. The Delegation of Switzerland highlighted its interest on the issue of the relationship
between industrial designs and three-dimensional marks. It recalled that it had proposed the
issue on several occasions since the eighth session of the SCT. The matter constituted a very
precise problem that should be analyzed. The Delegation pointed out that document SCT/9/6
entitled “Industrial Designs and Their Relation with Works of Applied Art and
Three-Dimensional Marks’ was a good basis for entering into deliberations. It stressed that it
would be particularly interested in using the information contained in the Questionnaire on
Trademark Law and Practice in this context. The Delegation stressed that the considerations
of the SCT should aim at discussing and defining the criteriafor the registration of
three-dimensional marks and exchanging experiencesin this regard.

159. The Representative of the European Community, speaking on behalf of its member
States and the two acceding States, supported the view that the issue was important. She
proposed that the Standing Committee clarify the relationship between the two sets of laws
and analyze difficulties experienced by industries and offices.

160. The Delegation of Denmark pointed out that it wished to renew the proposal that it had
made at the thirteenth session of the SCT, to continue the work on document SCT/9/6 (as
recorded in document SCT/13/8, paragraph 323). The Delegation explained that the issue was
of particular importance for industry in Denmark.

161. The Delegation of Croatiainformed the Standing Committee that it recognized the topic
of industrial designs and three-dimensional marks as a priority for further discussion. The
Delegation proposed to deal with the issue at a future meeting of the SCT.

162. The Delegation of Sweden expressed support for the interventions made by the
Delegations of Denmark and Switzerland and by the Representative of the European
Community.
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163. The Delegation of Singapore, supported by the Delegation of Indonesia, said that it
would welcome an international consensus on guidelines concerning the relationship between
industrial designs and three-dimensional marks. It proposed that the Standing Committee
develop criteriafor determining the point at which a shape crossed the line and became a
three-dimensional mark. The Delegation felt that thisissue would be helpful for industries
and offices alike and said that there was a connection with the topic of new types of marks.

164. The Delegation of Slovenia stated that this was an important issue which should remain
on the agenda of the SCT. The Delegation proposed that the Standing Committee define
criteria clarifying the relationship between industrial designs and three-dimensional marks.

165. The Delegation of France pointed out that the issue of industrial designs and
three-dimensiona marks was a priority for France.

166. The Delegation of Egypt said that three-dimensional marks could not be registered
under the national law of Egypt. The Delegation held the view that it was important to
discuss the topic.

167. The Delegation of Iran (Islamic Republic of) informed the Standing Committee that
three-dimensional marks were not accepted for registration under the national law of that
country.

168. The Delegation of Mexico expressed itsinterest in the topic and emphasized that the
aspect of applied art was of particular importance.

169. The Delegation of Colombia supported a clarification on the relationship between
industrial designs and three-dimensional marks. It stressed the close connection with the
issue of trademarks and copyright.

170. The Representative of INTA informed the Standing Committee that INTA had
recognized the relationship between industrial designs and three-dimensional marks as an
emerging issue. He offered to share information with the SCT.

171. The Chair concluded that there was agreement in the SCT to continue work on
thisitem, including the relationship between industrial designs and works of applied art,
on the basis of document SCT/9/6.

172. The Delegation of Iran (Islamic Republic of) reserved its position with regard to the
protection of three-dimensional marks.

Design Law Treaty

173. The Delegation of Norway said that a design law treaty would be the next logical step in
the work of the SCT. Asthe Patent Law Treaty and the Trademark Law Treaty could serve as
models, the Delegation felt that it was feasible to reach agreement on procedural maximum
requirements and further aspects, such astime limits, relief measures, and refusal and appeal
procedures, without having to use large resources. Offices and users would benefit from a
more efficient system.
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174. The Representative of the European Community, speaking on behalf of its member
States and the two acceding States, said that the issue was very important for industry. She
pointed out that the work of the SCT on thisissue had to be prepared carefully. In particular,
it would have to be clarified which difficulties industry experienced. The Representative
suggested that a questionnaire be sent to industry in order to collect information, on the basis
of which the SCT could undertake efficient work.

175. The Delegation of Spain expressed support for the harmonization of design registration
formalities and procedures, as proposed in writing by the Delegations of Latvia and Norway,
and by the Representative of the European Community at the current session.

176. The Delegation of Germany stated that it shared the views expressed in the written
submissions by the Delegations of Latviaand Norway. It indicated that it was a priority for
Germany to overcome differences in national procedures. A common understanding in this
areawould be beneficial to right holders.

177. The Delegation of Chile endorsed the view expressed by the Representative of the
European Community. It proposed to take a prudent and focused approach. A questionnaire
should first be sent out to industry in order to enable an informed decision on whether or not
to undertake work on adesign law treaty.

178. The Delegation of Japan held the view that the issue offered a good opportunity to
discuss industrial designs which, to a certain extent, enjoyed protection in devel oped and
developing countries alike. It pointed out that procedural differences depended particularly
on whether a substantive examination was carried out in acountry. Japan had a system of
substantive examination. The Delegation felt that differences resulting from a comparison of
several systems would have to be considered before commencing work on a new treaty.

179. The Delegation of Canada expressed support for the intervention by the Delegation of
Japan. It pointed out that Canada had a substantive examination system. The Delegation
proposed that the SCT exchange information on national systems to identify differences and
similarities, and to explore industry interests.

180. The Delegation of the United States of America explained that protection for industrial
designs was available in the United States of Americathrough copyright, patents and
trademarks. The Delegation informed the SCT that the United States of Americawasin the
process of joining the 1999 Geneva Act of the Hague Agreement Concerning the International
Registration of Industrial Designs, and that implementation of the Act would be through the
design patent system. The Delegation indicated that it was not opposed to discussing office
concerns about processing designs. With regard to a new treaty, it suggested to take a
cautious approach and carry out focused research. It would welcome an industry contribution
on this matter.

181. The Delegation of the Russian Federation expressed support for the proposal to devote
attention to design registration formalities and procedures. It emphasized that, in view of the
widely varying national approaches, questions of substantive industrial design law were
equally important. In particular, the Delegation raised the question of the scope of exclusive
rights, the protection of parts of a complex product and potential conflicts between different
right holders. It proposed to study not only procedural aspects but also substantive mattersin
thefield of industrial designs.
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182. The Delegation of New Zealand supported work on the harmonization and
simplification of design registration procedures. It felt that thiswas likely to result in benefits
for offices and right holders. The Delegation said that the issue should be approached in the
manner that had been proposed by the Delegation of Japan. It was not in favor of sending a
guestionnaire to right holders. Instead, the members of the SCT should hold consultations
with industry in each country to present the results at future meetings.

183. The Chair concluded that, at this point there was no agreement in the SCT to
initiate work on the harmonization of formalities concerning the procedures for design
registration, but that the SCT was willing to consider that matter further on the basis of
an information document to be prepared by the International Bureau.

(d) Geographical Indications

184. The Delegation of Kenya noted that although it had not sent a proposal on this matter to
the International Bureau, it wished to support the notion that the Standing Committee pay
attention to the protection of geographical indications. The Delegation further noted that
Kenyawas known to be amongst the African countries with the largest natural heritage and
identity. In the opinion of the Delegation, due protection for this kind of asset was actually
provided under this object of intellectual property.

185. The Delegation of Mexico said that it wished to expressits interest in keeping
geographical indications as an item for the future work of the Standing Committee. The
Delegation supported the proposals made by other delegations on this subject and particularly,
the protection of geographical indications in the Domain Name System.

186. The Delegation of Egypt explained that geographical indications represented an issue of
interest in Egypt. The Delegation supported the proposals and opinions that had been
expressed on this subject. However, the Delegation considered that the discussion should also
deal with the products covered by geographical indications, since Egypt had a number of
products that were important and had received international recognition.

187. The Delegation of Iran (Islamic Republic of) declared that geographical indications had
been one of the main issues for discussion at the Standing Committee in the recent past. At
the ninth session of the SCT, Member States had a very rich discussion on different aspects of
thisissue. However, following a decision to accelerate work on the TLT, the Standing
Committee decided to postpone the discussion on this matter. The Delegation noted that the
diversity of views on thisissue or the fact that work is aso carried out in other international
fora, should not be an impediment for the discussion of geographical indications at the
Standing Committee. The Delegation further noted that it was particularly relevant to address
conflicts between trademarks and geographical indications, as well as conflicts between
internet domain names and geographical indications.

188. The Delegation of India considered the protection of geographical indications to be an
important item for the work of the SCT. The Delegation noted that in this form of intellectual
property there were two different levels of protection, which might need to be looked at more
carefully. There were also large variationsin the legal systems of protection amongst
countries. According to the Delegation, it was important to protect geographical indications
in the domain name system.
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189. The Delegation of the United States of America said that geographical indications
norm-setting work was an extremely important priority for the work of the SCT. The
Delegation believed that the SCT was abody of intellectual property experts who were used
to dealing with the administration of systems for the protection for intellectual property rights.
Therefore, the SCT was in the best position to determine what were the appropriate and
workable means or systems for protecting geographical indications. The Delegation declared
that, in an effort to continue to foster the mutual trust that existed in the SCT, the United
States of America had endeavored to find away forward on thisissue. In that regard, the
Delegation proposed that the SCT approach the elements of application formalities. In the
opinion of the Delegation, registration systems at the national level, whether through
geographical indications registration or through the trademarks system, should be open and
transparent. Registration should be granted upon the examination of an application for
minimum requirements, and the registration system should ensure that signs applied for later
will be refused when conflicts with prior rights are found. The Delegation further noted that,
since intellectual property rights were private rights, direct application by private owners
without governmental intervention was desirable and necessary. The Delegation concluded
that it would welcome work in the SCT towards establishing alist of minimum requirements
for applications of geographical indications. This could be thefirst step to achieve
international consensus on what these types of signs or identifiers are and what could be a
workable system of protection.

190. The Delegation of Switzerland thanked all delegations which had taken the floor to
express their interest on geographical indications. The Delegation said that it did not believe
it was timely to launch the initiatives proposed for the future work of the SCT in the area of
geographical indications, because they had undeniable links with the work currently
underway at the WTO. The Delegation noted that the Standing Committee had already
looked at many different aspects in the area of geographical indications over the last few
years, and that detailed working documents had been drafted. The Delegation believed that it
was not right to duplicate work that had aready been started elsewhere. The Delegation
further noted that the only issue in relation to geographical indications, which was worth
dealing with was the incorporation of geographical indicationsin the WIPO Uniform Dispute
Resolution Policy (UDRP), currently applied only to conflicts between marks and domain
names. An agreement in this respect had been reached at the thirteenth session of the SCT,
when it was decided to keep thisissue on the mid-term agenda of the Standing Committee.

191. The Delegation of Australia said that it was open to the idea of including the protection
of geographical indications in the future work program of the SCT, as suggested by the
Delegations of Egypt, Iran (Islamic Republic of), Kenyaand Mexico. The Delegation
expressed support for the proposals made by the Delegation of the United States of America,
and shared the view of that Delegation that the SCT was the appropriate forum for the
discussion of issues touching on the harmonization of intellectual property rights.

192. The Delegation of Japan noted that the protection of geographical indications was
important and Japan had provided for adequate protection to that form of intellectual property.
The Delegation noted that it had also taken part in the discussion at the WTO TRIPS Council.
In the view of the Delegation, if further protection for geographical indications was to be
considered at the SCT, discussions should be technical, because WIPO was the specialized
organization dealing with technical aspects of intellectual property.
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193. The Representative of the European Community, speaking on behalf of its member
States and the two acceding States, said that the only priority item under this heading was the
inclusion of conflicts between geographical indications and domain namesin the UDRP, asit
was already pointed out by the Delegation of Switzerland. The Delegation considered that the
problems encountered by the right holders of geographical indications around the world were
similar to those faced by trademark holders, in relation to the use of those distinctive signs as
domain names. The WIPO Report on the Second Domain Name Process had provided
sufficient evidence as to the real problems faced by right holders of geographical indications
and the Delegation felt that the latter should not be discriminated on their access to the
arbitration system. The Delegation noted that, any other work on geographical indications
wouldnterfere with the negotiations underway at the WTO. The Delegation also noted that
the elements mentioned in the proposal by the Delegation of the United States of America
were part of the proposals aready tabled at the WTO, where the discussions dealt with these
technical issues, not only from the perspective of geographical indications, but also from the
perspective of other protective options, such as collective and certification marks.

194. The Chair recalled that the integration of geographical indicationsin the UDRP did not
depend on adecision of WIPO, as this organization did not set up the policy. WIPO could
only transmit to the Internet Corporation for Assigned Names and Numbers (ICANN) a
recommendation of the Standing Committee requesting the inclusion of geographical
indications in the UDRP.

195. The Delegation of Kyrgyzstan considered the issue of geographical indicationsto be a
priority and supported the inclusion of thisitem in the agenda for the future work of the SCT.
The Delegation aso considered that the UDRP should be extended to cover geographical
indications. The Delegation declared that in Kyrgyzstan, many issues remained unclear in
thisfield and it would be desirable to discuss the whole issue of geographical indicationsin
this forum, as that country needed to fully and effectively implement its system of protection.

196. The Delegation of New Zealand expressed support to continue discussions around
geographical indications in the Standing Committee. The Delegation believed that the SCT
and not the WTO was the expert group where matters relating to geographical indications,
harmonization and simplification of procedures, should be discussed.

197. The Delegation of Chile expressed the opinion that the SCT was fully competent to deal
with the issue of geographical indications. However, the Delegation did not support
proposals which could enhance the protection currently granted under Articles 22 and 23 of
the TRIPS Agreement, nor any other issues of harmonization on this matter. According to the
Delegation, the area of geographical indications was relatively new and was continuously
evolving. Countries needed to gain experience with the system before they could foresee any
changesto it. The Delegation held that the Standing Committee should work to promote the
use of geographical indications by small and medium-sized enterprises. The Delegation
believed that geographical indications, collective and certification marks should be seen as
instruments of development. The SCT should also be working on devel opment issues and not
limit itself to norm-setting and harmonization activities.

198. The Delegation of the Russian Federation said that in previous occasions, the Standing
Committee had considered the issue of geographical indications and some del egations had
expressed the view that there was no need to discuss thisissuein the SCT. The Delegation
referred to the views expressed by the Delegation of Switzerland at the current session and the
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reference made to the possibility of overlap with the work of the WTO Special Group of
Experts. The Delegation considered that perhaps then, the SCT could suggest that the
Secretariat inform members in some way, asto the result of the work carried out at the WTO.
The Delegation said that it understood that, under the agreement between the WTO and
WIPOQ, it was possible to request information on the work of the TRIPS Council in the area of
geographical indications. If members of the SCT could determine exactly the contents of the
work undertaken at the WTO, they could decide whether or not to continue the discussion of
thisissue in the Standing Committee.

199. The Delegation of New Zealand said that under the current environment, New Zealand
opposed the introduction of protection for geographical indications in the domain name
system. While the Delegation recognized that there existed uniform rules governing the
subject matter, it believed that the level of harmonization achieved by those rules was
insufficient to constitute an adequate basis for the protection in the domain name system. In
particular, the Delegation highlighted three specific areas where sufficient uniformity was
lacking. Firstly, the harmonized rules at issue (in particular the TRIPS Agreement)
incorporated several qualifications and exceptions to the protection of geographical
indications, striking a delicate balance of interests, which would be difficult, if not impossible
to faithfully reflect in the UDRP. Secondly, the legal and administrative mechanisms giving
effect at the national level to the internationally harmonized norms varied widely, ranging
from sui generisregistration systems, certification or collective marks, the law on passing-off,
unfair competition law and consumer protection legislation. Thirdly, and perhaps most
importantly, there existed no uniform view at the international level of what was deemed to be
a protectable geographical indication and consequently, terms which were protectable in some
jurisdictions, were freely available in others. The Delegation held the view that extending the
UDRRP to geographical indications in a state of incomplete harmonization of the law was
doomed to fail. Panels would be placed in the awkward position of having to take decisions
with insufficient guidance, which would inevitably lead to the undesired creation of new law
and for the same reason, this would jeopardize the UDRP s long-term viability as an effective
dispute resolution system.

200. The Delegation of Australia supported the views expressed by the Delegation of New
Zealand and added that including geographical indications in the UDRP would amount to
norm-setting in the domain name space before the law in this area had developed in the rea
world. The Delegation also expressed support for the proposal made by the Delegation of the
United States of Americato discuss some technical aspects of geographical indications and
said that all members of the Standing Committee could contribute to this work.

201. The Delegation of Canada supported the views expressed by the Delegations of New
Zedland and Australiathat a discussion on the protection of geographical indicationsin the
domain name system was premature. The Delegation wished to associate itself with the views
expressed by previous speakers that the SCT was the proper forum for discussion of
geographical indications.

202. The Delegation of the United States of Americareferred to the positions expressed by
previous speakers against a discussion on geographical indicationsin the SCT and clarified
that the proposal made by that del egation would not duplicate the work carried out at the
WTO. The Delegation noted that the proposals being discussed at the WTO focused on an
international multilateral system of registration and the related procedures. That proposal
referred to national systems, but only in dictating how the systems should function in relation
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to the multilateral system. Inthe view of the Delegation, the element missing in that debate
was guidance to members as to what system for the protection of geographical indications
would work best for those members at the national level. The Delegation agreed with those
delegations which had indicated that it was premature to advance work in relation to
geographical indicationsin the UDRP. To extend the UDRP to issues related to geographical
indications was asking for panelists to make international law determinations in an area where
there was no international consensus. The UDRP had proved useful for trademarks because
there existed afairly sophisticated level of understanding internationally of trademark rights
and trademark systems. But unlike trademark rights, geographical indications were not
defined nor protected similarly around the world. The Delegation further noted that, given the
different systems of protection for geographical indications and the evolving world thought on
what constituted a geographical indication, the simple determination applied to obvious
trademark cybersguatting cases would fall short of the fact-based determination reserved for
courts. Without a clear understanding internationally of geographical indications at the
national level, UDRP arbitrators would in fact be given the responsibility of creating new and
internationally binding law. To allow an arbitration panel to decide over disputesinvolving
geographic terms that were considered proprietary in one country but not in another opened
the doors to creating an international body of law that imposed decisions without the
consensus of the involved governments. Proceedings would take longer to resolve because of
the complexity of the subject matter and the presumed unfamiliarity of the panelists with this
type of intellectual property, and certainly, extending the UDRP to these identifiers at that
stage would adversely affect the legitimacy of the UDRP for trademarks. The Delegation
concluded that, if the SCT was precluded from launching norm-setting work on geographical
indications in order to reach an international consensus on the matter, it could not entertain
work on the issue of geographical indicationsin the UDRP.

203. The Representative of the European Community, speaking on behalf of its member
States and the two acceding States expressed its opposition to any debate on what would be
the best system of protection for geographical indications. In the view of the Representative,
every member had the right to decide what it considered adequate to protect and how. Asto
the extension of the UDRP, the Representative noted that working on a recommendation from
the SCT to ICANN, independently of its final outcome, would at least demonstrate to right
holders of geographical indications that their concerns were taken into consideration.

204. The Delegation of Egypt supported the views expressed by the Delegation of the United
States of America. The Delegation said that this was atopic of interest for many countries.

205. The Delegation of Japan said that it shared the concerns of other delegations to the
effect that it was premature to discuss the relationship between geographical indications and
internet domain namesin the SCT. The Delegation noted that the protection of geographical
indications in the real world was still being considered and no significant progress had been
achieved. The Delegation wondered how agreement could be reached in the virtual world if
fundamental issues could not be settled in the real world.

206. The Representative of the ICC said that, from a private sector perspective, it was
important to maintain the discussions on geographical indications open at the SCT. However,
it was not prudent to extend the UDRP to cover these identifiers until a number of aspects of
law and practice were clarified.
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207. The Chair concluded that al intervening delegations had expressed interest on
various aspects of this subject. However, there was no agreement in the SCT on any
concrete action to be undertaken.

Internet Domain Names

208. The Delegation of Mexico clarified that its proposal aimed in particular at the issue of
Internet domain names and geographical indications. It expressed the view that, in the light of
the debate on the previous agenda item, there was not much room for further discussion at this
stage.

209. The Delegation of the Republic of Korea pointed out that the subject of Internet domain
names was closely connected with the issue of trademarks on the Internet, which had already
been discussed. While thefirst issue mainly concerned the use of trademarks on the Internet,
the second issue brought into focus the transfer and cancellation of domain names in cases of
misuse or misappropriation. As both issues were related to the Internet, they should not be
separated. The Delegation informed the Standing Committee that there were court decisions
in the Republic of Korea which showed that it was difficult to determine whether use of a
certain sign on the Internet constituted use of atrademark. With regard to the issue of Internet
domain names and the work of the WIPO Mediation and Arbitration Center, the Delegation
explained that the Republic of Korea had amended relevant national laws to protect the
legitimate rights of Internet domain name holders. The Delegation suggested that the SCT
identify relevant issues in the field of trademarks on the Internet and Internet domain names,
and discuss them together.

Consideration of priorities for the future work of the SCT

210. The Chair said that, as part of Agenda Item 5, the Standing Committee had to decide on
the prioritiesfor its future work. The Chair recalled the list of items which had been
discussed by the SCT and asked members to indicate the order of priority for addressing them
in future sessions. The Chair suggested that, when deciding on priorities, Members should
consider firstly the degree of controversy of the items proposed and secondly, whether the
International Bureau had aready prepared written materia on the subject, which could be
used to advance the work of the SCT.

211. The Delegation of Canada said that before deciding on priorities, a clarification was
needed as to how many studies or papers the International Bureau would able to produce,
considering that alot of resources would be devoted to the upcoming Diplomatic Conference.

212. The Chair replied that such a determination could not be made in the abstract, before
knowing which subjects the Standing Committee had chosen to discuss, as well as their level
of difficulty and whether there was aready any material available.

213. The Delegation of the United Kingdom, speaking on behalf of the European
Community, its member States and the two acceding States said that he understood that the
SCT was expected to prioritize those items in which there was a prospect of consensus. The
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discussion on geographical indications was wide-ranging and there were many suggestions,
but there was no agreement as to the way forward. Therefore, he did not agree to the
inclusion of geographical indicationsin the list of items mentioned by the Chair or to consider
it apriority for the SCT.

214. The Chair noted that he referred to the list of items discussed, without prejudice to the
determination of priorities. The Chair also recalled that on geographical indications, the
Standing Committee had decided that there was no agreement to take any concrete action.

215. The Delegation of Brazil supported the comment made by the Delegation of the United
Kingdom and said that the same would apply for the rest of issues discussed by the Standing
Committee. The Delegation expressed the view that, even though Members of the SCT had
manifested interest with respect to all theitems|listed by the Chair, there seemed to be
different views as to what aspects of those issues the Standing Committee should actually
address. In the opinion of the Delegation, the SCT had only had an initial exploration or
brainstorming of issues that could be the object of its future work. In these circumstances, it
was not appropriate to attempt to establish priorities. The Delegation added that the issues
papers requested for the next session would help Members to further reflect on these issues
and only then the SCT could prioritize. The Delegation said that, under the Rules of
Procedure of the Organization, any Member State was afforded the right to request the
inclusion of additional items in the agenda of any meeting and hence, the Delegation wished
to reserveitsright to include additional itemsin the future.

216. The Delegation of Algeriasaid that it wished to react to the argument whereby the issue
of geographical indications should not be dealt with in the SCT because it was being
considered at the WTO. The Delegation noted that there were Member States of WIPO that
were not Members of the WTO, and excluding geographical indications from the agenda of
the SCT would mean that those particular Members were not allowed to express their views
on an issue which was of interest to them. In the view of the Delegation, this would amount
to excluding those Members from the Organization. Therefore, the issue should remain in the
agenda of the Standing Committee.

217. The Delegation of Germany held the view that, at the current session, the Standing
Committee had advanced more than just afirst stage of reflection of the issues proposed. The
Delegation believed that priority should be given to items on which there was already a
significant degree of common understanding, as well as items that would yield a significant
gain for right holders. The Delegation proposed the following items and the following order
of priority: firstly, the harmonization of design formalities and procedures, including the
relationship between designs and trademarks. Secondly, Article 6ter of the Paris Convention
and thirdly, new types of marks. Under the latter item, two subitems should be considered,
namely the harmonization of criteriafor registration and aspects of the registration procedure
itself. The Delegation also believed that until the next session of the Standing Committee,
there would be sufficient time to produce the issues papers requested on these topics.

218. The Delegation of Switzerland supported the views expressed by the Delegation of
Germany to the effect that the Standing Committee had already reached some results at the
current meeting. The Delegation also supported the notion that it was important to ook into
issues around which there was already consensus or where consensus could be envisaged.
The Delegation believed that the results were extremely important and that two groups of
issues emerged: firstly, the relationship between three-dimensional marks and design, and on
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this issue, the Delegation wondered whether the International Bureau still needed to prepare
an additional document or whether discussions could start on the basis of document SCT/9/6.
The Delegation noted that it would be necessary to agree on a definition of three-dimensional
marks, as this would make it easier to establish the nature of the connection with design.
Thereafter, the International Bureau could prepare a summary document as abasis for
decision and follow-up of thistopic. The second group of issues for discussion included:

new types of marks, Article 6ter of the Paris Convention, opposition proceedings and adesign
law treaty. The Delegation further noted that background documentation would be needed on
these four items to provide a basis for discussion, after which, a summary document could be
prepared prior to adecision of the Standing Committee.

219. The Delegation of New Zeaand supported the views of the previous speakers and said
that at the next meeting of the SCT, it would be keen to having an information exchange
around new types of marks and their registrability, and issues such as how to represent those
marks on aregister. The Delegation noted that Article 6ter of the Paris Convention was a
priority for New Zealand and proposed that two issues be considered under thisitem: firstly,
to set up an application form containing all the necessary information that countries would
require in order to be able to assess the scope of protection being sought and whether granting
protection would be in accordance with Article 6ter. Secondly, adiscussion on the types of
symbols, emblems, marks or signs that should be eligible for protection. Another aspect was
design and three dimensional marks. The Delegation aso believed that the SCT could
continue the discussion on the basis of document SCT/9/6.

220. The Delegation of Austria expressed support for a discussion on Article 6ter of the Paris
Convention. In the opinion of the Delegation, this issue was the most important and had the
highest priority, especially considering the needs of the users of the system and also
considering that there was already a background paper prepared by the International Bureau
(document SCT/15/3). The Delegation suggested that the topics on new types of marks and
the relationship between three dimensional marks and industrial designs be included in the
agenda of the next meeting of the SCT. The Delegation noted that a discussion on this last
subject, might serve as a basis for the later harmonization of design law.

221. The Delegation of Chile supported the views expressed by the Delegation of Brazil, to
the effect that the discussions were very preliminary in nature. The Delegation noted that a
number of issues had been presented and discussed, and more time was needed to look at
those issues in further detail. The Delegation felt that it was too early to withdraw any item
from the agenda of the Standing Committee. That applied in particular to geographical
indications, which had been supported by the Delegation of Algeria. The Delegation
concluded that the agenda should stay open until the next session; only then, the SCT could
begin to decide on what issuesit should focus.

222. The Delegation of Argentinaheld the view that there was no agreement in the SCT to
establish priorities for its future work. The Standing Committee had only had afirst exchange
of ideas and there was not enough conviction or clarity on any issue that would allow the SCT
to take any concrete action or indicate any order of priorities. The Delegation believed that
caution was needed when adopting new standards for the protection of intellectual property.
As an example, the Delegation noted that the WTO TRIPS Council had decided to extend the
transitional period accorded for least devel oped countries to comply with their obligations
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under that agreement. This showed the difficulties countries were facing to implement new
intellectual property standards. Against this background and given the lack of consensus at
the meeting, the Delegation considered that the agenda for the next session of the SCT should
contain the same topics as the agenda for the current session and in the same order.

223. The Delegation of Sweden considered it natural for the Standing Committee to establish
priorities for its future work at the current session. The Delegation believed that the SCT
should concentrate on issues of importance for users and on topics where results could be
foreseen. Firstly, the Delegation mentioned that during the discussions, there was broad
support to engage in further work in the field of trademarks and specially, on new types of
trademarks. Trademarks on the Internet should also be dealt with. A second group of
priorities would be industrial designs and three-dimensional marks, along the lines of
document SCT/9/6. Under thisitem, it would be adequate to consider the connection between
trademarks and copyright. Thirdly, issues dealing with Article 6ter of the Paris Convention,
and fourthly, a design law treaty, with the proviso that an issues paper was needed to highlight
the problems faced by usersin this field and the different systems applied in Member States.

224. The Delegation of Cuba said that there seemed to be two issues around which there was
no controversy, namely copyright and trademarks, and three dimensiona marks and industrial
design. The Delegation felt that these two issues were quite technical and would alone
produce enough work for the Standing Committee.

225. The Delegation of Ecuador said that its priorities for the future work of the SCT were as
follows: firstly, the definition of criteria or guidelines concerning the requirements,
formalities and registration procedures for industrial designs and three-dimensional marks.
The Delegation suggested that, as afirst step, a questionnaire should be sent to Member
States, in order to inquire the nationa requirements for industrial design registration. Asa
second priority, the Delegation mentioned: trademarks on the Internet, trademarks and
copyright, Article 6ter of the Paris Convention and geographical indications.

226. The Delegation of Denmark held the view that there was consensus in the SCT on
which issuesto discuss. However, it appeared from the debate that members needed guidance
on the sub issues under thoseitems. The Delegation suggested that at the next meeting, the
Standing Committee discuss only those items of the priority list on which papers had been
reguested from the International Bureau. The Delegation noted that the first priority for
Denmark was a discussion on the possibilities of adopting adesign law treaty. On thisissue,
the International Bureau could prepare a paper and also send a questionnaire to Member
States concerning the design registration formalities applied in those members. The
Delegation further noted that Member States could also ask their own industry about their
needs and the problems they faced in connection with industrial design registration. The
second priority for the Delegation would be to discuss the new types of marks.

227. The Delegation of Iran (Islamic Republic of) noted that during the discussion on future
work, there was consensus around certain items. However, there was no consensus on the
harmonization of trademark law. The Delegation believed that, on the basis of the studies to
be prepared by the International Bureau, it would be easier to set priorities at the next session
of the SCT. Nevertheless, it was clear that the Standing Committee should stand by the
decisions taken at the current session, as they would also be recorded in the report of the
meeting. The Delegation said that it opposed the removal of any issues from the agenda of
the SCT and particularly geographical indications.
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228. The Delegation of the United States of America said that, based on the criteria
mentioned by the Chair, and mainly the degree of controversy of the subject matter, it would
propose forming two groups of issues. The first group being those issues where the SCT and
the International Bureau should focus resources in the near term, namely: Article 6ter of the
Paris Convention, and most notably a proposed notification form; opposition proceedings, on
which the International Bureau could perhaps prepare a background paper, and new types of
marks, for which an issues paper had already been suggested. The Delegation proposed that
the second group of issues include items which could be held in abeyance while the SCT
worked on the shorter term issues, namely: designs, three-dimensional marks, trademarks and
copyrights, certification marks, geographical indications and trademarks on the Internet. On
some of those issues, concerns were expressed about a lack of information. In particular, the
Delegation of the United States of Americadid not have enough information on what
problems were being experienced in respect of designs and three-dimensional marks and on
trademarks and copyrights, that would necessitate work in the short term.

229. The Delegation of Colombia declared that the issue of geographical indications was
important for Colombia. However, the Delegation conceded that given the discussion on that
issue, it was probably not possible to start work on it in the near future. The Delegation
suggested as priorities for the future work of the SCT: industrial designs and
three-dimensional marks, trademarks on the Internet and new types of marks.

230. The Delegation of France suggested that the SCT concentrate its future work on items
that had gathered consensus, namely: the relationship between three-dimensional marks and
industrial designs, new types of marks and Article 6ter of the Paris Convention.

231. The Delegation of the Russian Federation said that it wished to stressitsinterest in
dealing with collective and certification marks, new types of marks, and well-known marks.
The Delegation noted that it was important to establish the criteriato determine well-known
marks. Another set of issues of interest was the relationship between trademarks and
industrial designs and the possibility of harmonizing procedures and formalities for industrial
design registration. Finally, the Delegation noted that geographical indications was avery
important issue for the Russian Federation, even where some delegations had expressed that
the topic should not be dealt with at WIPO because it was under consideration at the WTO.
In the view of the Delegation, if the SCT could get information on the results of the
discussions at the TRIPS Council, it could continue to work on that basis.

232. The Delegation of Australia declared that the first priority for Australiawas a discussion
on Article 6ter of the Paris Convention and the broad range of issues relating to its provisions,
taking into account the increase of notifications made under that article in recent years. The
Delegation also wished to give first priority to discussing the relationship between industrial
designs and three-dimensional marks and supported the views expressed by the Delegation of
Austriathat such a discussion might form the basis for alater harmonization of design law.
Given the interest expressed by Members, a discussion on new types of marks should also
have its place on the agenda of the next meeting of the SCT. Finally, the Delegation
considered that there would be a significant benefit in discussing the harmonization of
opposition proceedings and well-known marks.

233. The Delegation of Italy said that its priorities for the future work of the Standing
Committee were: industrial designs and three-dimensional marks, Article 6ter of the Paris
Convention, new types of marks and trademarks on the Internet.
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234. The Delegation of Latvia held the view that two issues stood on the same level
regarding possibilities to reach a good and productive result: Article 6ter of the Paris
Convention, which seemed to be causing some problems for international organizations and
for industrial property officesin their every day work. Secondly, the harmonization of
industrial design registration formalities, which was very important for the users of the
system, and particularly, for the industry and handicraft sectorsin every country. The
Delegation expressed support for the suggestion made by the Delegation of Germany, to
include in thiswork on design, problems dealing with the relationship between design and
trademarks. Perhaps the specific issue could touch on problems of substantive law.

235. The Delegation of Ireland associated itself with the notion that the Standing Committee
had gone beyond a preliminary discussion on the proposed agendaitems. The Delegation
supported the views expressed by the Delegations of Germany and Sweden, and using the
criteria defined by the Chair, suggested to give priority to new types of marks and the
boundaries between three-dimensional marks and designs. As athird item, the Delegation
suggested that the SCT discuss Article 6ter of the Paris Convention because of the broad
guestions regarding the protection given under that provision and the necessity, as mentioned
by the Delegations of New Zealand and the United Kingdom to update the provisions of this
article and to define the specific object of protection.

236. The Delegation of Norway, supported by the Delegation of the Netherlands, declared
that its priorities for the future work of the Standing Committee would be firstly, industria
designs, with a subitem concerning the borderline between industrial designs and
three-dimensional marks and another subitem on the possibility of adesign law treaty. Asa
second priority, the Delegation would be in favor of dealing with Article 6ter of the Paris
Convention and new types of trademarks.

237. The Delegation of Canada held the view that the first priority item for the next meeting
of the SCT was Article 6ter of the Paris Convention. The Delegation felt that some progress
could be made in simplifying and clarifying the notification process. The second item
involved issues that were priorities for user groups, namely opposition proceedings and the
link of thisissue with well-known marks. The third item would be new types of marks.

238. The Delegation of Lithuania expressed support for including the following topics:
Article 6ter of the Paris Convention, new types of marks, and the relationship between
industrial designs and three-dimensional marks.

239. The Delegation of Croatia said that its priorities were as follows:. the relationship
between industrial designs and three-dimensional marks, Article 6ter of the Paris Convention
and new types of marks.

240. The Delegation of Spain said that it wished to propose as priority items for the future
work of the SCT: Article 6ter of the Paris Convention and harmonization of design
registration formalities and procedures.

241. The Delegation of The former Yugoslav Republic of Macedoniaindicated as priorities
for the future work of the SCT: the relationship between three-dimensional marks and
industrial designs, Article 6ter of the Paris Convention, and trademarks on the Internet.
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242. The Delegation of Slovenia considered as priority items: the relationship between
three-dimensional marks and industrial designs, the relationship between industrial designs
and trademarks in general, new types of marks and opposition proceedings.

243. The Delegation of Indonesia declared that its priorities for the future work of the SCT
were industrial designs and geographical indications.

244. The Delegation of Nigeria considered geographical indications and industrial designs as
priority areas. The Delegation declared that it was keen on seeing progress made in
deliberations on those two areas. In particular, the Delegation recalled that the proposals
contained in pages 5 and 6 of document SCT/15/2 underscored the importance of
geographical indications.

245. The Delegation of Chile said that following the criteria enunciated by the Chair, it
wished to announce the following order of priorities. new types of marks, the relationship
between marks and copyright, the relationship between industrial designs and
three-dimensional marks and Article 6ter of the Paris Convention.

246. The Delegation of Moldova, supported by the Delegation of the Ukraine, proposed that
at its next session, the Standing Committee address the following issues: new types of marks,
industrial designs and Article 6ter of the Paris Convention. As a second set of issues that
could be addressed in 2007, the Delegation proposed: opposition proceedings and a design
law treaty. The Delegation noted that there did not seem to be consensus on geographical
indications and on trademarks on the Internet.

247. The Representative of the ICC mentioned that, based on the different priorities indicated
by Member States, the Secretariat could prepare a document to be distributed amongst all
members, with the objective of establishing afinal list of priorities for the future work of the
SCT. With regard to geographical indications, the Representative held that a possible way
forward might be to have ajoint meeting of WIPO and the WTO.

248. The Chair concluded that the discussion on item 5 of the Agenda had revealed
interest of the SCT to undertake work in anumber of areas as set out in his conclusions
on individual points under that item. However, the SCT was not in agreement asto a
particular sequence in which those points should be addressed. There was agreement in
the SCT that the draft Agendafor the next session should be based on the Agendafor
the current session, it being understood that the International Bureau would prepare the
working documents which the SCT had expressly requested.

Agenda ltem 6: Adoption of the Smmary by the Chair

249. The Delegation of Iran (Islamic Republic of) suggested that the phrase “given the
support expressed by Delegations’ be deleted on the first line of paragraph 5.

250. The Representative of CEIPI suggested that, in order to harmonize all the language
versions of the Summary by the Chair, the words “d’ Etats’ be replaced by “des’ in the French
version.
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251. The Delegations of Argentinaand Brazil suggested to change the wording of
paragraph 7 asfollows:

“The Chair concluded that, while some delegations had indicated their interest in
initiating work on harmonizing certain aspects of trademark law, such as on possible
grounds for refusal, other delegations had expressed reservations. Therefore, there was,
at this point, no agreement in the SCT to move forward on this topic.”

252. The Delegation of Cuba said that it wished to record its reservations concerning the
conclusions of the Chair on: New Types of Marks, Trademarks on the Internet and
Article 6ter of the Paris Convention.
253. The Standing Committee adopted the draft of the Summary by the Chair
contained in document SCT/15/4 Prov. with the modifications suggested by the
members of the SCT.
254. The Chair announced as tentative dates for SCT/16, November 13 to 17, 2006.

Agenda ltem 7: Closing of the session

255. The Chair closed the fifteenth session of the Standing Committee.

[Annex | follows]
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SUMMARY BY THE CHAIR

Agenda ltem 1: Opening of the Session

1.  Mr. Ernesto Rubio, Assistant Director General of the World Intellectual Property
Organization (WIPO), opened the session and welcomed the delegates on behalf of the
Director General of WIPO.

Agenda Item 2: Adoption of the Agenda

2. The SCT adopted the Draft Agenda (document SCT/15/1 Prov.) without modifications.

Agenda ltem 3: Adoption of the Draft Report of the Fourteenth Session

3. The SCT adopted the Draft Report (document SCT/14/8 Prov.2) with one modification,
as requested by the Delegation of Italy.
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Agenda ltem 4: Questionnaire on Trademark Law and Practice

4, Discussion was based on document SCT/14/5 Rev.

5.  The Chair concluded that this document would be updated periodically on the basis of
submissions by Members.

Agenda ltem 5: Proposals for the Future Work of the SCT

6.  Discussion was based on proposals by Members of the SCT asreflected in

document SCT/15/2 (Compilation of Proposals for Future Work of the Standing Committee
on the Law of Trademarks, Industrial Designs and Geographical Indications) and made in the
meeting, and on document SCT/15/3 (Article 6ter of the Paris Convention: Legal and
Administrative Aspects).

(@ Trademarks

Harmonization of Substantive Trademark Law
7. The Chair concluded that, while some delegations had indicated their interest in
initiating work on harmonizing certain aspects of trademark law, such as on possible grounds
for refusal, other delegations had expressed reservations. Therefore, there was, at this point,
no agreement in the SCT to move forward on thistopic.

New Types of Marks

8.  The Chair concluded that the SCT agreed to ask the International Bureau to prepare an
issues paper on this matter.

9. During the adoption of the Summary by the Chair, the Delegation of Cuba reserved its
position concerning this matter.

Well-Known Marks

10. The Chair concluded that, at this point, there was no agreement in the SCT to take any
action on this topic.

Collective and Certification Marks

11. The Chair concluded that, at this point, there was no agreement in the SCT to undertake
work on this topic.
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Trademarks on the Internet

12.  The Chair concluded that the SCT felt that it was important to address this subject so as
to enable delegations to assess whether there was a need for further action in that area.

13. During the adoption of the Summary by the Chair, the Delegation of Cuba reserved its
position concerning this matter.

Marks and International Nonproprietary Names for Pharmaceutical Substances
14. The Chair concluded that there was consensus to ask the International Bureau to consult
with the Secretariat of the World Health Organization on appropriate ways to make
information on INNs available to Member States and to report back to the SCT.

Opposition Proceedings

15. The Delegations of Japan and the United States of America proposed that the
Committee consider the issue of opposition proceedings.

16. After an exchange of views, the Chair concluded that there was agreement in the SCT to
ask the International Bureau to prepare an information document.

17. During the adoption of the Summary by the Chair, the Delegation of Cuba reserved its
position concerning this matter.

Trademarks and Copyright

18. The Delegation of Chile proposed that the Committee consider the relationship between
trademarks and some aspects of copyright law.

19. The Chair concluded that there was agreement in the SCT to ask the International
Bureau to prepare an issues paper on this matter.

(b) Article 6ter of the Paris Convention

20. The Chair concluded that the SCT agreed to undertake work on issues concerning
Article 6ter and to further explore the specific items to be covered in that context.

21. The Delegations of Brazil and Cuba reserved their position with regard to the specific
items to be dealt with in that context.
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(¢) Industrial Designs
Industrial Designs and Three-Dimensional Marks

22. The Chair concluded that there was agreement in the SCT to continue work on this
item, including the relationship between industrial designs and works of applied art, on the
basis of document SCT/9/6.

23. The Delegation of Iran (Islamic Republic of) reserved its position with regard to the
protection of three-dimensional marks.

Design Law Treaty

24. The Chair concluded that, at this point, there was no agreement in the SCT to initiate
work on the harmonization of formalities concerning the procedures for design registration,
but that the SCT was willing to consider that matter further on the basis of an information
document to be prepared by the International Bureau.

(d) Geographical Indications

25. The Chair concluded that al intervening delegations had expressed interest on various
aspects of this subject. However, there was no agreement in the SCT on any concrete action
to be undertaken.

26. The Chair concluded that the discussion on item 5 of the Agenda had revea ed interest
of the SCT to undertake work in a number of areas as set out in his conclusions on individual
points under that item. However, the SCT was not in agreement as to a particular sequencein
which those points should be addressed. There was agreement in the SCT that the draft
Agendafor the next session should be based on the Agenda for the current session, it being
understood that the International Bureau would prepare the working documents which the
SCT had expressly requested.

27. The Chair announced as tentative dates for SCT/16, November 13 to 17, 2006.

[Annex |1 follows]
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<schrock-li @bmj.bund.de>

FranziskaLANG (Ms.), Counsdllor, Division for Trade Mark Law, Federal Ministry of
Justice, Berlin
<lang-fr@bm;j.bund.de>

Carolin HUBENETT (Ms.), Head, International Registrations Team, Department 3, Trade
Marks, Utility Models and Industrial Designs, German Patent and Trade Mark Office, Munich
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ARGENTINE/ARGENTINA

Claudio Enrique TADDEO, Refrendante Legal de la Direccion de Marcas, Instituto Nacional
de la Propiedad Industrial, Buenos Aires
<ctaddeo@inpi.gov.ar>

Marta GABRIELONI (Sra.), Consgjera, Mision Permanente, Ginebra
<marta.gabriel oni @l aposte.net>

ARMENIE/ ARMENIA

Andranik KHACHIKY AN, Deputy Head, Intellectual Property Agency, Ministry of Trade
and Economic Development, Y erevan
<akhachikyan@cornet.am>

AUSTRALIE/AUSTRALIA

Kim REICHELT (Mrs.), Assistant Director, Hearings and Legislation, Department of
Industry, Tourism and Resources IP Australia, Trade Marks Office, Woden ACT
<kim.reichelt@ipaustralia.gov.au>

AUTRICHE/AUSTRIA

Petra ASPERGER (Mrs.), Deputy Head, Legal Department, Austrian Patent Office, Vienna
<petra.asperger @patentamt.at>

BANGLADESH

Md. Abdul Hye HOWLADER, Additional Secretary, Ministry of Industries, Dhaka
<indsecy@bttb.net.bd>

Andalib ELIAS, Second Secretary, Permanent Mission, Geneva

BELGIQUE/BELGIUM

Monique PETIT (Mme), attaché, Mission permanente, Genéve
<moni que.petit@mineco.fgov.be>

BOSNIE-HERZEGOV INE/BOSNIA AND HERZEGOVINA

LidijaVIGNJEVIC (Ms.), Director, Institute for Intellectual Property of Bosniaand
Herzegovina, Sarajevo
<|_vignjevic@yahoo.com>
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BRESIL/BRAZIL

Maria Elizabeth BROXADO (Mrs.), General Coordinator of Trademarks, National Institute of
Industrial Property (INPI), Ministry of Development, Industry and Foreign Trade,

Rio de Janeiro

<beta@inpi.gov.br>

Maria Alice Camargo CALLIARI (Mrs.), General Coordinator, National Institute of Industrial
Property (INPI), Ministry of Development, Industry and Foreign Trade, Rio de Janeiro
<calliari@inpi.gov.br>

Guilherme de AGUIAR PATRIOTA, Counsellor, Permanent Mission, Geneva
<guilherme.patriota@ties.itu.int>

Leonardo CLEAVER de ATHAY DE, Second Secretary, Permanent Mission, Geneva
<leonardo.athayde@ties.itu.int>

BULGARIE/BULGARIA

Petko DRAGANOV, Ambassador, Permanent Representative, Permanent Mission, Geneva
<petko.draganov@gmail .com/petko.draganov@mission.bulgarie.ch>

Dessisava PARUSHEV A (Miss), Second Secretary, Permanent Mission, Geneva
<d.parusheva@mission_bulgarie.ch>

CAMBODGE/CAMBODIA

ThanaMOM (Mrs.), Deputy Director, Intellectual Property Department, Ministry of
Commerce, Phnom Penh
<ipdmomthana@online.com.kh>

CANADA

LisaPOWER (Mrs.), President, Trade-Marks Opposition Boards, Department of Industry
Canada, Quebec
<power.lisa@ic.gc.ca>

Dominique HENRIE (Mrs.), Legal Counsel to the Canadian Intellectual Property Office,
Industry Canada Legal Services, Canada
<henrie.dominique@ic.gc.ca>

Richardson J. BRUCE, Policy Analyst, Intellectual Property Policy Directorate, Department
of Industry Canada, Quebec
<richardson.bruce@ic.gc.ca>
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CHILI/CHILE

Maximiliano SANTA CRUZ, First Secretary, Permanent Mission, Geneva
<maximiliano.santacruz@missionchileomc.ch>

CHINE/CHINA

AN Qinghu, Director General, Trademark Office, State Administration for Industry and
Commerce (SAIC), Beijing
<wai ban.sbj@saic.gov.cn>

WANG Wei (Ms.), Deputy Director, Legal Affairs Division, Trademark Office, State
Administration for Industry and Commerce (SAIC), Beijing
<tmoww@hotmail.com>

<wangwel @sai c.gov.cn>

Teresa GRANT (Mrs.), Assistant Director, Intellectual Property Department, Hong Kong
Special Administrative Region
<grant@ipd.gov.hk>

CHEN Y ong Sheng, Genera Affairs Division, Trademark Office, State Administration for
Industry and Commerce (SAIC), Beijing
<chenyongsheng@saic.gov.cn>

ZHANG Ze, Attaché, Permanent Mission, Geneva

COLOMBIE/COLOMBIA

Alberto Gian Carlo MARCENARQO, Superintendente Delegado para la Propiedad Industrial,
Superintendencia de Industriay Comercio, Ministerio de Comercio, Industriay Turismo,
Bogota

<gmarcenaro@correo.sic.gov.co>

Ricardo VELEZ BENEDETTI, Minister Counsellor, Permanent Mission, Geneva

COSTA RICA

Algjandro SOLANO ORTIZ, Minister Counsellor, Permanent Mission, Geneva

CROATIE/CROATIA

AnaRACKI-MARINKOVIC (Mrs)), State Intellectual Property Office, Zagreb
<ana.racki-marinkovic@dziv.hr>
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CUBA
Clara Amparo MIRANDA VILA (Sra.), Jefadel Departamento de Marcas y Otros Signos

Distintivos, Oficina Cubana de la Propiedad Industrial (OCPI), La Habana
<marcas@ocpi.cu

DANEMARK/DENMARK

Mikael Francke RAVN, Principal Legal Advisor, Danish Patent and Trademark Office,
Ministry of Economic and Business Affairs, Taastrup
<mfr@dkpto.dk>

Majbritt M. D. VESTERGAARD (Mrs.), Special Legal Advisor, Danish Patent and

Trademark Office, Ministry of Economic and Business Affairs, Taastrup
<mdv@dkpto.dk>

EGYPTE/EGYPT

Seham Saad ZAGLOUL (Ms.), Director of IPR Protection Department, Ministry of Supply
and Trade, Speaker on behalf of the Egyptian delegation, Cairo

Moustafa EL SHAFIE, IPR Specialist, LISAID IPR funded project, Cairo

Mahmoud ABDEL RAZEK, Inspector, IPR Enforcement, Ministry of Supply and Trade,
Cairo

Mahmoud SHAABAN, Trademark Examiner, Administration for Commercial Registry,
Ministry of Supply and Trade, Cairo

Mahmoud DIAB, Journalist, AL Ahram newspaper, Cairo

EL SALVADOR

Martha Evelyn MENJIVAR (Srta.), Consgjera, Mision Permanente, Ginebra
<gmenjivar@minec.gob.sv>

EQUATEUR/ECUADOR

Dana Mirosava ABAD AREVALO (Sra.), Directora Nacional de Propiedad Industrial,
Instituto Ecuatoriano de la Propiedad Intelectual (1EPI), Quito
<dabad@iepi.gov.ec>
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ESPAGNE/SPAIN

Algjandra GONZALEZ FERNANDEZ (Sra.), Técnico Superior, Departamento de
Coordinacion Juridicay Relaciones Internacionales, Oficina Espariola de Patentes y Marcas,
Ministerio de Industria, Turismo y Comercio, Madrid

<algandra.gonzalez@oepm.es>

ESTONIE/ESTONIA

Ingrid MATSINA (Ms.), Deputy Head, Trademark Department, Estonian Patent Office,
Talinn
<ingrid.matsina@epa.ee>

KristiinaLAURI (Ms.), Head, International Agreements and EU Division, Legal Department,

Estonian Patent Office, Tallinn
<kristiina.lauri @epa.ee>

ETATS-UNIS D' AMERIQUE/UNITED STATES OF AMERICA

Amy P. COTTON (Mrs.), Attorney-Advisor, United States Patent and Trademark Office
(USPTO), Department of Commerce, Washington, D.C.
<amy.cotton@uspto.gov>

Nancy OMELKO (Mrs.), Alternate Representative, United States Patent and Trademark
Office (USPTO), Department of Commerce, Washington, D.C.
<nancy.omelko@uspto.gov>

EX-REPUBLIQUE YOUGOSLAVE DE MACEDOINE/THE FORMER YUGOSLAV
REPUBLIC OF MACEDONIA

Sim¢o SIMJANOV SKI, Head of Department, State Office of Industrial Property (SOIP),
Skopje
<simcos@ippo.gov.mk>/<mail @ippo.gov.mk>

Biljana LEKIK (Mrs.), Deputy Head of Department, State Office of Industrial Property
(SOIP), Skopje
<biljanal @ippo.gov.mk>
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FEDERATION DE RUSSIE/RUSSIAN FEDERATION

Svetlana KOROSTELEVA (Mrs.), Director General Assistant, Federal Service for
Intellectual Property, Patents and Trademarks (ROSPATENT), Moscow
<skorosteleva@rupto.ru>

Mikhail FALEEV, Director, International Cooperation Department, Federal Service for
Intellectual Property, Patents and Trademarks (ROSPATENT), Moscow
<medt.faleev@rambler.ru>

Liubov KIRIY (Mrs.), Director, Legal Protection of IP Department, Federal Service for
Intellectual Property, Patents and Trademarks (ROSPATENT), Moscow
<lkiriy@rupto.ru>

Marina KORNAUKHOVA (Ms.), Principal Specidist, International Cooperation Department,
Federa Servicefor Intellectual Property, Patents and Trademarks (ROSPATENT), Moscow
<mkornaukhova@rupto.ru>

lliya GRIBKOV, Third Secretary, Permanent Mission, Geneva

FINLANDE/FINLAND

Sami SUNILA, Senior Government Secretary, Industries Department, Ministry of Trade and
Industry, Helsinki
<sami.sunila@ktm.fi>

Jaakko RITVALA, Senior Advisor, Industries Department, Business Law Division, Ministry
of Trade and Industry, Helsinki
<jaakko.ritvala@ktm.fi>

HilkkaNIEMIVUO (Ms.), Deputy Head, Trademarks Division, National Board of Patents
and Registration of Finland, Helsinki
<hilkka.niemivuo@prh.fi>

Pirjo ARO (Ms.), Lawyer, Trademarks Division, National Board of Patents and Registration
of Finland, Helsinki
<pirjo.aro@prh.fi>
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FRANCE
Marianne CANTET (Mlle), chargée de mission, Service des affaires européennes et
internationales, Institut national de la propriété industrielle (INPI), Paris
<mariannecantet@inpi.fr>
Christine BONIN (Mlle), chargée de mission, Service des affaires juridiques et contentieuses,
Institut national de la propriété industrielle (INPI), Paris
<cbonin@inpi.fr>

GillesBARRIER, premier secrétaire, Mission permanente, Genéve

GRECE/GREECE

Andreas CAMBITSIS, Minister Counsellor, Permanent Mission, Geneva

Styliani KYRIAKOU (Mrs.), Attaché, Permanent Mission, Geneva
<stellakyriakou@mta.gr>

GUINEE EQUATORIALE/ EQUATORIAL GUINEA

José NTUTUMU NZANG, Asesor Juridico, Consgjo de Investigaciones Cientificas y
Tecnolégicas (CICTE), Malabo

HONGRIE/HUNGARY

Gyula SOROSI, Deputy Head, Trademark, Model and Design Department, Hungarian Patent
Office, Budapest
<gyula.sorosi @hpo.hu>

INDE/INDIA

T. C. JAMES, Deputy Secretary, Department of Industrial Policy and Promotion, Ministry of
Commerce and Industry, New Dehli

<tcj@ub.nic.in>

M.S. GROVER, Deputy Permanent Representative, Permanent Mission, Geneva

Nutan Kapoor MAHAWAR (Mrs.), First Secretary, Permanent Mission, Geneva
<nmahawar @ties.itu.int>
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INDONESIE/INDONESIA

Emawati JUNUS (Mrs.), Director, Trademarks, Directorate General of Intellectual Property
Rights, Ministry of Law and Human Rights, Jakarta
<emawati @dgip.go.id>

IRAN (REPUBLIQUE ISLAMIQUE D')/IRAN (ISLAMIC REPUBLIC OF)

Narges ESMAILI (Mrs.), Trademark Expert, Industrial Property Office, Modares
<narges.esmaili2004@yahoo.com>

Hekmatollah GHORBANI, Legal Counsellor, Permanent Mission, Geneva
<ghorbani82@justice.com>

IRLANDE/IRELAND

Frank BUTLER, Intellectual Property Unit, Department of Enterprise, Trade and
Employment, Dublin

ISRAEL/ISRAEL

Mayer GABAY, Head, Patents and Copyright Law Division, Israel Patent Office, Ministry of
Justice, Jerusalem

ITALIE/ITALY

Sante PAPARO, Director, Trademark Office, Italian Patent and Trademark Office,
Directorate General of Industrial Production, Ministry of Productive Activities, Rome
<sante.paparo@ministeroattivitaproduttive.it>

JAMAHIRIYA ARABE LIBYENNE/LIBYAN ARAB JAMAHIRIYA

Nasser ALZAROUG, First Secretary, Permanent Mission, Geneva
<arns55555@hotmail.com>
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JAPON/JAPAN

Satoshi MORIY ASU, Director, Multilateral Policy Office, International Affairs Division,
Genera Affairs Department, Japan Patent Office (JPO), Tokyo

Fumihiro HAYAKAWA, Deputy Director, International Affairs Division, General
Administration Department, Japan Patent Office (JPO), Tokyo
<hayakawa-fumihiro@jpo.go.jp>

Mizuki OGINO, Speciadist, Trademark Planning, Trademark Division, Trademark, Design
and Administrative Affairs Department, Japan Patent Office (JPO), Tokyo

<0gino-mizuki @jpo.go.jp>

Shintaro TAKAHARA, First Secretary, Permanent Mission, Geneva

JORDANIE/JORDAN

Amer Ali Hassan ABURUMMAN, Legal Researcher, Industrial Property Protection
Directorate, Ministry Of Industry And Trade, Amman
<amer.a@mit.gov.jo>

KENYA

Sylvance Anderson SANGE, Trademark Examiner, Kenya Industrial Property Institute
(KIPI), Ministry of Trade and Industry, Nairobi
<sangesyl @yahoo.co.uk>

KIRGHIZISTAN/KYRGYZSTAN

Roman O. OMOROV, Director, State Agency of Science and Intellectual Property under the
Government of the Kyrgyz Republic, Bishkek
<kyrgyzpatent@infotel .kg>

Muratbek AZY MBAKIEV, Counsellor, Permanent Mission, Geneva
<muratazym@mail.ru>

LETTONIE/LATVIA

Janis ANCITIS, Counsellor to the Director, Patent Office of the Republic of Latvia, Riga
<j.ancitis@Irpv.lv>
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LITUANIE/LITHUANIA

StelalVANOVA (Ms.), Head, National Registrations Sector, State Patent Bureau, Vilnius
<s.ivanova@vpb.It>

Digna ZINKEVICIENE (Ms.), Head, Trademarks and Industrial Designs Division, State

Patent Bureau, Vilnius
<d.zinkeviciene@vpb.|t>

MADAGASCAR

Henri Juvin RAVELOARISON, chef du Service des margques et des noms commerciaux,
Office malgache de la propriété industrielle (OMAPI), Antananarivo
<omapi @wnadoo.mg>

Olgatte ABDOU (Mme), conseiller, Mission permanente, Geneve

MALAISIEMALAYSIA

Azahar Abdul RAZAB, Deputy Registrar of Trade Marks, Intellectual Property Corporation
of Malaysia, Kuala Lumpur
<azaharazab@mvipo.gov.my>

Azwa Affendi BAKHTIAR, Second Secretary, Permanent Mission, Geneva

MAROC/MOROCCO

KarimaFARAH (Mme), chef du Service des marques, Département noms commerciaux et
marques, Office marocain de la propriété industrielle et commerciale (OMPIC), Casablanca
<karima.farah@ompic.org.ma>

Mhamed SIDI EL KHIR, conseiller, Mission permanente, Genéve
<sidelkhir@caramail.com>

MEXIQUE/MEXICO

José Alberto MONJARAS OSORIO, Subdirector, Division de Servicios Legales, Registrales
e Indicaciones Geogréficas, Instituto Mexicano de la Propiedad Industrial (INPI), México
<amojaras@impi.gob.mx>

MYANMAR

Khin OO HLAING (Ms.), Second Secretary, Permanent Mission, Geneva
<hlaingkhinoo@yahoo.com>
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NIGERIA/NIGERIA

Usman SARKI, Minister Counsellor, Permanent Mission, Geneva
<usmansarki 1959@yahoo.com>

NORVEGE/NORWAY

Debbie RANNING (Ms.), Senior Legal Advisor, Lega and Political Affairs, Norwegian
Patent Office, Oslo
<dro@patentstyret.no>

NOUVELLE-ZELANDE/NEW ZEALAND

George WARDLE, Senior Analyst, Intellectual Property Policy Group, Ministry of Economic
Development, Wellington

<george.wardle@med.govt.nz>

PAKISTAN

Rizwan Saeed SHEIKH, First Secretary, Permanent Mission, Geneva
<rssheitkh@gmail.com>

PAYSBASNETHERLANDS

Brigitte A.J. SPIEGELER (Mrs.), Senior Policy Advisor on Intellectual Property, Innovation
Department, Directorate-General for Enterprise and Innovation, Ministry of Economic
Affars, The Hague

<b.aj.spiegeler@minez.nl>

PHILIPPINES

Raly L. TEJADA, Second Secretary, Permanent Mission, Geneva

POLOGNE/POLAND

MartaCZY Z (Mrs.), Director, Department of Trademarks and Geographical Indications,
Patent Office of the Republic of Poland, Warsaw

<mczyz@uprp.pl>

Andrze SZCZEPEK, Expert, Patent Office of the Republic of Poland, Warsaw
<asszczepek @uprp.pl>
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PORTUGAL
José Sérgio DE CALHEIROS DA GAMA, conseiller juridique, Mission permanente, Genéve

<scgama@gmail.com>

QATAR

Ahmed Youssef AL-JEFAIRI, Head, Trade Marks Office, Department of Commerce,
Ministry of Economy and Commerce, Doha
<gjefairi@mpc.gov.gqa>

Mohamed BACKEET ALNAJRANI, Examiner, Trade Marks Office, Department of
Commerce, Ministry of Economy and Commerce, Doha

REPUBL IQUE DE COREE/REPUBLIC OF KOREA

GOO Y oung Min, Deputy Director, Trademark and Design Examination Policy Division,
Korean Intellectual Property Office (KIPO), Dagjeon City
<ymgoo@Xkipo.go.kr/'ymgoo@hotmail.com>

KIM Tae-Geun, Deputy Director, International Cooperation Division, Korean Intellectual
Property Office (KIPO), Dagjeon City
<tkimO9@kipo.go.kr>

LEE Doo-Hyeong, Presiding Judge, Gwangju District Court, Gwangju
<leedh@scourt.go.kr>

PARK Joo-Ik, First Secretary, Permanent Mission, Geneva
<hang7200@dreamwiz.com>

REPUBLIQUE DE MOLDOVA/REPUBLIC OF MOLDOVA

lon DANILIUC, Deputy Director General, State Agency on Intellectual Property (AGEPI),
Kishinev
<danil @agepi.md>
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REPUBLIQUE DOMINICAINE/DOMINICAN REPUBLIC

Gladys Josefina AQUINO (Srta.), Consgjera, Mision Permanente, Ginebra

REPUBLIQUE TCHEQUE/CZECH REPUBLIC

Alena HIPSROVA (Ms.), Director, Trademarks Department, Industrial Property Office,
Prague
<ahipsrova@upv.cz>

Michala KRY SLOVA (Ms.), Examiner, Trademarks Department, Industrial Property Office,

Prague
<mkryslova@upv.cz>

ROUMANIE/ROMANIA

Liviu BULGAR, directeur, Direction juridique et coopération internationale, Office d’ Etat
pour les inventions et les marques, Bucarest
<liviu.bulgar@osim.ro>

Cornelia Constanta MORARU (Mme), chef du Service juridique, Coopération internationale,
Office d’ Etat pour les inventions et les marques, Bucarest

<moraru.cornelia@osim.ro>

LiviaPUSCARAGIV (Mlle), troisiéme secrétaire, Mission permanente, Genéve
<livia.puscaragiv@romaniaunog.org>

ROYAUME-UNI/UNITED KINGDOM

Tony HOWARD, Deputy Director, Intellectual Property and Innovation Directorate,
The Patent Office, Newport
<tony.howard@patent.gov.uk>

Robert SHORTHOUSE, Policy Advisor, Intellectual Property and Innovation Directorate,
The Patent Office, Newport
<robert.shorthouse@patent.gov.uk>
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SINGAPOUR/SINGAPORE

LEE Li Choon (Ms.), Director and Legal Counsel, Registry of Trademarks, Intellectual
Property Office of Singapore (1POS), Singapore
<lee_li_choon@ipos.gov.sg>

CHAN Ken Yu Louis, Deputy Director and Legal Counsel, Registry of Trademarks,

Intellectual Property Office of Singapore (IPOS), Singapore
<louis_chan@ipos.gov.sg>

SLOVENIE/SLOVENIA

VesadlaVENISNIK (Ms.), Head, Trademark and Industrial Design Department, Slovenian
Intellectual Property Office, Ministry of Economy, Ljubljana
<v.venisnik@uil-sipo.si>

SUEDE/SWEDEN

Per CARLSON, Judge, Court of Patents Appeal, Ministry of Justice, Stockholm
<per.carlson@pbc.se>

Magnus AHLGREN, Deputy Head, Designs and Trademarks Department, Swedish Patent

and Registration Office, Stockholm
<magnus.ahlgren@prv.se>

SUISSE/SWITZERLAND

Alexandra GRAZIOLI (Mme), conseillere juridique, Division droit et affaires internationales,
Institut fédéral de la propriété intellectuelle (IFPI), Berne

David LAMBERT, conseiller juridique, Division des marques, Institut fédéral de la propriété
intellectuelle (IFPI), Berne
<david.lambert@ipi.ch>

Emmanuel PIAGET, conseiller juridique, Division des marques, Institut fédéral de la

propriété intellectuelle (IFPI), Berne
<emmanuel .piaget @i pi.ch>

TADJIKISTAN/TAJKISTAN

Guennadi KOUPALI, First Deputy Director, National Center for Patents and Information
(NCPI), Dushanbe
<adm@tjpo.tajik.net>
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THATLANDE/THAILAND

Supavadee CHOTIKAJAN (Miss), Second Secretary, Permanent Mission, Geneva
<supac@mfa.go.th>

TURQUIE/TURKEY

Mustafa DALKIRAN, Trademark Examiner, Turkish Patent Institute, Ankara
<mustafa.da kiran@tpe.gov.tr>

Y asar OZBEK, Legal Counsellor, Permanent Mission, Geneva

UKRAINE

Vaentyna SHRAMKO (Ms.), Head, Division of Legislation Development on Industrial
Property, Ukrainian Industrial Property Institute, Ministry of Education and Science, Kyiv
<shramko@ukrpatent.org>

Lyudmyla TSYBENKO (Mrs.), Head, Legislation Development Division, State Department
of Intellectual Property, Ministry of Education and Science, Kyiv

<tsybenko@sdip.gov.ua>

URUGUAY

Algandrade BELLIS (Miss), First Secretary, Permanent Mission, Geneva

<mission.uruguay @urugi.ch>

COMMUNAUTES EUROPEENNES (CE)*/EUROPEAN COMMUNITIES (EC)*

Susana PEREZ FERRERAS (Mrs.), Administrator, Industrial Property, European Commission,
Brussels
<susana.perez-ferreras@cec.eu.int>

Oliver Rowland Benjamin SLOCOCK, First Secretary, Permanent Delegation, Geneva

Sur une décision du Comité permanent, les Communautés européennes ont obtenu le statut de
membre sans droit de vote.

Based on a decision of the Standing Committee, the European Communities were accorded
member status without aright to vote.
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1. OBSERVATEURS/OBSERVERS

MISSION PERMANENTE D’OBSERVATION DE LA PALESTINE/PERMANENT
OBSERVER MISSION OF PALESTINE

Osama MOHAMMED, Counsellor, Geneva
<0-masa ha@hotmail.com>
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I1l. ORGANISATIONS INTERNATIONALES INTERGOUVERNEMENTALEY
INTERNATIONAL INTERGOVERNMENTAL ORGANIZATIONS

ORGANISATION MONDIALE DE LA SANTE (OMS)/WORLD HEALTH
ORGANIZATION (WHO)

William ONZIV U, Legal Officer, Tobacco Free Initiative, Cluster of Noncommunicable
Diseases and Mental Health, Geneva
<onzivuw@who.int>

ORGANISATION MONDIALE DU COMMERCE (OMC)/WORLD TRADE
ORGANIZATION (WTO)

Lauro LOCKS, Legal Affairs Officer, Intellectual Property Division, Geneva
<lauro.locks@wto.org>

BUREAU BENELUX DES MARQUES (BBM)/BENELUX TRADEMARK OFFICE
(BBM)

Paul LAURENT, directeur, Application deslois, LaHaye
<paul .laurent@bmb-bbm.org>

Pieter VEEZE, juriste, LaHaye
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V. ORGANISATIONS INTERNATIONALES NON GOUVERNEMENTALEY
INTERNATIONAL NON-GOVERNMENTAL ORGANIZATIONS

Association alemande de la propriété industrielle et du droit d’ auteur (GRUR)/German
Association for Industrial Property and Copyright (GRUR)

Alfons SCHAFERS, Representative, Bonn

<office@grur.de>

Association américaine du droit de la propriété intellectuelle (AIPLA)/American Intellectual
Property Law Association (AIPLA)

Jonathan W. RICHARDS, Chair, AIPLA Trademark Treaties and International Law
Committee, Arlington, Virginia

<jrichards@wnlaw.com>

Association chinoise pour les margues (CTA)/China Trademark Association (CTA)

Li YANZHANG, Vice President, CTA, General Manager, China Trademark and Patent Law
Office CO., Ltd., Beijing

<lyz@cntrademark.com>

Xiong GANG, Deputy Director, International Department of Trademark, China Trademark
and Patent Law Office CO., Ltd., Beljing

<xiongg@cntrademark.com-cn>

Li DANMEI (Ms.), Attorney at Law, CITIC Group, Beijing

<lidm@emic.com>

Association communautaire du droit des margues (ECTA)/European Communities Trade
Mark Association (ECTA)

Jan Wrede, Member, Law Committee, Antwerp

<info@des monepartners.com>

Sandrine PETERS (Mrs.), Legal Co-ordinator, Antwerp

<sandrine.peters@ecta.org>

Association des industries de marque (AIM)/European Brands Association (AIM)
Jean BANGERTER, Representative, Brussels
<bangerter.jean@urbanet.ch>

Association international e des juristes pour le droit de lavigne et du vin (AIDV)/International
Wine Law Association (AIDV)

Douglas REICHERT, Attorney-at-Law, Geneva, Switzerland

<dreichert@swissonline.ch>

Association international e pour les marques (INTA)/International Trademark Association

(INTA)

Bruce J. MacPherson, Director, External Relations, New Y ork
<bmacpherson@inta.org>
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Centre d’ échange et de coopération pour I’ Amérique Latine (CECAL)/Exchange and
Cooperation Centre for Latin America (ECCLA)

Michel CELI VEGAS, President, Geneva

Marie RODUIT (Miss), Consultant, Geneva

<contact@cecal .net>

Centre d’ éudes internationales de la propriété industrielle (CEIPI)/Centre for International
Industrial Property Studies (CEIPI)

Frangois CURCHOD, professeur, Genolier

<francois.curchod@vtxnet.ch>

Chambre de commerce internationale (CCl)/International Chamber of Commerce (ICC)
Anténio L. DE SAMPAIO, conseil en propriété intellectuelle, Cabinet J.E. Dias Costa Lda,
Lisbonne

<diascosta@j ediascosta.pt>

Fédération internationale des conseils en propriété industrielle (FICPI)/International
Federation of Industrial Property Attorneys (FICPI)

Gongalo DE SAMPAIO, rapporteur, Groupe des marques, Cabinet J.E. Dias Costa Lda,,
Lisbonne

<diascosta@j ediascosta.pt>
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VI. SECRETARIAT DE L’ORGANISATION MONDIALE
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SECRETARIAT OF THE WORLD INTELLECTUAL
PROPERTY ORGANIZATION (WIPO)

Ernesto RUBIO, sous-directeur général/Assistant Director General

Octavio ESPINOSA, directeur-conseiller, Bureau du sous-directeur général, Secteur des
marques, des dessins et modéles industriels et des indications géographiques/
Director-Advisor, Office of the Assistant Director General, Sector of Trademarks, Industrial
Designs and Geographical Indications

Marcus HOPPERGER, directeur par intérim, Division du droit des marques, des dessins et
modéles industriels et des indications géographiques/Acting Director, Trademarks, Industrial
Designs and Geographical Indications Law Division

Erik WILBERS, directeur par intérim, chef, Section du réglement des litiges relatifs aux noms
de domaine, Centre d’ arbitrage et de médiation/Acting Director, Head, Domain Name Dispute
Resolution Section, Arbitration and Mediation Center

Paivi LAHDESMAKI (Mlle/Miss), juriste principale, Division du droit des marques, des dessins
et modélesindustriels et des indications géographiques/Senior Legal Officer, Trademarks,
Industrial Designs and Geographical Indications Law Division

Martha PARRA FRIEDLI (Mme/Mrs.), juriste principale, Division du droit des marques, des
dessins et modéles industriels et des indications géographiques/Senior Legal Officer,
Trademarks, Industrial Designs and Geographical Indications Law Division

Martin SENFTLEBEN, administrateur adjoint, Division du droit des marques, des dessins et

modéles industrigls et des indications géographiques/Associate Officer, Trademarks,
Industrial Designs and Geographical Indications Law Division
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