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INTRODUCTION

1.  The Standing Committee on the Law of Patents (“the Committee” or “the SCP”) held its
seventh session in Geneva from May 6 to 10, 2002.

2. The following States members of WIPO and/or the Paris Union were represented at the
meeting: Angola, Argentina, Armenia, Australia, Austria, Bangladesh, Belarus, Belgium,
Bolivia, Brazil, Canada, Chile, China, Colombia, Costa Rica, Croatia, Cuba, Czech Republic,
Denmark, Dominican Republic, Egypt, El Salvador, Estonia, Ethiopia, Finland, France,
Germany, Greece, Guatemala, Guinea, Hungary, India, Indonesia, Ireland, Japan, Jordan,
Kenya, Lao People’s Democratic Republic, Latvia, Lithuania, Luxembourg, Madagascar,
Malaysia, Mexico, Morocco, Nepal, Netherlands, New Zealand, Nigeria, Norway, Pakistan,
Peru, Poland, Portugal, Republic of Korea, Republic of Moldova, Romania, Russian
Federation, Singapore, Slovakia, Slovenia, Spain, Sudan, Sri Lanka, Sweden, Switzerland,
Thailand, The former Yugoslav Republic of Macedonia, Togo, Trinidad and Tobago, Tunisia,
United Kingdom, United States of America, Uzbekistan, Viet Nam, Yugoslavia and
Zimbabwe (77).

3. Representatives of the Eurasian Patent Office (EAPO), the European Commission (EC),
the European Patent Office (EPO) and the World Trade Organization (WTO) took part in the
meeting in an observer capacity (4).
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4.  Representatives of the following non-governmental organizations took part in the
meeting in an observer capacity: American Bar Association (ABA), American Intellectual
Property Law Association (AIPLA), Asian Patent Attorneys Association (APAA),
Biotechnology Industry Organization (BIO), Centre for International Industrial Property
Studies (CEIPI), Chartered Institute of Patent Agents (CIPA), Committee of National
Institutes of Patent Agents (CNIPA), Confederation of Indian Industry (CII), Exchange and
Cooperation Centre for Latin America (ECCLA), Federal Chamber of Patent Attorneys
(FCPA), German Association for Industrial Property and Copyright Law (GRUR), Institute of
Professional Representatives before the European Patent Office (EPI), Intellectual Property
Institute of Canada (IPIC), Intellectual Property Owners Association (IPO), International
Association for the Protection of Industrial Property (AIPPI), International Federation of
Industrial Property Attorneys (FICPI), International Intellectual Property Society (IIPS),
Japan Patent Attorneys Association (JPAA), Max-Planck-Institute for Foreign and
International Patent, Copyright and Competition Law (MPI), Pacific Intellectual Property
Association (PIPA), Patent Documentation Group (PDG) and Union of European
Practitioners in Industrial Property (UEPIP) (22).

5. The list of participants is contained in the Annex to this report.

6.  Discussions were based on the following documents prepared by the International
Bureau: “Revised Draft Agenda” (SCP/7/1 Rev.), “Accreditation of an Intergovernmental
Organization (SCP/7/2), “Draft Substantive Patent Law Treaty” (SCP/7/3), “Draft
Regulations and Practice Guidelines under the Substantive Patent Law Treaty” (SCP/7/4),
“Notes” (SCP/7/5), and “Requirements Concerning the Relationship of the Claims to the
Disclosure” (SCP/7/6).

7. The Secretariat noted the interventions made and recorded them on tape. This report
summarizes the discussions without reflecting all the observations made.

GENERAL DISCUSSION

Agenda Item 1: Opening of the Session

8. Mr. Francis Gurry, Assistant Director General, opened the session, and welcomed the
delegates, on behalf of the Director General. The session was chaired by Mr. Dave Herald
(Australia). Mr. Philippe Baechtold (WIPO) acted as Secretary to the Committee.

Agenda Item 2: Adoption of the Agenda

9.  The revised draft agenda (document SCP/7/1 Rev.) was adopted as proposed.

Agenda Item 3: Accreditation of an Intergovernmental Organization

10. The Committee approved the accreditation of the South Center as an ad hoc observer
(document SCP/7/2).
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Agenda Item 4: Adoption of the Draft Report of the sixth session

11. The International Bureau indicated that document SCP/6/9 Prov.2 took into account the
comments received earlier from members of the Committee on document SCP/6/9 Prov., and
further suggested the deletion of the text between square brackets in paragraph 144, seventh
line, and in paragraph 173, third and fourth lines; that suggestion was accepted by the
Committee.

12. The International Bureau took note of a request by the Delegation of France to make the
French version of the report available earlier in the future in order to allow timely review of
the document.

13. Regarding paragraph 187 of document SCP/6/9 Prov.2, the Delegation of the
Dominican Republic stated that it had not made a proposal to add computer programs,
business methods and rules for playing games. It also requested modifications in the text of
paragraph 204 in order to better reflect the Delegation’s intervention. The Delegation of the
United States of America requested the International Bureau to check the requested
corrections against the tapes.

14. The Committee adopted the draft report of its sixth session, subject to the changes
referred to in paragraphs 11 and 13, above, the final report being contained in document
SCP/6/9.

Agenda Item 5: Draft Substantive Patent Law Treaty and Draft Regulations under the
Substantive Patent Law Treaty

15. The Chair requested the Committee to focus on the conceptual aspects of the issues and
on the effect of the changes from the previous drafts rather than on questions of drafting.
Comments and suggestions on detailed matters of drafting were noted by the International
Bureau to be taken into account in the preparation of revised drafts.

Draft Article 1: Abbreviated Expressions

Items (i) to (vii)

16. No comment was made on these items.

Item (viii)

17. The International Bureau explained that the text was based on a proposal made by the
Delegation of Canada at the previous session and that new item (ix) had been added to cover
divisional, continuation-in-part and continuation applications.

18. The Delegation of Germany questioned the words in parenthesis “(‘priority date’),”
which gave the impression of a definition. The Delegation of the United States of America
added that it also had concerns over the parenthetical phrase of “priority date” and suggested

its deletion.

19. The Delegation of Australia supported the definition of “claim date” and expressed
preference for the second bracketed text. The Delegation of the United States of America also
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expressed support for the inclusion of a definition of “claim date” but reserved its position as
to allowing several claim dates for one claim.

20. The Representative of MPI was of the opinion that the present provision raised more
confusion than clarification and that the Paris Convention and the Patent Cooperation Treaty
(PCT) contained sufficient provisions on priority matters. The Delegation of Denmark,
supporting the Representative of MPI, stated that the practice of many offices corresponded to
the situations envisaged by the definition of “claim date.” The Delegation of Sweden saw no
need for a new definition. The Delegation of Chile found the expression “claim date”
confusing. The Delegation of Germany queried whether the definition of “filing date” should
be maintained. The Chair noted that the concept of “claim date” had been discussed at length
during the previous session. It appeared that, in practice, many Offices used the concept of
“claim date.” As regards priority under the Paris Convention, the Chair stated that the SPLT
did not regulate what was in the Paris Convention, and that the term “priority date” was
defined under the PCT in connection with formalities, while the term “claim date” in the draft
SPLT related to substantive issues.

21. The Representative of the EPO suggested replacing the words “in accordance with the
applicable law” in the third line by “in accordance with the Paris Convention.” The
Delegation of the United Kingdom, supporting the Delegation of Germany in preferring to
keep the expression “the applicable law,” felt that it would not be appropriate to refer to the
Paris Convention, which did not cover internal priorities.

Item (ix)

22. The Delegation of Australia, supported by the Delegation of the United States of
America, pointed out that the present wording did not accommodate divisional applications,
which were derived from divisional applications and which claimed more than one priority, in
cases where the same subject matter was not contained in the whole chain of divisional
applications.

23.  Summarizing the discussion on items (viii) and (ix), the Chair recognized some support
for item (viii), whereas a number of delegations expressed reservations or did not see the need
for it. A proposal to replace “the applicable law” by “the Paris Convention” was not
supported. Item (ix) required further improvement as regards claim dates of divisional
applications.

Items () to (xix)

24.  No comment was made on these items.

Draft Rule 1: Abbreviated Expressions

25. The International Bureau noted that, in light of the amendment made to draft

Article 11(4), the substance of draft Rule 1(1)(c)(i) should be moved to draft Article 1. No
substantive discussion was held on this Rule.
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Draft Article 2: General Principles

26. The Delegation of Germany, supported by the Delegation of Kenya which stated that
this provision did not reflect general principles, suggested that a provision similar to

Article 2(1) of the Patent Law Treaty (PLT) be included. The Delegation of the United States
of America supported the suggestion of the Delegation of Germany to the extent that
formality requirements were concerned.

27. The Delegation of Brazil, supported by the Delegations of Chile, Colombia, the
Dominican Republic, Egypt and Peru, proposed to include a new paragraph (3) which read as
follows:

“(3) Nothing in this Treaty or Regulations shall limit the freedom of Contracting
Parties to protect public health, nutrition and the environment or to take any action it
deems necessary to promote the public interest in sectors of vital importance to its
socio-economic, scientific and technological development.”

28. The Delegation of the Dominican Republic, on behalf of the Delegations of Chile,
Colombia, Cuba, Ecuador, Honduras, Nicaragua, Peru, Venezuela and its own country,
proposed that the phrase “or to comply with international obligations, including those relating
to the protection of genetic resources, biological diversities, traditional knowledge and the
environment” be inserted at the end of paragraph (2) and that the title of that paragraph be
amended to read “Exceptions.” The Delegation also proposed the inclusion of some text in
the explanatory notes to paragraph (2). This joint proposal was supported by the Delegations
of Brazil, Egypt and Morocco. Noting that the matter would not be resolved during this
session, the Delegation of the Dominican Republic suggested that these proposals be included
in the draft Treaty within square brackets for further consideration.

29. The Delegations of Germany, Ireland, Japan and the United States of America and the
Representative of BIO strongly opposed the aforementioned two proposals for the following
reasons: the objective of the SPLT was to establish best practices and to deeply harmonize
the substantive requirements; issues concerning the interpretation of other international
treaties should not be resolved by the SPLT nor should these issues influence the
interpretation of the SPLT itself; matters regarding the WTO Doha Ministerial Declaration
related to the use of patent rights after grant, not to the patentability of claimed inventions or
the validity of patents; the proposed issues were extraneous to patent law. The Delegation of
the United States of America and the Representative of BIO stated that the WIPO’s
Intergovernmental Committee on Intellectual Property and Genetic Resources, Traditional
Knowledge and Folklore was the appropriate body to discuss the proposed issues.

30. Inresponse to a question raised by the Delegation of Sudan concerning the meaning of
the words “any action” in paragraph (2), the International Bureau explained that a similar
provision was found in PLT Article 4, and that, in general, the terms should be construed in
the context of the treaty in which they were used.

31. The Chair summarized the discussion on draft Article 2 as follows: A proposal to
amend paragraph (2) was made jointly by nine delegations, and was supported by some other
delegations. One delegation, supported by several other delegations, proposed the inclusion
of a new paragraph (3). One delegation suggested that these proposals be included in the draft
Treaty, within square brackets, for further discussion. Several delegations, however, did not
support these proposals, and questioned their relevance for the SPLT. Other issues, for
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example, the inclusion of a provision similar to PLT Article 2(1), were raised in conjunction
with paragraph (1). In relation to paragraph (2), one delegation had asked for clarification on
the words ““any action.”

Draft Article 3: Applications and Patents to Which the Treaty Applies

32. Following the suggestion of the Delegation of Ireland that transitional provisions be
included, the International Bureau explained that this issue would be addressed in the final
and administrative provisions. The Delegation of Sweden mentioned that the expression
“filed with or for” in paragraph (1)(i) needed further clarification, as discussed in relation to
draft Article 8(2).

33. The Chair summarized the discussion on draft Article 3 by noting that it was generally
accepted, and that the draft should be reviewed taking into account the comments made.

Draft Rule 3: Exceptions Under Article 3(2)

34. The Representative of CEIPI noted that the legal effect of the words in square brackets
“except for Article 8(2)” was to provide an “exception to an exception.” He noted that, if
these words were retained, an earlier international application would have a “prior art effect
in all designated offices, irrespective of whether or not that international application entered
the national phase before the designated Office concerned. Speaking in a personal capacity,
he expressed the view that the said words should be retained in order to give proper effect to
PCT Article 11(3), which provided that an international application should have the effect of a
regular national application in each designated State as of the international filing date, even
though he was aware that some PCT Contracting States had taken the view that

PCT Article 27(5) permitted the exclusion of such “prior art effect” where the earlier
international application did not enter the national phase in the Contracting State concerned.
The fact that PCT Article 11(3) started with the words “Subject to Article 64(4)” implied,
since PCT Article 64(4) allowed for an exception to the full “prior art effect” of international
applications, that such “prior art effect” was covered by PCT Article 11(3) and that no
exception other than that permitted by PCT Article 64(4) was allowed under the PCT.

29

35. The Delegation of the United States of America also expressed support for the retention
of the words in square brackets in the interests of best practice and to maximize
harmonization with a view to facilitating future mutual recognition and work-sharing.
However, the Delegations of Brazil, China, France, Republic of Korea and the Russian
Federation and the Representatives of the EPO and FICPI expressed the view that the words
“except for Article 8(2)” should be deleted so that the prior art effect would only apply to
earlier international applications that entered the national phase in the Contracting State
concerned.

36. The Chair noted that item (i1) would be reserved for further discussion.

37. The Chair summarized the discussion on draft Rule 3 as follows: Although a majority
of delegations favored a deletion of the words “except for Article 8(2),” in view of the
importance of the issue, the words concerned should be retained in square brackets for the
purpose of future discussion and review, together with draft Article 3.
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Draft Article 4: Right to a Patent

38. The Delegation of the United States of America stated that, in view of draft Article 13,
which provided that non-compliance with the requirements under draft Article 4 was a ground
for refusal of an application, paragraph (1) should be clarified as including a prohibition on
improper derivation or theft of an invention.

39. Further, the Delegation of the United States of America, supported by the Delegations
of Germany, Japan, the Netherlands and Norway, suggested the deletion of paragraph (2)(b),
since it constituted an issue of choice of law. Noting the difficulty of achieving
harmonization on matters relating to the right to a patent, the Delegation of the Russian
Federation stated that draft Article 4 should be deleted in its entirety or formulated differently
so that, where a person was accorded the right to a patent under the law of the country in
which the invention was created, other countries would have to recognize the right of that
person to a patent under their applicable laws. The Delegation of China also noted that
harmonization on this subject would be very difficult. In response to a question raised by the
Delegation of Japan, the Chair explained that the “right to a patent” was applicable to both the
pre-grant and post-grant stages.

40. The Delegation of Spain pointed out that, in paragraph (3) of the Spanish text, the words
“sobre la patente” should be replaced by the words “a obtener la patente.” As regards
paragraph (3), the Delegation of Mexico stated that the provision should clearly indicate that
each of the inventors had to agree on the right to a patent among themselves.

41. The Chair summarized the discussion on draft Article 4 by stating that, while there was
general support for this provision in principle, a majority of delegations expressed the wish to
delete paragraph (2)(b), since it did not relate to substantive patent law. Two delegations,
however, proposed to delete draft Article 4 in its entirety and one delegation proposed to
include specific wording on improper derivation in paragraph (1).

Draft Article 5: Application

42. The Representative of the EPO, supported by the Delegation of France, proposed that
item (iv) of paragraph (1) be replaced by the phrase “any drawings referred to in the
description or claims.” However, the Delegation of the United States of America, supported
by the Delegation of Chile and the Representatives of ABA and AIPLA, was in favor of the
text as proposed by the International Bureau, since an indication or non-indication of a
reference to the drawings in the description was not relevant to the question of whether these
drawings were necessary for the understanding of the claimed invention. The Chair noted that
paragraph (1) could address the issues by stating what should be achieved by each part of an
application.

43. The Delegation of Germany stated that it could not accept the words “and the
Regulations” in paragraph (2), which would allow the Treaty to be overridden by the
Regulations. As regards paragraph (3), the Representative of the EPO, supported by the
Delegations of France and Spain, stated that the abstract should serve the purpose of
information only.
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44. The Chair summarized the discussion on draft Article 5 as follows: There was general
support for this provision. Some delegations suggested drafting changes in paragraph (1)(iv)
concerning drawings. Regarding paragraph (3), a majority of delegations expressed the view
that the abstract should serve the purpose of information only.

Draft Rule 4: Further Requirements Concerning Contents and Order of Description
Under Article 5(2)

45. The Representative of the EPO stated that the word “technical” should be retained in
paragraph (1)(i) and (iii). The Delegation of the United Kingdom expressed general concern
about the detailed mandatory requirements contained in this Rule, since what the description
needed to achieve was to clearly state what the invention intended to accomplish. In the view
of the Delegation, the draft Rule imposed an unnecessary burden on applicants and should
contain maximum requirements only.

46. The Representative of the EPO pointed out that the proposed deletion of the word
“preferably” in item (i1) of paragraph (1) introduced “fraud on the patent office” into the
Treaty, entailing that where an applicant knew of a relevant prior art document but did not cite
it, this would constitute a ground of refusal of the application or revocation of the patent under
current draft Articles 13 and 14, which was opposed. The Delegation of the United States of
America noted that matters concerning fraud were explained in Note 2.01 and suggested
maintaining the term “preferably” because requiring disclosures of relevant art in the
description could unnecessarily lengthen and confuse the description. In this context, the
Delegation referred to its separate document citation system which required applicants to
disclose prior art documents. The Delegation of Japan supported the deletion of the term
“preferably,” since it would facilitate examination. The Delegation introduced its new system
which would be compatible with this provision and noted that lack of proper disclosure of
prior art documents would not be a ground for revocation of the patent under the system.

47. Concerning item (iii) of paragraph (1) in relation to paragraph (2), the Delegation of the
United States of America queried whether there was an obligation under this Rule to describe
the invention using a problem-solution approach. In response to the explanation of the
International Bureau that Offices were allowed to request applicants to describe the invention
as set forth in paragraph (1)(iii), but were free to accept, or should accept in certain cases, a
different presentation of the invention in light of paragraph (2), the same delegation stated that
paragraph (2) should be the general rule, and that paragraph (1)(iii) should be the exception.
This position was supported by the Representatives of ABA, AIPLA and BIO, who also stated
that, although a majority of applications would contain elements of the problem and the
solution, the problem-solution approach was not an appropriate way of presenting the
invention in certain cases, and that an approach as broad and inclusive as possible should be
adopted, rather than forcing the applicant to use such an approach. The Delegation of France,
supported by the Representative of the EPO, stated that, in the interest of clarity and of legal
certainty for third parties, the problem-solution approach should be maintained as the general
rule. The Delegation of the Russian Federation, supported by the Representative of the
EAPO, suggested that paragraph (1)(iii) should reflect that this was the preferable way of
describing the invention. The International Bureau pointed out that the objective was to make
life easier for applicants, but that, if there was no standard accepted by all Offices, there was
no harmonization for applicants. The Delegation of Germany proposed that paragraph (2) be
the general rule and that paragraph (1)(iii) be a preferable solution. The Delegation of Ireland
suggested adding the words “unless, because of the nature of the claimed invention, a
different manner would afford a better understanding of the claimed invention” at the end of
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paragraph (1)(iii). The Representative of CIPA said that this Rule was too mandatory on
issues that were not actually important and that the Regulations should include the mandatory
parts, while the practice guidelines should contain the practices that should be preferably
followed.

48. The Chair summarized the discussion as follows: In addition to some drafting
suggestions, the discussion showed the need to establish provisions which provided a balance
between adequate flexibility for users to draft the description on the one hand and adequate
support for the efficiency of offices on the other. In light of the divergent views expressed,
the challenge lay in how to reconcile these positions. In addition, the question whether the
provisions under this Rule should constitute grounds for invalidation or revocation of a patent
or not needed to be carefully reviewed.

Draft Rule 5: Further Requirements Concerning Claims Under Article 5(2)

49. In response to a suggestion by the Delegation of the United States of America that
paragraph (1) be deleted because of its formal nature, the International Bureau explained that
the provision had been included because it deviated from PCT Rule 6.1(b).

50. The Representative of the EPO, supported by the Delegations of the Russian Federation
and the United States of America, proposed the deletion of the term “technical” in
paragraphs (2) and (3)(i). This proposal was opposed by the Delegation of Colombia, which
wished, if possible, to maintain this term. The Delegation of France proposed to delete the
second part of paragraph (2), since there was no need to differentiate between the terms
“features” and “limitations.” The Delegation of the United States of America supported the
wording of paragraph (2) as proposed, but suggested that the explanation contained in

Note R5.03 on the terms “features” and “limitations” could be used to establish some kind of
definition provision on those terms. The Delegation of the Russian Federation, although
preferring the terms “elements or steps,” supported the approach put forward by the
Delegation of the United States of America. The Delegation of Germany supported the
Delegation of France as to the wording of paragraph (2), and reiterated the reservation it had
made at the previous session of the Committee.

51. The Delegation of Japan sought clarification as to why a reference to drawings in the
claims was allowed under paragraph (4)(c), while paragraph (4)(b) prohibited the inclusion of
drawings as such in the claims. The Delegation of Australia expressed the view that drawings
should not be excluded from the claims as provided in paragraph (4)(b). The Delegation of
the United States of America stated that drawings should not be permitted in the claims. In its
view, there was a difference between drawings and graphs, since the latter constituted only a
pictorial representation of a table, while drawings could be too broad to define the boundaries
of the claim. On paragraph (4)(c), the Delegation of Ireland queried whether the term
“limitation” was correct in this context, and the Delegation of Germany requested that an
explicit link be made between this subparagraph and draft Rule 12(3). Following a question
from the Delegation of the United States of America on the proposed deletion of
subparagraph (d), the International Bureau explained that the matters dealt with in that
subparagraph were considered to be incorporated from the PCT via draft Article 5(2).
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52. The Chair summarized the discussion as follows: The Committee agreed that the word
“technical” in paragraphs (2) and (3)(i) should be deleted. Concerning the terms “features”
and “limitations,” the International Bureau should review the use of these terms in view of the
explanation given in Note R5.03. A proposal to allow drawings to be included in the claims
had received little support.

Draft Article 6: Unity of Invention
Draft Rule 6: Details Concerning the Requirements of Unity of Invention Under Article 6

53.  No discussion was held on these provisions, noting that their substance was under
consideration by the Working Group on Multiple Invention Disclosures and Complex
Applications (see paragraphs 209 and 210, below).

Draft Article 7: Observations, Amendments or Corrections of Application
Draft Rule 7: Time Limit Under Article 7

Draft Article 7(1) and (2) and draft Rule 7

54. The Delegation of Australia, supported by the Delegation of the United States of
America and the Representatives of AIPLA, AIPPI and PIPA, proposed that draft Article 7,
with appropriate modifications, be extended to also cover amendments and corrections of
patents, while ensuring, for example, that the scope of the patent claims could not be
broadened. The Delegations of China, Germany and the Russian Federation were not in favor
of the extension of draft Article 7 to post-grant corrections and amendments because of the
different nature of patent applications and patents. The Delegation of Chile and the
Representative of the EAPO stated that they would support the inclusion of provisions
concerning amendments and corrections of patents only if they were limited to clear mistakes.
The Delegation of Brazil said that, once a patent was granted, the claims should not be able to
be extended. The Delegation of China was of the view that a mistake made by the Office
should be correctable even after the grant of the patent. The Delegation of Switzerland
reserved its position on the matter.

55. The Delegation of the United States of America supported the inclusion of

paragraph (1)(b), which merely controlled, in countries having a liberal continuation practice,
the continuation of applications without any appropriate amendment in response to a
notification of the Office. The Delegation of Australia, supported by the Delegation of
Germany, suggested that the words “same requirement” be replaced by the words “same error
or defect” and that the words “complied with” be replaced by the word “corrected.” The
Representative of CIPA and EPI, supported by the Delegation of the Russian Federation and
the Representatives of AIPPI and BIO, was of the opinion that reference to divisional
applications should be deleted from paragraph (1)(b), while the Delegation of the United
States of America suggested that these concerns be accommodated in the Notes.

56. Inresponse to the Representative of the EPO, who queried whether the office of a
Contracting Party was allowed to provide additional opportunities to make amendments by
way of informal notification (e.g., telephone calls by examiners), the Chair noted that
paragraph (1)(a) might need to be more explicitly user-friendly by providing extra
opportunities.

57. The Delegation of Singapore, whose Office did not have in-house substantive
examiners and recognized search reports and examination reports prepared by other Offices,
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raised a concern about the second part of paragraph (2) which set out requirements for a
Contracting Party that provided for substantive examination. The Delegation of Switzerland
also raised a concern about the applicability of that part to its Office, as it did not conduct a
full examination of an application, but examined whether amendments included new matter or
not, and suggested the deletion of any reference to substantive examination in paragraph (2).

58. Referring to Note 7.04, the Delegation of the United States of America, supported by
the Delegation of New Zealand, stated that the timing “when the application is in order for
grant” in paragraph (2) should not be tied to the timing of the publication, but should rather be
linked to the notice of allowance. In response to the Delegation of Germany, the Chair noted
that a Contracting Party would be free to provide longer time limits than those prescribed in
paragraph (2) and that the provision should be redrafted in order to explicitly refer to such a
possibility. The Delegation of Canada proposed that paragraph (2) be subject to the
Regulations which would provide the types of amendments and the scope of amendments
allowed. The Delegation of Sudan supported the text of paragraph (2) as proposed in
document SCP/7/3.

59. The Delegation of the United States of America stated that draft Article 7 should not
cover or should provide accommodation for provisional applications of the kind provided for
under its national law. The Chair noted that Australian law also provided for provisional
applications and that the requirements for such applications were considerably curtailed
compared with those applicable to standard patent applications.

60. The Chair summarized the discussion on draft Article 7(1) and (2) and draft Rule 7 as
follows: Although there was general acceptance that paragraph (1)(b) should stay in some
form, the drafting of that paragraph needed to be reviewed in terms of its applicability to
divisional applications and in respect of the words “same requirement.” Concerning
paragraph (2), a number of delegations expressed the need to clarify the words “in order for
grant” and “substantive examination.” Although the proposal made by one delegation to
extend draft Article 7 to the post-grant stage did not receive wide support, the International
Bureau was requested to explore the feasibility of including provisions relating to the
correction of patents in at least some cases.

Draft Article 7(3)

61. The Delegation of Germany, supported by the Delegations of China, Ireland and
Morocco, and the Representatives of the EPO and EPI, opposed the inclusion of an abstract as
a source of disclosure under draft Article 7(3)(a), even if it was prepared by the applicant,
since the consequence of such inclusion, for example, would extend the concept of “whole
contents” under draft Rule 9(1)(b) to the abstract, could have adverse effects and would
change the way in which abstracts were drafted in the future. The Delegation of France did
not support the inclusion of abstracts in paragraph (3)(a) as it might worsen the quality of the
abstracts. The Delegation of Japan expressed reluctance to include abstracts in view of the
burden for examiners to check abstracts and because of legal uncertainty for third parties.
The Delegation of the United States of America, supported by the Representative of ABA,
welcomed the inclusion of the abstract as a source of disclosure, and explained that the courts
in its country used the abstracts to interpret claims, although the main purpose of the abstracts
was to provide information. It further suggested that abstracts be viewed as a part of the
description of the application during the pre-grant examination and post-grant validity
procedures.
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62. The Delegation of the Russian Federation wondered whether the phrase “where
prepared by the applicant” in paragraph (3)(a) was superfluous, since the applicant was
responsible for the preparation of the application, including the abstract. The Delegation
further sought clarification concerning the meaning of the words “going beyond the
disclosure” and the applicability of this paragraph to corrections and amendments of the
request. The Delegation of China suggested that the reference to the missing part of the
description or the missing drawing be deleted from paragraph (3)(a).

63. Concerning the alternative terms within square brackets in paragraph (3)(b), the
Delegations of Sweden and the United States of America expressed preference for the word
“anyone.” The Delegation of the United States of America explained that it wished to limit
the term “clear mistake” to mistakes of a clerical nature. That Delegation further stated that
subparagraph (b) should clarify that only one possibility for correction of a clear mistake had
to be provided as in the case of PCT Rule 91.1(b). The International Bureau noted that

PCT Rule 91.1(b), according to which a rectification could only be made where “anyone”
would “immediately” realize that nothing else could have been intended than what was
offered as rectification, was very difficult to apply. The Delegations of Australia, Brazil,
Colombia, Japan, the United Kingdom and the Representative of the EPO were in favor of the
alternative “a person skilled in the art.” The Delegation of Chile suggested the words “any
person normally familiar with the subject matter.” The Representative of AIPPI said that this
provision should not apply in cases where only the applicant found the correction to be
obvious.

64. The Delegation of Canada proposed that the substance of paragraph (3)(b) be moved to
the Regulations and that the reference to the missing part of the description and missing
drawing in subparagraph (a) be included in subparagraph (b). The Delegation of the United
Kingdom wondered why the word “amendment” was included in paragraph (3)(b).

65. The Chair summarized the discussion on draft Article 7(3) by noting that the possibility
of amendments or corrections on the basis of the abstract prepared by the applicant on the
filing date had received little support. As regards subparagraph (b), many delegations
expressed their preference for the words “a person skilled in the art” over the word “anyone.”

Draft Rule 2: Person Skilled in the Art Under Articles 7(3)(b), 10(1), 11(3)(b) and (4)(a)
and 12(3), and Rules 1(c)(i), 4(1)(vii), 10(iii), 12(5), 14(1)(ii),
(2)(@) and (b), and 15(2), (3) and (4)

66. The International Bureau suggested deletion of the phrase “to have access to and to
understand all prior art under draft Article 8, and.” The Representative of CEIPI suggested
mentioning first general knowledge and then ordinary skills.

67. The Chair noted that there was general agreement on this Rule and that it was ready for
adoption with the changes proposed by the International Bureau and the Representative of
CEIPL

Draft Guidelines Under Rule 2

68. The Delegation of Japan, supported by the Delegation of the United States of America,
proposed to delete in Guideline G1.02, line 6, the word “average.” The Delegation of the
United States of America, supported by the Representative of the EPO, proposed replacing the
word “required” by the word “deemed” in the last sentence of Guideline G1.01. It also
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requested the deletion of the phrase “referred to in Rule 2’ in Guideline G1.03, since that
draft Rule did not contain any reference to a team of persons. In addition, the Representative
of the EPO wished to add, at the end of the third sentence in Guideline G1.02, the phrase “in
which case the specialized person in that field is the appropriate person skilled in the art.”

69. The Chair summarized the discussion on these draft Guidelines by noting that there was
fundamental agreement, subject to some drafting changes.

Draft Article 8: Prior Art
Paragraph (1)

70. The Delegation of the United States of America, supported by the Representative of
IIPS, generally supported the definition in draft Article 8(1) but wished to include admissions
by the applicant and the concept of “loss of rights” in the definition of prior art. In its view, a
patent should not be granted to an invention which had been protected as a trade secret for a
long period. The Representative of the EPO, supported by the Delegations of France,
Germany and Japan, was not in favor of the inclusion of a loss of rights provision, which was
not necessary in a first-to-file system. The Delegation of Australia observed that its country
had such a provision in its law under a first-to-file system.

71.  The Delegation of Denmark wished the word “relevant” to be deleted. The Delegation
of Germany suggested deletion of the phrase “as prescribed in the Regulations,” since the
phrase “in the world in any form” seemed to be sufficient.

72. The Chair summarized the discussions on draft Article 8(1) as follows: Some drafting
issues were raised and the debate focussed on the question of secret prior use and whether it
should be part of the prior art. Although two delegations and the representative of one
nongovernmental organization were in favor of including a provision on loss of rights, three
delegations and the representative of one intergovernmental organization, which constituted a
majority of those delegations who spoke to the issue, were against such inclusion.

Paragraph (2)

73. The International Bureau proposed a revised paragraph (2) which read as follows:

“(2) [Prior Art Effect of Earlier Applications] (a) If the filing date er—where
applicable-the prierity-date;-of an application (“earlier application”) filed in, or with

effect for, a Contracting Party is earlier than the claim date of a particular claim
contained in another application (later-appheation™) filed in, or with effect for, the
same Contractmg Party, the whole contents of the earher apphcatlon shall—fer—the

2 atton; form
part of the prior art for the purpose of determmmg the noveltv of wrth—fespeet—te—the
claimed invention, provided that the earlier application or the patent granted thereon is
published subsequently by the competent authority, as prescribed in the Regulations.

(b) Ifthe filing date of an application (“‘carlier application”) filed in, or
with effect for, a Contracting Party is the same as, or later than, the claim date of a
particular claim contained in another application filed in, or with effect for, the same
Contracting Party, but the earlier application claims the priority of a previous application
having a filing date that is earlier than the claim date of the claim, subject matter that is
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contained in both that earlier application and the previous application shall form part of
the prior art for the purpose of determining the novelty of the claimed invention, provided
that the earlier application or the patent granted thereon is published subsequently by the
competent authority, as prescribed in the Regulations.”

74. The Delegation of the United States of America, supported by the Representative of
AIPLA, was of the opinion that the prior art effect of earlier applications should apply when
assessing both novelty and non-obviousness, since more than one patentee might hold patents
which were not distinct. It also noted that paragraph (2)(b) was inconsistent with the current
law of the United States of America, which, however, was under further consideration.

75. In response to the Delegation of the United States of America, which queried whether
the words “filed in” also referred to an international application which was filed under the
PCT with the receiving Office of a country but did not designate that country, the
International Bureau drew attention to the words “with effect for” and to draft Rule 3 which
made a specific reference to draft Article 8(2). The Representative of CEIPI noted that, if a
PCT application was filed with the United States Patent and Trademark Office as a receiving
Office, but did not designate the United States of America, it was “filed in” but had no “effect
for” the United States of America, and he suggested changing the wording in order to make a
clear distinction between national applications on the one hand and regional and international
applications on the other. The Delegation of the United States of America stated that the
terms “filed in” and “with effect for” should be further clarified. The Representative of the
EPO, supported by the Representative of FICPI, suggested that, since the purpose of this
paragraph was to prevent cases of double patenting, the reference to draft Article 8(2) in draft
Rule 3 be deleted, so that only PCT applications that had entered the national phase would be
covered.

76. The Delegation of Australia wondered whether information contained in the application
as filed but removed before publication of the application, which should not have a prior art
effect, had been covered. The International Bureau suggested replacing the words “provided
that” by “to the extent that.”

77. The Delegation of Chile noted that some clarification in the Spanish text, vis-a-vis the
English text was required.

78.  The Chair summarized the discussion on draft Article 8(2) by stating that the revised
text of the provision, as submitted by the International Bureau, found agreement in principle.
The following specific issues were raised: The first one concerned the phrase “filed in or with
effect for” in relation to international applications under the PCT, and, in particular, to an
international application which was filed in a country that was not designated. The second
issue concerned the proposal by one delegation to expand the scope of the provision to
include inventive step. The Chairman recalled that the issue had been discussed at some
length at the previous session of the Committee, and that a strong majority had expressed the
wish to limit the provision to novelty.

Draft Rule 8: Availability to the Public Under Article 8(1)
79. Regarding paragraph (1), the Delegation of the United States of America proposed to

add reference to communications in electronic form. The Delegation added that such a
change would allow for the deletion of Guideline G2.01.
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80. The Delegation of Germany, supported by the Delegations of Chile, Japan and the
United States of America, was in favor of maintaining the word “reasonable” in

paragraph (2)(a) and saw some parallel with the term “undue,” both terms meaning that one
should not have to apply excessive efforts. The Delegation of New Zealand, however,
expressed concern about the lack of definition of the term “reasonable.” The Representative
of the EPO, supported by the Delegation of Ireland, proposed the deletion of the word
“reasonable” in order to avoid legal uncertainty. The Delegation of the United Kingdom
noted that the test of determining what constituted a “reasonable possibility” was not simple.
The Delegation of the Russian Federation expressed preference for the word “legitimate”
instead of the word “reasonable” or for the use of both terms.

81. Concerning paragraph (2)(b), the Delegation of China pointed out that, in China,
information disclosed by the inventor to a friend would not be considered as information
having been made available to the public. The Delegation of the United States of America,
noting that “any person” could be a single person, but that some amount of circulation or
accessible dissemination of the information should be required for it to become part of the
prior art, sought further clarification of the expressions “any person” and “made available to
the public.” The Representative of the EPO agreed with the general concept of this
subparagraph, but preferred a wording along the lines of: “not bound by an obligation to
maintain secrecy” to the present phrase “free to disclose.”

82. Summarizing the discussion, the Chair noted that a number of delegations wished to
delete the word “reasonable,” but that the majority of delegations who spoke were in favor of
keeping the present wording. One delegation suggested replacing “reasonable” by
“legitimate.” There was a drafting suggestion to include reference to electronic
communications in paragraph (1), and reference was also made to Guideline G2.06.

Draft Guidelines Under Rule 8

83. The Delegation of the United States of America suggested to replace the word
“possible” by the expression “reasonably possible” in line 3 of Guideline G2.06, and to
replace the expression “a member of the public” by “the public” in Guidelines G2.03 to G2.06
for reasons of consistency between the Rules and Guidelines. The Representative of the EPO
proposed to delete the words “In other words” in the last sentence of Guideline G2.04, and
stated that the Guideline should reflect that information was made available through display
or use only if it was thereby either actually disclosed or obtainable through reverse
engineering without undue burden.

Draft Rule 9: Prior Art Effect of Earlier Applications Under Article 8(2)
Paragraph (1)
84. Following the changes introduced by the International Bureau on draft Article 8(2), the
International Bureau suggested that paragraph (1)(a) and (b) be combined into a single
paragraph as follows:

“(a) The whole contents of an earlier application referred to in Article 8(2) shall

consist of the description, claims and drawings and, where it was prepared by the
applicant, the abstract, on the filing date.”
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85. The Delegation of Japan opposed the provision in paragraph (1)(b) for a “prior art
effect” based on the abstract prepared by the applicant because such an abstract could not be
distinct from the one prepared by the Office. The Delegation of Germany also opposed this
provision, observing that to provide for such a “prior art effect” of an abstract would add a
significant legal consequence flowing from the preparation of the abstract. In addition, it
would be necessary to decide to what extent an abstract had been “prepared by the applicant”
in a case where the abstract had been partly amended by the Office. The Representative of
EPL supported by the Representative of AIPPI, suggested that the words “where it was
prepared by the applicant” should be replaced by “filed with the application.”

86. The International Bureau suggested that the proviso in paragraph (1)(c) should be
amended to read: “provided that the applicable law allows for one of those titles to be validly
granted with effect for a Contracting Party for the same claimed invention.”

87. The Delegation of the United States of America stated that it should be clarified in the
Notes that the term “any other title protecting an invention” used in paragraph (1)(c) should
not be interpreted to include plant patents and design patents provided for under its national
law. The Representative of EPI suggested that this paragraph should not oblige national laws
to prevent an applicant from obtaining double protection for an invention in the form of a
patent and a utility model.

88. The Chair summarized the discussions on paragraph (1) as follows: There was general
support for this paragraph with the amendment suggested by the International Bureau. In
view of the concerns expressed concerning the “prior art effect” of an abstract, the reference
to the abstract in paragraph (1)(a) as amended should be placed in square brackets and the
matter explained in the Notes. In addition, the term “any other title of the invention” in
paragraph (1)(c) should be explained in the Notes.

Paragraph (2)
89. No comment was made on this paragraph.
Paragraph (3)

90. The Delegation of the United States of America sought clarification as to the operation
of paragraph (3) in cases where the earlier application had been erroneously published despite
the fact that it had already been withdrawn. The Delegation of Canada agreed and suggested
that, if this provision were retained, the words “with no rights outstanding” should be added
after the words “no longer pending.”

Paragraph (4)

91. The International Bureau explained that the words “or the inventor identified in” had
been re-introduced to cover the situation in which the inventor was the same but the applicant
was different, for example, because the inventor had changed his employer. The
Representative of the EPO noted that a proposal to include the concept of anti-self-collision in
the corresponding provision of the European Patent Convention had been unanimously
rejected during the EPC Revision in 2000, and suggested that the paragraph should be
included in square brackets. The Delegation of the United States of America suggested that,
in order to prevent “double patenting,” the paragraph be retained but revised to cover
inventions that were not patently distinct. The Delegation of Japan also supported this
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provision and noted that it was unclear whether the words “the inventor identified in the
earlier application” were meant to refer to the true inventor. The Representative of EPI
opposed the inclusion of any anti-self-collision clause along the lines of paragraph (4).

92. The Chairman summarized the discussions on paragraph (4) as follows: There were
divergent views on this paragraph; in particular, one representative had suggested that it be
presented in square brackets, while two delegations had expressed support for it subject to
further amendment and clarification.

Draft Article 9: Information Not Affecting Patentability (Grace Period) [Alternative A]
Grace Period [Alternative B]

General discussion

93. Although differences as to the modalities were expressed, the principle of including a
provision on the grace period found wide support, in particular from the Delegations of
Austria, Brazil, Canada, Chile, China, France, Germany, Ireland, Romania and the United
States of America and the Representatives of ABA, AIPPI, BIO, FICPI and IIPS.

94. The Delegations of Belgium, Finland, Ireland and Spain stated that they were not yet in
a position to express an official position, due to ongoing discussions internally and/or within
the European Union. Several delegations and the representative of one non-governmental
organization expressed preference for Alternative A, while the representative of another
non-governmental organization was in favor of Alternative B. The Delegations of Romania
and Sweden expressed a preference for a period of six rather than twelve months. The
Delegation of Sweden stated that a grace period could only be envisaged if the first-to-file
system was also included in the SPLT. The Delegations of France, Germany and Sweden
were in favor of a grace period which was limited in scope, insofar as it should only constitute
a safety net for applicants.

95. The Delegation of the United Kingdom pointed out that, while it was not in a position to
take any clear position at this stage, it was important to determine the objective of a grace
period, for example, whether it should be a safety net for applicants, in which case a short
grace period might be sufficient, or whether it should be broader, for example, providing the
possibility for applicants to develop an invention in public. The delegation suggested that the
question was an issue both for Offices and for non-governmental organizations.

Discussion on specific parts of draft Article 9

96. The Delegation of the United States of America, supported by the Delegation of
Germany, suggested deletion of the words “and should not have been made available to the
public by the Office,” in paragraph (1)(ii)(a).

97. Concerning paragraph (3), the Delegation of China raised an issue related to the
following situation: if, some time after the grant of the patent, a third party alleged invalidity,
submitting evidence from a publication by the patentee in another country, the patentee could
then allege that the publication abroad was derived directly or indirectly from him/her. In this
case, it would be very difficult for third parties to provide counter-evidence and for the court
to make a judgement. According to the Delegation, a solution could be to consider placing an
obligation on the applicant to record his/her disclosures to the public. The Representative of
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AIPPI opposed the inclusion of paragraph (3) on the ground that it would create legal
uncertainty.

98. The inclusion of a provision on third parties’ rights, along the lines of proposed
paragraph (4), was supported, in principle, by the Delegations of Australia, Austria, Canada,
China, Finland, France, Germany, Romania and Sweden and the Representative of FICPI,
some of whom stressed the importance of striking a balance between the rights of applicants
and those of third parties. The Delegations of Chile and the United States of America and the
Representatives of ABA, BIO and IIPS opposed the inclusion of such a provision on the
grounds that this matter related to infringement issues. The Delegation of Australia proposed
the deletion of the words “for the purpose of his business.” The Delegation of Canada
questioned the meaning of the term “use” in the last line of the paragraph, while the
Delegation of Sweden proposed replacing this term by the expression “start to use.” The
Delegation of Romania proposed the inclusion of the words “to continue the” before the word
“use” whereby such use may be continued for the same purpose and in the same volume as
provided under the Paris Convention. The Delegation of France stated that it would submit
alternative wording for paragraph (4) for consideration at the next session of the Committee.

99. The Delegation of the United States of America proposed the inclusion of an additional
paragraph which would allow for public experimental use, even if it had taken place before
the grace period. The Representative of the EPO opposed this proposal, noting that it would
constitute a significant departure from the principle governing prior art under draft Article 8.

100. The Chair summarized the discussion as follows: There had been little discussion on
the preference for either Alternative A or B, but Alternative A seemed to receive more
support. While a number of delegations indicated that the domestic debate as to the
desirability of providing for a grace period was still going on in their countries, no strong
suggestion was expressed that no grace period at all should be included. Many delegations
indicated that the inclusion of a provision on third parties’ rights was critical, while a few
delegations were opposed to such a provision since it related to infringement. There seemed
to be a feeling that the grace period should be limited in scope and constitute a safety net for
applicants only, although one delegation wished to extend the scope to include public
experimental use. As far as duration was concerned, some delegations favored a period of six
months while others preferred twelve months.

Draft Article 10: Enabling Disclosures

101. In response to the Representative of AIPPI, the International Bureau explained that it
had been the understanding that the PCT would be adjusted accordingly in the future if the
Committee found that the provisions under the SPLT should be expressed differently from
those under the PCT. The International Bureau further explained that draft Article 10(1) of
the SPLT derived from Article 5 of the PCT, whereas the second part of draft Article 10(1)
corresponded to the PCT Regulations with the difference that the SPLT referred to the
“claimed invention” and the PCT to the “invention.” Moreover, in draft Article 10(1) of the
SPLT, the requirement applied to the application, whereas in Article 5 of the PCT the
requirement applied to the description. Although revision of the Articles of the PCT would
require a Diplomatic Conference, the PCT Regulations could be amended by the

PCT Assembly.

102. The Delegation of Germany expressed support for the present wording of draft
Article 10. The Delegation of Colombia expressed acceptance of the general contents of the
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Article, but requested further elaboration on the term “undue experimentation.” In response
to a query by the Chair whether the second part of paragraph (1) should be moved to the
Regulations, the Representatives of CEIPI and the EAPO supported such reallocation. The
Representative of CEIPI was also in favor of moving paragraph (2) to the Regulations and
noted that amendments of certain Rules could be subject to unanimity or a qualified majority.
The Delegation of the United States of America wished to retain the term “undue
experimentation” in the Article, but would not object to further clarification of the term. The
Delegation also stated that the provisions of the SPLT should not be constrained by the PCT,
and reminded the Committee that the objective of the SPLT was to establish best practices for
an international patent system.

103. The Delegation of Spain expressed preference, in the Spanish text, for the expression
“experimentacion excesiva” instead of “experimentacion indebida” which would correspond
more closely to the French text. As to the title of the Article, it suggested the expression
“suficiencia de la divulgacion” as in draft Rule 10. The Representative of the EPI proposed to
replace the words “the invention” by the words “the whole of the invention” in the second last
line of paragraph (1).

104. The Chair summarized the discussion as follows: There was broad agreement on the
principles of this Article and some express support for those provisions over the PCT. What
should go in the Article and in the Rules was rather a drafting issue, which would need to be
decided at a later point in time. Some comments were made on the use, and necessity for
clarification of, the expression “undue experimentation.”

Draft Rule 10: Sufficiency of Disclosure Under Article 10

105. In response to the Representative of MPI, who expressed concern as to the use of the
expression “make or use” in item (vi), the International Bureau explained that this was a
linguistic question which would be taken into consideration when redrafting the provision.

106. The Delegation of Chile noted the expressions “experimentacion indebida” in the
Spanish text and “expérimentation excessive” in the French text and suggested that the same
expression be used in both languages. The Delegations of Belgium and France and the
Representative of AIPPI were in favor of the term “excessive” in French. The Representative
of the EPO suggested looking at court decisions in the respective countries for the
terminology to be used in each language, rather than attempting direct translation.

107. In his summary of the discussion, the Chair noted that this Rule was ready for adoption,
subject to the question of the terminology to be used in the French and Spanish texts to
translate “undue experimentation.”

Draft Rule 11: Deposit of Biologically Reproducible Material Under Article 10
Paragraph (1)

108. The Delegation of China, supported by the Delegation of Spain and the Representatives
of the EC, EPI and EPO, expressed concern about the draft which they felt did not accurately
reflect the objectives of the provision. From the present wording, it could be understood that,
where an application related to biological material, it did not matter how such material was
described in the application, as long as a deposit had been made, and this did not appear to be
satisfactory.
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Paragraph (2)

109. The International Bureau suggested replacing, in paragraph (2)(b), the phrase “Where
the deposit is made in a manner compliant with Article 7(3)” by the phrase “Where the
disclosure of the deposited biologically reproducible material, to the extent to which it is
taken into account for the purpose of Article 10(1), is compliant with Article 7(3).”

110. The Delegation of the United States of America expressed concern regarding the first
part of the paragraph which it felt did not reflect the idea that, if a Contracting Party accepted
a deposit, subject to evidentiary proof, such deposit would be considered to be compliant with
draft Article 7(3) and would not constitute additional matter. The Delegation opted for the
term “shall” as it considered the making of a deposit to be a purely administrative matter and
stated that paragraph (2) provided the best practice, since it would leave some flexibility and,
due to the corroboration requirement, it would not make any difference to the examiner
whether the deposit was made before or after the filing date of the application.

111. The Representative of the EPO preferred the term “may” and noted that the priority
rules applied by the EPO did not allow deposits made after the filing date to be considered for
priority purposes. The Representative explained that European applicants would generally
deposit biological material when certain subject matter could not otherwise be disclosed in the
description. Therefore, since the deposit was an issue of disclosure, paragraph (2)(b) might be
a trap for applicants if the deposit was necessary to make the invention enabling. The
Delegations of Australia, Germany, Japan, Spain, Sudan and Sweden and the Representatives
of the EC and EPI also preferred the term “may.”

112. The Delegation of the United States of America pointed out that PLT Article 5(7),
which provided for filing by reference, opened the way for some flexibility in draft

Rule 11(2)(b) and for a transfer from a private depositary to a publicly accessible depositary
after the filing date.

113. The Delegation of the United Kingdom, sharing the concerns of other delegations
regarding the use of “may” or “shall,” noted that, for the benefit of harmonization, the
International Bureau should attempt to find a text acceptable to all retaining the word ““shall.”

114. The International Bureau noted that it had not been the intention to enable the addition
of new matter under draft Rule 11(1), and this was reflected in the phrase “to the extent that
this requirement cannot otherwise be complied with.” Draft Rule 11(2) had to be understood
as allowing a deposit after the filing date under certain conditions. Even if the invention was
disclosed in the description as fully as possible, a deposit might be needed in order to enable
the making and using of the claimed invention. The revised wording of draft Rule 11(1) was
intended to achieve this.

115. The Chair summarized the discussions as follows: The Committee felt that the present
wording did not meet the objectives sought and that the provision needed to be redrafted to
better express the circumstances in which a deposit was required. Whereas, regarding
paragraph (2)(b), one delegation expressed a strong preference for the term “shall,” most
delegations which expressed their views were in favor of the term “may.”
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Draft Article 11: Claims
Paragraph (1)

116. The Delegation of the Russian Federation expressed the view that the role of
paragraphs (1) and (2) was not clear in the context of the Treaty and that the wording of these
paragraphs was not appropriate. In particular, it was not clear what obligations these
paragraphs placed on Contracting Parties, for example, in respect of grounds for revocation.
The Chair noted that the grounds for revocation under draft Articles 13(1)(i1) and 14(1)
included non-compliance with the requirements of draft Article 11(2) but not the requirements
of draft Article 11(1).

117. The Delegation of the United States of America suggested that the words “subject
matter for which protection is sought” be replaced by the words “subject matter which the
applicant regards as his invention,” in line with the wording in Note 11.01. However, the
Delegations of Chile, Colombia, France, Germany, Ireland, Morocco and Sudan and the
Representatives of the EAPO and EPO supported the terminology as proposed. The
Delegation of Chile noted that paragraph (1), as well as paragraph (2), was a mandatory
provision.

118. The Chair summarized the discussions on paragraph (1) as follows: The wording of
paragraph (1) should be retained as proposed, but the International Bureau should review the
wording of Note 11.01 with a view to achieving deeper harmonization.

Paragraph (2)

119. The International Bureau observed that, as stated in the footnote to this paragraph in
document SCP/7/3, the text of this draft Article would be affected by the discussions in the
Working Group on Multiple Invention Disclosures and Complex Applications (see
paragraphs 209 and 210, below).

120. The Delegation of the United States of America noted that the Working Group would
not be considering the matters of clarity and conciseness of individual claims. It observed
that the wording in Note 11.03 was useful in the context of harmonization of best practice and
suggested that this wording should be incorporated into paragraph (2) or the Regulations. The
Delegation of Australia supported further harmonization of the requirement for clarity and
conciseness of individual claims based on aspects of the material contained in the explanatory
notes.

121. The Chair summarized the discussions on paragraph (2) as follows: The wording of this
paragraph should be retained as proposed, but the International Bureau should elaborate the
Regulations on the basis of the explanations contained in the Notes.

Paragraph (3) and draft Rule 11bis
122. Discussion of paragraph (3) was based on the text of draft Article 11(3) and draft

Rule 11bis that had been suggested by the International Bureau in document SCP/7/6, rather
than on draft Article 11(3) as contained in document SCP/7/3.
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123. The Representative of the EPO suggested that the word “claims” presented in square
brackets be deleted from both draft Article 11(3) and draft Rule 11bis since it was difficult to
see how a claim could be self-supporting. If in the application as filed, subject matter was
disclosed in a claim, but was not contained in the description or the drawings, the appropriate
procedure would be to amend the description to include the subject matter disclosed in that
claim. This view was supported by the Delegations of Germany and Japan. The Delegation
of the United States of America, however, stated that the originally filed claims should be able
to support the claimed invention, even if the content did not appear in the description.

124. The Delegation of China observed that, if the embodiments of the invention contained
in the description omitted a special feature of the invention that was indispensable, the claims
would not be supported by the description and drawings. It stated that the definition of
“support” contained in the EPO Guidelines appeared preferable to that contained in draft
Rule 11bis.

125. The Representative of FICPI, supported by the Delegation of the United Kingdom,
stated that draft Rule 11bis as worded added nothing to the general principle of enabling
disclosure already contained in draft Article 10(1). The Delegation suggested that additional
effect be given to the fundamental principle concerning the relationship of the claims to the
disclosure in line with the contents of paragraph 40 of document SCP/7/6. He also suggested
that account be taken of the protection afforded by claims in respect of equivalents under draft
Rule 12(5).

126. The Delegation of Ireland referred to the need to take account of applications in respect
of which a deposit of microorganisms had been made.

127. The Delegation of the United States of America suggested that the word “recognized” in
draft Rule 11bis be replaced by “possessed and adequately described.”

128. The Delegations of Germany and Japan suggested that the International Bureau review
the Guidelines and Notes in the light of the changes to draft Article 11(3) and the addition of
draft Rule 11bis.

129. The Chair summarized the discussions on draft Article 11(3) and draft Rule 11bis, as
contained in document SCP/7/6, as follows: There was general agreement in principle on
these provisions as proposed. There had been no support for the suggestion that the word
“recognized” in draft Rule 11bis should be replaced by “possessed and adequately described.”
However, the International Bureau should review the text of these provisions, in particular
with reference to the term “claims” in square brackets and the deposit of microorganisms.

The International Bureau should also review the corresponding Guidelines and Notes, taking
account of the changes to paragraph (3) and the addition of draft Rule 11bis.

Paragraph (4)

130. The International Bureau explained that, although the draft Treaty did not contain
provisions on infringement per se, it was intended that the provisions of draft paragraph (4)
should also apply to the interpretation of claims in infringement proceedings.

131. The Delegation of Japan expressed concern that the provisions of paragraph (4) were
too detailed and would unduly inhibit a court in making a decision based on the facts of the
case.
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132. As regards the use of the terms “primary basis” and “secondary basis” in

paragraph (4)(a), the Representative of MPI, supported by the Delegations of Chile and
Germany, stated that the objective of the paragraph should address the methodology to be
employed in the interpretation of claims and not to establish an order of precedence of one
term over the other. The Delegation of Spain suggested that the words “primary basis” and
“secondary basis” in paragraph (4)(a) should be replaced by the words “primary feature” and
“secondary feature,” respectively.

133. The Representative of FICPI suggested that the reference to draft Article 7 in

paragraph (4)(a) be deleted, since its inclusion appeared to exclude amendments and
corrections made after the grant of the patent. The Representative also suggested that the
words “as amended and corrected” be amended to read “as amended or corrected” in
paragraph (4)(a). The Representative of the EPO, supported by the Representative of GRUR,
suggested that the International Bureau review all references to “Article 7” and “Article 7(3)”
in the draft Treaty and Regulations to ensure that they were both correct and necessary in each
particular context. The Chair noted that the matter might be addressed by including an
appropriate definition in draft Article 1.

134. The Delegation of Colombia expressed concern about the provisions for expanding the
scope of the claims to equivalents under paragraph (4)(b) and draft Rule 12(5), since that
would not be compatible with Andean Resolution 486.

135. The Representative of BIO noted that the provision should capture the principle that due
account be taken of prosecution records.

136. The Chair summarized the discussions on paragraph (4) as follows: There was general
support for the paragraph in principle, although one Delegation considered that it would
unduly inhibit a court in making a decision based on the facts of the case. It was agreed that
the International Bureau should review the text of paragraph (4) to ensure that post-grant
amendments and corrections were covered, possibly in the context of an added definition in
draft Article 1, and to clarify the meaning of the terms “primary basis” and “secondary basis.”

Draft Rule 12: Interpretation of Claims Under Article 11(4)
Paragraph (1)

137. The Delegation of China suggested that paragraph (1)(b) should be deleted on the
grounds that it was unnecessary in view of draft Article 11(4)(a).

Paragraph (2)

138. The Delegation of China observed that paragraph (2)(a) might not cover the cases where
the claims were expressly limited to the embodiments disclosed in the application.

139. A suggestion by the Representative of FICPI that the words “unless the applicant states”
in paragraph (2)(b) should be replaced by “unless the claims expressly state” was opposed by
the Delegation of the United States of America on the grounds that paragraph (2)(b) related to
statements by the applicant furnished during the prosecution of the application, but not
necessarily contained in the application itself.
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140. The Chair summarized the discussions on paragraph (2) as follows: There was a
common view that the claims should not be interpreted as limited to specific embodiments,
and the International Bureau should review the wording of paragraph (2)(b) in this respect. It
should also review the wording of paragraph (2)(a) to ensure that it covered claims limited to
a specific embodiment.

Paragraph (3)
141. No comment was made on this paragraph.
Paragraph (4)

142. In respect of paragraph (4)(a), the Representative of the EPO observed that, where a
means was defined by its function, the requirements of draft Article 10 might not be complied
with if undue experimentation was required to find out what means could be used to carry out
the invention. The Delegations of the Republic of Korea and the United States of America
requested that the square brackets be deleted from paragraph (4)(a) and the wording between
them retained.

143. The International Bureau suggested that paragraph (4)(b) be deleted, since it related to
the determination of patentability and not to the interpretation of claims. The Delegation of
the Republic of Korea suggested that paragraph (4)(b) be retained without square brackets.

144. With regard to paragraph (4)(c), the Delegation of the United States of America
expressed concern that a product made by a process that included a new step was not distinct
from the same product not using that step. As regards paragraph (4)(c) and (d), the
Delegation of China observed that even for “product-by-process” or “product-by-use” claims,
the general principle should be that any restriction in a claim should not be ignored.

145. The International Bureau suggested that the text of paragraph (4)(d) after the words
“such use only” be deleted since it related to the determination of patentability and not to the
interpretation of claims. The Delegation of Australia suggested that the words “defines a
product for a particular use” in paragraph (4)(d) be replaced by the words “defines a product
by its particular use.” The Chair and the Representative of MPI, supported by the Delegation
of New Zealand and the Representative of the EPO, pointed out that a claim to a new product
for a particular use was not the same as a claim to a new use of a known product; in the first
case, the product per se would be covered, while in the second case, only the new use would
be protected. The Delegation of the United States of America expressed concern about such a
distinction between a known and a new product. The Representative of FICPI noted the need
to take into account claims in respect of a new medical use of a known substance.

146. The Chair summarized the discussions on paragraph (4) as follows: It was agreed that
the square brackets in paragraph (4)(a) should be deleted. Also as regards paragraph (4)(a), it
had been observed by one representative that, where a means was defined by its function, the
requirements of draft Article 10 may not be complied with if much experimentation was
required to find out what means could be used to carry out the invention. The retention of
paragraph (4)(b) had been supported by only one delegation; it should therefore be deleted.
The International Bureau should review the wording of paragraph (4)(d) in the light of the
comments that had been made, in particular, in respect of a new use of a known product, such
as a new medical use of a known substance.
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Paragraph (5)

147. The Delegations of Austria, Chile, China, France, Germany, the United Kingdom and
the United States of America and the Representatives of the AIPLA, BIO, EPO, IIPS, IPO
and MPI expressed support for this paragraph in principle.

148. The Delegation of the Russian Federation stated that, while it supported the concept of
equivalence, it objected to the inclusion of the paragraph since the Treaty did not deal with
infringement of patent rights. The Representative of FICPI stated that the criterion of
equivalence in the prosecution of the application should be the same as in infringement
proceedings. The Delegation of Austria noted that equivalent elements needed to be
considered in the processing of the application, not just in infringement proceedings, and that
this needed to be reflected in the provision.

149. The Delegation of Brazil stated that it supported the concept of equivalence, but was
concerned that the provision as proposed would restrict the ability of a court to make
decisions on a case-by-case basis.

150. The Representative of the EPO stated that, although it supported the principle of
equivalence as set out in draft Article 11(4)(b), it considered that since paragraph (5) as
framed combined two tests applied by different jurisdictions, the doctrine of equivalents could
be narrowed to the point where it might become ineffective. The Delegation of Germany,
supported by the Delegation of Austria, suggested that the two tests under this provision
should be alternatives and thus that “and” should be replaced by “or.” In its view, the first
test required the interpretation of “substantially the same” function, way and result. This was
supported by the Delegation of France which suggested the use of “and/or” and also indicated
that it preferred the first of the tests proposed. The Chair observed that it would need to be
made clear whether a Contracting Party could choose which option it would apply or whether
it would be obliged to apply both.

151. As regards the second test, namely, that it should be obvious to a person skilled in the
art that substantially the same result could be achieved by the “equivalent element,” the
Delegation of China queried whether this meant that the function of the “claimed element”
had to be non-obvious. The Representative of GRUR expressed the opinion that the
“equivalent element” must not be inventive. The Representative of AIPLA, supported by the
Representatives of BIO, IIPS and IPO were of the view that equivalence should not be based
on the criterion of non-obviousness.

152. The Delegation of the United Kingdom, supported by the Representatives of CIPA and
EPI opposed the notion of determining equivalence at the time of any alleged infringement,
since what was considered to be an equivalent element might change with time in the light of
subsequent technological changes. However, the Delegations of Germany and the United
States of America and the Representatives of GRUR and MPI supported the time of the
alleged infringement as the appropriate time for determining equivalence. In support of this,
the Delegation of Germany referred to the situation in which a transistor could be regarded as
equivalent to an amplifying valve specified in a claim drafted before the transistor was
invented. The Delegation of France suggested that it was not clear whether the time as at
which equivalence should be determined should be the time at which the patent owner made
the allegation of infringement or the time at which the decision on infringement was made.



SCP/7/8
page 26

153. The Representative of GRUR supported the principle of equivalence but suggested that
the provisions should be included in the Treaty rather than the Regulations in view of the
importance of the principle.

154. The Chair summarized the discussion on paragraph (5) as follows: There was wide
support for inclusion of this provision, although a small number of delegations questioned the
necessity for it in the SPLT. The following issues, in particular, were raised: whether the two
elements in the test should be presented as alternatives; the applicability of the alternatives to
each Contracting State; and the location of the provision. Concerning the time at which
equivalence should be assessed, a large number of delegations had expressed support for
using the time of the infringement, while some were in favor of using the filing date.

Paragraph (6)

155. This paragraph was supported by the Delegation of the United States of America on the
grounds that any statement referred to was a part of the public record, of which the courts
should take due account. The paragraph was also supported by the Delegations of China,
Sudan and Sweden and the Representatives of ABA, AIPLA, BIO and IIPS. However, the
Delegation of Germany objected to the inclusion of this provision on the grounds that the
doctrine of “file wrapper estoppel” could result in an injustice to the patent owner, since an
applicant who made a statement during prosecution in the absence of an alleged infringement
might not be able to foresee the consequences of that statement in the context of such alleged
infringement. The Delegation noted that the inclusion of a similar provision in the European
Patent Convention had been rejected by a Diplomatic Conference in November 2000. The
inclusion of paragraph (6) was also opposed by the Delegations of Austria and the United
Kingdom and the Representatives of EPI, the EPO and MPI.

156. The Delegation of the Russian Federation stated that, although it could accept the
principle, it was of the view that paragraph (6), like paragraph (5), should not be included in
the draft SPLT, since the Treaty did not deal with infringement. The International Bureau
noted that the majority of delegations at the previous session of the Committee had agreed
that this provision should, as an exception, apply to infringement. The Chair, supported by
the Representative of FICPI, also advocated the importance of ensuring consistency on the
interpretation of claims during prosecution and infringement proceedings.

157. The Representative of FICPIL, supported by the Delegation of China and the
Representatives of ABA and BIO, suggested that the statement referred to should be given
due account only in the jurisdiction in which it was made. In addition, the Representative of
ABA suggested that any statement made in respect of an application should apply to other
patents in the same family, such as a divisional patent, in that jurisdiction. The
Representative of the IIPS suggested that “actions” in addition to “statements” by the
applicant should also be taken into account.

158. The Chair summarized the discussions on paragraph (6) as follows: Those delegations
that had a similar provision in their national law supported its inclusion whereas those that did
not have such a provision opposed its inclusion. He noted that there had been little discussion
on whether or not such a provision would be a good or a bad thing. There had been support
for the suggestion that a statement should only be given due account in the jurisdiction that it
had been made. It had also been suggested that the statement should apply to other patents in
the same family, such as divisional applications and continuation-in-part applications.
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Draft Article 12: Conditions of Patentability
Draft Rule 13: Exceptions Under Article 12(5)

Draft Article 12(1), (4) and (5) and draft Rule 13

159. The Delegation of Spain, speaking on behalf of the Member States of the European
Union, and supported by the Delegations of the Dominican Republic, Egypt, Ireland,
Morocco, Norway, Peru and the Republic of Korea and the Representative of the EPO,
expressed a strong preference for the deletion of the square brackets in Article 12(1) so that
the criterion “in all fields of technology” became an integral part of that Article, since an
invention should involve a “technical character” and patents should not be extended to all
subject matter, such as business methods, unless such a technical character was shown. The
Delegation appreciated the reintegration of the condition of the industrial applicability
requirement in the main body of the SPLT, which was of fundamental importance to the
European position in relation to the conditions of patentability, particularly with regard to
European policy in the field of biotechnology inventions. It emphasized that this approach
was fully in line with Article 27.1 of the TRIPS Agreement. The Delegation reiterated their
proposal to consider the inclusion of the substance of Articles 27.2 and 27.3 of the TRIPS
Agreement in the Treaty itself. As regards the expression “in all fields of technology”, the
Delegations of Brazil, Cuba, Indonesia, Japan, Mexico and the Russian Federation and the
Representatives of AIPPI and GRUR also suggested the retention of the text “in all field of
technology” and the deletion of the square brackets. The Delegation of the Russian
Federation stated that draft Article 12(1) should provide a minimum standard for conditions
of patentability.

160. With regard to paragraph (1), the Delegation of the United States of America stated that,
in line with comments it had made at past SCP meetings, it strongly supported the provision
of broad patent protection for any new and useful invention, and supported the language “be
made and used in any field of activity” currently contained in Article 12(1). It therefore
proposed deletion of the phrase “in all fields of technology.” The Delegation viewed that
phrase in the same manner as it was used in Article 27.1 of the Agreement on Trade-Related
Aspects of Intellectual Property Rights (“TRIPS Agreement”), that is, to broadly refer to all
fields of innovation, and that such a phrase could not, and should not, be restricted to
inventions having “technical” character. To the extent that other delegations may have a
different view of this phrase, the SPLT was not the proper forum to attempt to resolve or
discuss any of these differences, since the goal of the SPLT was to determine clearly-defined
best practices as to patentability. The Delegation was of the view that, if the SCP could not
agree on the goal of harmonization and best practices, then the entire purpose of the
discussions may be called into question.

161. The Representative of ABA opposed the inclusion of a requirement of “technical”
character in paragraph (1)(a), noting that, in the United States of America, business methods
and biotechnological inventions had long been patentable, to good effect. He emphasized
that, like all inventions, in order to be patentable, a business method must meet the standards
of novelty and inventiveness. The Representative of the AIPLA stated its support for the
interventions of the Delegation of the United States of America and of the Representative of
ABA. In particular, he supported the grant of patents for inventions in any field of activity,
including biotechnology, business methods and computer programs. The Representative of
IIPS, supporting the views of the Delegation of the United States of America, stated that there
should be no requirement for technical content and that the aim should be to broaden the
concept of invention to cover all useful arts, including inventions in “precursor activities.”
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The Representative of FICPI stated that his organization had no position on the requirement
for technical character but favored as few exceptions as possible. The Representative of MPI
suggested that the words “made and used” in paragraph (1)(a) should be changed to “made or
used.”

162. The Delegation of Peru stated that it considered the list contained in paragraph (1)(b) to
be illustrative so that Contracting Parties would be free to exclude protection from other
subjects. The Delegation of the Dominican Republic expressed a similar view and
emphasized the need to make a distinction between matters that are inherently not patentable
and inventions that may not be patented as a matter of policy. The Delegation of Ireland
suggested that the words “in particular” be added to cover subject matter similar to those areas
listed in paragraph (1)(b), and that the words “Notwithstanding paragraph (a),” be deleted.
The Delegation of the Republic of Korea suggested that a survey of exceptions provided
under existing national laws might assist the preparation of revised proposals.

163. With regard to paragraph (5), the Delegation of Brazil, supported by the Delegations of
Egypt and Peru, suggested that the exceptions to patentability permitted under Articles 27.2
and 27.3 of the TRIPS Agreement be included by reference. The Delegation of Mexico,
however, stated that it did not support the inclusion by reference of the TRIPS exceptions into
paragraph (5), since this would cause difficulties if Articles 27.2 and 27.3 of the TRIPS
Agreement were amended. The Delegations of China and Indonesia stated that the exceptions
provided under paragraph (5) should be based on the TRIPS Agreement. In connection with
exceptions under paragraph (5), the Delegation of Ireland observed that Member States of the
European Union were bound by the European Parliament and Council Directive on the
protection of biotechnological inventions.

164. The Delegation of the United States of America expressed its opposition to the optional
exceptions suggested by the International Bureau for paragraph (5) which resulted in the
blanket inclusion of the exceptions provided for under Articles 27.2 and 27.3 of the TRIPS
Agreement into the SPLT because of the different nature of the SPLT and the TRIPS
Agreement. The TRIPS Agreement was a result of a complex negotiation which involved
many other global trade issues and trade-offs, not only within intellectual property, including
many issues that were beyond the issues concerning patents being discussed by the
Committee. A specific example that did not fit within the confines of the SPLT was the
exclusion of plants and animals that were currently allowed under Article 27.3(b) of the
TRIPS Agreement, because these were examples of important subject matters in developing
fields of innovation, such as biotechnology.

165. The Representative of AIPPI suggested that, although the exceptions should be based on
Articles 27.2 and 27.3 of the TRIPS Agreement, it was not necessary to include all of the
exceptions provided for under those Articles. In his view, if the exceptions were placed in the
Regulations, the amendment of the Rule concerned should require unanimity. The
Representative of ABA stated that the Treaty should not include all of the exceptions
permitted under the TRIPS Agreement nor attempt to re-interpret that Agreement. The
Representative of MPI expressed the personal view that exceptions to patentability in the field
of biotechnology were not in the interests of European industry and that Contacting Parties
should adopt a broader approach than that taken under the TRIPS Agreement. The
Representative of GRUR noted the need to take a fresh look at the provisions of Article 27.2
and 27.3 of the TRIPS Agreement in view of their ambiguity.
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166. The Representative of BIO, supported by the Representative of AIPLA, agreed that not
all exceptions under the TRIPS Agreement should be included in draft Article 12. In
particular, the patenting of biotechnological inventions, including transgenic plants and
animals, should be permitted. Emphasizing the need to be forward looking and to take a
global view, the Representative stated that the Treaty should provide for the patentability of as
broad range of subject matter as possible.

167. With regard to paragraph (4), the Delegations of Cuba and Mexico also expressed their
support for the inclusion of that paragraph. The Delegation of the United States of America
also welcomed the reintroduction of the industrial applicability/utility requirement into the
Treaty, since utility was an important requirement for the United States of America. The
Delegation, however, was of the view that the industrial applicability standards in certain
systems might require a claimed invention to have a technical character or technical effect.
The Delegation was also concerned that such a provision might also be used to refuse the
patenting of inventions that were considered to be private in nature. The Delegation saw no
reason to limit patentability in such a manner; the criteria should be that the invention has
utility, is novel and involves an inventive step. The Delegation expressed further concern that
an “industrial applicability” standard could stifle the development of new areas of innovation,
such as software, biotechnology, or other newly developing areas that could not be foreseen
now and that might defy definition according to the current understanding of what is meant by
“industrial.”

168. As regards the alternative words presented in square brackets in paragraph (4), the
Delegations of Brazil and Morocco and the Representative of the AIPPI were in favor of the
second alternative, “‘can be made or used in any kind of industry.” The Delegation of the
Russian Federation expressed a preference for the first alternative without the word
“commercial.” The Representative of ABA expressed a preference for the third alternative, or
the first alternative without the word “commercial.” The Delegation of the United States of
America and the Representatives of AIPLA and FICPI supported the third alternative.

169. The Representative of the EPO expressed the view that the requirement for industrial
applicability would not have a great effect in practice. The Representative of MPI stated that
the requirement for industrial applicability did not constitute a barrier to granting patents for
business methods. The Representative of GRUR drew the attention of the Committee to the
fact that Article 1(3) of the Paris Convention required that industrial property “shall be
considered in the broadest sense and shall apply not only to industry and commerce proper.”
The Representative of BIO observed that it was not always possible to determine industrial
applicability at the time that ground-breaking inventions were made, as exemplified by
invention of the expression of DNA fragments, and that the standard presently applied in the
United States of America would be a good standard for the Treaty.

170. The Representative of the EPO observed that, in deciding the conditions of
patentability, it was necessary to take account of what was politically possible. She stated that
the Treaty should not force a Contracting Party to adopt a stricter standard of patentability
than it had at present. She therefore suggested that, as regards patentable subject matter and
exceptions, the SPLT should reflect the current international consensus, which was the TRIPS
Agreement standard, and provide an express provision allowing a Contracting Party to protect
a broader range of subject matter. As regards the requirement concerning “technical
character,” the Representative suggested that this concept be confined to those provisions in
which it was really necessary and that a Contracting Party be allowed not to require the
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“technical character” of the invention. These suggestions received preliminary support by the
Delegation of Sweden.

171. The Delegation of the United States of America stated that it could support neither a
“technical” requirement in the SPLT nor the importation of the very minimal standards of
protection that were found in the TRIPS Agreement, nor an “industry” or “industrial-based”
standard on the issue of industrial applicability or utility. The Delegation expressed the view
that the inclusion of a “technical” or “industrial” requirement would result in the standards for
protection for inventions throughout the world to slip backwards, eroding the level of
protection for inventors and inventions everywhere. The Delegation was of the opinion that
the end result of the discussions, if it were based in part on any of those elements, would not
be acceptable to the United States of America, and accordingly, the Delegation might well
have to reconsider its participation in those discussions. The Delegation stated that it had
come to the negotiations in good faith in that many provisions in the draft SPLT would
require fundamental changes to the United States patent system. However, the Delegation
stated that its continued participation was contingent on similar good faith from all members
of the Committee.

172. In response to the intervention by the Delegation of the United States of America, which
raised the possibility of questioning the exercise of patent harmonization in the SCP, the
Delegation of Brazil observed that it would submit such a proposal to its own authorities, for
consideration in further discussions related to the Standing Committee.

173. The Chair summarized the discussion on draft Article 12(1) as follows: A large number
of delegations strongly requested the retention of the words “in all fields of technology” and
made reference to Articles 27.2 and 27.3 of the TRIPS Agreement, in particular, in the context
of paragraph (5). One delegation and a number of representatives of non-governmental
organizations expressed the strong view that no reference to the words “in all fields of
technology” should be made and that this Treaty should not be bound by the wording of the
TRIPS Agreement. The views of delegations were also divided concerning the three
alternatives placed within square brackets in paragraph (4). The Chair concluded that, in view
of the importance of the issues involved, two alternative provisions would need to be included
in the next draft.

Draft Article 12(2)

174. In response to a suggestion by the Delegation of Sweden that the relevant provisions
should be contained in the Treaty instead of prescribed in the Regulations as proposed, the
Chair noted that the question concerning the allocation of provisions in the Treaty and the
Regulations would need to be decided at a later stage.

Draft Article 12(3)

175. The Representative of EPI suggested that the words “as a whole” be removed, and that
the words “that invention” be replaced by the words “the whole of the claimed invention.”

176. The Chair summarized the discussion on draft Article 12(3) by noting that there was
general agreement on this provision, and that the International Bureau would further review
the draft.
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Draft Rule 14: Items of Prior Art Under Article 12(2)
Paragraph (1)

177. The Delegation of the United States of America, supported by the Delegation of
Switzerland and the Representatives of AIPLA, BIO, CIPA and EPI, suggested that, in order
to cover the situation in which the prior art became enabling after its publication date, the date
on which the teaching of the primary items should be assessed under paragraph (1)(ii) be the
“claim date.” However, the Delegation of France supported the use for this purpose of the
date on which the prior art was made available to the public, as proposed in document
SCP/7/4.

178. In response to a suggestion by the Representative of BIO that the wording be further
clarified by adding “only” before the words “as of the date,” the Chair noted that this change
could have an unintended limiting effect.

179. The Delegation of Japan stated that the term “make and use” in paragraph (1)(ii) may
not properly correspond to the case of a product and the case of a process respectively. The
Representative of BIO suggested that the term “made available to the public” should be
defined. The Chair noted that both these terms were used in various contexts in the Treaty
and the Regulations and suggested that the International Bureau ensure consistent use of these
terms.

180. The Delegation of Chile noted that under the law of its country, a patent was considered
as made available to the public on the date of publication of the abstract.

181. In response to a comment by the Delegation of Ireland that this provision should cover
the cases of display at international exhibitions and the unauthorized disclosure of the
invention, the Chair noted that it was intended that these situations should be covered under
draft Articles 8 and 9. The Representative of GRUR suggested that draft Rule 14 should
cover public prior use as well as prior art.

182. The Representative of CIPA suggested that the provisions should more clearly cover the
situation in which only part of the claim lacked novelty.

183. The Representative of AIPLA queried whether a primary item of prior art, which was
not enabling by its own but was enabling when taken with the general knowledge of a person
skilled in the art on the claim date, should destroy the novelty. The Chair suggested that, in
that case, the prior art should be considered in the context of obviousness rather than novelty.
The Delegation of the Russian Federation stated that, in its view, the proposed text of
paragraph (1)(ii) was satisfactory.

184. The Chair summarized the discussions on paragraph (1) as follows: There was a
difference of opinion as to the date as at which the teaching of the prior art should be
assessed. He therefore suggested that both alternatives should be included for further
consideration. The International Bureau should also reconsider the text in the light of the
drafting changes that had been suggested.
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Paragraph (2)

185. The Chair noted that the considerations under paragraph (1) regarding the date on which
the teaching of the prior art should be assessed also applied to paragraph (2)(a) and (b). The
Delegation of the Russian Federation observed that, if prior art was assessed on the date on
which it was made available to the public, complications could arise in the case where, for
example, a book was republished, thus resulting in two such dates for the same primary item
of prior art with different amount of general knowledge of a person skilled in the art.

186. The Representative of EPI suggested that, in view of the use of the term “explicitly or
inherently disclosed” in paragraph (2)(a), paragraph (2)(b) was redundant. This view was
agreed with by the Delegation of Germany and the International Bureau, but was opposed by
the Delegation of China.

187. In response to a suggestion by the Representative of EPI that paragraph (2)(c) was
irrelevant and to a query by the Delegation of Germany as to its intention, the Chair explained
that an item of prior art that was not incorporated by explicit reference in the primary item
could not be considered to form part of that primary item. In response to a query by the
Delegation of China as to whether, in the case of a document made available on the Internet, a
hyperlink to another document could be considered as an explicit reference, the International
Bureau recalled that the Committee had decided, following a survey, that all Internet issues
should be considered at a later stage, after the general principles relating to prior art had been
determined.

188. In response to a question by the Delegation of Ireland, the Chair expressed the view that
a document which explicitly referred to a primary item of prior art (that is, a “reverse
reference”) should not be considered to form part of that primary item.

189. The Chair summarized the discussion on paragraph (2) as follows: It was agreed that
the issue concerning the timing of the determination of the disclosure in the item of prior art
in subparagraph (a) should be further reviewed and that subparagraph (b) should be deleted.
Concerning subparagraph (c), the cross reference issues, including the applicability to
hyperlinks on the Internet, should be further explored.

Paragraph (3)

190. The Chair noted that paragraph (3) should be redrafted to align it with revised draft
Article 8(2). The Representative of the EPI suggested that this paragraph would not be
required if the teaching of the primary item of prior art were to be assessed on the claim date,
as had been suggested under paragraph (1).

Draft Guidelines Under Rule 14

191. The Delegation of Canada, with which the Chair and the Delegation of the United
Kingdom agreed, stated that Guideline G3.03, second sentence, did not deal adequately with
the case where a single claim had two claim dates as referred to in draft Article 1(viii). The
Delegation of the United States of America, supported by the Delegation of the United
Kingdom and the Representative of EPI, suggested that Guideline G3.02 be made more
flexible by replacing the words “clearly identified” by “identified with sufficient specificity.”
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192. The Delegation of the United Kingdom noted that, in contrast to items (i) and (ii) of
Guideline G3.01, item (iii) referred to “assessment” not “determination.” The Delegation also
expressed concerns at the possible effect of the reference to “generic disclosure” in

Guideline G3.02. It noted that a generic disclosure could cover as few as two alternatives and
that it was undesirable that a generic disclosure should have to be supplemented by a list of all
the alternatives that it encompassed solely for possible later prior art purposes. The
Delegation of Australia and the Chair, supported by the Delegation of New Zealand,
expressed the view that a general disclosure could anticipate a specific one for the purposes of
determining novelty, unless the specific disclosure had special and unrecognized
characteristics, as in the case of a “selection invention.”

193. In response to a query of the Delegation of the Russian Federation as to whether the
Practice Guidelines would be binding on Contracting Parties, the International Bureau
suggested that the Articles might set out principles, that the Regulations might implement
those principles in a more specific manner in a legislative context, and that the Practice
Guidelines might set out the practice of the Office implementing those principles in view of
“deep harmonization.” However, these matters would need to be considered further in the
context of draft final clauses which were not yet included in the draft Treaty. The
Representative of the GRUR suggested that the legal character of the Treaty, Regulations and
Practice Guidelines should follow the legal nature of the corresponding provisions under the
European Patent Convention.

194. The Chair summarized the discussions as follows: The status of the Practice Guidelines
should be considered further at a later date. Guideline G3.02 should be reviewed both in the
light of the suggestion by the Delegation of the United States of America and to take account
of selection patents. Guideline G3.03 should be reviewed in the light of the matters raised, in
particular the context of claim date.

Draft Rule 15: Items of Prior Art Under Article 12(3)

195. In response to the Representative of FICPI, who questioned how the term “substituting”
applied to a prior art document, the Chair explained that the term “item of prior art” should be
considered as a reference to the particular teaching, and not as a reference to a particular
physical item, such as a book or a document. The Representative of ABA queried whether
judicial knowledge was taken into account. The Representative of the EPO reserved the
EPOQO’s position on this provision. The Delegation of Belgium pointed out that, in the French
version, the words “ont incité” in paragraph (4) did not correspond to the corresponding
English text.

196. The Chair summarized the discussion on draft Rule 15 by stating that there was broad
agreement on the substance of this Rule, although the representative of one intergovernmental
organization had expressed a reservation.

Draft Guidelines Under Rule 15

197. The Delegation of the United Kingdom pointed out that, under item (ii) of

Guideline G4.01, the determination should be made in respect of the extent of the disclosure
and not as regards the scope. The Delegation of the Russian Federation opposed the inclusion
of Guideline G4.01, item (iii), while the Delegations of Germany and Ireland supported the
inclusion of that item, since a determination of the person skilled in the art was needed in each
case, although that process might not be explicit during the examination procedure. As



SCP/7/8
page 34

regards item (v) of Guideline G4.01, the discussion revealed that the International Bureau
should clarify the meaning of the words “the claimed invention as a whole.” The
Representative of the EPO reserved the EPO’s position since, in her view, it was not clear
whether the Guidelines allowed the so-called “problem-solution approach” to be applied.

198. The Delegation of the United States of America agreed to the general concept of these
Guidelines. However, it stated that the word “any” in the penultimate line in Guideline G4.03
should be deleted, as more than a very small amount of evidence should be needed in this
context to have the proper effect. The Representative of EPI said that the word “can” in the
fifth line in Guideline G4.03 should be replaced by the word “would.” The Delegation of
Ireland suggested that the clarification concerning an inventive combination of known
features be moved from Note R15.04 to the Practice Guidelines.

199. The Chair summarized the discussion on the draft Guidelines under draft Rule 15 by
stating that there was broad agreement on the principles of these Guidelines, although a range
of drafting issues needed to be clarified.

Draft Article 13: Grounds for Refusal of a Claimed Invention

200. The Delegation of Brazil proposed the inclusion of a new paragraph (2), which would
correspond to its proposal made in relation to draft Article 2, as follows: “A Contracting
Party may also require compliance with the applicable law on public health, nutrition, ethics
in scientific research, environment, access to genetic resources, protection of traditional
knowledge and other areas of public interest in sectors of vital importance for their social,
economic and technological development.” Consequently, the Delegation suggested that the
reference to paragraph (1) in current paragraph (2) be replaced by a reference to

paragraphs (1) and (2). This proposal was supported by the Delegations of Chile, Colombia,
Cuba, Egypt, Kenya, Morocco and Peru. The Delegation of Egypt, supported by some of
these delegations, proposed to include the proposal of the Delegation of Brazil in square
brackets. The Chair recalled that the contents of the other provisions of the draft SPLT should
be identified before an in-depth discussion on draft Article 13 took place.

201. The Delegation of the United States of America, supported by the Delegations of
Germany and Japan, opposed the proposal by the Delegation of Brazil. The Delegation of the
United States of America stated its strong opposition for many of the same reasons given with
respect to similar proposals under Article 2. The Representatives of ABA and BIO also
opposed that proposal on the grounds that it was not related to matters concerning the grant of
patents and that it was complex and costly for applicants to deal with issues that are unrelated
to requirements of patentability.

202. The Delegation of Belgium indicated an inconsistency between the English and the
French text of paragraph (1).

203. The Chair summarized the discussion as follows: the discussion on this provision was a
logical follow-up of the discussion on draft Article 2. In view of the divergent opinions, the
International Bureau would further reflect on those issues.

Draft Article 14: Grounds for Invalidation or Revocation of a Claim or a Patent

204. In response to the suggestion of the Delegation of China, supported by the
Representative of FICPI, that non-compliance with draft Article 11(3)(a) should be a ground
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for invalidation of a patent, the Chair explained that draft Article 11(3)(a) was still under
consideration by the Committee on the basis of document SCP/7/6. The Representative of the
EPO observed that care would need to be taken to ensure that the final text did not include
non-compliance with formalities as a ground for invalidation.

205. The Delegation of Brazil stated that its proposal made under draft Article 13 should also
be taken into account in draft Article 14. The Delegation of the United States of America
opposed this proposal.

Draft Article 15: Review

206. Regarding the term “quasi-judicial,” the Representative of the EPO asked that it be
retained, explaining that it was used in the TRIPS Agreement. Use of the term was necessary
to avoid any controversy as to whether review by the Boards of Appeal of the EPO would fall
within the provision.

Draft Article 16: Evidence

207. A short discussion on this provision showed the need for some redrafting. The
Delegation of Japan stated that paragraph (1)(b) should not bind the courts. The Delegation
of the United States of America stated that the expression “invoke a legal consequence” was
unclear, and that paragraph (2) as drafted would have consequences in the law of evidence
going beyond patent matters. The Delegation of Japan queried whether the term “a party”
included examiners or appeal bodies. The Delegation of Chile supported the comments made
by the Delegation of the United States of America on paragraph (2) and suggested its deletion.

Draft Article 17: Relationship to PLT

208. The Delegation of Brazil, supported by the Delegations of Argentina and Egypt,
suggested placing the whole of draft Article 17 within square brackets. The Delegation of
Spain stated that it might not be necessary to have a complete relationship between the SPLT
and the PLT, since only parts of the PLT were relevant to the SPLT. After some discussion
on the two alternatives contained in square brackets and some explanation by the International
Bureau, it was agreed that this provision would be revisited in the context of the final and
administrative clauses.

WORKING GROUP ON MULTIPLE INVENTION DISCLOSURES AND COMPLEX
APPLICATIONS

209. The first session of the Working Group on Multiple Invention Disclosures and Complex
Applications (“the Working Group”) was convened, in accordance with the request made at
the Committee’s previous session (see document SCP/6/9, paragraph 208), during the same
week as that during which the present session of the Committee took place. All invitees to the
Committee’s session were also invited to the Working Group’s session. The proceedings of
the Working Group were informal, there being no agenda and no report. The Working
Group’s discussions were based on document SCP/WGM/1/1. The Working Group also had
regard to the provisions contained in the documents before the Committee, in particular,
documents SCP/7/3 and 4.

210. The Chairman reported to the SCP on the work accomplished by the Working Group as
follows:
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“On the first day, the Working Group spent most of its time discussing the issues
of lack of unity. A number of delegations gave details about the approach they adopted.
There was some discussion about why unity was raised by an office. There was general
agreement that it was essentially a fiscal issue, but there were secondary issues relating
to having relevant disclosures readily identified for search purposes, and in efficiency in
examination in large offices where examiners specialize in narrow technological fields.

On the second day, the Working Group discussed the following issues:
Linking of claims

On this issue, the main discussion focussed on the dependency of multiple
dependent claims on other multiple dependent claims, as well as on the reference of a
dependent claim to more than one other claim in the cumulative, which, according to
some delegations would impose a heavy burden on examiners. A majority of
delegations, however, did not seem to encounter the same problems and referred to the
flexibility these practices provided. The discussion also showed that there were
fundamental differences in what was the objective of examination in terms of the degree
of certainty to achieve.

Number of claims

Several delegations explained their practice of limiting claims, which, in many
cases, was done on the basis of the “clear and concise” and the unity of invention
requirements. They also spoke in favor of a procedure that would be easy to administer
for the offices. User groups spoke against limiting the number of claims, but expressed
their willingness to pay additional fees depending on the number of claims, where
justified. One delegation made reference to PCT Rule 6.1(a), which states that the
number of claims shall be reasonable in consideration of the nature of the invention
claimed, and questioned the meaning of the term “reasonable.” Some delegations were
interested in obtaining further information concerning the practice of limiting the
number of independent claims in an application to one per category.

Future work

Several delegations expressed their satisfaction with, and emphasized the
usefulness of, the discussion of the Working Group and advocated a continuation of its
work, but suggested that more effective use should be made of the SCP electronic
forum, in order to get more concrete results during the sessions. It was agreed that the
International Bureau would send a circular to the members and observers of the SCP
requesting input on the different practices as well as concrete proposals on whether and
how to address the issues under consideration. The International Bureau would further
notify the members of the SCP electronic forum when such comments have been
received and posted on the electronic forum.”
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CONCLUSION OF THE MEETING

Agenda Item 6: Future Work

211. The Committee invited the International Bureau to prepare revised proposals,
taking into account the discussion at the present session, for consideration at the next
session.

212. The International Bureau informed the Committee that its eighth session had been
tentatively scheduled for November 18 to 22, 2002, in Geneva.

Agenda item 7: Brief Summary by the Chair

213. The draft brief Summary by the Chair (document SCP/7/7 Prov.) was adopted with a
few amendments, which will be included in the final version (document SCP/7/7).

Agenda Item 8: Closing of the Session

214. The Chair closed the session.

[Annex follows]
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<jnfbradley@hotmail.com>

SINGAPOUR/SINGAPORE

Isabel CHNG (Miss), Principal Assistant Registrar, Intellectual Property Office, Singapore
<isabel chng@ipos.gov.sg>

SLOVAQUIE/SLOVAKIA

Barbara ILLKOVA (Mme), représentante permanente adjointe, conseillére, Mission
permanente, Genéve
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SLOVENIE/SLOVENIA

Mojca PECAR (Mrs.), Head, Legal Department, Slovenian Intellectual Property Office,
Ljubljana
<m.pecar@uil-sipo.si>

SOUDAN/SUDAN

Ahmed ALFAKI ALI, Commercial Registrar General, Attorney General’s Chambers,
Ministry of Justice, Khartoum
<crg@sudanmail.net>

SRI LANKA
Gamage Dushyantha Dilip Kumar PERERA, Assistant Director of Intellectual Property,

National Intellectual Property Office, Colombo
<nipos@sltnet.lk>

SUEDE/SWEDEN

Marie ERIKSSON (Ms.), Head of Legal Affairs, Patents, Patent Registration Office,
Stockholm
<marie.eriksson@prv.se>

Anders BRINKMAN, Patent Examiner, Patent Registration Office, Stockholm
<anders.brinkman@prv.se>

SUISSE/SWITZERLAND

Lukas BUHLER, co-chef du Service juridique brevets et designs, Institut fédéral de la
propriété intellectuelle, Berne
<lukas.buhler@ipi.ch>

Sonia BLIND (Mme), conseillére juridique, Service juridique brevets et designs, Institut

fédéral de la propriété intellectuelle, Berne
<sonia.blind@ipi.ch>

THAILANDE/THAILAND

Supark PRONGTHURA, First Secretary, Permanent Mission, Geneva
<suparkp@yahoo.com>
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TOGO
Blavi Dansivi SAGBO (Mme), chef de la Division des affaires juridiques, Institut national de

la propriété industrielle et de la technologie, Lomé
<Sagbo.irene(@caramail.com>

TRINITE-ET-TOBAGO/TRINIDAD AND TOBAGO

Mazina KADIR (Miss), Controller, Intellectual Property Office, Ministry of Legal Affairs,
Port of Spain
<mazina.kadir@ipo.gov.tt>

TUNISIE/TUNISIA

Mokhtar HAMDI, responsable du Département de la propriété industrielle, Institut national de
la normalisation et de la propriété industrielle, Tunis Belvédere
<inorpi@ati.tn>

Sana CHEIKH (Mlle), eléve fonctionnaire, Cité universitaire champel, Geneve

VIET NAM

Vu Huy TAN, conseiller, Mission permanente, Genéve
<vhtan@yahoo.com>

YOUGOSLAVIE/YUGOSLAVIA

Ljiljana KOVACEVIC (Mrs.), Director Assistant, Federal Intellectual Property Office,
Belgrade

<yupat@gov.yu>
ZIMBABWE

Martha Judith CHIKOWORE (Mrs.), Second Secretary, Permanent Mission, Geneva
<judyangust@hotmail.com>
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II. ORGANISATIONS INTERGOUVERNEMENTALES/
INTERGOVERNMENTAL ORGANIZATIONS

ORGANISATION MONDIALE DU COMMERCE (OMC)/WORLD TRADE
ORGANIZATION (WTO)

Jayashree WATAL (Mrs.), Counsellor, Geneva
<jayashree.watal(@wto.org>

ORGANISATION EURASIENNE DES BREVETS (OEAB)/EURASIAN PATENT
ORGANIZATION (EAPO)

Alexandre GRIGORIEV, Vice-President, Moscow
<agrig@eapo.org>

Victor TALYANSKIY, Director, Examination Division, Moscow
<info@eapo.org>

Anatoli PAVLOVSKI, Patent Attorney, Moscow
<pat@gorodissky.ru>

OFFICE EUROPEEN DES BREVETS (OEBYEUROPEAN PATENT OFFICE (EPO)

Sylvie STROBEL (Mrs.), Lawyer, Directorate International Legal Affairs, Munich
<sstrobel@epo.org>

John ATKINS, Director, Rijswijk
<atkinsj@epo.org>

Jonetta BARTHL-WAGNER (Mrs.), Director, Munich
<jbarthlwagner@epo.org>

Brian DERBY, Lawyer, Munich
<bderby@epo.org>

COMMISSION EUROPEENNE (CEYEUROPEAN COMMISSION (EC)

Jean-Luc GAL, détaché au sien de I’Unité de la propriété industrielle, Direction générale marché
intérieur, Bruxelles
<Jean-Luc.Gal@cec.eu.int>

Roger KAMPF, conseiller, Geneve
<roger.kampf@ecec.eu.int>
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III. ORGANISATIONS NON GOUVERNEMENTALES/
NON-GOVERNMENTAL ORGANIZATIONS

American Bar Association (ABA): Q. Todd DICKINSON (Chair, Harmonization Committee,
Washington D.C.) <dickinson@howrey.com>; Michael N. MELLER (Chair, Division 5,
New York)

American Intellectual Property Law Association (AIPLA): Charles Van HORN (Chairman,
Harmonization Committee, Washington, D.C.) <charles.vanhorn@finnegan.com>

Association allemande pour la propriété industrielle et le droit d’auteur (DVGR)/German
Association for Industrial Property and Copyright Law (GRUR): Alfons SCHAFERS
(Attorney, Bonn) <alfons.schaefers@t-online.de> <alfons.schaefers@grur.de>

Association asiatique d’experts juridiques en brevets (APAA)/Asian Patent Attorneys
Association (APAA): Hideo TANAKA (Patents Committee Member, Tokyo);
Kazuya SENDA (Patent Committee Member, Tokyo) <senda@kisuragi.gr.jp>

Association internationale pour la protection de la propriété intellectuelle (AIPPI)/
International Association for the Protection of Intellectual Property (AIPPI): Alain
GALLOCHAT (Chairman, SPLT Committee, Paris) <alain.gallochat@technologie.gouv.fr>

Association japonaise des conseils en brevets (JPAA)/Japan Patent Attorneys Association
(JPAA): Masafumi KAZUMI (Member, Patent Committee, Tokyo)

Biotechnology Industry Organization (BIO): Richard WILDER (Partner, Sidley, Austin,
Brown and Wood (on behalf of BIO),Washington, D.C.) <rwilder@sidley.com>; Jeffrey
KUSHAN (Partner, Sidley, Austin, Brown and Wood (on behalf of BIO), Washington, D.C.)
<jkushan@sidley.com>

Centre d’échanges et coopération pour I’Amérique Latine (CECAL)/Exchange and
Cooperation Centre for Latin America (ECCLA): Michel CELI VEGAS (President, Geneva)
<mceli@worldcom.ch>; Ernesto TLAPANCO (Consultant, Geneva)

Centre d’études internationales de la propriété industrielle (CEIPI)/Centre for International
Industrial Property Studies (CEIPI): Frangois CURCHOD (Professeur associ¢ a I’Université
Robert Schuman de Strasbourg, Genolier) <francois.curchod@vtxnet.ch>

Chambre fédérale des conseils en brevets (FCPA), Allemagne/Federal Chamber of Patent
Attorneys (FCPA), Germany: Jost LEMPERT (Member of Patent Group of FCPA, Karlsruhe)
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Chartered Institute of Patent Agents (CIPA): John David BROWN (Vice President, London)

Committee of National Institutes of Patent Agents (CNIPA): Jost LEMPERT (Delegate,
Germany)

Confederation of Indian Industry (CII): V. ANBU (Director, Technology Division,
New Delhi) <v.anbu@ciionline.org>

Fédération internationale des conseils en propriété industrielle (FICPI)/International Federation
of Industrial Property Attorneys (FICPI): Jan MODIN (Delegate, Sweden)
<jan.modin@ehrmer-delmar.com>; Julian CRUMP (Delegate, United Kingdom)
<julan.crump@fjcleveland.co.uk>; Ivan AHLERT (Member of CET Group 3, Brazil)
<ahlert@dannemann.com.br>

Groupe de documentation sur les brevets (PDG)/Patent Documentation Group (PDG):
Ralf H. BEHRENS (Secretary General/European Patent Attorney, Weil der Stadt)
<pdg@behrenspatent.de>

Institut de la propriété intellectuelle du Canada (IPIC)/Intellectual Property Institute of
Canada (IPIC): John BOCHNOVIC (Chair, Patent Law Harmonization Committee, Ottawa)
<jbochnovic@smart-biggar.ca>

Institut des mandataires agréés pres 1’Office européen des brevets (EPI)/Institute of
Professional Representatives before the European Patent Office (EPI): Klas NORIN
(Delegate, Sweden) <klas.norin@mic.ericsson.se>; John David BROWN, (Secretary,
Harmonization Committee, London) <john brown@forresters.co.uk>

Institut Max-Planck de droit étranger et international en matiére de brevets, de droit d’auteur
et de la concurrence (MPI)/Max-Planck-Institute for Foreign and International Patent,
Copyright and Competition Law (MPI): Jochen PAGENBERG (Attorney, Munich)
<pagenberg@bardehle.de>

Intellectual Property Owners Association(IPO), U.S.A.: Herbert WAMSLEY (Executive
Director, Washington, D.C.) <herb@ipo.org>

International Intellectual Property Society (IIPS): Michael PANTULIANO (Member, Board
of Directors, New York) <michael.pantuliano@cliffordchance.com>
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Pacific Intellectual Property Association (PIPA): Masayoshi URAYAMA (Second Governor,
Japanese Group/General Manager, IPR/Patent Attorney, Nippon Ericsson K.K., Tokyo)
<masayoshi.urayama(@nrj.ericsson.se>

Union des praticiens européens en propriété industrielle (UPEPI)/Union of European
Practitioners in Industrial Property (UEPIP): Philippe OVERATH (Cabinet Bede, Bruxelles)
<union@bede.be>; Frangois POCHART (Cabinet Hirsch, Paris) <fp@cabinet-hirsch.com>

IV. BUREAU/OFFICERS

Président/Chairman: Dave HERALD (Australie/Australia)
Vice-présidents/Vice-Chairmen: Vlodomir ZHAROV (Ukraine)
Chaho JUNG (République de Corée/
Republic of Korea)
Secrétaire/Secretary: Philippe BAECHTOLD (OMPI/WIPO)

V. BUREAU INTERNATIONAL DE L’ORGANISATION MONDIALE
DE LA PROPRIETE INTELLECTUELLE (OMPIY/
INTERNATIONAL BUREAU OF THE
WORLD INTELLECTUAL PROPERTY ORGANIZATION (WIPO)

Francis GURRY, sous-directeur général/Assistant Director General

Département des politiques en matiere de brevets/Patent Policy Department:

Philip THOMAS, directeur/Director

Philippe BAECHTOLD, chef de la Section du droit des brevets/Head, Patent Law Section
Tomoko MIYAMOTO (Mlle/Ms.), juriste principale/Senior Legal Officer

Yolande COECKELBERGS (Mme/Mrs.), administratrice principale de programme/Senior
Program Officer

Leslie LEWIS, consultant/Consultant

[Fin de I’annexe et du document/
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