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INTRODUCTION

The present document contains Notes on the provisions of the draft Substantive Patent
Law Treaty and the draft Regulations Under the draft Substantive Patent Law Treaty
contained in documentCP/7/3 and 4.
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. NOTESON THE DRAFT TREATY

Notes on draft Articlel
(Abbreviated Expressions)

1.01 Item (i). The term “Office” includes both the national Office of any State which is a
Contracting Party to the Treaty, and the regional Office of any intergovernmental organization
which is a Contrating Party. For example, the Treaty will apply to the European Patent

Office if, and only if, the European Patent Organisation is a Contracting Party. The term also
includes branch offices of such national and regional Offices. The reference to faditters
covered by this Treaty” covers the situation in which the Office of a Contracting Party is in
charge of other procedures in respect of patents, for example,-gfodgtopposition

procedure, if such procedure was to be included in the Treatiiednvalidation of a granted
patent.

1.02 Item (vvi). The term “claimed invention” is proposed to be used in the Treaty and the
Regulations, since it is more precise than the term “invention,” which is often used in relation
to patents in a general sensin short, the expression “claimed invention” refers
unambiguously to the subject matter for which protection is sought as it is contained and
defined in a claim. It may be noted that the words “claimed invention” are also used in the
Patent CooperatioTreaty (PCT) in relation to substantive matters of patentability (see for
instance PCTArticles 33 t035).

1.03 Item (wvii). The term “applicant” is used in the Treaty and the Regulations to refer only
to the person who is indicated as such in the rdsof the Office. Accordingly, any other

person who might have, or purports to have, a legal claim of ownership or other rights is not
considered an applicant or owner for the purposes of this Treaty or the Regulalioss.

guestion of who may apply fax patent remains a matter for the applicable law of the
Contracting Party concerned. Where the applicable law provides that a patent must be applied
for in the name of the actual inventor or inventors, the “person who is applying for the patent”
could ke the inventor or joint inventors. Where a person is permitted under the applicable law
to apply for a patent in place of an inventor who, for example, is dead, or legally
incapacitated, that person is the “person who is applying for the patent.” “Anpénson

who is filing the application” could, for example, under certain circumstances, be the
inventor’s legal representative or sole heir in the United States of America. Where the
applicable law provides that an application may be submitted by anyalatr legal person,

the applicant is the person submitting the application. Where the applicable law of a
Contracting Party provides that several persons may jointly be applicants or owners, the term
“applicant” is to be construed as including “applitsin(see item(x)). “Another person who

is prosecuting the application” could, in particular, be an assignee of record of the right, title
and interest in an application, where the applicable law of a Contracting Party requires the
patent to be applied fan the name of the actual inventor and also provides that such an
assignee is entitled to conduct the prosecution of the application to the exclusion of the named
inventor.
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1.0744 Item (xviii) . The priority date of an application is thetdaf the earliest application

on which priority is claimed, and is used for setting time limits. However, the priority date is
not always the date that determines the prior art for a particular claim, for example, where the
claim contains elements thaewe not included in the application in respect of which the
earliest priority is claimed. The term “claim date” takes into account the situation where an
application contains more than one invention contained each in different claims, and which
may claimthe priority of different earlier applications. This reflects the practice of many
Offices, which consider each claim on a cdsecase basis. The claim date relates to a
particular claim, not to the application as a whole, and establishes the dédte for t
determination of the patentability of the invention contained in the particular claim. Thus,
different claims in an application may have different claim dates. The claim date of a claim in
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an application is either the actual filing datetb&hatapgdication eentaining-the-clainor,

where a right of priority based on an earlier application has keédly claimedundein
accordance witthe applicable law, the filing date of the earlier application contaitiieg
subject matter defined ke claim. It follows from the words “priority is claimed in
accordance with the applicable law” that the claim in question is entitled to the priority under
the applicable law, which should be in conformity with Artidef the Paris Convention.

The term “filing date” means the filing date of an application, as provided for under the
applicable law, which should, in accordance with draft Artitle comply with Article5 of

the Patent Law Treaty (PLT).

1.0& In order to use a consistent term to refer to the datevhich the prior art is determined
for each claim, it is suggested to addipéa termsueh-asclaim date.” This term is already
used in Canadian law in the same sense (see se@iand 28.1 of the Canadian Patent Act
(R.S.1985, c.P4)). The usef the term “claim date” also allows to avoid the use of the term
“priority date” throughout the Treaty and the Regulations in relation to substantive
examination (see, however, the exceptions in draft Adi8(2)and-9,and related draft Ruse
and-Netel-06). Itis further to be noted that this term is not used in Arti¢lef the Paris
Convention. Rather, the Paris Convention refers to a priority period for each earlier
application referred to in the priority claim.

1.09% The second sentence ofntgixVviii ) covers the situation whegeclaim defines its
sub|ect matter in theeve#ahlternaﬂvdmm%aﬂen&eentaumd—m—e&%elarm—hav&dﬁeﬁent

eeu#d—b&e%#ed—te—a—d#e#ent—elammdat@he term “alternatlve" means, accordlnq to the

Webster’'s Collegiate Dictionary (tenth edition), “a situation offering a choice between two or
more things only one of which may be choseherefore, the second sentence deals, within
the context of the claimed subject matter, with the cases where a claim contains more than one
element or step and each of those elements or steps is entitled to a different claim date. It
covers both clear ahselfevident alternatives, such as Markttspe claims, and the case

where the claim contained in the earlier application covers only a part of the claimed
invention defined by a broad expression. There is no substantive difference between the two
textswithin brackets. According to the first option, each alternative could be afforded a
different claim date, i.e., the one to which that alternative is entitled to, while according to the
second option, for the purposes of the claim date, the fictiontébbshed that each

alternative shall constitute a separate claim, and could therefore have a different claim date.

1.07 Item (ix). Since the Treaty and the Reqgulations would also be applicable to divisional,
continuation and continuatieim-part appli@ations (see Not8.04), for these particular types

of applications, the term “claim date” must be defined as the claim date of the claim in the
relevant parent application.
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Notes on draft Article€?

(General Principle)

2.01 Paragraph (1) This provision gates, in express terms, a principle which was agreed at
the fifth session of the SCP, namely that the Treaty and the Regulations do not deal with any
substantiveequirements related to infringement issues. The Treaty and the Regulations
therefore applyas a general rulép questions of patentability and validity (during both the
pregrant and posgrant stages)Gensequenfely—theLpFewsrens—Felanng—te—mﬁnﬂgement
He-wrapper
he-Regulations

the sixth session of the SCP, however, the words “Subject to Aftué)" provide one

exception to this principle: for the determination of the seopprotection of the claim,
provisions concerning the interpretation of claims (see draft Arfitl@) and draft Ruld 2)

shall be applicable. Itis to be noted that the SPLT does not interfere with other types of laws,
such as antitrust and unfair cpetition laws, or general rules relating to fraud.

2.02 Paragraph (2). A similar provision is contained in Arti@@(b) of the Agreement on
TradeRelated Aspects of Intellectual Property Rights (TRIPS Agreement) and in Article 4 of
the PLT. The “essdral security interests” of a Contracting Party which is an
intergovernmental organization refers to the security interests of its member States.

Notes on draft Article 3
(Applications and Patents to Which the Treaty Applies)

3.01 Paragraph (1) In principle, and subject to paragraff), this provision applies the

Treaty and the Regulations to all applications which are filed with or for the Office of a
Contracting Party and to patents for invention and patents of addition, which have been
granted witheffect for a Contracting Party. As regards international applications under the
Patent Cooperation Treaty, however, reference is made to the exceptions provided under
paragrapl{2) and Rule3, and related Notes. No distinction is made between applitatio

filed by, and patents granted to, nationals of Contracting Parties and applications filed by, and
patents granted to, other nationals.

3.02 Item (i). The expression “applications ... which are filed ... for the Office of a
Contracting Party” covers, iparticular, applications for a regional patent that are filed with
the Office of a Stat&, which is a member State of a regional organization, for onward
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transmission to the Office of that organization. However, a regional application which
designates @teX is an application filed with the Office of the regional organization but not
an application filed for the Office of Stabé. Accordingly, where, for example, both the
European Patent Organisation (EPO) and Stateere party to the Treaty, the Treadnd the
Regulations would apply to European applications and to national applications filed with the
Office of StateX. However, if StateX were party to the Treaty, but the EPO were not, the
Treaty and the Regulations would apply to national applicatided with the Office of
StateX, but not to European applications, even if Stdtevere designated. Conversely, if the
EPO were party to the Treaty, but Statevere not, the Treaty and the Regulations would
apply to European applications, includirigpse designating Sta¥e but would not apply to
national applications filed with the Office of StaXe

3.03 The terms “applications for patents for invention” and “applications for patents of
addition” are to be construed in the same sense as theseiteCT Article2(i).

Accordingly, the Treaty and the Regulations do not apply to the applications listed in that
Article other than applications for patents for invention and applications for patents of
addition, namely, applications for inventors’ agcates, utility certificates, utility models,
certificates of addition, inventors’ certificates of addition, and utility certificates of addition.
However, a Contracting Party is free to apply some or all of the provisions of the Treaty and
the Regulabns to such other applications, even though it is not obliged to do so. Similarly,
the Treaty and the Regulations do not apply to applications for “plant patentd&sign
patents’which are not patents for invention, although they do apply to appbicatior patents

in respect of plants which are inventions, for example plants which are the result of genetic
engineering.

3.04 The scope of the Treaty and the Regulations is, unlike the PLT, not limited to those
types of applications for patents for imigon and for patents of addition permitted to be filed

as international applications under the PCT. Thus, subject to para@@pphe Treaty and
Regulations apply to all types of applications for patents for invention and patents of addition
includingdivisional applications and applications for continuation or continuatepart of

an earlier applicationThe situation may therefore arise that a Contracting Party to both the
PLT and the SPLT would not have to apply the Treaty and the Regulati@sddain type of
application, but would have to apply the substantive requirements of the SPLT to that same
application. This difference appears to be justified, since, as far as substantive requirements
of patent law are concerned, there would be npeapnt reason to limit the scope of the Treaty
and the Regulations as is the case under the PLT, where, in order to avoid different standards
as far as formalities of patent applications are concerned, the scope of the PLT was modeled
after the PCT. Itigo be noted that this item does not regulate the types of applications that a
Contracting Party shall accept; this remains a matter for the applicable law of the Contracting
Party concerned.

3.05 However, the Treaty and the Regulations do not applyfaieations for patent term
extension, for example, in respect of patents for pharmaceutical products under the laws of
Japan, the United States of America and the European Community, since these are not
applications for the grant of a patent. Similatlyey do not apply to applications for patent

term adjustment, for example, as in the United States of America, in respect of the
determination of additional patent term for delays in the issuance of a patent. In addition, they
do not apply to an applicatn for the conversion of an application for a European patent into a
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national application for one or more designated States since this is a request for a different
type of treatment rather than an application for the grant of a patent. However, the Treaty
does apply to the application once it has been converted to a national application, if the
country concerned is party to the Treaty. A Contracting Party is free to apply some or all of
the provisions of the Treaty and Regulations to any type of appicainot covered by

item (i), although it is not obliged to do scAs+regards-divisional-applicationsreference is
made to the explanation under itdm) (see Note3.06).

the—FlaHs—GenvenfaonUnder this iten, the provisions of the Treatv and Requlatlons apply to

international applications for patents of invention and patents of addition. Reference is made,
however, to paragraph (2) and Rule (3)(i), according to which the Treaty and the Regulations
would notapply in respect of an international application under the PCT which has not yet
entered the “national phase” in a national or regional Office. This exception is contained in
the Requlations rather than in the Treaty in order to maintain some flexiipihtyew of

possible future developments of the PCT.

3.07 Item (iii). The Treaty and the Regulations apply both to national and regional patents
granted by the Office of a Contracting Party and to patents granted on behalf of a Contracting
Party by anothr Office, in particular, the regional Office of an intergovernmental
organization, irrespective of whether that intergovernmental organization is party to the
Treaty. For example, if Stadé referred to in Note8.02 were party to the Treaty, the Treaty
and the Regulations would apply both to patents granted by the Office of State to

patents granted by the European Patent Office in so far as they have effect iK State
irrespective of whether the EPO were party to the Treaty. If the EPO weretpdlty Treaty,

the Treaty and the Regulations would apply to all European patents for the purposes of any
procedures before the European Patent Office, for example, the revocation of patents in
opposition proceedings, even if Stafevere not party to th@reaty.

3.08 The terms “patents for invention” and “patents of addition” are to be construed in the
same sense as those expressions in PCT A&{adle Accordingly, the Treaty and the
Regulations do not apply to patents which are listed in that Artther than patents for
invention and patents of addition, namely, inventors’ certificates, utility certificates, utility
models, certificates of addition, inventors’ certificates of addition, and utility certificates of
addition (see also Not2.03). However, a Contracting Party is free to apply some or all of the
provisions of the Treaty and the Regulations to such other patents, even though it is not
obliged to do so. In addition, the Treaty and the Regulations apply to patents for inventions
and patets of addition granted on international applications.

3.09 Paragraph (2) The types of applicationgnd patenfsexcepted under this paragraph are
contained in draft Rul&. In particular, the Treaty and the Regulations would not apply to

internatioral applications under theatenrt-CoeperationTre®®ZT as long as their processing

or examination has not started before national or regional Offeoeept for Article8(2)].
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One delegation further indicated at #ifgh-sixth session of the SCP that onéthe exceptions
that may be envisaged was theclled reissueapplicatiorand reexamination proceedings

Notes on draft Article 4
(Right to a Patent)

4.01 This provision deals with the question of who has the right to a pateetails-are
contaned in draft Ruled (see NotefR4.01 to R4.03).

4.02 kems{hand{iParagraph (1) The basic principle provided by the Treaty is that the

right to a patent shall belong to the inventor or to his successor in title. The term “inventor”
means the peox who actually invented the claimed subject matter. The term “successor in
title” covers any natural person or legal entity who, pursuant to the applicable law, is entitled
to the right to a patent by virtue of transfer of the right from the inventarhss through
assignmentemployment contracdonatlon inheritance, bankruptcy and the Ill’eeeen-wn

representative of a deceased or legally mcapamtated mventor (or his successor—ln title) is not
covered by this mvision, since such a representative would, in general, not act in his own
name, but in the name of the person he/she represents.

Paraqraph (#a). Accordlnq to this prowsmn a Contractlnq Party is free to decide how it

wishes to regulate the right to a patent in the case of employee’s inventions and commissioned
inventions. Although the provision does not achieve full harmonization, inviclthe wish
expressed by the majority of the SCP, at its fifth session, to maintain some flexibility on this
issue.

4.04 Paragraph (2)(b). This provision deals with the issue of applicable law for the
determination of the right to a patent in the ca$employee’s inventions, where employer

and employee are in different countries. Since it is not a provision on substantive patent law,
but rather deals with the applicable law, it is placed within square brackets. It has been
included in order to obta guidance from the SCP on whether, in view of the freedom
provided in subparagragh), such a provision might be useful for users in order to determine
which law is applicable where the employer and the employee operate in different countries.

4.05 Pargraph (3). This paragraph contains the applicable rules under the Treaty concerning
the right to a patent where several inventors have jointly made the invention. In such a case,
the inventors may agree on how the right to the patent shall be dividedgthem by way of,

for example, a contract. In the absence of such an agreement, each inventor would have an
equal and undivided right to the patent.
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4.06 Paragraph (4). This paragraph is currently reserved since it relates to tto-fitst
first-to-invent issue.

Notes on draft Article 5
(Application)

5.01 Paragraph (1) This paragraph contains a list of the different parts an application must
contain and seems to be sekliplanatory. The terms “whereguiredhey are necessary for

the understading of the claimed inventidnn item (iv) are not the same as the words “where
required”are-alsaused in Article3(2) of the PCTbut are in line with PCT Articl&(1). The
intention is to make it clear th&ithey are not meant to allow Offices to rge drawings, but
rather to allow applicants to submit such drawings where it appears necessary for the
understanding of the claimed inventiolhe term “drawings” in itenfiv) includes

photographs and other forms of graphic representations using nemotegies.

5.02 Paragraph (2) This paragraph provides for the interface between the draft SPLT, the
PLT and the PCT DetailedEexplanations are contained in document SCP/6/5 (“Study on the
Interface between the SPLT, the PLT and the PCTH)principle, the requirements under the
PCT relating to the request, description, claims, drawings and abstract, both formality
requirements and substantive requirements, are incorporated by reference into the SPLT.
However, if the PLT, the SPLT or the Regulatiamsder those Treaties provide any other
requirements different from or additional to the PCT requirements concerning the request,
description, claims, drawings and abstract, the former shall apply. For example, B(8tle

of the PCT provides that the absct merely serves the purpose of technical information and
cannot be taken into account for any other purposes. A Contracting Party of the SPLT would,
however, not be bound by this requirement, since draft Arii¢B of the SPLT allows an
amendment ocorrection taking into account the disclosure in the abstract as of the filing date,
where the abstract was prepared by the applicant. In particular, draft Raledb of the

SPLT provide further requirements concerning the description and claims at@aiot

identical to the PCT requirements.

5.03 In accordance with Rule 5.2 of the PCT, nucleotide and/or amino acid sequence listings
are part of the description. Therefore, the requirements concerning such sequence listings
under the PCT are incorpdesl by reference into the SPLT.

5.03 Paragraph (3)This paragraplseems-to-be-setixplanaterycontains the generally
accepted principle that the abstract shall only serve informational purposes, and shall, in

particular, not be used for the purpes# interpreting the claims, determining the sufficiency
of the disclosure or the patentability of the claimed invention. Notwithstanding this general
principle, the words “Subject to Articlé(3)(a)” reflect the fact that, in accordance with the
opinionof the SCP expressed at its sixth session, the contents of the abstract which are
incorporated in the description, claims or drawings to the extent allowed under draft
Article 7(3)(a) shall be taken into account for the purposes of determining the satficof

the disclosure. In the same context, attention is also drawn to draft At¢E) relating to
disclosure. The SPLT does not regulate the question of who should establish the abstract.
Therefore, the Office of a Contracting Party is free tabBsh an abstract itself or to amend
the abstract or to choose any figures that better characterize the claimed inwditigio.
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It goes without saying that those parts of the abstract which are amended by the Office shall
not be taken into accoufdr the purposes of determining the sufficiency of the disclosure.

Notes on draft Article 6
(Unity of Invention)

6.01 The text of this Article is subject to the outcome of the Working Group on Multiple
Invention Disclosures and Complex Applicationihise provision contains the widely
accepted principle of unity of invention. The terms “the claims in the application” make it
clear that the claims as such must fulfill the requirement of unity of invention, since they
define the invention.

6.02 The esential purpose of the requirement of unity of invention is to facilitate the
administration and the search of applications. Accordingly, reference is made to draft
Articles 13 andl14, according to which the failure to comply with the requirement of uwiity
invention may be a ground for the refusal of an application, but may not, if a patent has been
granted on an application that does not comply with that requirement, be a ground for the
invalidation or revocation of the patented claim or patent. Ireptiords, failure to comply

with the requirement can and needs only be corrected at the application stage. At that stage,
the sanction for noigompliance is the refusal of the grant of a patent unless the claimed
invention is restricted through the elinaition of certain claimed subject matter. The subject
matter so eliminated may then be included into one or more “divisional” applications.

6.03 An objection of lack of unity should only be made when lack of unity seriously disturbs
the procedure and, ihade, it should be made as soon as possible, that is, normally at the
latest at the stage of the first examination based on the prior art. At a later stage of procedure,
it should not be raised unless as a consequence of amendment of claims or foleather c
justified reasons.

6.04 Details concerning the requirement of unity of invention are prescribed in draft/Bule

Notes on draft Article 7
(ObservationsAmendment or Correction of Application)

7.01 Paragraph (1)(a)This provision obliges th©ffice to provide, where iinds-that
intends to reject or refuse an application based on the fact that the application does not meet
any requirements provided undee-Freaty-and-the- Regulations-are-netcomphied with

Article 13(1) at least one opportity to make observations on the intended rejection or
refusal and tesubsequently remedy such roampliance by way of, for example, an
amendment or a correctio.he Office cannot reject or refuse the application on the grounds
of non-compliance with ceain requirements, unless at least one opportunity to comply,
within the time limit prescribed in draft Rul&, with each and every of those requirements has
been qwen to the appllcantt—dees—net—regmate-hew—andwhen—theugﬁnee—should

AR 2 rementtt is to be

noted that this prOV|S|on does not requwe the Offlce to check the application as regards the
compliance with all the requirements under the Treaty and the Regulations befgranhef
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a patent. Concerning the scope of amendments and corrections permitted, reference is made
to paragraplf3) (see Note3.067 to 7.08). Where, despite the opportunity to amend or

correct the application, the application still fails to comply wiitle requirements, the
consequence of such n@oempliance is provided in draft Articl&3 (see Notes 13.01

to 13.03).

7.02 Itis to be noted that, as far as formality requirements are concerned, the PLT provides
that the Office shall notify the applicaand shall give at least one opportunity to comply with
certain formality requirements. For example, where the filing date requirements under PLT
Article 5(1) and (2) are not complied with, according to PLT ArtibIg), the Office shall

notify the appli@ant, giving the opportunity to comply with any such requirements.

7.03 Paragraph (1)(b). This provision provides an exception to the obligation of an Office
under subparagraph (a) as far as divisional, continuation and continirdpamt applications

are concerned: where, in the case of divisional, continuation or contintiatioart

applications, the opportunity to make observations and to correct or amend such application
has already been granted in respect of the parent application for remedséntain error or

defect, and the same error or defect was nevertheless not corrected and is still contained in the
divisional, continuation or continuatiein-part application, the Office does not need to give a
further opportunity for such correction amendment, although it may do so at its own

discretion.

7.034 Paragraph (2) According to paragrapfi), an applicant has the possibility to make
observations and to make amendments and corrections following a notification from the
Office on the norcompliance with any requirements under Artidla(1). In additionFthis
provision permits an applicant to subsequently remedy anycoompliance with the
requirementprovided-underthe TFreaty-and-the Regulationdhis own initiative up to the

time when he application is in order for graniThe expression “when the application is in

order for grant” is to be understood as the time when the technical preparations for publication
are completed. Once these preparations are completed, i.e., when thetmrbtiaanot be

stopped by the Office anymorBer-examplethe Officemaywould not need tallow the

applicant to make an amendment or correctipro-the-completion-of-the-technical
preparations-forpublication-of the-applieatioAbandoning a claim wald be considered to

be an amendment of the application.

7.0 However, where the Office provides a substantive examination, it exaept for clear
mistakes under paragragB)(b), further limit the period during which the applicant may
amend or coect the application on his own initiative. “The first substantive communication
from the Office” may be, for example, a communication from the Office to the applicant
notifying the Office’s finding with respect to the n@ompliance with any substantive
requirements after, in particular, the substantive examination. It may also be a communication
that the application is in order for grant and that the required fee for grant is@nee the
substantive examination has started, allowing the applicamhénd or correct the application
on his/her initiative at any time may run counter an effective procedure to process patent
applications. For example, a substantive examiner may, while conducting search and
examination in respect of a claim, receive an adrmaent to that claim initiated by the
applicant, which would oblige the examiner to repeat the whole search and examination

process.
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7.05 ltis to be noted that, since this paragraph only deals with the right of the applicant to
amend or correct the ajiation, if the applicable law so permits, the applicant may amend or
correct the application on his own initiative at a later stage than is provided in this paragraph.
Concerning the scope of amendments and corrections permitted, reference is made to
paagraph(3) (see Note§.067 to 7.089).

7.067 Paragraph (3)(a)The consequence of the failure to comply with this requirement is
provided in draft Articlel3(1)(iii) (see Note43.01 and 13.02). The phrase “the discloseire
the-invention-containeh the elaims,descriptionthe claimsanyerdrawing-as-filed-atthe
time-ef and, where it was prepared by the applicant, the abstract dilitigedate includes

matters that had been disclosed in the claims, descriggrairawingsat-the-time-efand

abstract (where it was prepared by the applicant) offiling _date but subsequently deleted
from-the-claims,-deseription-er-drawingsring the prosecution of the application before the
Office. The provision allows for the possibility to amend the dg#®n, the claims, the

abstract and any drawings on the basis of what had been disclosed in the abstract as of the
filing date, where the abstract was prepared by the applicant. This would, for example, make
it possible to include matters disclosed lretabstract into the description, where such matters
were not contained in the description. If, however, the abstract was established by, or under
the responsibility of, the Office, corrections or amendments of the description, the claims, the
abstract ad any drawings based on the disclosure in the abstract would not be allowed under
this provision, since the general rule established in Ar&i€R would apply, i.e. that the

abstract shall serve for information purposes only. Furthiris paragraph des not prevent

the applicant from amending the application by adding newly discovered references to the
prior art, since such references would not extend the disclosure of the invention.

7.08 Paragraph (3%b). This provision contains alternative text in square brackets in respect
of the relevant person for the determination of the term “clear mistake”. If the person skilled
in the art is the relevant person, clear mistakes wouldl @ser mistakes of a technical

nature, such as mistakes in chemical or mathematical formulas, if they were clear to a person
skilled in the art. The expression “person skilled in the art” is contained in draft Ruleee

Notes R2.01to R2.03. In the @se of the second alternative, the possibility of amendment or
correction would be limited to those errors which are clear to any person, thereby not
requiring any particular qualification of such a person. Since, according to the second
alternative, a nstake does not qualify as a “clear mistake” if there is one single person who
does not consider it clear, the practicability of the second alternative may be reviewed. In
accordance with draft Articl&6, in order to determine whether the mistake is arctame, any
evidence may be taken into account.

Notes on draft Article 8
(Prior Art)

8.01 Paragraph (1) The definition of prior art is of fundamental importance for the
determination of patentability, since novelty and inventive step are examinéa dxasis of
existing art, i.e., prior art. According to this provision, first, the prior art with respect to the
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subject matter of a particular claim shall consisaté&ryinformation which has been made
available to the public anywhere in the worldfdre the claim date of such clainlhe

expression “information” is to be understood as encompassing anything which can be
captured by the five human senses through, for example, hearing, reading, study or instruction.
In accordance Wlth the decision d)fet SCPH—the Wordscontalnedn square brackets ‘time of
filing on the” w vodld be

be deleted SO thalhe prior art would con5|st of any mformatlon that has been made available
to the public before the claim date, regardless of the time of filing of that claim, but
information made available on the same day, even though earlier than theftiiting of the
claim in question, would not form part of the prior art. Details concerning availability to the
public are contained in draft Rug?2).

8.02 Second, the prior art shall consist of information that has been made available to the
publian any form, whether it is in written form or not (see draft Rus¢1) and NoteR8.01).
Consequently, for example, no Contracting Party may exclude from the prior art information
that has been made available to the public by oral presentation, regasfilbeountry in

which the presentation was made. Third, in accordance with the reference to pai@jraph
the prior art with respect to a certain claim shall also inclgtemerrearlierapplications that

are filed in, or with effect for, the same Coatting Party before, but are published after, the
claim date of that claim, although the contents offéwenerrearlierapplication have not been

made available to the public before the claim date. Fourth, in accordance with the reference to
draft Article 9, information which meets the conditions of that Article is not considered to be
prior art, even if that information has been made available to the public before the claim date.

8.043 Further details concernirtge availability to the public are provided in draft Ride
(see Note$k8.01 to R8.05and in the Practice Guidelines

8.054 Paragraph (2) This paragraph provides that the prior art with respect to a certain claim
also consists diermerearlierapplicdions filed in, or with effect for, the same Contracting
Party, the filing date (or where applicable, the priority date) of which is earlier than the claim
date of that claim, provided that tihermerearlierapplication, or the patent granted on the
formerearlierapplication, is published after such claim dabe-aceoerdance-with-draft
Article-12(2)-and3){The fermerearlierapplications referred to in this paragraph form part of
the prior art for the purpose of the determination of novelty, but notwémtive step. Itis to

be noted thatif the words within square brackets “except for Arti@€)” in draft Rule3(i)

are includedany international application under the PCT would constitute prior art under this
provision, although the Treaty and tRegulations, as a general rule, would not apply to those
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applications as long as they have not entered the “national phase” (s€@ itdémraft Rule3

and Note R3.01). According to ArticlEl(3) of the PCT, any international application

accorded an imrnational filing date shall have the effect of a regular national application in
each designated State as of the international filing date, which date shall be considered to be
the actual filing date in each designated State. Further, it should be thatettie Working

Group on Reform of the PCT will rexamine the concept and operation of the designation
system under the PCT.

8.066 Although the contents ofrefermerearlierapplication have not been made available to
the public before the claim date tife claim under consideration, that application forms part
of the prior art in order to avoid any possibility of double patenting, since the subject matter
disclosed in thdermerearlierapplication as of the filing date could lead to a separate patent.
In addition, since the whole contents of tieemerearlierapplication is published later, if the
subject matter of the claim contained in the later application is not new having regard to the
formerearlierapplication, that claim would not add any new tdsution to the existing art.

8.07% Detailed conditions as regards the prior art effedbeferarlierapplications are
provided in draft Rul® (see Notef9.01 to R9.@8).

Notes on draft Article 9
(Information Not Affecting Patentability (GraceeRod) [Alternative A]
Grace Period [Alternative B])

01 This draft Article is placed.| brackets—since-its inelusi lenend on
discussions to be taking place at a later stage.

9.02L Alternative A This Alternative is modeled after draftticle 12 of the Draft Treaty
Supplementing the Paris Convention as Far as Patents Are Concerned (“1991 Draft”; see

9.02 Paragraph (1). The words “anywhere in the world in anyfoin the preamble have

been added for consistency with draft Arti@e In addition, itemgi) and (iii) are intended to

cover the cases where the information was made available to the public through experimental
use by the inventor or by a third partyhweh obtained the information from the inventor. It
follows from the general provision on evidence in draft Artitthat, where the applicability

of the grace period is contested, the party invoking its effects shall have the burden of proving,
or of making the conclusion likely, that the necessary conditions are fulfilled.

9.03 Paragraph (3). The phrase “at any time” means that the effect of paragraph (1) can be
claimed at any stage of the pategranting procedure or thereatfter, for example, during
invalidation proceedings. It would prevent third parties from raising, during invalidation
proceedings, the prior art effect of a publication made by the inventor.
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9.04 Paragraph (4). In accordance with the interventions of a number of delegatioes at th
sixth session of the SCP, this provision introduces intervening rights of third parties, who
were using the invention or had started effective and serious preparations for such use, in good
faith, between the date on which the invention, or informatalated to it, was made

available to the public under paragraph (1) and the claim date. The party enjoying such
intervening rights has the right to use (or to continue to use) the invention for the purposes of
his/her business. A Contracting Party is, lewer, free to provide any remuneration

mechanism for such use. As regards the limitation to the claim date, reference is made to
Article 4B. of the Paris Convention, which states that thpadty rights or any right of

personal possession cannot be aaspliouring the priority period based on any of the acts
referred to in that provision.

9.03% Alternative B This Alternative does not change the substance of Alternative A. It
simply provides for the principle to be contained in the Treaty, while furtlegails would be
moved to the Regulations.

Notes on draft Article 10
(Enabling Disclosure)

10 01 aragragh (1)N%heugh4hs—mews|ewpeieps4e#e-aﬁpheanwmnact

application refers to biologically reproducible materlal which caratbérwisebe disclosed in
the application to meet the requirems prescribed in this paragrapghe-application-shall-be
supplementethat requirements shall be considered to be complied ith deposit of such
material. Details concerning the deposit of biologically reproducible material are prescribed
in draft Rule 11 (see NoteR11.01lando R11.@3). The notion of “a person skilled in the art”

is prescribed in draft Rul2 (see NotdR2.01) and in the Practice Guidelines

10.02 The second sentence of this paragraph clarifies the phrase “sufficiently clear and
complete for the invention to be carried out by a person skilled in the art.” First, the
disclosure is aimed at a person skilled in the art. This person may use its general knowledge
to supplement the information contained in the application (see Rtdé106(1R). Second,

the disclosure must allow a person skilled in the art to both make and use the claimed
invention. Therefore, if the disclosure of a claimed invention, for example, of a chemical
compound or biological material which is isolated qndified, allows a person skilled in the

art to reproduce such chemical compound or biological material, but is not sufficient to teach
how it can be used, such a disclosure does not comply with the requirement under draft
Article 10. Third, although a msonable amount of trial and error is permissible, a person
skilled in the art must, on the basis of the disclosure of the claimed invention and the general
knowledge, be able to carry out the invention without “undue experimentation.” This is
applicableparticularly in the field of unexplored technologies. Factors to be considered in
order to assess the absence of “undue experimentation” are listed in drafi@R2)e Fourth,

it follows from the phrase “as of the filing date” that the disclosure gbakufficient to carry

out the invention on the basis of the knowledge of a person skilled in the art at the time of the
filing date, not at the time of the examination or the grant of the patent.
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10.03 Paragraph (2) For the purposes of assessing gigincy of disclosure, the description,
claims and drawings shall be examiresdsubmittegn the basis of the disclosure made in the
description, claims and drawings the filing datejreluding-any-amendments-orcorrections
mada@s amended and correctedaccordance with draft Articlé. Although, as a general

rule, the abstract shall not be taken into account for purposes other than information purposes,
the reference to draft Articlé would allow to take into account the contents of the abstract
which has been incorporated into the description through an amendment permitted under draft
Article 7(3), provided the abstract was prepared by the applicEme. sufficiency of

disclosure shall be assessed on the basis of the claims, description and desiangkole.
Therefore, where a claimed invention is sufficiently disclosed in the claims, but the

description and drawings alone do not disclose the invention in a sufficiently clear and
complete manner, the enablement requirement under draft Atideemet. However, in this

case, the “support requirement” under draft Artitlf2), i.e., that the claims shall be fully
supported by the description and the drawings, may not be met.

Notes on draft Article 11
(Claims)

11.01 Paragraph (1) The requiement under this paragraph is a subjective one, since it is the
applicant who determines what he regards as his invention and what the subject matter for
which he seeks for patent protection is. Therefore-ommpliance with this requirement is

not a graund for refusal of a claimed invention or for revocation or invalidation of a claim or a
patent (see draft Articles3 and 14).

11.02 Paragraph (2) The requirement that the claims shall be clear is important since, once a
patent is granted, the claimgfthe the scope of its protection. This requirement applies to
individual claims as well as to the claims as a whole. Since the interpretation of the claims
shall be made primarily on the basis of the wording of the claims (see draftiR(1¢), the

meaning of the terms of a claim should, as far as possible, be clear for a person skilled in the
art on the basis of the wording of the claim alone. The claim is deemed to be clear enough if a
person skilled in the art can determine the boundaries of tiethinvention with a

reasonable degree of certainty. For example, inconsistency between the terms of a claim and
the description or prior art teaching, the use of terms such as “essentially,” “relatively” or
“similar” in the claim, or absence of the bagif reference, where a word or a phrase refers to

an earlier citation, could be considered as not complying with the clarity requirement.

11.03 The requirement that the claims shall be concise also applies to the individual claims
as well as to the clais in their entirety. For example, undue repetition of words or a
multiplicity of claims of a trivial nature which render it unduly burdensome to determine the
matter for which protection is sought, could be considered as not complying with this
requiremat. However, it is not the intention of this provision to form a basis for allowing
Offices to reduce the number of claims where there is no absence of clarity or conciseness in
respect of the claimslssues concerning the number of claims and the requent of “clear

and concise” claims will also be discussed by the Working Group on Multiple Invention
Disclosures and Complex Applications.
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11.04 Paragraph (3)(a)This paragraph provides that the description or drawings should
provide a basis for the @imed invention and that the scope of the claims must not be broader
than the extent of the description and drawings. In other words, the claimed invention must
be fully supported by the disclosure in the description and drawings in a manner allowing a
person skilled in the art to extend the teaching of such disclosure to the entire scope of the
claim.

11.05 However, norcompliance with the support requirement under this paragraph could
often be considered as n@ompliance with the enablement requirerhender draft

Article 10 as well. For example, where the claim is too broad to be supported by the
description and drawings, the disclosure may also be insufficient to enable a person skilled in
the art to carry out the claimed invention. Therefore,3@P may wish to discuss the need of
this subparagraph in view of draft Articli.

11.06 In accordance with draft Articl&é4(1), once a patent has been granted;cmmpliance
with the requirement under this subparagraph should not be a ground far#hielation or
revocation of a claim or a patent.

11.07 Paragraph (3)(b)This paragraph provides that the claimed invention must be
supported by the disclosure of the application as filed in a way to allow a person skilled in the
art to recognize thaas of the filing date, the applicant actually was in possession of the
claimed invention as his own intellectual creation.

11.08 Paragraph (4)(a)This paragraph provides the basis for the manner of interpretation of
claims for the purposes of detemmng compliance with the requirements in respect of the
claims (see paragrapli®) and(3)), enabling disclosure (see draft Artid®), patentable

subject matter (see draft Articl2(1)), novelty (see draft Articl@2(2)), andinventive
step/norobviousress (see draft Articl&2(3))and industrial applicability/utility (see draft

Article 12(4)) Details concerning the manner of interpretation of claims are prescribed in
draft Rulel2. 1t follows from the wording of draft Articl@(1) that paragrapt) and draft
Rule12 are also applicable to the interpretation of patented claims during infringement

procedures.

11.09 Paragraph (4)(b). This paragraph reflects the decision taken at the sixth session of the
SCP to include equivalents in the draft SPLThelbackground for this decision was the fact

that, if certain Contracting Parties were to apply the doctrine of equivalents, while others
would not, applicants would be forced to draft their claims in a different manner. Details are
contained in draft R& 12(5) and (6).

Notes on draft Article 12
(Conditions of Patentability)

12.01 This provision covers both eligibility as to patentable subject matter and the conditions

of patentabilitywhich-werein-former-drafts-containedn-distinet provisiofi$e provision

is of a very important nature, since it will constitute the basis for a possible future mutual
recognition of search or examination results or even patents in different Contracting Parties.
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12.04& Paragraph (1)(a)FhisyParagrapi(1) explicitly sets out that an invention, to be

patentable, must fall within the scopegatentablesubject matterahich eligible for patent
protection. The subject matteligible for protections defined in a broad wain

subparagrapfr) so as to include all products and processes which can be made and used in
any field of activity but is limited to a certain extent by subparagréiph Further,

Article 12(5) provideghat certain inventions can be excluded from patentabilitis to be

noted that the terms “which can be made and used in any field of activity” are intended to
cover any human activity, without being restricted to specific areas, such as “industhg’ or
like. In addition, these terms would allow a Contracting Party to exclude inventions from
patentability which, for example, could not be made and used igaeyfield, erforwhich
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patentable-subjectmattefor example, a perpetual mobile. The words “in all fields of
technology,” which are within square brackets, are contained in the TRIPS Agreement,

Article 27.1. If these words were to be agreed, pataetaubject matter would include

products and processes in all fields of technology, including these products and processes that
could be made and used in ntechnical fields. However, it follows from the word “include”

that a Contracting Party would lfese to accept products and processes which do not belong

to any field of technology, if it wishes to do so.

12.03 Paragraph (1)(b). This subparagraph contains a list of subject matter which shall not
be considered as subject matter eligible for prooect

12.04 ltem (i). This item would exclude from patentability mere discoveries, such as things
that exist as such in nature without any human intervention or natural phenomena without any
concrete application.

12.05 Item (ii). The expression “abstct ideas as such” would encompass, in particular,
mere descriptive ideas and concems se such as for example mental activities, abstract
rules or the mere presentation of information.

12.06 Item (iii). The expressions “scientific and mathematitedories as such” and “laws of
nature as such” are included for the purpose of completeness, since they could, at least in part,
be covered by itemg) and (ii). This item covers only the mere description of such theories

and laws of nature, but not inmgons based on them.

12.07 Item (iv). Purely aesthetic creations are generally not protected by patents, but by
industrial designs or copyright. This item covers only the creation which has exclusively
aesthetic aspects. If the creation contains atgmtable element or function, those elements
or functions would be patentable.

12.08 Paragraph (2) This paragraph provides the condition of novelty. The novelty
requirement is considered to be complied with where the invention does not form paet of
prior art. The definition of prior art is contained in draft Artidedraft Rules3 and9 and the
Practice Guidelines under Rue dDetails on the requirement of novelty are contained in
draft Rulel4 and in thePracticeGuideline under that draRule.

12.08@ Paragraph (3) The condition of inventive step/newbviousness is fulfilled if the
invention, compared to the prior art, would not have been obvious to a person skilled in the
art. The terms “having regard to the differences and simigsrbetween the claimed
inventionas a wholeand the prior artare-retintended-to-undermine-the-fadint to the

steps which are usually applied in practice when assessing the requirement, but also make it
clearthat the invention as a whole must beémtive/norobvious-butratherpeintto-the-steps
which-are-usually-applied-in-practice- when-assessing-thereguirembatlimitation of the

prior art to the definition contained in draft ArticB{1) excludes the prior art effect of earlier
applicatiors as provided in draft Articl&(2) with respect to inventive step/natviousness,

in conformity with the opinion of the majority of the SGRtsf#th-session Details on the
requirement of inventive step/narbviousness are contained in draft Rufeand in the
PracticeGuideline under that draft Rule.
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12.10 Paragraph (4). This paragraph contains the condition of patentability of industrial
applicability/utility. In order to reflect the debate at the SCP, three alternatives are proposed
in this provision: the second and the third alternative reflect the standard contained in many
national/regional legislation concerning industrial applicability and utility, respectively. The
first alternative attempts to take into consideration the essence ofdmpiirements, including
real practices, and reflects a more global approach, whereby an invention would have to be
able to be made or used in any field of commercial activity. This alternatives is intended to
cover both industrial applicability and ut¥i since it contains the aspect of making or using
the invention in any field of commercial activity and the aspect of exploitation, which implies
a certain utility of the invention.

12.11 Paragraph (5). This paragraph provides the legal basis fonghgsion, in the
Requlations, of grounds of exclusion of certain inventions from patentability. The relevant
Rule is draft Rule 13.

Notes on draft Article 13
(Grounds for Refusal of a Claimed Invention)

13.01 Paragraph (1) This paragraph provides ftine grounds on which an application shall
be refused. It aims at covering all the requirements relating to the examination of an
application and to the grant of a patent on a claimed invention. For that reason, the
requirements of the Patent Law Treahich relates to formality requirements, are also
covered under this provision.

13.02 It follows from the words “where the Office finds that” that the Office is not obliged to
examine all the requirements referred to in this paragraph before theoj@apatent. If,
however, the Office finds that there is any rRoompliance with one or more of those
requirements during the examination procedure, it should refuse the application.

13.03 Paragraph (2) This paragraph explicitly provides that, as farraquirements relating

to the examination of an application and to the grant of a patent on a claimed invention are
concerned, a Contracting Party may not refuse an application on the basis of any requirements
different from or additional to those predoed in paragrapfil). Additional consequences of

the noncompliance with the requirements contained in this provision are not regulated by the
Treaty or the Reqgulations. For example, where new matter was included in the application
after the original fiing date, a Contracting Party would be free to provide the possibility of
according a different filing date to the relevant parts relating to the new matter.

Notes on draft Article 14
(Grounds for Invalidation or Revocation of a Claim or a Patent)

14.01 Paragraph (1) This paragraph provides for the grounds on which a patent, or, where
applicable, a patented claim, shall be revoked or invalidated. The words “subject to ... the
Patent Law Treaty” are included to ensure that Artidl¢1) of the Patent LawWreaty continue
to apply, i.e., norcompliance with one or more of the formal requirements referred to in
Articles 6(1) [form or contents of application], (Zequest form], (4]fees] and (5]priority
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document] and 8(1) to (4jorm and means of trangttal of communications, language of
communications, model international forms and signature of communication] of the PLT with
respect to an application may not be a ground for revocation or invalidation of a patent, either
totally, or in part, except wherthe noacompliance with the formal requirement occurred as

the result of a fraudulent intention.

14.02 Similarly, this provision expressly provides that roompliance with the requirements
referred to indraft Articles 6 [unity of invention] and 11(3R) [support requirement] may not
be a ground for the revocation or invalidation of a patent or a claim. These requirements,
although they may be needed for the processing of the application, are not essential to the
issue of patentability of the claimexvention.

14.03 This paragraph applies to these grounds independently of whether they are examined
before the Office or before any other competent authority, including a court. The words “the
invalidation or revocation” is intended to also cover san which are of equivalent effect

to revocation or invalidation, such as renforceability of rights.

14.04 Paragraph (2) This paragraph explicitly provides that a Contracting Party may not
invalidate or revoke a patented claim or a patent on theslmdisny requirements different
from or additional to those prescribed in paragréph Concerning the words “the
invalidation or revocation,” reference is made to the explanation under parg@nasee
Note 14.03).

Notes on draft Article 15
(Obserations-aneReview)

15.02 Paragraph{2)This paragraplprovisionseems to be setxplanatory.

Note on draft Article 16
(Evidence)

16.01 This article provides the general principles with respect to the submission of evidence
and the burden of proof. Under these principlesapplicant or any third party may initiate,

or the Office of a Contracting Party may require, the submission of evidence supporting the
veracity of any alleged fact in relation to the patentability of the claimed invention and the
validity of the patentedlaim.
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Note on draft Article 7
(Relationship to PLT)

167.01 This provision regulates the relationship between the present Treaty and the PLT. The
difference between the two alternatives contained in square brackets are that, in the first case,
whichis modeled after Articld5 of the PLT and Article 15 of the Trademark Law Treaty

(“TLT"), Contracting Parties would have to comply with the provisions of the PLT in the
applicable law, without having to join the PLT, while, in the second case, they wawie to
become a party to that treaty. While the first alternative preserves the freedom of Contracting
Parties to join the PLT, the second alternative would ensure the same membership in both
treaties. According to Articlel(x), the term “Patent Law Baty” includes the Treaty with

future revisions, amendments, and modifications, if any. Therefore, a provision similar to
Article 16 of the PLT will be required in the SPLT.
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II. NOTESON THE DRAFT REGULATIONS

Note on draft Ruld
(Abbreviated Expressions)

R1.01 This provision appears to be s&lkplanatory.

Notes on draft Rul@
(Person Skilled inthe Art Under Articlestoas-7(3)(€b), 10(1), 11(3)(band (4)(a)and 12(3),
and
Rules1(c)(i), 54(1)(vii) and(2)(b), 8(2)}(b):10{1)}-ane-(Aiii), 111); 12(5) and{(3)a)
14(2)(ii), ard(2)(a) and (bland 1%2), (3) and (4)

R2.01 The person skilled ithe art as defined under this provision ikiad-efhypothetical
person, who is supposed not only to have access to all the prior art which is available to
him/herin the relevant field of the axn the relevant date, but also to have understood that
prior artwithin the boundaries of his/her ordinary skills and common general knowledge in
the art on the relevant daté@ he reference to the “relevant date” takes into account the fact
that, ineertainthe casegelating to the disclosure, i.e., draft Askes7(3)(b), 10(1), 11(3)(b)
and (4)(a) and draft Rule®1)(vii) and (2)(b), 10(iii) and 12(5})tthe relevant dates the

actual filing datewxhich-istherelevant-datevhile in etherthe casegelating to the
determination of inventive step (nabviousness), i.e., draft Articl#2(3) and draft

Rule 15(2) (3) and (4)that date is thenentyclalm date%eme—f-u#ther—eletatl&en—the—netton

reqards the refence to the “relevant date” in draft Rulé(l)(u) and (2)(a) and (b) smce it

concerns the prior art relevant to the determination of novelty, that date is the date on which
the relevant prior art was made available to the public, except where thamélgrior art is an
earlier application referred to in Artick(2). In that case, the relevant date is the filing date

or, where applicable, the priority date of the earlier application. As regards the term “general
knowledge,” reference is also madedraft Rulel(c)(i).

R2.02 The definition under this provision is applicable to the term “person skilled in the art”
throughout the Treaty and the Requlations, including the Practice Guidelines. However, the
relevant information at his/her disposal ndiffer between the determination of novelty and
inventive step (notbviousness) and of sufficiency of disclosure. For novelty and inventive
step (norobviousness) purposes, the person skilled in the art makes that determination based
on his/her knowledgef the prior art, while for the sufficiency of disclosure purposes, the
person skilled in the art knows the disclosure of the claimed invention in the application in
addition to the prior art.

R2.03 It follows from the text of draft ArticleB(2) that thescope of the “prior art under
Article 8" includes an “earlier application”under draft Artic®€2) only for the determination

of novelty.
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Notes on draft Rul&
(Exceptions Under Articl&(2))

R3.01 As a general rule, iter(i) excepts international gications under the PCT from the
scope of application of the Treaty and the Regulations, as long as the “national phase” in
respect of such applications has not started. Thus, the prosisiater the PCT would

continue to apply to international appliaats in the “international phase.” It is proposed to
include this exception in the Regulations, rather than in the Treaty, in order to maintain some
flexibility with regard to possible future developments of the PCT. It is to be noted, however,
thatduetoif the introductory words “Except for Articl8(2)” presented within square brackets
in item (i) are includedinternational applications under the PCT would constitute prior art
under Article8(2), even if such applications have not entered the “natiphase.” This
exception is proposeir discussiorin view of Article 11(3) of the PCT, according to which

any international application accorded an international filing date shall have the effect of a
regular national application in each designatedeSaatof the international filing date.

R3.02 Further exceptions provided under draft Arti@) are reserved at this stage.
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Notes on draft Rul&4
(Further Requirements Concerni@gntents and Order of Description
Under Article5(2))

R54 01 Thls Rules—plaeedw%wqe&re—braekets—sme&ﬁ&mele&en—ts&me

requwements concerning the contents and order of the descrlptlon whinbtadentical to

the PCT requirements and, therefore, constitute exceptions under draft AtggleFor
reference, Rul&.1 of the PCT provides the requirements concerning the manner of
description of PCT international applications.

R4.02 It follows from the wording of paragraghl) that, as long as an applicant prepares the
description with the contents in the manner and the order as prescribed in pardqraipb
description would meet the requirement with respect to the contents of the descingany
Contracting Party. In addition, according to paragré®jia), a Contracting Party shall accept

the contents of the description presented in a manner or an order different from the one that is
prescribed in paragragh), where such a differembanner or a different order would afford a
better understanding, or a more economical presentation, of the claimed invention. However,
with respect to the description of the claimed invention under {i@éjrof paragraph(1), any
Contracting Party is &e to accept any other manner which is different from what is specified

in item (iii). It goes without saying that, by all means, the substantive patentability
requirements as set forth in draft Articl&8 to 12 must be complied with.

R4.03 Paragrapt}, item (i). The word “technical” is placed in square brackets, as it relates
to the provision concerning patentable subject matter in draft Arti2{(@). However, even if

a claimed invention is a product or process in a field of technology, thetd bewua case

where the claimed invention “relates” to a ntacthnical field, for example, electronic
purchasing, the generation of pages for an Internet web site or the management of financial

capital.

R4.04 Paragraph (1), item (ii). The deletion bé&tword “preferably” has the effect that an
applicant would be obliged to cite the background art documents in the description, if they are
known to him/her. It will contribute to the access to the background art by third parties as
well as by examinersfgatent Offices dealing with the substantive examination, and achieve

a higher degree of harmonization.

R4.05 Paragraph (1), item (iii). The term “technical” which appeared within square brackets
is proposed to be deleted, since the problem that treghthe inventive activity is not
necessarily of a technical nature. Reference is made to para@xbh

R4.06 Paragraph (1), item (vi). The description of any mode (not necessarily the best mode
contemplated by the applicant) for carrying out themed invention shall be furnished under
this item.

R4.07 Paragraph (1), item (vii). Since an applicant shall comply with the requirement
concerning industrial applicability/utility under Article 12(4), he/she should demonstrate how
that requirement isatisfied by way of indicating explicitly in the description the way(s) the




SCP/7/5
page27

claimed invention is useful or industrially applicable. Such an indication, however, is not
necessary if a person skilled in the art can clearly understand the industrial bpijicHility
of the claimed invention without any explicit indication.

R4.08 Paragraph (2)(a). The words “a different manner” are intended to also cover the cases
where additional contents, which are not provided under paradiapare included inhe
description, or where not all the contents under paragfhphare included in the description.

R4.09 Paragraph (2)(b). Item (iii) of paragraph (1) requires that the description shall describe
the claimed invention in such a manner that the problachits solution can be understood

and state the advantageous effects of the claimed invention, if any. However, in some cases, it
is possible to describe the claimed invention in another manner and vet, it would be as clear
and understandable as the dgstaon prepared in accordance with item (iii) of paragraph (1).

It goes without saying that, in any event, the substantive requirements under Atfidie$2

(which include the enablement requirement under Arti€leshall be complied with.

Notes ondraft Rule65
(Further RequiremenBetailsConcerning Claims Under Article(8))

. 28t©1.This Rule provides further
requwements concerning the claims WhICh are not |dent|cal to the PCT requiresnents
therefore, constitute exceptions under draft Artls(2). For reference, Rulg of the PCT
provides the requirements concerning claims in respect of PCT international applications. It
goes without saying that, in any event, the substantive reqem&wnder Article40 to12

(which include the requirement that the claims should be clear and concise under Bhlicle
shall be complied with.

R5.02 Paragraph (1). It follows from the words “whole numerals” that the numbering is not
necessarily limid to Arabic numerals.

R5.03 Paragraph (2). The word “technical” is placed in square brackets, as it relates to the
provision concerning patentable subject matter in draft Arti@él). However, the SCP may
wish to explore whether the inventions whiate products and processes in all fields of
technology should necessarily be defined in terms of the technical features. The term
“features” means the characteristics of the claimed invention as a whole which show the
peculiar or prominent aspects of tivention. The term “limitations” shall be considered as
the specific elements or steps (depending on whether the claimed invention is a product or a
process) which serve to form the claimed invention. The limitation may have both technical
and nortechical aspects.

R5.04 Paragraph (3). According to this provision, an applicant has the option to draft the
claims either in two parts or in a single part.

R5.05 Paragraph (4)(a). It is suggested to allow a reference to the description or any
drawingswhere it is absolutely necessary, since, in some cases, a reference to the description
or any drawing may be necessary for a clear description of the claimed invention. The phrase
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“in respect of the [technical] features of the invention” is deleted, sindees not seem to
add any meaning to the sentence.

R5.06 Paragraph (4)(b). Itis suggested to allow graphs being contained in the claims, since
there seems to be no apparent reason to accept tables, but not graphs. As regards drawings,
the SCP may v&h to explore the acceptability of any drawing in the claims where it is
absolutely necessary.

R5.07 Paragraph (4)(c). The words “that drawing or to” are deleted, since the words “the
applicable part of that drawing” cover the entire drawing. Theoad part of this
subparagraph contained in document SCP/6/3 is moved to draft Rule 12(3).

R5.08 Paragraph (5). The text of this paragraph is subject to the outcome of the Working
Group on Multiple Invention Disclosures and Complex Applications.

Notes on draft Rul&6
(Details Concerning the Requirement of Unity of Invention Under Artg)le

R76.01 The text of this Rule is subject to the outcome of the Working Group on Multiple
Invention Disclosures and Complex Applications. Paragraph (1) cantiagnmethod for
determining whether the requirement of unity of invention is satisfied in respect of a group of
inventions claimed in an application. According to that method, unity of invention will exist
only when there is a certain relationship amang inventions involving one or more of the
same or corresponding “special technical features.” The terms “special technical features”
contained in Rul&(1) of the 1991 Draft, have been replaced by a description of those terms,
originating from the lassentence of Rulé(1) of the 1991 Draft and PCT Rule3.2.

R76.02 Paragraph (4% not intended to constitute an encouragement to the use of alternatives
within a single claim, but is intended to clarify that the criterion for the determination of unity
of invention (namely, the method contained in draft RI{&)) remains the same regardless of
the form of claim used.

R76.03 This provision does not prevent an Office from objecting to alternatives being
contained within a single claim on the basisconhsiderations such as clarity, the conciseness
of claims or setting up a claims fee system applicable in that Office.

Note on draft Rulet67
(Time Limit Under Article357(1))

R167.01 This Rule seems to be seikplanatory.
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Notes on draft Rule 8
(Availability to the Public Under Article 8(1))

R8.01 Paragraph (1) This paragraph obliges a Contracting Party to accept, as prior art under
draft Article 8(1), any information that has been made available to the public in any form,
including written form,oral communication, displapr use-sale-erofferingforsaleUse

may consist of producing, offering, marketing or exploiting a product, or offering or
marketing a process or its application, or applying the process. Marketing may be effected,
for exanple, by sale, offering for sale or exchange. Display may take the form of, for
example, demonstrating a product or process in public or on televisidormation that has

been made available to the public via an electronic database or the Internferalsgart of

the prior art. Since this is not an exhaustive list, other forms of making available information
to the public would be coverday this provisionas well.

R8.02 Paragraph (2)(a)This paragraph provides for the interpretation of the wonasde
available to the public” under draft Artick(1). It follows from the explicit language of draft
Article 8(1) that, if the relevant information was actually accessed by the public, and
therefore, made available to the public, it forms part of ther@rt. In addition, if there is a
reasonabl@ossibility that the information could be accessed by the public, it would also form

part of the prlor arﬁhewetdipeasmmblels—ptae%ﬁehwesqewe-bnaele%mﬁe%smn by

ab 0 the

s d j A emote V|Ilage

he-level of
Id be

g . S,
the—pebhem*as—abte—te—aeeess—theuw#epmatlaﬂne means bv WhICh the |nformat|on was made
accessible may offer some guidance on the interpretation of the words “a reasonable
possibility that the information could be accessed by thdiplilas prescribed in the Practice
Guidelines. The word “public” shall be construed within the meaning of draft R{#¥Db),
according to which the public constitutes any person who is free to disclose the information.

R8.03 Paragraph (2)(b)This paagraph provides for the interpretation of the word “public”

for the purposes of the definition of “prior art.” It follows from the words “any petseho
may-notbe-aperson-skilled-in-the attat the public may be one or motean-enepersos

who doesnot need to be a person skilled in the art and who, therefloes not necessarily

have the capability of understanding the prior art in the relevant field. However, such person
(or persons) must not be bound by a confidentiality obligation, and, theresgare)must be

free to disseminate the information to others, whether he (they) understand(s) the information
or not. Thus, where information was made available to a limited circle of persons, as long as
these persons are free to disclose the infirom and, therefore, to pass the knowledge to
others, they fall under the term “public” under this paragraph.

R8.04 Raragraph{3}In accordance with drafrticle 16, evidence may be submitted to the
Office in order to demonstrate that the informatmmncerned qualify as prior art. Such

evidence may include the establishment of the date of disclosure and the contents of the
disclosed information, or the existence of a reasonable possibility that the public could access
the information. What constitues“cerroberativeevidence is left to the applicable law cd
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Contracting Pagies. It may consist of written evidence, testimonial evidence or any other
kind of evidence allowed under the law#bieContracting Payies

R8.05 Paragraph43). This provision aims at harmonizing the determination of the dsdte
publicationon which the information was made available to the puldidhe purposes of

prior art, where only the year or the month, but not the -@&fgublication is specified. It

follows from this provision that, in such a case, the last day of the year or the month should be
considered as the date on which the informatsawasmade available to the public.

However, a Contracting Party would be free to consider any evidence wbidt-deermine
establisheanother date as theublicationdateefsuehon which theinformationwas made
available to the public

Notes on draft Rule 9
(Prior Art Effect of FermeiEarlier Applications Under Article 8(2))

R9.01 Paragraph (1)(a) and (b)rheseprovisions provide further conditions to be fulfilled

for an fermetearlierapplication to be considered as part of the prior art under draft

Article 8(2). First, the “whole contents” of tHermetearlierapplication, that is, the claims,

descriptionandany drawingsnd the abstract, where the abstract was prepared by the
pgllcan of thete#metearllerappllcatlon (see paragraph)(b)) shaII be conS|dered as prlor

art: : mahd

et—the—eher—altt—éseeeltaﬁ—Amelé(%)-} The mclusmn of the contents of the abstract of the

earlier application prepared by the applicant into the “whole contents” is justified, since, in

accordance with draft Articl&(3)(a), the applicant ay incorporate the contents of that

abstract into the claims of the earlier application by way of an amendment or correction during

the prosecution of the application before the Offi&econd, the prior art consists of the

whole contents of afermerearier application as of the filing date. This means that the

subject matter which had been contained in, for example, the description as of the filing date,

but was subsequently deleted during the prosecution of the application before the Office, also

formspart of the prior art. Third, théermerearlierapplication or a patent granted on that

application should be published on or after the claim date of the claim contained in the

application under consideration by the competent authority. It goes wilagutg that, if the

formerearlierapplication is published before the claim date, it forms part of the prior art under

draft Article 8(1).

R9.02 Paragraph (1)(c)According to draft Article3(1), the provisions of this Treaty and the
Regulations shall gy to applications for patents for invention and for patents of addan
wellas-tq includingdivisional_continuation and continuatiein-partapplications of these
applications. However, where a Contracting Party provides any other titles of jovatésr

an invention under the applicable law of the Contracting Party, such as a utility model, a
shortterm patent or an innovation patent, this provision obliges that Contracting Party to
considedermerearlierapplications filed under these titles mfotection as part of the prior art
under draft Article8(2), provided that the other conditions under draft Article 8(2) and draft
Rule9 are met.The last part of the provision contains the generally recognized principle of
the prohibition of double prtection of the same invention by more than one title of protection.
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R9.03 Paragraph (2)Fhisparagraph-seems-to-be-sedplanatory. The expression “subject

matter that is contained in both that earlier application and that previous application”atoes n
mean that the subject matter has to be literally identical in both applications or that it has to be
contained in a specific part of the application (for example the claims). It rather means that
the main elements or features of the subject matter bstearly identifiable, for a person

skilled in the art, in both the earlier application and the previous application as a whole.

R9.04 Paragraph (3) This paragraph covers the situation wherefdveerearlierapplication

is no longer pending befotée Office on the date of its publication. In view of the period

which is necessary for the preparation of the publication and for the administrative procedure,
there could be cases where themerrearlierapplication is still published despite its

withdrawal erabandonmerr refusalbefore the publication date. This provision therefore
provides that, under these circumstancesfah@errarlierapplication shall not be considered
prior art for the purposes of draft Artic&(2). On the other hand, wee thefermerearlier
application was withdrawn or abandoned, was considered withdrawn or abandoned, or was
rejected on or after the date of its publication, tesnerearlierapplication shall be

considered as prior art, provided it was still pendingobbethe publication date.

R9.05 Paragraph (4) This paragraph obliges a Contracting Party to provide theatied
“anti-self-collision.” Therefore, although the whole contents pffarmerearlierapplication

shall be considered as prior art in accordawith draft Rule(1), if an applicant has claimed
inventionX in the fermerearlierapplication, and the same applicant claims inven¥on

which has been disclosed in the description or the drawings dbtheerearlierapplication, in

the subsequentliled application, thdermerearlierapplication shall not form part of the prior

art with respect to the latter application. In addition, where a Contracting Party allows internal
priority, the applicant would have the possibility to claim the intermangty and to withdraw
thefermerearlierapplication.

R9.06 The consequence of adding the words “or the inventor identified in”, as requested by
the SCP at its sixth session is that the benefit of this paragraph excludingp8isiion would

be availdle also in the cases where the inventor named in two applications is the same, but
the applicants of these applications are different because, for example, the inventor changed

employer.

R9.087 The effect of the phrase “at the filing date of the apglma under examination” is
that this paragraph excluding seibllision would not be applicable in the cases where the
applicants were not originally the same, but became the same as a consequence of, for
example, an assignment.

selcollision-would-retbe-availablelt follows from the phrase “one and the same person”
that, where thre are more than one applicaot,inventor,all the applicantsor inventors pf
thefermerearlierapplication and the application under examination must be the same.
Further, the term “same claimed invention” means that the main elements or feattires of
claimed invention must be clearly identifiable for a person skilled in the art, as being
contained in both applications taken as a whole.
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Notes on draft Rule 10
(Sufficiency of Disclosure Under Article 10)

R10.@1 Paragraph-{(2) This paragrapprovisionprovides a norexhaustive list of factors to
be considered when assessing whether “undue experimentati@uused in order to carry

out the invention on the basis of the disclosure in the application.

R10.@82 Item (i). A person skilled in the art must be able to make and use the entire scope of
the claimed invention without undue experimentation.

R10.343 Items (ii) and (iii) The subject matter to which the claimed invention pertains is
essential to determine the common knowledge of a person skilled in the art and the state of the
art.

R10.34 Items (iv) and (v) “The amount of direction provided itné application” refers to

the information explicitly or implicitly contained in the description, claims and drawings,
including references to other applications or documents. The more a person skilled in the art
knows about the nature of the invention ahd more the art is predictable, the less

information in the application itself is needed in order to carry out the claimed invention.

R10.35 Item (vi). In addition to the time and expenses needed for carrying out the
experimentation, the charactafrthe experimentation, for example, whether it constitutes
merely routine work or goes beyond such routine, should also be considered.

Notes on draft Rule 11

(Deposit of Biologically Reproducible Material Under Articl®)

R11. 01 aragragh (1)1h&d&&enwh+eh—breleg+e&”ypep¢edue+blema%en&Lhas—to be

draﬁ—ReHeQ—ésee—NetQ—Z—OQ—Thls provision establlshes the qual effect of a deposﬂ of

biologically reproducible material referred to in an application. The depositisbadken

into account in determining the compliance with the requirement regarding sufficiency of
disclosure under draft Articl0 to the extent that such requirement cannot otherwise be
complied with. It should be noted, however, that a referencegadéposit in the application
would not create the presumption that the deposit is required to comply with the requirement
regarding sufficiency of disclosure. Draft Artick2) incorporates by reference Ruldbisof

the PCT, which provides detailed respments concerning the reference to deposited
biological material. A Contracting Party is free to determine what constitutes “a depository
institution” under this provision. However, in accordance with paragf@phany Contracting
Party shall accephe effect of a deposit made with the International Depository Authority
under the Budapest Treaty.
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R11.02 Paragraph (2)(a) and (b). According to subparagaphthe general rule is that the
deposit must be made at the latest on the filing date of pipéication. However, where the
deposit is made in compliance with the requirements under draft A®{8g i.e., it does not

add new matter to the application as of the filing date, subparadbgginovides for the
possibility to make the deposit aftdre filing date. The alternatives in square brackets would
either permit or oblige Contracting Parties to accept such later deposit under the prescribed
conditions. Where a deposit after the filing date is provided, the applicant would have to
submit ewdence that the deposited biological material and the material described in the
application as filed are the same.

R11.@3 ParagraphZ3). This paragraph obliges a Contracting Party to accept the effect of a
deposit made with an International DepositArgthority under the Budapest Treaty on the
International Recognition of the Deposit of Microorganisms for the Purposes of Patent
Procedure (Budapest Treaty; see alsait Rule1(1)(c)), even if that Contracting Party is not

a party to the said Treaty.

Notes on draft Rule 12

(Interpretation of Claims Under Article 11(4))

R12.@1 ParagraphZl)(a) The words of a claim must be read as they would be interpreted

by a peson skilled in the art, and should not be limited in their meaning by what is explicitly
disclosed in the description and drawings. However, where the description provides a special
meaning by way of, for example, defining the term appearing in the ctaendescription can

be used for interpretation of the claim.

R12.82 ParagraphZ1)(b). This subparagraph seems to be-saiplanatory.

R12.343 Paragraph32)(a). This subparagraph seems to be-sxplanatory.

R12.(64 Paragraph32)(b). This sibparagraph is included for avoidance of doubt. It follows
from paragraplf2)(a) that the claims should not be interpreted in a limited manner by what is
explicitly disclosed in the description and drawinggcept where the applicant introduces or
agreedo a specific limitation (“disclaimer”) In particular, the interpretation of the claims
should by no means be limited by the scope of the examples of the claimed invention
contained in the description.

R12.05 Paragraph (3). This paragraph seems todbeexplanatory.

R12.06 Paragraph (4)(a)This subparagraph relates to the interpretation of a claim which
defines the structure or material of a produot the steps of a procesy itstheir function,
work or characteristics (meap@ step}plusfunction claim). For the purposes of




SCP/7/5
page34

determining the novelty and inventive step (rmoviousness) of such an invention, in

principle, the claimed invention should be construed as any structure or mgieaat]

which performs the defined function or hidme defined characteristics, except in the case
provided in paragrap{®)(b). For example, a claim aimed at “a building material

incorporating a layer which insulates heat” should be interpreted as a building material
incorporating any “product” that isd‘layer which insulates heat.” It should be noted,

however, that the issues of whether such mgaunsfunction claims are cleand conciser

not and whether the disclosure of the claimed invention is sufficient for a person skilled in the
art or not slould be determined separately in accordance dn#tit Articles 10 and11.

R12.07 Paragraph (4)(b) This subparagraph provides an exception with regard to the
interpretation of mean®r step}plusfunction claims. Where the defined function or
characer is essentially derived from a certain structure or matgoialct], the claim should be
construed as the structure or matefalact] as such. For example, concerning a claim such
as “chemical compoun® having anticancer effect,” where the antancer effect is a
characteristic which is inherent in the chemical compoXnthe claim should be interpreted
as meaning that “chemical compouKt per se

R12.08 Paragraph (4)(c) This subparagraph concerns a claim defining a product by its
manufactumg process (produdiy-process claim). Such a claim should be construed as the
final product, whatever the manufacturing process stated in the claim is, for the purposes of
determining novelty and inventive step (nrohviousness). For example, as regads$aim
“protein which is obtained by proce&s(steps1, P2, ... and Pn),” if proteid manufactured

by a different proces® is identical to the claimed protein, and it is part of the prior art, the
claimed protein is not considered novel whether orthetproces® has been publicly known

as of the claim date.

R12.09 Paragraph (4)(d) This subparagraph concerns a claim defining a product by its
particular use (produdty-use claim). Such a claim should be construed as a prquuce
unless the prauct is used solely for that purpose and/or is particularly suitable for such use.
For example, a claim aimed at “a chemical compodridr insecticidical use” should be
construed as “a chemical compoufid unless the characteristics of the chemical cosipon

of compoundZ shows that it is used solely for the insecticidical purpose or that it is
particularly suitable for that purpose.

R12.10 Paragraph (5). As requested by the SCP at its sixth session, this provision provides
that Contracting Partieshall take into account equivalent elements when interpreting claims
for the purpose of the determination of infringement. The doctrine of equivalents has a
bearing on the drafting of claims, since it affects the literal scope of the claims. The provisi
intends to prevent that a different interpretation of the scope of the claims in different
countries would lead to the need for applicants to draft their claims in a different way. The
text as proposed is based on draft Rld€2) as contained in docuant SCP/5/3.

R12.11 Paragraph (6). This provision provides thecstled “prosecution history estoppel”
and aims at preventing applicants from extending the scope of protection of a claim to what
the applicant or the owner has explicitly excluded from sigope of the claim. The term “any
statement” includes amendments or corrections of the application or the patent.
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Notes on draft Rulel3
(Exceptionge-Patentable-Subject-Matteinder Article12@5))

R13.361 Raragraphi2) This provision is intended to contain the inventions which could be

excepted from patentability. dtoes not contain any proposals yet, since the SCP may wish to
consider, for exaiple, either the inclusion of Articl27.2 and 3 of the TRIPS Agreement, or a
reference to those provisiorge-paragrapi2). It is to be noted that thiparagrapprovision

is not suggested to be of a mandatory nature. This is in line with the relpx@nsions of the
TRIPS Agreement referred to above, which read as follows:

“2. Members may exclude from patentability inventions, the prevention within their
territory of the commercial exploitation of which is necessary to praiedte publicor
morality, including to protect human, animal or plant life or health or to avoid serious
prejudice to the environment, provided that such exclusion is not made merely because
the exploitation is prohibited by their law.

3. Members may also exclude from patenli&

(@) diagnostic, therapeutic and surgical methods for the treatment of humans or
animals;
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(b) plants and animals other than miesoganisms, and essentially biological
processes for the production of plants or animals other tharbradagical and
microbiological processes. However, Members shall provide for the protection of plant
varieties either by patents or by an effectste generissystem or by any combination
thereof. The provisions of this subparagraph shall be reviewed four yearthafdate
of entry into force of the WTO Agreement.”

Notes on draft Ruld4
(Items of Prior Art Under Article 12(2))

R14.01 Paragraph (1) This paragraph contains two widely recognized principles with
respect to the assessment of novelty: firstlynii@ states that a “mosaic” approach to
assessing novelty, whereby a plurality of items in the prior art are combined to defeat the
novelty of an invention, may not be used. Secondly, i{@htontains the sefevident
principle according to which therimaryitem of prior art must enable a person skilled in the
art to make and use tl®daimedinvention, since otherwise, lack of novelty could not be
justified. The primary item of prior art should be enabling as of the date on which it was
made availabléo the public. However, where the primary item of prior art is an earlier
application referred to in draft Articl8(2), the relevant date is the filing date or, where
applicable, the priority date of the earlier application.

R14.02 It should be notedhat the words fan}anyitem(s) of prior art” do not mean a

particular physical item, such as a book, a journal or a patent application, which contains a
teaching that forms part of the prior art. Rather, they should be considered as a reference to
the paticular teaching itself. Therefore, in accordance with this paragraph, where a book
contains more than one teaching, each teaching should be taken into account individually for
the determination of lack of novelty.

R14.@3 Paragraph (2¥efers-to-furheritems-of priorart-which-are-closely-linked-te-the

ici eHh onptained in the

Ala inharan OnR a¥a' --n gate QA\/aN \A/nAara N a =-n all a - ate gate akaTa heclalm

date. The scope of the primary item ofipr art shall be determined by the disclosure explicit

or inherent to a person skilled in the art as of the date on which the primary item of prior art
was made available to the public. For example, even if a certain characteristic is not disclosed
explicitly in the primary item of prior art, such characteristic is inherent, where it could be
recognized by a person skilled in the art that, taking into account his/her general knowledge,
the characteristic is necessarily contained in the disclosure. Tteaktime for the

determination of the general knowledge of a person skilled in the art is the date on which the
primary item of prior art was made available to the public, except in the cases where the
primary item of prior art is an earlier applicatidited before, but published after, the claim

date of the application concerned.
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R14.384 Further details on the methodology for the assessment of novelty are contained in
thePracticeGuideline under this draft Rule.

R14.05 Paragraph (3). This paragtapeems to be seéfxplanatory.

Notes on draft Ruld5
(Items of Prior Art Under Article 12(3))

R15.01 Paragraph (1) Unlike for the determination of novelty, multiple items of prior art

may be combined for the determination of whether the requiresfenventive step(non
obviousnessis met. As regards the words “items of prior art,” reference is made to the
explanation in Not&R14.Gt2. The terms “multiple items of prior arhay-be-combined;-".

intend to cover the different situations where thaeeseveral teachings contained in different
prior art references, for example, different published patents, or several teachings contained in
the same prlor art reference such as one partlcular bﬁlek—eemmqaﬁen—ef—d#e!pen{—ﬁems

R15.02 Paragraph (2). In determining the scope of the disclosuresoitéms of prior art, in
addition to the explicit disclosure, an implicit disclosure, i.e., a teaching which a person
skilled in the art could reasonably draw from the explicit disclosure, shall be also taken into
account. The critical time for the detemation of such disclosure is the claim date of the
application concerned.

R15.@3 Paragraph#3) contains the general and widely accepted principle that the general
knowledge of the person skilled in the art shall be taken into account for the dedgioniof
inventive step(non-obviousness

R15.84 Paragraph (4). This paragraph deals with the assessment of inventive step (non
obviousness). The combination, substitution or modification of one or more items of prior art
may only lead to a lack dhventive step (nombviousness), where a person skilled in the art
would have been motivated by the prior art or his general knowledge, with a reasonable
likelihood, to combine, substitute or modify one or more items of prior art. Conversely,
where sucltombination could not have been expected from a person skilled in the art, the
requirement of inventive step (narbviousness) would be met, even if each single item would
have been obvious if taken individuallfzurther details on the methodology for the
assessment of inventive stépon-obviousnessare contained in thBracticeGuideline under

this draft Rule.

[End of document]
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