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BACKGROUND

1. Atits first session, the Working Group on Reform of the Patent Cooperatieaity
(PCT) discussed proposals designed to align the PCT with the requirements of the Patent Law
Treaty (PLT), based on document PCT/R/WG/1/5.

2. Among the PLTrelated proposals contained in document PCT/R/WG/1/5 were
proposals tawonform the PCT “missing part” requirements to those of the PLT (see document
PCT/R/WG/1/5, Annex I). However, due to time constraints, a number of the proposals
contained in document PCT/R/WG/1/5, including those related to “missing part”
requirementsgould not be discussed during the first session of the Working Group. Rather,
the Working Group desired to give priority to those matters “which would result in the
greatest and most immediate practical benefits for users, having regard also to theoflegree
complexity involved and to workload implications for Offices and Authorities,” in particular,
proposals concerning restoration of the right of priority and relief when time limits were
missed, especially the time limit for entering the national phase the first session summary
by the Chair, document PCT/R/WG/1/9, paragraph 21(v)).
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3. Forthe second session of the Working Group, the International Bureau prepared a
document outlining possible further Pir€lated changes to tHeCT, suggesting, in general,
that those PLIrelated proposals contained in document PCT/R/WG/1/5 which had not been
discussed during the first session of the Working Group would not need to be addressed as
matters of high priority. With regard to the grosal to conform the PCT “missing part”
requirements to those of the PLT, as contained in Annex | to document PCT/R/WG/1/5, it
was suggested that “[i]n light of the discussions at the first session of the Working Group, this
proposal is considered to haaeelatively low priority and will not be resubmitted for
consideration by the Working Group until a later date” (see document PCT/R/WG/2/6,
paragrapl®; the Working Group at its second session was unable in the time available to
consider document PCT/RIG/2/6— see document PCT/R/WG/2/12, paragraph 59).

4.  Atits third session, the Working Group reviewed proposals for reform which had
already been submitted to the Committee on Reform of the PCT or the Working Group but
not yet cansidered in detail and agreed on the priority of those proposals, with a view to their
inclusion in the work program of the Working Group. Among the proposals reviewed by the
Working Group was the proposal to conform the PCT “missing part” requiremeth®se

of the PLT, as originally submitted to the Working Group in document PCT/R/WG/1/5. The
Working Group agreed that the International Bureau should resubmit the proposals for further
consideration by the Working Group (see the summary of the selsgithre Chair, document
PCT/R/WG/3/5, paragraphs 35 to 40, in particular, paragraph 38).

CONFORM PCT “MISSING PART” REQUIREMENTS TO THOSE OF THE PLT

5. The present document contains further revised texts of the proposals relat@dgimg

part” requirements originally contained in Annex | to document PCT/R/WG/1/5. They have
been further revised so as to take into account, as was suggested in document PCT/R/WG/2/6,
that there is no intention to proceed, until a future sessigdh@Working Group, with certain

other PLT related proposals which were also contained in Annex | to document
PCT/R/WG/1/5, such as proposals to align the PCT filing date requirements with regard to
claims, “drawing as description,” and replacement of dpion and drawing by reference to
previously filed application to those of the PLT.

Structure of Rule 20

6. Inthe context of “missing part’ requirements, it is proposed to revise Rule 20 so as to
remove to the Administrative Itrgictions matters of detail related to the stamping of dates,
etc., which are presently dealt with in Ru28.1 to 20.3, and to leave the Rule to deal with

the more significant question of the according of the international filing date. The existing
provisions of the Rule would be renumbered accordingly. A new provision would be added
as Rule 20.3(c) and (d) dealing with the question of subsequent compliance with

Article 11(1). Rule 20.5 as amended would deal with missing parts, including the case where
the missing part is completely contained in an earlier application the priority of which is
claimed (see below). The proposed amendments would align the order of the provisions
dealing with the according of the international filing date with the (logioadler in which a
receiving Office determines whether and which date to accord as the international filing date

International filing date where missing part is filed

7. Under PLT Article 5(6)(a), later submission (within certéime limits) of a missing
part of the description or a missing drawing results in according as the filing date the date on
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which the Office has received the missing part of the description or the missing drawing, or
the date on which all the filing datequirements are complied with, whichever is later. The
same principle is applied under the PCT where sheets (description, claims, drawings)
pertaining to the same application are not received on the same day. However, while the
Treaty (PCT Articlel4(2))expressly deals with the case of missing drawings, neither the
Treaty nor the Regulations specifically deal with the according (or correction) of an
international filing date where sheets other than missing drawings are received later than the
date on whth papers were first received. This matter is expressly dealt with only in the
Administrative Instructions (see Section 309 of the Administrative Instructions) and in the
Receiving Office Guidelines (see paragra@l® to 207 of the Receiving Office Guiliges).

In order to clarify the procedure, it is proposed to deal with this important matter in the
Regulations (rather than in the Administrative Instructions and the Receiving Office
Guidelines) and to amend Rule 20 accordingly (see Rule 20.5 as pobfmose amended).

International filing date where missing part is completely contained in earlier application

8. The main difference between the “missing part” requirements of the PLT and those of
the PCT is that, under the PLThe applicant can rectify the omission, at the time of filing, of

a part of the description or of a drawing without loss of the filing date if the application claims
the priority of an earlier application and the missing part of the description or thengissi
drawing is completely contained in that earlier application (see PLT Article 5(6) and PLT
Rule 2(3) and4)). There is no equivalent provision in the PCT. Itis proposed to amend the
PCT Regulations by adding new Rule 20.5(e) so as to align PCT ssqgairts to those of the
PLT.

Alignment of certain related requirements under the PCT with those under the PLT

9. Inthe context of “missing part” type requirements, it is also proposed to align certain
related requirements undeetPCT with those under the PLT, in particular time limits for
compliance with no#iling date related requirements (see Rule 26 as proposed to be
amended).

10. The Working Group is invited to

consider the proposals contained in thanex
to this document.

[Annex follows]
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Rule 20

International Filing Date

ot onal Aplicat

[COMMENT: Itis proposed to revise Rule 20 so as to remove to the Administrative
Instructions matters of detail related to the stamping of dates, etc., which are presently dealt
with in Rules 20.1 to 20.3, and to leave the Rule to deal with the more significant question of
the according of the international filing date. The existing provisions of the Rule would be
renumbered accordingly. A new provision would be added as Rule 20.3(c) and (d) dealing
with the question of subsequent compliance with Article 11(1), and nde Zu5 would deal
with missing parts and missing drawings.]

[COMMENT: Itis propcsed to delete present Rule 20.1 and to move the content of that Rule
to the Administrative Instructions. Present Rule 20.4 would be renumbered as Rule 20.1.]
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correct

already

[COMMENT: Itis proposed to delete present Rule 20.2 and to move the content of the
chapeau of present paragraal (“that Office shall correct the date marked on the request

(still leaving legible, however, the earlier date or dates already marked) so that it indicates the
day on which the papers completing the international application were received”) and the
conent of present paragraph (b) to the Administrative Instructions. Present Rule 20.5 would
be renumbered as RUk.2.]
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[COMMENT: Itis proposed to delete present Rule 20.3 and to move the contdrdtdRtile

to the Administrative Instructions. Present Rule 20.6 would be renumbered as Rule 20.3.
The matter of subsequent compliance with Article 11(1) requirements (“the case referred to in
Article 11(2)(b)”) would be dealt with in proposed new Rule&@) and (d) (see below).]
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20.120-4 Determination Under Article 11(1)

[COMMENT: Apart from the renumbering, no change is proposed to the present Rule, but
the text is reproduced below for convenient reference. A decision by the Assembly may be
necessy to ensure that transitional reservations that were made under existing Rule 20.4(d)
continue to be effective under that provision as renumbered Rule 20.1(d).]

(&) [No change]Promptly after receipt of the papers purporting to be an international
appication, the receiving Office shall determine whether the papers comply with the

requirements of Articld1(1).

(b) [No change]For the purposes of Article 11(1)(iii)(c), it shall be sufficient to
indicate the name of the applicant in a way which allduwssidentity to be established even if
the name is misspelled, the given names are not fully indicated, or, in the case of legal

entities, the indication of the name is abbreviated or incomplete.

(c) [No change]For the purposes of Article 11(1)(ii); shall be sufficient that the part
which appears to be a description (other than any sequence listing part thereof) and the part
which appears to be a claim or claims be in a language accepted by the receiving Office under

Rule12.1(a).

(d) [No change]lf, on October 1, 1997, paragraph (c) is not compatible with the
national law applied by the receiving Office, paragraph (c) shall not apply to that receiving
Office for as long as it continues not to be compatible with that law, provided that the said
Office informs the International Bureau accordingly by December 31, 1997. The information

received shall be promptly published by the International Bureau in the Gazette.
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20.220.5 Positive Determinatiotunder Articlel11(1)

[COMMENT: Renumbering and cldication of the title only. No change is otherwise
proposed to the present Rule but the text is reproduced below for convenient reference.]

(&) [No change]lf the determination under Article 11(1) is positive, the receiving
Office shall stamp on theeguest the name of the receiving Office and the words “PCT
International Application,” or “Demande internationale PCT.” If the official language of the
receiving Office is neither English nor French, the words “International Application” or
“Demande intemationale” may be accompanied by a translation of these words in the official

language of the receiving Office.

(b) [No change] The copy whose request has been so stamped shall be the record copy

of the international application.

(c) [No change] Thereceiving Office shall promptly notify the applicant of the
international application number and the international filing date. At the same time, it shall
send to the International Bureau a copy of the notification sent to the applicant, except where
it has already sent, or is sending at the same time, the record copy to the International Bureau

under Rule 22.1(a).
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20.320-6 Correction Under Article 11 (2)rvitationto-Correct

(&) The invitation to correct under Article 11)&) shall specify the requement

provided for under Article 11(1) which, in the opinion of the receiving Office, has not been

fulfilled.

[COMMENT: Renumbering and clarification only.]

(b) The receiving Office shallend the invitation referred to in paragraphgegmptly.

In the invitation, the receiving Office shall invishal-mat-the-rvitation-tdhe applicanto

furnish the required correction, and to make observations, within the time limit under

paragraph (d)(ipnd

monthfrom-the-date-ef the-invitationf thatsuehtime limit expires after the expiration of

one year from the filing date of any dpgation whose priority is claimed, the receiving Office

shallmaycall this circumstance to the attention of the applicant.

[COMMENT: With regard to the requirement to give the applicant the opportunity to make
observations, see PLT Articlg3). Itisalso proposed to make it mandatory for receiving
Offices to draw the applicant’s attention to the fact that the time limit for corrections expires
after the expiration of the priority period.]

(c) Where one or more of the requirements under Article 14¢#&)not complied with at

the time of receipt of the purported international application but are complied with on a later

date falling within the applicable time limit under paragraph (d), the international filing date

shall, subject to Rule 20.5, be tHater date and the receiving Office shall proceed as

provided in Rule 20.2.
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[Rule 20.3(c), continued]

[COMMENT: See PLT Atrticle 5(4). Itis proposed to add new paragraphs (c) and (d) so as
to clarify the procedure with regard to the according of therim@onal filing date in case of
subsequent compliance with Article 11(1) requirements, in particular in view of proposed new
Rule 20.5 (according of the international filing date in case a missing part or missing drawing
is filed, including the case thatmissing part or missing drawing is completely contained in

the earlier application the priority of which is claimed; see below).]

(d) The time limit referred to in paragraphs (b) and (c) shall be:

() where an invitation referred to in paragraphv&s sent to the applicant, [one

month] [two months] from the date of the invitation;

[COMMENT: See PLT Article 5(3) and PLT Rule 2(1). The time limit has been put in

square brackets since it appesniserently problematito include in the PCT Regulatisn

more generous (“PL-Btyle”) time limits than is presently the casmting that the proper
functioning of the PCT system relies to a great extent on actions taking place in a very limited
time and within strict deadlines.]

(i) where no invitation refeed to in paragraph (a) was sent to the applicant, [one

month] [two months] from the date on which one or more elements referred to in

Article 11(2)(iii) were first received by the receiving Office.

[COMMENT: See PLT Atrticle 5(4) and PLT Rul2(2). Whilethe PLT provides for the time
limit under item (ii) only in cases where no invitation was sent to the applicant “because
indications allowing the applicant to be contacted by the Office have not been filed”, it is
proposed to apply that time limit @ll cases where no invitation has been sent to the
applicant. The time limits have been put in square brackets since it appkarsntly
problematicdo include in the PCT Regulations more generous (“Fitylle”) time limits than

is presently the casaptingthat the proper functioning of the PCT system relies to a great
extent on actions taking place in a very limited time and within strict dead]ines.
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20.420-7 Negative Determinatioinder Article11(1)

If the receiving Office does neteceive a correain under Article 11(2within the

applicablepresecribedime limit under Rule20.3(d) receive-areply-to-its-invitation-to-correct,

or if athecorrectionis furnishedsfferedby the applicanbut the applicatiorstill does not

fulfill the requirements povided for under Articlel1(1), it shall:

[COMMENT: Consequential on the proposed amendment of present Rule 20.6 (renumbered
Rule 20.3 and the proposed addition of new Rule 20.3(c) and (d).]

(i) promptly notify the applicant thahehis applicationis considered not to have

been filedishetand-will-net-be-treated-as-an-nrternational-applicadiod shall indicate the

reasons therefor,

[COMMENT: Item (i) is proposed to be amended so as to align the terminology with that
used in PLT Article5(4)(b). kems (ii) to (iv) are not proposed to be amended but are
reproduced below for convenient reference.]

(i) [No change]notify the International Bureau that the number it has marked on

the papers will not be used as an international application number,

(i) [No change]keep the papers constituting the purported international

application and any correspondence relating thereto as provided in Rule 93.1, and

(iv) [No change]send a copy of the said papers to the International Bureau where,
pursuant to aequest by the applicant under Article 25(1), the International Bureau needs such

a copy and specially asks for it.
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20.5 Missing Part of Description, Claims or Drawings

(a) Where the receiving Office notices that a part of the description, the clagiaions

or the drawings (if any) appears to be missing from the application (“missing part”), including

the case where the application refers to drawings which in fact are not included in the

application, that Office shall promptly invite the applicant torfish the missing part (if any)

and to make observations within the time limit under paragraph (c)(i). If that time limit

expires after the expiration of one year from the filing date of any application whose priority

is claimed, the receiving Office shaall this circumstance to the attention of the applicant.

[COMMENT: Under the present PCT “missing part” requirements, the receiving Office is
required to notify the applicant only in case of a missing drawing (see PCT Atrticle 14(2)) but
not in case ok missing part of the description or of a missing part of a claim or claims. In
accordance with PLArticle 5(5), it is proposed to extend the (applicant friendly) concept of
a “missing part” notification also to a missing part of the description antingshat the

presence of claims is a filing date requirement under the PCT, to a missing part of a claim or
claims. Where the receiving Office sends to the applicant an invitation to correct under
Article 11(2)(a) or Article 14(1)(b), the “missing pamtiotification should be included in that
invitation; the Administrative Instructions would have to be modified accordintyiyine

with the Notes on the PLT, itis further proposed to modify the Administrative Instructions
and the Receiving Office Guideks so as to make it clear that there is no obligation on the
receiving Office to carry out a check for a missing part (of the description or of a claim or
claims) or a missing drawing beyond the existing obligation to check that the number of the
sheetf description actually filed corresponds to the number indicated in Box VIl of the
request (see paragraph 149 of the Receiving Office Guidelines) and the obligation to examine
the check list in the request and the text of the international applicatraefierence to

drawings and to check whether drawings are included in the international application (see
paragraph 193 and 194 of the Receiving Office Guidelines). Note that the last sentence of
proposed new paragraph (a) would need to be further amesiabedd a provision concerning
the restoration of the right of priority be added to the PCT Regulations (see document
PCT/R/WG/4/1), since the international filing date could then be later thandiths from

the filing date of the earlier application whopgority is claimed.]
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[Rule 20.5, continued]

(b) Where the applicant furnishes a missing part to the receiving Office within the

applicable time limit under paragrat), that part shall be included in the international

application and, subject to panaphs (e) and (f), the international filing date shall be the date

on which the receiving Office received that part or the date on which all of the requirements

of Article 11(1) are complied with, whichever is later.

[COMMENT: See PLT Article 5(6). It igproposed to add new paragraph (b) so as to clarify,

in the Regulations, the procedure with regard to the according (or correction) of an
international filing date where sheets completing the international application are submitted
on a date later than trdate on which papers were first received. At present, while

Article 14(2) deals with the procedure in case of missing drawings, neither the Treaty nor the
Regulations clearly spell out the procedure with regard to the according (or correction) of an
intenational filing date where sheets other than missing drawings are received later than the
date on which papers were first received; at present, this issue is expressly dealt with only in
the Administrative Instructions (see Secti®@d9) and in the Receing Office Guidelines (see
paragraphs 200 to 207).]

(c) The time limit referred to in paragraphs (a) and (b) shall be:

(i) where an invitation referred to in paragraph (a) was sent to the applicant, [one

month] [two months] from the date of the invitah:

(i) where no an invitation referred to in paragraph (a) was sent to the applicant,

[one month] [two months] from the date on which one or more elements referred to in

Article 11(1) were first received by the receiving Office.

[COMMENT: With regard b the applicable time limit, see PLT Article 5(6) and PLT
Rule2(3)(i) and (ii). The time limits have been put in square brackets since it appears
inherently problematito include in the PCT Regulations more generous (“Fitylle”) time

limits than is preently the casejoting that the proper functioning of the PCT system relies to
a great extent on actions taking place in a very limited time and within strict deagllines.
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[Rule 20.5, continued]

(d) The applicant may, in a notice submitted to the reece\Office within the

applicable time limit under paragraph (c), request that a missing part furnished under

paragraph (b) be disregarded, in which case the international filing date shall be the date on

which all of the requirements of Article 11(1) arengplied with.

[COMMENT: See PLT Atrticle 5(6)(c). The proposed wording (“request to disregard”)
differs from that used in the PLT (“withdraw”) so as to avoid confusion with withdrawals
under Rule 9bis.)]

(e) Where the international application claim&tbriority of an earlier applicatiofand,

on the date on which one or more elements referred to in Article 11(1)(iii) were first received

by the receiving Office, contained an indication that the contents of the earlier application

were incorporated by ference in the international applicatioaid the applicant furnishes a

missing part under paragraph (b) whose content is completely contained in that earlier

application, the international filing date shall be the date on which all the requirements of

Article 11(1) are complied with, provided that, within the applicable time limit under

paragraph (b):

[COMMENT: The main difference between the “missing part” requirements of the PLT and
those of the PCT is that, under the PLT, the applicant can rectifgrtission, at the time of

filing, of a part of the description or of a drawing without loss of the filing date if the

application claims the priority of an earlier application and the missing part of the description
or the missing drawing is completely damed in that earlier application (see PLT

Article 5(6) and PLT Rule 2(3) an@)). There is no equivalent provision in the PCT. In

order to align PCT requirements to those of the PLT, it is proposed to add such provision to
the PCT Regulations. PLT Ru2(4) leaves it at the option of any PLT Contracting Party
whether it wishes to require that the application, at the date on which papers were first
received, contained an indication that the contents of the earlier application were incorporated
by refeeence in the application (see PLT R@gt)(v). Delegations may wish to consider

whether or not to include such requirement in the PCT Regulations; the text corresponding to
that requirement has thus been put in square brackets. Furthermore, it isgoropti®

include in paragraph (b) a requirement, as permitted under PLT Rule 2(4)(ii), that the
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[Rule 20.5(e), continued]

applicant, upon invitation by the Office, must file a certified copy of the earlier application
(the “priority document”), in additin to the “simple” copy of the earlier application required
to be furnished under item (ii) of paragraph (b) (see below). The furnishing of a “simple”
copy of the earlier application would appear sufficient for the purposes of the international
phase; tk consequences in case of any discrepancies between the “simple” copy and the
certified copy of the earlier application would have to be dealt with in the national phase.]

(i) the applicant submits a request accordingly to the receiving Office;

(i) a caoy of the earlier application is furnished to the receiving Office;

[COMMENT: See PLT Rule 2(4)(i).]

(i) where the earlier application is not the same language accepted by the

receiving Office under Rule 12.1(a) as the international application, al&ton of the earlier

application into that language is furnished to the receiving Office; and

[COMMENT: See PLT Rule 2(4)(iii).]

(iv) the applicant furnishes to the receiving Office an indication as to where, in the

earlier application or in the tralagion referred to in itendiv), the missing part is contained.

[COMMENT: See PLT Rule 2(4)(vi). Under the PLT, there is no provision which would
require the applicant to furnish a statement to the effect that the missing part (or missing
drawing) furnisied later is identical to the “missing part” as contained in the earlier
application; it would thus appear that the receiving Office would be required to compare the
missing part furnished later with the “missing part” as contained in the earlier apptidat
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Rule 26
Checking by, and Correcting Before, the Receiving Office of Certain Elements of the

International Application

26.1 Invitation Under Article14(1)(b) to CorrectfFimelimitforCheck

{a) The receiving Office shalissue-the-invitationd-correct provided-forin
Article-14{1)}{b)as soon as possible, preferably within one month from the receipt of the

international applicationnvite the applicant, under Article 14(1)(b), to furnish the required

correction, and to make observations, witklie time limit under Rule 26.2.

[COMMENT: The title is proposed to be amended so as to correctly cover the subject matter
of paragraph{a). With regard to the requirement to give the applicant the opportunity to make
observations, see PLT Atrticle 6(F).

b) [Deleted]H-thereceiving-Office-issuesaninvitationto-correct the-defectreferred to

the

onal b hori iingly.

[COMMENT: lItis propcsed to move the content of present paragraph (b) to the
Administrative Instructions.]

26.2 Time Limit for Correction

The time limit referred to irRule 26.1 Article-14(1)}{b)shal-bereasonable-under-the

cireumstaneces-arnghall be[one month] [two month] fixed-in-each-case-by-thereceiving
OfficeItshallnotbeless-than-one-moritom the date of the invitation to correct. It may be

extended by the receiving Office at any time before a decision is taken.
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[Rule 26.2, continued]

[COMMENT: See PLT Artcle 6(7) and PLT Rule 6(1). The time limits have been put in
square brackets since it appesnserently problematito include in the PCT Regulations

more generous (“PL-Btyle”) time limits than is presently the casmting that the proper
functioning d the PCT system relies to a great extent on actions taking place in a very limited
time and within strict deadlings.

26.3t0 26.4 [No change]

26.5 Decision of the Receiving Office

(a) The receiving Office shall decide whether the applicant has dtduithe
correction within the time limit undgparagraph (bRute-26-2 and, if the correction has been
submitted withinthe applicabléhattime limit, whether the international application so
corrected is or is not to be considered withdrawn, provithed mo international application
shall be considered withdrawn for lack of compliance with the physical requirements referred
to in Rule 11 if it complies with those requirements to the extent necessary for the purpose of

reasonably uniform internationaliplication.

(b) The time limit referred to in paragraph (a) shall be:

(i) where an invitation under Rule 26.2 was sent to the applicant, [one month]

[two months] from the date of the invitation;

(i) where no invitation under Rule 26.2 was sent to thgli@ant, [one month]

[two months] [three months] from the date on which one or more of the elements referred to

in Article 11(1)(iii) were first received by the receiving Office.
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[Rule 26.5(b), continued]

[COMMENT: See PLT Atrticle 6(7) and PLT Rule 6(and (2). The time limits have been

put in square brackets since it appeatgerently problematito include in the PCT

Regulations more generous (“Pistyle”) time limits as is presently the casmting that the
proper functioning of the PCT system eito a great extent on actions taking place in a very
limited time and within strict deadlinesiVhile the PLT provides for the time limit under item
(i) only in cases where no invitation was sent to the applicant “because indications allowing
the appli@ant to be contacted by the Office have not been filed”, it is proposed to apply that
time limit to all cases where no invitation has been sent to the applicant.]

e

[COMMENT: Itis proposed to move the content of paragraph (a) to the Administrative
Instructions.]

[COMMENT: The proposed deletion of present paragraph (b) is consequential on the
proposed amendment of Rule Z&¢é above).]

[End of Annex and of document]



