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SUMMARY

1. Currently, the fields in the Patent Cooperation Treaty (PCT) search and examination forms
encompass many free text areas. International Authorities provide explanations in these
areas using their own style and text format, such that there is little consistency among the
reports from different International Authorities. It is proposed that a standardization of the
style and format of the text used in these areas be adopted, to improve the clarity,
consistency and value of these reports to all users.

BACKGROUND

2. At both the third session of the PCT Working Group (WG) and the 17" Meeting of the
International Authorities (MIA), much consideration was given to improving the PCT
system, including the quality and usefulness of reports generated by the International
Authorities. It is generally accepted that improvements should be sought which can be
implemented without changing the PCT legal framework.

Document PCT/MIA/17/12, paragraph 45
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3. The PCT User Survey done by the International Bureau between October 1, 2009 and
January 31, 2010 identified the need for an improved quality of search and examination
reportsz. It was acknowledged at the 17" MIA that an improvement in the quality of
international phase work would encourage its use in the national phase3. Additionally, high
quality reports were identified as essential to not only offices and applicants, but also for
setting up effective work sharing mechanisms based on PCT work products, such as
PCT-PPH projects. It was noted that any change to the existing system must be made as
efficiently as possible, so as to not impose any additional burden on International
Authorities®.

4. Specific areas identified for improving the usefulness of reports included giving better
explanations of objections (notably concerning inventive step), more consistently observing
the requirements of the Treaty in preparing the reports, and the simplification of the
presentation of reports®.

5. These suggestions were accepted and reinforced at the third PCT WG in the discussion on
the need for improving the functioning of the PCT system, notably that good explanations
should be given on the relevance of cited documents®.

CONTENTS OF THE PROPOSAL

6. Currently, the PCT search and examination reports encompass many free text areas,
which leads to variability in the style and content of the information presented. A list of the
specific free text areas where standardized paragraphs would be most useful in forms
PCT/ISA/210 (International Search Report), PCT/ISA/237 (Written Opinion of the
International Searching Authority), PCT/IPEA/408 (Written Opinion of the International
Preliminary Examining Authority), and PCT/IPEA/409 (International Preliminary Report on
Patentability) is provided in Annex I.

7. It is proposed that all International Authorities use standardized paragraphs in completing
the international search and preliminary examination reports, specifically of the areas
indicated in Annex I. (Of note, if the initiative is successful it could be expanded to cover
other PCT forms as well.)

8. Examples of standardized clauses for search and preliminary examination reports are
provided in Annex Il. The standardized clauses could also be used in a consistent order,
to facilitate ease of following the reports.

9. Examiners will be prompted to enter the required information when making an objection.
An example of how this process can be implemented in provided in Annex IIl.

Document PCT/MIA/17/7, Annex I, paragraph 73
Document PCT/MIA/17/12, paragraph 14(m)
Document PCT/MIA/17/12, paragraph 47
Document PCT/MIA/17/12, paragraph 49(c)

Document PCT/WG/3/2, paragraph 170(d)
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BENEFITS OF THE USE OF STANDARDIZED PARAGRAPHS:

10.

11.

12.

13.

The introduction of standardized paragraphs for use in the free text areas of PCT search
and examination reports would help achieve an increase in the quality and usefulness of
these reports and could be implemented without any change to the PCT Regulations.

Standardizing the language and formatting of the free text areas of the PCT forms will
enable all end users of the forms, both examining and non-examining, to quickly and easily
obtain the required information from the written text. If the report is not in a language
understood by the reader, such a standardized format would help with knowing what
portions need to be translated and, with experience, what general information is in the field
in the absence of translation. Both of these factors will assist in increasing the clarity of the
PCT reports.

Further, the use of uniform clauses will result in all International Authorities including the
same set of information in each report and will encourage a common level of explanation
given for each comment. This will result in the assurance that the PCT reports are
comprehensive, will facilitate the consistent production of high quality reports, and will
enable all users to have a thorough report available to them.

Each International Authority would still be able to provide as much explanation as they
deem necessary in explaining the objections, and there is still some flexibility in the overall
text written. Of note, such standardization of clauses for the free text areas of the PCT
search and preliminary examination reports does not change the non-binding nature of the
opinions expressed therein.

NEXT STEPS

14.

15.

If it is agreed that standardized paragraphs are to be used in completing international
search and preliminary examination reports, International Authorities would need to
provide input on the language of the standardized paragraphs, as well as on a common
format to be followed in ordering objections in reports.

The resulting initial set of paragraphs would be used by all International Authorities in their
reports, and these could be modified and additional paragraphs included on a regular
basis.

16. The Meeting is invited to comment on the

proposal by the Canadian Intellectual Property
Office.

[Annexes follow]
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ANNEX |
FREE TEXT AREAS IN ISA AND IPEA FORMS

PCT/ISA/210 (International Search Report)

Box Il — Observations where certain claims were found unsearchable

Box Ill — Observations where unity of invention is lacking

PCT/ISA/237 (Written Opinion of the International Searching Authority)

Box Ill — Non-establishment of opinion with regard to novelty, inventive step and industrial
applicability

Box IV — Lack of unity of invention

Box V — Reasoned statement under Rule 43bis.1(a)(i) with regard to novelty, inventive step and
industrial applicability; citations and explanations supporting such statement

Box VIl — Certain defects in the international application

Box VIII — Certain observations on the international application

PCT/IPEA/408 (Written Opinion of the International Preliminary Examining Authority)

Box Ill — Non-establishment of opinion with regard to novelty, inventive step and industrial
applicability

Box IV — Lack of unity of invention

Box V — Reasoned statement under Rule 66.2(a)(ii) with regard to novelty, inventive step and
industrial applicability; citations and explanations supporting such statement

Box VIl — Certain defects in the international application

Box VIl — Certain observations on the international application

PCT/IPEA/409 (International Preliminary Report on Patentability)

Box Ill — Non-establishment of opinion with regard to novelty, inventive step and industrial
applicability

Box IV — Lack of unity of invention

Box V — Reasoned statement under Article 35(2) with regard to novelty, inventive step and
industrial applicability; citations and explanations supporting such statement

Box VIl — Certain defects in the international application

Box VIII — Certain observations on the international application

[Annex Il follows]
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ANNEX 1l
EXAMPLES OF STANDARDIZED CLAUSES

In Box |l of form PCT/ISA/210 (International Search Report):

Claim(s) (XXX) (is/are) considered to be a mere scientific principle or mathematical
(theory/theories/theorem/theorems), which the International Search Authority is not
required to search under Rule 39.1(i) of the PCT.

In Box V, 2. (Citations and explanations) of forms PCT/ISA/237 (Written Opinion of the ISA),
PCT/IPEA/408 (Written Opinion of the IPEA) and PCT/IPEA/409 (International Preliminary Report
on Patentability):

Reference is made to the following documents:

D1: (Insert bibliographic information...).
D2: (Insert bibliographic information...).

Etc.
D1 discloses (insert brief description of the document...)
D2 discloses (insert brief description of the document...)

Etc.

The alleged invention of the instant application is (insert brief description of the claimed
subject matter of the instant application...)

Novelty (Article 33(2) of the PCT):

Claim XX appears novel and in compliance with Article 33(2) of the PCT. Document DX is
considered the closest prior art and discloses (insert explanation...).

The subject matter of claim XX differs from the prior art by (insert explanation...).

Inventive Step (Article 33(3) of the PCT):

Claim XX does not comply with Article 33(3) of the PCT. The subject matter (claimed in
this application) OR (of this claim) is not considered to involve an inventive step, having
regard to / in view of (insert explanation...).
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Industrial Applicability (Article 33(4) of the PCT):

The subject matter of claim XX is considered to be industrially applicable and in
compliance with the requirements of Article 33(4) of the PCT.

In Box VIII of forms PCT/ISA/237 (Written Opinion of the ISA), PCT/IPEA/408 (Written Opinion of
the IPEA) and PCT/IPEA/409 (International Preliminary Report on Patentability):

Claim XX does not comply with Article 6 of the PCT because the claimed characteristic
(Describe claimed characteristic...) lacks proper support in the present description.

The description does not clearly, correctly and fully describe the alleged invention and its
operation or use to enable any person skilled in the art to practice the alleged invention.
Therefore, the description does not comply with Article 5 of the PCT and Rule 5.1(a)(vi) of
the PCT. (Compulsory explanation).

Claim XX does not comply with Article 6 of the PCT. The claim shall be clear and concise.
(Compulsory explanation).

[Annex llI follows]
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ANNEX 1l

EXAMPLE OF A MACRO-BASED SYSTEM FOR ENTERING
STANDARDIZED PARAGRAPHS INTO FORMS

TOP MENU:

I! - INTernational PERMit!

ISR Excluded Subject Matter (1SR BOX 2)

Orawings (' BOK T

Lack of Unity (ISR BOX 3 - WO BOX 4)

Inoperative/Enablement (W0 BOX 8)

Priarity (W0 BOX 2)

Lack of Support (W0 B 8)

Excluded Subject Matter (A0 BOK 3 and &)

Indefinite/Ambiguous MWO BOx )

Cited Art (WO BOX 5)

Description/Claims Informalities (W0 BOX &)

Nawvelty (W0 BOX 5)

Chemical Objections (W0 BOXES 3 and &)

Inwentive Step (WO BOX 5]

Electrical (Business Method) 0 BOK 7)

Industrial Applicability W0 BOX )

MNew Subject Matter (W0 BOX )

Description 0 BOX 7

Continued in Supplemental Box

Ahbstract (WO BOX T)

Link to Wikl site for PERRM

End

X)




PCT/MIA/18/8
Annex Ill, page 2

SUB-MENU “ISR EXCLUDED SUBJECT MATTER (ISR BOX 2)”

K

ISR Excluded Subject Matter,

v Scientfic and Mathematical Theories (SShM1%

[ Plant of Animal Yarieties [SPAT)

Flant ar Animal Yarieties (hiological process for the production of) (SFAZ)

Schemes, Bules or Methods of Doing Business [SSR1)

Ferforming Pureky Mental Acts (person’s reasoning - skill, interpretation or judgement) (SFPk1)
Ferforming Pureky Mental Acts (the results are not operable, controllable and reproducible) (SPM2)
Ferforming Pureky Mental Acts (the game, defined as an abstract entity) (SPR3)

Ferforming Pureky Mental Acts (person’s artistic skills) (SPh4)

Diagnostic/iethods for Treatment of the Human or Animal body (search not carried out) (SMMTT)
Diagnostic/iethods for Treatment of the Hurman or Animal body (search carried out) (SMMTZ)
Mere Presentations of Information (arrangements/schemes/plans/prograrm listings) (SkI1)

Mere Presentations of Information (art work or graphic design) (ShMIZ)

Chemical Specific Objections (aricle 5) (SC51)

m m m m e E e (e (m E (E m

Chemical Specific Objections (aricle B) (SC52)

8] Cancel

SUB-MENU “ SCIENTIFIC AND MATHEMATICAL THEORIES (SSM1)”":

SSM1 X

Claim number(s) |1

CIE Cancel |

After pressing “OK”, the following text is inserted into the form:

“Claim 1 is considered to be a scientific and mathematical theory, which the International
Search Authority is not required to search.”



Sub-menu “Novelty (WO Box 5)":

Movelity

v Lack of novelty - general ohjection (AN1E

[ s nowel - general staterment (ANZ)

Ok,

[ SWith respect to claiming a product by process (AN3)

X

Cancel

SUB-MENU “LACK OF NOVELTY — GENERAL OBJECTION (AN1)":

AN1

X]

Claim numberis) |1

Document {ie. D1, D2, ) |D2

a machine with two levers

0] Cancel

After pressing “OK”, the following text is inserted into the form:
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“Claim 1 is not novel and does not comply with Article 33(2) of the PCT. Document D2
discloses a machine with two levers. Given the above objection, claim 1 is also considered
to lack an inventive step in light of the described prior art and thus fails to comply with

Article 33(3) of the PCT.



SUB-MENU “LACK OF SUPPORT (WO BOX 8)":

Lack of Support

[ Mo supportinthe present description for subject matter (ALS1)

<]

Claimed characteristic, lacks suppaort in description (ALS

2)

Description fails to provide support for the ulility (ALS4)
Eszential feature (ALSH)

Comprises functional clauses (ALSE)

Claimed range out of operative range [ALSY)

Broader in scope than teaching of the description [(ALSE)
Description refers to claims for completeness (ALSY)

Desired result (ALS10)

1 1 1 71 71 1 71 71

Broad statement at the point of invention (ALS11)

Ok,

The description fails to provide sound line of reasoning (ALS3)

Cancel

3
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SUB-MENU “CLAIMED CHARACTERISTIC, LACKS SUPPORT IN DESCRIPTION (ALS2)":

ALS2 X

Claim nurmkbers) |1

of the second lever

Ik Cancel

After pressing “OK”, the following text is inserted into the form

“Claim 1 does not comply with Article 6 of the PCT because the claimed characteristic of
the second lever lacks proper support in the present description.”

[End of Annex Il and of document]



