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WIPO and CIPO services related to 

patents; Solving disputes internationally; 

Global IP databases; WIPO IP Portal 

Interaction with WIPO and CIPO experts



• Hasan Kleib, Deputy Director General, WIPO

• Doug Milne, Director General (acting), Corporate 

Strategies and Services, CIPO





Protecting your inventions with PCT

• Christine Bonvallet

• Jenna Wilson

• Tania Nish



Christine Bonvallet 

Director

PCT International Cooperation Division

PCT



Lucio Tortola Re-inventing the… Frame



RoundTail Bike Sketch



Lucio’s US Patent Application (2011)

Title of Invention

A BICYCLE FRAME

Abstract
A bicycle frame is provided comprising: two 

substantially concentric rings connected along a 

front portion and flared out at a rear portion to 

enable a rear bicycle wheel to fit there between, the 

two substantially concentric rings enabled to absorb 

strain energy received from at least one of the rear 

wheel and weight from a rider; a seat post for 

receiving a bicycle seat, the seat post extending 

from a top portion of the two substantially concentric 

rings; a rear wheel bracket extending from a bottom 

rear portion of each of the two substantially 

concentric rings for supporting the rear wheel 

between the two substantially concentric rings; a 

bottom bracket located proximal a bottom front 

portion of the two substantially concentric rings, the 

bottom bracket for connecting at least a crank to the 

bicycle frame; a headtube for receiving a front fork; 

and, at least one support for the headtube to 

connect the headtube to the two substantially 

concentric rings.



Paris Convention         Patent Cooperation Treaty (PCT) 

Two Options for Seeking

Multinational Patent Protection
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PCT Coverage – 153 Countries



“The PCT … gives us the 

opportunity to protect our patents 

globally … before determining which 

countries might be most valuable.”

- Shuji Nakamura
Nobel Prize in Physics
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“The PCT helps put innovation into 

practice by providing a simple and 

cost-effective way to file international 

patent applications.”

- Paul Jacobs
CEO, Qualcomm 
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International reach: One application has 

effect in 153 PCT Member States

Postponement of costs: 18 extra months 

before you have to pay for local filings

Information gathering: 18 extra months to 

receive substantive feedback on your 

patent application and to do market 

research and testing

Benefits of the PCT: Wrap Up
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PCT application filings are booming: 

2020: 275,900 filed (+4%)
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Most Foreign Filings are via the PCT
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What did Lucio do?



Paris Convention        Patent Cooperation Treaty (PCT) 

Lucio Chose the PCT





“I'm really excited to unveil my new design to the 

world. Response has been phenomenal, and I can't 

wait for you to join the ROUNDTAIL REVOLUTION!

- Lou Tortola, Inventor.”



WIPO l PCT

www.wipo.int/pct





How Canadian 

innovators use the PCT

Jenna Wilson

Partner, Wilson Lue LLP

36



Why Canadian innovators use PCT

international reach 

+ 

postponement of costs



Why Canadian innovators use PCT

signal serious intention to protect IP



PCT helps defer patent expenses

Filing a PCT application typically adds

5-7K (CAD) in official and professional fees

… but pays off!



Hypothetical example - inclusive of official and professional fees

Paris Convention, no PCT Paris Convention with PCT

Month 0
$8400

drafting and filing US application

$8400
drafting and filing US application

Month 12
+ $14100

filing application in EPO, CN, CA

+ $5200
filing PCT application

Months 14-31
+ $3000 or more

national examination begins

+ $12750
entering EPO, CA, AU

Total $25500+ CAD $26350 CAD

Expenses in the first 31 months (CAD)



PCT streamlines patent examination

knowledge gained in first 30 months

can reduce time + cost 

of national examination



PCT streamlines patent examination

Patent Prosecution Highway (PPH) 



Patent filing strategies

https://www.wilsonlue.com/guide/patent-filing-strategies





CIPO as an International Authority 

– Answers to Common 

Questions and New Activities

Tania Nish

Program Manager – International

Patent Branch

Canadian Intellectual Property Office



CIPO as an International Authority
CIPO

• Receiving Offices for Canadians

International Bureau

• International Searching and Preliminary Examining Authority  = CIPO

• CIPO as an IA: PCT International

Patent Examiners

International (PCT Practice)



Source: WIPO statistics database. Last updated: May 2021

How Many Applications?
International Search Report (Chapter I) International Preliminary Report on Patentability (Chapter II)



Where are the Applications?
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New at CIPO

• Service Fees Act - international fees set by CIPO

• Electronic correspondence:

• Incoming - Patents General Correspondence

• Outgoing - Canada Post epost ConnectTM



What is coming?

• July 1, 2021: CIPO will stop accepting PCT-SAFE created 

applications

• 2022: Standard for biological sequence listings

ST.25 ST.26

“Big Bang” Date



Helpful Resources

CIPO’s PCT Kit: PCT Applicant’s Guide:







WIPO ADR

Heike Wollgast



Resolving IP disputes outside the courts

through WIPO ADR

Heike Wollgast, Head IP Disputes Section 

WIPO Arbitration and Mediation Center



In this session

■ Alternative Dispute Resolution (ADR)

■WIPO mediation and arbitration for IP and 

technology disputes

■WIPO domain name dispute resolution  



What is the difference?

Mediation: mediator assists parties to settle their dispute 
based on their interests

Leaves open court or arbitration options

Arbitration: one or more chosen arbitrators decide the dispute

Enforceable internationally, foreclosing court options



WIPO ADR case areas and settlement rates



Case example:  IT dispute

Software developer and customer in different

countries, software licensing agreement

Fork in the road

Litigation?  

ADR

Contract clause:  WIPO Mediation Followed, in 

the Absence of a Settlement, by Expedited 

Arbitration

Mediation conducted online

Settlement agreement 



What can you expect from the WIPO Center?

■ Administering cases

■ Under WIPO ADR Rules

■ Containing time and costs

■ WIPO eADR – secure, online case  
communication platform (optional)

■ Advanced video-conferencing facilities

■ Good Offices

■ Assisting selection and appointment of mediators, 

arbitrators, experts;  negotiating fees

■ 2,000+ WIPO neutrals from all regions

■ Specialized in IP and IT



How: routes to WIPO ADR

ADR contract clause electing WIPO Rules

WIPO Model Clause Generator

ADR submission agreement electing WIPO 

Rules

Unilateral request for WIPO Mediation by 

one party  (Art. 4)

Recommended clauses and submission 

agreements available online

Parties can choose location, language, and 

law



Clause example for your contract:    
mediation followed by expedited arbitration

"Any dispute, controversy or claim arising under, out of or relating to this contract and any

subsequent amendments of this contract, including, without limitation, its formation, validity, binding

effect, interpretation, performance, breach or termination, as well as non-contractual claims, shall be

submitted to mediation in accordance with the WIPO Mediation Rules. The place of mediation

shall be [specify place]. The language to be used in the mediation shall be [specify language]”

If, and to the extent that, any such dispute, controversy or claim has not been settled pursuant to

the mediation within [60][90] days of the commencement of the mediation, it shall, upon the

filing of a Request for Arbitration by either party, be referred to and finally determined by

arbitration in accordance with the WIPO Expedited Arbitration Rules. Alternatively, if, before the

expiration of the said period of [60][90] days, either party fails to participate or to continue to

participate in the mediation, the dispute, controversy or claim shall, upon the filing of a Request for

Arbitration by the other party, be referred to and finally determined by arbitration in accordance with

the WIPO Expedited Arbitration Rules. The place of arbitration shall be [specify place]. The language

to be used in the arbitral proceedings shall be [specify language]. The dispute, controversy or claim

referred to arbitration shall be decided in accordance with [specify jurisdiction] law."

www.wipo.int/amc/en/clauses



“Cybersquatting” – the abusive 

registration and use of a trademark 

in a domain name by a third party



Uniform Domain Name Dispute Resolution Policy 
(UDRP)

1999:  WIPO-created international ADR procedure

gTLDs (e.g., .com, .org)

new gTLDs (e.g., .online, .xyz)

some ccTLDs (e.g., .cn, .eu)

Allows trademark owners to resolve “clear-cut” cases of 

abusive domain name registration and use 

(“cybersquatting”)

Applies via mandatory domain name registration conditions

Operates outside the courts, but preserves court option



WIPO: the leading global UDRP provider

22 years’ experience

51,000+ cases covering 93,000+ domain names

2020 total:  4,204 cases 

Parties based in 177 countries 

Cases in 21 languages

Paperless filing through WIPO eUDRP

Panelists based in 64 countries



Why do brand owners choose the UDRP?

Significantly quicker and cheaper than court litigation

Two-month average

Fixed fees (USD 1,500)

Paperless filing through WIPO eUDRP

Predictable criteria and results

Decision (transfer) implemented directly by registrar



WIPO Arbitration and Mediation Center

■ Mediation, Arbitration, 

■ Expert determination

■ Domain Name Dispute 
Resolution

■ Queries:  arbiter.mail@wipo.int

■ WIPO ADR webinars: www.wipo.int/amc/en/events/

(past and upcoming)

mailto:arbiter.mail@wipo.int
http://www.wipo.int/amc/en/events/




Global databases for IP

Christophe Mazenc



WIPO’s Global Databases
Christophe Mazenc

Director, Global Databases Division

WIPO



$539 Million







Free access: www.wipo.int

http://www.wipo.int/




Global Brand Database



Global Design Database





Very easy to use













(EN_AB:(( "airplane passenger seat" ) OR ( ( aircraft OR aeroplane OR planes OR airship OR cabins OR aeronautical ) AND ( "passenger chair" OR 

"pasenger seat" OR "passanger seats" OR "front seat passenger" OR "passenger seat" ) ) OR ( "airplane passenger" AND seat ) OR ( ( aircraft OR 

aeroplane OR planes OR airship OR cabins OR aeronautical ) AND ( occupants OR cabins OR individuals OR passanger OR passenger ) AND seat )) 

OR FR_AB:(( ( avion OR aéronef OR dirigeable OR aéronautique OR cabines OR aérostat ) AND ( "siège de passager" OR "siège passager" OR "siège

pour passager" OR "siège de personnes" OR "banquette pour passagers" OR "siège pour passagers" ) )) OR DE_AB:(( Fluggastsitzes )) OR ES_AB:(( ( 

aeronave OR avión OR cabinas OR "presion aplicada" OR aeoronave OR aéreo ) AND ( "asiento de pasajeros" OR "asiento de un pasajero" OR 

"asiento de viajero" OR "asiento de acompaante del conductor" OR "asiento para pasajeros" OR "asiento de ocupante de vehículo" ) )) OR PT_AB:(( ( 

aeronave OR aviões OR avião OR aviço OR cabina OR "avi es" ) AND ( "assento de passageiro" OR "assento para passageiros" OR "banco de 

passageiros para avião" OR "cadeira de passageiro" ) )) OR JA_AB:(( ( "航空機" OR "飛行機" OR "飛行船" OR "航空" OR "常用制動機" OR "キャビン" ) 

AND ( "乗客用座席" OR "旅客座席" OR "乗物用シート" OR "1人シ" OR "助手席インヴィジブルエアーバック" OR "乗客シート" ) )) OR RU_AB:(( ( 

самолет OR схемы OR "элементов самолета" OR компоновка OR узел OR пол ) AND ( "пассажирского кресла" OR "пассажирское сидение" OR 

"пассажирских кресел" OR "пассажирское кресло транспортного" OR "сиденье для пассажиров" OR "сиденье пассажира" ) )) OR ZH_AB:(( ( "飞行
器" OR "飞机" OR "航空器" OR "飞艇" OR "充气艇" OR "飞行" ) AND ( "副驾驶员座椅" OR "乘客座" OR "前座乘员" ) )) OR KO_AB:(( ( 항공기 OR 항공기
용 OR 가지는항공기용 OR 및초음속비행기 OR 달 OR aprovisionamiento ) AND ( "있어서조수석시트의" OR 승객석의 OR "조수석시트벨트" OR "승객
시트의" OR "승객용좌석" OR "조수석탑승자" ) )) OR IT_AB:(( ( aeromobile OR carrelli OR velivolo OR passeg OR sezione OR aeroplani ) AND ( 

"sedile del passeggero" OR "poltrone passeggeri" OR "sedile per passeggeri" ) ) OR ( ( aeromobile OR carrelli OR velivolo OR passeg OR sezione OR 

aeroplani ) AND ( passeggeri OR mezzi OR cabine OR occupanti OR autovetture OR abi ) AND ( sedile OR poltrona OR retralione OR seduta ) )) OR

SV_AB:(( ( frysa OR flygplan OR luftfartyg OR luft OR spec OR flygfarkoster ) AND ( passagerarstol OR "vid passagerarsaete" OR "vid passagerarsäte" 

OR passagerarsits ) ) OR ( ( frysa OR flygplan OR luftfartyg OR luft OR spec OR flygfarkoster ) AND ( passagerarbrygga OR skydd OR kabin OR hytten

OR saett OR teckande ) AND ( säte OR sits OR sete OR saete OR stöd OR anordning ) )) OR NL_AB:(( ( vliegtuigen OR vliegtuigvleugel OR 

luchtvaartuig OR zwaartepunt OR waarschuwingsstelsel OR hiervan ) AND "voertuig personenauto beweegt" ) OR ( ( vliegtuigen OR vliegtuigvleugel OR 

luchtvaartuig OR zwaartepunt OR waarschuwingsstelsel OR hiervan ) AND ( aansluitstuk OR personenauto OR samenstel OR bevinden ) AND ( zitvlak

OR stoel OR zitplaats OR dergelijke OR alsmede OR daarop ) )) OR PL_AB:(( ( "statek powietrzny" OR przetaczania OR powietrznego OR samolot OR 

aerostatki OR wielostopniowy ) AND "fotel pasażera" ) OR ( ( "statek powietrzny" OR przetaczania OR powietrznego OR samolot OR aerostatki OR 

wielostopniowy ) AND ( pasażerskiej OR osobowego OR pasażera OR kabiny ) AND ( fotel OR fotela OR siedzenia OR osadzenia OR odcinania OR 

siedzisko ) )) OR DA_AB:(( ( fly OR luftfartøj OR flyvemaskine OR installationsmodul OR luftfartoejer OR udskydning ) AND ( passagersæde OR 

passagerstol OR "sæde til passagerer" ) ))) AND ICF:(B60 OR B62 OR B64 OR C06B)















WIPO’s Global Databases: what for?

To get insights if a new IP right can be applied for

To avoid infringing 

To obtain deep specific technical knowledge not available in other knowledge 

dissemination media 

To perform technological watch on new trends

To acquire business knowledge about your competitors and possible partners 

(e.g. licensing options)

To perform valuation of companies  and build investment strategies in the 

stock market

To find agents to help you in your IP journey

To avoid doing business with companies infringing IP rights

…



Free webinars
https://www.wipo.int/meetings

https://www.wipo.int/meetings




WIPO IP Portal

Grégoire Bisson





Unified navigation



Single sign-on



Customizable dashboard of widgets



Personal messages inbox



https://ipportal.wipo.int/

https://ipportal.wipo.int/




Your 
Questions 
Answered



roving.seminars@wipo.int

IC.contact-contact.IC@canada.ca



 Link to the recorded session

 Q&A sheet

 Feedback survey



 Visit us at: www.wipo.int/

 Email us at: roving.seminars@wipo.int

 Sign up for newsletters at www.wipo.int/newsletters

 Social network with us using

http://www.wipo.int/
http://www.wipo.int/newsletters


• Visit us at: www.cipo.gc.ca

• Email us at: 

IC.contact-contact.IC@canada.ca

• Take advantage of our free IP 

course material at 

canada.ca/ip-for-business

• Social network with us using

http://www.cipo.gc.ca/
mailto:IC.contact-contact.IC@canada.ca
http://www.canada.ca/ip-for-business



