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WIPO 

“Promuovere 

innovazione e creatività 

attraverso lo sviluppo di 

un sistema di proprietà 

intellettuale (PI) 

equilibrato ed efficace, a 

vantaggio di tutti.“ 

MISSIONE 



Fatti su WIPO 

STATI MEMBRI: 189 

 

OSSERVATORI: + 390 (ONG, OIG, gruppi industriali, 

etc.) 

 

PERSONALE: ca. 1200  

 

TRATTATI AMMINISTRATI: 26  

 

PRINCIPALI ORGANI DIRETTIVI: Assemblee Generali, 

CC, Conferenza WIPO 



PRESENZA DELL’OMPI NEL MONDO 

Ginevra HQ 
Giappone Cina 

Singapore 

Brasile 

USA 

Russia 



Orientamento ai servizi e allo sviluppo  

Sviluppo Economico 

Attività 

normativa 

Servizi per 

l’industria 

Infrastruttura 

globale 



Trattato di Singapore sul Diritto dei Marchi (2006) 

Trattato di Marrakech Treaty per facilitare l’accesso  ai testi pubblicati alle 

persone con incapacità visive 

1. Sviluppi Normativi 



Centro 
Arbitrato e 
Mediazione 

OMPI 

Sistema 

de l’Aja 

(Disegni 
Industriali) 

Sistema 
Madrid 

(Marchi) 

Trattato 
Cooperazione 

sui Brevetti  

2. Servizi di punta a livello globale 



3. Infrastruttura globale di PI 

 

Trattamento 
della 

informazioni 

Plattaforme 

Archivi 
Informatici 



Divisione Affari Economici e 

Statistici 
La Divisione svolge analisi 

economica e statistica sull’utilizzo 

dei servizi dell’OMPI 

Questo approccio migliora 

anche l’analisi sullo sviluppo 

della PI in generale  

L’analisi riflette il 

crescente consenso 

sull’importanza degli 

aspetti economici 

della PI  



I principali studi economici sulla 

proprietà intellettuale 



I principali studi economici sulla 

proprietà intellettuale 

 



I principali studi economici sulla 

proprietà intellettuale 

 



I principali studi economici sulla 

proprietà intellettuale 

 



 

 

Profilo paese 



L’indice « Global Innovation » 

      Classifica 2016      Classifica 2017 

1. SWITZERLAND 

2. SWEDEN 

3. UNITED KINGDOM 

4. UNITED STATES OF AMERICA 

5. FINLAND 

6. SINGAPORE 

7. IRELAND 

8. DENMARK 

9. NETHERLANDS 

10. GERMANY 

11. KOREA, REPUBLIC OF 

12. LUXEMBOURG 

13. ICELAND 

14. HONG KONG (CHINA) 

15. CANADA 

29. ITALY 

1.  SWITZERLAND 

2. UNITED KINGDOM 

3. SWEDEN 

4. NETHERLANDS 

5. UNITED STATES OF AMERICA 

6. FINLAND 

7. SINGAPORE 

8. IRELAND 

9. LUXEMBURG 

10. DENMARK 

11. HONG KONG (CHINA) 

12. GERMANY 

13. ICELAND 

14. KOREA, REPUBLIC OF 

15. NEW ZEALAND 

29. ITALY 

 



  
Strengths Challenges 

Institutions 
1. Cost of redundancy dismissal, 

salary weeks 

Human capital & 

research 2.   Global R&D companies  1.    Expenditure on education 

Infrastructure 
3.    Government’s online service 

4.    E-participation  

5.    ISO 14001 environmental   

certificates 

Market sophistication 

6.    Domestic market scale 
  2.    Ease of getting credit  

  3.    Market capitalization 

Business 

sophistication 
7.    State of cluster development 

  4.     Females employed w/advanced   

degrees 

  5.     JV–strategic alliance  

Knowledge & 

technology outputs 8.    Citable documents H index  

9.    Computer software spending 

10.  ISO 9001 quality certificates/ 

6.   Growth rate of PPP$ GDP/worker 

 

Creative outputs 
11. Industrial designs by origin 

 

   7.     ICTs & organizational model 

creation 



Uno sguardo alle statistiche 
Le domande di brevetto sono cresciute di circa il 2,6% tra il 2007 and il 2014* 

Le domande di marchi sono cresciute di circa il 29% tra il 2009 e il 2014 * 

Le domande di disegno industriale sono cresciute di circa il 27% tra il 2008 e 

il 2014 * 

 
Domande titoli PI e crescita economica  

dal 2000 al 2015 

*IP Filings (Resident + Abroad, Including Regional) 



Domande italiane attraverso servizi 

OMPI 



Conclusioni 

 

 

   PCT (Brevetti) 

 

 

   Madrid (Marchi) 

 

 

   l’Aja (Disegni industriali) 



 

• Twitter: @wipo 
 

• WIPO Magazine 

www.wipo.int/wipo_magazine/en/ 
   

• WIPO Wire: 

 www.wipo.int/newsletters/en 
 

• Comunicati stampa 

www.wipo.int/pressroom/en/  
 

 

 

 

Seguiteci su: 

 





The Patent Cooperation Treaty 

(PCT):  Introduction and Future 

Developments 

Brescia, Italy, April 10, 2018 

Ms. Silke Weiss, Program Officer 

PCT Legal Division, WIPO 



Topics 

Invention and Patent 

Introduction to the PCT System 

PCT Procedure 

Advantages of the PCT System 

Contracting States  

Statistics 

Information and Training 

 



Invention and Patent 



Invention - Patent 
Invention: 

In general: a new technical solution to a problem 

More specific: 

a product or process, which is  

novel,  

involves an inventive step (non-obvious), and 

is industrially applicable (useful). 

 

Patent: 

 It consists of a set of exclusive rights granted by a sovereign state for 

an invention.  

Territorial right 

Protection for a limited period (usually 20 years from the filing date) 

Exclusive right to prevent others from making, using, selling, 

distributing or importing the invention without the patent owner’s 

consent 



History of Patents 

Origin of the word “patent”: 

lat. litterae patentes‚ open letter‘ (a letter from a sovereign issued 

granting rights or privileges) 

Latein verb “pateo”:  to lie open  

History: 

Venetian Statute of 1474  (the first Patent Act in the world) 



Introduction to the PCT System 



Traditional Patent System under the 

Paris Convention 

Local patent application followed within 12 months by 

multiple foreign applications claiming priority under the Paris 

Convention (1883) 

Multiple formality requirements, searches, publications, 

examinations, prosecutions 

Translations and national fees at 12 months 

0 12 

File 

application 

locally 

File 

applications 

abroad 

(months)    



What is the PCT? 

An international treaty facilitating the process of seeking 

patent protection internationally 

An efficient and advantageous simplify procedure for 

obtaining patent protection in many countries 

Signed in June 1970 and became operational in 

June 1978 with 18 Contracting States 

Entered into force in Italy on March  28, 1985  

Currently 152 Contracting States 



40 Years of the PCT 

24 January 2018:  40th anniversary of the entry into force of 

the Patent Cooperation Treaty (PCT) 



Putting Innovation into Practice 

The PCT is a global solution for the world’s innovator 

 

 One international patent application  

 One form 

 One language  

 One office 

 One set of fees 

 

Has the effect of a regular national filing in each Member 

State 



Traditional Patent System vs.  

PCT System 

0 12 

File local  

application 

File 

applications 

abroad 
(months) 

Traditional 

(months) 

 

File PCT 

application 

12 30 

International  

search report & 

written opinion 

16 18 

International 

publication 

(optional) 

File demand for 

International 

preliminary 

examination 

 

File local 

application 

 

Enter 

national 

phase 

22 28 

(optional) 

International  

preliminary 

report on 

patentability 

PCT 0 

Fees for: 

- translations 

- Office fees 

- local agents 

Fees for: 

- translations 

- Office fees 

- local agents 



General remarks on the PCT system (1) 

Only inventions may be protected via the PCT 

The PCT system is a patent “filing” system, not a patent  

“granting” system.  There is no “PCT patent” 

The decision on granting patents is taken exclusively 

by national or regional Offices in the national phase 

 



General remarks on the PCT System (2) 

The PCT system provides for 

an international phase comprising: 

filing of the international application 

international search and written opinion of the ISA 

international publication 

a national/regional phase before designated Offices 

 



PCT Procedure 



Overview of the PCT system  



The PCT System 

 

(months) 

File PCT 

application 

12 0 30 

International  

search report 

& written 

opinion 

16 18 

International 

publication 

(optional) 

File 

 demand for 

International 

       preliminary 

      examination 

 

File local 

application 

 

Enter 

national 

phase 

22 28 

(optional) 

International  

preliminary 

report on 

patentability 

Typically a national 

patent application in 

the home country of 

the applicant 



(months) 

File PCT 

application 

12 0 30 

International  

search report 

& written 

opinion 

16 18 

International 

publication 

(optional) 

File 

 demand for 

International 

       preliminary 

      examination 

 

File local 

application 

 

Enter 

national 

phase 

22 28 

(optional) 

International  

preliminary 

report on 

patentability 
Typically filed in same 

national patent office--one 

set of fees, one language, 

one set of formality 

requirements--and legal 

effect in all PCT States 

The PCT System 

 



Competent receiving Office depends on the nationality 

 and residence of the applicant(s)  

With a national Office 

With a regional Office 

With the International Bureau of WIPO 

Where to file the PCT application 

RO/IB 

EPO 

Italian PTO  (UIBM) 



The Italian Receiving Office  

Applicants:  

Nationals and residents of Italy  

Accepted languages:  

English, French, German or Italian (request in 

English, French or German) 

Fees: 

Transmittal fee:  EUR 33,99 

International filing fee:  EUR 1,163 

 



What does a PCT application 

contain? 

Request (petition to be processed according to the PCT) 

Description (discloses the invention) 

One or more claims (define the matter) 

Drawings (where necessary) (illustrates invention) 

Abstract (summary of the disclosure) 



Content of a PCT application 

Request 

Description 

Claims 

Drawings 

Abstract 



(months) 

File PCT 

application 

12 0 30 

International  

search report 

& written 

opinion 

16 18 

International 

publication 

(optional) 

File 

 demand for 

International 

       preliminary 

      examination 

 

File local 

application 

 

Enter 

national 

phase 

22 28 

(optional) 

International  

preliminary 

report on 

patentability 

Report on state of 

the art (prior art 

documents and their 

relevance) + initial 

patentability opinion 

The PCT System 

 

Helps applicant to know whether  

he is likely to obtain a patent 



The ISAs are the following 23 offices:  

 
Australia   Japan 

Austria    Nordic Patent Institute 

Brazil    Republic of Korea 

Canada    Russian Federation   

Chile     Singapore  

China    Spain  

Egypt    Sweden 

European Patent Office  Turkey  

Finland    Ukraine  

India    United States of America  

Israel    Visegrad Patent Institute  
 

 PCT International Searching Authorities 

PCT Assembly 2017:   

Appointment of the Intellectual Property Office of the 

Philippines as PCT ISA/IPEA (not yet operational) 



Example of an ISR 

Documents relevant 

to whether or not 

your invention may 

be patentable 

Symbols indicating 

the relevance of the cited 

prior art to the  patentability 

of the international 

application (for example, 

novelty, inventive step, etc.) 

The claim numbers 

in your application to 

which the document is 

relevant 



Example of the Written Opinion 

Patentability 

assessment 

 of the claims 

Reasoning 

supporting the 

assessment 



(months) 

File PCT 

application 

12 0 30 

International  

search report 

& written 

opinion 

16 18 

International 

publication 

(optional) 

File 

 demand for 

International 

       preliminary 

      examination 

 

File local 

application 

 

Enter 

national 

phase 

22 28 

(optional) 

International  

preliminary 

report on 

patentability 

By the International 

Bureau of WIPO - 

disclosing application 

to the world in 

standardized way 

The PCT System 



Ultra-rapid air vehicle  (WO2011076706) 

International Business 

Times (4/8/2015):  

“Airbus patents hypersonic 

jet that could finish London-

New York trip in 1 hour” 

 

The jet could travel at 4.5 

times the speed of sound, fly 

at an altitude of 30,000 m. 

 

 

 



(months) 

File PCT 

application 

12 0 30 

International  

search report 

& written 

opinion 

16 18 

International 

publication 

(optional) 

File 

 demand for 

International 

       preliminary 

      examination 

 

File local 

application 

 

Enter 

national 

phase 

22 28 

(optional) 

International  

preliminary 

report on 

patentability 

Request an additional 

patentability analysis on the 

basis of an amended 

application 

The PCT System 

Allows applicant to correct 

defects or refute arguments 

in written opinion  



(months) 

File PCT 

application 

12 0 30 

International  

search report 

& written 

opinion 

16 18 

International 

publication 

(optional) 

File 

 demand for 

International 

       preliminary 

      examination 

 

File local 

application 

 

Enter 

national 

phase 

22 28 

(optional) 

International  

preliminary 

report on 

patentability 

Additional patentability 

analysis, designed to assist 

in national phase decision-

making 

The PCT System 



(months) 

File PCT 

application 

12 0 30 

International  

search report 

& written 

opinion 

16 18 

International 

publication 

(optional) 

File 

 demand for 

International 

       preliminary 

      examination 

 

File local 

application 

 

Enter 

national 

phase 

22 28 

(optional) 

International  

preliminary 

report on 

patentability 

Express intention 

and take steps to 

pursue to grant in 

selected states 

The PCT System 



Decisions to be taken by the 

applicant 

Whether 

to proceed with or drop the international application ? 

When 

At the end of 30 months (in some cases 31 or more) 

Early entry ? 

Where (choice limited to designated/elected Offices 

which national Office 

which regional Office 

Grant (or refusal) of a patent by national or regional 

Offices 

 



Advantages of the PCT System 

 



Summary of the Advantages 
The PCT, as the cornerstone of the international patent system, provides a 

worldwide system for simplified filing and processing of patent applications, 

which 

1. Brings the world within reach (“Internationalization” of a single PCT 

 application providing near global geographical coverage) 

2. Time delay (additional time for decision) 

3.  Cost deferral (postpones the major costs associated with seeking 

 multinational patent protection: 

• cost of translations 

• local patent agent fees 

• local patent Office fees 

4. Patentability assessment (provides a strong basis for patenting decisions) 

5. Harmonizes formal requirements 

6. Protects applicants from certain inadvertent errors 

7.  Avoiding errors and fee reduction through possibility of electronic filing 

 

 



Contracting States 



The PCT in 1978 – 18 Member States 



PCT Coverage Today 

152 PCT Contracting States 



Countries not yet PCT  

Contracting States (41) 
Afghanistan 

Andorra 

Argentina 

Bahamas 

Bangladesh 

Bhutan 

Bolivia 

Burundi 

Cabo Verde 

Democratic Republic of 

Congo 

Eritrea 

Ethiopia 

Fiji 

Guyana 

Haiti 

Iraq 

Jamaica 

Kiribati 

Lebanon 

Maldives 

Marshall Islands 

Mauritius 

Micronesia 

Myanmar 

Nauru 

Nepal 

Pakistan 

Palau 

Paraguay 

Samoa 

Solomon Islands 

Somalia 

South Sudan 

Suriname 

Timor-Leste 

Tonga 

Tuvalu 

Uruguay 

Vanuatu 

Venezuela 

Yemen 



Statistics 



PCT Applications (2017) 

2017: ~243,500 PCT applications (+4.5%)  



International Applications received 

by Country of Origin (2017)  

0

10,000

20,000

30,000

40,000

50,000

60,000

US CN JP DE KR FR GB CH NL SE IT CA AU IL IN

Asia:   49.1% 

Europe:   24.9% 

North America:  24.3% 

 



Top 10 PCT Applicants (2017)  

  CN         CN         US         JP          JP         KR         CN         KR         JP         SE     



Top 5 Fields of Technology 
 

 

                                                                        

                       

                                                             

                                                          



Top PCT Applicants from Italy in 2016 



Patent Applications by Top Fields of 

Technology - Italy (2007 - 2016) 



Information and Training 



Training Options 

PCT-Geneva seminar every September/October 

On-site seminars in various locations around the world 

Distance Learning Course 

Basic course available in all 10 publication languages 

Advanced course coming soon 

Webinars 

Regular updates on latest developments in the PCT 

system in all 10 PCT publication languages 

Topic-specific (e.g. ePCT) 

YouTube Videos (“Learn the PCT”) 

29 short videos about individual topics 

Customized training on request 



Where To Get Help 

For further information about the PCT 

PCT Website at http://www.wipo.int/pct/en/ 

PCT Yearly Review at: 

http://www.wipo.int/pct/en/activity/  

 

PCT Information Service 

Telephone: (+41-22) 338 83 38  

E-mail: pct.infoline@wipo.int 

http://www.wipo.int/pct/en/
http://www.wipo.int/pct/en/
http://www.wipo.int/pct/en/
http://www.wipo.int/pct/en/activity/
http://www.wipo.int/pct/en/activity/


The Madrid System 
International Registration of Trademarks 

The Hague System 
International Registration of Industrial Designs 

 

Brescia, Italy, April 10, 2018 

Ms. Alexandra Grazioli, Director, Lisbon 

Registry, Law and Legislative Advice Division, 

Brands and Designs Sector, WIPO  



 

 

The Madrid System  

for the International Registration  

of Marks 

 



General Overview of the Madrid System 

Basic features and advantages 

How the System works 

Going global – geographical scope 

Some statistics 

Latest developments and  
upcoming features 



Trademarks 

What can be protected? 

  



It begins with a trademark and a plan 

to export… 



Protection Options 

…Then a choice must be made regarding the 

best way to protect your trademark/s abroad: 

The national route: file trademark application/s 

with the IP Office of each country in which you 

want protection 

The regional route: apply through a regional 

trademark registration system with effect in all 

member states (ARIPO, Benelux Office for IP, 

EUIPO and OAPI) 

The international route: file through  

the Madrid System 



The International Route 

The international route through the Madrid 

System may be the preferred option when you: 

Seek protection in multiple markets,  

particularly if these are in different regions 

Want flexibility to add new markets  

as your export plans develop 

Have limited budget and/or time  

to spend on registration and management  

of your trademarks 



The Madrid System is Convenient 

Access a centralized filing and  

management procedure 

File one application, in one language  

and pay one set of fees for protection  

in multiple markets 

Expand protection to new markets as your 

business strategy evolves 

 



The Madrid System is Cost-Effective 

File an international application,  

which is the equivalent of a bundle  

of national applications, effectively  

saving time and money 

Avoid paying for translations  

into multiple languages or working  

through the administrative procedures  

of multiple IP Offices 

 



The Madrid System is Global 

Currently: 116 countries covered by the 100 members 
 

Markets that represent more than 80% of world trade 
 

Recent accessions include: 

2014: OAPI and Zimbabwe 

2015: Algeria, Cambodia, The Gambia and 

             Lao People’s Democratic Republic 

2016: Brunei Darussalam 

2017: Thailand, Indonesia 

 

 

 



Members of the Madrid System  

*All are party to the Protocol, the governing 

 treaty, while 55 are also party to the Agreement 

100 members* (including EU and OAPI)  

covering 116 countries 



Accession Outlook 2018/19 

114 members* (including EU and OAPI)  

covering 130 countries 



Accession Outlook – 2017/19 

Africa:  Ethiopia, Malawi, Mauritius, South Africa 

Arab region: Jordan, Saudi Arabia 

Asia: Malaysia, Papua New Guinea, Samoa, Sri 

Lanka  

Europe: Malta 

Latin America and the Caribbean: Barbados, 

Brazil, Costa Rica, El Salvador, Jamaica, Trinidad 

and Tobago 

North America: Canada  



Legal Framework 

Madrid Agreement (1891)  

Madrid Protocol (1989)  

Common Regulations  

Administrative Instructions 

 

Laws and Regulations of each Contracting 

Party 

 See: http://www.wipo.int/madrid/en/legal_texts/ 

http://www.wipo.int/madrid/memberprofiles/#/  

 

http://www.wipo.int/madrid/en/legal_texts/
http://www.wipo.int/madrid/memberprofiles/#/


Madrid System Users: Business 

Sectors 

Madrid System users come from all corners 

of the globe and represent a broad  

cross-section of industries 

 



Top Five Classes 



Madrid System Users: Business Size 

Individual entrepreneurs, small and large 

businesses find the Madrid System to be a 

convenient and cost-effective means to protect 

marks in key markets throughout the world 

 



Top Applicants  

# Name Origin Applications 

1  L'ORÉAL France 198 

2  RICHTER GEDEON NYRT. Hungary 117 

3  ADP GAUSELMANN GMBH  Germany  104 

4  NOVARTIS AG  Switzerland  96 

5  ABERCROMBIE & FITCH EUROPE SA  Switzerland  82  

6  APPLE INC.  US  74 

7  BRILLUX GMBH & CO. KG  Germany  73 

7 

 KRKA, TOVARNA ZDRAVIL, D.D.,  

 NOVO  MESTO 
Slovenia 73 

8 

 BAYERISCHE MOTOREN WERKE   

 AKTIENGESELLSCHAFT 
Germany 70 

9  AUCMA COMPANY LIMITED China 62 

9  JANSSEN PHARMACEUTICA N.V. Belgium 62 



More than 1.3 Million  

International Registrations 

This LONGINES mark is the oldest 

trademark still in effect  

Registered in Switzerland in 1889, 

internationally in 1893 

SKINSTUDIO is international 

trademark registration 1.3 million 

Registered in Singapore in 2015,  

internationally in 2016 



How the Madrid System Works 

The International Trademark Registration Process 

 



Costs 

Fees are payable to WIPO in Swiss francs 

Basic fee*: 

653 Swiss francs – b/w reproduction of mark 

903 Swiss francs – color reproduction of mark 

Fees for designated Contracting Parties (dCP) 

Standard fees: 
- complementary (100 Swiss francs per dCP) and 
- supplementary (100 Swiss francs  
                                              per class beyond 3) 

 OR 

Individual fees where this is declared  
 

 

 

* Applicants from Least Developed Countries benefit from a 90% reduction in the basic fee 

http://www.unohrlls.org/about-ldcs/


Timeline 

The International Trademark Registration Process 

Basic 

application 

or 

registration 

Date of 

International 

Registration 

Substantive 

examination 

IRN 

Certificate 

Recorded at 

WIPO and 

communicated 

Office of 

Origin 
WIPO Designated 

Office 

Decision of 

designated 

Office: Grant or 

Refusal 

Time limit for 

provisional 

refusal 

12 or 18 months 2 months 2 – 3 months 

10 years 

Maintenance:

Renewal 

every 10 

years 



Website and E-Services 

The Madrid Website provides information on 

how to search before filing, file an 

application, monitor and manage 

registrations, and how to pay fees. 

Madrid E-Services are available to assist 

users at each stage of their mark’s lifecycle.  

 

http://www.wipo.int/madrid/en/how_to/search/
http://www.wipo.int/madrid/en/how_to/file/
http://www.wipo.int/madrid/en/how_to/file/
http://www.wipo.int/madrid/en/how_to/monitor/
http://www.wipo.int/madrid/en/how_to/manage/
http://www.wipo.int/madrid/en/how_to/manage/
http://www.wipo.int/about-wipo/en/finance/madrid.html
http://www.wipo.int/madrid/en/#eservices
http://www.wipo.int/madrid/en/#eservices
http://www.wipo.int/madrid/en/#eservices


Global Brand 
Database  

 search 
existing 
marks from 
national & 
international 
sources 

 trademarks, 
appellations 
of origin and 
official 
emblems 

Madrid Monitor   

 track real-
time status of 
registration 

 watch 
competitors’ 
marks  

 e-alerts  

 consult the 
WIPO Gazette 

Madrid 
Portfolio 
Manager  

 access 
documents 

 request 
changes  

 modify, 
designate & 
renew 

 pay fees 

 obtain 
extracts  

Madrid Goods 
& Services 
Manager   

 compile a list 
of approved 
goods & 
services 
terms in 18 
languages  

Member 
Profiles 
Database  

Fee Calculator 

E-Services 

http://www.wipo.int/branddb/en/
http://www.wipo.int/branddb/en/
http://www.wipo.int/branddb/wo/en/
https://www3.wipo.int/mpm
https://www3.wipo.int/mpm
https://www3.wipo.int/mpm
http://www.wipo.int/mgs/index.jsp?lang=en
http://www.wipo.int/mgs/index.jsp?lang=en
http://www.wipo.int/mgs/index.jsp?lang=en
http://www.wipo.int/madrid/memberprofiles/#/
http://www.wipo.int/madrid/memberprofiles/#/
http://www.wipo.int/madrid/memberprofiles/#/
http://www.wipo.int/madrid/en/fees/calculator.jsp
http://www.wipo.int/madrid/en/fees/calculator.jsp


International Applications 



Key Figures (2017) 

Description Number Growth 

International applications  52,550 +7.2% 

International registrations (IRs) 44,726 -13.9% 

Designations in international applications 353,268 +6.2% 

Subsequent designations in IRs 45,633 -5.7% 

Renewals of IRs 29,546 +2% 

Active IRs 641,587 +2.5% 

Active designations in IRs 5,688,043 +0.4% 

Overall Madrid share (non-resident 

trademark filing, Madrid members only) 63% -2% point 

Contracting Parties (Madrid members) 100 +2 

Countries covered 116 +2 



General Profile  2016 

44,726 International Registrations 

Average Number of Designations 6.7 

Average Number of Classes 2.47 

Average Fee CHF 2,968 

All Fees 70% < CHF 3,000 



Top Ten Filing Origins 

2016:  Italy #6 with a 5.7% growth 

2017:  Italy #7 with a 6,6% decrease 



Top 10 Designated  

Contracting Parties (2017) 
22,956 

22,527 
21,965 

15,242 15,136 

14,259 
13,797 

11,921 11,757 

9,412 

EU China U.S. Russian
Federation

Japan Switzerland Australia India Republic of
Korea

Mexico

+5.6% 
-0.3% 

+3.2% 

+1.2% +2.4% 
+0.1% 

+4.9% 

+5.3% +4.3% 

+2.1% 



International Applications and 

Registrations: Italy 
International Applications and Registrations by Office of Origin:  Italy 
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2,118 2,070 
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1,948 
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Applications Registrations



Top Designated Contracting Parties: 

Italian Holders 

Others 
6,470 
49% 

United 
States of 
America 

1082 
8% 

China 
1081 
8% 

Russian 
Federation 

867 
7% 

European Union 
831 
6% 

Switzerland 
685 
5% 

Japan 
636 
5% 

Republic of Korea 
420 
3% 

Turkey 
416 
3% 

Australia 
385 
3% 

India 
373 
3% 

Designations in 

international 

registrations & 

subsequent 

designations by 

DCPs, Country of 

Holder: Italy (2016) 



Designations of 

Italy in 

international 

registrations & 

subsequent 

designations by 

Country of Holder 

(2016) 

Designations of Italy by  

Country of Holder 

Others 
467 
19% 

China 
585 
24% 

France 
331 
13% 

Switzerland 
223 
9% 

Germany 
207 
8% 

United 
States of 
America 

187 
8% 

Turkey 
122 
5% 

Russian 
Federation 

109 
4% 

Austria 
94 
4% 

Republic of 
Korea 

77 
3% 

Benelux 
65 
3% 



Top Applicants 2016 (Italy) 

Applicant 2016 

# Applications 

BULGARI S.P.A 

 

19 

ISKO S.R.L. 
 

18 

SOCIETA AGRICOLA CIU CIU DI BARTOLOMEI 

MASSIMILIANO E BARTOLOMEI WALTER S.S. 
 

16 

FIDIA FARMACEUTICI S.P.A. 
 

14 

IVECO S.P.A. 
 

13 



Recent Developments 

Rules Changes in the Common Regulations 

Classification Guidelines 

WIPO Current Account 

Madrid Monitor:  it integrates ROMARIN, 

the WIPO Gazette, Madrid E-Alert  

and Real-time Status 

Member Profiles Database 

New Contact Madrid service (online form) 

November 1, 2017 

 

 

 

 

http://www.wipo.int/madrid/en/news/2016/news_0011.html
http://www.wipo.int/romarin/search.xhtml
http://www.wipo.int/madrid/gazette/
https://www3.wipo.int/mea/
https://www3.wipo.int/mea/
https://www3.wipo.int/mea/
http://www.wipo.int/mrs/IndexController
http://www.wipo.int/mrs/IndexController
http://www.wipo.int/mrs/IndexController
http://www.wipo.int/madrid/memberprofiles/#/
http://www.wipo.int/madrid/en/contact/


Rule changes (2017 & 2019) 

 
Changes to the Common Regulations adopted  

by the Madrid Union Assembly (after 

reccommendation by the Working Group for  

the Legal development of the Madrid System) 

 

Entry into force of the most recent changes; 

July 1, 2017 

November 1, 2017 

February 1, 2019 



Classification Guidelines 

Purpose – to decrease  

irregularities 

Describes WIPO classification  

practices 

Divided into three sections: 

General information – Nice Classification and 

Madrid  

Classification principles applied by WIPO 

Practical information on the acceptable format 

to list indications of goods and services 



WIPO Current Account Changes 

No minimum number of transactions 

Initial payment of CHF 2,000 

Minimum balance: notification sent to users 

if balance is less than CHF 200 

A form to open the account available  

on the website 

Email address required 

Account statement sent by email only 



NEW – Contact Madrid 

Single point of 

contact 
Standardized 

input data 

 

Mandatory fields 

Input fields allow 

better 

understanding of 

needs  

 

 

Quick & 

automated 

distribution to 

relevant team 

 

Speedy processing 

of requests 



Contact Madrid: from Nov. 2017 

intreg.mail@wipo.int 

madrid.team1@wipo.int 

madrid.team3@wipo.int 

madrid.team2@wipo.int 

WIPO contact us 

madrid.records@wipo.int 

Closed Dec 2017 

Closed Nov 2017  

Contact Madrid 

WIPO fax Closed April 1, 2018 



Where to Access Contact Madrid 

http://www.wipo.int/madrid/en/#contact 

 

 

http://www.wipo.int/madrid/en/#contact
http://www.wipo.int/madrid/en/#contact


Keep Updated on the Madrid System 

Visit the Madrid Website 

    www.wipo.int/madrid/en 

Register to free 

    Madrid Webinars    

Subscribe to Madrid Notices,  

our legal and news updates 

Sign up for Madrid Highlights 

http://www.wipo.int/madrid/en
http://www.wipo.int/madrid/en/news/2017/news_0011.html
https://www.wipo.int/newsletters/en/
https://www.wipo.int/newsletters/en/


The Hague System  

for the International Registration of 

Industrial Designs 



General Overview of the Hague System 

Basic features and advantages 

 How the Hague System works 

Going global – geographical scope 

Some statistics 

Latest developments and  
upcoming features 



Industrial Designs 

DM/097114 DM/090520 

DM/097600 DM/083330 



Why Protect Industrial Designs? 

Exclusive right to prevent 
unauthorized copying or 
imitation of the product 

Strengthening 
competitive positions of 

the company 

Profitability [Fair return] 
on investment made in 
creating and marketing 

the product 

Encouraging fair 
competition and honest 

trade practices  

Protection of 
industrial 
designs 



Hague System:   

A Simple But Timeless Concept 

The centralized acquisition  
and maintenance of industrial design rights  

by filing a single international application  
for a single international registration  

with effect in one or more  
designated  

Contracting Parties 

 



Independent filings vs. Hague Route 
Direct/Paris Route 

The Hague System 

                                                                                                                     
                    

                                                                                                                      

                                                                                                                       
 

                                                Industrial design applications         National/Regional IP Office(s)               Registrations               
 
 
 
 

Industrial 
designs 

                                                                                                               
                         
 

                                 Industrial design application                               International registration                                                  National/Regional IP Office(s)                
 

Industrial 
designs 

International 
Designs 
Bulletin 



Main Features of the Hague System 

Simplicity  

The Hague System enables holders to obtain protection  
for their designs with a minimum of formality  

Cost-effectiveness 

Payment of a single set of fees in one currency 

Efficiency 

Considerable facilitation of the subsequent  
management of the registration  

Flexibility 
Right holders have more opportunities in targeting  
national, regional or global markets 



The Hague System  

is a Procedural Arrangement 

Issues such as: 

 

 

 

 

 

 

 

are governed by the law of each Contracting Party 
designated in an international registration 

 

the conditions for protection 

the refusal procedure to be applied when 
deciding whether a design may be protected 

the rights which result from protection 



Who Can Use the System? 

Nationality Domicile 

Real and effective 
industrial/commercial 

establishment 

Habitual residence 
Geneva (1999) Act only 

Attachment to a 
Contracting Party 



The International Application 

In English, French or Spanish 

May be filed directly with the 
International Bureau through the E-filing 
interface but also on paper 

May comprise several different designs 
up to a maximum of 100 if they belong to 
the same class of the International 
Classification (Locarno) 

One set of fees (in CHF) is to be paid 



The Hague System Procedure:  

Role of the International Bureau 

Formal examination 

Recording in the International Register  

Sending the certificate to the holder 

Publication in the International Designs Bulletin 

Notification to members through publication  
in the Bulletin  



The Hague System Procedure 

Refusal by a designated Contracting Party 

on same substantive 
grounds as for 

national/regional 
filings 

must be 
communicated 

within time limit 

effect limited to 
territory of the 

member that has 
refused 

International registration (where not refused) 

no refusal = same 
rights as a 

national/regional 
design registration 

a bundle of 
independent 

national/regional 
rights 

advantages of central 
management 



The Hague System Procedure 

Longer renewal 
period, if allowed 
by the law of the 
designated 
Contracting Party  

Renewable at 
least once     
(1960 Act) or 
twice (1999 Act) 

Duration of 
protection:  
five years 



General Advantages 

Hague System  
(international route) 

one Office for filing 

one language 

one currency 

one international registration 

one renewal 

one modification 

foreign attorney or agent 
(first needed if refused) 

National/regional route 
 

many Offices for filing 

many languages 

many currencies 

many registrations 

many renewals 

many modifications 

foreign attorney or agent 
(first needed at filing) 



Hague 
Agreement 

Hague Act (1960) Geneva Act (1999) 

• Common Regulations (1996) 
last revised: January 1, 2017 (in force) 

• Administrative Instructions (2002) 
last revised:  July 1, 2014 

• National Laws and Regulations  



Hague Union 

54  Geneva Act (1999) (including EU and OAPI)  

14 Hague Act (1960) 
 

68 Contracting Parties 



Geneva Act (1999) 

Recent Accessions Potential Accessions 

 

Russian Federation 

(November 30, 2017) 
 

 

The Kingdom of Cambodia 

(November 25, 2016) 
 

United Kingdom 

(March 13, 2018) 

 

D.P.R. of Korea 

(June 13, 2016) 
 

 

United States of America 

(February 13, 2015) 
 

Japan 

(February 13, 2015) 

Republic of Korea 

(March 31, 2014) 

China 

Morocco 

ASEAN countries 

Israel 

Canada 

Mexico 

Madagascar 

Belize 

The Geneva (1999) Act of the Hague Agreement  

will come into force in respect of the United Kingdom on June 13, 2018. 



Hague Membership (31.12.2017) 

2003 2004 2005 2006 2007 2008 2009 2010 2011 2012 2013 2014 2015 2016 2017

1999 Act 11 15 18 20 23 33 36 39 42 45 46 47 50 52 53

1960 Act 21 21 21 21 21 19 18 17 16 15 15 15 15 14 14
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International Registrations 

0
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2010 2011 2012 2013 2014 2015 2016 2017

Interna. Reg. 

Recorded 
2216 2363 2440 2734 2703          3581 5233 5041 

Growth 11.7% 6.6% 3.3% 12.0% -1.1% 32.5% 46.1% -3.7% 



 
International Registrations (2017) 

 
5,041 international registrations were inscribed 

containing 19,241 designs 

3.66% decrease compared to the respective 
period in 2016 in the number of registrations 

9.3%  increase compared to the respective 
period in 2016 in the number of designs 



International Applications (2017) 

5,213 international applications were 
received containing 19,429 designs  

6.27 % decrease compared to 2016  
in the number of applications 

3.8%  increase compared to 2016  
in the number of designs 



Five Most Popular Classes (2017) 

Class 10 
Clocks and watches and other measuring 

instruments, checking and signaling 
instruments 

363 registrations (7.2%) 

Class 6 
Furnishing 

368 registrations (7.3%) 

Class 12 
Means of transport or hoisting 

451 registrations (9.0%) 

Class 26 
Lighting apparatus 

326 registrations (6.5%) 

Class 14 
Recording, communication or 

information retrieval equipment 
579 registrations (11.5%) 



Top 10 Applicants (2016) 

* Fonkel Meubelmarketing 

(Netherlands)  No 1 Filer 



* Since the effective accession (May 13, 2015) 

Most Designated Contracting Parties 
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Most designated Contracting Parties 

(number of designs recorded) 2017  
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International Registrations in force 

International Register (31.12.2017) 
Industrial designs

by right-holder

1 design

2 designs
3-10 designs

11-100 designs

> 100 designs

All

67.19%

13.87%

15.28%

3.35%

0.32%

100.00%

6558
1360
1498

328

31

9805

Number of

right-holders

Right-holders
(9,805)



Registrations
in force
(34,324)



1 design
19.19%

3-10 designs
20.21%

2 designs
7.92%

11-100 designs
24.13%

> 100 designs
28.54%

Industrial Designs



Latest Developments 

Regularization of international applications 
online  (March 2016) 

Guidance on reproductions 

New Hague Express Database (January 2015) 

Improvement of the E-filing interface 

Developments in the legal framework 



Prepared in consultation with Examining Offices under the 
Hague System and several user organizations 

Detailed guidance on how to prepare and provide 
reproductions to overcome the most common refusal 
issues 

 Not enough views 

 Unclear representations of the claimed design 

 Unclear relief or contours of surfaces  

of a three-dimensional product 

 Difference in form/color between the representations  

of the claimed design 

 Information on which guidance should be taken into 
account when designating specific Contracting Parties 

Not self-sufficient or all inclusive 

Guidance on Preparing and Providing Reproductions in Order to Forestall Possible Refusals on the Ground 

of Insufficient Disclosure of an Industrial Design by Examining Offices available at: 

http://www.wipo.int/edocs/hagdocs/en/2016/hague_2016_9.pdf  

Guidance on Reproductions 

http://www.wipo.int/edocs/hagdocs/en/2016/hague_2016_9.pdf


Disclosure Test: 

Reproduction Examples 

D087535 – Softbank Robotics 

D089713 – Hilti Aktiengesellschaft 



D089858 – Ninebot (Beijing) Tech D086974 – Babybjörn AB 

Disclosure Test: 

Reproduction Examples 



Hague Express Database 



Global Design Database 



E-Filing Interface: Improvements 

 

 

 

 

 

 

 

 

Receive and download notifications from the 
IB relating to international applications 

Send corrections to irregularities or defects  

Retrieve in real-time current status of IA 

Indication of access code obtained  from the 
IP office of first filing  access to priority 
document via the WIPO Digital Access Service 
(DAS) by designated IP office 



E-Filing Interface 



E-Filing Portfolio Manager 



Termination of the London (1934) Act of the Hague 
Agreement took place in October 2016 

Amendments to the Common Regulations concerning 
safeguard against non-delivery of electronic 
communication (in force on 01.01.2017) 

Entry into force of the eleventh edition of the Locarno 
Classification on 01.01.2017 

Developments in the Legal Framework 



New Hague Information Tools  

New functionalities available at 

www.wipo.int/hague 

 Contact Hague Form 

1. Single point of contact for users  

2. History 

 Hague Member Profiles Database  

1. Compilation of data 

2. Search tool 

 

 

http://www.wipo.int/hague


Thank you  

for your attention 

alexandra.grazioli@wipo.int 



Il Sistema di Lisbona 
 

La registrazione e protezione internazionale delle 

denominazioni d’origine e delle indicazioni 

geografiche 

Brescia, Italia, 10 Aprile, 2017 

Ms. Alexandra Grazioli, Director, Lisbon 

Registry, Law and Legislative Advice Division, 

Brands and Designs Sector, WIPO  



Presentazione 

Le Indicazioni Geografiche  

 

La situazione a livello internazionale 

Il Sistema di Lisbona ed il nuovo Atto di 

Ginevra (2015) 



Cosa sono  

le indicazioni geografiche ? 





Denominazione “GARDA” per  

Olio di oliva 

Luogo d’origine specifico 

 

Caratteristiche specifiche  

(fattori naturali ed umani) 

 



Cosa sono le indicazioni geografiche? 

 

 

 

 
GARDA 

 

Un’indicazione che identifica un prodotto come originario 

di una specifica area geografica e le cui qualità, caratteristiche o reputazione 

sono essenzialmente attribuibili a tale origine geografica 



IG = Interazione tra prodotto, produttori 

e area di produzione 

 PRODOTTO CON NOME SPECIFICO E 

SPECIFICHE QUALITA’ 

O REPUTAZIONE 

 I consumatori collegano direttamente le 

specifiche caratteristiche e qualità del prodotto 

alla sua origine geografica 

 

KNOW-HOW DEI PRODUTTORI 

I prodotti IG sono spesso  

prodotti tradizionali con una 

connessione al patrimonio  

e alle conoscenze locali 

 

AREA DI PRODUZIONE 

Influenza delle condizioni 

naturali  il prodotto è 

generalmente diverso  

da quelli prodotti altrove 

Fonte: FAO, Catherine Teyssier 



Come proteggere le  

indicazioni geografiche  

nei mercati dei paesi terzi ? 



Diversi strumenti di protezione  

  delle indicazioni geografiche  

Legislazioni Sui generis  

 

 

 

Sistemi Marchi (marchi collettivi / di certificazione) 

 

 

 

Sistemi amministrativi (etichettatura, etc.)  

 

Legislazione sulla concorrenza sleale 

 



Come proteggere le IG all’estero? 

Domande di registrazione dirette in paesi terzi 
 Domanda individuale  

Accordi bilaterali o plurilaterali 
Attraverso tali accordi due o piu’ Stati o partner 
commerciali si accordano per proteggere le rispettive IG 
(standard di protezione + frequentemente lista di IG) 

Accordi multilaterali 

• Accordo TRIPS (OMC)  
 Protezione delle IG  

• Protocollo/Accordo di Madrid (WIPO)  
 Registrazione di Marchi  

• Accordo di Lisbona e Atto di Ginevra (WIPO)  
Protezione e registrazione di Denominazioni d’Origine 
(DO) e IG ai sensi dell’Atto di Ginevra 



Il Sistema di Lisbona 

Accordo di Lisbona (1958) 

Atto di Ginevra (2015) 

 

 



L’Accordo di Lisbona in sintesi… 

Stabilito per facilitare la protezione 

internazionale delle denominazioni d’origine 

(DO) attraverso una singola procedura di 

registrazione (“semplice ed accessibile”) 

 

Amministrato da WIPO che mantiene il Registro 

Internazionale delle Denominazioni d’Origine 



L’Accordo di Lisbona in sintesi… 

Protezione illimitata in tutte le parti contraenti 

dell’accordo 

 - eccezione: rifiuto, invalidazione, dichiarazione di protezione e 

 - fino a quando la DO è protetta nel paese di origine 

Alto livello di protezione delle DO registrate  

negli altri paesi di Lisbona  

 (contro ogni tipo di usurpazione o imitazione)      

Le DO registrate non possono diventare  

generiche negli altri paesi di Lisbona  

Titolo per intraprendere azione legale 



Registrazione nel registro internazionale e pubblicazione (WIPO) 

e 

Notificazione della registrazione a tutte le parti contraenti (WIPO) 

Domanda per registrazione internazionale 

(da autorità competente del paese di origine) 

Rifiuto della protezione 

(totale/parziale) 

(un anno) 

Notificazione di 

concessione della 

protezione (opzionale)  

Ritiro del rifiuto 

(totale/parziale) 

o 

Notificazione della 

protezione 

Periodo di Transizione 

(2 anni ) 

Invalidazione 

o 

Rinuncia 



Copertura geografica:  
Domanda singola = protezione in 28+1 Paesi  

ed altri a seguire 



Unione di Lisbona: 28+1 Paesi membri 

Africa (6) 

Algeria 

Burkina Faso 

Congo 

Gabon 

Togo 

Tunisia 

 

Asia (3) 

Cambogia  

(Atto di Ginevra)* 

Rep. Islamica dell’Iran 

Israele 

RPD di Corea 

 
America (6) 

Costa Rica 

Cuba 

Haiti 

Messico 

Nicaragua 

Perù 

Europe (13) 

Bosnia e Erzegovina 

Bulgaria 

Repubblica Ceca 

Francia 

Georgia 

Ungheria 

Italia 

Moldavia 

Montenegro 

Portogallo 

Serbia 

Slovacchia 

 ERY di Macedonia 

 

*L’Atto di Ginevra entrerà in vigore con cinque accessioni/ratifiche 



 

Algeria 7 

Bulgaria 51 

Bosnia-Erzegovina   2 

Costa Rica 1 

Cuba 20 

ERY di Macedonia 5 

Francia 509 

Georgia 28 

Ungheria 28 

Iran (Rep. Islamica) 47   

Israele 1 

 

 

 

Italia 174 

Messico 15 

Montenegro 2 

Perù 8 

Portogallo 7  

Rep. di Moldavia 1 

RDP di Corea 6 

Rep. Ceca 75 

Serbia 3 

Slovacchia 8 

Tunisia 7 

                                    (Marzo 2018) 

1111 registrations – 1005 in force 



Esempi di Denominazioni d’Origine 

nel Registro di Lisbona 

CHULUCANAS (869 / Perù) 
SAROUGH HANDMADE 

CARPET (956 / Iran) 

TEQUILA  

(669 / Messico) 
BANANO DE COSTA RICA 

(900 / Costa Rica) 
CAFE VERACRUZ 

(840 / Messico) 

PROSCIUTTO DI PARMA   

(843 / Italia) VAZISUBANI (871 /  Georgia) 



Esempi di registrazioni italiane  

ai sensi dell’Accordo di Lisbona 

(AO 924)  ASIAGO 
(AO 519)  VALPOLICELLA 

(AO 932) NOCCIOLA DEL PIEMONTE / 

NOCCIOLA PIEMONTE 

(AO 961) ACETO BALSAMICO  

TRADIZIONALE DI MODENA 

(AO 960) POMODORO DI PACHINO 
(AO 1052) LIMONE DI SIRACUSA 



Denominazioni d’Origine registrate 

Il bollettino “Appellations of origin” è 

la pubblicazione ufficiale del Sistema di 

Lisbona. È pubblicato da WIPO per 

render note le nuove registrazioni ed 

altre operazioni relative al registro 

internazionale oltre alle informazioni 

concernenti i cambi nella struttura 

giuridica del sistema di Lisbona. 

Inoltre, il bollettino contiene 

informazioni statistiche sulle 

denominazioni d’origine registrate. 

 . 

The LISBON EXPRESS database The AO Bulletin 





Origine della Revisione  

Migliorare il sistema di Lisbona per 

renderlo piu’ attrattivo per gli 

utilizzatori e per i potenziali nuovi 

membri,  

 preservando al contempo i principi e 

gli obiettivi dell’Accordo di Lisbona. 

 

(Fonte LI/A/25/3, para. 19(i)) 



Atto di Ginevra dell’Accordo di Lisbona su 

Denominazioni d’Origine ed Indicazioni Geografiche 

Adottato il 20 Maggio 2015 

54 firmatari dell’Atto finale (Cina, Rep. Ceca, 

Francia, Germania, Grecia, Ungheria,  

Italia, Lettonia, Messico, Perù, Romania, 

Federazione Russa, Svizzera,  

African Intellectual Property  

Organization, Unione Europea, etc.) 

15 firmatari 

(Bosnia e Erzegovina, Burkina Faso, Congo, Costa Rica, 

Francia, Gabon, Ungheria, Italia, Mali, Nicaragua, Perù, 

Portogallo, Repubblica di Moldavia, Romania, Togo) 

Entrerà in vigore con cinque accessioni/ratifiche 



Le novità dell’Atto di Ginevra 

1. Possibilità di adesione per le 

organizzazioni intergovernative 

2. Definizione di indicazione geografica 

3. Rafforzato il riconoscimento dei diversi mezzi di 

protezione delle DO e delle IG a livello nazionale e 

regionale (sui generis, marchi, etc.) 

4. Specificazione delle eccezioni e  

limitazioni della protezione 

5. Possibilità di richiedere il pagamento  

di tasse individuali 

 



Adesione delle organizzazioni 

intergovernative 

Unione Europea  

 28 Stati Membri 

 

 

 

 

Organizzazione Africana della Proprietà 

Intellettuale (OAPI) 

 17 Stati Membri 



Le novità dell’Atto di Ginevra 

1. Possibilità di adesione per le organizzazioni 

intergovernative (OIG) 

2. Definizione di indicazione geografica 

3. Rafforzato il riconoscimento dei diversi mezzi di 

protezione delle DO e delle IG a livello nazionale e 

regionale (sui generis, marchi, etc.) 

4. Specificazione delle eccezioni e  

limitazioni della protezione 

5. Possibilità di richiedere il pagamento di tasse 

individuali 

 



IP, IG, DO: quale è la differenza ? 

Denominazioni  

d’Origine 

 Indicazioni  

Geografiche 

Indicazioni di provenienza 

Qualità+Reputazionee 

Origine 

Qualità, caratt. o 

reputazione 

e Origine 

Origine 

Lisbona 

Atto di Ginevra 

TRIPS 

Atto di Ginevra 

Madrid-IP 



Protezione delle IG 



Le novità dell’Atto di Ginevra 

1. Possibilità di adesione per le organizzazioni 

intergovernative (OIG) 

2. Definizione di indicazione geografica 

3. Rafforzato il riconoscimento dei 

diversi mezzi di protezione delle DO e 

delle IG a livello nazionale e regionale 

(sui generis, marchi, etc.) 

4. Specificazione delle eccezioni e  

limitazioni della protezione 

5. Possibilità di richiedere il pagamento di tasse 

individuali 

 



Diversi strumenti di protezione  

  delle indicazioni geografiche  

Legislazioni Sui generis  

 

 

 

Sistemi Marchi (marchi collettivi / di certificazione) 

 

 

 

Sistemi amministrativi (etichettatura, etc.)  

 

Legislazione sulla concorrenza sleale 

 



Flessibilità rispetto al tipo di legislazione in base alla 

quale una parte contraente protegge le DO/IG registrate 

(sui generis, marchi, etc.) (Art.10) 

Flessibilità rispetto alla qualifica di richiedente  (Art.5.2) 

(persona legittimata ad utilizzare una DO/IG; persone che 

possono far valere i diritti degli utilizzatori o altri diritti sulle 

DO/IG) 

Depositi diretti da parte dei beneficiari dei diritti (Art.5.3) 

Possibilità di richiedere una dichiarazione di intenzione 

d’uso (Rule 5.4)   

Nuova definizione della portata della tutela (Art.11) 

Flessibilità rispetto agli strumenti di protezione 



Portata della tutela (Articolo 11(1)(a)(i)e(2))   

Strumenti giuridici per prevenire l’uso rispetto  

a prodotti dello stesso tipo 

- che non provengono dall’area geografica di 

origine, o  

- che non rispettano ogni altra condizione 

applicabile per utilizzare la DO o l’IG 

 

Strumenti giuridici per prevenire ogni uso 

equivalente alla imitazione della DO o IG, anche 

quando la vera origine dei prodotti è indicata o se 

la DO/IG è usata in forma tradotta, o quando la 

DO/IG  è accompagnata da termini quali “stile”, 

“tipo”, etc.  

 



Portata della tutela (Articolo 11(1)(a)(ii)&(2)) 

Strumenti giuridici per prevenire l’uso rispetto  

a prodotti che non sono dello stesso tipo o servizi, 

laddove tale uso: 

- suggerisca una connessione con i beneficiari  

della DO/IG ed è probabile che danneggi i loro interessi, 

o  

- ove applicabile, quando tale uso indebolisca o diluisca 

in maniera sleale, o tragga un indebito vantaggio  

della reputazione della DO/IG 
 

Strumenti giuridici per prevenire ogni uso equivalente alla 

imitazione della DO/IG, anche quando la vera origine dei 

prodotti è indicata o se la DO/IG è usata in forma tradotta, 

o quando la DO/IG  è accompagnata da termini quali 

“stile”, “tipo”, etc.  

 



Protezione contro determinati usi 

(Article 11(1)(b) and (3)) 
  

Ogni altra pratica capace di ingannare i 

consumatori sulla vera origine, la 

provenienza o la natura dei prodotti 

 

La parte contraente dovrà, ex officio se la sua 

legislazione lo permette o a richiesta di una 

parte interessata, rifiutare o invalidare la 

registrazione di un marchio successivo se 

l’uso di tale marchio ricade in una delle 

situazioni previste dall’Articolo 11(1)  

 



Genericità (Articolo 12) 
 

Protezione contro la genericità  

 

Eccezioni:  

- Uso precedente come  termine generico in 

una parte contraente è un possibile motivo di 

rifiuto 

- se la DO/IG contiene un termine che è 

considerato generico nella parte 

contraente di origine, gli altri membri non 

sono obbligati a proteggere tale termine 

 

 



Le novità dell’Atto di Ginevra 

1. Possibilità di adesione per le organizzazioni 

intergovernative (OIG) 

2. Definizione di indicazione geografica 

3. Rafforzato il riconoscimento dei diversi mezzi di 

protezione delle DO e delle IG a livello nazionale e 

regionale (sui generis, marchi, etc.) 

4. Specificazione delle eccezioni e  

limitazioni della protezione 

5. Possibilità di richiedere il pagamento di tasse 

individuali 

 



Eccezioni e Limitazioni  

Opportunità per le parti interessate di richiedere   

il rifiuto della protezione (Art.15) 

Garanzie per: 

• Diritti di marchio anteriori   (Art. 13.1) 

• Nomi di persona utilizzati nel commercio 

(Art.13.2) 

• Denominazioni di varietà vagetali o specie 

animali (Art 13.3) e  

• Termini generici  (agreed statements,  

Rule 5.5) 



Le novità dell’Atto di Ginevra 

1. Possibilità di adesione per le organizzazioni 

intergovernative (OIG) 

2. Definizione di indicazione geografica 

3. Rafforzato il riconoscimento dei diversi mezzi di 

protezione delle DO e delle IG a livello nazionale e 

regionale (sui generis, marchi, etc.) 

4. Specificazione delle eccezioni e  

limitazioni della protezione 

5. Possibilità di richiedere il 

pagamento di tasse individuali 

 



Registrazione nel registro internazionale e pubblicazione (WIPO) 

& 

Notificazione della registrazione a tutte le parti contraenti (WIPO) 

Domanda per registrazione internazionale 

(da autorità competente del paese di origine + domanda diretta) 

Rifiuto della protezione 

(totale/parziale) 

(un anno) 

Notificazione di 

concessione della 

protezione (opzionale)  

Ritiro del rifiuto 

(totale/parziale) 

o 

Notificazione della 

protezione 

Periodo di Transizione 

(2) anni  15 anni) 

Invalidazione 

o 

Rinuncia 



Effetti legali della registrazione 

internazionale ai sensi dell’Atto di Ginevra  

Alto livello di protezione delle IG e AO 

registrate negli altri membri dell’Unione di 

Lisbona  

Protezione in tutte le parti contraenti 

dell’Atto di Ginevra 

 eccetto in quelle che hanno notificato un 

 rifiuto /  invalidazione / rinuncia di protezione 

Protezione indefinita  

 fino a quando la IG o AO è protetta nella   

 parte contraente di origine 



L’Atto di Ginevra dell’Accordo di 

Lisbona un’opportunità per…. 

LENTICCHIA DI ALTAMURA 

(UE-IGP / Italy) 

PIZZOCCHERI DELLA VALTELLINA  

(UE-IGP / Italy) 

MARMO DI BOTICINO 

 MAIOLICHE DI DERUTA 

MELONE MANTOVANO 

(UE-IGP / Italy) 

COTECHINO MODENA 

(UE-IGP ( Italy) 



Lavori in corso sul  

Sistema di Lisbona… 
Assemblee WIPO, Assemblea dell’Unione di Lisbona 

Adozione del Regolamento Comune 

Sostenibilità finanziaria dell’Unione di Lisbona 

Ottobre 2017 

 

Gruppo di Lavoro sullo sviluppo del Sistema di 

Lisbona 

Sviluppo del Sistema di Lisbona 

Sostenibilità finanziaria dell’Unione di Lisbona 

11 e 12 giugno 2018 

 

 

 

 



Lavori in corso in WIPO… 

Comitato Permanente sul Diritto dei Marchi, 

Didegno Industriale ed Indicazioni Geografiche  

 

Indicazioni Geografiche  

Indicazioni Geografiche – nomi di dominio 

+ 

Marchi - Protezione di nomi di paesi 

 

prossimo meeting: 23 - 26 aprile 2018 

 

 



Grazie! 

 

alexandra.grazioli@wipo.int 
 

 

Piu’ informazioni sul Sistema di Lisbona: 

www.wipo.int/lisbon/en/  



Global Databases for IP and 

Tools for the Connected 

Knowledge Economy  

Brescia, Italy, April 10, 2018 

Mr. Christophe Mazenc, Director, Global Databases Division,  

Global Infrastructure Sector 



Strategic Goals of Global Databases 

and Tools  

2 related goals: 

 

“Coordination and Development of Global IP 

Infrastructure” 

 

“World Reference Source for IP Information and 

Analysis” 

 

 



Platform 

IP Offices 

Data 

Value addition 

WIPO 

WIPO Knowledge Network (Concept) 

Public Users 



GLOBAL DATABASES, TOOLS, AND 

PLATFORMS FOR IP BUSINESS 

(FREE)  

PATENTSCOPE  

Global Brand Database 

Global Design Database 

WIPO Lex 

WIPO Pearl 

 



PATENTSCOPE Summary 

3.3 million published PCT applications (first 

publish every week, high quality full text) 

69 million patent applications from 50+ countries 

or regions 

Full text data from 20 countries or regions 

35,000 unique users per day 

Analyze results by graphs and charts 

Search and read in your language 

 



PATENTSCOPE Key features 





Electric car  - 

only 16,000 hits 

 

 

Search Query  

(synonyms & 

technologically 

related terms) 





??? 





WIPO Translate 







NMT replaces gradually SMT 
 

 Pilot system put in production in October 2016 on 

PATENTSCOPE for the ZHEN language pairs 

 

Now covers in addition the following language pairs:  

EN(AR, DE, ES, FR, JA, KO, PT, RU) 

 

NMT: better translation quality, better fluency, especially 

for “distant” language pairs  

 
 

 

 

  
 

 

 

 

 

 

 

 

 

 

 

WIPO Translate: Neural Machine 

Translation 



Why is NMT different? 

(Phrase-based vs Neural-net) 

发明公布了一种通过在不同位置摆放现实物体来演奏音乐的娱乐装置 

发明公布 
invention discloses 

摆放现实物体 
placing real object 

不同位置 
different location 

演奏音乐 
play music 

娱乐装置 

 
entertainment device 

 

invention discloses  a by placing a real object   at a    different location to play a music entertainment device 

PBSMT (previous WIPO translate) 

the invention discloses   an entertainment device    for playing music  by placing real objects   at different positio 

NMT (new WIPO translate) 

one kind of by-this-
mean 

by/for of 

placing a real object different location invention discloses play a music entertainment device 

 invention discloses placing real objects playing music entertainment device different position 

发明公布 
invention discloses 

摆放现实物体 
placing real object 

不同位置 
different location 

演奏音乐 
play music 

娱乐装置 

 
entertainment device 

 



0.00

10.00

20.00

30.00
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50.00

60.00

70.00
WIPO Translate

Google Translate

BLEU score comparison between WIPO Translate and Google Translate (both using NMT models), 

testset containing titles and abstracts from  patents published after July 2017(except Arabic). Tested 

uniquely with new sentences NOT used in the training of WIPO Translate 

Amazing comparative quality for 

patent texts 



PATENTSCOPE latest additions  

(last 12 months) 
Denmark: 1895 to 2018: 400’000 applications 

Australia: 1959 to 2018: 1.6 million applications, 

bibliographic data and full text since 1993 

Asean countries (only bibliographic data): 

 Brunei Darussalam: 1’200 applications from 1985 

 Cambodia: 15 applications from 2015 

 Philippines: 20’000 applications from 2012 

 Indonesia: 115’000 applications from 1994 

 Malaysia: 150’000 applications from 1986 

 Thailand: 130’000 applications from 1981 

India: 1996 to 2016: 465’000 patent applications 

published from 2005 to 2018 (Bibliographic data only) 

 

 

 

 

 

  

 

 

 

 

 

 

 

 

 

 

 



Principle: 

 

 

 

 

 

 

 

 

 

 

Recognize chemical compounds in patent texts and from 

embedded drawings included in patent texts 

 

Standardize all the different representations of chemical 

structures into Inchikeys  

 

Implement search functions for Inchikeys that can be 

used by non chemists 

 

 

  

 

 

 

 

 

 

 

 

 

 

 

Search chemical compounds 



PATENTSCOPE 
Documents 

Enriched PATENTSCOPE 
Documents 

(…) At the moment the surgical 

procedure starts, benzodiazepin, e.g. 

diazepam, is administered in a dose of 

no more than 5 mg. (…) 

(…) At the moment the surgical procedure 

starts, benzodiazepin, e.g. 

@AAOVKJBEBIDNHE-UHFFFAOYSA-N@, 

is administered in a dose of no more than 5 

mg. (…) 

AAOVKJBEBIDNH

E-UHFFFAOYSA-N 



Standardization 

IUPAC name 

N-(4-hydroxyphenyl)acetamide 

 

 

INN 

paracetamol 

 

  

 

 

 

 

 

 

 

 

 

 

 

Other names 

Acetaminophen, panadol, tylenol, … 

 

  

 

 

 

 

 

 

 

 

 

 

 

RZVAJINKPMORJF-UHFFFAOYSA-N 

  

 

 

 

 

 

 

 

 

 

 

 



 

Access only with the PATENTSCOPE account 



How does it work? 



How does it work? 

 



Example 1: Theobromine 

 

Its chemical formula is C7H8N4O2 and IUPAC name:  

3,7-dimethyl-1H-purine-2,6-dione 

 

 

Theobromine is found in the seeds of the plant 

Theobroma Cacao, which is the well-known source of 

chocolate and cocoa. It has a bitter flavor, which gives 

dark chocolate its typical bitter taste. 

 











 



 



Combine chemical search criteria 

with other criteria 



International Non proprietary Names 

 

WIKIPEDIA: 

INNs are official generic and non proprietary names 

given to a pharmaceutical drug or active ingredients 

issued by the World Health Organization (WHO). 

 

Growing need to be able to search INNs in patent texts 

 

PATENTSCOPE supports the search of 6917 INNs by 

Inchikey  

 



Example 2: ritonavir 







Scope 
 

Works on developed complete exact formulas ≠ Markush 

structures (-R) that are chemical symbols used to indicate a 

collection of chemicals with similar structures. 

 

 

 

 

 

 

Chemical elements, short names (less than 4 characters), common 

solvents and polymers are not annotated by design 

PCT and US national collections with IPC codes related to chemistry 

Languages: English and German 

 



Warning 

 

Based on state of the art fully automated chemical recognition 

algorithms: the technology is NOT 100% accurate  

 

OCR errors in the available patent full texts make the recognition of 

chemical compound even more challenging 

 

 

 

 

 

=>  Use it as a discovery tool knowing that the results are not exhaustive, 

nor all exact (precision, recall) 

 



New video tutorials 
https://patentscope.wipo.int/search/en/tutorial.jsf 



PATENTSCOPE what’s next? 

Future Coverage: 

IT, NZ, RO, GE, NL,… 

 

Future functionality: 

Search of chemical compounds for the collections of EP, CN, JP, KR 

and RU 

Search of substructures for chemical compounds 

 

 

   



Monthly webinar 



GLOBAL DATABASES, TOOLS, AND 

PLATFORMS FOR IP BUSINESS 

(FREE)  

PATENTSCOPE  

Global Brand Database 

Global Design Database 

WIPO Lex 

WIPO Pearl 

 



GLOBAL BRAND DATABASE  

Over 34 million records relating to internationally-

protected trademarks, etc. 

Goal is to include all brand-related information from all 

sources 

Currently searches across multiple collections, including: 

 Trademarks registered under Madrid System 

 Appellations of Origin registered under Lisbon System 

 Emblems protected under the Paris Convention 6ter  

 National trademark collections of 38 countries – with more 

coming soon 

 



Global Brand Database 

 

Video demo: 

http://www.wipo.int/pressroom/en/articles/2014/article_0007.html 

 

 

http://www.wipo.int/pressroom/en/articles/2014/article_0007.html
http://www.wipo.int/pressroom/en/articles/2014/article_0007.html




Global Brand Database – Features 
Single intuitive interface to search 30 data collections 

Image Search by example 

Interactive & dynamic search with immediate feedback 

Fuzzy, phonetic and word-stem matches 

Automatic term suggestion 

Easy search of US or Vienna image class  

Full Boolean, proximity and range options 

Unlimited, customizable results browsing 

Saved searches and record sets 

Instant, graphical data analysis 

 

 



IMAGE SEARCH 
• Sort your results by their visual similarity to an image you 

provide 

• World’s first public trademark database to provide search 

by image 

• Choose the search strategy best suited to your particular 

mark 

Search For Find (in top results – without Vienna Class) 



How it works – Looking for logos similar to ‘Arla’ 

 







Using Vienna Class – 05.05.20 (stylized flowers) and 26.01.18 (circles or ellipses 

containing one or more letters) 



Using Image Search – drag image from results to image filter 

 



Select a search strategy and, 

optionally, what type of image to look 

for and all images are sorted by 

similarity to your source image 



Combine with Vienna class – or any 

other terms or filters.  The image filter 

will sort matching records accordingly. 



Global Brand Database what’s next? 

Future Coverage: 

IT,… 

 

Future functionality: 

New semantic image similarity search algorithm using Machine 

Learning 

 

 

   



GLOBAL DATABASES, TOOLS, AND 

PLATFORMS FOR IP BUSINESS 

(FREE)  

PATENTSCOPE  

Global Brand Database 

Global Design Database 

WIPO Lex 

WIPO Pearl 

 



GLOBAL DESIGN DATABASE  
URL: http://www.wipo.int/designdb 

Launched on January, 9th 2015. 

 

Free of charge simultaneous design-related searches 

across multiple collections, including: 

 

 designs registered under the Hague System 

 national design collections of CA, ES, JP, NZ, US, ID 

 other national collections, including DE, KR and EM 

coming soon 





Search by national classification as 

well as Locarno 





GLOBAL DATABASES, TOOLS, AND 

PLATFORMS FOR IP BUSINESS (FREE)  

PATENTSCOPE  

Global Brand Database 

Global Design Database 

WIPO Lex 

WIPO Pearl 

 











GLOBAL DATABASES, TOOLS, AND 

PLATFORMS FOR IP BUSINESS 

(FREE)  

PATENTSCOPE  

Global Brand Database 

Global Design Database 

WIPO Lex 

WIPO Pearl 

 



WIPO Pearl 

WIPO’s online terminology database 

18’000 concepts, 145’000 terms 

10 languages 

Contents validated by WIPO 

language experts and terminologists 

 

http://www.wipo.int/wipopearl/search/

home.html 



Other systems 

WIPO IPAS, WIPO DAS 

WIPO CASE 

WIPO RE:SEARCH 

WIPO GREEN… 

 



Take home highlights 
PATENTSCOPE: very powerful full text patent 

prior art search engine: advised to be used in 

conjunction with fee-based professional 

systems for comprehensive searches 

 

Try the new neuronal WIPO*Translate 

 

Global Brand Database: use for internet 

domain names and trademark searches. Try 

Image similarity search when Vienna 

classification searches do not perform  

 



Thank you for your attention  


