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WIPO 
MISSION: To lead the 

development of a balanced and 

effective international intellectual 

property (IP) system that enables 

innovation and creativity for the 

benefit of all. 

 

MEMBER STATES: 188 

OBSERVERS: more than 390 

(NGOs, IGOs, industry groups, 

etc.) 

STAFF: more than 1. 200  

ADMINISTERED TREATIES: 26  

MAIN BODIES: General 

Assembly, CC, WIPO 

CONFERENCE 

 

 



WIPO is Service and Development oriented 

Economic Development  

Norm 

Setting 

Services to 

Industry 

Global 

Infrastructure 



ACCESS TO INTERNATIONAL MARKETS 
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WIPO: Provider of Premier Global IP Services 



WIPO’s Budget: 756,3 Million CHF for 2016 - 2017 
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PCT Applications 
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2015: 218,000 (+1.7%) 



PCT Operations at a glance: 
■ WIPO’s International Bureau received 220,000 record copies in 

2014, growing 3% over the prior biennium: 

■ USA was first, with 57,000 filings. 

■ The share of fully electronic filings continued to increase, 

now 91% of all filings. 

■ Number of PCT Staff is decreasing: 

■ The number of PCT staff has been reduced by 33% -- from a 

high of 456 to 296 over the last 12 years – a reduction of 

160 FTEs. 

■ But – Examiner productivity has risen 22%. 

■ Quality of work by IB is improving:  

■ Overall output quality has increased from 81% to 93%. 

■ Due mainly to improved timeliness and reduced errors. 

■ No fee increase in 7 years! 

 



WIPO Systems – and now The Hague! 

■ Patent Cooperation Treaty (PCT) 

 

■ Madrid System 

 

■ Alternative Dispute Resolution 

 

■ The Hague System 

■ Second largest filer worldwide is Procter and Gamble 

(US), with 95 filings 

■ Among the top five origins, the United States of 

America saw the fastest growth in the number of 

registered designs (+14.2%) 

 



Industrial Design Applications 



Repositories 
of 

Information 

• Databases e.g. Patentscope 
and Global Brand Database 

Platforms 

• Common platform for e-data 
exchange among IPOs: IPAS, 
DAS 

• Other platforms: WIPO 
GREEN and WIPO Re:Search 

Treatment 
of 

Information 

• International Classification 
Systems (Organize into 
indexed, manageable 
structures for easy retrieval) 

• Standards for IP Offices (Help 
streamline data processing) 

Global IP 

Infrastructure 



World Intellectual Property Report 

(2015): Breakthrough Innovation and 

Economic Growth 

The PCT Yearly Review provides an 

overview of the performance and 

development of the PCT system: 

http://www.wipo.int/ipstats/en/statistics/p

ct/ 

Madrid Yearly Review:  

http://www.wipo.int/ipstats/en 

Hague Yearly Review:  

http://www.wipo.int/ipstats/en/ 

The WIPO IP Facts and Figures 

provides an overview of IP activity based 

on the latest available year of statistics. 

It serves as a quick reference guide for 

statistics:  http://www.wipo.int/ipstats/en/ 

World Intellectual Property Indicators 

(WIPI) provides an overview of latest 

trends in IP filings and registrations 

covering more than 100 offices:  

http://www.wipo.int/ipstats/en/wipi/index.

html 

WIPO IP Statistics Data Center 

http://ipstatsdb.wipo.org/ipstatv2/ipstats/

patentsSearch 

 

 

 

 

http://www.wipo.int/ipstats/en/statistics/pct/
http://www.wipo.int/ipstats/en/statistics/pct/
http://www.wipo.int/ipstats/en
http://www.wipo.int/ipstats/en/
http://www.wipo.int/ipstats/en/wipi/index.html
http://www.wipo.int/ipstats/en/wipi/index.html
http://www.wipo.int/ipstats/en/wipi/index.html


Country Profile  



The Global Innovation Index 

      RANKING 2015      RANKING 2016 

1. SWITZERLAND 

2. SWEDEN 

3. UNITED KINGDOM 

4. UNITED STATES OF AMERICA 

5. FINLAND 

6. SINGAPORE 

7. IRELAND 

8. DENMARK 

9. NETHERLANDS 

10. GERMANY 

11. KOREA, REPUBLIC OF 

12. LUXEMBOURG 

13. ICELAND 

14. HONG KONG (CHINA) 

15. CANADA 

 

 

1. SWITZERLAND 

2. UNITED KINGDOM 

3. SWEDEN 

4. NETHERLANDS 

5. UNITED STATES OF AMERICA 

6. FINLAND 

7. SINGAPORE 

8. IRELAND 

9. LUXEMBURG 

10. DENMARK 

11. HONG KONG (CHINA) 

12. GERMANY 

13. ICELAND 

14. KOREA, REPUBLIC OF 

15. NEW ZEALAND 



Top PCT Applicants 2015* 
1. Huawei Technologies—CN (3,898)**     +450 

2. Qualcomm—US (2,442) 

3. ZTE—CN (2,155) 

4. Samsung—KR (1,683)                          +300, up from #11 

5. Mitsubishi Electric—JP (1,593) 

6. Ericsson—SE (1,481) 

7. LG Electronics—KR (1,457)                 +320, up from #16 

8. Sony—JP (1,381)                                 +400, up from #21 

9. Philips—NL (1,378) 

10. Hewlett-Packard—US (1,310)              +485, up from #25 

11. Siemens—DE (1,292)  

12. Intel—US (1,250) 

13. Bosch—DE (1,247) 

14. Boe Technology—CN (1,227) 

15. Toyota—JP (1,214) 

16. Panasonic—JP (1,185) 

17. Hitachi—JP (1,165) 

18. Halliburton—US (1,121) 

19. Sharp—JP (1,073) 

20. Tencent Technology—CN (981) 

() of published 

PCT applications 

**more than 15 

per WIPO working 

day 

*48,539 total PCT 

applicants in 2015  

2015: 

•  85% businesses 

•  8% individuals 

•  5% universities 

•  2% government and 

research institutions 



Top University PCT Applicants 2015 
1. University of California (US) 

2. MIT (US) 

3. Johns Hopkins (US) 

4. University of Texas (US) 

5. Harvard University (US) 

6. University of Michigan (US) 

7. University of Florida (US) 

8. Tsinghua University (CN) 

9. University of Tokyo (JP) 

10. Stanford University (US) 

11. Seoul National University (KR) 

12. Peking University (CN) 

13. Columbia University (US) 

14. Isis Innovation Limited (GB) 

15. Cornell University (US) 

16. University of Pennsylvania (US) 

17. Kyoto University (JP) 

18. Korea University (KR) 

19. CalTech (US) 

20. Danemarks Tekniske Universitet (DK) 



 

• Twitter: @wipo 
 

• WIPO Magazine 

www.wipo.int/wipo_magazine/en/ 
   

• WIPO Wire: 

 www.wipo.int/newsletters/en 
 

• Press releases 

www.wipo.int/pressroom/en/  
 

 

 

 

Follow us 

 



Thank you for your attention 
 
 

 

 

 





The International Registration of 
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System 
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It begins with a trademark and a plan to 

export… 



Protection Options 

…Then a choice must be made regarding the best 

way to protect your trademark/s abroad: 

The national route - file trademark application/s with the 

IP Office of each country in which you want protection 

 

The regional route - apply through a regional trademark 

registration system with effect in all member states 

(ARIPO, Benelux Office for IP, EUIPO and OAPI) 

 

The international route - file through the Madrid System 

 

 



The International Route 

The international route through the Madrid System 

may be the preferred option when you: 

Seek protection in multiple markets, particularly if these 

are in different regions 

 

Want flexibility to add new markets as your export plans 

develop 

 

Have limited budget and/or time to spend on registration 

and management of your trademarks 



The Madrid System is Convenient 

Access a centralized filing and management procedure 

 

File one application, in one language and pay one set of 

fees for protection in multiple markets 

 

Expand protection to new markets as your business 

strategy evolves 

 



The Madrid System is Cost-effective 

File an international application, which is the equivalent 

of a bundle of national applications, effectively saving 

time and money 

 

Avoid paying for translations into multiple languages or 

working through the administrative procedures of 

multiple IP Offices 



The Madrid System offers  

Broad Geographic Coverage 

Protect your trademark/s simultaneously in the 114 

countries covered by the 98 members of the System 
 

Access markets that represent in excess of 80% of world 

trade, with potential for expansion as membership grows 
 

Recent accession include – 

2013: India, Rwanda and Tunisia 

2014: OAPI and Zimbabwe 

2015: Algeria, Cambodia, The Gambia  

             and Lao PDR 

2016: Brunei Darussalam 

 

 

 



98 members* (including EU and OAPI)  

covering 114 countries 

Members of the Madrid System 

*All are party to the Protocol, the governing 

treaty, while 55 are also party to the Agreement 



How the Madrid System Works 

The International Trademark Registration Process 

 



Stage 1 

Application through your National or Regional IP 

Office (Office of origin) 
To be entitled to use the Madrid System, you must: 

Have a real and effective industrial or commercial establishment 

in, or 

Be domiciled in, or 

Be a national of a member of the Madrid System 

 

Before filing an international application, you need to have 

registered or filed an application (basic mark) in your Office of origin 

 

Submit an international application through this same IP Office, 

which will certify and forward it to WIPO 

 

 



Stage 2 

Formal examination by WIPO 
WIPO conducts a formalities examination of your international 

application 

 

Once requirements have been met, the mark is recorded in the 

International Register  

 

WIPO sends a certificate of international registration to the 

holder and notifies the IP Offices, of the designated Contracting 

Parties, in which protection is sought 

 

The scope of protection is not known at this stage. It is only 

determined after substantive examination and decision by the IP 

Offices, as outlined in Stage 3 



Stage 3 
Substantive examination by IP Offices (Office of 

the designated Contracting Party) 
IP Offices make a decision within 12 or 18 months in accordance 

with their legislation. WIPO records the decisions and notifies you 

 

If an IP Office refuses to protect your mark, it will not affect the 

decisions of other offices. You can contest a refusal decision before 

the IP Office concerned 

 

If an IP Office accepts to protect your mark, it will issue statement 

of grant of protection 

 

The international registration is valid for 10 years. Renew directly 

with WIPO with effect in the designated Contracting Parties 

 



Costs 

Fees are payable to WIPO in Swiss francs 
Basic fee*, which includes 3 classes of goods/services 

653 Swiss francs - b/w reproduction of mark 

903 Swiss francs - color reproduction of mark 
 

Fees for designating Contracting Parties (dCP) 

Standard fees - complementary (100 Swiss francs per 
dCP and supplementary (100 Swiss francs per class 
beyond 3) 

 OR 

Individual fees where this is declared  
 

* Applicants from Least Developed Countries 

   benefit from a 90% reduction in the basic fee 

http://www.unohrlls.org/about-ldcs/


Timeline  

The International Trademark Registration Process 

Basic 

application 

or 

registration 

Maintenance:

Renewal 

every 10 

years 

Date of 

International 

Registration 

Substantive 

examination 

IRN 

Certificate 

Recorded at 

WIPO and 

communicated 

Office of 

Origin 
WIPO Designated 

Office 

Decision of 

designated 

Office: Grant or 

Refusal 

Time limit for 

provisional 

refusal 

12 or 18 months 2 months 2 – 3 months 

10 years 



SEARCH 
 

Global Brand Database – search marks by 

text and image from national/international 

sources, including trademarks, appellations of 

origin and official emblems 

 

 Member Procedures  
 

FILE 
 

Forms and E-Forms 
 

Madrid Goods & Services Manager – correct 

good & service specifications and translation  
 

International Application Simulator  
 

Fee Calculator 
 

E-Payment – online payment system by credit 

card/WIPO current account 

MONITOR 
 

Madrid Monitor (Beta) – search and access 

international registration(IR) information 

 
ROMARIN –  IR database 

 

Madrid Real-Time Status of international 

applications and progress of requests 

 

Madrid Electronic Alert – monitor IR changes 

 

MANAGE 
 

Madrid Portfolio Manager – access  registration 

documents, uploading of requests for recording, 

payments  
 

Forms and E-Forms – E-Subsequent 

Designation and E-Renewal 
 

 

Extracts from the International Register 

WIPO Resources and E-Services  

http://www.wipo.int/branddb/en/
http://www.wipo.int/madrid/en/members/ipoffices_info.html
http://www.wipo.int/madrid/en/forms/
http://www.wipo.int/madrid/en/forms/
http://www.wipo.int/madrid/en/forms/
http://www.wipo.int/mgs/index.jsp?lang=en
http://www.wipo.int/madrid/en/madrid_simulator
http://www.wipo.int/madrid/en/fees/calculator.jsp
https://webaccess.wipo.int/epayment
https://webaccess.wipo.int/epayment
https://webaccess.wipo.int/epayment
http://www.wipo.int/about-wipo/en/finance/account.html
http://www.wipo.int/branddb/wo/en/
http://www.wipo.int/romarin/
http://www.wipo.int/romarin/
https://www3.wipo.int/mpm
http://www.wipo.int/madrid/en/forms/
http://www.wipo.int/madrid/en/forms/
http://www.wipo.int/madrid/en/forms/
https://www3.wipo.int/osd/?lang=en
https://www3.wipo.int/osd/?lang=en
https://www3.wipo.int/osd/?lang=en
https://www3.wipo.int/osd/?lang=en
https://webaccess.wipo.int/trademarks_ren/?lang=EN
https://webaccess.wipo.int/trademarks_ren/?lang=EN
https://webaccess.wipo.int/trademarks_ren/?lang=EN
http://www.wipo.int/madrid/en/extracts/


International Applications 
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General Profile  2015 

51,938 International Registrations 

Average Number of Designations 6.75 

Average Number of Classes 2.49 

Average Fee CHF 3,102 

All Fees 68% < CHF 3,000 



Top Filing Contracting Parties 

    

Contracting Parties 2013 2014 2015 

United States of America 5,893 5,414 8,486 

European Union 6,814 6,996 8,131 

Germany 4,357 3,883 4,603 

France 3,514 3,377 3,718 

Switzerland 2,885 2,994 3,128 

Japan 1,855 1,729 2,407 

China 2,455 1,738 2,231 

Australia 1,195 1,246 2,229 

Italy 2,118 2,070 2,165 

United Kingdom 1,580 1,560 2,068 



Top Designated Contracting Parties  

   

Contracting Parties 2013 2014 2015 

China 20,275 20,309 24,849 

United States of America 17,322 17,268 21,996 

European Union 17,598 17,270 21,721 

Russian Federation 18,239 16,573 17,436 

Japan 13,179 12,814 15,776 

Switzerland 13,215 12,759 14,584 

Australia 11,675 11,533 14,292 

Republic of Korea 10,967 10,402 12,997 

India 1,916 8,138 11,391 

Mexico 5,095 8,533 10,569 



Top Applicants  

# Name Origin Applications 

1 NOVARTIS Switzerland 197 

2 LIDL Germany 152 

3 L'ORÉAL France 130 

4 PHILIPS Netherlands 126 

5 RICHTER GEDEON NYRT Hungary 124 

6 

BOEHRINGER INGELHEIM 

PHARMA Germany 90 

7 APPLE USA 85 

8 DAIMLER Germany 83 

9 BIOFARMA France 81 

10 GLAXO GROUP  United Kingdom 68 



Recent Developments 

Madrid Monitor (Beta) – integrates ROMARIN, the WIPO 

Gazette, Madrid E-Alert and Real-time Status 

Madrid E-Filing (Australia and Benelux) 

Algeria’s accession to Protocol 

Madrid operating, for practical purposes, as single-

treaty system 

One form needed for international applications (MM2) 

Decision to Freeze Accessions to Agreement 

Publication of Madrid System Pendency Rates at WIPO 

 

 

 

http://www.wipo.int/madrid/en/news/2016/news_0011.html
http://www.wipo.int/romarin/search.xhtml
http://www.wipo.int/madrid/gazette/
http://www.wipo.int/madrid/gazette/
https://www3.wipo.int/mea/
https://www3.wipo.int/mea/
https://www3.wipo.int/mea/
http://www.wipo.int/mrs/IndexController
http://www.wipo.int/mrs/IndexController
http://www.wipo.int/mrs/IndexController
http://www.wipo.int/mrs/IndexController
http://www.wipo.int/export/sites/www/madrid/en/docs/madrid_pendency_rates.pdf


Short-term Future of the System (2-3yrs) 

Enlarging Membership  

ASEAN countries -  Indonesia, Malaysia and Thailand 

Canada 

Caribbean countries – Trinidad and Tobago, and 

Jamaica 

African countries – Malawi and South Africa 

Latin American countries 

Arab Countries  

 

Broad-based review of E-Services and development of 

an online Customer Resources Center 

Madrid Member Profiles database 

 

 



Keep Updated on the Madrid System 

Visit the Madrid Website www.wipon.int/madrid/en 

    

Subscribe to 

    Madrid Notices,  

    our regular legal  

    and news updates 

 

Sign up for 

    Madrid Highlights,   

    our quarterly  

    newsletter  

http://www.wipon.int/madrid/en
https://www.wipo.int/newsletters/en/
https://www.wipo.int/newsletters/en/


 

 

Thank you  

for your attention 

 

matthew.forno@wipo.int 
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The Patent Cooperation 

Treaty (PCT)  

Current Status & 

Recent/Future 

Developments 

Speaker: Matthew Bryan, Director, PCT Legal Division 

San Diego, United States of America 

November 2, 2016 



Overview/Current Status 

 



Seeking patents multinationally: 

traditional patent system vs. PCT system 
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176 States 



Paris route vs. PCT national phase 

* 

Share of non-resident PCT National phase entries in total non-resident applications (%)
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The PCT System 

(months) 

File PCT 

application 

12 0 30 

International  

search report 

& written 

opinion 

16 18 

International 

publication 

(optional) 

File 

 demand for 

International 

       preliminary 

      examination 

 

File local 

application 

 

Enter 

national 

phase 

22 28 

(optional) 

International  

preliminary 

report on 

patentability 

Typically a national 

patent application in 

the home country of 

the applicant 

Typically filed in same 

national patent office--one 

set of fees, one language, 

one set of formality 

requirements--and legal 

effect in all PCT States 

Report on state of 

the art (prior art 

documents and their 

relevance) + initial 

patentability opinion 

Disclosing to world 

content of application 

in standardized way 

Request an additional 

patentability analysis on  

basis of amended application 

Additional patentability 

analysis, designed to assist 

in national phase decision-

making 

Express intention 

and take steps to 

pursue to grant in 

various states 



1. postpones the major costs associated with internationalizing a 

patent application 

2. provides a strong basis for patenting decisions 

3. harmonizes formal requirements 

4. protects applicant from certain inadvertent errors 

5. evolves to meet user needs 

6. is used by the world’s major corporations, universities and 

research institutions when they seek multinational patent 

protection 

7. can result (if PCT reports are positive) in accelerated national 

phase processing in a number of countries   

The PCT, as the cornerstone of the international patent system, 

provides a worldwide system for simplified filing and processing 

of patent applications, which— 

 

 Advantages for PCT Users  



Nokero (produces solar-powered lights which replace kerosene lamps and 

candles used in developing and least -developed countries--it has so far 

distributed over 1.4 million lights in 120 countries and won a United States 

Patent and Trademark Office's Patents for Humanity Award) 

Source: WIPO Magazine, February 2016 

 PCT Testimonial: Start-up 

“When it comes to patenting, because we operate in so many 

different markets, we use WIPO’s Patent Cooperation Treaty 

(PCT). Every start-up has limited funds and the PCT is a great 

mechanism for delaying patent filing costs, allowing time to test 

the market and overcome any unforeseen technical problems. 

Without the PCT, protecting an invention in international 

markets would be a high-risk strategy with huge upfront costs.” 
 



PCT Testimonial: Inventor 

Professor Shuji Nakamura—co-winner of 

the 2014 Nobel Prize for Physics for his 

work on blue LED technology—is quoted in 

a December 2014 WIPO Magazine article:  

“… The PCT is critical for these early stage  

technologies because it gives us the opportunity to 

protect our patents globally while allowing the market 

and the technology to mature further before 

determining which countries might be most valuable 

to commercial partners.” 
 



PCT Testimonial: Large Company 
Qualcomm: 

■ Started in 1985 with 7 people 

■ Today more than 170 offices in more than 40 

countries, and 33,000 employees 

■ $25.3 billion in revenue in FY 2015 

■ #2 user of PCT in 2015: 2442 PCT applications 

published 
 

 

“Over the past 25 years, Qualcomm has been one of the largest users of 

the PCT system. To date we have filed more than 9,000 patent 

applications. International patent applications are important to the 

protection of innovations around the globe. The PCT helps put 

innovation into practice by providing a simple and cost-effective way to 

file international patent applications. The PCT is critical for Qualcomm 

because we are, above all, an innovation company.…[PCT] has been a 

vital partner in the success of our company and the growth of the 

wireless industry.” CEO Paul Jacobs, 2011 



PCT Coverage Today  



=PCT 

Albania   

Algeria   

Angola 

Antigua and Barbuda  

Armenia   

Australia   

Austria   

Azerbaijan   

Bahrain  

Barbados   

Belarus   

Belgium   

Belize   

Benin   

Bosnia and Herzegovina  

Botswana  

Brazil   

Brunei Darussalam 

Bulgaria   

Burkina Faso   

Cambodia (8 Dec. ‘16) 

Cameroon   

Canada   

Central African Republic  

Chad 

Chile 

China  

Colombia  

Comoros  

Congo 

   

Costa Rica   

Côte d'Ivoire   

Croatia   

Cuba   

Cyprus   

Czech Republic   

Democratic People's  

   Republic of Korea  

Denmark   

Djibouti (23 Sept. ‘16) 

Dominica 

Dominican Republic  

Ecuador 

Egypt 

El Salvador 

Equatorial Guinea  

Estonia   

Finland   

France,   

Gabon 

Gambia 

Georgia  

Germany 

Ghana  

Greece  

Grenada  

Guatemala 

Guinea  

 

 

 

Guinea-Bissau   

Honduras 

Hungary  

Iceland  

India   

Indonesia  

Iran (Islamic Republic of) 

Ireland   

Israel   

Italy   

Japan   

Kazakhstan  

Kenya 

Kuwait (9 Sept. ‘16) 

Kyrgyzstan 

Lao People’s Dem Rep. 

Latvia   

Lesotho  

Liberia  

Libyan Arab Jamahiriya 

Liechtenstein  

Lithuania  

Luxembourg  

Madagascar 

 

 

  

Malawi  

Malaysia 

Mali   

Malta 

Mauritania   

Mexico   

Monaco   

Mongolia   

Montenegro 

Morocco   

Mozambique   

Namibia  

Netherlands   

New Zealand 

Nicaragua 

Niger 

Nigeria 

Norway 

Oman 

Panama 

Papua New Guinea 

Peru 

Philippines  

  

   

 

Poland 

Portugal 

Qatar 

Republic of Korea  

Republic of Moldova  

Romania   

Rwanda 

Russian Federation  

Saint Lucia   

Saint Vincent and 

      the Grenadines  

San Marino 

Sao Tomé e Principe 

Saudi Arabia 

Senegal   

Serbia 

Seychelles 

Sierra Leone   

Singapore   

Slovakia   

Slovenia   

South Africa   

Spain   

Sri Lanka   

Sudan   

Swaziland 

St. Kitts and Nevis 

Sweden 

Switzerland 

Syrian Arab Republic 

Tajikistan  

Thailand 

The former Yugoslav   

     Republic of Macedonia  

Togo   

Trinidad and Tobago  

Tunisia 

Turkey   

Turkmenistan   

Uganda   

Ukraine   

United Arab Emirates 

United Kingdom   

United Republic of Tanzania  

United States of America  

Uzbekistan   

Viet Nam   

Zambia 

Zimbabwe 

151 PCT States Recent accessions: 

Kuwait 

Djibouti 

Cambodia 



UN Member States not yet in PCT 
Afghanistan 

Andorra* 

Argentina** 

Bahamas 

Bangladesh* 

Bhutan 

Bolivia 

Burundi 

Cape Verde 

Democratic Republic of 

Congo 

Eritrea 

Ethiopia 

Fiji 

Guyana 

Haiti 

Iraq 

Jamaica 

 

Jordan* 

Kiribati 

Lebanon 

Maldives 

Marshall Islands 

Mauritius 

Micronesia 

Myanmar 

Nauru 

Nepal 

Pakistan 

Palau 

Paraguay** 

Samoa 

Solomon Islands 

Somalia 

South Sudan 

Suriname* 

 

Timor-Leste 

Tonga 

Tuvalu 

Uruguay** 

Vanuatu 

Venezuela 

Yemen 

 

(42) 

*preparing to accede **PCT discussions ongoing 
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International applications received in 
2015 by country of origin  

■ 26+% originating in US 

■ 75% from top 5 countries; 92+% of filings from top 15 countries 

■ PCT applications filed by applicants from 132 countries 

■ Very close to having 80% of UN member countries in the PCT 

US: -6.7% 

JP: +4.4% 

CN: +16.8% 

DE: +0.5% 

KR: + 11.5% 

FR: + 2.6% 

GB: + 0.8% 

NL: + 3.6% 

CH: +4.4% 

SE: -1.4% 

IT: +0.8% 

CA: -7.2% 

AU: + 1.7% 

IL: + 7.4% 

FI: -12.1% 
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PCT use in the US (receiving Office) 

■ Joined PCT effective June 1, 1978 

■ 57,385 PCT applications filed by US applicants in 2015 with 

RO/US  



The appointed ISAs/IPEAs are the 
following 22 offices:  

Australia 

Austria 

Brazil 

Canada 

Chile  

China 

Egypt 

European Patent Office 

Finland 

India 

Israel 

Japan 

Nordic Patent Institute 

Republic of Korea 

Russian Federation 

Singapore   

Spain 

Sweden 

Turkish Patent Institute 

Ukraine 

United States of America 

Visegrad Patent Institute 

 

 

 PCT International Searching Authorities 



Recent/Future Developments 

 



July 1, 2016 PCT Rule Amendments (1) 

legal basis and procedure for removing/withholding certain 

“sensitive information” from public access on applicant’s 

request (Rules 9, 48 & 94) 
upon reasoned request by the applicant to the IB 

Information will be omitted from publication/public file access, if 
1) it does not obviously serve the purpose of informing the public   

about the international application, 

2) publication of or public access to such information would clearly 

prejudice the personal or economic interests of any person, and 

3) if there is no prevailing public interest to have access to that 

information 

effective as from 1 July 2016 for applications filed on or after 

that date 

language of communication with IB via ePCT opened to all 

publication languages (Rule 92) 
 



July 1, 2016 PCT Rule Amendments (2) 

required transmittal by RO to IB of documents submitted in support of 

requests for restoration of priority right (Rules 26bis & 48) 

Exception: if “sensitive information” standard (Rule 48(l)) met 

“general unavailability of electronic communications services” as grounds 

for excuse of delay in meeting certain time limits (Rule 82quater) 

Extension of force majeure provisions to time limits missed due to 

“general failures of electronic communication services” 

PCT Assembly: “covers outages that affect widespread 

geographical areas or many individuals, as distinct from localized 

problems associated with a particular building or single user” 

Amended paragraph 30 of RO Guidelines: 

Element of “unforeseeable” must be present and no reasonable 

alternative filing means available 

Effective as from 1 July 2016 for applications filed on or after that date, 

and for applications filed before that date where the “event” occurred on 

or after that date 



July 1, 2017 PCT Rule Amendments (1) 

transmittal by RO of earlier search and/or classification results to ISA, 

where national law permits (Rules 12bis, 23bis & 41)) 

General Rule: ROs forward the search/classification results from 

applications of which priority is claimed without the applicant’s 

express permission, where permitted by national law 

Exception: 

ROs which have notified the IB (before April 14, 2016) of 

incompatibility of such forwarding with applicable national law 

are not required to do so 

USPTO (and 10 other ROs) made this notification 

Even in cases in which ROs in principle apply the procedure, 

when filing the PCT application applicants may request to not 

have the earlier search results forwarded to the ISA (ROs 

which act in this way are to notify the IB in advance)   

Effective as from 1 July 2017 for applications filed on or after that 

date 



July 1, 2017 PCT Rule Amendments (2) 

designated Offices required to provide IB with timely national phase 

entry and related data (Rules 86 & 95) 

Objective: visibility of the status of PCT application during the 

national phase on PATENTSCOPE under the “National phase” 

tab 

Obligation for designated Offices to timely send national phase 

entry and related data to the IB (within 2 months from expiry of 

national phase deadline or asap thereafter) 

Data required to be transmitted: 

Date national phase entered 

National application number 

Number and date of any national publication  

Number and date of grant 

Effective as from 1 July 2017 for applications in respect of which 

the acts referred to in Article 22 or Article 39 are performed on or 

after that date 

 



PCT Assembly 2016 

Outcomes  

Appointment of Turkish Patent Institute as PCT ISA/IPEA 

(#22) 

Amendments to the PCT Regulations (entry into force:  1 

July 2017) 

Modifying time limit to request Supplementary 

International Search (from 19 to 22 months) 

Further small change to Rule 23bis 

Removal of unnecessary incompatibility provisions 



PCT Working Group 2016 (1) 
Outcomes:  

Report provided on upcoming 3rd pilot of IP5 collaborative search and 

examination 

Planned that all IP5 offices will participate, will be applicant driven (to 

assess business interest), will involve at least 100 PCT applications 

per office and last up to 3 years, so as to fully assess impact 

 IB will consult with Offices and user groups on: 

proposed pilot for ePCT national phase entry functionality 

technical/legal/administrative issues related to color drawings 

translation difficulties relating to the number of words in abstracts and 

drawings 

inclusion of CPC/other national classification symbols on front page 

of published international applications 

Examiner training 

IB will:  

compile info on examiner training provided by offices 

invite offices to provide training to examiners from other offices 

develop concept for improved coordination of examiner training 

invite sharing of training materials 

 



PCT Working Group 2016 (2) 
Outcomes (cont.):  

No agreement on proposals concerning: 

same day priority claims 

missing parts/erroneously filed procedure 

fee reductions proposed by Brazil for universities and 

public research organizations—for further discussion 

next year 

proposed amendments to Schedule of Fees and Rule 

92bis to assist IB in responding to potentially abusive 

use of PCT fee reductions 

 

 

 



Other practice changes 

Payment by cheque to the IB no longer accepted 

Following the introduction of further restrictions with 

regard to the processing of cheques by the International 

Bureau’s banking partners, the International Bureau will 

no longer accept payment by cheque with effect from 

January 1, 2017.  

Any cheque received on or after this date will be 

systematically returned to the issuer 

 



The PCT—1978 to 2016 (1) 

■ As filing tool:  PCT has been extremely successful 

■ preferred route for international patenting (≈218,000 applications 

in 2015, > 57% “market share”) 

■ harmonization of formal and procedural requirements, beyond 

PCT 

■ national laws; Patent Law Treaty (PLT) 

 



The PCT—1978 to 2016 (2) 

■ As worksharing tool: (which it was intended by its founders 

to be), PCT has not been as effective in practice  

■ had it been successful up to now in this sense, it would have been 

of more assistance in addressing national quality of examination 

and (for some Offices) backlogs in processing 

■ expectation by founders was: “flying start” for offices, which would 

complete, further check, and criticize … 

■ reality: many Offices start “from scratch”, perhaps not in complete 

isolation, but to a great degree … 

■ What is needed:  build more trust between patent offices, 

so that duplicative international phase and national phase 

processing can be reduced 



Continued areas of PCT focus (1) 
Quality: 

Improve the quality and consistency of PCT international phase 

reports 

Develop quality metrics for measuring usefulness of international phase reports 

Develop quality feedback system for offices (e.g., DO to ISA) 

Explore collaborative search and examination 

Improve timeliness of PCT work 

Help designated Offices to better understand reports  
Search strategies, standardized clauses, explanations of relevance of cited 

documents, etc. 

Improve timeliness of actions in international phase 

ISAs/IPEAs, ROs (eSearchCopy) 

Improve access to national search and examination reports 
PATENTSCOPE, WIPO-CASE, Global Dossier 

Make progress against misleading invitations sent to PCT users 

 









Continued areas of PCT focus (2) 

■ Helping developing countries benefit from the PCT 

■ top 15 countries responsible for 92% of IAs filed in 2015 

■ improve training for patent examiners (especially in developing 

and least developed countries), and better coordinate training 

already provided 

■ Making PCT accessible to applicants of all types from all 

Contracting States  

■ fee reductions (SMEs, universities, research institutes, individual 

applicants) 



Continued areas of PCT focus (3) 

■ ePCT:  electronic interface to entire PCT international phase process 

■ real time access to IB files and bibliographic data 

■ notifications of significant events and approaching deadlines 
■ Online electronic preparation and filing with real-time validations (currently with 43 

receiving offices, including IB, Algeria, Austria, Australia, Azerbaijan, Brazil, Brunei, Bulgaria, Canada, 

Chile, Colombia, Cuba, Czech Republic, Denmark, EAPO, Estonia, EPO, Finland, Hungary, Iceland, 

India, Indonesia, Israel, Iran, Latvia, Malaysia, Mexico, New Zealand, Norway, Oman, Philippines, 

Poland, Portugal, Qatar, Republic of Korea, Russian Federation, Saudi Arabia, Slovakia, Sweden, 

Singapore, Turkey, South Africa, and the United States of America) 

■ Multilingual (10 language) interface available 

■ Working on centralized fee payment mechanisms 

■ US PCT users filing with ROUS can now (as of 1 June 2016) use ePCT to 

prepare their PCT application and upload the resulting .zip file in EFSWeb, 

but…. 
■ care should be taken to ensure that the technical data loaded into ePCT is not subject to export 

controls 

■ Consulting on how ePCT could be used for national phase entry  

 



The PCT of the Future 
■ Should include: (in the view of the IB) 

■ Renewed emphasis of the “Cooperation” element in PCT: 

■ Offices and Authorities performing their roles in a timely way and to the level 

of quality necessary to allow other Offices and the public at large to trust in 

the work performed by them 

■ Increase the capacity to measure that quality 

■ Full faith and credit should be given to an Office’s own ISA workproduct 

■ Further consider allowing the market/competition (e.g., greater ISA choice for 

applicants) to exert an effect    

■ Make use of DO feedback, as particularly interested consumers of PCT reports 

■ Development of IT systems and standards to support sharing information 

with other Offices more effectively 

■ Centralized fee payment mechanism?  

■ Establishment of appropriate applicant incentives so that they play a more 

effective part in the cooperation 

■ Provision of training and assistance to Offices from all Contracting States so 

that they are able to perform their roles effectively 

 

 



Reminders 
The PCT contains useful mechanisms, such as: 

Third party observations 

Restoration of priority procedures 

A way to draw attention to individual applications by including 

licensing-related information 

Being able to request excuse of delay in meeting national phase 

entry deadline 

Always:   

View and review filed application online asap after filing 

Review published application immediately after publication 

Respect national phase entry time limit 

Request RO to prepare and transmit priority document 

Consider submitting any restoration of priority requests to RO/IB 

File 92bis requests only with IB directly 

Call/email when you have a doubt or question 

Never: 

Submit a notice of withdrawal to the RO or any authority other than 

the IB 



PCT Information and Training 

29 video segments on WIPO’s Youtube channel and WIPO’s PCT 
page about individual PCT topics 

PCT Distance learning course content available in the 10 PCT 
publication languages, and a 2nd detailed PCT DL course under 
preparation 

PCT Webinars  

free updates on developments in PCT procedures, and 
PCT strategies—previous webinars are archived and freely 
available 

upon request also for companies or law firms, for example, 
for focused training on how to use ePCT  

Videoconference and audio possibilities also available 

 In-person PCT Seminars and training sessions: see PCT seminar 

calendar (http://www.wipo.int/pct/en/seminar/seminar.pdf)  

Monthly Newsletter (http://www.wipo.int/pct/en/newslett/) 

Extensive information resources on PCT website 
(http://www.wipo.int/pct/en/) 

http://www.wipo.int/pct/en/seminar/seminar.pdf
http://www.wipo.int/pct/en/seminar/seminar.pdf
http://www.wipo.int/pct/en/newslett/
http://www.wipo.int/pct/en/newslett/
http://www.wipo.int/pct/en/
http://www.wipo.int/pct/en/


For general questions about the PCT, contact the PCT 

Information Service at: 

 
Telephone: (+41-22) 338 83 38  

Facsimile: (+41-22) 338 83 39  

E-mail: pct.infoline@wipo.int  

 

 matthew.bryan@wipo.int 

 

  

PCT Resources/Information 
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The International Registration of 

Industrial Designs, Using the 

Hague System 
Roving Seminar on WIPO Services and Initiatives 

San Diego, United States of America 

November 2, 2016 

Matthew Forno  

Senior Counsellor 

Information and Promotion Division 

Brands and Designs Sector, WIPO 



What is the Hague System? 

A one-stop shop to obtain and maintain industrial design 

protection in export markets  

A closed system and an option to the national route 

A purely procedural treaty 

The domestic legislation of the designated Contracting 

Parties set the conditions for protecting industrial 

designs and determine the rights which result from 

protection 

 

 



Paris Route vs. Hague Route 
Direct/Paris Route 

The Hague System 

                                                                                                                     
                    

                                                                                                                      

                                                                                                                       
 

                                                Industrial design applications         National/Regional IP Office(s)               Registrations               
 
 
 
 

Industrial 
designs 

                                                                                                               
                         
 

                                 Industrial design application                               International registration                                                  National/Regional IP Office(s)                
 

Industrial 
designs 

International 
Designs 
Bulletin 



Key Features of the Hague System 

 

Entitlement, but no basic design 

Direct filing with the International Bureau of WIPO 

One application – one language – one set of fees 

One registration covering multiple territories   

«Self-designation» is possible 

Possible deferment  

Fixed time limit for refusal –  6 or 12 months  

Renewal – every 5 years – 15 years for the 1999 Act 

Centralized management of portfolio 



Hague Union: Going Global 

51 Geneva Act (1999) (including EU and OAPI)  

14 Hague Act (1960) 
 

65 Contracting Parties 



Hague Union Members according to the 

most recent applicable Act 

•African Intellectual Property Organization, Albania, Armenia, Azerbaijan, Bosnia 
and Herzegovina, Botswana, Brunei Darussalam, Bulgaria, Croatia, D.P.R. of 
Korea, Denmark, Egypt, Estonia, European Union, Finland, France, Georgia, 
Germany, Ghana, Hungary, Iceland, Japan, Kyrgyzstan, Latvia, Liechtenstein, 
Lithuania, Monaco, Mongolia, Montenegro, Namibia, Norway, Oman, Poland, 
Republic of Korea, Republic of Moldova, Romania, Rwanda, Sao Tome and 
Principe, Serbia, Singapore, Slovenia, Spain, Syrian Arab Republic, Switzerland, 
Tajikistan, the former Y.R. of Macedonia, Tunisia, Turkey, Turkmenistan, Ukraine 
and the United States of America (51)  

Geneva Act 
(1999) 

•Belgium, Belize, Benin, Côte d’Ivoire, Gabon, Greece, Italy, Luxembourg, Mali, 
Morocco, Netherlands, Niger, Senegal and Suriname (14) 

Hague Act 
(1960) 



Potential Accessions 

China 

Russian Federation 

Morocco 

ASEAN countries 

Israel 

Canada 

United Kingdom 

Mexico 

Madagascar 



Trends: Continuing Growth   

2015: 

• 3,581 international registrations contained 14,484 

designs; 

• Growth (%) 2014-2015: +32.5% registrations, +7.3% 

designs 

 

2016 (until September 30): 

• 3,892 international registrations contained 13,456 

designs 

• Growth (%) to same period in 2015: +62.9% 

registrations, +32 % designs 

 

 



Trends: 2016 (until September 30): 

 
TOP 10 Designations (designs recorded by 

Designated Contracting Party) 

Growth 

European Union 10615 +23% 

Switzerland 6348 -2% 

Turkey 4613 +10% 

United States of America 3181 +422% 

Norway 2339 -4% 

Singapore 2131 +4% 

Ukraine 2105 +2% 

Republic of Korea 1901 +20% 

Japan 1695 +376% 

Morocco 1432 -4% 



Trends: 2016 (until September 30): 
 

TOP 10 origins (designs registered by country of 

address of the holder) 
               Growth 

Germany 2712 20% 

Switzerland 1939 -21% 

Republic of Korea 1480 +87% 

United States of America 1009 +160% 

Netherlands 971 +120% 

France 968 +11% 

Italy 869 +15% 

Japan 592 +498% 

Turkey 380 +98% 

Denmark 300 +261% 



Trends: 2016 (until September 30): 

TOP 10 applicants by designs 

Count Applications     Designs  

Fonkel Meubelmarketing NL 25 709 

SAMSUNG ELECTRONICS CO., LTD. KR 253 700 

LG ELECTRONICS INC. KR 516 551 

RENAULT s.a.s. FR 43 289 

Volkswagen Aktiengesellschaft DE 56 277 

SWATCH AG (SWATCH SA) (SWATCH LTD.) CH 82 255 

The Procter & Gamble Company US 50 241 

Microsoft Corporation US 25 187 

Wenko-Wenselaar GmbH & Co. KG DE 16 180 

HERMES SELLIER FR 20 142 



INDIRECT: 

 

WIPO Paper Form via EFS 

Web 

 DIRECT: 

 

WIPO E-filing Interface 

 

-Familiar environment 

-USPTO’s Quick Guide 

-Integrated Export License 

Process 

-Transmittal Fee 

-   Dedicated electronic tool 

-Easier than using paper form 

-Embedded alerts and guidance 

-Integrated fee calculator 

-No additional fees 

-No intermediary 

-Workbench / Re-use functions  

-Online correction of irregularities  

Two Filing Options for US Applicants 



 US Filings*(as received at the IB May 2015 up to September 30, 2016) 

  

* By the Applicant’s Contracting Party  



Have Export License? Then File Directly  



E-Filing Platform 

a WIPO User account 

 

facilitated downloading of reproductions 

 

real time checking of certain formalities 

 

saving of applications in progress 

 
fully integrated fee calculator 

 
 

payment of fees by credit card 

 

and much more… 

 

The E-filing platform includes the following features: 



New Features of the E-Filing Portfolio 

Manager 
 

 

 

 

 

 

 

 

Send corrections to irregularities or defects  

Receive and download notifications from 
the IB relating to international applications 

Retrieve in real-time current status of IA 



Hague Express Database 



Global Design Database 



Tips 

Guidance on Preparing and Providing Reproductions in Order 

to Forestall Possible Refusals on the Ground of Insufficient 

Disclosure of an Industrial Design by Examining Offices at 

http://www.wipo.int/export/sites/www/hague/en/how_to/pdf/gui

dance.pdf 

 

• Established in consultation with Contracting Parties, in 

particular all those that currently have an Examining 

Office, and several user organizations 

 

 

 

http://www.wipo.int/export/sites/www/hague/en/how_to/pdf/guidance.pdf
http://www.wipo.int/export/sites/www/hague/en/how_to/pdf/guidance.pdf


In Conclusion 

Many advantages in using the Hague System: flexibility 
of the system, tailormade designations, multiple design 
application, simple fee structure, and subsequent 
management. 

 

 

Design protection is not simple, 

But Hague makes it simpler… 

 



 

 

Thank you  

for your attention 

 

matthew.forno@wipo.int 
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Resolving IP Disputes outside the 

Courts through WIPO ADR: WIPO’s 

Arbitration and Mediation Center 

San Diego, United States of America 

November 2, 2016 

Matthew Bryan 

Director 

Patent Cooperation Treaty Legal Division 

WIPO 



Top Ten Priorities in Choice of Dispute 

Resolution Clause (WIPO Survey) 

WIPO Center Report on International Survey of Dispute Resolution in Technology 

Transactions  



WIPO Arbitration and Mediation Center 

■ Facilitates the resolution of commercial disputes between private 

parties involving IP and technology, through procedures other than 

court litigation (alternative dispute resolution: ADR) 

■ Offices in Geneva and Singapore 

■ Users around the world   

■ ADR of IP disputes benefits from a specialized ADR provider 

■ WIPO mediators, arbitrators and experts experienced in IP and 
technology - able to deliver informed results efficiently 

■ Competitive WIPO fees 

■ International neutrality 

■ Services include mediation, (expedited) arbitration, expert 
determination, and domain name dispute resolution 

 

 



WIPO ADR 

Mediation, Arbitration, Expert Determination 
 

Mediation: informal consensual process in which a neutral 
intermediary, the mediator, assists the parties in reaching a settlement 
of their dispute, based on the parties’ respective interests. The 
mediator cannot impose a decision. The settlement agreement has 
force of contract. Mediation leaves open available court or agreed 
arbitration options. 

Arbitration: consensual procedure in which the parties submit their 
dispute to one or more chosen arbitrators, for a binding and final 
decision (award) based on the parties’ rights and obligations and 
enforceable internationally.  Arbitration normally forecloses court 
options. 

Expert Determination: consensual procedure in which the parties 
submit a specific matter (e.g., technical question) to one or more 
experts who make a determination on the matter, which can be 
binding unless the parties have agreed otherwise. 



Why Consider WIPO ADR? 

■ Cost of IP court litigation 

■ Calls for expedient solutions 

■ Internationalization of creation/use of IP 

■ Calls for cross-border solutions; consolidate in one procedure 

■ Technical and specialized nature of IP 

■ Calls for specific expertise of the neutral 

■ Short product and market cycles in IP 

■ Calls for time-efficient procedures 

■ Confidential nature of IP 

■ Calls for private procedures 

■ Collaborative nature of IP creation and commercialization 

■ Calls for mechanisms that preserve relations 

 

 



Routes to WIPO ADR 

■ ADR contract clause electing WIPO Rules 

■ WIPO Mediation, and/or 

■ WIPO Arbitration / Expedited Arbitration, and/or 

■ WIPO Expert Determination 

■ Model clauses: www.wipo.int/amc/en/clauses/index.html  

■ Parties can shape the process via the clause (e.g., 

location, language, law) 

■ ADR submission agreement electing WIPO Rules, e.g., in 

existing non-contractual disputes 

■ Unilateral request for WIPO Mediation by one party (Art. 4 

WIPO Mediation Rules) 

■ Court referrals 

http://www.wipo.int/amc/en/clauses/index.html


WIPO ADR Options 

Expedited 

Arbitration 

Arbitration 

 

WIPO Contract 

Clause/ Submission 

Agreement 

Expert 

Determination 

Determination 

(Negotiation) 

Mediation 

Award Settlement 

Party 

Agreement 

Outcome 

Procedure 

First Step 



WIPO Model Clause Example: Mediation  
followed by Expedited Arbitration 

"Any dispute, controversy or claim arising under, out of or relating to this contract and any 

subsequent amendments of this contract, including, without limitation, its formation, validity, 

binding effect, interpretation, performance, breach or termination, as well as non-contractual 

claims, shall be submitted to mediation in accordance with the WIPO Mediation Rules. 

The place of mediation shall be [specify place]. The language to be used in the mediation 

shall be [specify language]” 

If, and to the extent that, any such dispute, controversy or claim has not been settled 

pursuant to the mediation within [60][90] days of the commencement of the mediation, 

it shall, upon the filing of a Request for Arbitration by either party, be referred to and 

finally determined by arbitration in accordance with the WIPO Expedited Arbitration 

Rules. Alternatively, if, before the expiration of the said period of [60][90] days, either party 

fails to participate or to continue to participate in the mediation, the dispute, controversy or 

claim shall, upon the filing of a Request for Arbitration by the other party, be referred to and 

finally determined by arbitration in accordance with the WIPO Expedited Arbitration Rules. 

The place of arbitration shall be [specify place]. The language to be used in the arbitral 

proceedings shall be [specify language]. The dispute, controversy or claim referred to 

arbitration shall be decided in accordance with [specify jurisdiction] law." 

www.wipo.int/amc/en/clauses/ 





WIPO Center Case Role 
 

■ Administering cases 

■  Under WIPO Rules, or under special procedures 

■  Active management:  containing time and costs 

■  WIPO ECAF (optional online case management) 

 

■ Facilitating selection and appointment of mediators, 

arbitrators, experts 

■  WIPO list of 1,500+ neutrals  

■  From numerous countries in all regions 

■  Specialized in different areas of IP and IT 

 

 

 

 

 

■   



WIPO Electronic Case Facility (ECAF) 
■ Simple; secure; instant; location-independent; optional  



• One exchange of pleadings 
• Shorter time limits 
• Sole arbitrator 
• Shorter hearings  
• Fixed fees 

WIPO Expedited Arbitration 

Request for Arbitration  

and Statement of Claim 

Answer to Request for Arbitration and 

Statement of Defense 

Appointment of Arbitrator(s) 

Hearing 

Closure of Proceedings 

Final Award 

WIPO Arbitration 

Request for Arbitration 

Answer to Request for Arbitration 

Appointment of Arbitrator(s) 

Statement of Claim 

Statement of Defense 

Hearings 

Closure of Proceedings 

Final Award 

Further Written Statements and Witness 

Statements 



WIPO Mediation, Arbitration and Expert 

Determination Cases 
■ IP/IT disputes and commercial disputes, for example: 

■ Contractual:  patent licenses, software/ICT, R&D and 

technology transfer agreements, patent pools, distribution 

agreements, joint ventures, copyright collecting societies, 

trademark coexistence agreements, settlement agreements 

■ Non-contractual:  infringement of IP rights 

■ Domestic and international disputes  (25/75%) 

■ Case venues around the world 

■ Amounts in dispute from USD 50,000 to USD 1 billion 

 



Dispute Areas in WIPO Mediation and 

Arbitration Cases 



WIPO Cases: Typical Time and Cost 
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www.wipo.int/amc/en/calculator/adr.jsp 



Relative Time and Cost of Technology 

Dispute Resolution 

WIPO Center Report on International Survey of Dispute Resolution                                                        

in Technology Transactions  

 



Uniform Domain Name Dispute  
Resolution Policy (UDRP) 

■ 1999:  WIPO-created international administrative ADR 

procedure 

■ Allows trademark owners to resolve “clear cut” cases of 

abusive domain name registration and use (“cybersquatting”) 

■ Operates outside the courts, but preserves party court option 

■ Uniform:  applicable to all gTLDs “old” (.com, .net, .org, etc.) 

and “new” (.bike, .nyc, .xyz, etc.) 

■ Also available for 75 ccTLDs 

■ Applicable via mandatory “contract web” between ICANN, 

registrars, and registrants 



UDRP:  Principal Advantages 

■ Significantly quicker and cheaper than court litigation 

■ Two-month average;  fixed fees (USD 1,500) 

■ Predictable criteria and results 

■ Decision (transfer) implemented directly by registrar 

■ Prevents consumer confusion/brand abuse 

 



The UDRP Test – Three Elements 
  

Trademark must be identical or confusingly similar to 

the domain name;  and 

 

The registrant of the domain name must have no rights 

or legitimate interests in the domain name;  and 

 

The domain name must have been registered and used 

in bad faith. 

 



Voguecatch.com - Case No. D2012-0136 



Domain Name Dispute Filing with 

WIPO 
■ 16 years’ experience as the global leader in domain name 

dispute resolution 

■ 35,000+ cases covering 65,000+ domain names 

■  2015 total:  2,754 cases 

■ Involving parties based in 113 countries 

■ Multilingual case administration (21 languages to date) 

■ Paperless filing:  WIPO-initiated eUDRP 

■ US first-ranked for WIPO case parties and panelists 

 

 

 

 

 



WIPO UDRP Complainant Areas of 

Activity 



Key WIPO UDRP Resources 

WIPO Guide to the UDRP 
www.wipo.int/amc/en/domains/guide  

 

Model pleadings (complaint and response) 

www.wipo.int/amc/en/domains/complainant  

 

Legal Index of UDRP Decisions 
www.wipo.int/amc/en/domains/search/index.html 

 
WIPO Jurisprudential Overview of Selected UDRP 
Questions 

www.wipo.int/amc/en/domains/search/overview/index.html 

 

 

 

http://www.wipo.int/amc/en/domains/guide
http://www.wipo.int/amc/en/domains/complainant
http://www.wipo.int/amc/en/domains/search/index.html
http://www.wipo.int/amc/en/domains/search/overview/index.html




Further Information (1) 

 

■ WIPO Arbitration and Mediation Center Offices 

 

■ Geneva, Switzerland 

■ Singapore, Singapore 

 

■ WIPO External Offices 

 

■ Rio de Janeiro, Brazil 

■ Beijing, China 

■ Tokyo, Japan 

■ Moscow, Russia 

■ Singapore, Singapore 
 

 

 

 

 

 

 



Further Information (2) 

 

Queries and case filing:  

arbiter.mail@wipo.int 

 

Model clauses:  

www.wipo.int/amc/en/clauses/ 

 

Info on procedures, neutrals and  

case examples:  

www.wipo.int/amc/ 
 

 

 

 

 

 

 

mailto:arbiter.mail@wipo.int
http://www.wipo.int/amc/en/clauses/
http://www.wipo.int/amc/en/




Global IP Databases, Platforms and 

Tools for the Connected Knowledge 

Economy 

 

San Diego, United States of America 

November 2, 2016 

Irene Kitsara, IP Information Officer, 

Access to Information and Knowledge Division,  

Global Infrastructure Sector 



Outline 
A. Global IP Databases 

PATENTSCOPE  

Global Brand Database 

Global Design Database 

WIPO DAS 

WIPO Lex 

 

B. Tools facilitating understanding of patent data and IP Management-

related decisions 

Patent Analytics (Patent Landscape Reports (PLR) and related 

resources) 

 

C. Collaboration platforms 

WIPO RE:SEARCH 

WIPO GREEN 

WIPO Match 

 

 

 

 



The importance of infrastructure in a knowledge 

economy  

Challenges of: 

Access to relevant 

information (information 

sources, tools and search 

skills) 

Analysis, understanding 

and strategic use of 

information (content 

understanding, decision-

making, establishment of 

partnerships) 

“Just as participation in the physical 

economy requires access to roads, bridges, 

and vehicles to transport goods, similar 

infrastructure is needed in the virtual and 

knowledge economy. However, here the 

highway is the Internet and other networks, 

bridges are interoperable data standards, 

and vehicles are computers and 

databases”  Director General Francis Gurry 



A. Global IP Databases: Access point 

www.wipo.int  

http://www.wipo.int/


Growing importance of patent information 

 

 

 

 

 

 

 

 

 

Increase in patent applications worldwide and in the 

information included therein 

PATENTSCOPE: 58 mio patent documents 

Challenge: access to the information and pertinence of 

the retrieved information  

 



WIPO’s Patent Database: PATENTSCOPE 

https://patentscope.wipo.int/


PATENTSCOPE and its search 

functionalities 

https://patentscope.wipo.int   

■ 3 million published PCT applications 

■ 58 million patent documents (regional and national collections) 

https://patentscope.wipo.int/


PATENTSCOPE: Advanced search 



PATENTSCOPE: Field combination 

Qualcomm HQ, San Diego 



PATENTSCOPE: the search results 

 

Registered 

PATENTSCOPE 

users can: 

 Save their queries 

 Export up to 

10.000 records in 

.csv/.xls 



CLIR: Cross Lingual Expansion  



Drones on CLIR 



Drones on CLIR (2) 



Search results including all variations and 

translation of variations 



An example of a PCT document 



WIPO Translation Tools 



WIPO Translate – statistical machine 

translation 



WIPO Translation beta version 



New PATENTSCOPE feature: 

Chemical compound search 



Chemical Compound Search 

Draw or edit: 

 Chemical structures 

 Reactions 

 Fragments similar 

to chemical 

sketches on paper; 



Convert structure 

PCT applications in EN and DE since 1978 

US national collection since 1979 

IUPAC/clinical/chemical/commercial names/CAS 

number/SMILES supported 

Exact compounds can be searched –  

    no Markush structures supported 

https://patentscope.wipo.int/search/en/chemc/chemc.jsf?new=true


Convert structure example 



…and search for the chemical structure 



Upload structure 



National phase and other available 

information 



Legal status information and how WIPO helps 

accessing such information 
Legal status data essential for certain types of analysis (FTOs, 

portfolio analysis, CI/BI) 

Challenge of accessing relevant and up-to date legal status 

information 

Need to access the primary source of legal status information - 

Patent Registers/Gazettes for most up-to-date information 

In the context of the Development Agenda Project “IP and the Public 

Domain”, WIPO prepared a feasibility study on availability, reliability 

and comparability of patent legal status data 

(http://www.wipo.int/patentscope/en/programs/legal_status)  

Portal to national patent registers – pilot project  

Towards the development of a new standard: the work of 

    the Legal Status Task Force of the CWS 

(http://www.wipo.int/edocs/mdocs/cws/en/cws_4_bis/cws_4_bis_5.pdf) 

http://www.wipo.int/patentscope/en/programs/legal_status
http://www.wipo.int/edocs/mdocs/cws/en/cws_4_bis/cws_4_bis_5.pdf


Patent Register Portal  

http://www.wipo.int/branddb/portal/portal.jsp


Patent Register Portal 

Information on 

availability of online 

patent 

registers/Gazettes, 

search modalities, 

links & tips on 

searching for legal 

status in various 

patent registers 

Color code:  

Green: available 

Red: not available 



Patents and the Public Domain: Future 

developments 

New Development Agenda Project on the “Use of information 

in the public domain for economic development” (approved 

by the CDIP in April 2016)  

Project outputs: 

Practical guides on the identification and use of inventions 

in the public domain 

Documentation of experiences and best practices in the 

identification and use of inventions in the public domain 

New and enhanced training materials for TISCs 

Roster of experts on identification and use of inventions in 

the public domain 

Improved Patent Register Portal 



PATENTSCOPE: learning resources 

Video tutorials Webinars 

http://www.wipo.int/patentscope/en  

http://www.wipo.int/patentscope/en


Global Brand Database 

■ Over 27,5 million records 

relating to nationally and  

internationally-protected 

trademarks 

■ Allows searches across multiple 

collections, including: 

■ Trademarks registered under 

Madrid System and EUIPO 

■ Appellations of Origin 

registered under Lisbon 

System 

■ Emblems protected under the 

Paris Convention 6ter  

■ 31 national collections, with 

more to come soon 



Global Brand Database 



Global Brand DB and  

http://www.wipo.int/branddb/en/


Grid view – for a faster overview of the results 



Geographical distribution of WD-40 trademarks  

WD-40 as brand 

WD-40 as TM holder 



A database entry 



Search by representative 



Image similarity search feature 



Select your similarity search strategy 



Define your search strategy and… 



Look for the Nice classification 



And combine it with your image search 

strategy 



…for more relevant results 



Global Design Database 

Launched in 2015 

Simultaneous search of 

more than 1,6 million 

industrial designs 

registered in the 

available national 

collections or under the 

Hague System http://www.wipo.int/designdb  

http://www.wipo.int/designdb


Global Design Database and  



Geographical distribution of industrial designs 

portfolio 



Registration strategy and age of portfolio 



An example of a database entry 



Search by national/Locarno Classification 



Search by national/Locarno Classification 



WIPO Digital Access System (DAS) 

DAS (Digital Access 

System) used by 14 

IPOs 

A System that allows 

IPOs and applicants 

to securely exchange 

or submit a digital 

copy of priority 

documents to multiple 

IPOs   

 



WIPO DAS 



WIPO Lex 

www.wipo.int/wipolex  

http://www.wipo.int/wipolex


WIPO Lex - USA 



B. Tools facilitating access to, understanding 

and use of IP information 

Patent Landscape Reports 

Guidelines for Preparing Patent Landscape Reports 

Manual on Open Source Tools for Patent Analytics 



What is patent analysis? 

After the patent search result what??? 

 

 



How are decisions taken in a knowledge 

economy? 
Cross sectoral/disciplinary effort: many aspects taken into 

account (Science/Policy/Economics/Business/Marketing) 

Policy/Regulations  

Relevant market definition and analysis 

Competitors activity and analysis 

Economic/financial aspect  

Risk  

Data-driven decisions 

 

Patent Information: important source of: 

 Technical 

 Business      information 

 Legal  

 

Patent/IP 
Analytics 

Patent 
Information 
Search and 

manual 
results 

analysis 

Consultation 
of individual 

scientific 
literature 

Tradition/ 

Intuition/ 

Rumors 



What is a Patent Landscape Report (PLR)? 
Research and analysis of innovation patterns and 
patenting trends in a specific technological 
field/geographical area using patent information  

 

Transformation of raw patent data through patent 
search (patent databases) into comprehensive for 
non- experts patent analysis (breakdown and analysis 
of the results, visualization, conclusions) 

 

 

 

Facilitates dialogue between various stakeholders, 
creating easily understood by non-experts data 

 

Raw 
Data  

Patent 
Search 

Patent 
Analysis 



What kind of questions can a PLR answer? 

(The Answer to The Ultimate Question of Life, the Universe, and Everything, The 

Hitchhiker's Guide to the Galaxy, Douglas Adams) 

Which technology trends exist in which geographical areas and how have they 

developed over time?  

Are there gaps or white spaces, i.e. areas with little patent protection, that permit 

business opportunities or give them an added value? 

Which players are the most active in a said technical area and what is their 

specific focus and strategy? 

Which other patents are relevant for a company’s activities or a product 

development/commercialization? (Infringement/FTO, licensing-in, collaborations) 

Which patents are about to expire ? Which technologies move in the public 

domain and provide business opportunities ? 

What is the patent portfolio of competitors and what is the impact on the 

company’s portfolio and activities? Correlation and effect on value 

 

 

 

 



WIPO Patent Landscape Reports Topics 



Variety in the analysis types and tools used 



Unique compilation of PLR prepared by 

other organizations 

www.wipo.int/patentscope/en/programs/patent_landscapes/published_reports.html  

Over 170 PLR 

available (July 2016) 

http://www.wipo.int/patentscope/en/programs/patent_landscapes/published_reports.html


Guidelines for Preparing Patent Landscape 

Reports  

Published in September 2015 and available on 
http://www.wipo.int/patentscope/en/programs/patent_landscapes 

 

Structure: 

Background information on patent information 

Objectives and motivations for preparing PLRs 

Different types of patent analysis 

Tasks associated with the preparation of PLRs  

Stages in the preparation of PLRs 

Examples and experience from WIPO’s work in PLR 

http://www.wipo.int/patentscope/en/programs/patent_landscapes


The Manual on Open Source Tools for 

Patent Analytics 

Project launched in May 

2015, funded by FIT-JP 

  

Aimed at exploring: 

 various free and open 

source tools which could 

be used for various patent 

analysis tasks by users in 

developing countries 

Includes walkthrough for 

using selected software for 

various analytics tasks 

 

 

 

https://github.com/wipo-analytics/opensource-patent-analytics  

https://github.com/wipo-analytics/opensource-patent-analytics
https://github.com/wipo-analytics/opensource-patent-analytics
https://github.com/wipo-analytics/opensource-patent-analytics
https://github.com/wipo-analytics/opensource-patent-analytics
https://github.com/wipo-analytics/opensource-patent-analytics
https://github.com/wipo-analytics/opensource-patent-analytics
https://github.com/wipo-analytics/opensource-patent-analytics


Which analytics tasks, databases and 

tools does the Manual cover? 

Obtaining Data 

Cleaning Data 

Visualizing Data 

Sharing Data 

 



What can the users produce when using 

these tools? 



C. Multi-stakeholder Platforms 

WIPO GREEN WIPO Re:Search 

WIPO Match 



WIPO Green 

The marketplace for 

sustainable technology: 

search functionality for 

technology providers 

and seekers  

Network of green 

technologies 

stakeholders 

Grouped in 9 

technology areas 

https://www3.wipo.int/wipogreen  

https://www3.wipo.int/wipogreen
https://www3.wipo.int/wipogreen
https://www3.wipo.int/wipogreen
https://www3.wipo.int/wipogreen


WIPO Green example: Energy 



WIPO Re:Search  

Initiative aiming at 

promoting the 

development of 

medicines for 

neglected diseases, 

malaria and TB 

Includes a database 

with information on 

availability of IP 

rights and other 

information 

Voluntary 

contribution 

http://www.wipo.int/research  

http://www.wipo.int/research


What can you search for? 



WIPO Match 

On-line market place 

to match specific IP 

Technical Assistance 

needs with resources 

offered by potential 

providers/donors. 



WIPO Match 

Who can join? 

Seekers 

Providers 

Supporters/ 

Donors 

www.wipo.int/wipo-match  

http://www.wipo.int/wipo-match
http://www.wipo.int/wipo-match
http://www.wipo.int/wipo-match


WIPO Match 

Success stories? 



 

 

Thank you! 

Irene.Kitsara@wipo.int  

mailto:Irene.Kitsara@wipo.int

