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USPTO	as	“Office	of	Origin”	
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International Applications Received by WIPO 

Top	“Countries	of	Origin”	
Applicant’s	Country	of	Origin	 2014	 Growth	

United	States	of	America	 6,595	 +9.1%	
Germany	 6,506	 -4.8%	
France	 3,802	 -9.9%	

Switzerland	 3,144	 2.4%	
United	Kingdom	 2,946	 19.3%	

Italy	 2,742	 -1.5%	
China	 2,225	 -5.5%	
Japan	 2,081	 8.3%	

Australia	 1,556	 23.3%	
Netherlands	 1,402	 4.2%	
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US Applicants in Top 50  

Applicant	 2014	 Rank	

Apple	 50	 16	
Wikimedia	CorporaZon	 41	 19	

Microso[	 31	 33	
Payless	Shoesource	Worldwide	 31	 33	

Avon	Products	 27	 41	
Trident	Group	LLC	 26	 43	

IBM	 25	 49	
All	others	 <	25	 N/A	
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Madrid	Processing	Unit	

•  Role	as	Office	of	Origin	
–  Examines	the	internaZonal	applicaZon	
–  Responds	to	irregularity	leders	issued	by	IB	
–  Examines	subsequent	designaZons	
–  NoZfies	IB	of	ceasing	of	effect	of	goods	and	services	in	basic	mark	

•  Role	as	Designated	ContracZng	Party	
–  Reviews	provisional	refusals	by	examiners	for	compliance	before	sent	to	IB	
–  CorrecZon	noZces	
–  LimitaZon	noZces	
–  RestricZons	
–  Final	Decisions	
–  TransformaZon	and	Replacement	Requests	
–  InvalidaZons	
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USPTO:	
OFFICE	OF	ORIGIN	
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EnZtlement	to	File	with	USPTO	

•  NaZonal	
– NaZonal	ciZzenship	or	jurisdicZon	of	formaZon/
incorporaZon	of	legal	enZty	

•  Domicile	
•  Real	and	EffecZve	Industrial	or	Commercial	
Establishment	(“Establishment”)	
– Need	not	be	principle	place	of	business,	but	must	
not	be	fraudulent	or	ficZZous	
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Fees	

•  In	conjuncZon	with	internaZonal	applicaZon	
–  If	TEAS,	pay	in	USD	directly	to	USPTO	
–  If	paper	applicaZon,	pay	in	CHF	directly	to	WIPO	

•  Deposit	account;	bank	transfer	

•  In	conjuncZon	with	WIPO	irregularity	leder	
– E-Payment;	deposit	account;	bank	transfer;	credit	
card	

– USPTO	will	not	accept	or	forward	deficient	fees	
set	forth	in	irregularity	leder	
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CerZficaZon	by	USPTO	

•  Common	Reasons	for	Denial		
–  Ownership	
–  Not	the	same	mark	
–  DescripZon	of	the	mark	
–  Goods	and	services	in	internaZonal	applicaZon	exceed	the	
scope	of	those	in	the	basic	mark	

•  PeZZon	to	Review	Denial	of	CerZficaZon	
–  Only	way	to	respond	to	denial	and/or	amend	internaZonal	
applicaZon	

–  File	immediately	a[er	noZficaZon	via	TEASi	
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WIPO	IrregulariZes	

•  ClassificaZon	of	goods	and	services	
– Not	classified	or	in	wrong	class	

•  IndicaZon	of	goods	and	services	
– Too	vague	for	the	purposes	of	classificaZon,	
linguisZcally	incorrect	or	incomprehensible	

•  Other	irregulariZes	
–  Improper	form;	missing	or	defecZve	parZculars;	
defecZve	cerZficaZon;	insufficient	fees;	etc.	
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Types 

WIPO	IrregulariZes	

•  Corrected	by	USPTO	
– Missing	parZculars;	defecZve	cerZficaZon	

•  Corrected	by	Applicant	via	the	USPTO	
– ClassificaZon	and	indicaZon/idenZficaZon	of	
goods	and	services	

•  Corrected	by	Applicant	
– Fees	

•  Corrected	by	Applicant	or	via	USPTO	
– DefecZve	parZculars	
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NoZficaZon	of	Ceasing	of	Effect	

•  Applies	to	the	indicaZon/idenZficaZon	of	
goods	and	services	only	
– Changes	to	reproducZon	of	mark,	owner,	address,	
any	other	indicaZon	(disclaimer,	descripZon	of	the	
mark,	translaZon,	etc.),	etc.,	not	noZfied	

•  Basic	ApplicaZon:	noZficaZon	sent	at	Zme	of	
registraZon	

© 2016 Alan Morgan Datri 13 

USPTO:	
OFFICE	OF	DESIGNATED	
CONTRACTING	PARTY	
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www.wipo.int/madrid/en/highlights 
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Affidavits	of	Use	

•  Affidavits	of	use	or	excusable	non-use	
– To	be	disZnguished	from	renewals	filed	with	
WIPO	every	ten	years	a[er	date	of	IR	

•  Affidavits	of	use	must	be	filed	between:	
– 5th	and	6th	year	a[er	registraZon	by	USPTO	
– 9th	and	10th	year	a[er	registraZon	by	USPTO	
– Every	9th	and	10th	year	therea[er	

•  Time	period	runs	from	date	of	registraZon	
indicated	in	US	registraZon	cerZficate	
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Alan Morgan Datri 
 

IPDatri@att.net  
https://www.linkedin.com/in/ipdatri  

 Memphis, TN                                                          Washington, DC 
(901) 201 6696                                                         (202) 657 6763 
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