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I.
INTRODUCTION

 AUTONUM  
Private international law is a body of domestic law which deals with cases involving one or more foreign elements.
  In the Internet era, there is a not inconsiderable degree of bathos about such a characterisation:  where, for example, a single copyright work can be rendered available everywhere to anyone with an Internet connection, the “foreign elements” in any dispute concerning the exploitation of the work are likely to be numerous.

 AUTONUM  
Legal practitioners now are required, far more often than in the past, to contend with an expanding range of private international law issues.  Most notably, private international law doctrines provide a key part of the legal background against which much advice to clients seeking to have any kind of Internet presence must be framed.

 AUTONUM  
Legal practitioners are increasingly being asked to engage with issues such as:

(a) When–if at all–will a court exercise subject matter jurisdiction over foreign intellectual property laws?

(b) In an era of unprecedented opportunities for cross-border commercial dealings in intellectual property rights, which laws should govern:

(i)
ownership of intellectual property rights;

(ii)
the validity of transactions involving intellectual property rights;

(iii)
the character of those rights;  and

(iv)
the infringement of those rights?

(c) What kind of Internet-based activity will be regarded as impacting sufficiently on the forum to warrant exercise of personal jurisdiction?

 AUTONUM  
Writing in 1990, a leading commentator called for the “construction of a much needed private international law of intellectual property “
  In the common law tradition, much superb work towards that end has already been undertaken by numerous distinguished commentators.
  Answers are slowly emerging.  However, there is still insufficient certainty to be able to provide clients firm advice on many of the issues that now impact significantly on their day-to-day business activities.  Many clients would be forgiven for thinking that it should all be easier than it seems.

 AUTONUM  
Before undertaking an overview of common law private international law doctrine as it touches on intellectual property issues, it may be helpful to consider some of the causes for the current state of uncertainty.  Partly responsible is the incremental character of the common law.  The common law can achieve little that is akin to the dramatic rationalisations facilitated by major codification exercises or ratification of major international conventions.

 AUTONUM  
Another cause for uncertainty might also be the nature of the discipline of private international law itself.  Private international law is intensely practical,
 in that its object is to ensure, so far as possible, that disputes involving foreign elements are determined by the court best placed to do so in the interests of justice and of the parties, and that selection of the forum should not affect the substantive outcome of the dispute.  In addition, private international law seeks to ensure that the appropriate law is applied to the dispute–or, as is often the case, that the appropriate law is applied to each issue raised in the dispute.  In most respects, particularly in commercial contexts, its aims are consistent with those of purely domestic litigation–prompt and efficient resolution of disputes, and consistency and predictability of outcomes.

 AUTONUM  
At the same time, however, private international law distils intensely difficult theoretical problems, such as the authority of domestic courts to apply the laws of foreign jurisdiction and the role and scope of the principle of the comity of nations.
  The importance of these issues is sometimes directly reflected in substantive rules, such as the common law prohibition against the justiciability of torts involving foreign land
 and the application of foreign revenue and penal statutes.
  To be sure, practical considerations also account for such rules:  common law courts seldom, if ever, wish to be involved in the recognition of rights that cannot be enforced.  However, such concerns are in large part informed by deeply held values about the appropriate relationships between sovereign nations. 

 AUTONUM  
In the intellectual property context, these values find expression in the principle of “territoriality. “
  National trade marks, for instance, are “territorially limited and granted independently of each other in accordance with the principles stated in Article 6 of the Paris Convention.”
  Justice Ginsburg has recently reminded us in a concurring opinion in a United States Supreme Court decision that “[c]opyright protection is territorial.  The rights granted by the United States Copyright Act extend no farther than the nation’s borders.”
  In the patent context, the following comment from Mr. Justice Aldous, as he then was, in Plastus Kreativ A.B. v Minnesota Mining and Manufacturing Co. captures the essence of these concerns:

“Although patent actions appear on their face to be disputes between two parties, in reality they also concern the public.  A finding of infringement is a finding that a monopoly granted by the state is to be enforced.  The result is invariably that the public have to pay higher prices than if the monopoly did not exist.  If that be the proper result, then that result should, I believe, come about from a decision of a court situated in the state where the public have to pay the higher prices.” 

 AUTONUM  
In a recent United States decision from within the Ninth Circuit, a dissenting judgment made similar points about the nature of copyright law.  Objecting to the majority’s dismissal of the case on forum non conveniens grounds, Judge Fergusson opined:

“A copyright may not be as important as the Congressional Medal of Honor, but the district court and the majority have completely disregarded the fact that a copyright is a valued benefit granted by the United States Government for the primary purpose of benefiting the general public good;  therefore, a copyright infringement claim must not be treated as a mere private cause of action like a tort or breach of contract.  … [T]he district court failed to consider the enormous impact on the general public good resulting from its decision to leave to a Singapore court unsettled issues relating to the intellectual freedom to create American copyrights to computer software in a rapidly expanding market.”
 
 AUTONUM  
In the Anglo-American tradition, the conceptual underpinnings of intellectual property rights have much to do with the public interest.  While it is important not to overstate the point, intellectual property regimes are regarded as primarily utilitarian in their aims and policies.  Accordingly, it is not surprising that the policies of private international law should generate some friction when they are required to interface with rights and principles that have a decidedly public character.

II.
JURISDICTION AND ENFORCEMENT

 AUTONUM  
Jurisdiction has two aspects.  First, will a court exercise jurisdiction over the particular defendant?  This issue is referred to as “personal jurisdiction.”  Secondly, if a court is called on to apply “foreign” intellectual property laws, will it be prepared to do so?  This issue is referred to as “subject matter jurisdiction.”  As we shall see, the issue of jurisdiction is also pertinent to the enforcement of judgments rendered in foreign fora.

A. Personal Jurisdiction
 AUTONUM  
Beyond the purview of international treaties such as the Brussels
 and Lugano
 Conventions, in the Anglo common law tradition, personal jurisdiction follows service.          A court may exercise personal jurisdiction if the defendant has been validly served with the documents necessary to initiate the proceedings.  In general, the forum has personal jurisdiction over corporations or entities that are “present” in the jurisdiction.  These may be served as of right, according to domestic law principles.  Presence can be established by showing that the defendant has a reasonably permanent place of business in the forum.
  The domestic court may hear all claims against a defendant that is present in the forum–even if some or even all of the causes of action do not involve acts done in the forum.

 AUTONUM  
For defendants that are not “present” in the forum, special rules of the domestic forum determine whether service on the defendant is permitted.  Jurisdiction may be exercised, for instance, where a claim is founded on a tort and the damage was sustained in
 or resulted from an act committed in the home forum.
 

 AUTONUM  
In the United States of America, constitutional due process requirements inform courts’ approaches to the exercise of personal jurisdiction.
  To justify the exercise of jurisdiction over an out-of-state defendant, there must exist a sufficient nexus between the defendant and the forum.
  Where a defendant is resident in the forum or is doing business in a “systemic and continuous” fashion in the forum, a court will have “general” jurisdiction over all claims against the defendant, even though some of the defendant’s action may have been done outside of the forum.  Absent presence or sufficient business activity, plaintiffs must rely on the forum’s “specific jurisdiction” over forum state-related acts.  Even here, the plaintiff must establish that the defendant had certain “minimum contacts” with the forum, such that maintenance of the suit does not offend “traditional notions of fair play and substantial justice.”

 AUTONUM  
The rise of Internet-based commerce has required a number of United States Courts to engage with the issue of the degree of Internet “presence” that provides a sufficient basis for the forum to exercise jurisdiction over the website operator.
  It now seems that a “passively accessible” website is insufficient to sustain general jurisdiction.
  A more sustained connection with the forum, such as an ability for forum residents to order goods or services from the website, appears to be required.

 AUTONUM  
In addition to these threshold matters, a court may deny jurisdiction on the grounds that forum chosen by the plaintiff chosen forum is “forum non conveniens.”
  In broad terms, a Court may deny jurisdiction if it concludes that another forum will be the most convenient and will best serve the interests of justice.
 

 AUTONUM  
A range of other factors may be taken into account by a court in its forum non conveniens analysis.  These include:  the strength of the plaintiff’s case;  the relative cost and convenience of proceedings in each of the available fora;  the location and availability of evidence;  the state of any related proceedings in other jurisdictions;
 whether all issues may be disposed of in one proceeding;  whether the law to be applied is the lex fori;  whether any judgment can be enforced;  whether the defendant genuinely would prefer the proceedings to be heard in another forum or whether the defendant’s objections are merely “tactical.”

 AUTONUM  
In the Anglo common law tradition, there was until recently a rigid prohibition against the exercise of subject matter jurisdiction over all claims involving infringement of “foreign” intellectual property rights.  At one level, this can be understood as reflecting a general reluctance to apply foreign laws (the necessity for which may inform a court’s forum non conveniens analysis).
  However, as we shall see below, intellectual property disputes have been considered to distil particular difficulties of their own, over and above more general concerns surrounding the application of foreign laws.  As a result of the jurisdictional prohibition, the application of the forum non conveniens doctrine has received only scant analysis in the intellectual property context.
  

 AUTONUM  
United States Courts have greater experience in the application of the forum non conveniens doctrine to intellectual property disputes, at least in the copyright context.  In the United States of America, judicial reluctance to engage with foreign copyright laws did not crystallise into a rigid rule.
  Whereas some reluctance to engage with foreign copyright laws has been manifest,
 there appears to be a growing willingness on the part of United States Courts to hear claims involving allegations of infringement of foreign copyright laws.
  While there have been the occasional notorious dismissals on forum non conveniens grounds,
 United States courts appear now to be quite unsympathetic to the argument that foreign copyright laws are too exotic to ascertain and apply.

B. Subject Matter Jurisdiction–Special Rules for Intellectual Property Disputes?

 AUTONUM  
In addition to the question of whether a domestic court has jurisdiction over a particular defendant, common law courts have traditionally been concerned with whether infringement of foreign intellectual property rights is a proper subject matter to be heard within a domestic forum.

 AUTONUM  
Concerns arising from perceptions as to the connection between intellectual property rights and the exercise of the sovereign powers of the foreign state have caused some courts to adopt a particularly restrictive approach to the issue of subject matter jurisdiction–over and above concerns that might typically inform a forum non conveniens analysis.  Common law courts are well used to applying foreign contract or tort laws.
  However, unlike contractual obligations (which arise primarily from parties’ own decisions) and tortious claims (which arise from fortuitous circumstances rather than from anything resembling an act of state), intellectual property rights exist at the sufferance of the domestic sovereign.
  With respect to patents and trade marks, whose existence depends on bureaucratic action, this characterisation is fairly clear.  Individual copyrights do not depend on state action to come into existence.
  However, individual domestic copyright statutes still define the circumstances in which copyrights come into existence and the nature and content of authors’ rights.

 AUTONUM  
Concerns for international comity led to the common law rule that a domestic court does not have subject matter jurisdiction over disputes involving foreign land.
  In an early decision from the High Court of Australia, Potter v BHP,
  the Court recognised an “analogy” between foreign land and foreign intellectual property rights and held that a similar jurisdictional prohibition existed.  The rule was later extended to copyright infringement actions.

 AUTONUM  
The jurisdictional prohibition was reinforced by the “lex fori” (or “double actionability”) rule applying to foreign torts claims.  While the lex fori rule is strictly a choice of law, rather than a jurisdictional rule,
 it is convenient to discuss it here, as its application in foreign intellectual property cases supported the courts’ refusal to entertain such claims.  The lex fori rule requires a plaintiff to establish that the alleged wrong was actionable according to the lex fori and not defensible according to the law of the place where the alleged wrong occurred.  Cases involving allegations of infringement of foreign intellectual property rights foundered on the first limb.  Because, for instance, infringement of United States copyright law was not an infringement of the English Copyright Act, in an English Court, the requirement that the wrong be actionable according to the lex fori could never be satisfied.

 AUTONUM  
Recently, the English Court of Appeal has retreated from the rigid jurisdictional prohibition, at least in copyright cases.  In  Pearce v Ove Arup
 the Court held that there was no per se objection to the application of Dutch Copyright Laws by an English Court.  In addition, the Court adopted the more flexible approach to the lex fori rule that had been recognised by the Privy Council some four years earlier,
 and took the view that a foreign copyright claim could be actionable in an English Court as the claim was not “conceptually unknown in English law” and was one for which an English Court would have given a remedy had the facts alleged arisen in England.

 AUTONUM  
Informing United States Courts’ more flexible approach to cases involving foreign copyrights is a conviction that infringement of copyright, unlike patents and trade marks, is a “transitory,” rather than a “local,” action.
  Like their Anglo counterparts, United States Courts continue to take a more restrictive view toward the exercise of subject matter jurisdiction in cases involving allegations of infringement of foreign registered rights, such as patents
 and trade marks.
  In addition to its status as a common law principle,
 this rule is also mandated by the Brussels Convention, where applicable:  where the validity of the rights sued upon is put in issue (almost invariably in patent infringement actions, and frequently in trade mark infringement actions) only the Courts of the place where the rights are registered may exercise jurisdiction.

C.
Enforcement of judgments
 AUTONUM  
Frequently of concern in cross-border cases is the issue of the enforceability of any judgment rendered.  In the United States of America, enforcement of judgments is a matter of state law.  Many States have enacted the Uniform Foreign Country Money-Judgments Recognition Act of 1962.
  The statute provides for the enforcement of “any judgment of a foreign state granting or denying recovery of a sum of money.”
  The judgment may be enforced if final and conclusive.
  Where the uniform act does not apply, enforcement of judgments is governed by the common law.
  Similar principles apply in other common law jurisdictions.
 

 AUTONUM  
An important limitation on the enforceability of foreign judgments is that a judgment will not be enforced if the foreign Court lacked personal jurisdiction over the defendant.  This matter is to be determined by the forum’s own principles.  The critical factor is usually whether the defendant was resident in the forum.
  Alone, assumption of jurisdiction in accordance with rules of the country rendering the judgment will not suffice.
  

 AUTONUM  
In addition, the circumstances in which judgments may be enforced at common law are different from the circumstances in which a domestic court will itself exercise jurisdiction.  As we have seen, specific jurisdiction may be exercised over the defendant following forum related activities–even though the defendant was not present in the forum.  The difference is probably partly explained by History.  Enforcement of judgments is a much older procedure than that permitting jurisdiction over non-resident defendants.  In addition, the existence of the forum non conveniens principle may provide further justification for the difference in approach.  Whereas in theory jurisdiction over a non-resident defendant may be quite expansive, judicious application of the forum non conveniens doctrine may prevent its abuse where practical considerations indicate that the exercise of personal jurisdiction would be inappropriate.
 

 AUTONUM  
A foreign judgment may be impeached on a number of grounds, the most notable being for breach of natural justice.
  A judgment is not impeachable, however, on the ground that the Foreign Court misapplied either the lex fori or some other body of law.  

III. CHOICE OF LAW

A.
Infringement

 AUTONUM  
The dominant choice of law approach in intellectual property infringement actions flows from the territoriality of intellectual property rights.
  The issue really only arises in copyright infringement actions.  As noted already, the opportunities for domestic courts to engage with choice of law principles with respect to infringement of foreign registered rights, such as patents and trade marks, are quite remote.  In Anglo common law systems, Courts adopt the view that an international copyright is a mosaic of territorially confined copyrights–an English copyright, a French copyright, an Australian copyright, and so on.

 AUTONUM  
For the most part, United States Courts have also embraced the territoriality principle:
  different national copyright laws apply to different acts, depending on where they occur.
  Some strands of Uunited States judicial authority recognise exceptions to the territoriality principle, however.  For instance, where a single “root copy” has been made within the United States and this copy facilitated the making of unauthorised copies abroad, United States Courts may award damages that extend to damage sustained as a result of the foreign infringements.
  Some leading scholars, most notably Professor Ginsburg, have argued that there is a need to build upon such exceptions, particularly in cases of infringements facilitated by Internet transmissions.
 

 AUTONUM  
Extraterritorial approaches have clear parallels in other branches of private international law doctrine.  At common law, Courts determine the “proper law” of a contract.
 As we have seen, the traditional common law rule for choice of law in tort was “double actionability.”  In the United States of America, different approaches to choice of law in tort have been adopted from time to time, and debates on these issues continue.  However, the general aim of choice of law analysis in tort is to establish a single law that governs the plaintiff’s claims.

 AUTONUM  
Much has been written about the viability of adopting “single governing law” approaches in the intellectual property context, particularly for cross-border copyright disputes.
  Some of the suggestions have been specific to the Internet context.  For cross-border copyright infringement, suggestions for governing law have included:  the law of the place of the upload of the work, the law of the author’s residence, or the law of the country of the initiation of the infringement. 

 AUTONUM  
Such approaches may well bring efficiency gains for litigants, Courts, and Contracting Parties.  The need to engage with one law, rather than a potential multiplicity of foreign copyright laws, may simplify many cross-border intellectual property issues.
  In addition, particularly in the copyright context, public international law developments may support such initiatives.  Territorial approaches may need to give way in the light of the shift in international copyright relations “from a bundle of national copyright laws to a supranational code.”
  Indeed, so long as individual Nations remain content to have key aspects of their domestic information policy shaped by public international copyright law norms, the relevance of strictly territorial approaches to choice of copyright laws must inevitably wane.
  

 AUTONUM  
For other forms of intellectual property, however, there may be too much friction caused by perceptions of the public policy importance of the property rights at stake for extraterritorial approaches to choice of law to be entertained.  We have already referred to the observations of Justice Aldous, as he then was, on the possibility of exercising subject matter jurisdiction over infringement of foreign patent rights, a view that is underscored in the Brussels and Lugano Conventions and the draft Hague Convention on Jurisdiction and Foreign Judgments in Civil and Commercial Matters.

B.
Ownership and Commercial Dealings
 AUTONUM  
For private international law purposes, the common law tradition borrows the “immovable”/”movable” categorisation.  Land is paradigmatically “immovable”, as are certain interests in land that, within domestic law frameworks would be categorised as personal property.
 Although it may seem artificial, intangible property, such as intellectual property rights, are categorised in the same way.  The situs of the property in question determines whether something is immovable or movable and, according to the editors of Dicey and Morris, choses in action generally are situated in the country where they are properly recoverable or can be enforced.
  Accordingly, because “the essence of an intellectual property right is the owner’s right to take action to prevent others from engaging in certain types of activity in a given territory,” it follows from this analysis that a patent, a trade mark, or a copyright “is situated in the country whose law governs its existence.”
  There “can be no doubt,” the editors of Dicey and Morris conclude “that an Australian patent is situated in Australia.”
  Similarly, the editors conclude that the assignability of an intellectual property right “must inevitably be governed by the law under which the intellectual property right was itself created.”

 AUTONUM  
This approach appears to be consistent with a territorial approach both to initial copyright ownership and transfers of ownership.  The result might be, for example, that a purportedly global transfer of copyright might not be effective for particular countries if, according to the laws of those countries, the transfer was inconsistent with a procedural requirement.  This approach, the inevitable corollary of territoriality, links the law governing ownership and transfers of rights to the law governing infringement and enforcement.

 AUTONUM  
United States Courts have recently needed to engage with the issue of determining the governing law for initial copyright ownership.  At issue in Itar-Tass Russian News Agency v Russian Kurier, Inc.,
 a recent decision of the Second Circuit was whether Russian or United States Copyright Law determined the ownership of copyright as between newspaper reporters and newspaper publishers.  The underlying infringement involved occurred in the United States of America and it was assumed that United States law governed the latter aspect of the case.

 AUTONUM  
The Second Circuit adopted the approach of the Restatement (Second) of the Conflict of Laws, holding that interests of parties in property are determined by the law of the state with “the most significant relationship” to the property and the parties.  As the works in question were created by Russian nationals and first published in the Russian Federation, the Court regarded Russian law to be the appropriate source of law to determine issues of ownership.

 AUTONUM  
This approach–viz.  a single law governing ownership of copyright–will be welcomed by those especially concerned to see private international law principles facilitate frictionless international trade in intellectual property rights.  Divided ownership of intellectual property rights may increase transaction costs significantly.  Of course, such a situation already exists for many works:  exclusive rights in a copyright work are frequently divided on a territory-by-territory basis.  However, the difference is that a territorial approach to choice of law for copyright ownership, possibly leading to different owners for different territories, would arise by operation of law, rather than prior commercial exchange.

 AUTONUM  
Itar–Tass was a fairly clear case.  Almost all of the relevant factors supported the conclusion that Russian law governed the issue.  In an era of increased opportunities for international collaboration in the creation of copyright works, and increased cross-border flows of capital to facilitate investment in their creation, determining the place “with the most significant relationship with the property and the parties” may prove quite difficult in some cases.  Where the facts render the test less easy to apply (and, moreover, might be applied differently by courts in different jurisdictions), the efficiency gains of single governing law approaches of the kind adopted by the Second Circuit may be less obvious.

 AUTONUM  
The tension between the Second Circuit’s approach in Itar–Tass and a more strictly territorial view can perhaps be illustrated more clearly by mentioning some of the kinds of issues that were not at stake in the United States litigation.  For instance, what if it could be demonstrated that rules designating an employee (or even an employer) as the first owner of a particular intellectual property right reflected a deliberate policy of a particular country?  What if the substantive law of a particular country includes unique features or characteristics– such as a right to reclaim a right that was initially assigned?  What if the transfer overrides a law of “imperative application” in one of the countries for which the transfer purports to be effective
–and if this country is not the forum, will the forum necessarily regard it as such?

 AUTONUM  
Because common law private international law principles on ownership and transfer of intellectual property remains in a fairly underdeveloped state, we are left with many more questions than answers.  However, it seems likely that some of the issues that are distilled in this context in future cases will reflect a tension between the rights of individual parties and the public policy character of many aspects of intellectual property rights.  

C.
Common Law and Equitable Causes of Action
 AUTONUM  
As all intellectual property lawyers know, statutory intellectual property rights provide only part of the legal armoury available to protect clients’ interests.  Common law and equitable causes of action are frequently invoked to supplement, or as alternatives to, statutory rights.  Two, passing off and breach of confidence, will be briefly discussed here.

 AUTONUM  
With respect to passing off, the jurisdictional prohibition precluding the exercise of jurisdiction over foreign torts did not apply.  Instead, the lex fori rule determined actionability.
  In the United Kingdom, the passage of the 1995 Private International Law (Miscellaneous Provisions) Act means that the governing law is the lex loci (unless displaced by a more appropriate “proper law of the tort”
).  In other jurisdictions, where the double actionability rule remains intact, the lex fori approach will presumably prevail.

 AUTONUM  
An important exception to traditional notions of jurisdiction and choice of law has long been recognised in Anglo common law.  In John Walker & Sons Ltd v Ost,
 an English Judge recognised that an English Court had jurisdiction over acts done in United Kingdom comprising supply of “instruments of fraud” which facilitated passing off abroad.
  Some clear parallels with the United States “root copy” approach to copyright infringement in foreign territories will be apparent.
  In addition, this strand of common law theory has recently been resurrected in “cybersquatting” disputes.   Recognising that “the Court will not stand by and allow what can graphically be called “an instrument of fraud” to remain in the hands of a trader”
 courts have demanded that “cybersquatters” relinquish domain names to which they were not entitled.

 AUTONUM  
In common law jurisdictions in which no statutory protection for data exists, the cause of action described by the label “breach of confidence” is frequently relied on to prevent misappropriation of trade secrets.  Misappropriation of confidential information remains a hybrid cause of action, partaking of elements of property, tort and equity.
  It is the latter characterisation that is of concern here.  Howsoever the wrong of “breach of confidence” is characterised, it is clear that the equitable duty of good faith plays a significant role. 

 AUTONUM  
There exists little definitive authority delineating private international law approach to equitable wrongs.
  In the broad context of claims sounding in equity, some of the analysis favours application of the law governing the relationship between the parties whose abuse by the defendant gave rise to the claim.
  In the analogous context of claims for unjust enrichment, the editors of Dicey & Morris favour application of the proper law of the contract, where the obligation to restore an unjust enrichment arose out of a contractual relationship.
 

 AUTONUM  
Further work is needed with respect to applicable private international law principles for equitable harms and common law claims.  In the present context, these areas of concern and emerging doctrine provide useful reminders of possible alternatives to the territorial approaches that dominate in the private international law of copyright, trade marks and patents. 

IV.
REMEDIES

 AUTONUM  
For the intellectual property litigation, as in many other areas of the law, the remedies and procedural assistance offered by the forum are particularly important.  At common law, all matters of procedure are governed by the law of the forum.
  Remedies are generally regarded as procedural matters.  It follows that particular remedies may not be available in the forum, despite being permitted by the lex causae.  In addition, however, a remedy available under the forum’s law may be refused if it is radically different from remedies available under the lex causae.

 AUTONUM  
Because of the limited opportunities for the exercise of any kind of subject matter jurisdiction over foreign intellectual property rights, there is scant authority on issue of the approach to remedies in cross-border cases.
  However, there would appear to be at least some scope for tension between the forum’s approach to damages, for example, and that of the applicable foreign laws.
  

 AUTONUM  
When forging private international law rules for transnational intellectual property disputes, careful consideration is needed as to whether departure from the common law rule that the lex fori governs relief is warranted.
  Within the territoriality paradigm, damages are most often sought to compensate for the defendant’s usurpation of particular markets.  The marketing opportunities lost are those created by the intellectual property protections afforded by the laws of the foreign states.  The close link between the existence of the rights and the means of their protection might support  the view that remedies and rights should be governed by the same body of law.

 AUTONUM  
Finally, mention should be made the issue of interim relief.  Many intellectual property infringement actions do not reach a full trial.  Interim relief–such as preliminary injunctions–is usually sufficient to shut down an infringing operation.
  

 AUTONUM  
In the Internet era, the willingness of courts to provide interim relief which may have international effects will increasingly be an important issue.  Some courts may be reticent to offer even preliminary relief which may have the result of cutting across international borders.  In a recent Australian decision, for example, a New South Wales Judge dismissed an ex parte application for an interim injunction to restrain dissemination via the Internet of allegedly defamatory material.
  In a recent cybersquatting case, a New Zealand Judge was apparently less inhibited by the international dimensions of the relief sought, ordering the defendant to delete the words “NZ Post” or any similar name, from any Internet service or site any domain name over which he had control.
  This was in a passing off action.  However, there was no evidence before the Court that plaintiff had goodwill in the name “NZ Post” in any of the jurisdictions outside of New Zealand where the website was accessible.

 AUTONUM  
Many of these issues might be resolved by establishing clear rules on burden of proof.  In an era of increasing standardisation of international intellectual property norms, a key issue will be to determine which party should bear the burden of establishing that, in one or other of the jurisdictions in which the courts’ order will have effect, there exist material differences in the relevant law or the parties’ rights.  Issues such as burden of proof warrant particular emphasis in the present context:  proprietors of intellectual property rights want effective international protection of these rights.  Sound substantive principles are critical to this.  However, on a practical day-to-day level, efficient procedural mechanisms are also essential.

[End of document]
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