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Growing Demand for Work Sharing

business.

v'The number of patent applications in the world is increasing along with the globalization of

v'In particular, the number of applications filed in many offices is significantly increasing.

v'Duplication work among each patent offices are increasing.
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Growing Demand for Work Sharing
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v'The general concept of work sharing is the utilization of search &
examination results in office of earlier examination.

Normal Case

Duplication Work.. }

an application

(In this context, “Work sharing” does NOT mean an adjustment
program designed to help employers and employees avoid layoffs .)
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What is PPH?
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The Scheme of Patent Prosecution Highway
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PPH is a framework in which an application determined to be patentable in the Office of Earlier
Examination is eligible to have an accelerated examination in the Office of Later Examination with

a simple procedure upon an applicant’s request.

OEE (Office of Earlier Examination)

(M)

O

‘Claims’ are the part of a
patent or patent application
that defines the scope of
protection granted by the
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The Scheme of Patent Prosecution Highway S o

Office of First Filing Paris Route

- Search/
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Merit for the Patent Offices: Work Sharing effect

Duplication Work..
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i Utilization of
Results!
p ts, offic t
Refer the results
= before Search
an applicat
o




@
Merit for the Patent Offices JPO .

Work Sharing Effect: Easing Examination Burden

1. Optimized claim scope

2. Utilization of OEE search/examination history
3. Decrease in the number of office actions
Total Amount of Work in 10ptimized claim scope
Examination \ lUtiIization of the OEE examination results
Down
1Decrease in the number of office actions
Normal PPH
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Merit for the Patent Offices: Easing Examination Burden

Optimized claim scope

OEE 4 OLE

(Office of Earlier Examination) (Office of Later Examination)

Scope to be
searched shrinks.

Optimized

Patentable in OEE

Claim Correspondence

e o = ' -
Not Patentable in OEE And in a lot of cases, the number of

\ claims are decreasing. /

lomimued claim scope
Total Amount of Work in S
Examination ¢ 1 nnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnn
Down
lDecresse in the number of office actions
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Merit for the Patent Offices: Easing Examination Burden

Utilization of OEE search/examination history

Example: Claims consists of parts A and B.

| found A.

OEE examiner

v'Claim correspondence
v'OEE search/examination history

Q

OLE examiner

~
OLE
Oh, A is already found.
Let’s search ONLY B!
Office Actions of OEE
%

aaaaaa
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Merit for the Patent Offices: Easing Examination Burden

Decrease in the number of office actions

PPH - Average number of office actions

B PPH Appl.  All Appl.

PPH applications tend to be
Z efficiently judged in the OEE

| because OEE examiners can
refer examination history of
the OLE.
0 0.5 1 1.5 2 2.5 3

Average number of office actions

(PPH is NOT an agreement concerning substantive examination.)

y

Period: Jan-Jun2012 e 11
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Merit for the Patent Offices: Easing Examination Burden

Offices can facilitate all application examinations.

Non PPH application

_____________ ~y,  Office Power

""""""""""""""

. . Facilitation of non-PPH
Easing r . application examination
examination | Office Power
burden

Office Power

Office Power
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Merit for the Applicants:
High speed, Low cost, High predictability
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Merit for the Applicants: High Speed .o .

Accelerated Examination

PPH - Average pendency from PPH request to

PPH - Average pendency from PPH Final Decision

request to First Office Action
H PPH Appl.  All Appl. |IPPH Appl. Al Appl.|

months months

Period: Jan-Jun 2012
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Merit for the AEEIica nts: Low Cost JEPAN PATENT OFFICE

Decrease in the number of office actions

PPH - Average number of office actions

B PPH Appl.  All Appl.

Decrease in the number of
Z, office actions reduces
applicant cost (e.g. attorney
and translation fee).

0 0.5 1 1.5 2 2.5 3

Average number of office actions

(PPH is NOT an agreement concerning substantive examination.)

Period: Jan-Jun 2012
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Merit for the Applicants: High Predictability S Pormcs
Increase in Grant Rate
PPH - Grant Rate *PPH applications tend to be
granted in the OEE because
All Appl. B PPH Appl.
100 they were already judged to be
90 ) patentable in the OLE.
80 _ t eHowever, grant rates do not
70 equal 100% because patent
60 uP! | laws and practices differs in
% 50 countries and regions and new
40 prior arts are found by the OLE
30 examiner due to difference of
20 search DBs.
10
0

JP US KR GB CA AU RU MX

(PPH is NOT an agreement concerning substantive examination.)

Period: Jan-Jun 2012
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Merit for offices and applicants:
Quality Improvement

17



v
Merit for Offices and Applicants: Quality Improvement S Pormcs

v'In PPH scheme, the examination quality of the OLE is guaranteed
for at least the OEE level.

v'In addition, the OLE examiners can learn the OEE

examination/search practices via submitted OAs and cited prior arts.
+ “Claim correspondence” makes understanding easy.

Search /
Examination OLE h
Oh, this practice is good.

LE examiner

OEE examiner

v'Claim correspondence
v'OEE search/examination history {

18
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Merit for Offices and Applicants: Quality Improvement e

v'In this sense, PPH scheme is virtually a sort of examiner exchange
program.

Improvement
of practices!

Improvement

of practices! PPH

This effect is not limited to only PPH applications.

19
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Some Topics

(1) What are differences between PPH and other approaches?
(2) Does PPH prioritize only ‘foreign’ applicants?
(3) Does PPH interfere independency of examination?

(4) What does “Accelerated Examination” mean?

20
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v
(1) What are differences between PPH and other approaches? p

There are several approaches concerning work sharing.
Especially, ‘PCT’ is used all over the world.

Preliminary

International International
Searching

Authority Examining

Invention (ISA) H Authority
(IPEA)

l is the object of \'iransnry

/ reports*
—— s filed with @ transmit appllcatlon | +"'

Patent application Receiving Office PCT
(local patent office)

v

communicate

International Bureau Designated Offices Patents
(foreign patent offices)

[ Increasing Duplication Work.. J

Source: WIPO

5 @5’

n applicatio
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(1) What are differences between PPH and other approaches?

All these approaches are important work sharing approaches.

Users can select one of them or PCT-PPH according to their needs.
A

Dossier Cooperation
(OPD, AIPN, ePEC, CASE...)

JPO Yes

Yes Yes

Type User driven User driven | Offices cooperation
Referring other office results Yes Yes Yes
Claim correspondence obligation No Yes No
Accelerated examination No Yes No
~ v
——

PPH has higher work sharing effects than PCT and Dossier cooperation

[ Increasing Duplication Work.. ]
because PPH has claims correspondence obligation.

Acceleration of Work shraring

Dossier
Cooperation

PCT

<

22
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(1) What are differences between PPH and other approaches? DJPO

In users’ view, PCT and PPH bring each merits.

PCT facilitates applications to many countries.

33
@

PCT route

ana Jp;lca;on

PPH enables accelerated examination
on both PCT and Paris route.

Cooperation

Acceleration of Work sharing
- | PCT - Dossier
an application gy .

Paris route

23
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(1) What are differences between PPH and other approaches? DJPO

40000
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Changes in the Number of PCT Applications
in Japan

2002 2003 2004 2005 2006 2007 2008 2009 2010 2011

“Backlog” is a common enemy among patent
offices all over the world.

It is important to referring other office
examination histories for work sharing.

It is appropriate to use whatever we can use.

EPO, KIPO,

R
i (JPO,USPTO, | \

Dossier
Cooperation

~o -

Acceleration of Work sharing

Dossier
Cooperation

24
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(2) Does PPH prioritize only ‘foreign” applicants? v =

PPH scheme is a reciprocity scheme.

Therefore, both peoples can acquire PPH merits.

Country A

- )=

=

PPH request

Country B

e

PPH request ﬂ

25
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(2) Does PPH prioritize only ‘foreign” applicants? D ma

In PPH MOTTAINAI scheme, users can request PPH on the basis of
earlier examination results. (The fist file principle is eliminated.)
Therefore, users can request PPH for 1st filing office.

Country A Country B
(Office of First Filing) (Office of Second Filing)

Priority Claim > LT ‘

Earlier examination
results

PPH request

®
.
.
.
.
.
.
.
.
.
.
.

“MOTTAINALI” is a Japanese term meaning “a sense of regret concerning waste
when the intrinsic value of an object or resource is not properly utilized”. 26
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(3) Does PPH interfere independency of examination?

PPH is the agreement concerning only examination turn.
PPH is NOT concerning substantive examination.

For this reason, PPH pilot programs are spreading all over the
world including China and Mexico, Columbia etc. and all PPH
pilot programs do not have expired.

. e ({ d) ~
| found A. ) . 5 P i
£ = s (Australia)
] = OI-E L] % ..’1- i
{china} £ 7 T T = DKPTO
e S S . - Denmark}
OFEE examiner B = e . 7 "
«a Oh, A is already found. ; - .
Caim correspondence a Let's search ONLY B! :
OEE search/fexamination e — - EPO
Results OLE examiner [ As of the end of June 2012, _ (i}
The number of PPH request was. 22,500 in the world.
L1 o
Office Actions of OEE {Nordic) o (Singopore)
NBPR
{Finland)
INPI Al
(Portugal)  IMP1 SPTO HIPO {Austria)
{Mexico)  (spain}  {Hungary} : PPH
m— 1 PPH MOTTAINAI
== : PCT-PPH

Purposes of PPH are work sharing and accelerated examination.

27
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(3) Does PPH interfere independency of examination? S o

" If PPH were concerning substantial examination,
first of all, the JPO examiners would not accept
PPH because each examiner is considered to have
strong independency of examination in Japan...

[EBEEIL. FFEEOEE($17458218(  The court said “ An examiner should be

SAEAFEEER ) ICHLTARITRE  considered as an intendance independent of

g"-?miu SITRTTHIERTNSTH the patent office commissioner as regarding

BRF0S0E(ITA) 1072 patent examination.” .

In addition, applicants do not demand cut-off of examination in the second office
because patent rights containing invalid reasons are meaningless.

Purposes of PPH are work sharing and accelerated examination.

28
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. : P
(42 What does “Accelerated examination” mean? JPO.

PPH is the agreement concerning only examination turn.
“Accelerated examination” does not mean reducing net examination time.

Examiner "\ /

g@

Examiner

Limited net
examination time?

However, PPH scheme aims easing search/examination burden as a result of utilization
of the OEE search/examination result.

29
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¢ Too many PPH requests?

Ceiling can be set.

Many guidelines have this sentence;

“The Offices may terminate the PPH pilot program if the volume of
participation exceeds manageable level, or for any other reason. Ex Ante
notice will be published if the PPH pilot program is terminated.”.

¢ New legal framework?

No, Implementation basis.

30
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Recent Development of PPH

31
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Expanding PPH Network
JPO
DGIPR USPTO As of 1st of November, 2013
EAPO {indonesia ) JAFANJ ‘E:::;J
1Eurama} - UEIPO
{Pnland] o t;‘; ‘{ {c”ﬁa.
,r" o : = DPFMA
e : 7 NN ey
= IS":I::' = / IP Australia
[Colombia) - m{ Australia)
{FLF,‘]PPHL ' 30 countries and regions have - DKPTO
ilippines D rk
5o 7 participated in the PPH program. e
{lceland) gy (As of 15t Nov, 2013)
b ; 28,600 PPH t in th d il
(China . , requests was in the world. (Europe)

(As of the end of Jun, 2013)

A

NIPO %
ey - < o
TPQ e & 7 - 11 W—
(Taiwan) !@“" b > s i T — A oo
NP o | L/ .\ )\ _..--' (Finland]
Nordic) , S . M  ROSPATENT
it 10 : | - — (Russia)
Usrael)  ppy d il APO
HIPO  [Austria)
(Portugall (pexico) (Spain) VrmE - PPH
. . — : PPH MOTTAINAI
The first PPH pilot program —  PCT-PPH

was commenced in July 2006
by the JPO and the USPTO 32
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Number of PPH Requests (received by JPO) S o

O»

600
10 PP RRTETTEEPEE
LT T P EETRETEERFERPEPPRPRES . SRR
£ e TR TP P PP E PR PP PREPERPREEEERPETY B SERPERY | SRR
P11 R EREEEEPPEPPEPPEPPEPPRPREPREPREPEESPERPERRER- CPPPPRIPSTTSEPPETES " FEPRER] I FERRERY - PEPPEN - REERRE

S0 R P REEERRTTUTTPPERPRE [ PEEPREE | EEPRRER | BEPRREY 1 SEPRERY | EERRERY - UPRERR]  REEERR]  REEPRS
0 _- 1 - 1 - 1 . 1 1 . 1 . 1 1 1 1 1

2006LHY 2007FHY 2007LHY 2008FHY 2008LHY 2009FHY 2009LHY 2010FHY 2010LHY 2011FHY 2011LHY 2012FHY

(Except JPO-JPO PCT-PPH)

WO - T
&*© OEE Number of PPH | OEE Number of PPH |
l Requests Requests OEE Number of PPH }
| us 1772 HU 2 Requests |
us 19
KR 202 ES 0
EP 428
GB 70 MX 0
Fl 0
CA 4 PT 0
ES 2
DE 93 IL 0
SE 8
DK 10 TW 2
XN 3
EP 110 NO 0
CN 7
SG 0 CN 10
Fl 6 IS 0
RU 3 PH 0
AT 1

_JPO-JPO PCT-PPH: 1184 33



Number of PPH Requests by IPC Sections

A»

H: Electricity

o

(Except JPO-JPO PCT-PPH)

A: Human
necessities

B: Performing
operations;
transporting

C: Chemistry;
metallurgy

D: Textiles; paper

E: Fixed
constructions

F: Mechanical

engineering;
lighting; heating;
weapons;

G: Physics

JPO

JAPAN PATENT OFFICE
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PPH Develogment in Asia
* Y o\ -

JP | 2011.11~ JP | 2007.4~ UsS | 2009.7~ P | 2012.3~ us |2012.3~
us |2011.12~ UsS |2008.1~ JP | 2009.1~ us |2013.1~ DK |2012.1~
DE |2012.1~ DK |2009.3~ KR |2013.1~ JP | 2012.3~
KR |2012.3~ UK | 2009.10~ FI | 2012.10~
RU |2012.7~ CA |2009.10~ CA |2012.11~
DK |2013.1~ RU |2009.11~

FI |2010.1~

DE |2010.7~

ES |2011.7~

CN |2012.3~

MX | 2012.7~

HU |2013.1~

SG | 2013.1~
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PPH Development in Latin America s omc

Bl

Us* | 2011.3~ us | 2012.9~
JP* 1 2011.7~
ES 2011.10~
KR | 2012.7~

* MX-US & MX-JP program
are permanent now.
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PPH MOTTAINAI o

»To make the PPH program more user-friendly and available for patent

applicants, the PPH MOTTAINAI Program launched on 15 of July, 2011.
»JPO (Japan), USPTO(USA), UK-IPO(UK), CIPO (Canada), IP Australia (Australia),
NBPR (Finland), Rospatent (Russia) and SPTO (Spain) adopted this pilot program.
»EPO has commenced this pilot program on 29t of January, 2012.

»Under this pilot program, PPH request is eligible, whether or not the office
which provides the examination results is the Office of First Filing (OFF).

The eligible example The newly eligible examples under the PPH MOTAINAI Pilot Program
under conventional PPH

Casel Case 2

G,
OFF | “Nteq

PPH OFF A\ PPH Request OK OFF Sranteq
L Request L OSF
OSF )

PPH Request OK

Gr.
OK ante
OSF o

OSF

the Participating Office for this Pilot Program

37




PPH MOTTAINAI

OFF

Under the “First File Principle”

Casel
Ls..,
x PPH Request NG
OSF

OFF

A\

PPH request is NOT eligible, since the PPH
request is made from the office which is NOT
the Office of First Filing.

OFF

/
JPO

JAPAN PATENT OFFICE

Case 2
G,
OSF X PPH Request NG
OSF |< T~
PPH request is NOT eligible,

Under the “PPH MOTTAINAI Model”

PPH Request OK!

OSF

N

PPH request is eligible, whether or
not the office which provides the
examination results is the Office
of First Filing.

OFF

OSF

OSF

since the PPH request is made
from the office which is NOT
the Office of First Filing.

/

PPH Request OK!

PPH request is eligible, whether or
not the office which provides the
examination results is the Office
of First Filing.

the Participating Office for this Pilot Program

New terminology of the first and second offices
OEE: Office of Earlier Examination
OLE: Office of Later Examination

38
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PPH MOTTAINAI p At
[
Type A B C
First File
Principle
PPH requested office can utilize PPH requested office can utilize the earlier examination result created by OSF
the examination result of only which has PPH agreement with the office.
Concept OFF which has PPH agreement 8
with the office.
Examina | Paris Gfa Gr,
Results Request PPH Request Gra
oK oK Nteq
OSF OSF OSF
Direct Gr
PCT DO MNtey
Route
PCT PPH Request OK
DO
PCT PCT- .
PPH itive Opinion — DO
\I;\ig:::(uct PoSINE H =711 "~ b PPH Request OK
PCT: WO/IPER
DO

* Two yellow boxes mean PPH agreement is available between the two offices
** “MOTTAINAI” is a Japanese term meaning “a sense of regret concerning waste when the intrinsic value of an object or resource is not properly utilized.”
It is said that its concept is made up by Reuse, Recycle, Reduce and Respect.
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PPH Portal Website

http://www.jpo.qgo.jp/ppph-portal/

Patent Prosecution Highway
Portal Site

All PPH Procedure Information

Top I About PPH } PPH MOTTAINAI I * Procedures
Booklet Statistics Access to Dossier Events . .
Procedures PPH Statistics
Th
{e.g. The ican
3 .
Patent Prosecution Higlhway
*
Portal Site
__ Top [ About PPH | PPH MOTTAINAI * Procedures.
e = o[ Booklet | Statistics | Access to Dossier Events
JP us KR B . h Id
OREIEE anin in the wor
=
=
. :‘; -»> _': =y Number of PPH{using the natid
o -, - =
KR o] % * L
) =5| <8 o) = | Patent Prosecution Highway
EE vy wp | mp iF us | KR | e 4
< GB ® ")
E |;‘| o> o> | = o o 55201285| 2400 | 1 Portal Site
= ——J— 657 g 54 Top I About PPH I PPH MOTTAINAL I * Procedures
= = = | == us “n )
O _bE o Booklet | Statistics | Access to Dossier ‘ Events
< B B Wr | 202|957 &
B - ==
] Bl (= IG:I 0 (294 27 4 Expanding PPH Network
g = = | 4w |152] 1 | oy
= = = = ||| o
™ = DE USPTO  yng As of 1st of November, 2012
o e sic WSA  kores)  urapo
Al
uJ -
W= oo |07 4
8 ? 11058) | 281
T e}
O 56 o 2
'!I' 6 || 0
| s |00
—
A L f
— N /
— 2 3 NP Y/ -
i {Nordic] E (Singapore}
-Ef? ] 0 0 ILPO -J NEFR
Rt fsrael) LN (Finland])
PRY
(Sweden) (Russia)

Notification

2
SPTO WP (Austria)
(Spain)  tHungary) . PPH

—— : PPH MOTTAINAI
—— : PCT-PPH

1 Movember 2012 | New PPH{GIPOEH - ILPOED) Program commenced

15 Octher 2012 | New PPH{NBPR== - ILPOES), Mew PCT-PPH{NBPR== - ILPOED) Pragram commenced

1 Qctober 2012 MNew PPH{USPTOES - |PO-C 7} Program commenced

Q
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Latest PPH Information
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