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1. The Working Group on the Development of the Lisbon System (Appellations of Origin)
(hereinafter referred to as “the Working Group”) held its second session, in Geneva from
August 30 to September 3, 2010.

2. The following Contracting Parties of the Lisbon Union were represented at the session:
Algeria, Burkina Faso, Congo, Costa Rica, Cuba, Democratic People’s Republic of
Korea, France, Georgia, Hungary, Iran (Islamic Republic of), Israel, Italy, Mexico,
Nicaragua, Peru, Portugal, Republic of Moldova, The former Yugoslav Republic of
Macedonia', Tunisia (19).

3. The following States were represented as observers: Belgium, Chile, Germany, Iraq,
Morocco, Romania, Slovenia, Spain, Switzerland, Thailand, Turkey, Ukraine,
United States of America, Zimbabwe (14).

On July 6, 2010, the Government of the former Yugoslav Republic of Macedonia deposited its
instrument of accession to the Lisbon Agreement for the Protection of Appellations of Origin and
their International Registration. The Lisbon Agreement will enter into force with respect to

the former Yugoslav Republic of Macedonia on October 6, 2010.
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Representatives of the following international intergovernmental organizations took
part in the session in an observer capacity: Economic Community of West African
States (ECOWAS), European Union (EU), Food and Agriculture Organization of
the United Nations (FAQO), International Olive Qil Council (I0OOC), World Trade
Organization (WTO) (5).

Representatives of the following international non-governmental organizations took part
in the session in an observer capacity: Brazilian Intellectual Property Association (ABPI),
Centre for International Intellectual Property Studies (CEIPI), European Communities
Trade Mark Association (ECTA), International Trademark Association (INTA),
MARQUES (Association of European Trademark Owners), Organization for an
International Geographical Indications Network (OriGIn) (6).

The list of participants is contained in Annex Il to this report.

AGENDA ITEM 1: OPENING OF THE SESSION

10.

Mr. Francis Gurry, Director General, opened the session and welcomed the participants.
He expressed, in particular, a warm welcome to the former Yugoslav Republic of
Macedonia which had deposited, on July 6, 2010, its instrument of accession to the
Lisbon Agreement for the Protection of Appellations of Origin and their International
Registration (hereinafter referred to as “the Lisbon Agreement”) and would be

the 27" member of the Lisbon Union, as from October 6, 2010.

The Director General then recalled the developments concerning the Lisbon system that
had taken place since the first session of the Working Group in March 2009, in terms of
changes to the legal framework, Information Technology (IT)-based improvements and
the availability of information on the Lisbon system.

On January 1, 2010, a number of changes in the legal regime of the Lisbon system
became effective. First, procedures for the notification of optional statements of grant of
protection had been introduced into the Regulations Under the Lisbon Agreement
(hereinafter referred to as the “Lisbon Regulations”), on the basis of amendments
recommended by the Working Group and adopted by the Lisbon Union Assembly the
previous year. Those procedures allowed member States to state positively that
protection had been granted to an appellation of origin newly registered under the Lisbon
Agreement before the end of the one-year time-limit within which a declaration of refusal
could be issued, or in case a refusal was withdrawn. A number of statements of grant of
protection had, meanwhile, been recorded in the International Register.

The second amendment adopted by the Assembly, as recommended by the Working
Group, concerned the introduction of provisions that allowed for the establishment of
Administrative Instructions for the Application of the Lisbon Agreement (hereinafter
referred to as “the Administrative Instructions”) by the Director General. Such
Administrative Instructions had meanwhile been established and had entered into force
on January 1, 2010, dealing with the use of official forms under the Lisbon procedures
and the communication of applications and notifications under the Lisbon procedures by
facsimile or by electronic means.
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Following the establishment of those Administrative Instructions, the Director General
indicated that he had written to all competent authorities of Lisbon member States, in
order to draw the attention to the possible use of electronic means of communication
under the Lisbon procedures, while emphasizing the preference of the International
Bureau for such means of communication. As a result, so far, arrangements had been
made with competent authorities of nine Lisbon member States. The Director General
expressed the hope that, in view of the efficiency of electronic communications, that all
others would follow soon.

As regards other IT-based improvements, the Director General said that, in

December 2009, the most recent issue of the WIPO Bulletin “Appellations of Origin”,
the official publication of the Lisbon system, had been published on the WIPO website.
He noted that this on-line edition in PDF format of the paper version of Bulletin No. 38
was available free of charge and offered the advantage of full text search facilities.

He recalled that in March 2010, PDF versions of all past issues of the Bulletin had also
been made available on-line and that, in respect of future issues, WIPO was planning to
establish an electronic Bulletin and discontinue the paper edition.

The Director General also highlighted that, in March 2010, the new interface of the Lisbon
Express database on the Lisbon pages of the WIPO website had gone live. In addition,
in the second quarter of 2010, an Interactive World Map on the Lisbon system had been
introduced on those pages, showing the membership of the Lisbon system and allowing
easy access to information in the International Register per member State.

The Director General further indicated that the changes to the Lisbon pages on the WIPO
website had been part of a complete revamping of those pages in the first part of 2010.

As a last preliminary remark, the Director General indicated that, following consultations
with Lisbon member States, the official English translation of the Lisbon Agreement had
been aligned with the authentic French text of the Agreement. The corrected text had
meanwhile been published on the WIPO website and a reprint of the English version of
WIPO Publication No. 264 would be issued shortly. He mentioned that corrections had
also been proposed to the official Spanish translation of the Lisbon Agreement, but
consultations with Lisbon member States on those proposals were still on-going.

Moving on to address the objectives of the second session of the Working Group, the
Director General briefly recalled its background. He indicated that the Working Group
had been established, in September 2008, by the Lisbon Union Assembly and that its first
session had been held in March 2009. As a result of the recommendations agreed at that
session, the Assembly had extended the mandate of the Working Group, which was now
engaged in a full-fledged review of the Lisbon system.

The Director General recalled that, in order to assist the Working Group in this review, the
International Bureau had been requested to conduct: (1) a survey on the Lisbon system
among stake holders, in the widest possible sense, i.e., member State and non-member
State governments, intergovernmental organizations, non-governmental organizations
and interested circles; and (2) a study on the relationship between regional systems for
the protection of geographical indications and the Lisbon system and the conditions for
the possible accession to the Lisbon Agreement by competent intergovernmental
organizations.
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The Director General recalled that the survey had been launched in the autumn of 2009
in the form of a questionnaire consisting of 10 questions addressing crucial issues
concerning the protection of appellations of origin and geographical indications as well as
allowing respondents to address also any other issues relating to appellations of origin or
geographical indications that they would like to bring to the attention of the Working
Group.

The Director General was pleased to announce that the survey had generated

36 contributions as reflected in document LI/WG/DEV/2/2, which had been published on
the WIPO website on June 18, 2010: 13 from member States of the Lisbon Agreement;
12 from States not party to the Lisbon Agreement; one from an intergovernmental
organization; five from non-governmental organizations; two from academia; one from
a producers organization; and two from private enterprises.

As regards the study, the Director General recalled that, during the first session of

the Working Group, a letter had been received from the African Intellectual Property
Organization (OAPI) expressing its interest in the introduction into the Lisbon Agreement
of provisions allowing for the accession by intergovernmental organizations — as was
already the case under the Madrid Protocol Concerning the International Registration of
Marks and the Geneva Act of the Hague Agreement Concerning the International
Registration of Industrial Designs. He also mentioned that questions had been raised
during that session concerning the application of the Lisbon Agreement in member States
of the Lisbon Agreement that were members of the EU. As a result, the Working Group
had requested the International Bureau to do a study on those two issues.

The Director General indicated that the study contained in document LI/WG/DEV/2/3, as
published on the WIPO website on August 6, 2010, examined those issues with regard to
three regional systems, namely the Andean Community, the EU and OAPI — the regional
intergovernmental organizations with systems for the administration of geographical
indications or appellations of origin, or both, that had member States of the Lisbon
Agreement among their members.

The Director General concluded by saying that delegates had a challenging agenda
before them. The input contained in the contributions received in response to the survey
had been rich and the study identified a number of additional key issues. He recognized
that some of those issues were not easy, but also indicated that on other issues there
appeared to be convergence and scope for the follow-up action that the members of the
Working Group had been invited to decide on.

AGENDA ITEM 2: ELECTION OF A CHAIR AND TWO VICE-CHAIRS

23.

24.

Mr. Mihaly Ficsor (Hungary) was unanimously elected as Chair of the Working Group,
while Ms. Patricia Victoria Gamboa Vilela (Peru) and Mr. Howard Poliner (Israel) were
respectively elected as Vice-Chairs.

Mr. Matthijs Geuze (WIPO) acted as Secretary to the Working Group.
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AGENDA ITEM 3: ADOPTION OF THE AGENDA

25. The Working Group adopted the draft agenda (document LI/WG/DEV/2/1 Prov. 2) without
any modification. It was nonetheless agreed that item 6 of the agenda (Results of the
Survey on the Lisbon System) would be discussed before item 5 (Study on the
Relationship Between Regional Systems for the Protection of Geographical Indications
and the Lisbon System and the Conditions for, and Possibility of, Future Accession to the
Lisbon Agreement by Competent Intergovernmental Organizations).

AGENDA ITEM 4: ADOPTION OF THE REPORT OF THE FIRST SESSION OF THE
WORKING GROUP ON THE DEVELOPMENT OF THE LISBON SYSTEM (APPELLATIONS
OF ORIGIN)

26. The Working Group adopted the revised draft report of the first session of the Working
Group on the Development of the Lisbon System (Appellations of Origin), as contained
in document LI/WG/DEV/1/4 Prov. 2, without any modification.

AGENDA ITEM 5: STUDY ON THE RELATIONSHIP BETWEEN REGIONAL SYSTEMS FOR
THE PROTECTION OF GEOGRAPHICAL INDICATIONS AND THE LISBON SYSTEM AND
THE CONDITIONS FOR, AND POSSIBILITY OF, FUTURE ACCESSION TO THE LISBON
AGREEMENT BY COMPETENT INTERGOVERNMENTAL ORGANIZATIONS

27. Discussions were based on document LINVG/DEV/2/3.

28. The Chair invited the Secretariat to introduce the document, noting that the document
consisted of two main parts, of which Part A was dealing with the actual application of
the Lisbon system as it functioned in practice in the regional systems studied, while
Part B concerned the possible introduction of provisions into the Lisbon Agreement that
would allow for accession by intergovernmental organizations and also addressed the
substantive and formal requirements that would have to be met in that respect by the
competent intergovernmental organizations for purposes of their accession.

29. The Secretariat recalled that during the first session of the Working Group a letter had
been received from OAPI, in which it had expressed its interest in the introduction into the
Lisbon Agreement of provisions allowing for the accession by intergovernmental
organizations, as was already the case under the Madrid Protocol in respect of
trademarks and under the Geneva Act of the Hague Agreement in respect of industrial
designs. Moreover, questions had been raised during that session concerning the
application of the Lisbon Agreement in Contracting Parties that were also members of
the EU. Also, in the context of the survey on the Lisbon system, several contributions
had underlined the need for the Working Group to consider how the Lisbon system
actually applied in these Contracting Parties, in view of the existence of a region-wide
regime for the protection of geographical indications in the EU.

30. Certain elements of the mandate for the study had required interpretation. First, as
regards the meaning of the term “relationship”, the Secretariat had come to the
conclusion that the study should address the actual application of the Lisbon system as it
functions today in those of its member States where also regional systems for the
protection of geographical indications apply. Another question concerned the term
“geographical indications”, as the Lisbon Agreement only dealt with appellations of origin.
In that regard, the Secretariat had come to the conclusion that the study should deal with
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regional systems for the protection of geographical indications and/or appellations of
origin. Then, there was the question as to which “regional systems for the protection of
geographical indications” should be examined. In this regard, the Secretariat had come
to the conclusion that the study should deal with those regional systems that applied in
the Andean Community, the EU and OAPI, as these were the three regional
intergovernmental organizations where legal instruments applied that dealt with the
administration of geographical indications and/or appellations of origin and which also
had Contracting Parties of the Lisbon Agreement among their member States.

As indicated in the document, the study had been prepared on the basis of publicly
available documentation and, where that documentation did not provide all necessary
information, the Secretariat had consulted the intergovernmental organizations in
question.

Continuing, the Secretariat said that Part B of the Annex to the document identified the
criteria which the Secretariat believed an intergovernmental organization should meet in
order to be in a position to accede. First, the intergovernmental organization should have
a regional system for the administration of geographical indications and/or appellations of
origin protected on the basis of criteria that corresponded to the criteria under the Lisbon
Agreement regarding (i) product coverage, (ii) definition of the object of protection and
(iii) scope of protection. And second, such an intergovernmental organization should
have the ability to grant titles of protection in respect of appellations of origin,
geographical indications or both. In that regard, the study concluded that the Andean
Community did not meet the second criteria, as, under the applicable law of the Andean
Community, which was a common law between its four members, titles of protection were
actually granted by the individual member States separately. The EU and OAPI, on the
contrary, did meet the second criteria, as those intergovernmental organizations were in
a position to grant titles of protection in respect of appellations of origin or geographical
indications. Nonetheless, in respect of these intergovernmental organizations, questions
arose as to the applicable definitions and scope of protection as well as with regard to the
applicable provisions concerning prior use under an earlier trademark and the available
means of protection. In addition, in respect of the EU, questions arose with regard to the
criteria of product coverage, as the EU, while having four different product-specific
regional systems for the administration of geographical indications and/or appellations of
origin, did not have such regional systems covering all product categories covered by the
Lisbon system.

The Secretariat concluded by saying that the study had also revealed a number of
outstanding legal issues, in particular, the relationship between the law of the EU and the
national laws of the EU member States concerning the protection of appellations of origin
or geographical indications. Moreover, questions also remained as to the application of
the Lisbon Agreement in member States of OAPI in case of any future accession

by OAPI to the Lisbon system.

The Chair opened the floor for comments while asking three questions: (1) whether

Part A of the Annex to the document correctly reflected the actual situation in the regional
systems concerned and represented an appropriate reflection on the relationship
between these regional systems and the Lisbon system; (2) whether participants could
go along with the idea of opening-up the Lisbon system to intergovernmental
organizations and, in that respect, whether they would be in favor of establishing
provisions that would allow such accession; whether participants could agree with the
criteria, as indicated in the document, that intergovernmental organizations would have
to meet in order to be able to accede to the Lisbon Agreement.
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The Delegation of Hungary indicated that the document raised, in an outstanding way,
very relevant questions in the context of the possible membership of the EU in the Lisbon
system. Probably, one of the most difficult issues would be to find harmony between the
regional system of the EU and the Lisbon system on product coverage. Another very
difficult issue arose with regard to geographical coverage, as long as not all member
States of the EU were Contracting Parties of the Lisbon Agreement. Nonetheless,

the Delegation was confident that an appropriate legal basis could be established and
therefore strongly supported the continuation of work in that direction. In its view, Part A
of the Annex to the document correctly reflected the existing situation. As regards Part B,
the Delegation was in favor of the idea of opening-up the Lisbon system for the accession
of intergovernmental organizations and could agree with the proposed criteria.

The Delegation of Burkina Faso deplored the absence of OAPI at the second session of
the Working Group. Although Burkina Faso was one of the member countries of OAPI
present at that session of the Working Group, the Delegation was also concerned as
regards its capacity to answer questions regarding OAPI.

The Representative of ECOWAS stated that as a regional organization of 300 million
inhabitants the purpose of their attendance at that Working Group meeting was to
understand the Lisbon system better, and in particular how it might apply to members of
ECOWAS, who were also members of OAPI and States party to the Lisbon system.

The Delegation of Iran (Islamic Republic of) agreed with the comments made by the
Delegation of Hungary. Difficult issues surrounded the possible accession to the Lisbon
system by intergovernmental organizations. Many challenges remained to be solved for
intergovernmental organizations that wished to accede to the Lisbon system. Obviously,
it was not for the Secretariat, but for these intergovernmental organizations themselves
to study how they could adapt themselves to the criteria identified by the Secretariat in
Part B of the Annex to the document under consideration. The Delegation noted that
such an intergovernmental organization should be competent to deal with the subject
matter covered under the Lisbon system, but also that there should be some form of
transfer of competence to the intergovernmental organization by its member States in
order for the intergovernmental organization to be in a position to accede to the Lisbon
system. The Delegation also wished to make a distinction between two types of
participation by intergovernmental organizations in the Lisbon system: one would be in
an observer capacity with a right to vote on behalf of their members; the other would be
as full members of the Lisbon Union.

The Representative of the EU welcomed the Study on the Relationship Between
Regional Systems for the Protection of Geographical Indications and the Lisbon System;
and on the Conditions for Accession to the Lisbon Agreement by Intergovernmental
Organizations. The Representative also recalled — as the EU had also indicated in its
reply to the WIPO survey on the Lisbon system — that the EU was in favor of the
introduction of the possibility of accession by competent intergovernmental organizations
to the Lisbon system. The Representative of the EU, therefore, welcomed the launch of
the process aimed to allow for the possibility of future accession to the Lisbon system by
intergovernmental organizations and encouraged the International Bureau to present
draft provisions to that effect for consideration at the third session of the Working Group.

The Representative of CEIPI stated that he was in favor of opening the Lisbon system to
regional systems for the protection of geographical indications and of introducing the
provisions required to allow the accession of intergovernmental organizations.
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The Representative of MARQUES agreed that the document identified, in an outstanding
manner, the important legal questions that had to be addressed, in particular the difficulty
in forming a clear conclusion on the compatibility of the regional systems in question with
the Lisbon system and on how the possible accession of the intergovernmental
organizations concerned would affect the current situation. One of the issues was to
determine the effects of the Lisbon Agreement between member States of the EU.

The Representative of MARQUES had doubts as to whether appellations of origin from
these member States and registered under the Lisbon system had better rights or other
advantages in the EU member States that were party to the Lisbon Agreement than those
conferred in respect of appellations of origin which had been registered under the
regional registration system of the EU. Such did not seem to be the effect in respect

of agricultural products and foodstuffs protected under Council Regulation (EC)

No. 510/2006. The situation was less clear in respect of wines, where the EU
Regulations in question arguably still left room for national regulation at least in some
cases. The Lisbon system could play an important role for the protection of goods that
were not the subject of any specific EU Regulation, as in the case of handicrafts.

The Representative of MARQUES further indicated that, on the question whether the
Lisbon Agreement should be revised or whether a Protocol or a new Agreement should
be adopted, a new and more detailed Agreement appeared to be desirable. The early
involvement of intergovernmental organizations administering regional systems would
allow the legal uncertainties identified to be tackled by the Working Group at an early
stage.

The Representative of ECTA spoke in favor of the EU joining the Lisbon system and was
pleased to see that the EU itself was of the same view. EU Regulations in this area were
currently dedicated to agricultural products, foodstuffs, wines and spirits, but should also
be introduced in respect of handicrafts or artisanal products, as was the case under the
Lisbon Agreement and the Agreement on Trade-Related Aspects of Intellectual Property
(TRIPS Agreement). The Representative of ECTA also underlined the remarkable
analysis of the situation in the EU made by WIPO in the document under consideration.
The situation in the EU was extremely complex and the Representative of ECTA was of
the view that a higher degree of harmonization in the EU would help the EU to join the
Lisbon system. The Representative of ECTA concluded by saying that, as far as
trademarks were concerned, excellent results had been achieved through the Madrid
Protocol, which might, therefore, be taken as a source of inspiration for the future revision
of the Lisbon system.

The Representative of OriGIn reiterated that OriGIn was strongly in favor of the
introduction of the possibility for regional organizations to join the Lisbon system. This
would present a tremendous opportunity to increase the number of Contracting Parties
of the Lisbon system. The Representative of OriGIn agreed with the criteria identified in
the document for determining whether a particular intergovernmental organization would
be in a position to join the Lisbon system. Nonetheless, as this could result in an
important increase in the number of new registrations, the Working Group might look into
the possible extension of the one-year period under Article 5(3) of the Lisbon Agreement.

The Chair said that, despite the complexity of the matter, certain conclusions could be
drawn from the discussion. First, Part A of the Annex to the document under
consideration provided a correct analysis of the actual application of the Lisbon system in
regional systems for the protection of geographical indications. Second, although there
were still a number of issues that had to be clarified, there was general support for
opening-up the Lisbon system for accession by competent intergovernmental
organizations. Third, the criteria identified in Part B of the Annex to the document for
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purposes of assessing whether an intergovernmental organization would be in a position
to accede to the Lisbon system were appropriate, acceptable and relevant. Fourth, some
of the problems surrounding the possible accession by certain intergovernmental
organizations would have to be solved by those intergovernmental organizations
themselves internally.

45. The Working Group took note of the statements made.

46. The Chair repeated the question he had raised the day before so as to know whether the
Working Group would agree to ask the Secretariat to prepare, for the next session of the
Working Group, draft provisions on the various topics discussed at the present session,
so as to allow for a more focused discussion on the further development of the Lisbon
system. In his view, such draft provisions should reflect the outcome of the discussions
at the present session on both the results of the survey and the study on the relationship
between regional systems and the Lisbon system. It should be understood that, as the
Working Group had not reached agreement on each and every question, the Secretariat
might not be in a position to come up with a single set of draft provisions, but would need
to present alternative versions on certain issues. Moreover, as no conclusion had been
reached on whether any agreement on any such draft provisions should eventually be
adopted by virtue of amendments to the Lisbon Agreement, a revision of the Agreement,
a Protocol to the Agreement or by virtue of a new treaty, the Secretariat would need to
present the draft provisions in a way that would be neutral in that respect. If the Working
Group agreed, he would reflect this in the draft of the Summary by the Chair.
Consequently, the Summary by the Chair would reflect the conclusions arrived at in
respect of the individual questions of the survey, as discussed on the basis of document
LI/WG/DEV/2/2 as well as those arrived at in respect of the study on the relationship
between regional systems and the Lisbon system, as discussed on the basis of document
LI/WG/DEV/2/3. In addition, the Summary by the Chair would indicate that the Working
Group would like the Secretariat to prepare draft provisions on the issues discussed,
leaving it for the future to consider what legal technique should be employed to formalize
any agreement that might be reached on any such draft provisions.

47. The Working Group so agreed.

AGENDA ITEM 6: RESULTS OF THE SURVEY ON THE LISBON SYSTEM

48. Discussions were based on document LI/WG/DEV/2/2.

Document LI/WG/DEV/2/2 Corr. contains a number of corrections to the French version of
document LI/WG/DEV/2/2, as read out by the Secretariat at the beginning of the discussion of
the Agenda ltem.
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The Chair recalled that at the first session of the Working Group, in March 2009,

it had been agreed that the International Bureau would conduct a survey with a view to
ascertaining how the Lisbon system might be improved in order for the system to
become more attractive to users and prospective new members while preserving

the principles and objectives of the Agreement. He further recalled that at

its twenty-fifth (18th ordinary) session the Assembly of the Lisbon Union had taken note of
that initiative, when renewing the mandate of the Working Group. The Chair also
indicated that in the framework of that survey the International Bureau had circulated

a questionnaire, in response to which 36 contributions had been received.

The Secretariat said that the questionnaire had been circulated to all WIPO Member
States and put on the Lisbon pages on the WIPO website in October 2009. While input
had been requested by the end of the year, responses to the questionnaire had actually
been received between November 2009 and June 2010. The document had been posted
on the WIPO website on June 18, 2009. The full text of all the individual contributions
had also been posted on the WIPO website, albeit only in the language in which they had
been received. Document LI/WG/DEV/2/2 contained a summary of the points made in
the various contributions.

As regards the structure of the document, the Secretariat said that the same order had
been used as in the questionnaire, as most contributions had followed the same format
(even though not all contributions had responded to all questions). An attempt had been
made to facilitate discussion of the various questions as much as possible. Thus, under
each heading of the summary, the document, first, repeated the question, followed by a
short explanation as to what had been the purpose of the question (as it appeared

from the different contributions that the questions had not been understood by all in

the same way). Then, the provisions of the Lisbon Agreement, the Regulations, or the
Administrative Instructions that were relevant to the question had been reproduced.

And finally the points contained in the various contributions had been summarized.
Whenever possible, this had been done under the heading “Conclusions” or “Main
Conclusions”, when there appeared to be a large degree of consensus on a specific
point. On the contrary, views expressed by only a few contributions, or points on which
conclusions seemed premature, had been summarized in subsections under headings
reflecting the specific topic concerned.

Finally, the Secretariat indicated that the document showed several inter-linkages
between topics, and therefore proposed ordering and grouping the questions.

In particular, Question 2 had better be discussed prior to Question 1 and
Questions 1, 3 and 4 might need to be discussed together. Further,

Questions 3 and 9 contained inter-linkages on the issue of the relationship with
trademarks, while Questions 6 and 8 were inter-linked on the issue of grounds
for refusal or invalidation.

The Chair agreed that the various questions had better be dealt with in a somewhat
different order than the one followed in the document under consideration. He proposed
to take up first Question 2 (Definitions), followed by Questions 1, 3 and 4 (Basis for
Protection in the Country of Origin and Scope of Protection). Then, Question 5
(Application and Registration Procedures) would be taken up, followed by Question 6
(Declarations of Refusal), Question 9 (Prior Users), Question 7 (Generic Appellations),
Question 8 (Notification of Invalidations) and finally Question 10 (Other Issues). Part of
Question 3 would be discussed when Question 9 would be taken up and part of
Question 8 would be addressed in the discussion of Question 6, as suggested by the
Secretariat.
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The Chair further proposed to discuss the individual questions from two main aspects;
first, it had to be ascertained whether the document fully and accurately reflected the
views expressed in the various contributions received by the International Bureau;
thereafter, the focus of attention should be on what conclusions could be drawn from the
analysis in the document. He suggested that the Working Group should analyze the
document with a view to determining per question what improvements to the Lisbon
system could be achieved as a result and how those improvements could be brought
about, i.e., whether they would require formal amendments to the current legal framework
or might be achieved by way of a common understanding of the provisions in question.

Question 2: Terminology and Definitions (paragraphs 10 to 27)

55.

56.

The Secretariat indicated that, as specified in paragraph 11 of the document, the aim of
the question was to explore whether an amendment to Article 2 of the Lisbon Agreement
was necessary or desirable to improve the Lisbon system. Many countries had in their
national laws definitions for appellations of origin, but there were also many countries with
definitions in their national laws for geographical indications, and countries that had both
definitions in their national laws. Moreover, these definitions did not all literally follow the
definitions of the Lisbon Agreement (appellation of origin) or the TRIPS Agreement
(geographical indication): variations of the definitions existed as well. There were also
national systems which did not contain definitions of those terms, but dealt with the
protection of geographical indications without a definition. The Secretariat recalled that
the issue of definitions had been heavily discussed at the Diplomatic Conference of 1958
where the Lisbon Agreement had been concluded, as reflected in the Acts of the
Diplomatic Conference and reflected in document LI/WG/DEV/2/3, that was on the
agenda of the present session of the Working Group under Item 5. He referred, in
particular, to paragraphs 34 to 36 of that document. The history of the negotiations of the
Lisbon Agreement showed that the view of the negotiators was that “where the laws of
numerous countries did not distinguish between appellations of origin and indications of
source, these countries could only adhere to the Agreement if the Agreement would give
a clear indication as to what was an appellation of origin meeting the requirements of the
Agreement.” The Secretariat quoted from the Acts of the Diplomatic Conference in 1958
and stated that “by introducing a definition for appellations of origin into the Agreement
itself such definition could be invoked for the purposes of registration without prejudicing
a national definition whether broader or more precise in scope.” As indicated in
paragraph 35 of document LI/WG/DEV/2/3, “such a definition could be invoked by
authorities of countries refusing protection in their territories and would also serve as a
yardstick for national courts to assess whether any given geographical denomination,
even when registered as an appellation of origin, did actually fall under the terms of the
Lisbon Agreement.”

The Secretariat further said that, on several occasions, and again in some of the
contributions to the survey, the suggestion had been made that products of traditional
knowledge should be registrable under the Lisbon Agreement. However, such
registration was already possible given the fact that the Lisbon Agreement did not
exclude any category of products.
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Appellations of Origin and/or Geographical Indications? (paragraphs 15 to 20)

The Secretariat indicated that the main conclusion that could be drawn from the
responses to the questionnaire was, as reflected in paragraph 14 of document
LI/WG/DEV/2/2, is that Article 2 of the Lisbon Agreement should cover both appellations
of origin and geographical indications. This was the prevailing view in the contributions.
Differences of view existed, however, as to how the Agreement should refer to
appellations of origin and geographical indications. The majority view expressed in the
contributions was that there should be two definitions in the Agreement, one for
appellations of origin and the other for geographical indications. Yet, another view
expressed was that there should be only one definition that would cover both appellations
of origin and geographical indications. Consequently, the main issue to be addressed by
the Working Group was whether there should be one combined definition or two separate
definitions for appellations of origin and geographical indications in the Lisbon
Agreement.

The Chair indicated that the first question to be addressed was whether the Working
Group could agree to the main conclusion of the document concerning Question 2,
namely that Article 2 of the Lisbon Agreement should cover both appellations of origin
and geographical indications. Would there be agreement on that conclusion, then the
Working Group would have to determine whether a second definition should be added to
the one contained in the present text of the Agreement, or the already existing definitions
should be merged. In this connection, a question also arose as to the choice of the legal
technique to be employed for formalizing such a change: should this be done by virtue of
an amendment of the Agreement, or a Protocol to the Lisbon Agreement, or by
concluding a new treaty?

The Delegation of Italy expressed the view that Article 2 of the Lisbon Agreement should
be modified so as to include a definition for appellations of origin and geographical
indications. The provision should be aligned with Article 22 of the TRIPS Agreement and
also take account of the definitions that applied under EU legislation. There was no need
to replace the term “appellation of origin” by “international appellation of origin”.
Regarding the type of instrument that could be used to make the necessary amendments
to the Lisbon Agreement, the Delegation indicated that a Protocol to the Agreement was
not the only option.

The Delegation of Israel was of the view that the definition of appellation of origin and the
definition of geographical indication were such that appellations of origin were a subset of
geographical indications. Replacement of the definition of appellation of origin by the
definition of geographical indication would be a more utilitarian way to proceed, in view of
the purpose of achieving participation in the Lisbon system by more countries.

The Delegation of Iran (Islamic Republic of) emphasized that their Government was not
opposed to amending the Lisbon system, but still had some concerns regarding the goals
and the mandate of the Working Group. In any event, it was important that the integrity
of the system be maintained and that the changes would not weaken the system.

As regards definitions, the Delegation pointed out that under its national legislation a
broad definition applied which encompassed both the definition of the Lisbon Agreement
and the definition of Article 22.1 of the TRIPS Agreement. The Delegation would be
grateful for an explanation of the difference between geographical indications and
appellations of origin under those two definitions. The Delegation did not believe that the
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definition of Article 2 of the Lisbon Agreement should be replaced by the definition of the
TRIPS Agreement; instead, the Working Group should try to improve the definitions
already contained in the Lisbon Agreement. The Delegation was not in favor of using the
term “international appellation of origin”, as it was not clear to them what purpose this
would serve.

The Delegation of Portugal indicated that it would prefer to have two separate definitions
in the Lisbon Agreement, one for appellations of origin and the other for geographical
indications.

The Delegation of France started by commending the work done by the International
Bureau on the Internet site of the Lisbon system. The Delegation stated that it supported
maintaining the definition of appellation of origin in its current form, with perhaps some
drafting improvements in particular to include the notion of traditional denomination which
was an essential part of the current definition but which merited clarification, and also, the
inclusion of the changes in the international context with the implementation of a new
definition which would supplement the definition of appellation of origin and which would
be a definition of a geographical indication close to that contained in the TRIPS
Agreement.

The Delegation of France added that it believed it was important to maintain a distinction
on two levels, not simply to copy EU Regulations, since that was not the purpose of an
international organization, but to have differentiated products and to maintain a historic
system such as the appellation of origin system which met specific requirements, in
particular with reference to “natural and human factors” which might be difficult to
preserve in a definition of geographical indications. The Delegation thought that such
products, which certainly had their place in international trade and which represented in
particular in France a significant portion of its trade balance, required a specific system of
protection and identification at the international level. Moreover, the Delegation indicated
that it was concerned that given the discussions which had, or rather had not, taken place
at the WTO on the issue of geographical indications, transforming the Lisbon Agreement
into a TRIPS clone was not a good opportunity. That would only transfer the difficulties
encountered in the context of the WTO to the Lisbon Agreement, which, even if its
membership was limited, had still proved its effectiveness in settling some difficulties
throughout the world and was still today arousing interest in accessions. The Delegation
concluded by stating that in such a case it was worth retaining the specific criteria of the
Lisbon system and not necessarily copying what existed elsewhere. The Delegation then
requested clarification on the proposal to recognize the definition of a geographical
indication in the framework of a Protocol, and indicated that in particular it wished to
understand how a Protocol could be framed with an Agreement.

The Delegation of Hungary agreed with the Delegation of France as well as with the
Delegation of Iran (Islamic Republic of) that the definition for appellations of origin should
be preserved and should not be amended in a way that would weaken the protection
under the Lisbon system. The Delegation was not opposed to the insertion of a new
definition into the Lisbon system, but this should not be to the detriment of the existing
definition for appellations of origin.
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The Delegation of the Republic of Moldova indicated that under its domestic law there
were two different definitions for appellations of origin and for geographical indications
that were protected as two different objects of industrial property. Therefore, the
Delegation supported the views expressed by the Delegations of France and Portugal,
and also believed that the amendment should consist in the addition of a new definition
for geographical indications, instead of merging together the definitions for appellations of
origin and geographical indications.

The Delegation of the former Yugoslav Republic of Macedonia started by thanking the
Secretariat for its help in the preparation of its country’s accession to the Lisbon
Agreement. The Delegation also wished to join the Delegation of France in
congratulating the International Bureau on the improvements to the Lisbon pages on the
WIPO website. Turning to the substance under discussion, the Delegation indicated that
its national law provided for two definitions, one for geographical indications and the other
for appellations of origin. However, the country’s main interest appeared to be in
appellations of origin, as, to date, only appellations of origin had been registered and no
geographical indication.

The Delegation of Peru said that the Lisbon Agreement should be revised to improve it
and make it more attractive for the accession of new States. However, it was also
concerned with retaining the spirit of the Agreement. In that regard, the Delegation
believed that the definition of appellation of origin should not be amended, but rather a
definition of geographical indication should be introduced, which would allow other
countries which regulated such objects to join.

The Delegation of Romania stated that it found itself in a somewhat paradoxical position
since Romania was a signatory to the Lisbon Agreement of 1958, but had never ratified
the Agreement. The Delegation also underlined that geographical indications were
covered by its national law on trademarks. It then added that there were, in Romania,
also internal discussions on the terminology used, appellations of origin and geographical
indications, in particular with respect to the definition contained in the TRIPS Agreement.
The Delegation stated that it was in favor of an explanation on the different concepts
used. Moreover, the Delegation indicated that it did not share the idea of introducing new
concepts on appellations of origin and geographical indications, since it believed that
what existed was largely sufficient.

The Representative of CEIPI recalled that CEIPI was behind the proposal to introduce a
possible Protocol as mentioned in paragraph 19 of the working document, and on which
specific statements had been made on it by the Delegations of France and Italy. The
Representative of CEIPI specified that the reason why CEIPI had made that proposal
was precisely because of the concern not to weaken the current Lisbon Agreement,
whilst remaining open to some amendments and above all to the desire to be able to
integrate not only intergovernmental organizations such as OAPI and the EU, which
CEIPI also favored, but also countries which for various reasons had stayed outside the
Lisbon system until now. In such circumstances, the Representative insisted on the fact
that it was worth keeping in mind that concern of the current member States not to
weaken the Lisbon system, and that the idea of the Protocol was specifically to allow
current member States to retain the application of the Lisbon Agreement in their mutual
relations even if they acceded to a new text which might be a Protocol or a Revised Act of
the Agreement, as the case might be. In that situation, the normal rule of international
public law was that the new text would apply to the relations between two countries, but it
was also possible to make an exception, as had been the case in the context of the
Madrid system. Other than in that system, in a Lisbon Protocol, provision could be made
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for two States to decide bilaterally at a later date to abandon safeguarding of the Lisbon
Agreement and henceforth apply the new text in their mutual relations if they considered
this desirable afterwards. The Representative of CEIPI added that the mechanism would
consist of enabling current member States to keep not only the current definition of the
Lisbon Agreement but also the scope of protection in their mutual relations, and then to
apply, with the new member States of the Lisbon Union, a more flexible and less
demanding system than the current Lisbon system.

The Delegation of Germany said that it was certainly not in favor of weakening the Lisbon
system, but that perhaps the Protocol avenue proposed by the Representative of CEIPI
could be further explored. This had very well functioned in the context of the Madrid
system. In addition, the Delegation said that, if the Lisbon Agreement, or a Protocol to
the Agreement, would have a definition for appellations of origin that would incorporate
the notion of “reputation”, Germany might consider joining the Lisbon system.

The Representative of INTA first wished to congratulate the International Bureau with the
excellent improvements to the Lisbon pages on the WIPO website, both as regards
content and user-friendliness. Turning to the substance under discussion, the
Representative indicated that it had to be borne in mind that the Lisbon Agreement was
designed and developed to protect a specific type of geographical indications, namely
appellations of origin, for which the establishment of an intrinsic link between the qualities
of the product and the territory of production was required. Article 22 of the TRIPS
Agreement contained a broader definition but also had a different scope of protection.
The Representative of INTA questioned that a broader definition could actually devaluate
the concept of appellations of origin and endanger its functioning. In other words, could it
be that with a broader definition the function for which the Lisbon system was developed
would no longer be fulfilled in the same manner? Was the fear that this could result in the
protection of terms on the basis of a scope of protection that might not be justified as they
might not fulfill the requirement of a specific link with the territory?

The Representative of MARQUES also thanked the International Bureau for the major
improvements to the Lisbon pages on the WIPO website. Turning to the substance under
discussion, he pointed out that it was often difficult for users to understand the differences
in terminology, and that it would therefore help to use the expression “international
appellations of origin” for appellations registered under the Lisbon Agreement. He added
that the addition of the word “international” had been very useful in the area of
trademarks to distinguish international registrations under the Madrid system from
registrations under national or regional systems. This had contributed to making it clear
to entrepreneurs and practitioners that, whenever the term “international trademark”
appeared, a specific set of regulations applied.

The Delegation of Cuba remarked that the concept of trademarks and that of appellations
of origin differed from several points of view, and that those were well delimited in their
respective definitions. The Delegation added that although the Lisbon Agreement could
certainly be revised and improved, there would be no need to compare it to trademarks
as such, since from the point of view of the Delegation it would be entering into a
distortion of the original intent of and context of appellations of origin. In other words, that
concerned improving the Lisbon system without losing sight of the principles and
objectives on which the Agreement was based. Therefore, the Delegation of Cuba
believed that it was extremely important to maintain the spirit of the Agreement, as the
Delegation of Peru had underlined, and that although it was conceivable to include the
term “geographical indications” in the Agreement, that point should be analyzed very
carefully.
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The Chair noted that some form of consensus had emerged around the proposal that the
Lisbon system should perhaps cover both appellations of origin and geographical
indications, and that the definition of geographical indications should basically follow the
definition of Article 22.1 of the TRIPS Agreement. In this regard, some delegations had
advocated a harmonized approach whereby a unified definition would be established
covering both geographical indications and — perhaps, as a subset of geographical
indications — appellations of origin. On the other hand, an important number of
delegations, in particular from contracting countries of the Lisbon Agreement, had
indicated that they were strongly in favor of maintaining the integrity and the fundamental
principles and objectives of the current system. They were clearly in favor of maintaining
the current definition of appellations of origin in Article 2 of the Lisbon Agreement, but had
also expressed their willingness to consider adding a second definition that would cover
geographical indications as defined under the TRIPS Agreement. The first question that
had to be asked was, therefore, whether those delegations preferring a unified definition
could also live with a system in which there would be two complementary definitions, one
for appellations of origin as defined under Lisbon, and one for geographical indications as
defined under the TRIPS Agreement. Such a solution might preserve the traditional and
somewhat stricter criteria for protecting appellations of origin, but would also open the
door of the Lisbon system to those countries that are looking for an international
registration mechanism for the protection of their geographical indications, which might
not fall under the scope of the current definition of Article 2 of the Lisbon Agreement.

The Chair pointed out that the introduction of two separate definitions, or titles of
protection, might have an impact on the relevant provisions dealing with the scope or
content of protection. However, that issue would be dealt with under Questions 1 and 3.
He further recalled that the Delegation of Iran (Islamic Republic of) had inquired about the
differences between the two definitions and invited the Secretariat also to clarify what
legal techniques were available to develop the Lisbon system.

The Secretariat said that, if the definitions of the Lisbon Agreement and the TRIPS
Agreement were put next to one another, the following differences could be identified:

(i) “denomination” (Lisbon Agreement) as opposed to “indication” (TRIPS Agreement);

(i) a geographical indication (TRIPS Agreement) can be based on “quality, reputation or
other characteristic”, whereas an appellation of origin (Lisbon Agreement) must be based
on “quality or characteristics”; and (iii) a link between the qualification requirements and
the product’s origin (TRIPS Agreement) as opposed to the geographical environment — to
be determined by natural and human factors — of the area where the product originates
(Lisbon Agreement). Referring to various national laws and WIPO documentation on the
matter, the Secretariat indicated that the third difference was probably the most crucial
one. As regards “reputation”, it should, furthermore, be noted that, under Article 2(2) of
the Lisbon Agreement, an appellation of origin should have a certain “reputation”.
Whether that reputation should be such that the appellation is well known in the country
or whether a local reputation would be sufficient, is not specified in the text. The
Secretariat indicated that some national laws would appear to allow for local renown or
reputation to be sufficient, whereas other national laws would rather appear to require the
appellation to be well known.

As regards the techniques that could be used to develop the Lisbon system further, the
Secretariat indicated that it was possible to use a Protocol solution, if the conclusion of
the Working Group would be to go for one definition. On the contrary, if the Working
Group decided to go for two definitions, a Protocol with a safeguard clause, such as the
one that had existed under the Madrid system, might not be useful. Obviously, the
response to the question concerning the possible technique to be used to put a new
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system in place was largely linked to the orientation of the future debates of the Working
Group. It was also important to note that the Working Group was a body established by
the Lisbon Union Assembly and consisting of member States of the Lisbon Agreement
and observers. It was interesting, though, that, from the outset, the member States of the
Lisbon Agreement had shown an interest in adapting the system for the purpose of
allowing the Lisbon system to attract a wider membership. Indeed, there were a large
number of countries in the world which had implemented their obligations under the
TRIPS Agreement and would like to be able to benefit from an international registration
system to protect their geographical indications. The issues that still prevented
conclusion of the negotiations on geographical indications in the WTO were non-existent
in the context of the Lisbon system. If countries could reach consensus on a revised
Lisbon Agreement or a Protocol amending the Lisbon Agreement, or a totally new
instrument, it would not appear to be logical if these issues could stop them from
formalizing such a consensus.

The Chair — referring to the Secretariat's comment that, if the Lisbon Agreement were

to include two definitions, the Protocol option with a safeguard clause would not be
useful — asked the Secretariat to clarify how a revised Lisbon Agreement containing two
definitions would work: would new member countries joining to protect their geographical
indications through international registration under the new treaty be bound to protect the
appellations of origin of the Contracting Parties of the current Lisbon Agreement in
accordance with the current scope of protection?

The Secretariat said that the issue raised by the Chair would come up under Question 1,
in particular in connection with paragraphs 7 and 8 of the working document under
consideration, which alluded to the possibility of two definitions in the Agreement and the
issue concerning countries that had only one definition vis a vis countries that had two
definitions in their national law: or, more generally, what if there were different titles with
different levels of protection and different qualification requirements between the country
of origin and another member State? Nevertheless, the Secretariat wished to note that
the majority view would appear to be that appellations of origin were a subset of
geographical indications definition, which would have as a consequence that appellations
of origin were, in members of the WTO, subject to the provisions of the TRIPS
Agreement. In other words, an appellation of origin registered under the new treaty
would be protected, in a member country having only a definition for geographical
indications in its national law, as a geographical indication. The reverse situation would
be more difficult: what would be the situation of a geographical indication registered
under the new treaty in a member country that only had a definition for appellations of
origin in its national law or in a member country that had two definitions? Although this
problem might be less prominent in practice, as most countries had either both definitions
in their national law or at least a geographical indication definition as a result of their
obligations under the TRIPS Agreement, it could not be ignored. The Secretariat recalled
that it would appear that countries that only had a definition for appellations of origin in
their national law would probably only protect those geographical indications from other
member countries that would meet the requirements for protection as an appellation of
origin under the new treaty. Similarly, those countries having two definitions in their
national law would probably only protect those geographical indications — from member
countries only having a definition for geographical indications — as appellations of origin
which met the requirements for protection as an appellation of origin under the new
treaty.
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The Delegation of Israel indicated that the questions raised were intertwined with the
questions concerning the scope of protection. In this connection, it was important to take
into consideration that the definition of an appellation of origin under the Lisbon
Agreement was narrower than the definition of a geographical indication under the TRIPS
Agreement, i.e., it was more difficult to achieve appellation of origin status than
geographical indication status, due to the higher eligibility requirements. The scope of
protection under the Lisbon Agreement (for appellations of origin) and under the TRIPS
Agreement (for geographical indications) were equally different. Therefore, if the idea
was to have a two-tiered system, the TRIPS geographical indications definition could

be more or less incorporated together with its scope of protection — including the
exceptions — into the Lisbon Agreement. Arrangements would then have to be worked
out, as indicated by the Secretariat in connection with paragraphs 7 and 8 of the working
document. If the decision was to go for a unified definition, i.e., the geographical
indication definition of the TRIPS Agreement, there would be the advantage of a broader
eligibility, but this would not obviate the elaboration of such arrangements.

The Chair noted that the Delegation of Israel, although having expressed a preference for
a unified definition, could also live with a two-tiered system, in which two definitions, one
for geographical indications and the other for appellations of origin, would coexist.

Coverage of the Term “Geographical Denomination” (paragraphs 21 and 22)

The Secretariat said that the issue raised here was to determine whether Article 2 of the
Agreement had to be amended so as to allow for the registration of appellations of origin
or geographical indications which consisted of a name, a sign or an indication that was
not geographical but which nevertheless referred to a geographical area. The question
was whether the Agreement had to be amended to allow for the registration of such
appellations of origin or geographical indications to be recorded in the International
Register. Some did not consider this necessary, because the word “denomination” could
already be interpreted in a broad way covering such particular appellations of origin and
geographical indications. Others had nonetheless put that assertion into doubt.
Consequently, delegations should discuss whether the Agreement had to explicitly allow
for such geographical indications or appellations of origin to be recorded as well.

The Delegation of Portugal expressed a view in favor of allowing the registration of
non-geographical denominations which were traditionally known as designating a product
as originating in a specific region or place, while indicating that both EU and Portuguese
legislations contained provisions to that effect.

The Chair concluded that non-geographical denominations with a traditional geographical
connotation should be included in the definition for appellations of origin. This could be
achieved either by agreeing on a common interpretation of the current definition or by
amending the relevant provision to that effect.

Trans-Border Areas; Notion of “Country of Origin” (paragraphs 23 to 25)

The Secretariat recalled that various contributions had made the point that Article 2(2) of
the Lisbon Agreement concerning the definition of “country of origin” had to be refined:

it should not only refer to “country of origin”, but also accommodate for the registration of
appellations of origin or geographical indications coming from an “intergovernmental
organization of origin”.
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Another issue concerned appellations of origin or geographical indications that came from
two or more countries, in other words products that originated in trans-border areas which
generated the same type of products protected by appellations or geographical
indications, or maybe a group of countries such as the Caribbean islands which may
produce the same products and might wish to protect them by a geographical indication
or appellation of origin.

In order to allow for the accession of intergovernmental organizations, the Delegations of
Burkina Faso, Cuba, France, Hungary, Italy and Peru supported adaptation of the term
“country of origin”; some of them expressed their agreement with the term “Contracting
Party of origin”.

The Delegation of Burkina Faso explained that it wished that an amendment would be
made to enable OAPI to accede to the Lisbon Agreement. The Delegation added that it
was effectively one of the four countries which were both members of OAPI and the
Lisbon Agreement. However, it wanted other member States of OAPI to be able to
benefit the Lisbon Agreement also, following prior consultations between OAPI and its
member States which were also party to the Lisbon Agreement.

The Delegation of Cuba clarified that it fully supported the proposal to enable
intergovernmental organizations to become parties to the Lisbon Agreement, provided
that that was achieved in accordance with the principles and objectives of the Agreement.
The Delegation added that it was completely in agreement with the need to expand the
number of members of the Lisbon Agreement provided that there was no deviation from
what the Agreement had been to date, and also noted that in any case there had been
new accessions in recent years.

The Delegation of Portugal acknowledged that there was a need to accommodate the
accession by intergovernmental organizations and the registration of appellations or
origin concerning products from trans-border areas; however, the Delegation needed
more time to think about those proposals.

With respect to the notion of trans-border areas, the Delegation of Israel was of the view
that enabling different countries to register jointly appellations of origin or geographical
indications for products from trans-border areas was a good idea. However, it should not
be so that the countries in question would have no option but to register such appellations
of origin or geographical indications jointly.

The Delegation of Iran (Islamic Republic of) was of the view that the Lisbon system
already offered a good solution regarding the registration of homonymous appellations of
origin, and further indicated that the introduction of a new notion of trans-border area
appellations of origin could unnecessarily complicate the system.

The Delegation of France stated that it was in favor of adapting the system to enable the
registration of appellations of origin and geographical indications for products originating
from trans-border areas.

The Delegation of Burkina Faso noted that there were common borders between OAPI
countries where similar products were grown or produced, and that it was consequently in
favor of registering common appellations of origin in such a scenario.
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The Chair said that the issue of trans-border geographical areas was not to make it
mandatory for the countries concerned to file joint applications regarding geographical
indications originating in trans-border areas, but rather to provide an option in this respect
for interested contracting countries.

The Chair invited the Secretariat to clarify the difference between geographical
indications or appellations of origin from trans-border areas and homonymous
geographical indications or appellations of origin, while expressing the view that
geographical indications or appellations of origin from trans-border areas referred to a
single and unified area whose name constituted the geographical indication or appellation
of origin and which, for whatever reason, was not restricted to the territory of a single
contracting country. In contrast, homonymous geographical indications or appellations of
origin concerned two different geographical indications or appellations of origin relating to
two different areas, which happened to have the same name.

The Secretariat agreed with the Chair that trans-border area appellations of origin or
geographical indications were not necessarily always homonymous appellations of origin
or geographical indications. However, if a region whose name constitutes an appellation
of origin or a geographical indication is split between two countries, thus becoming a
trans-border area, it may happen that the products concerned become subject to two
national laws with different requirements for production. In such a case, the difference
with homonymous geographical indications or appellations of origin would be less clear.

The Chair indicated that he had heard no opposition to the idea of facilitating the possible
accession of intergovernmental organizations.

Quality, Reputation, Characteristics and the Link to the Geographical Environment
(paragraphs 26 and 27)

The Secretariat indicated that the last sub-section under Question 2 in the document
concerned the qualification requirements under the definitions of the TRIPS Agreement
and of the Lisbon Agreement. These qualification requirements were phrased in a
different way in the definitions of the two Agreements, but were, in several respects,
similar. There were differences though, for example, in respect of the notion of
“reputation”. Reputation was a qualification requirement in the definition for geographical
indications of the TRIPS Agreement but not in the definition for appellation of origin of the
Lisbon Agreement, even if the Lisbon Agreement did refer to “reputation” in the definition
of “country of origin”. The issue to be addressed concerned the meaning of the notion of
“reputation” in the context of the definitions for appellations of origin and geographical
indications, respectively.

The Secretariat further said that there was also a question raised by one contribution,
which referred to the notion of “natural and human factors” contained in the definition of
the Lisbon Agreement. The contribution in question suggested that this had to be
amended so as to read “natural or human factors”. In that connection, the Secretariat
also drew the attention of delegations to the fact that, for example, the Chinese law for
the protection of geographical indications contained a definition which referred to natural
or human factors.
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The Delegation of Italy considered it very important to introduce the notion of “reputation”
in paragraph 1 of Article 2 of the Lisbon Agreement, even if the term “reputation” was
already included in the second paragraph of Article 2, as such addition would assure a
stronger protection of product quality.

The Delegation of Israel said that, if a definition of geographical indication would be
introduced in the Lisbon system, drafted in conformity with the TRIPS definition, in which
reputation alone seemed to be one of qualification criteria for a geographical indication,
the question concerning the notion of “reputation” would be already answered.

The Delegation of Portugal was of the view that, if it were decided to have two separate
definitions, one for appellations of origin and the other for geographical indications, the
notion of “reputation” should be included in the definition of geographical indication.

The Delegation of France stated that as regards the criteria, it was in favor of including an
explicit reference to natural and human factors, as both were inseparable in the definition
of the characteristics of a product. Also, with respect to notoriety, the Delegation
underlined that that was a somewhat complex issue insofar as it would first be
appropriate to reach agreement on a common definition of the concept of notoriety, and
added that in France there were two different words, namely the word “notoriety” on the
one hand and the word “reputation” on the other. It then remarked that the notion of
“notoriety” in French corresponded to “reputation” in the English version of the Lisbon
Agreement, and in such a case believed that it was perhaps useful first to define the word
“notoriety” and to define its scope of application, for instance should this be local or rather
international notoriety? Was notoriety assessed in each of the countries which would
have to examine the registration application?

The Delegation of Hungary believed that “reputation” certainly was an important factor,
but “reputation” alone could not justify the grant of such an extraordinary level of
protection as the one conferred under the Lisbon Agreement on Appellations of Origin.

As regards the requirement of “reputation”, the Delegation of Peru stated that in its view
that was a factor which could or could not exist in “appellations of origin” but that it should
not be the only criterion, i.e., by itself it cannot be sufficient to conclude that it concerns
an appellation of origin. The Delegation was, therefore, of the view that the current
requirements for appellation of origin should be maintained.

The Delegation of Cuba stated that in its view, and as regards appellations of origin, the
notion of reputation could not be separated from the natural and human factors contained
in the definition.

With respect to the notion of “notoriety”, the Delegation of Romania stated that the
concept should be included in the definition but that the difference or similarity between
notoriety and reputation should nevertheless be clarified. The Delegation also expressed
its support for the statement of the Delegation of France as regards the other criteria of
the definition.

The Delegation of Germany indicated that the notion of reputation was very important for
German users, as was evidenced by the fact that most of the German geographical
indications registered under EU legislation were based on reputation. The notion of
reputation was also incorporated in the provisions on geographical indications in the
German trademark law.



111.

112.

LI/'WG/DEV/2/5 Prov.
page 22

The Chair said that views certainly differed on the issue of reputation. Perhaps, if the
Working Group would agree on having two definitions under the Lisbon system, lengthy
discussions on whether or not to include “reputation” in the current definition of
appellations of origin might be avoided altogether.

The Secretariat recalled that, for the previous meeting of the Working Group, it had
prepared a general overview of the Lisbon Agreement, which had been discussed to
some extent by the Working Group at the time, but on which the Working Group had
agreed to revert to at the second meeting of the Working Group. Nevertheless, the
document in question had not been included as a separate issue on the agenda of the
present session, as its content was basically incorporated in the working document under
consideration. In connection with the issue of “reputation”, however, the Secretariat
wished to recall that, in this general overview contained in the Annex Il to document
LI/'WG/DEV/1/2, and more specifically in its paragraph 7, it was indicated that Article 1(2)
of the Lisbon Agreement laid down that “in order to qualify for international registration an
appellation of origin must be recognized and protected in the country of origin”, and that
all those notions (e.g. country of origin, appellation of origin) were defined in the
Agreement itself. Even though there was not a definition for “recognized and protected
as such”, the meaning given to those words at the time when the Agreement was
concluded was the following: “The appellation of origin must be constituted by a
geographical denomination that is protected in the country of origin as the denomination
of a geographical area recognized as serving to designate a product that originates
therein and meets certain qualifications. Such recognition of the denomination must be
based on the reputation of the product and protection of the appellation must have been
formalized by means of legislative provisions, administrative provisions, a judicial decision
or any form of registration. The manner in which recognition takes place is determined by
the domestic legislation of the country of origin.” Quoting from the Acts of the Lisbon
Conference of 1958, page 159, the Secretariat indicated that Article 1 of the Lisbon
Agreement had been approved with the addition of the term “recognized” before the
words “protected as such”, and that such amendment had been considered necessary for
bringing the provision into line with the principle that appellations of origin always relate to
a product enjoying a certain renown. Thus, the negotiating history of the Lisbon
Agreement provided help in determining what was actually meant by “reputation” or
“notoriété” in the original French text of the Agreement.

Question 1: The Basis for Protection in the Country of Origin (paragraphs 1 to 9)

113.

The Chair requested delegations to focus on the following questions: (i) whether they
could confirm the flexible interpretation to be given to Article 1(2) of the Lisbon
Agreement as outlined in paragraph 5 of the working document, and if so, would they be
in favor of formalizing such flexible interpretation and how would they like to bring that
about; (ii) what were the participants’ views with regard to the idea of developing a model
law; (iii) what was their position with regard to the set of questions in paragraphs 7

and 8 of the working document; and (iv) what was the participants’ position with respect
to the issue highlighted in paragraph 9, namely whether the filing of an international
application should be preceded by substantive examination in the country of origin.



114.

115.

116.

LI/'WG/DEV/2/5 Prov.
page 23

Interpretation of Article 1(2) of the Agreement (paragraphs 5 to 8)

The Secretariat said that the various contributions received, in response to the survey’s
guestionnaire, would appear to confirm that the condition that an appellation must be
recognized and protected as such in the country of origin means that the appellation must
be constituted by a geographical denomination that is recognized in the country of origin
as the denomination of a geographical area or serving to designate a product that
originates therein and meets certain qualifications in accordance with Articles 2 and 3.
The vast majority of answers to the questionnaire confirmed that, for the implementation
of Article 1(2) of the Lisbon Agreement, it was not necessary to have sui generis
legislation for the protection of appellations of origin; Article 1(2) could also be met by a
geographical indication law or any other law, as long as that law met the requirements of
Articles 2 and 3 of the Agreement. Many contributions had, nevertheless, advanced that
it would be useful to formalize that flexible interpretation, as Article 1(2) had, for whatever
reason, over the years, been explained in a more restrictive way. Therefore, it had been
suggested to delete the words “as such” from Article 1(2). The Secretariat further
indicated that some contributions had suggested that a model law might be developed
focusing on the various needs for recognition and protection that existed in the world, and
that these would have to be identified per title of protection and per law to determine how
the Lisbon provisions could be implemented.

As regards the difficult question of mutual relations under the Agreement between
countries that had different titles of protection for the protection of appellations of origin or
geographical indications under the Agreement, the Secretariat indicated, quoting
paragraph 7 of the working document, that “the issue would appear to be that such an
amendment of Article 1(2) should take into account that some domestic laws may have
one definition — for geographical indications — and other domestic laws two definitions —
one for geographical indications and another for appellations of origin. Recognition and
protection in a country of origin on the basis of a single definition, as contained in a
domestic law of the first mentioned type, may not necessarily provide sufficient
information for determining on the basis of domestic laws that contain two definitions,
whether both these definitions are met or just one of them.” As discussed under
Question 2, this issue was, of course, of particular importance if the scope of protection
for an appellation of origin under domestic law was broader than for a geographical
indication.

The Secretariat pointed out that paragraph 7 of the working document also reflected what
a significant number of contributions, both from Lisbon member States and non-member
States, had advanced, namely that geographical indications in a number of countries
were protected not by sui generis titles of protection but by certification marks or
collective marks, or simply only by unfair competition law or consumer protection law.
The question that arose in this respect was how to determine, in respect of those titles of
protection, whether the qualification criteria of the Agreement had been met, as specified
in paragraph 8 of the working document: “clarification would appear to be required in
Articles 1, 2 and 3 of the Lisbon Agreement as to their application with respect to the
various means for recognition and protection as may exist at the domestic level.” As a
result, it should be clear whether protection under a particular title of protection in the
country of origin would be acceptable for protection under another title of protection in
another member State.
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The Delegation of France stated that discussions on such concepts and practical
arrangements would allow for an update as to the significant differences that had existed
between States which had very developed and very old systems and those States which
had still very recent systems still being developed, or rather systems which were very
flexible. Then, the question would come up about the nature of the mutual commitments
which would be concluded, since it was necessary to agree to protect appellations
submitted by other States based on trust. The Delegation stressed the commitment of
the States in the framework of the Lisbon Agreement, which should be able to trust the
systems employed by the other member States. The Delegation stated that it was in
favor of a flexible interpretation of Article 1(2), but that it opposed the proposal regarding
a model law, as it believed that each country should have legislation which corresponded
to its unique characteristics, whereas a model law could not provide for such
characteristics.

On the issues raised in paragraph 8 of the working document as a whole, the Delegation
of France stated that it was in favor of opening-up to all possible systems, albeit with
some reservations, in particular regarding the capacity of trademark systems to provide
the guarantees for what would need to be recognized in the Lisbon Agreement. The
Delegation added that special importance to the “title of protection” granted to an
appellation integrated into a specific system of protection, as were systems for the
protection of appellations of origin and geographical indications. The Delegation stressed
that the trademark system was perhaps not sufficiently effective in this regard, as a study
conducted by WIPO in the context of the Standing Committee on the Law of Trademarks,
Industrial Designs and Geographical Indications (SCT) on collective marks and
certification marks had shown. The Delegation also requested more details on protection
systems based on business law, in particular against acts of unfair competition, since
such protection occurred after the event, i.e., once the infringement had been
ascertained. The Delegation of France considered it inappropriate to go so far as to
accept such systems as being sufficient in the context of an international registration
system.

The Delegation of Peru stated that it did not view as flexible the reference that an
appellation of origin had to be protected as such in the country of origin, but rather that it
had to be protected as an appellation of origin, and added that that interpretation was
consistent with existing Andean Community legislation in Peru which required that for the
protection of a foreign appellation of origin to take effect, it had to be protected in its
country of origin as an appellation of origin. In that regard, the Delegation would not
support a flexible interpretation of that aspect. Moreover, the Delegation of Peru stated
that it did not consider it sufficient to reach an understanding in that regard that the
appellation of origin would be protected as a collective mark or certification mark in its
country of origin since a collective mark or certification mark had different requirements
and had a characterization different from that of an appellation of origin which was based
not only on being a distinctive sign featuring the name of the geographical place but also
that there had to be evidence of the link between the characteristics of the product and
the geographical context. Similarly, the Delegation stated that it also did not consider that
protection by means of unfair competition would be sufficient since that was protection
which could be merited not only by an appellation of origin but also by the mere indication
of the origin which was certainly not a part of industrial property. In that respect, the
Delegation could not see how those forms of protection could be comparable to the
protection of appellations of origin required by the national legislation of Peru.
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The Delegation of Italy said that the provisions of the Lisbon Agreement were flexible and
broad enough to allow for titles of protection in the country of origin under sui generis
legislation or any other kind of legislation. There was no need to specify what the
meaning of “as such” in Article 1(2) was. These words were flexible enough to cover
various titles of protection for both geographical indications and appellations of origin.

The Delegation of Portugal agreed that Article 2 of the Lisbon Agreement, by establishing
requirements of what an appellation of origin was, did not impose a particular means of
protection and registration in member countries. There was no need to amend

Article 1(2) of the Agreement.

The Delegation of Burkina Faso believed that flexibility was also of interest to those
member countries of OAPI that had acceded to the Lisbon Agreement, given that those
were countries which did not have very sophisticated operational means to carry out the
necessary examinations. The Delegation also added that OAPI wished that the sui
generis system would be applied to allow some flexibility and that in such a case it also
agreed with those who believed that there should be some flexibility of interpretation.

The Delegation of Algeria believed that there was no need to amend the Agreement as
regards the provisions in question.

The Delegation of Romania stated that it shared the same opinion as the Delegation of
France which had a long tradition in the field of appellations of origin.

The Representative of CEIPI made two points regarding paragraph 6 of the document.
Firstly, it recalled that CEIPI was among those who had made contributions in favor of
removing the words “as such” from Article 1(2) and had stated on that subject “that this
concerned allaying doubts regarding the registrability of a protected appellation in the
country of origin in a collective or certification mark provided that the appellation in
question fulfilled the definition of the subject of protection as set out in the Agreement.”
Furthermore, with respect to the issue of a model law, CEIPI recalled that there was a
“‘model law for developing countries on appellations of origin and indications of source”
published by WIPO in 1975. CEIPI added that even though it was true that that model
law was aimed at developing countries, the provisions it contained would be of interest to
all countries. The Representative of CEIPI admitted that the model law could not take
into account all that had been negotiated and discussed over the course of the past

35 years, but that it was nevertheless useful to know that the main body of the model law
was based on the idea of a registration as the basis for protection of appellations of origin
and moreover, the model aw essentially contained two alternatives: the first which
provided for the replacement of the registration system with a system of special orders
and the second alternative which combined the registration system with the system of
special orders.

The Representative of MARQUES suggested the establishment of a list or a system
through which the administrations would be able to communicate or notify to WIPO which
were the specific titles of protection that they were going to consider and that would
comply with the requirements of “appellation of origin recognized and protected as such”
in the country. The Representative of MARQUES was of the view that such a system
would be good for entrepreneurs and producers, and he recalled that some years ago

a similar question had been raised at the Office for Harmonization in the Internal Market
(Trade Marks and Designs) (OHIM), in the context of discussions to determine which
were going to be the national rights which would give the right to prevent the use of

a community trademark or that could be used as the basis for an opposition. It had been
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of great help to all that OHIM had prepared a list indicating per country which were the
titles of protection that could be used for such purposes. For the sake of clarity and to
enhance legal security, perhaps, a similar list of existing titles of protection per country
might be of benefit in the context of the Lisbon system.

The Representative of INTA underlined that in its written contribution INTA had stated
that it wished that the notion of “protected as such” be clarified since it was in all
likelihood the lack of clarity which had caused a number of difficulties. Following on from
what the Representative of CEIPI had said, the Representative of INTA wished to return
to the history of Article 1, given that in the Acts of the Lisbon Conference of 1958 it was
stated that “each country of the Union acceding to the Agreement undertakes to protect
on its territory registered appellations of origin and as regards products of other acceding
countries on the express condition that they are protected on the territory of their country
of origin.” Additionally, the Representative of INTA stated that the Acts also indicated that
the terms “as such” meant that the right to an appellation of origin should be recognized
firstly by the country of origin. It seemed useful to underline that in the basic proposal
there was no definition of an appellation of origin. The Representative added that the
International Bureau at that time had explained that it had preferred to abstain from
defining an appellation of origin and that conversely it had thought it necessary to define
the country of origin. In this connection, the International Bureau had indicated that “we
only recall the general legal notion of an appellation of origin since each country is free to
define it exactly according to the scope of protection required”, and the Representative of
INTA also remarked that, during the discussion on the text of Article 1, it was possible to
note that in the original text, the term “defined” had been added before “protected as
such” in the expression “defined and protected as such”. Subsequently, the term
“defined” had been replaced by “recognized” and in that regard, the Fourth Commission
of the Diplomatic Conference in 1958 had explained that it was of the view that the term
“recognized” was more appropriate either for highlighting the general legal principle of an
appellation of origin always in connection with a product enjoying a certain renown, or for
emphasizing its uniqueness compared with indications of source. As regards the
discussions in the current session of the Working Group on the necessary notoriety or
reputation of an appellation of origin, the Representative of INTA stated that paragraph 2
of Article 2 existed prior to paragraph 1 of Article 2, and that consequently the word
“reputation” or “notoriety” had not been repeated in paragraph 1 of Article 2 since it
already existed in paragraph 2 of the same article, and the Representative added that it
had nevertheless always been clear that notoriety was required.

The Chair concluded that he had heard two fundamental messages from two clearly
distinct sources. On the one hand, most contracting countries of the Lisbon Agreement
seemed to take the view that there was no need to change Article 1 of the Agreement
and the pertaining Rules in the Regulations. These countries also seemed to agree that
there was room for a flexible interpretation, although this flexibility was not without limits.
The legal means chosen by a contracting country or prospective contracting country
should meet the requirements contained in Articles 2 and 3 of the Agreement. The
countries in question seemed to be of the view that it was not necessary to formalize
such flexibility, as it could already be inferred from the current legal framework. The other
message that he had heard was that the flexibility had better be formalized, for example,
by deleting the words “as such” from Article 1(2). The Chair noted that views expressed
in this sense came almost exclusively from observers. Finally, the Chair stated that the
idea of a model law had not gained sufficient support.



129.

130.

131.

132.

LI/'WG/DEV/2/5 Prov.
page 27

Substantive Examination (paragraph 9)

The Secretariat said that the issue of substantive examination had been included in the
document as a separate item, as a number of contributions had indicated that, whatever
the means of protection was in a particular country, the filing of an international
application had to be preceded by a substantive examination in that country in order to
validate that the denomination in question met the definition under the Agreement.

On the issue of substantive examination, the Delegation of France stated that it had
difficulty understanding the aim of such a proposal and indicated that a detailed
substantive study which might take place in France was not necessarily a requirement
which might be imposed on all States. Conversely, what seemed useful to the Delegation
was to have a mechanism which provided for the protection of an appellation by the grant
of a specific title of protection.

The Delegation of Italy said that it was a prerequisite that an appellation of origin be
granted only after examination in the country of origin according to the domestic
legislation. No other substantive examination should be required.

The Chair concluded that most delegations were of the view that the issue of substantive
examination should not be addressed at the level of the Agreement or the Regulations.
He said that it was his understanding that the issue should be left to the discretion of the
contracting countries based on mutual trust vis a vis each other.

Questions 3 and 4: Scope of Protection (paragraphs 28 to 47)

133.

134.

In its introduction, the Secretariat indicated that Article 3 of the Lisbon Agreement
provided that “protection shall be ensured against any usurpation or imitation even if the
true origin of the product is indicated or if the appellation is used in translated form or
accompanied by terms such as ‘kind’, ‘type’, ‘make’, ‘imitation’ or the like.” The question
was whether there was a need to amend the provision and, in that regard, Question 3
had three purposes. In the first place, it sought to explore whether the scope of Article 3
was generally understood in the same way as explained in the questionnaire, which
stated as follows: “Although the Lisbon Agreement does not define the terms usurpation
and imitation, its negotiating history would appear to show that these terms are aimed to
prevent use of an internationally registered appellation of origin on a product of the same
kind which does not originate from the area to which the appellation refers, or a product
that does come from that area but which does not meet the quality or characteristics that
are required for products under the appellation.” The second aim was to seek feedback
as to whether protection on the basis of those terms was considered sufficient. And the
third purpose of the question was to explore whether the scope should be extended in
order to provide protection also to products that were not of the same kind. In the
trademark area, such protection was available in respect of trademarks with a high
reputation. The Secretariat said that the summary addressed Questions 3 and 4 together
because Question 4 was actually asking whether changes would be required in Article 3
as a result of changes in Articles 1 and 2 of the Agreement, as suggested in response to
Questions 1 and 2.

The Secretariat said that the main conclusion from the contributions received was that
Lisbon member States generally confirmed the understanding that usurpation and
imitation related to products of the same kind, whereas non Lisbon States were generally
asking for clarification of those terms, as they had difficulties in understanding what they



135.

136.

137.

138.

139.

LI/'WG/DEV/2/5 Prov.
page 28

actually covered. Further, some Lisbon member States appeared to be of the opinion
that the scope of protection under Article 3 was sufficient. Several other Lisbon member
States, however, had indicated that that was not the case because it should also cover
products that were not of the same kind, a view shared by several other contributions, in
particular from non-governmental organizations. In this respect, paragraph 40 of the
working document listed six categories of criteria for determining such protection, which
had been deduced from the various contributions. Each of these criteria approached the
issue from a different angle. Paragraphs 41 to 44 further indicated that some of these
criteria had been called unacceptable in other contributions. A third item to be discussed
concerned new forms of usurpation. In this regard, it had been advanced by some that
the development of new technologies, and the Internet in particular, had led to new forms
of usurpation, and references to the uniform dispute resolution policy of WIPO and the
WIPO Arbitration and Mediation Centre had been made in that regard. The Secretariat
suggested that issues concerning the relationship between geographical indications and
trademarks be addressed once Question 9 would be taken up by the Working Group.

The Chair said that the Secretariat had appropriately prepared the ground for discussions
on Questions 3 and 4, since the main issues had been identified and the main conclusion
that could be drawn from the contributions received in response to the questionnaire had
been clearly presented. He further indicated that, as suggested by the Secretariat, the
issue of the relationship between geographical indications and trademarks would be dealt
with in conjunction with Question 9 concerning Article 5(6) of the Agreement. He said
that the discussion should focus on the following issues: (i) whether the protection
conferred under Article 3 on the basis of the interpretation mentioned by the Secretariat
was sufficient; and (ii) whether protection should also be extended against use on
products that are not of the same kind and, if so, what criteria should be applied.

Scope of the Current Provisions of Article 3 (paragraphs 35 and 36)

Referring to the introduction by the Secretariat, the Chair invited delegations to indicate
whether they could subscribe to the understanding of the terms “usurpation” and
“imitation”, as set out in paragraph 29 of the working document.

The Delegation of France stated that it was very familiar with the notions of usurpation
and imitation and that there was no ambiguity on that subject although it could appreciate
that some delegations were more accustomed to the notion of counterfeiting. The
Delegation expressed a reservation on a point contained in paragraph 36 of the working
document, namely the idea of submitting protection to an assessment of a risk of
confusion. By underscoring the difficulties relating to the demonstration of the risk of
confusion, it was of the opinion that the protection of appellations of origin and
geographical indications could not be conditioned in such a manner.

The Delegations of Iran (Islamic Republic of), Israel, Peru and the Republic of Moldova
expressed support for the intervention of the Delegation of France and indicated that they
were also of the view that there was no need for any further explanation of the notion of
“usurpation or imitation”.

The Delegations of Iran (Islamic Republic of) and Italy stressed that appellations of origin
should be protected on the basis of the inherent quality or characteristics of the products
and not on the basis of distinctive character.
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The Delegations of Italy and Portugal expressed their preference for replacement of the
terms “usurpation and imitation” by more modern terms, for example as expressed in
Article 13 of EU Regulation 510/2006, which used concepts such as “misuse”, “imitation”,
“evocation”, “exploitation of reputation”. They suggested that Article 3 of the Lisbon

Agreement might be modified accordingly.

The Delegation of Burkina Faso stated that it wished for more detailed information on the
phrase “if the appellation is used in translated form” contained in Article 3, to understand
whether this was synonymous with “if the appellation is a translation”. If this were
actually the intended meaning of that expression, the Delegation proposed using the
second proposed drafting for greater clarity. It also remarked that the same comment
actually also applied with regard to the Revised Bangui Agreement, Heading 4, Article 15,
which also stated “if the geographical indication is used in translated form”.

In response to the question from the Delegation of Burkina Faso, the Secretariat
indicated that Article 3 dealt with protection against use by someone who was not
authorized to use the appellation of origin in a way which combined the appellation of

origin with other words such as “kind”, “type” or “style”, and also against use by a person
that used the appellation of origin in a translated form.

The Representative of OriGIn suggested that Article 3 might be amended so as to
provide explicitly protection against the evocation of appellations of origin and
geographical indications. This was a concept already included in various legislations,
including that of the EU, and had proved to be a most appropriate instrument for
producers. Usurpation and imitation of appellations of origin had become very
sophisticated, so that there was a need to stipulate concrete elements of what constituted
violations. The Representative emphasized that producers of appellations of origin or
geographical indications were often small producers with limited access to legal advice
and limited resources.

The Representative of INTA agreed that it would be helpful if Article 3 had a clearer
wording. There appeared to be quite some uncertainty about the application of the
concept of “usurpation and imitation”. The Representative said that Article 13 of

EU Regulation 510/2006 was not really a magic tool either, because there was also quite
some uncertainty about what “evocation” meant, not the least because of some surprising
decisions of the European Court of Justice. The Representative of INTA would suggest
that trademark law could provide inspiration, since under trademark law very clear rules
existed on what “likelihood of confusion”, “dilution” and “free-riding” actually meant.
Trademark offices as well as tribunals were very well accustomed with these standards.
The Representative indicated that INTA was aware of the different nature of appellations
of origin and geographical indications, but it should be borne in mind that trademark law
pursued similar objectives, such as consumer protection, fair competition and protection
of goodwill. Consequently, it would appear that trademark law could be useful in the
search for an appropriate and predictable scope of protection.

Use on Products that Are Not of the Same Kind (paragraphs 38 to 44)

The Delegation of France stated that the issue of extending protection to products not
covered by an appellation was of great importance to France and for some of its most
well-known appellations which were frequently subject to harm to their image and to
dilution of their attractiveness. The Delegation recalled that, in its contribution to the
survey, France had proposed certain criteria to deal with that issue.
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The Delegation of the Republic of Moldova said that the scope of protection should be
enlarged to cover products that were not of the same kind, in light of the fact that a
person who uses an appellation of origin without authorization would take unfair
advantage of the reputation of such appellation of origin.

The Delegation of Israel was of the view that one had to proceed very carefully with such
an extension, as there might not be any connection between the product and the
appellation. In that respect, the Delegation recalled the example of “Chianti”, which had
been registered both in respect of olive oil and in respect of wine. There might be
situations of parallel use in good faith.

The Delegation of Italy pointed out that the concept of “evocation” would allow expanding
the scope of protection to use on products of a different kind, as long as the reputation of
the appellation of origin was exploited.

The Delegation of Hungary said that it would welcome an extension of the scope of
protection so as to prevent use of the appellation of origin in respect of products other
than goods of the same kind, if such use would take unfair advantage of, or be
detrimental to, the reputation of the appellation of origin.

The Delegation of Portugal also expressed itself favorably in respect of an extension of
the scope of protection to products that were not of the same kind, be it on the basis of
clear and precise criteria for such a higher level of protection, for example, on a basis
analogous to the protection for “prestige trademarks”, as under Portuguese law.

The Delegation of Peru shared the view that protection should be extended to other
cases and that similar criteria could apply as applied under trademark law in respect of
“confusion” or with regard to “well-known marks”.

The Representative of OriGIn said that practical experience showed that there were more
and more attempts to benefit from the reputation of appellations of origin in derived
products, in particular when the product to which the appellation of origin related was
used as an ingredient, even when only one percent of that product was used as an
ingredient. In such cases, the lower quality of the other ingredients could ultimately harm
the reputation of the appellation of origin. In that sense, the Representative of OriGIn
favored the establishment of precise criteria for the extension of the scope of protection to
use of the appellation of origin on other products.

The Chair was of the view that the discussion that had taken place on Questions 3 and 4
had more or less confirmed the understanding of the Secretariat as regards the replies to
these questions of the survey. As far as the first question was concerned, the Chair
noted that most of the contracting countries were of the view that the understanding of
the terms usurpation and imitation corresponded to the one contained in paragraph 29 of
the working document. These countries were also of the view that those terms were
clear enough and that there was no need to change them. Other views expressed were
calling for either clarification or modernization of those terms. Regarding the question as
to whether the protection conferred by those terms was sufficient or not, the Chair
believed that there was growing support for the idea of extending, one way or the other,
the protection for appellations of origin to products that were not of the same kind as the
product to which the appellation of origin directly referred. He noted, however, that
diverging views had been expressed as to how such extension to other products should
be achieved and what criteria should be applied. While many had spoken in favor of
such extension, also words of caution had been expressed.
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Question 5: Application and Registration Procedures (paragraphs 48 to 57)

154.

155.

156.

157.

The Secretariat said that the purpose of Question 5 was to explore whether the current
requirements for international applications were sufficient to allow a proper examination
by competent authorities of Lisbon member States. The Secretariat noted that the
responses to Question 5 had shown that Lisbon member States were generally of the
view that no particular amendment of Rule 5 was necessary, while other countries had
generally refrained from a response, as they had no practical experience with the
procedures. Nevertheless, a number of suggestions had been made, as reflected in
paragraphs 53 to 57 of the working document, under two headings: “Information in the
International Application and Access to such Information” and “Requirements Concerning
the International Application”.

The Secretariat said that some contributions had indicated that international applications
might be improved in terms of the information they contained, in particular concerning the
elements on the basis of which protection had been granted to the appellation of origin.
A suggestion had been made that the country that notified an application had to make
sure that the link between the appellation of origin and the definition requirements be
properly explained in the application and that the relation between the products to which
the appellation related and the area of production also be adequately explained. It had
also been suggested, alternatively, that the application at least contain an indication as to
where that type of information could be found, for example on a website. The reason for
those suggestions was that it would help member States other than the country of origin
to conduct their own analysis of the international registration and that it would also allow
the public and possibly affected traders and trademark holders to be informed properly of
the elements on which the appellation was based. A number of contributions had,
moreover, suggested that the submission of such additional information in international
applications should become a requirement and that, by way of consequence, Rule 5
should be amended.

The Secretariat said that another modification that had been suggested was that the
application form should allow for the submission of appellations of origin or geographical
indications which consist, wholly or partially, of images. Such proposal obviously
suggested that denominations could also consist of indications which were not names or
words. In that regard, references had been made to Articles 1 and 2 of the Agreement
and to Questions 1 and 2 of the questionnaire because, if the Agreement was to be
amended so as to allow for geographical indications to be recorded next to appellations
of origin under the Lisbon system, then obviously the application requirements should be
amended accordingly.

Finally, the Secretariat indicated that a suggestion had been made to amend Rule 5 of
the Lisbon Regulations in respect of the requirements that the holders of the rights to use
the appellation of origin should be identified in the application by name and address and
not in a collective manner, as was currently the case. In that regard, the Secretariat drew
attention to the fact that the possibility of indicating the holders of the rights to use the
appellations of origin in a collective way had been introduced by the Assembly quite
recently, namely in 2002. The reason for that amendment had been explained during the
Working Group process that had preceded the amendment by the Assembly and was
contained in document LI/GT/1/2, as prepared by the International Bureau in 2000,
paragraphs 20 to 25, which read as follows: “Where there are a number of owners of the
right to use an appellation of origin, it would not seem feasible to give a list of the names
of the owners in the framework of the administration of the Lisbon system since there
may exist thousands of users of an appellation of origin.” If a requirement to identify all
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the holders of the right to use the appellation in the application existed, it would be
necessary, whenever a new producer joined or left the area of production, to modify the
international registration. As this had been considered unnecessarily cumbersome, the
possibility had been introduced to refer to the holders of the right to use the appellation in
a collective manner.

The Chair said that the issues reflected in paragraphs 53 and 54 were almost identical
and could, therefore, be dealt with together.

Paragraphs 53 and 54

The Delegations of Italy, Mexico, Peru and the former Yugoslav Republic of Macedonia
said that the current requirements under Rule 5 were sufficient. Article 1(2) of the Lisbon
Agreement, which required that the appellation of origin had to be recognized and
protected as such in the country of origin, was a sufficient basis for the recognition of the
appellation of origin in the other countries of the Lisbon Union. The Lisbon system was
founded on the principle of trust regarding the initial examination in the country of origin.

The Delegations of Algeria, France, Iran (Islamic Republic of), Mexico and Peru
cautioned against increasing the complexity of the Lisbon system. The aim should rather
be to simplify the procedures, as this could help the number of registrations to grow and
encourage new accessions.

The Delegation of France expressed the view that, if contracting countries were given the
exact references, they would have the means to seek all the necessary information by
themselves, all the more so since electronic tools facilitating access to information were
widely available.

The Secretariat indicated that, in respect of the question as to whether the addition of
requirements as proposed would be reasonable, what had to be looked at first was how
badly users needed the additional information to be provided, in particular so as to allow
them to ascertain what was actually protected under the international registration. The
majority of contributions to the survey seemed to indicate that the current requirements
were sufficient, while some others expressed the view that it might be useful to request
such additional information. However, as indicated by the Delegation of France, specific
information concerning an appellation of origin protected in a given country was often
publicly available on the Internet.

Paragraph 55

The Delegations of Burkina Faso and Portugal expressed support for the idea that the
information provided in international applications should be improved, in particular as to
the boundaries of the production area as well as the connection between the specific
characteristics of the product and its geographical environment. The Representative of
INTA also expressed the view that international registrations under the Lisbon system
lacked sufficient information concerning the fulfillment of the requirements for protection.

The Delegations of France and the former Yugoslav Republic of Macedonia pointed out
that, if additional technical documents would be required, the translation costs for the
International Bureau would increase.
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The Secretariat said that international applications could be presented in English, French
or Spanish and that information presented in one of these working languages that had to
be reflected in international registrations would, indeed, need to be translated into the
other two working languages, unless the Working Group would decide that information
provided under such additional requirements would not need to be translated. As to the
“area of production of the product”, the Secretariat said that a requirement to indicate the
area concerned was already included in Rule 5 of the Lisbon Regulations. The
provisions in question did not specify the degree of precision for the indication of the
area, suggesting that a mere identification by the name of the area might normally be
sufficient. However, if necessary, the application of this requirement could be made the
subject of a new Section in the Administrative Instructions.

The Representative of OriGIn stated that the issue of including in the registration
elements as varied as the link between the product and the geographical area, or
technical documents on the boundary of a given geographical area, should be examined
in the light of the interpretation of Article 1(2) in the context of Question 1 of the survey.
In that regard, if the Working Group were to conclude that the Lisbon system allowed for
the international registration of geographical indications based on protection in the
country of origin by certification marks, the inclusion of such additional elements in
international registrations could prove to be very useful in terms of strengthening legal
certainty and trust.

For the same reason, the Representative of OriGIn also drew attention to the fact that, in
countries which used certification marks for the protection of geographical indications, the
public authority would usually not have the right to file applications on behalf of the
producers concerned. Consequently, in line with a flexible interpretation of Article 1(2),
consideration should be given to the possibility of allowing the producers themselves, or a
producers’ association representing them, to file international applications.

Paragraph 56

The Delegations of Burkina Faso, France, Mexico and Peru expressed doubts regarding
the suggestion to allow for the registration of images or designs as appellations of origin.
Where such registration might be possible in the case of geographical indications, it was
difficult to envisage how a design or image could actually serve as an appellation of
origin.

Paragraph 57

The Delegations of Burkina Faso and France expressed support for the suggestions
reflected in paragraph 57. The Delegation of France indicated that, in France, there was
an obligation to establish producer organizations.

Rule 8(2) of the Lisbon Regulations

The Delegation of the Republic of Moldova suggested that Rule 8(2) of the Lisbon
Regulations might be amended, so that the date of the international registration would
henceforth no longer be “the date on which the international application was received by
the International Bureau”, but the date on which the international application was received
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by the competent authority in the country of origin, provided that the competent authority
in question would transmit the application to the International Bureau within two months.
Thus, the Lisbon system would, in this regard, be aligned with the Madrid system, which
would be preferable for users.

The Secretariat indicated that the situation under the Lisbon system was not entirely
comparable with the situation under the Madrid system. In particular, under the Lisbon
system, it was not necessarily the authority that registered the appellation of origin
nationally that was also the competent authority for purposes of the procedures under the
Lisbon system. Under the Madrid system, it was the same trademark office that had
registered a trademark nationally or regionally that could also be the recipient of an
international trademark application, which it then had to certify on the basis of the national
or regional registration before it could communicate the international application to the
International Bureau.

The Chair said that, nevertheless, there would always be a competent authority for filing
applications with the International Bureau and that such authority would receive the
international application on a particular date. However, it might rather be a problem that
the procedures that needed to be carried out before the competent authority would be in
position to file an international application under the Lisbon system with the International
Bureau might take more time than was the case in respect of trademarks.

Appellations of Origin/Geographical Indications Protected on the Basis of Regional
Legislation

The Delegation of Germany expressed the view that, where in some countries regional
legislation might apply instead of national legislation, the reference to “national
legislation” in Article 5 of the Lisbon Agreement would appear to require amendment.

Rule 13 of the Lisbon Regulations

The Representative of MARQUES said that the words “may request” in Rule 13 of the
Lisbon Regulations seemed to suggest that the communication of modifications under the
provision was optional. This was difficult to understand, as the International Register
could eventually no longer be in line with reality, if modifications had occurred but had not
been communicated to the International Bureau. Experience under national systems
showed that modifications were very common and, depending on their nature, subject to
an opposition procedure.

The Secretariat referred to document LI/GT/1/2, prepared by the International Bureau for
the Working Group that had prepared the amendments to the Lisbon Regulations that
had been adopted by the Assembly in 2001, which indicated, in paragraphs 62 to 64,
that Rule 13 was meant to list exhaustively the modifications that could be recorded in
the International Register. If other modifications were made, then a new registration was
required. The Secretariat said that, as a result, Rule 13 had been drafted in the way it
was by indicating that competent authorities could request the recording of the
modifications listed in Rule 13 in the International Register. There were no provisions in
the Lisbon Regulations, nor in the Lisbon Agreement for that matter, which specified
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what would be the legal effect of a modification that had been made but that had not been
recorded in the International Register. The Secretariat indicated that the suggestion
made by the Representative of MARQUES might be explored further by the Working
Group at a later stage.

Concluding Remarks

Offering some preliminary conclusions, the Chair said that the discussion had confirmed
the understanding of the Secretariat that the prevailing view was that there did not seem
to be a need for major changes to the application and registration procedures. The Chair
also noted that a number of contracting countries had warned against over-complicating
the procedures and that they had also drawn the Working Group’s attention to the fact
that the existing requirements were sufficient not only for prospective new member States
but also for potential holders of appellations of origin or prospective applicants. However,
further optional elements might be added to the Regulations, allowing applicants to
specify additional information that could be useful for convincing competent authorities of
other contracting countries. The Chair noted that there was no support for amending the
current provisions on the identification of the holders of the right to use the appellation of
origin. Neither had the suggestion for special provisions in the application and
registration procedures in respect of appellations of origin consisting of designs or images
gained particular support. The Chair suggested that the Working Group might revert, at a
later stage, to the suggestion from the Delegation of the Republic of Moldova concerning
Rule 8(2), the suggestion from the Delegation of Germany concerning Article 5 and the
suggestion from the Representative of MARQUES concerning Rule 13. Finally, due
consideration might be given to the idea of allowing producers’ associations to present
international applications, as suggested by the Representative of OriGIn.

Question 6: Declarations of Refusal (paragraphs 58 to 77)

177.

178.

The Chair said that there was a strong correlation between the issue of “grounds for
refusal” and the issue of “grounds for invalidation”, which justified taking these two issues
up at the same time. Consequently, he invited delegations to intervene not only on
paragraphs 58 to 77, but also on paragraph 94 of the document.

Following the introduction of the issues by the Secretariat, the Chair indicated that the
Secretariat had highlighted as the main conclusion that could be drawn from this part of
the survey that many Lisbon member States were of the view that it was not necessary to
amend the current legal framework, as recently amended and streamlined. Yet, a
number of suggestions had been made in the survey, such as the possible extension of
the one-year period for the notification of declarations of refusal. The question was how
much support there was for such an extension, and whether any such extension should
apply in respect of both new registrations (under Article 5) and in respect of newly
acceding countries (under Article 14(2)(c)) or only in respect of newly acceding countries.
A suggestion had also been made to establish an exhaustive list of possible grounds for
refusal and invalidation. The issue concerning evidence of the receipt of notifications of
new international registrations would appear to have been solved as a result of the newly
established Administrative Instructions. Finally, the Chair asked whether participants
needed additional clarification regarding partial grants and partial refusals and also
whether they would be in favor of laying down procedural requirements in the Agreement
for judicial or administrative remedies in case of a refusal in a contracting country, in
particular a minimum time-limit for interested parties.
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Extension of the One-Year Period for the Notification of Declarations of Refusal
(paragraphs 66-67)

The Delegations of Algeria, France, Nicaragua, Peru and Portugal were of the view that
the current time-limit of one year was sufficient and that there was no need to extend it.

The Delegation of Italy referred to Article 5(4) of the Lisbon Agreement and said that
there was a need to describe the opposition procedure in more detail, because there
were no other indications on how to implement such procedure. In particular, the
Delegation suggested that a period of time longer than the one-year refusal period be
envisaged for opposition, for example an additional period of three to six months to allow
interested parties to contest the declaration of refusal or to reach an agreement. The
Delegation pointed out that most declarations of refusal were sent just before the
expiration of the one-year time-limit and that in such cases there was no certainty as
regards the length of the opposition procedure and the date on which the right should be
considered as being definitely refused. The Regulations should be amended so as to
specify this.

As regards the proposal of the Delegation of Italy for an interim period of negotiations
between States, the Delegation of France wondered whether such a negotiation period
should be included in the one-year time-limit or could extend beyond it. The Delegation
was of the view that the proposal should be studied in greater detail, as it might alleviate
the system compared to the current situation, under which withdrawals of refusals had to
be negotiated, and thus be favorable for the relations between members of the
Agreement.

The Representative of INTA said that a practical problem existed for traders and
trademark owners affected by new international registrations in having their concerns
addressed within the one-year time-limit for refusal and that, from that perspective, an
extension of the refusal period would indeed be a good idea, particularly in the case of
newly acceding members. The problem existed, in particular, for small and medium-sized
enterprises (SMEs). In practice, it was extremely difficult to make sure that prior rights
were taken into account and were properly examined, mainly because there were no
procedural guarantees in the Agreement itself and, in many member States, no specific
procedures were in place for addressing such concerns. Consequently, it would be
useful (i) to include provisions in the Agreement that would entail the submission of truly
useful information; (ii) to introduce procedural guarantees through opposition and
objection procedures; (iii) to include a requirement that such procedures be timely
initiated because in practice, very often, the refusal notifications were sent to WIPO in the
very last days of the one-year period; and (iv) to include a provision indicating that the
presentation of an opposition or an objection would lead to an automatic notification of
refusal, as was the case under the Madrid Protocol, so that the States concerned had
sufficient time to examine the opposition request in further detail.

The Delegations of the Republic of Moldova and Spain said that, while the time-limit of
one year was sufficient in respect of new international registrations, it would be justified to
establish a longer time-limit in respect of newly acceding countries to examine the stock
of appellations of origin recorded in the International Register prior to their accession.
The Delegation of Spain suggested a time-limit of two years in that respect.
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The Secretariat recalled that, upon receipt of an instrument of accession to the
Agreement, as had recently been the case of the former Yugoslav Republic of
Macedonia, the International Bureau notifies the existing stock of international
registrations to the country concerned, which then has one year from the date on which
the Agreement enters into force for it to notify refusals. As entry into force takes place
three months after receipt of the instrument of accession by WIPO, in practice, newly
acceding countries have a period of a little less than 15 months to issue declarations of
refusal. Moreover, as all international registrations are freely accessible through the
Lisbon Express database on the WIPO website, examination of the existing stock could
already start prior to the deposit of the instrument of accession.

The Chair said that, in addition, Article 14 allowed acceding countries to indicate in their
instrument of accession a date of accession that would be later than the end of the three
month period for an accession to normally become effective.

Establishment of an Exhaustive List of Admitted Grounds for Refusal (paragraphs 68-71)
and Grounds for Invalidation (paragraph 94)

The Delegation of France stated that the establishment of a list of grounds for refusal did
not appear to be required for the time being given that there were already provisions in
the Regulations, which had in particular enabled the relationship between appellations of
origin and earlier trademarks to be examined.

The Delegations of Iran (Islamic Republic of), Nicaragua, Peru and the Republic of
Moldova expressed support for the statement made by the Delegation of France.

The Delegation of Tunisia suggested that thought should be given to a list excluding
certain grounds for refusal.

The Representative of CEIPI stated that in its written contribution in response to the
survey undertaken by the International Bureau, CEIPI had confined itself to the question
whether the time had come to draw up an exhaustive list of grounds for refusal and
invalidation. The Representative said that CEIPI had responded favorably to this issue,
and that its contribution was very faithfully reflected in paragraph 69 of the document.
Essentially, the position of CEIPI was that the question called for a qualified response.
CEIPI had suggested the establishment of an exhaustive list of the criteria on the basis of
which protection could be refused or invalidated and to encourage member States to
implement administrative and judicial procedures to ensure that the various interests at
stake — in particular the legitimate interests of holders of prior rights — be taken into
account, while leaving a certain flexibility for member States as to how to implement the
criteria on which refusals or invalidations could be based, in the spirit of the
corresponding provisions of the TRIPS Agreement.

Turning to paragraph 94, the Delegation of Portugal said that it did not support the
suggested establishment of grounds for invalidation in the Agreement, which should
remain the exclusive competence of national law. Moreover, Rule 16(1)(v) already
required that a copy of the decision that invalidated the effects of the international
registration be attached to the notification of invalidation, which enabled anybody to know
what the grounds for invalidation were in any given case.

The Delegations of Italy and the Republic of Moldova expressed support for the
statement made by the Delegation of Portugal.
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The Secretariat, referring to the statement made by the Delegation of Portugal, said that,
although a copy of the decision to invalidate the effects of an international registration
had to be notified under Rule 16, such a decision would only be available in the language
of the notifying country. Moreover, it would certainly serve transparency if the grounds on
which the decision was based would be indicated in the notification under Rule 16.

The Delegation of France and the Representatives of INTA and OriGIn expressed
support for the intervention from the Secretariat.

The Delegation of France indicated that the procedure for the notification of invalidations
had been introduced relatively recently, i.e., in 2002 and that there were very few
examples of its use by member States. The Delegation was of the view that not all
grounds that could be invoked in order to refuse protection should be allowed as a basis
for invalidation, in particular grounds relating to respect for the definition of an appellation
of origin. The time limit of one year within which member States were entitled to refuse
protection was sufficient to allow them to ensure that the product correctly respected the
definition of an appellation of origin and that the international registration had been
rightfully applied for. Consequently, the Delegation did not understand on which grounds
a member State could subsequently call this into question. Indeed, thus, the time limit of
one year left to administrations to analyze the validity of the appellation of origin would be
meaningless and create legal uncertainty for the protection of appellations of origin. The
situation was different in respect of prior rights of third parties, on which the necessary
information might be lacking at the end of the one-year time-limit.

The Representative of INTA indicated that valid prior trademark rights should always be
accepted as valid grounds for refusal, because of existing obligations to protect property
rights and also in view of the provisions of the TRIPS Agreement. In that regard, she
recalled that trademark law allowed for the cancellation or refusal of geographically
descriptive marks but, when there were valid prior trademark rights, these had to be
respected. She said that it would be helpful to have an explicit recognition thereof in the
Agreement. While Rule 9 of the Lisbon Regulations explicitly stipulated that earlier
trademark rights were a possible ground for refusal, save an explicit provision in the
Agreement itself, there was no guarantee that all member States would accept such an
earlier right as a valid ground for refusal.

The Secretariat indicated that there was no limitation in the Agreement as to the grounds
for refusal either, which implied that any ground could be advanced, the more so since
there was a clear indication along those lines in the negotiating history of the Agreement.

The Chairman said that, contrary to other grounds for refusal, at least, earlier rights and
earlier trademark rights were explicitly mentioned in the Regulations. He could not think
of a stronger recognition of the possibility of issuing declarations of refusals on that basis.

Notification Dates (paragraph 72)
The Representative of INTA suggested that it would be useful if notifications would be

considered to have taken place at the time of publication in the official Bulletin, as that
would enhance legal certainty without creating any additional administrative burdens.
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Procedural Requirements for Judicial and Administrative Remedies in Contracting
Countries (paragraphs 74-77)

The Delegation of the Republic of Moldova supported the proposal to lay down a
minimum time limit for contesting refusals, as in some countries that period was too short.

Opposition Procedures?

The Delegation of Portugal expressed its interest in improving the mechanism of
opposition by third parties, as that would enhance the attractiveness of the Lisbon
system.

The Representative of INTA agreed that it would be useful if the Agreement established a
clear and detailed opposition and/or objection procedure.

The Delegation of France underscored that many delegations had spoken on opposition
procedures, which were absent from the Agreement, and therefore wished to inquire
whether such delegations were calling for a formalized procedure to be implemented,
prior to a declaration of refusal by the competent authority, or if they were requesting that
the opposition procedure be handled directly by the International Bureau.

The Delegation of ltaly referred to Article 5(4) of the Lisbon Agreement, which stated that
“such declaration of refusal may not be opposed by the authorities of the country after the
expiration of the period of one year.”

The Representative of CEIPI noted that the term “opposed” actually appeared in the
original French text, but it believed that that was due to a drafting mistake, nothing more.
He added that that had been confirmed by the history of that provision, given that the
basic proposal which had been submitted by the International Bureau contained the
following expression: “countries which in the above-mentioned period of one year had
not communicated any refusal decision to the International Bureau regarding a registered
appellation of origin, would lose the faculty provided in subparagraph 3 of the present
article”, which matched moreover almost word for word the terminology of the Madrid
Agreement. He recalled that a series of discussions had taken place at the Diplomatic
Conference which had led to those provisions being drafted, and that he was of the view
that there was nothing more to subparagraph 4 than a confirmation that a refusal could
not be issued after a one-year period. Therefore, it was the word “opposed” which led to
confusion and which might need to be replaced, given that it merely referred to an
administrative refusal which had nothing to do with invalidation. The Representative of
CEIPI stated that new wording for subparagraph 4 could be included in the framework of
a diplomatic conference and he proposed replacing the term “opposed” with “this
declaration could not be notified”.

The Chair thanked the Representative of CEIPI for this clarification, which confirmed that
there was no opposition procedure as such under the Lisbon Agreement, neither before
nor after the expiration of the period of one year, and that paragraph 4 just reinforced that
the period of one year laid down in paragraph 3 was absolute: after the expiration of the
one-year period contracting countries lost their right to issue declarations of refusal.
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The Delegation of France wondered whether the titles placed between square brackets
above Article 5 of the Lisbon Agreement in WIPO publication No. 264 had any legal value
and whether they had been included in the adopted text of the Agreement. This title
stated “International Registration; Refusal and Opposition to Refusal; Notifications; Use
Tolerated for a Fixed Period”. The indication “Opposition to Refusal” could cast doubt on
the interpretation of Article 5(4).

The Chair said that the titles between brackets at the beginning of each article of the
Agreement in WIPO publication No. 264 had only been introduced to facilitate the
identification of the provisions, as indicated in footnote 1 of that publication. They did not
appear in the signed original text of the Agreement.

With regard to Article 5(3) of the Agreement, the Delegation of Italy sought clarification of
the phrase “detrimental to other forms of protection of the appellation”. How could the
country concerned know what other forms of protection existed to which the refusal could
be detrimental.

The Secretariat said that the translation into English of Article 5(3) might have been
clearer, if the provision had read “such declaration will not prejudice the other forms of
protection that could be”, as the provision referred back to Article 4, which stated that the
protection under the Agreement was granted without prejudice to other forms of
protection that might exist by virtue of other international instruments such as the Paris
Convention, the Madrid Agreement for the Repression of False or Deceptive Indications
or by virtue of national legislation or court decisions.

Concluding Remarks

On the basis of the discussions that had taken place, the Chair indicated that the main
conclusion concerning Question 6 had been confirmed, namely that most contracting
countries were of the view that it was not necessary to amend the current legal
framework. The Chair indicated that although it seemed that there were some
participants advocating the idea of establishing a list of grounds for refusal, the prevailing
view was that it was not necessary. However, he added that there were some nuances,
for example some delegations had suggested that the exclusion of certain grounds could
perhaps be considered at least in respect of grounds for invalidation, in other words they
suggested establishing a “negative” list of grounds that could not be used as a basis for
refusal. There was no support for extending the one-year period for the notification of
declarations of refusal in respect of new registrations either. In that regard, he pointed
out that there had been some arguments in favor of extending that period for newly
acceding countries, but alternatives had been suggested as well. As far as notification
dates were concerned, the Chair indicated that apart from a proposal to the effect that
perhaps the date of notification should be the date of publication, there were no particular
suggestions for changes in that respect from contracting countries. The Chair went on to
say that apart from some general statements concerning procedural requirements for
judicial administrative remedies, no specific suggestion had been made in that regard,
although there was a feeling that there was room for improvement of those internal
procedures and that sensible time-limits should be applied. Finally, the Chair indicated
that there appeared to be general agreement that Article 5(4) of the Agreement should be
understood to mean that contracting countries were not allowed to issue declarations of
refusal after the expiration of the one-year period, and that the text might be clarified in
that regard.
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Question 9: Prior Users (paragraphs 99 to 110)

211.

212.

213.

The Chair recalled that, when the Working Group had addressed Questions 3 and 4 on
the issue of scope of protection, it had been agreed to postpone discussion of the issue
of the relationship between geographical indications and trademarks until Question 9
would be dealt with. Delegations were, therefore, invited to intervene on the aspects of
this issue reflected in paragraphs 46 and 47 (under the heading of Questions 3 and 4)
and the aspects presented in paragraphs 108 to 110 (under the heading of Question 9).

The Secretariat said that the purpose of Question 9 was to explore what the precise
scope of Article 5(6) would be, and whether the fact that prior use could also serve as a
ground for refusal under Article 5(3) would provide a sufficient safeguard in respect of a
prior use that a competent authority would not want to be phased out within the period of
two years stipulated in Article 5(6). The Secretariat recalled that the main conclusion that
would appear to result from the survey, as reflected in paragraph 102 of the working
document, was that there was a split in positions. On the one hand, a large number of
contributions indicated that the Lisbon Agreement provided sufficient leeway in respect of
prior use and that Article 5(6), therefore, did not have to be modified. On the other hand,
however, an equally large number of contributions were calling for amendments of

Article 5(6). In addition, those calling for an amendment had advanced that the
provisions of Article 5(6) insufficiently took into account prior uses based on legitimate
rights, in particular trademarks or other intellectual property rights. Some of these
contributions, including contributions from Lisbon member States supporting the objective
of Article 5(6), suggested an amendment of Article 5(6), so that it would allow for
exceptions in respect of prior use based on a legitimate right. Other contributions
suggested an approach which consisted in extending the time-limit of two years without
modifying the basics of Article 5(6).

Continuing, the Secretariat said that different suggestions had been made to deal with the
issue of the relationship between geographical indications/appellations of origin and
trademarks. Some had expressed the view that coexistence of prior trademarks and later
in time appellations of origin or geographical indications was inconsistent with Article 16
of the TRIPS Agreement. It had also been advanced that any interpretation of Article 5(6)
to the effect that the provision established a phase-out period for prior trademarks would
be incompatible with the TRIPS Agreement and the fundamental property right character
of trademarks. Other contributions indicated that Article 5(6) should be amended so as to
allow for the coexistence of prior rights and appellations of origin or geographical
indications. In this regard, some had advanced that, although Article 5(3) of the Lisbon
Agreement allowed competent authorities to notify a declaration of refusal, the Lisbon
Agreement did not protect prior trademark rights in the event that a member State, for
whatever reason, had omitted to submit such a declaration within the time-limit specified
in Article 5(3). However, the Secretariat wished to draw the attention of delegations to
the fact that, in such cases, tribunals in member States would have the authority to
invalidate the effects of the international registration concerned for the territory of the
member State in question and that, even if there was no explicit provision on that matter
in the Agreement, Rule 16 of the Lisbon Regulations called for the notification of such
invalidations.
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The Objective of Article 5(6) (paragraphs 104 to 105); Prior Use Based on a Trademark
or Other Intellectual Property Right (paragraphs 108 to 110); Relationship Between
Geographical Indications and Trademarks (paragraphs 46 to 47)

The Representative of CEIPI was of the view that it would be timely to repeal Article 5(6)
or to replace it with another, more flexible provision to allow member States better to take
into account the legitimate interests of owners of trademarks. The Representative of
CEIPI additionally drew attention to the political difficulties raised by Article 5(6) insofar as
the provision went against a common conception currently held in some countries which
were not party to the Lisbon system and which were strongly attached to priority in time
as the basic principle for dealing with conflicts between appellations of origin or
geographical indications on the one hand, and trademarks on the other. The
Representative of CEIPI also underlined that the legal compatibility of Article 5(6) with the
TRIPS Agreement, in particular its Article 17, could be seriously put in doubt.

The Delegation of France agreed that a very specific problem existed in respect of earlier
trademarks, but wished to underline that, while the TRIPS Agreement did, indeed, define
exclusive rights for trademarks, it also defined exceptions, for example, concerning the
co-existence of a prior trademark and a new appellation of origin or a new geographical
indication. Obviously, such exceptions, as established in the TRIPS Agreement, had to
be taken into account by Lisbon member States.

The Delegations of Israel and Italy said that a problem had to be solved in connection
with Article 5(6) and the possible coexistence between prior rights and appellations of
origin or geographical indications. In their view, Article 5(6) should be amended, in view
of the rights of the holder of a prior and valid trademark and the relevant provisions

of the TRIPS Agreement.

The Representative of OriGIn agreed that an amendment of the Agreement might be
envisaged allowing for the coexistence of prior rights and appellations of origin or
geographical indications in appropriate cases, but only if such prior rights had been
acquired in good faith.

The Representative of MARQUES expressed his concern about the fact that the
phasing-out mechanism laid down by Article 5(6) might lead to the expropriation of
trademark rights in cases when no declaration of refusal was notified by a Lisbon
member State within the refusal period. He was of the view that the resulting obligation
to terminate the use of a prior trademark without any form of compensation was not
acceptable, as it represented an unjustified loss of the investments made by trademark
owners. He added that it was also in contradiction with the provision of Article 24.5 of the
TRIPS Agreement which allowed geographical indications to coexist with trademarks,
either when these were registered or included in pending applications, or had been
acquired in good faith through use, before the date of application of the TRIPS
Agreement in the member State concerned, or before the geographical indication was
protected in its country of origin. The Representative of MARQUES believed that an
amendment of Article 5(6) of the Lisbon Agreement that would take into account the
TRIPS provisions and the legitimate interests of trademark owners would be a positive
step for the future development of the Lisbon system.

The Representatives of ECTA and INTA stressed the importance of ensuring the
compatibility of the Lisbon Agreement with the TRIPS Agreement and the obligations
of member States to protect property rights. The Representative of INTA said that
INTA’s position was based on the general principle “first in time, first in right”. As
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exclusivity was also one of the core functions of trademarks, INTA could not accept that
conflicting geographical indications and trademarks should always coexist. In that
regard, the Representative of INTA recalled that the WTO panel in the case that the
United States of America and Australia had initiated a few years ago against the
European Communities had only upheld the specific coexistence regime of Article 14(2)
of EC Regulation 2081/92 (the predecessor of EC Regulation 510/2006) because the
provision in question would only be applicable in a relatively limited number of cases.

Extension of the Period of Two Years Under Article 5(6)

The Delegation of France recalled that in its response to the survey it had expressed its
wish to maintain the current state of Article 5(6) with possible amendments, in particular
as regards the time limit of the period of tolerated use, given that a period of two years
was actually sometimes too short to be able to organize a new communication
concerning a product. Nevertheless, such a measure should not have harmful
consequences or be the cause of economic prejudice which was too significant. The aim
of the provision should remain to provide a transitional period to third parties, who used
the appellation already before its protection as an appellation of origin, in order to
terminate such use. It also recalled that those provisions were relatively frequently used,
whether in bilateral agreements or even within the EU, and were therefore quite viable.
There were old examples of illicit use of appellations of origin, for instance, France’s use
of the appellation “Tokay”. France had found the way to stop such illegitimate use, albeit
not within a period of two years. A longer period should be allowed, for example five to
10 years.

The Delegation of Chile said that Article 5(6) of the Agreement was a significant obstacle.
The Delegation was of the view that the time-limit of two years was very short. Moreover,
the provision could leave owners of previously registered or recognized trademarks or
geographical indications in other member States defenseless.

Concluding Remarks

The Chair said that there was, indeed, a split on the issue, even though the divide was
probably not that deep. He suggested, therefore, that Article 5(6) remain on the list of
issues to be dealt with in the process ahead of the Working Group. He wished to add
that, in his view, there was enough room for applying Article 5(6) in a way that was
compatible with the TRIPS Agreement. A Lisbon member State giving effect to the
provisions of Article 24(5) of the TRIPS Agreement could simply refrain from invoking
Article 5(6) of the Lisbon Agreement.

Question 7: Generic Appellations (paragraphs 78 to 86)

223.

The Secretariat recalled that Question 7 had been taken up in the questionnaire to
explore whether the provisions of the Lisbon Agreement dealt satisfactorily with the issue
of generic appellations and, more specifically, Question 7 called for feedback as to
whether Article 6 of the Agreement, as it read, allowed for exceptions, and if not, whether
it should be amended. A large number of contributions had expressed the view that
Article 6 should not be amended, as any exception to the rule laid down by Article 6
would undermine the international protection of appellations of origin. A number of other
contributions, however, had expressed the view that there was no need to amend the
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Article because it was flexible enough and provided sufficient leeway. There were also
contributions that indicated that Article 6 was satisfactory and should not be amended,
without, however, expressing a view on whether the provision allowed for exceptions.
Some contributions had suggested that Article 6 be amended so as to explicitly allow for
exceptions based on the use by third parties prior to the international registration of the
appellation of origin. Finally, one non-Lisbon State had indicated that Article 6 should be
deleted, as it was, and should be, the right holder’s responsibility to monitor the use of the
right in such a way that unauthorized use did not result in the term becoming generic.

The Delegation of France began with a formal observation regarding the title which had
been mentioned in the Agreement and which was found in WIPO publication No. 264.

It underscored that Article 6 had the title “Generic Appellations” whereas, as a matter of
fact, in the body of the text, it dealt with cases in which the appellation was not generic.
Otherwise, as for the body of the text, the Delegation was of the view that it was
necessary to leave it unchanged and that there was no need to make any amendments.
Furthermore, the Delegation noted that some of the issues raised by other delegations
were dealt with either in the context of an invalidation procedure, or in the context of the
refusal procedure.

The Delegation of Romania stated that it shared the view expressed by the Delegation of
France. With respect to the text of Article 6, it was of the view that there was no need to
change the content of that Article.

The Chair indicated that the general opinion seemed to be that there was no need to
change Article 6, be it that different reasons had been advanced to substantiate such
opinion.

Question 8: Invalidation (paragraphs 87 to 98)

227.

228.

229.

The Chair recalled that the issue of “grounds for invalidation” had already been dealt with
in the discussion on Question 6, together with the issue of “grounds for refusal”.

The Secretariat indicated that Question 8 had been added to the survey in order to
explore whether the procedures for the notification of invalidations under Rule 16 were
functioning satisfactorily. These procedures had been introduced into the Lisbon
Regulations only in 2002 and since then only a few invalidations had been recorded, as
reflected in paragraph 89 of the working document. A large number of contributions
indicated that no particular amendments to Rule 16 were necessary. Some contributions,
nevertheless, indicated that certain modifications might be useful, as reflected under the

headings “Scope and Legal Basis”, “Notification Requirements and Rules” and “Rules
and Procedures at the Domestic Level”.

Scope and Legal Basis (paragraph 93)
The Secretariat indicated that a number of contributions had expressed concern about

the precise scope of Rule 16 and, in particular, the legal basis for that provision in the
Lisbon Agreement.
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The Delegation of France wondered what the possible benefit would be of inserting the
provision of Article 16 into the Agreement itself. As to the suggestion that invalidation
should only be pronounced in the country of origin, the Delegation was of the view that
where an appellation of origin would no longer be protected in the country of origin,
equally, its protection under the Lisbon system should stop.

Some discussion followed on the difference between Rule 16 concerning invalidations
and Rule 15 concerning cancellations. The question was raised whether Rule 15 should
not rather have a mandatory character (comparable to the mandatory character of

Rule 22 of the Common Regulations under the Madrid Agreement and Protocol).

The Representative of OriGIn was of the view that, for the sake of legal certainty, it was
important to stipulate the issue of invalidation in the Agreement itself.

The Delegation of the Republic of Moldova did not agree with the suggestion that the
grounds for invalidation had to be limited to the infringement of third party rights.

The Delegation of ltaly expressed the view that, where the issue of invalidation was not
dealt with in the Lisbon Agreement, the issue remained entirely within the realm of
national law. Rule 16 only provided that, whenever the effects of an international
registration were invalidated by a tribunal or at the end of an administrative procedure,
such invalidation had to be notified to WIPO for purposes of its recording in the
International Register and its transmittal to the country of origin.

Notification Requirements

The Secretariat said that some contributions had indicated that more information than the
one currently required under Rule 16 should be provided in notifications of invalidations.
In that regard, the Secretariat recalled that, in the discussion on “Grounds for Invalidation”
that had taken place under Question 6, the Delegation of Portugal had indicated that it
might be useful to add a requirement that notifications of invalidation had to specify the
grounds for invalidation that the tribunal in question had invoked for its decision. Some
contributions had questioned the limitation of the notification obligation under Rule 16 to
invalidations that were no longer subject to appeal. It had been suggested that the
International Bureau should be notified under Rule 16(1) whenever proceedings for
invalidation had been initiated.

Turning to the issue raised concerning the definition of the terms “competent authority” in
the chapeau of Rule 16(1) and “elements” in Rule 16(1)(iv), the Secretariat referred to
Rule 4 of the Lisbon Regulations, which requires that each Lisbon country indicates at the
time of its accession the name and address of its competent authority for purposes of
communicating with the International Bureau under the procedures of the Lisbon system.
The term “competent authority” under Rule 16 was simply an application of Rule 4 of the
Lisbon Regulations. As regards the term “elements” in Rule 16(1)(iv), the Secretariat
referred to the parallel provision of Rule 9 of the Lisbon Regulations concerning
declarations of refusal, which under Rule 9(2)(iv) contained the same phrase.

The representative of OriGIn said that notifications of invalidations should only remain
required for those invalidations that were no longer subject to appeal.
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Rules and Procedures at the Domestic Level (paragraph 98)

The Secretariat said that a suggestion had been made to introduce a requirement in the
Agreement for member States to establish “appropriate rules and procedures in their
domestic law allowing for invalidation of the effects of an international registration in their
territory.” In that regard, the Secretariat drew attention to a concern that had already
been expressed for many the years, namely the difficulty to find out what the procedures
for refusing or invalidating the effects of Lisbon registrations actually were in Lisbon
member States. For example, there was uncertainty as to who was entitled to file
complaints, or as to which was the competent government authority to decide on
complaints, or which tribunal was competent to deal with them. This was an important
issue for those who had been affected by international registrations of appellations of
origin and were trying to defend their rights in the Lisbon member States.

The Delegation of France said that there were different types of procedure in France, it
could easily be appreciated that there were huge areas of intervention which came under
the general regulations of States’ judicial procedures.

Concluding Remarks

The Chair said that he had sensed some support for the idea that grounds for invalidation
should become part of natifications of invalidation, but views differed on whether only
those notifications that were no longer subject to appeal should be issued, or whether
notifications should also be issued whenever proceedings had been initiated. Due note
was taken of the Secretariat’'s comment on the need to establish appropriate tools and
procedures in member States’ domestic law concerning invalidation. He had heard no
delegation advocating the idea for those rules and procedures to be addressed in the
Agreement itself. As explained by the Delegation of France, it would not really make
sense for the Lisbon Agreement to require that invalidation could only take place in the
country of origin. However, the question might need to be addressed by the Working
Group whether Rule 15 of the Lisbon Regulations should be transformed into a
mandatory provision.

Referring to the Chair’s conclusion concerning rules and procedures at the domestic
level, the Secretariat suggested that Lisbon member States might be asked to publicize
the available procedures on their competent authority’s website, for the purpose of
allowing the public at large to get acquainted with them.

The Chair said that the Working Group might, indeed, consider the usefulness of some
transparency measures whereby member States would be invited to publish the relevant
rules and procedures in an accessible manner so that interested parties could get
acquainted with those rules.

Question 10: Other Issues

The Chair said that paragraphs 111 to 127 listed 10 items and requested feedback from
delegations on the issues concerned.

The Secretariat said that some of these issues were related to topics discussed by the
Working Group under Questions 1 to 9 or to Agenda Item 5. For example, the issue
reflected in paragraph 113 was addressed in document LI/WG/DEV/2/3, which would be
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discussed under Agenda ltem 5. The issue reflected in paragraph 114 had been touched
upon in the discussions under Questions 6 and 9. The issue reflected in paragraph 123
had come up in the discussion under Question 5. The same applied, to some extent,

in respect of the issue reflected in paragraph 120. As regards the issue concerning the
Lisbon pages on the WIPO website in paragraph 125, the Secretariat referred to the
introductory statement by the Director General at the beginning of the present session of
the Working Group.

The Representative of CEIPI recalled that in order to strengthen the attractiveness of the
Lisbon system for developing countries, a legal framework should be proposed which
took full account of the interests of such countries. In that respect, he stressed that it
would be timely to rethink the promotion of traditional knowledge in the context of the
Lisbon system, and in particular the interest of geographical indications to promote
traditional knowledge. The Representative of CEIPI stated that that issue was also under
discussion in the WIPO Intergovernmental Committee on Intellectual Property and
Genetic Resources, Traditional Knowledge and Folklore.

The Secretariat said that, if the suggestion was that products of traditional knowledge
should be registrable under the Lisbon Agreement, it should be noted that such
registration was already possible, given the fact that the Lisbon Agreement did not
exclude any category of products.

The Chair said that he was under the impression that, although the issues raised under
Question 10 deserved attention, the Working Group was of the view that its primary focus
should, for the time being, be on the issues addressed under Questions 1 to 9.

The Delegation of France was of the view that it was unnecessary to dismiss completely
the points raised under Question 10 but, on the contrary, they should be studied insofar
as they would be useful in defining a solution to the first nine questions which had been
discussed. Of particular importance for inclusion among such points should be that
concerning dispute resolution raised in paragraphs 115 to 118.

The Delegations of Italy and Portugal agreed that the issue of dispute settlement, as
reflected in paragraphs 115 to 118, deserved further study.

The Delegation of Israel and the Representative of INTA expressed some words of
caution, depending on what kind of dispute settlement mechanism would be envisaged
and what kind of disputes could be subject to it.

The Chair concluded that there appeared to be support for the Working Group to take up
the issue of dispute settlement at a future session. He suggested that the Working Group
might invite the Secretariat to prepare a study on the possibility of dispute settlement
within the Lisbon system, aimed to allow the Working Group to explore in which situations
dispute settlement might be appropriate and in what form. The study might also include
information on the existing dispute settlement systems in the intellectual property area
and the legislative history in that regard.

252. The Working Group so agreed.
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AGENDA ITEM 7: ADOPTION OF THE SUMMARY BY THE CHAIR

253.

254.

255.
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259.
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261.

The Chair said that a draft for the Summary by the Chair was contained in document
LI/WG/DEV/2/4 Prov. As pointed out under item 41 of that document, a draft of the full
report of the session of the Working Group would be distributed for comments among the
delegations and representatives that had participated. Any such comments could be
submitted within two months from the distribution date of that draft report, after which the
draft report would be amended, as required, and made available to delegations on the
WIPO website, for its formal adoption in due course.

Following several interventions regarding paragraphs 14, 15 and 16 of document
LI/WG/DEV/2/4 Prov., the Chair suggested as follows: (i) paragraph 14 would remain as
it was, with the exception of the word “general”, which would be replaced by the word
“‘wide”; (ii) the first sentence of paragraph 15 would stay as it was but a new sentence
would be added to the paragraph, reading “The Chair added that it would have to be
examined on an individual basis whether and how the intergovernmental organizations
concerned would meet those criteria”; and (iii) paragraph 16 would remain unchanged.

Following a number of interventions regarding paragraph 17 of the document, the Chair
proposed a revised draft, reading as follows: “The Chair concluded that the Working
Group had agreed that, in accordance with paragraphs 14 to 16, above, the draft
provisions referred to in paragraph 38, below, should also deal with the possible
accession by competent intergovernmental organizations.”

The Representative of INTA said that he appreciated that the Summary by the Chair did
not necessarily reflect all the nuances and opinions that had been expressed, but was of
the view that paragraphs 20 to 23 did not capture one important point that had been put
forward by a number of participants in the meeting, namely that a duality of definitions
might need to be paralleled by differences in scope of protection. He suggested that, for
that reason, the Chair might wish to add a sentence at the end of paragraph 20 that
would read: “he also noted that for some participants two separate definitions would
imply different scopes of protection.”

The Chair agreed that the proposed text would be an improvement, reflecting more
correctly what had been discussed.

Regarding paragraph 21 of the document, the Delegation of Iran (Islamic Republic of)
was of the view that the text should not prejudge the result of negotiations on the
definitions issue and said that his Delegation would prefer to retain the notion of
“reputation” in the “appellation of origin” definition.

The Chair said that the point that was made in paragraph 21 was that there would be no
need to change Article 2(2) of the Lisbon Agreement and that the notion of “reputation”
was mentioned in Article 2(2) of the Lisbon Agreement.

The Representative of CEIPI said that the current text gave the impression that
“reputation” was part of the definition of appellation of origin in Article 2(1), which was not
quite true; it was only included in the definition of country of origin in Article 2(2).

The Chair suggested, therefore, a modification of the second part of paragraph 21, so
that it would read: “there would be no need to change the way in which Article 2 of the
Lisbon Agreement referred to reputation.”
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Following a suggestion by the Representative of CEIPI regarding paragraph 22 of the
document, the Chair agreed that the text should focus on the fact that there was no
opposition against extending the protection conferred by the Lisbon Agreement to
traditional non-geographical denominations. Consequently, the words “geographical and”
could be deleted from the draft.

With respect to paragraph 23 of the document, the Delegation of Iran (Islamic

Republic of) believed that, under international public law, intergovernmental organizations
could not have a territory, but only its member States, and suggested, therefore, to insert
the words “one or more member States” after “originating in the territory of” in the third
line.

The Representative of the EU expressed his disagreement and suggested, instead,
“in the territory of such an organization or of its member States.”

The Chair said that, in his understanding, EU legislation applied throughout the entire EU
and did not make a distinction between the territory of its member States and the territory
of the EU. In addition, the Chair recalled that the Madrid Protocol and the Geneva Act
also had provisions referring to the territory of intergovernmental organizations. In
conclusion, he suggested the following wording: “The Chair noted that there was support
for a definition of ‘country of origin’ which is not limited to ‘countries’, but also allows for
international registrations by intergovernmental organizations.”

Regarding paragraph 26 of the document, the Representative of OriGIn said that OriGIn
would like the Summary by the Chair to reflect its suggestion, made in response to
Question 10, that producers’ associations should be entitled to apply for an international
registration under the Lisbon system.

The Chair said that, although that suggestion had met some support, it was not the
prevailing view. Moreover, the suggestion would require a major overhaul of the Lisbon
system. In any event, the current text stated that “the suggestions made under

Question 10 might be taken up at a later stage” and the comments made by the
Representative of OriGIn would be fully reflected in the final Report of the second session
of the Working Group.

With respect to paragraph 32 of the French version of the document, the ECOWAS
wondered whether the expressions “une raison différente” and “diverses raisons” had the
same connotation, and if so, it suggested a preference for using “diverses raisons” since
many reasons had been given. It also proposed replacing “il n’était pas nécessaire” by
“ne s’avérait pas nécessaire”.

The Delegation of France did not agree with the first proposal to replace “une raison
différente” by “diverses raisons”, since that amendment changed the meaning of the
sentence. Indeed, the expression “une raison différente” meant that the reasons given by
various delegations conflicted, whereas the expression “diverses raisons” referred rather
to the number of reasons given. Therefore, the Delegation of France was of the view that
the initial wording should be retained.

The Chair said that the views that had been expressed on that issue were indeed
conflicting ones.
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Regarding paragraph 36 of the document, the Representative of INTA had some difficulty
in understanding the second sentence. He more specifically referred to the phrase
“issues to be dealt with”, which was vague and did not specify when such issues would
be dealt with or in which context. He recalled that, during the discussions, there had
been a wide split on the issue and suggested replacing the words “should be among the
issues to be dealt with” by “was an issue to be further reflected upon”.

In response, the Chair referred to paragraph 38 of the document, which stated that draft
provisions to be prepared by the Secretariat should contain alternative versions. This
also applied to the issues to be dealt with under Question 9. Following a suggestion
made by the Representative of ECTA, the Chair suggested to add the following phrase in
the third line of paragraph 38: “taking into account all comments made in the current
session”.

The Representative of ECOWAS stated that there seemed to be an inconsistency

in paragraph 35. Also, he suggested that paragraph 37 served as a transition to
paragraph 38, as paragraph 38(2) stated that the “International Bureau prepare for its
next session”; in such circumstances, the Representative of ECOWAS wished that
paragraph 37 would state that “the Chair concluded that the proposals set out in the
context of paragraph 10 might be examined at the next session of the International
Bureau”.

The Chair said that the document was not meant to establish the Agenda for the next
session of the Working Group. He recalled that not all issues discussed were at the
same degree of maturity. Those addressed under Question 10 could be taken up at a
later stage, either at the next session or at any further session. Paragraph 38 was clear
in that respect, as it only referred back to questions 1 to 9.

The Delegation of Iran (Islamic Republic of) recalled that in the course of the discussions
on paragraph 17, the Chair had suggested to make reference to the core objectives and
principles of the Lisbon system at the end of paragraph 38.

The Chair indicated that the end of the sentence would then read: “while preserving the
principles and objectives of the Lisbon Agreement.”

277. The Working Group took note of the statements made and adopted the revised
draft of the Summary by the Chair, as reproduced in Annex | to the present
document.

AGENDA ITEM 8: CLOSING OF THE SESSION

278.

The Chair closed the session on September 3, 2010.

[Annexes follow]
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1. The Working Group on the Development of the Lisbon System (Appellations of Origin)
(hereinafter referred to as “the Working Group”) met in Geneva from August 30
to September 3, 2010.

2. The following Contracting Parties of the Lisbon Union were represented at the session:
Algeria, Burkina Faso, Congo, Costa Rica, Cuba, Democratic People’s Republic of Korea,
France, Georgia, Hungary, Iran (Islamic Republic of), Israel, Italy, Mexico, Nicaragua,
Peru, Portugal, Republic of Moldova, The former Yugoslav Republic of Macedonia,
Tunisia (19).

3. The following States were represented as observers: Belgium, Chile, Germany, Iraq,
Morocco, Romania, Slovenia, Spain, Switzerland, Thailand, Turkey, Ukraine,
United States of America, Zimbabwe (14).

On July 6, 2010, the Government of the former Yugoslav Republic of Macedonia deposited its
instrument of accession to the Lisbon Agreement for the Protection of Appellations of Origin and
their International Registration. The Lisbon Agreement will enter into force with respect to

the former Yugoslav Republic of Macedonia on October 6, 2010.
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Representatives of the following international intergovernmental organizations took
part in the session in an observer capacity: Economic Community of West African
States (ECOWAS), European Union (EU), Food and Agriculture Organization of
the United Nations (FAQO), International Olive Qil Council (I0OC), World Trade
Organization (WTO) (5).

Representatives of the following international non-governmental organizations took part in
the session in an observer capacity: Brazilian Intellectual Property Association (ABPI),
Centre for International Intellectual Property Studies (CEIPI), European Communities
Trade Mark Association (ECTA), International Trademark Association (INTA),

MARQUES (Association of European Trademark Owners), Organization for an
International Geographical Indications Network (OriGIn) (6).

The list of participants is contained in document LI/WG/DEV/2/INF/1 Prov. 2.

Agenda Item 1: Opening of the Session

7.

Mr. Francis Gurry, Director General, opened the session, recalled the mandate of the
Working Group and introduced the draft agenda, as contained in
document LI/'WG/DEV/2/1 Prov. 2.

Agenda ltem 2: Election of a Chair and two Vice-Chairs

8.

Mr. Mihaly Ficsor (Hungary) was unanimously elected as Chair of the Working Group,
Mrs. Patricia Victoria Gamboa Vilela (Peru) and Mr. Howard Poliner (Israel) were elected
as Vice-Chairs.

Mr. Matthijs Geuze (WIPO) acted as Secretary to the Working Group.

Agenda Item 3: Adoption of the Agenda

10.

The Working Group adopted the draft agenda (document LI/WG/DEV/2/1 Prov. 2) without
modification. It was nonetheless agreed that item 6 of the agenda (Results of the Survey
on the Lisbon System) would be discussed before item 5 (Study on the Relationship
Between Regional Systems for the Protection of Geographical Indications and the Lisbon
System and the Conditions for, and Possibility of, Future Accession to the Lisbon
Agreement by Competent Intergovernmental Organizations).

Agenda ltem 4: Adoption of the Report of the First Session of the Working Group

11.

The Working Group adopted the Revised Draft Report of the First Session of the Working
Group (document LI/WG/DEV/1/4 Prov. 2) without modification.
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Agenda ltem 5: Study on the Relationship Between Regional Systems for the Protection of

Geographical Indications and the Lisbon System and the Conditions for, and Possibility of, Future

Accession to the Lisbon Agreement by Competent Intergovernmental Organizations

12.

13.

14.

15.

16.

17.

Discussions were based on document LI/WG/DEV/2/3.

The Chair concluded that the Working Group was of the view that Part A of the document
provided a correct analysis of the current application of the Lisbon system within the
regional systems concerned.

As far as part B was concerned, although there were still a number of issues to be
clarified, the Chair observed that there was wide support for opening up the Lisbon
system to the accession of competent intergovernmental organizations.

The Chair concluded that the criteria identified by the study to determine whether a given
intergovernmental organization was in a position to accede to the Lisbon Agreement for
the Protection of Appellations of Origin and their International Registration (hereinafter
referred to as the “Lisbon Agreement”) were appropriate, relevant and acceptable to the
Working Group. The Chair added that it will have to be examined on an individual basis
whether and how the intergovernmental organization concerned meets these criteria.

The Chair also noted that internal issues surrounding the possible accession by an
intergovernmental organization would have to be dealt with by the intergovernmental
organization itself.

The Chair concluded that the Working Group had agreed that, in accordance with
paragraphs 14 to 16, above, the draft provisions referred to in paragraph 38, below,
should also deal with the possible accession by competent intergovernmental
organizations.

Agenda ltem 6: Results of the Survey on the Lisbon System

18.

Discussions were based on document LI/WG/DEV/2/2. In these discussions, in
particular, the following observations were made:

Question 1: The Basis for Protection in the Country of Origin (paragraphs 1to 9)

19.

The Chair observed that, while Contracting Parties were of the view that it can be inferred
from the current legal framework that Article 1(2) of the Lisbon Agreement and

Rule 5(2)(a)(vi) of its Regulations allow for flexibility, as long as the requirements of
Articles 2 and 3 of the Agreement are met, observers would rather prefer such flexibility to
be formalized, for example by deletion of the words “as such” from Article 1(2).



LI/'WG/DEV/2/5 Prov.
Annex |, page 4

Question 2: Terminology and Definitions (paragraphs 10 to 27)

20.

21.

22.

23.

The Chair noted that most delegations were in favor of a system in which there would be
two separate definitions, one on appellations of origin along the lines of Article 2 of the
Lisbon Agreement and the other on geographical indications along the lines of

Article 22.1 of the Agreement on Trade-Related Aspects of Intellectual Property Rights
(TRIPS Agreement). He also noted that, for some participants, two separate definitions
would imply differences in the scope of protection.

The Chair also observed that with two separate definitions, for appellations of origin and
geographical indications, there would be no need to change the way in which Article 2 of
the Lisbon Agreement refers to “reputation”.

The Chair observed that no opposition was expressed against extending the protection
conferred by the Lisbon Agreement to traditional non-geographical denominations.

The Chair noted that there was support for a definition of “country of origin” which is not
limited to “countries”, but also allows for international registrations by intergovernmental
organizations. There was also support for the introduction of an option concerning joint
international registrations by two or more countries which share the territory of the
production area.

Question 3 and 4: Scope of Protection (paragraphs 28 to 47)

24.

25.

The Chair concluded that a number of Contracting Parties were of the view that the
expression “usurpation or imitation” in Article 3 of the Lisbon Agreement was clear
enough, but noted that other delegations had requested further clarification and
modernization of those terms.

The Chair also noted that there was growing support in the Working Group for an
extension of the protection to products that were not of the same kind, but that diverse
opinions had been expressed concerning the criteria that could be used in that regard.

Question 5: Application and Registration Procedures (paragraphs 48 to 57)

26.

27.

28.

The Chair concluded that the prevailing view was that the application and registration
procedures did not require any particular improvement.

The Chair concluded that the Working Group seemed almost unanimously opposed to the
idea of adding additional mandatory requirements for international applications, but noted
the suggestion that optional elements might be added instead (for example those that
would help ascertain whether definition requirements were met, or whether the link
between the product and a precise geographical area had been established).

The Chair also noted that the idea to allow for the registration of designs or images as
appellations of origin did not gain particular support.
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Question 6: Declarations of Refusal (paragraphs 58 to 77)

29. The Chair concluded that many Contracting Parties were of the view that an amendment
of the current legal framework was not necessary.

30. The Chair noted that the time limit under Article 5(3) of the Lisbon Agreement needed not
be extended in respect of new international registrations, but that there might be a need
to establish a longer time limit under Article 14(2)(c) for newly acceding countries,
although Article 14(5)(b) may already provide sufficient flexibility in that regard.

31. As far as the admitted grounds for refusal were concerned, the Chair observed that
important guarantees were already given to prior rights under the Lisbon Regulations
given the fact that, contrary to other grounds for refusal, earlier rights and earlier
trademark rights were explicitly mentioned in Rule 9(2)(iii) of the Lisbon Regulations.

Question 7: Generic Appellations (paragraphs 78 to 86)

32. The Chair concluded that delegations were of the view, although for different reasons,
that an amendment to Article 6 of the Lisbon Agreement was not necessary.

Question 8: Invalidation (paragraphs 87 to 98)

33. The Chair noted the fact that some delegations were of the view that no particular
amendment to Rule 16 under the Lisbon Regulations seemed necessary, while others

were, on the contrary, calling for certain refinements in the text.

34. The Chair concluded that there was support for the proposal that the grounds for
invalidation should be indicated in notifications of invalidation.

35. The Chair also noted that most delegations did not believe that the rules and procedures
allowing for invalidation of the effects of an international registration at the national level
had to be dealt with in the Agreement itself and took the view that the rules and
procedures in question had to be dealt with at the domestic level.

Question 9: Prior Users (paragraphs 99 to 110)

36. The Chair noted that there was a clear split on this issue, even though the divide might
not be so deep. In consequence, the Chair indicated that Article 5(6) should be among
the issues to be dealt with.

Question 10: Other Issues (paragraphs 111 to 127)

37. The Chair concluded that the suggestions made under Question 10 might be taken up at
a later stage.
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Further Work

38.

39.

The Chair concluded that the Working Group had agreed that, for its next session, the
International Bureau prepare draft provisions on the various topics addressed under
Questions 1 to 9, taking into account all comments made in the current session, in order
for the work on the development of the Lisbon system to become more focused. These
draft provisions should contain alternative versions and leave open the question as to the
legal instrument by which they might be formalized, while preserving the principles and
objectives of the Lisbon Agreement.

The Chair also concluded that the Working Group had agreed to invite the Secretariat to
prepare a study on the possibility of dispute settlement within the Lisbon system, as it
might be useful to explore in which situations dispute settlement might be appropriate and
in what form. He further indicated that the study could also include information on the
existing dispute settlement systems in the intellectual property area and the legislative
history in that regard.

Agenda ltem 7: Summary by the Chair

41.

40. The Working Group approved the Summary by the Chair as contained in the
present document.

A draft of the full report of the session of the Working Group will be distributed for
comments among the delegations and representatives that participated in the meeting.
Any such comments can be submitted within two months from the distribution date, after
which the draft report will be amended, as required, and made available to delegations on
the WIPO website, for its formal adoption in due course.

Agenda ltem 8: Closing of the Session

42.

The Chair closed the session on September 3, 2010.

[Annex Il follows]
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Ali Chouki BOUDIA, sous-directeur a la Direction générale de la petite et moyenne entreprise,
Ministére de l'industrie, de la petite et moyenne entreprise et de la promotion de l'investissement,
Alger

BURKINA FASO

Mariam KONE SANOGO (Mme), chargée d’études a la Direction nationale de la propriété
industrielle, Ministéere du commerce, de la promotion de I'entreprise et de I'artisanat,
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Mireille SOUGOURI KABORE (Mme), attaché, Mission permanente, Genéve

CONGO
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Norman LIZANO, Ministro Consejero, Misién Permanente, Ginebra
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Geographical Indications, State Office of Industrial Property (SOIP), Skopje

Le 6 juillet 2010, le Gouvernement de I'ex-République yougoslave de Macédoine a déposé aupres
du Directeur général de I'Organisation Mondiale de la Propriété Intellectuelle (OMPI) son
instrument d’adhésion a I’Arrangement de Lisbonne concernant la protection des appellations
d’origine et leur enregistrement international. L’Arrangement de Lisbonne entrera en vigueur a
I'égard de I'ex-République yougoslave de Macédoine le 6 octobre 2010.

On July 6, 2010, the Government of the former Yugoslav Republic of Macedonia deposited its
instrument of accession to the Lisbon Agreement for the Protection of Appellations of Origin and
their International Registration. The Lisbon Agreement will enter into force with respect to

the former Yugoslav Republic of Macedonia on October 6, 2010.
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Settlement, Ministry of Foreign Affairs, Tehran
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Howard POLINER, Director, Intellectual Property Law, Legislation and Legal Counsel,

Ministry of Justice, Jerusalem
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Stefania BENINCASA (Mrs.), Manager of the XIlII Division, Trademarks, General Directorate for
the Fight against Counterfeiting, Italian Patent and Trademark Office, Department for Enterprise
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Vincenzo CARROZZINO, Technical Coordinator, Directorate General of Quality Food, Ministry of

Agricultural, Food and Forest Policies, Rome

MEXIQUE/MEXICO

José Alberto MONJARAS OSORIO, Subdirector Divisional de Servicios Legales, Registrales e
Indicaciones Geograficas, Instituto Mexicano de la Propiedad Industrial (IMPI), México

Ana Paula VALENCIA (Sra.), Coordinadora Departamental de la Direccion de Relaciones
Internacionales, Instituto Mexicano de la Propiedad Industrial (IMPI), México
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Property (AGEPI), Kishinev

REPUBLIQUE POPULAIRE DEMOCRATIQUE DE COREE/DEMOCRATIC PEOPLE’S
REPUBLIC OF KOREA

KIM Hyon Il, Director, Policy Department, Trademark, Industrial Design and Geographical
Indication Office, Pyongyang

U Tong Chol, Officer, Trademark, Industrial Design and Geographical Indication Office,
Pyongyang

TUNISIE/TUNISIA

Mokhtar HAMDI, chargé du Département de la propriété industrielle, Institut national de la
normalisation et de la propriété industrielle (INNORPI), Ministére de l'industrie et de I'énergie et
des petites et moyennes entreprises, Tunis

Il. ETATS OBSERVATEURS/OBSERVER STATES

ALLEMAGNE/GERMANY

Li-Feng SCHROCK, Senior Ministerial Counsellor, Federal Ministry of Justice, Berlin
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Olena KULYK (Miss), Chief Expert, Legislation Development Division, State Department of
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