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Structure of the Webinar

Presentation: Understanding Examination and Refusal 

Procedures in the IP Office of Australia

Question and answer session at the end

Presentation slides available for download 

Recording will be uploaded on the Madrid Webinar page

Short survey to provide feedback

https://www.wipo.int/madrid/en/webinar/
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How to use GoToWebinar
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Examination and Refusal Procedures in 

Australia

Madrid System filings in Australia

Overview of examination process

How to avoid provisional refusals

Notifications and how to respond

Resources
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Madrid System filings in Australia

Party to Madrid Protocol since 11 July 2001

In 2019*

- ranked 9th as origin of Madrid applications

- ranked 6th as designated Madrid member mostly 

originating from United States of America, United 

Kingdom and China

*WIPO (2020), Madrid Yearly Review 2020: International Registration of Marks.
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Overview of examination process

Applicable legislation

- Trade Marks Act 1995 (Cth)

- Trade Marks Regulations 1995 (Cth)

Known as IRDA (international registration designating 

Australia)

Same examination and opposition process for IRDAs 

and national applications
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IRDA examination flowchart
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How to avoid refusals - formalities

Non-traditional signs

- include description of trade mark

- must accord with pictorial representations

Certification/Collective marks can be protected

- supply set of rules governing use of certification mark

- only associations can own collective mark
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How to avoid refusals - formalities

Transliteration of any non-Latin characters appearing in 

mark must be provided 

Translation of non-English words appearing in mark may 

be requested

- if English meaning likely to attract grounds for refusal
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How to avoid refusals - classification

Use NICE classification otherwise goods or services may 

be identified by IP Australia as being

- too vague

- incomprehensible

- linguistically incorrect
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How to avoid refusals - classification

Current class headings accepted

- only covers goods or services actually specified in or 

clearly encompassed by heading

Previous class heading terms no longer accepted
- class 6: goods of common metal not included in other classes

- class 14: goods of precious metal or coated therewith, not included in 

other classes

- class 16: goods made from paper or cardboard (not included in other 

classes)
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How to avoid refusals - classification

Previous class heading terms no longer accepted
- class 17: goods made from rubber, gutta-percha, gum, asbestos or 

mica, not included in other classes

- class 18: goods made of leather or imitation leather, not included in 

other classes

- class 20: goods (not included in other classes) of wood, cork, reed, 

cane, wicker, horn, bone, ivory, whalebone, shell, amber, mother-of-

pearl, meerschaum and substitutes for all these materials, or of plastics

- class 24: textile goods not included in other classes

- class 31: products of grains or agriculture, horticulture and forestry not 

included in other classes
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How to avoid refusals - classification

Madrid Goods & Services Manager

- https://webaccess.wipo.int/mgs/

Trade Marks Classification Search

- http://xeno.ipaustralia.gov.au/tmgns/facelets/tmgoods.

xhtml

https://webaccess.wipo.int/mgs/
http://xeno.ipaustralia.gov.au/tmgns/facelets/tmgoods.xhtml


WIPO FOR OFFICIAL USE ONLY

Trade marks classification search
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How to avoid refusals - absolute and 

relative grounds

Absolute and relative grounds

- trade mark containing certain signs (section 39 and 

regulation 4.15)

- trade mark not distinguishing goods or services 

(section 41)
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How to avoid refusals - absolute and 

relative grounds

Absolute and relative grounds

- trade mark scandalous or its use contrary to law 

(section 42)

- trade mark likely to deceive or cause confusion 

(section 43)

- trade mark conflicting with other marks (section 44)
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How to avoid refusals - section 41

Trade mark must be capable of distinguishing traders 

goods or services from those of others

Equates to concept of distinctiveness

Considerations

- ordinary meaning of mark

- likelihood other traders might legitimately need to use 

mark in relation to goods or services
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How to avoid refusals - section 41

Recent examples

- Class 36: Financial services, etc
Real Estate Home Loans Pty Ltd v REA Group Ltd [2019] ATMO 129

- Class 9: Protective clothing (body armour), etc 
Aldi Foods Pty Ltd [2019] ATMO 174

realestate.com.au Home Loans
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How to avoid refusals - section 44

Search for earlier trade marks that are

- substantially identical

- deceptively similar

and cover

- similar/closely related goods or services
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How to avoid refusals - section 44

Recent example

vs

Caesarstone Ltd v Ceramiche Caesar S.p.A. (No 2) [2018] FCA 1096

CAESARSTONE
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How to avoid refusals - section 44

Australian Trade Mark Search

- quick search 

https://search.ipaustralia.gov.au/trademarks/search/q

uick

- advanced search

https://search.ipaustralia.gov.au/trademarks/search/a

dvanced

https://search.ipaustralia.gov.au/trademarks/search/quick
https://search.ipaustralia.gov.au/trademarks/search/advanced
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Australian trade mark search - quick



WIPO FOR OFFICIAL USE ONLY

Australian trade mark search -

advanced



WIPO FOR OFFICIAL USE ONLY

How to avoid refusals - section 39

Trade mark must not contain prescribed signs

Prescribed signs set out in regulation 4.15 include

- certain words or symbols such as ‘Patent’ or 

‘Protected International Trade Mark’

- Australian Commonwealth, State or Territory arms, 

flags or seals

- signs notified under provisions of Paris Convention
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How to avoid refusals - section 42

Trade mark must not contain or consist of scandalous 

matter

- offensive language

- personal, racial or religious abuse

- abuse of national flag

Use of trade mark must not be contrary to law
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How to avoid refusals - section 43

Trade mark must not be likely to deceive or cause 

confusion

- contains obvious and direct connotation

- immediate danger of deception or confusion

- arising from mark itself
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Notifications and how to respond

Decision communicated via WIPO

Notifications issued in English

Provisional refusal will include information on

- relevant grounds for refusal

- goods or services affected by refusal

- options to overcome refusal

- deadline to resolve refusal



WIPO FOR OFFICIAL USE ONLY

Notifications and how to respond

How to overcome refusals

- amend goods or services

- supply evidence of use under section 41

- supply evidence of prior continuous use or honest 

concurrent use under section 44

How to respond to refusals

- address for service in Australia or New Zealand

- use IP Australia’s eServices portal
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eServices
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Resources

Madrid Member Profiles - Australia

- https://www.wipo.int/madrid/memberprofiles/#/

Madrid Fee Calculator

- https://www.wipo.int/madrid/feescalculator/

https://www.wipo.int/madrid/memberprofiles/#/
https://www.wipo.int/madrid/feescalculator/
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Resources

IP Australia

- https://www.ipaustralia.gov.au/

Trade Mark Assist

- https://trademarks.business.gov.au/assist/welcome

Trade Marks Office Manual of Practice and Procedure

- http://manuals.ipaustralia.gov.au/trademarks/trade_m

arks_examiners_manual.htm

https://www.ipaustralia.gov.au/
https://trademarks.business.gov.au/assist/welcome
http://manuals.ipaustralia.gov.au/trademarks/trade_marks_examiners_manual.htm
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IP Australia
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Trade mark assist
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Trade marks office manual



WIPO FOR OFFICIAL USE ONLY

Q&A Session about the Webinar

Tatiana Tilev

Fellow, Madrid Operations Division, 

WIPO

Trudi Lynch

IRDA Manager, Trade Marks and 

Designs Group, IP Australia
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Keep Updated on the Madrid System

Visit the Madrid Website

Access Madrid Webinar

recordings and stay tuned for 

new topics

Play our Madrid ‘How-to’ 

videos

Subscribe to Madrid Notices

Contact us: Contact Madrid

http://www.wipo.int/madrid/en
http://www.wipo.int/madrid/en/news/2017/news_0011.html
https://www.wipo.int/madrid/en/news/2019/news_0020.html
https://www.wipo.int/newsletters/en/
http://www.wipo.int/madrid/en/#contact

