55
WIPOI MADRID

The Inte
Tradema kSytm

B Understanding Examination and
Refusal Procedures inthe IP

Office of the Republic-of Korea
Madrid System Webinar

Kijoong SONG
Fellow, Madrid Operations Division ~

Geneva
July 29, 2020



How to use GoToWebinar

File View Help @« _ 0B X

Sound Check =ml 9

(®) Computer audio
() Phone call
(O No audio

& MUTED

=
HP E243m (NVIDIA High Definition A... v

Talking: Madrid Promotion

XEE

v Handouts: 1 )
B vevautosaved) pat

¥ Questions )

WIPO | MADRID

The International
Trademark System



Structure of the Webinar

B Presentation: Understanding Examination and Refusal
Procedures in the Republic of Korea

B Interactive questions during the webinar

B Q & A session

B Presentation slides available for download

B Recording will be uploaded on the Madrid Webinar page

B Short survey to provide feedback WIPO | MADRID

The International

Trademark System


https://www.wipo.int/madrid/en/webinar/

Statistics
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Int’l Applications & Registrations : KR

1400
1246
1174
1200 !
1002 997
1000 925 924 900
[ 1 811
200
64
- 565 = 3
600 474 500 488 e 531
33 — 430
BE ]
400 - = ans
264
104 204 23
- . | .
0
2008 2009 2010 2011 2012 2013 2014 2015 2016 2017 2018
DApplications W Regisiratons

WIPO | MADRID

The International
Trademark System

Source: Statistical data provided by WIPO



Country of Holder’'s KR designations

Australia; 418; 3%
United Kingdom IR
it H
669; 5% Onliegs; 2520
Switzerland; 733;
5

Japan; 1.491; 10%

China; 1.704; 12% 13%
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Source: Statistical data provided by WIPO



KR Holders’ Top Designated Country

Philippines; 354;

Russian 4% india; 347; 4%
Federation; 376; )
4%
Thailand; 395; 4%
Singapore; 411; 4%

United State of
America; 720; 7%

nnnnnnnnnnnnnn
Trademark System

Source: Statistical data provided by WIPO



Question 1

B Which country is the top filer through the Madrid protocol
to the Republic of Korea in 20197

B The United States
B China
HEU

WIPO | MADRID
The International



How to Avoid Provisional Refusals

WIPO | MADRID
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Main Roles of Each Office

Apoli + Formal requirements
e (Mark, G&s, Entitlement to file, etc.)

Certifying Int. Application based
— on Basic Requirement

<

<

Office of Origin
International Bureau

+  Examination of Int. Application
(Formality, MICE classification, Fee)

Translation (E/F/S)
International Registration

+ Substantive examination
+  Grant/Refusal of trademark

International
Bureau

S

protection in their own territory

.l

WIPD FOR OFFICLAL USE OMLY



11

Examination by Office of Origin

Basie regquirement

[ sAMSUNG @
T Rpplication: identical & @

with the mark of HYUNDAI B &

MNational App./Reg. E LG @ LG

Life's Good

v  G&LS on Int. »
Application: not
broader than G&S on '*

MNatio nal Ap p'-'"f R'E'g - Suits, trousers, jeans,
coats, shirts, dresses, Clothing
Jacksts, ..

WA PO FOR- OFFICESL OIS E TNy




Examination by Office of Origin

COEDINS AN SERLTCES.

[a} Inwhose below the poods snd sermoes Sor winch the msemanonal repamason is soaghe
Please me font “Courier New” or *Times New Foman™, srce 1 pi or abave

12

(a) Lists of goods and services

- MNice classification (11th edition)
Class Croods and seruoes - =

o - . R - Semicolon 0] betwed_an each goods )

Comauter softwans, recorsed: - Goods of the intermnational = Goods of the basic

COMpUNST GAME Drogram.
.- Inlking richons: Calenders. '\

RN
2= Irdormantion b tele-caosmrmwen cabon .
\ e.g. EM, CN, PH,
GB, US, JP
i 0 it che 1 o foocts amad mereioes i peapecs - Using the alphabetical list of goods and services of
International Classification, or WIPO electronic
Hew e “Thmes New Roman-, tize 12 pi, or above tools (G&S manager)

(b) Limitation of goods and services

.\5 - Limitation of some of G&S to some of the

‘w\xg designated countries

[ 1 e tpnce prontied oy ot sufSciess, sBeck e box and o 3 contimearion 1heet

In US: limited to “computer operating program
@ recorded”™ in cdass 09

In JP: limited to cdass 16, 38

:DFIE CIFHCIAL USE OMLY




Examination by Office of Origin
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(] BESTRLCTHENS TO BERIT FROM A CUREENT ACCOLNT

[T] Tor msmariem B o sk cxtvewd 12 dit (o reqemed s of Ser f7m @ cwiest srm et o =i e lemmrma
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Badc fen &1 fwon Sme if S oepodoctioo of de =h = = black md whkis oely amd
500 Gartas e, of dhase b1 & rogweduesion . reler (For Sl e

'\-I-_-o-_'-;lcf'-"ural_-_ Evralaped Sowmy i moroudamey wish sy (1 wsisbisied b e
Vs Wemzmr  wwew migene bl wn rsmwery -...._-1—__'-1.- o rha razeadsener oo back e
iy gy e’ P Ty Swmra [rkey U8 repeedereee e el

In case of holders having a current account
opened with the IB (the IB will debit the fee)

A\

Basic fee

- Mark in black and white: 653 CHF (least developed countries:
65 CHF)

- Mark in color: 903 CHF (least developed countries: 90 CHF)

il METHOD OF PAVMENT

- e

Sdamrery o dhe Ty $¥CE L e s £,

T
Faymens recerred amd ackaoreadged e WIND I

Py wmade o WTPC haande 2 gt Pt bkt 4 == [ETR
AN o CES] (455 2040 P080 5100 8 0 a* " nese.. &= T
Crnlls Smssa CH-LF]1 Gustr TH = - “ 3
ity EOC tl‘.E'\-:Hlmh

Pasment midi i RTPD pectid motcuss Proes oecsoma 2 e

EBLAN N L0 GO0 (ROOE | 2000 5000 § E
S HIC: POFBCHEE

Complementary and supplementary fee

(the designated countries, non-available individual fee)

- Complementary fee: 100 CHF for each designated
country

- Supplementary fee: 100 CHF for each class in excess
of 3 classes

Individual fee (instead of complementany/supplementany)

- Fee amounts depended on each coun
* see the website (wwawowipo.int/madrid/sen/fees)

wwrr s e OF

Remittance to WIPO's bank account or
postal account

- Indicating the bank account of the remitter and the date
when the payment was made

-FICIA D OSEONCTY



Examination by the IB(WIPO)

Irregularity netice for missing fee

L O BRTTEL L EC TN
T CeFnTui b

. e, e T e T
il Ty
- — - e ———
Mackrtd At

M. Rarsdy King
Hope Baldaaff Hertmes, LLC

Time limit: 2 months

{26t of Jan. 2011)

LTZ0 Peachires Ssoeet, H.W.,
Smlcs 3038

T e T F T

ol mUanew of Peerlos

from the issuing date e

EERE T

I8 Smmcsry 303L

Tha irresgulazrieydis indicated in thi
by tha office of origim.  Howswser, the
feen may be remedied by eliber the spplicant or che Offices of aorigin

et of recelpt of the intecrnational speldlocasion
by the Offsce of origin: 3 Jenusry =601
sy FOEL

= waPO reference

Eeneva, 24 IJaauacy TO1L

Annew o the frregularicy norlices soncarnissg =he
intesrmaticoal application based o= ths national
applicaticn or tha national regisbraticsm Bo BSOTEBRSS

Crar ref.:  EN-ISSE000RGSR SOy
Offdoce el ¥ AODFETEE SEOTEASS S0
Applicant ref. -

Sl

Nanic Esn whers no seproduct:bom
ol tihe mark s din celaor
{Frotocol applicaticomnd @

Indiwidual fe= | ool applicaciond [="]

Indiwidual fee F supplessntary Eon
iFratocel agplicasicnd; oW

Tredifwidual fees [(Frotoool applicacliond - =

Trediwidual e 5 SupPlessntary oo

Trdiwidual fes / supplessntary foe

ifirmt parthi JW
En-dfividual fee (Frotocol applicaciosds ER
Total o =

Missing fee
To dace, ypomr paymsnt i@

Ppaysent 110000947 on 18501 20010 -

Balance in our fawoar
= PRYHERT - THP O

Francs

L)
IND .00

S3D .00

i,383.00

4% .00
B4D, 00

A, O
- LES OO




Examination by the IB(WIPO)

Broad terms from
applicants

e
-

Broad and incorrect terms for the NICE
classification purposes

v Reply via Office of origin to the IB

v Time limit: 3 months from the issuing
date

If failing correction, the terms _wi'l'l- be
registered as appearing with the
special indication made by IB

<=

% for the Hice Classificacion purposes.

IERESULARITY (IES)H e

CONCERNING THE IHDITATION OF erIF'G ANEF SERVICES:
EE REHMELIED EY THE -

SFFICE OF SORICTIH -

1. The International Bureau considers _r_.'hfac The following Texmis)
of the list of goods

pu;p—au: of clasaificarcion

andfor servioes 1:!_-;"'5.1:a Eox wague for the
L3} =
g

[Fle

(=la=a 30}

"office and institucional coffee supply services™ {(Cclass 43)

aEker Ehan #assntial <ila, for baverages® {(slaas I0H
"ayrups for beverages™ and "syrups and
Eelormny to slass 32 in WIFD
=2/112% of cthe

T flavarings,
indly note that the Terms
other preparaticnes for making besvesrages™
iZea Chke positiocon
feh sdition <f the alphabetical list =f Ehe Intecrnaticonal
Classificaticon of Goods and Fecvioes.)

"office catsring services Ffor the provisicon of coffes" {(slass 430

e.g. Yherbal tea (’tﬁe terms

consideréd 60 vague by the Suggestions Misspelling from
fnternational Bureaw — Rule made by IB e applicants
13{2)(_&} af the Cammﬂn - & . The Intc:nathn‘h] Bureau conolders that the following terma of
the Eimr of -c_pa-u-cl_q dndSfor services are linguistically incoreect [(Ruale
Regulations)” R (5 SR -
k :'n:reci.sn:l.n :ﬁ:-r medical purposem= {(class 10

WIPD FOR OFFICLA

............

Emtmrmat icnal Burean suggests therefore the followincg:
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TIP 1

. Search Acceptable Indication of
Good & Services

= hittps:/fwebaccesswipoint/ mgs
= MGS « Madrid Geods & Ser.

- Search...

Cowid-19 Update

HELP

Import st LY Export Bst (5 Frint kst i Detote kst Display profovences &Gk Transiate into. 3|
Browse Search T
fan

Acdd ~
A Edit dass 4 Cloar class /9 Chock acceptance by designaled Contracting Party (0CP) o

CINICE onty

59 results in class(

~

g Machines, machine tocks, pawer-operated tools, mofors and engines, except for land vehicles, machine coupling and transmission companents, except for land vehicles; agricutural implements, ofhver than hand-cperated hand taols, incubators for egys, automatic vending machines
ns for engines
[Ell contrtgal tans

[Ell tans for engines

[ 1an= for mators

Bl radial fans

[T cesing tans

[ siectnc fans

[ tan heaters

Moot fans

[ vensitating tans

EZhana fans

(Bl =il tans Tor industnial punposes.
Bl wdial flow tans
-




TIP 1
- Avoid Vague, Linguistically Incorrect,
Incomprehensible Indications

WIPO | MADRID
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Main Roles of Designated Office

QTP O

International
Registration

I Essential Motifications | )

Grant of
Protection
Grant of Protection
Following Prowvisional
Refusal

sSubstantive

Examination \

Prowvisional
Refusal

Confirmation of
12 months) Total Provisional
Refusal

T e B B B B O O B B B o o ol o o

-

WIFRD FOR OFFICLAL USE ORNLY



Substantive Examination Flow at KIPO

WWIPO
International registration

DCF (KIFO) ‘l’ 18 months
substantive examination 8 Provisional Refusal
Wes 2 months H

Confirnmmation of PR

\L:E!-Ddays+ 20 days

J,, T ‘LNo

WIIFRO FOR OFFICLAL LISE ORLY
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Question 2

B Time limit to file Opposition in Korea?
B 1 month
H 2 Months
M 3 Months

WIPO | MADRID
The International

20



Examination Criteria on Distinctiveness

B Common name of the goods

B Used customarily in connection with the goods
B Descriptive(quality, effect, usage, etc.)

B Well known Geographical name

B Common surname

B Simple and readily available mark WIPO | MADRID

nnnnnnnnnnnnnnnn
rrrrrrrrrrrrrrr
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Examination Criteria on Distinctiveness

B Marks consisted of 2 foreign letters and less

B Marks consisted of 2 numbers and less or it’s
combination with arithmetic signs

B Marks consisted of combination with 1 foreign letter and

1 number

WIPO | MADRID

nnnnnnnnnnnnnnnn
rrrrrrrrrrrrrrr
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Comparison with Other Offices

Distinctiveness Decision

rf}' us JP EUIPO
o e © e o
1273251 O N.Accept! Q Accept. N.Accept Accept

1342412 3E N.Accept. Accept. N.Accept. Accept.

1326540 R 3 MNAccept. Accept. NAccept Accept.

1314558 N8 N.Accept. Accept. - Accept.

eeeeeeeeeee



Comparison with Other Offices

1 Refusal on the ground of distinctiveness

<Refusal Cases>

Presentative
Cases

EUIPO

JPO

CHRIPA

USPTO

Remarks

HOMESAFE
(1184010)

It is non-distinctive by
misleading as to the
quality of the goods or
services (similarly
examined by Korea,
Japan, and China).

oP9
(1163533)

The mark merely
describes a feature,
ingredient or
characteristics of
applicant’s goods
(similarly examined by
Japan, China, and U.S).

WIPO | MADRID

The International

Trademark System
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Comparison with Other Offices

2 Refusal on the ground of distinctiveness

<Refusal Cases>

Presentative
~ EUIPO JPO KIPO CHNIPA uUspP1TO Remarks
The main part of the
— trademark, "GRAMD
GELINEMINES WIMNES"™, misleads as to
&) o o X x b4 the quality of the goods
or services (similarly
(1108281 examined by Korea,
China, and U.S).
It is perceived
intuitively by consumers
. . as an object that can
MicroCapture X o X O O catch or obtain even
the smallest things
(1115820) (similarly examined by
Korea and Europe).

The International
Trademark System

25



Comparison with Other Offices

Refusal on the ground of previously similar marks

3
<Refusal Cases>
Presentative EUIPO PO KIPO CNIPA USPTO
Cases
4 = >
wWee g[ = i — © W OOTUF!
> = b4
OrPTIMO o o crrrinie> | OFP TIMA Optimos
(1159264) oenmes | OpttQ
x b4
APANAN apaman shop
o O apaman sho man (o]
(11110086) Mﬂnﬂsﬁ BE:::anshnE
characters

The International
Trademark System

26




Comparison with Other Offices

<Refusal Cases>

Presentative

Cases Al

JPO

CHIPA

UsSPTO

Remarks

o

(1201552)

[Class 16] gift cards — note
cards used with gifts JAaPAN)

[Class 25] hats — top hats; rain
hats (KOREA)

[Class 35] "Retail and wholesale
services’ is mot acceptable
(CHIMAY

E |

(17107108)

[Class 14] goods in precious
metals or coated therewith, mot
included in other classes; —
accessories in precious metals
or coated therewith;

[Class 18] goods made of these
materials and not included in
other classes; — bags of leather;
(HKOREA)

The International
Trademark System

27



TIP 2
earch Prior Marks in Advanc

= - &¢ || sesrch.. -
= WIPQ Global Brand Datsbase

wipo.int/b:

Perform a trademark search by text or image in brand data from multiple national and international . includ! trademarks, llations of origin and official emblems. V: 2020-07-20 16
Dista from San Marin Data from Atbania Data from Ukraine Data from Serbia Data from Kazakhstan Data from Bhutan Free webinars INN saarches in Data from Madagascar
available Over 3,700 records added available Over 19,000 records added  availablle Over 260,000 records agded  avalable Over 56,000 records added | available Over 67,000 1acords added | available Over 19,000 records agded | the Global Brand Database Webinar available Over 20,000 racords added

SEARCH BY FILTER BY
Brand | Names Numbers Dates Class  Country Source | Image Type Staws Orgin  App Yearx Expiration x

B . o - AETM 183]a i 8|auTm EEFIEE ) 28BN TM 30|eTTI Y A
BWTM slcam 234|cHM 82|cLi 134[crR ™M 50| 0ETM o8

Image Class = o0 050713, apple AND o ® oKTM 1oz 30es ™M LES 52|EMTM 586 |ES TM 52
FRTM 118G ™M 11|GHTM 8|amTm 210 TM 150[iL ™M 20

GoodsiServices = T —— I5TM 13 s1/50TM 58/ 0P TM 185 ke TM 59 TM a1
KRTM 1,866 | KW TM 10]KkzTM 44fLaTm 33|MATM 43|MDTI 10 ™

Display: | gt []] * Sot | vaie - asc []

') Dispiay: 3 = | per page { oprons &)

O samsune PTM Active 20 w7901
O sawsune o Actwve o 4430639
O |samsune P Actve 27 aas7en2
] SAMSUNG P Active 27 4346059 1993-03-11
VC.05.03, Ve 26,01,
VC.26.02. VC.26.03.
GREEN. 55,
SAMSUNG. .SSO.SAMSUNG P TM Active a7 s4at020 20030 yO2002VO2000
ve26.11
(m] SAMSUNG * P TM Actve 27 5733662 2014-04-11 9,14
O |samsune 7o P TI Active 2 5721618 20140411 914
VC.05.03, VG 26,01,
_ VC.26.02. VC 26,03,
. GREEN. DORS. = '
O samsuve. SAMSUNG | JPTM Active o1 P ZERTEen sag1827 20110830 Ve aa0s venor o WI Po | MADRID
ve 2611
The International

Trademark System
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TIP 3
. Pay Attention to KIPO Examiner’s
Suggestions

WIPO | MADRID
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TIP 4

30

. Refer to KIPO published Examination
Guideline for Similar Goods

https://www.kipo.go.kr/kpo/HtmIApp?c=3089&cat

menu=m04 02 02 _12
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https://www.kipo.go.kr/kpo/HtmlApp?c=3089&catmenu=m04_02_02_12

Question 3

B What ground for provisional refusal is the most common
iIn Korea?

M Prior right on Similarity
B Distinctiveness of Marks

B Indication of G&S

WIPO | MADRID
The International

31
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More information
B Madrid Member Profiles

https://www.wipo.int/madrid/memberprofiles/#/

IPPORTAL  MENU Madrid Member Profiles HELP @D ENGLISH  LOGIN m

Madrid Member Profiles

Access a wide range of information on the practices and T
procedures of Madrid System members. Simply select the e Quick Start Guide
member(s) of interest to you, and choose the type of information * News

you want to see.

Step 1: Step 2:
Search Reset
Which member(s) are you What type(s) of information are you looking for? -

interested in?

[ 1 All members L] All available information

[ Most frequently used information
1 Afghanistan


https://www.wipo.int/madrid/memberprofiles/#/

More information

B Korean Patent Attorney Association
B Legal Texts and Guide
B Madrid Member Profile Database

WIPO | MADRID
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https://www.kpaa.or.kr/kpaa/eng/
https://www.kpaa.or.kr/kpaa/eng/
http://www.wipo.int/madrid/en/members/ipoffices_info.html

-~

=

WIPO | MADRID

The International
Trademark System

B Q&A Session about the Webinar

Jin-Ou YOO Kijoong SONG

Examiner, Madrid Fellow, Madrid
Operation Division Operations Division

34



Keep Updated on the Madrid System

B Visit the Madrid Website

B Access Madrid Webinars
records and stay tuned for
new topics

B Play our Madrid "How-to”
videos

B Subscribe to Madrid Notices
B Contact us: Contact Madrid

35



http://www.wipo.int/madrid/en
http://www.wipo.int/madrid/en/news/2017/news_0011.html
https://www.wipo.int/madrid/en/news/2019/news_0020.html
https://www.wipo.int/newsletters/en/
http://www.wipo.int/madrid/en/#contact

