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Limitations

A limitation is a procedure which is designed to restrict 

the goods and services in respect of all or some of the 

designated Contracting Parties (DCP) in an international 

application or in an international registration 

Limitations may be set out in 

an international application (MM1 to MM3);

a subsequent designation (MM4); or in

a request for the recording of a limitation presented 

using official form MM6



Legal Basis for Limitations

It follows from Article 9 of the Agreement and Article 9bis
of the Protocol that the International Bureau shall record 
in the International Register, in respect of all or some of 
the Contracting Parties, any limitation of the goods and 
services listed in the international registration

The Common Regulations have several provisions on 
limitation; 

Rule 9(4)(a)(xiii); 

Rule 24(3)(a)(iv); 

Rules 25 to 27

New practice on translation upon request    



The Scope: Basic Mark – IR – Limitation (1)



The Scope (2)

Basic Registration

List of goods and services

18 Leather and imitations of 

leather, and goods made of 

these materials and not included 

in other classes; animal skins, 

hides; trunks and travelling 

bags; umbrellas and parasols; 

walking sticks; whips, harness 

and saddlery.

25 Clothing; footwear; headgear.  

28 Games and playthings; 

gymnastic and sporting articles 

not included in other classes; 

decorations for Christmas trees.

International Registration

List of goods and services

18 Bags (included in this class), 

briefcases, shopping bags 

school satchels, pack sacks, 

namely, sports packs and 

rucksacks; athletic bags.  

25 Stockings, socks, fine-

stockings, tights, hosiery; 

clothing; footwear; headgear.  

28 Gymnastic and sporting 

articles (included in this class). 

Limitation: United States of 

America

List limited to:

25 Clothing, namely, stockings, 

fine-stockings, pantyhose, 

socks, tights, hosiery; 

sportswear, namely suits, shorts, 

pants, shirts, gloves, jerseys, 

jackets, coats, sweaters, 

pullovers, warm-up suits, jump 

suits, swimwear, rain suits, ski 

suits, sport sleeves; footwear; 

headgear, namely, hats, caps, hat 

scarves; skin suits made of 

compression material, namely, 

garments covering torso from 

shoulders to tights to be worn 

when participating in triathlons; 

compression trousers for 

athletic use; compression socks 

for athletic use; compression 

stockings for athletic use.  

Limitation: Japan

List limited to:

18 Bags or the like made of 

leather and imitation leather

25 Clothing, footwear, headgear; 

ties and scarves; gloves as 

clothing and belts as clothing; 

all the above goods are of Italy 

origin. 



Statistics: Number of Limitations in 2012

In 2012, 9.87% of the international applications and 20.25% 

of the subsequent designations included a request for 

limitation

2012
Number of 

Requests

Number of 

Limitations
%

International Application 41,954 4,141 9.87%

Subsequent designation 14,283 2,892 20.25%

Limitation (MM6) 5,463 5,463 100%

Total requests 56,237 7,033 12.51%



Statistics 2000 – 2012

2000 2001 2002 2003 2004 2005 2006 2007 2008 2009 2010 2011 2012

Applications With Lim. 497 653 788 850 1,294 2,513 3,035 3,597 3,680 3,148 3,436 3,980 4,141

Sub. Design. With Lim. 406 572 554 939 1,384 1,365 1,588 1,755 1,853 1,904 1,592 2,248 2,892

Limitations 808 1,076 1,080 1,740 1,856 1,777 2,033 2,301 3,019 4,379 2,948 3,533 5,463
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• This international 

registration contained 4 

different limitations for 

China, Russian 

Federation, Singapore, the 

European Union, Japan 

and the United States of 

America

• A total of 82 pages of  

continuation sheet in item 

10 (goods and services) of 

MM3



Limitations of the list of 

goods and services: China, 

Russian Federation, 

Singapore

List limited to:

3  Bleaching preparations 

(laundry); 5



Limitations of the list of 

goods and services: 

European Union

List limited to:

35  The bringing together, 

for the benefit for others, of 

soaps, 5



Limitations of the list of 

goods and services: Japan

List limited to:

3 Anti-static preparations 

for household purposes; 5



Limitations of the list of 

goods and services: United 

States

List limited to:

3 Bleaching preparations 

for laundry and household 

use; 5



42 pages total







Limitation in International Application (1)

Rule 9(5)(d) “The international application shall contain a 

declaration by the Office of origin certifying< (vi) that the 

goods and services indicated in the international application 

are covered by the list of goods and services appearing in 

the basic list or basic registration, as the case may be”

Is the limitation part of the certification procedure?

What should be the role of the Office of origin (OO)?

Or is the responsibility with the applicant; he may have his 

reasons for why he wishes a particular limitation for specific 

designated Contracting Parties (DCPs)?  



Limitation in International Application (2)

What should be the role of the International Bureau?

How extensive should the examination be by the 

International Bureau?

Rules 9(4)(a)(xiii), 12 and 13

The role of the Office of a designated Contracting Party?

Determining the scope of protection

Rules 16 to 18 apply



Limitation in Subsequent Designation

Rule 24(3)(a)(iv): where the subsequent designation is for 

only part of the goods and services listed in the 

international registration concerned, those goods and 

services need to be indicated in the form MM4

“Simultaneous limitations”: different limitations for different 

designated Contracting Parties may be presented in the 

same MM4 form



MM4: Who should do what?

MM4 may be sent directly to the IB, meaning it is not 

mandatory to send it through the intermediary of the OO

Who should be responsible for a “proper” limitation in MM4?

The holder - he may have his reasons for a particular 

wording

The OO may not even see the MM4

Examination by the IB? 

Office of the designated Contracting Party who will need 

to determine scope of protection

Where is value added in this process?



The Role of the IB (MM4)

Legal basis is in Rule 24

No reference to Rules 12 and 13

Regarding examination, the IB is considering 

Only checking to establish whether the class numbers in 

fact correspond to the numbers listed in the main list

Issue irregularity-notices where the class numbers are 

missing or do not correspond, or where the formal 

requirements are not met

Not examining as to whether the indications in the list 

represent a restriction or an extension, or examine the 

linguistic correctness or the classification of the 

indications



The Role of the Office of DCP (MM4)

The Office of the designated Contracting Party (DCP) will 

examine the international registration in accordance with its 

national or regional legislation and may use available 

mechanisms

The DCP will determine the scope of protection of the 

international registration in its territory

The DCP may refuse protection of the mark if the limitation 

is exceeding the scope of protection as listed in the main list

Rules 16 to 18 apply



Request for Recording of Limitation (MM6)

Rules 25 to 27

Rule 25(1)(a)(ii): “< a limitation of the list of goods and 

services in respect of all or some of the designated 

Contracting Parties”

The limitation must be presented on the MM6 form

MM6 form may be presented to the IB directly by the 

holder or by the Office of the CP of the holder

One single form may be used to request the recording of 

one limitation for several IRs, provided that the holder is 

the same and the same limitation applies to all designated 

CPs or to the same designated CPs for each of the IRs 

concerned



MM6: Who should do what?

Who should be responsible for a “proper” limitation in MM6?

The holder – he may have received a proposal for a text 

from a DCP who has issued a refusal

The OO may not even see the MM6

Examination by the IB? Legal basis is in Rules 25 to 27

Office of the DCP who will need to determine scope of 

protection

Where is value added in this process?



Role of the IB (MM6)

Regarding examination, the IB is considering to 

Only checking the formal requirements (Rules 25 and 26)

Only checking to establish whether the class numbers in 
fact correspond to the numbers listed in the main list

Issue irregularity-notices where the class numbers are 
missing or do not correspond, or where the formal 
requirements are not met

Not examining as to whether the indications in the list 
represent a restriction or an extension, or examine the 
linguistic correctness or the classification of the 
indications



Role of the Office of DCP (MM6)

The Office of the designated Contracting Party (DCP) will 

examine the IR in accordance with its national or regional 

legislation

The DCP will determine the scope of protection of the 

international registration in its territory

The DCP may declare that the limitation has no effect 

Rule 27(5): time limit of 18 months

The IB will record such declaration and notify the 
holder/Office



Factors to Consider (1)

Where could the responsibility best be placed – where 

will there be value added to the process?

The applicant/holder?

Should the OO certify the limitation in the international 

application?

Should the IB examine all the limitations and issue 

irregularities?

Should the responsibility be better left with the 

designated CPs as these have mechanism available 

(refusals and declarations that a limitation has no 

effect)?



Factors to Consider (2)

One consistent practice for limitation? 

Should limitation be treated the same in the IB 

regardless of whether it is presented in the international 

application (MM1 to MM3), the subsequent designation 

(MM4) or as a request for recording in an international 

registration (MM6)?

In line with current legal basis or amend the legal basis?


