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ORIGIN

OriGIn, the ORganization for an International Geographical Indications Network, was launched in Geneva on June 11, 2003, by producers of geographical indications from Africa, Asia, Latin and North America, Eastern and Western Europe.  OriGIn is an NGO with headquarters in Geneva (Switzerland) and Secretariat in Alicante (Spain).


Being the first international network of GI producers, OriGIn brings together producers from both developed and developing countries that want to enjoy an efficient GI protection worldwide.  More than 80 organizations of producers, over two million of GI producers are represented within OriGIn.
ORIGIN OBJECTIVES

Conceived as a network for exchanging information among producers of GIs worldwide, OriGIn’s goal is twofold:
· Promote geographical indications both as an instrument of development as well as a means to protecting local knowledge.

· Demand a better protection of geographical indications at the national, regional and international levels, lobbying towards authorities working on the field. 

GEOGRAPHICAL INDICATION:  AN IDEAL TOOL TO PROTECT LOCAL VALUE

It is important to first understand why producers choose the GI route to protect local value, before studying the means to achieve the enforcement of GI protection.  It is a fact:  Millions of producers around the world share a common belief:  a geographical indication is the best tool to protect the property rights on their product’s name. 


Geographical indication is not the only intellectual property right that can be used to protect local and traditional products.  Some countries use trademark
 regimes and/or passing off actions or on the basis of unfair competition and consumer protection acts.  Based on their experience in trying to secure protection of their IP rights, OriGIn members consider that GIs, which are different than trademarks, need to benefit from a different protection system than the one for trademarks.  The trademark system is often ill‑equipped to provide a protection of geographical names which have specific characteristics that allow them to be a unique development tool.


GI protection prevents from the relocation of production:  A geographical indications is by essence rooted in a region and cannot be produced anywhere else.  Such is the case of the genuine Antigua coffee from Guatemala or Basmati rice from the Punjab region.  By contrast, trademarks put the emphasis on the company that produces a specific good.  It does not matter where the goods are actually produced.  For instance, the Coca Cola brand which is owned by the Coca Cola Company. 


GI protection can be conferred to all producers of the area that comply with the standards of production; it is not compulsory to be part of a collective group.  On the contrary, the trademark protection confers an exclusive right to the owner of the trademark or to a collective organization which holds the title of the collective mark for the benefit of all members of a group, excluding however producers that do not belong to that group. 


Geographical indications may be the only form of intellectual property that local communities are likely to own.  A geographical indication is by essence a collective right to all producers of a GI product.  It allows for the protection of existing products, thus respecting the traditional know-how of local communities.


Despite the various differences between trademarks and GIs, some countries use trademarks systems to protect geographical indications.  However, the use of a trademark regime has proved very complicated, costly and not always effective.  The use of a trademark regime to protect a GI name does not provide for a protection as comprehensive as the one offered by a sui generis GI system.  Looking at the experience of GI producers, the following main difficulties can be highlighted:


Most trademark laws, in general, prohibit the registration of a name with a geographical meaning.  Therefore, GI names are often protected via a collective or a certification mark when such legal concepts exist.  When they are not available, GI producers have often been forced to seek a limited protection ‑ for their logo only ‑ via a figurative trademark registration.  In addition, experience shows that some intellectual property offices regularly reject registration requests from producers on the grounds that GI names are:  a simple indication of the place of origin of the goods (i.e. an indication of source), a description of the product, and/or a generic name.
Sui generis GI systems of protection do not face these problems as the GI concept is in essence descriptive of a geographical origin.

In some countries, GI producers are confronted with registered trademarks which contain their GI names.  According to the principle of “first in time, first in right” applicable to trademarks, it is therefore not possible for producers to seek trademark registration of their name as it is already legally owned by another private party.  In such a case, GI producers have only two options.  They can launch proceedings to obtain the cancellation of the registered trademark or they can enter into negotiation with the owner of the trademark in order to buy it.  In both cases, actions launched by GI producers have proved very costly and not always 100% successful!


Some GI names contain more than one term, such as Parmigiano-Reggiano among many others.  Producers of such composed GI names have been exposed to a specific problem when seeking protection of their name in third countries.  Some intellectual property offices accepted to register a certification mark covering the composed GI name.  However, the registration did not always cover the protection of the two individual terms.

In most countries, trademarks are protected if they are registered.  However, for the protection to be effective, the trademark must be used on the market.  Trademarks registration confers a limited protection during 10 years after which renovation, proof of use or justification of non-use are required to allow the registration to remain in force.  Otherwise, the product name might become generic if it is not used for a long time.  In contrary, GI protection gives an indefinite protection despite the use of such product and once they are registered, they will never become generic!


The use of a trademark regime to protect a GI name does not provide for a protection as comprehensive as the one offered by a sui generis GI system.  GI producers must pay attention to the scope of the protection given.  In general, trademark registration does not cover translation, nor does it prevent the use of the name with “de-localisers” (i.e. “Californian Champagne”) or expressions such as “like”, “style”, etc.  By contrast, GI protection covers the name, its translation in any language and the use with expressions like “style”, “type”, “make”, etc.  Such is the case for wines and spirits. 


Despite opposite opinions on this regard, the experience of GI producers shows that it is, in general, more costly to obtain legal protection of GIs via trademark systems than via a sui generis regime.  The costs of registration of trademarks are from 1400 to 2000 euros per trademark class and the like for Community trademark.  In contrary, sui generis systems of GI protection allow for costless registration of their names.


Although a trademark registration provides for an exclusive right on the registered name, GI producers sometimes forget that, in most countries, they must continue to assert their rights.  They need to carry out a regular monitoring of the markets where the trademark is protected.  The cost of surveillance for protecting the trademark is around 2000 €.  By contrast, the cost of market surveillance of GI systems is optional.

According to the trademark system, the respect of the legal rules has to be pushed by the companies that want their name protected, as well as the actions for infringement of collective marks must be initiated by the owner of the mark.  As regards to geographical indications, the State can push for the enforcement of the legislation. 

In conclusion, the experience of many GI producers around the world shows that it is extremely difficult and often very costly for GI producers to protect their GIs via trademark systems, passing off actions or on the basis of unfair competition and consumer protection acts.  The TRIPs Agreement recognizes Geographical Indications as an intellectual property right different from Trademarks.
THE PROTECTION OF GEOGRAPHICAL INDICATIONS AT NATIONAL LEVEL

In countries where there is a sui generis system which provides for the registration of GIs, producers do not encounter major difficulties in protecting their IP rights on their name.  It is much more difficult for GI producers to rely on unfair competition and consumer protection acts, passing off actions or the trademark regime. 


When protection is available via unfair competition and consumer protection acts, the experience shows that producers are forced to spend a considerable amount of money trying to fend off abuses on foreign markets.  It has also been very costly for GI producers to seek protection via passing-off actions.  Experience shows that securing protection in that context is a difficult, expensive and a largely uncertain process.


It is interesting to note that over the past years more and more countries around the world have established sui generis systems for GI protection.  This process in ongoing and will certainly facilitate the protection of GIs around the world.  For instance, the State General Administration of Quality Supervision, Inspection and Quarantine (AQSIQ) of the People’s Republic of China issued in June 7, 2005, the Regulation on Protection of Geographical Indications products.  Ever since, over 600 Chinese GI products have been identified and some of them already registered by the AQSIQ at national level. 


Over 13 countries in Asia (such as Mongolia, North Korea, Thailand or Vietnam among others) have established sui generis protection systems for GIs in the last 5 years.  On the same line, since 2000 over 12 countries from North and Latin America have adopted a sui generis system for GI protection.  Colombia, Venezuela, Cuba or Costa Rica are some of these countries.


In conclusion, there is an important trend toward sui generis GI protection systems around the world.  This demonstrates the fact that countries recognize the need for a specific GI protection system that coexists with trademark regimes. 
THE PROTECTION OF GEOGRAPHICAL INDICATIONS AT THE INTERNATIONAL LEVEL

Originally, Geographical Indications were protected in accordance with national laws developed locally.  As the law was national it was limited in effect to the state territory.  It became quickly apparent, once commerce expanded in the 19th Century, that national protection was not sufficient as products were imitated outside of the country of origin. 


Therefore, international cooperation was required to ensure that GIs were also protected internationally and that there was mutual reciprocity in the level of protection between states. 


OriGIn members consider that the current international legal framework fails to provide an efficient protection for GIs and that it needs to be enhanced. 

Among the international legal framework of protection, we find: 
Bilateral Agreements:  typically concluded between two countries on the basis of reciprocity in order to increase protection of the countries’ respective geographical indications, independent or within a wider trade agreement.  From the point of view of GI producers, unfortunately in most cases, the scope of protection of bilateral agreements remains de minimis (only for wines and spirits).  
Multilateral Agreements:  Among multilateral agreements, the Lisbon Agreement and the TRIPS Agreement have become the most relevant to GI producers.

Lisbon Agreement for the Protection of Appellations of Origin and their International Registration of 31 October 1958:  It establishes that the State which is party to it undertakes to protect appellations of origin that are protected “as such” in the country of origin and registered in the international register administered by WIPO. 


From a GI producers’ point of view, the Lisbon Agreement has a limited interest for two reasons.  First, the agreement has been signed by only 28 countries.  Second, it effectiveness is limited:  only countries that protect appellations of origin can join;  the Agreement does not make exceptions for geographical indications, which have already become generic in some countries;  agreement does not provide with a dispute settlement system to solve conflicts between signatories of the agreement.
In conclusion, the Lisbon Agreement remains therefore more a plurilateral agreement and not a multilateral agreement, with limited effectiveness. 

Agreement on Trade-Related Aspects of Intellectual Property Rights (1994):  OriGIn members consider that it is vital to enhance the protection given to GIs within the TRIPs framework, as it is the most suitable vehicle to improve GI protection at the international level but its level of protection is insufficient.  The TRIPs Agreement provides with a large definition of GIs, effective enforcement measures for IP rights, multilateral dispute settlement and transitional arrangements.  The scope of protection is much wider than any earlier agreement, being applied by all 150 members of the WTO.  In short, the TRIPs Agreement constitutes the most comprehensible multilateral agreement in its field to date, laying down minimum standards of protection for all major rights: geographical indications among them.

In comparison with other TRIPs obligations, the implementation of GI obligations has occurred in the most diverse and uncoordinated manner.  This undermines the general objective of the Agreement, which is to establish a predictable multilateral system of rules and disciplines protecting intellectual property rights and the desire to promote effective and adequate protection.


OriGIn members consider that the TRIPs Agreement is unbalanced as Article 23 of the TRIPs Agreement grants to wines and spirits GIs higher level of protection than to other products. 


While for wines and spirits there is no need to show that public might be mislead or that the use constitutes an act of unfair competition, the protection for all products remains de minimis, corresponding to the GI producer to prove that another name misleads the consumer.

For wines and spirits only, the TRIPs Agreement prohibits the use of a GI name not originating in the place indicated by the GI, even where the true origin is indicated or the GI is used in translations or accompanied by the expression such as “kind”, “type” “style, “imitation” or the like.  This protection is not foreseen for other GI products.  Registration of trademarks for wines and spirits, which contains or consists of a GI is refused, while GI producers of other products cannot prevent these conflicts to happen to their names.

Such discriminatory treatment is not acceptable.  There are no commercial, economic or legal reasons to limit effective GI protection only to wines and spirits or not to provide such protection also to GIs for all other products.  As a matter of fact, it is argued that GIs are an intellectual property right equal to trademarks, designs or patents.  None of these rights discriminate among categories of products in granting effective protection.


Furthermore, the extension of the protection of Article 23 of TRIPs Agreements to all products needs to be accompanied by the establishment of a legally binding multilateral register open to all GI products and applicable by all WTO Members States. 


The level of protection provided by the TRIPs Agreement for food products is far from being sufficient to ensure an adequate protection against abuses of GI names. 

WHERE DO GIs STAND NOW?

The fact is that unfortunately, the benefits of GI protection are often undermined by firms that abuse and free-ride on the reputation of famous local products.  Certain companies do not hesitate to name their products unfairly profiting the well-known name of some GI products.  This conduct not only has devastating effects on producers who work very hard to maintain a high level of quality while preserving the local savoir-faire, but also misleads the consumers as to the origin of the goods.  Moreover, they jeopardize the positive role that GIs play towards local communities.


There are multiple examples of abuses of GI names.  Such is the case of “Rasmati” rice produced in the USA, “Parma Ham” produced in Canada or “Manchego” cheese produced in Argentina.

A committed action to ensure an adequate protection against usurpations becomes not only a concern of producers, but should be an issue to be tackled urgently by all Member States of the WTO.

CONCLUSION:  WHAT ARE PRODUCERS’ EXPECTATIONS/NEEDS?

In November 2001, the declaration of the Fourth WTO Ministerial Conference provided the mandate for negotiations on the future of geographical indications in the context of the Doha Development Round.  The aim of the WTO negotiations is to come up with a genuine Development Agenda. 


OriGIn producers believe that the Doha Round negotiations provide a unique opportunity to increase legal certainty regarding the protection of GIs.  To that end, negotiators should agree on 3 main points:
 AUTONUM  
The protection given by Article 23 of the TRIPs Agreement to Geographical Indications (GI) products, which currently applies only to wines and spirits, should be extended to all GI products:


The protection conferred by Article 22 of the TRIPs Agreement is insufficient, as there is no guarantee against genericity and abuse of a GI name by a trademark.  It mainly protects against consumer deception, corresponding to the GI producer to prove that another name misleads the consumer.  The burden of the proof relies therefore on the GI holder, causing legal uncertainty.  An objective protection for all products should be a reality, providing with legal means to prevent the use of a GI name:  even when true origin is indicated, even in translation and even with expressions such as “like”, “kind”, “style”.  In order to enhance fair trade to all products, it is imperative that all products possessing distinct geographical qualities and attributes are treated equally, through the extension of Article 23 of TRIPs to all products. 

 AUTONUM  
The establishment of a legally binding register for all geographical indications products to all WTO Member States:


OriGIn calls for a multilateral and not a plurilateral register. “One-stop” shop mechanism covering all WTO members would be simpler and cheaper for everyone, providing with better protection of GIs by the producers at a better price. It would facilitate implementation of existing obligations by governments and there would be less confusion among consumers.  The multilateral register should be accessible to all countries in particular developing ones. The proposed register should be more than a simple data base, having legal effects that would allow for the reverse of the burden of the proof. 

 AUTONUM  
The reinforcement of technical assistance to developing countries, to allow them to benefit from the advantages of geographical indications: 

WIPO should provide with legal and technical assistance to ensure en enhancement of GI awareness and GI protection among developing countries.  We need international organizations, such as the WIPO and the WTO to work towards a better protection of GIs. 


OriGIn members strongly believe that concrete progress can be made and must be made at the international level to secure better GI protection.  Indeed, this is one of the only WTO files where there is no North/South division and where progress in the negotiation can bring concrete benefits to both local producers/communities and to consumers.  The future of millions of GI producers around the world depends on their ability to take part in the International trade.  To do so, they need to benefit from a fair and strong legal framework that will ensure a strong protection for all GI products.  This is a prerequisite to allow producers to optimize the reputation of their unique products and OriGIn members expect WTO Members to deliver on the improvement of GI protection.

OriGIn members, especially from developing countries, will welcome WIPO actions in favour to the reinforcement of technical assistance towards the development of their GIs as well as towards the implementation of sui generis GI systems around the world. 


Without strong protection, the future of geographical indications is in jeopardy!


To obtain more information concerning OriGIn, its objectives or its structure, we invite you to visit our website: www.origin-gi.com.  If you are interested in joining or supporting OriGIn, you may contact us by email at:  info@origin-gi.com.  You may also contact Mrs. Ester Olivas Cáceres, the General Secretary of OriGIn:  e-mail:  secretariat@origin‑gi.com / Tel:  +34.96.520.11.33 / Fax:  +34.96.520.14.57
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�	Please note that the term “trademark” covers also collective and certification marks, except when one of these terms is specifically used. 





