\WM.

Ih
"
Mn
Il
Ih

Mllllmx

BUSINESS METHODPATENTS:

A UNITED STATES PERSPECTIVE

Robert L Stoll
Administrator for External Affairs
United States Patent and Trademark Office

19 September 2001



I. Business Vethods Tepics

. 0 Eligibility Requirements fior Inventionsiin
the US,

N\
. 1 Advantages of Vigorous Protection for
I. “BusinessilViethod™ Inventions

1 Administrative'Challenges and the USPT0
|. Response
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I. \Whatis a BusinessiViethod?

. il “BusinessMethod”isia generic term that
as been usedite descrine many tyjpes of
. Process and apparatus Inventions.

I.

( 1 “Business Method* inventions are treated
|. I the'same manner under U.S: lawas any
N otherclaimed invention.

.
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|. Eligibility

. 0 “The Congress Shall have the Power: ... to
promote the progress of science and

. useful arts
' authers anc

Yy Securing forlimited times te
INVENLOKS the exclusive rnghts

'l. tol their res

pectivewrtingsand

discoveries,” ULS, Constitution, Articlel;

W Seoions
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\.
I. Eligibility

. i 35 UIS.C. 101: “any new and useful process,
machine, manufacture; oy composition of
. matter, or any new.and useful improvement

nereot.”
SO
, |

|. 1l There Isino “technical effect” or “technical
contribution” reguirement for patent
. eligibility inithe United States.

N



.
|. Eligibility

. 0 The U.S. Supreme Court has identified three
catzgories of subjectimatier atare oot
. patentable; (1) laws of nature, (2) natural
|. phenemena;, and|(3) abstractideas.

[

|. I Inlorderto e eligiblefor patenting, a
puUSIness methoed Invention must be more
. than amanipulation efianalbstract idea.



\.
I. Eligibility

. et and el Coure ook o hetar
(e claimedinvention asawnole:nasa
. practicaliapplication that preducesia
I. “usetul, concrete and tangibleresult”

[
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\.
I. Eligibility

. | InreAlappat 33 F.3d 1536 (Fed! Cir, 1994)

N\

|. 0 Inventions containing mathematical

|. formulas or algerthms are not
Uunpatentableifthey contain ethenvise

|. patentable subject matter.
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\.
I. Eligibility

. W State Street Bank v, Signature Financial
Group, Ine., (Eed. Cir, 1996)

. 1 Explicitly rejected netionthat a“business
method exception” existedunder U.S; law;

|. 1 Data processing|system is patentable

“\ DECALSE It producesia “useiul; concrete
l. and tangikle result™ anadis therefere not

[ merely.a manipulation of aniabstract idea



I. Patentability under U.S, Law

. 1 Once aniinvention Isiconsidered eliginle for
patent protection; It must then meetvthe
. additienalireguirements for patentanility.

I
( . 0 Three major requirements;
I. 0 Utihity, Nevelty, Non-Okviousness
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|. =lings

. il State Streetconfirmed the patentability of

i
|l D
|l D

the business method claim.

=Y 1998 - 1300 ilings in Class 705
0 EY'1999- 2600 filings InClass 7105

=Y 2000)- 7800f1lings IniClass 7105

. 1 Only: 2.6% efitotal filings in USPTOnn EY 2000



I. Business Methods - History,

. 1| Eirst Patent Statute - 1790

0 Eirst FinanciallPatent granted i 1799 for
. “detecting counterfelt notes™,

|. 0 Thefirst automateaiousIiness data
pProcessing methoedpatentissuedinii8s9
|. for amethodifior tapulating andicompiling
statistical information for BUSINESSES:
.
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I. Advantages ofiProtection

. il U,S, Patent system encourages innovation

0 Increaseininvestmentand develepmentin
. computer-related processes due toe-
I. COMMErCe and the Internet

0 This has led developersiin these emerging
|. areas to Seek patent protection for
deserving inventions
.
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I. Advantages ofiProtection

. 0 ULS, law dees not provide a particular

classification; definition; or any:special

. treatment for npusiness methods®
IRVentions.

\NNH
| I. 1 Torelegate “business methods” to lewer
““NH status would cause desernving Inventions to
I _
gounprotected and INVEStMENL10/.go
N reysardsd

N



I. Advantages ofiProtection

. 1 Concern; Business metnod patents will
. Stifle Innevation and Investment:

I. i Response: Theavailability of patent

I protection/in cutting edge technolc?gy has
. and will continue to facilitate the birthiand
. growth ofientire industries.

N



I. Advantages ofiProtection

. il Patent system is neutral as to fieldlof
endeavoerandis designed to evolve based
. enithe demand for pretection:

NHN\

( . 0 The U.S! patent systemhas respoended to

|. Wave afterwave e neEWinnovations Inever
changingfields.

.
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\.
I. USPTI0.Challenges

.  Criticism: Claims are unduly broad and
. maylack NovElLy ornon-obyiousness

|. 5 Selution; BONOI remove protection from
deserving Inventions; Ut IMprove search
|. and examination.
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USPTOChallenges

o USPIOhas established “Electronic
Information Centers* that provide
examiners in computer-related
technolegies with access to over 200
databases, o Whichover 300icontaln
pUSInESS andifinancial infermation.



\.
I. USPTI0.Challenges

. 1 Business Methods Patent Initiative:

. Expand Current Search Activities - New.

I VMandatory/ Searching.

! . “Second Layer” of Review.

I. Improve_ Industr_y Outreachi- Roundtable _
Piscussion; Business Methods Partnership
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\.
I. USPTI0.Challenges

. 5 37.CFR 1,105 -

N\

|. 0 GIves Patent Examiners the explicit

|. altnority torequestinformation
[easonaply nNecessany toproperly examine

|. the application:
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\.
I. USPTI0.Challenges

. il New Business/Methods Patent Web Page:

. I WWW.USptoe.gev/wen/menu/phmethod
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|. Conclusion

. 0 Patents have heen shewn teibe an
Indispensanle element forinnovation;
. develepment and commercialization,

| i Weishould nethesitate to encourage new.
. areas of innevation:

|. 1 Pretection offemergingfields s crucialin
the age efiinfiermation technolegy.
.
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I. Contact Infermation

. il Robert L Stoll
“““““ (703) 305-9300
. Robert.Stoll@uspte.gov

I
[ . 0 USPTIO
I. WVIW.USPEO.gOV
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