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Work-sharing: Information that can be utilisedg

• Citations
• Document categories e g X Y A

• Search reports 
Document categories e.g. X, Y, A

• Relevant passages of citations
• Claims for which documents are cited
• Classification information

Written opinions / Grants /

Classification information

• Patentability objections e.g. novelty, 
inventive step clarity unity• Written opinions / Grants / 

Refusals / Oral Proceedings
inventive step, clarity, unity

• Interpretation of cited documents

• Documents with related 
subject-matter

• Relevant cited and citing documents
• Top-up search before grant

• Search strategies 
if il bl

• Elaborate and complement search 
queries
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- if available queries



OverviewOverview

• European Procedure

• European Search Procedure• European Search Procedure 

• European Examination Procedure
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The European procedure

Search OppositionPublication Examination GrantFiling

Refusal Appeal

Within the legal framework defined by the European Patent Convention
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Overview of the Search ProcedureOverview of the Search Procedure

Filing

Examination on Filing and on Formal requirements

1st Examiner appointed (provisional ex. div. appointed)

A2 Publication (no SR)Search (SR) / Opinion (ESOP)

Search (SR) / Opinion (ESOP)A1 Publication (SR)

A3 Publication (SR)
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Request for Examination

Overview of the Examination Procedure

Request for Examination

Examining Division appointed

Examining Division Applicant (Attorney)

Intention to Grant

Decision to Refuse
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R 61 62The European Patent Convention R. 61, 62
SR, ESOP

A ti l 92

A. 82
Unity

R. 42
Description

Article 92
SearchA. 83

Disclosure
R. 43

ClaimsDisclosure

A. 84

Claims

A. 123
Article 94(1)
Examination

Clarity Amendments

Art. 52Art. 52

A 54 A 56 A 57
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A. 54
Novelty

A. 56
Inv. step

A. 57
Industrial Application

OverviewOverview

• European Procedure

• European Search Procedure• European Search Procedure

• European Examination Procedure
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The Search Report

• Rule 61 EPC : Content of the European search report
(1) The European search report shall mention those 
documents [ ] which may be taken into consideration indocuments, [...] which may be taken into consideration in 
deciding whether the invention [...] is new and involves an 
inventive step.

• Rule 43.5 PCT : Citations
(a) The international search report shall contain the citations of 
the documents considered to be relevant.

• Additionally, the Search Report in EP and PCT contain 
information about the classification, the fields searched, etc.
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State of the Art

Everything made available to the public by means of ...

written description

by use

State of
the art

y

the art

oral description
...before the 

or in any other way

filing date or 
the priority 
date of the
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date of  the 
application



The Search Report

Application number

The Search Report

International Patent Classification

Category X Y A etcCategory X, Y, A, etc.

Relevant to Claim ...

Cited documents

Technical Fields Searched

Place of Search

Date of Completion of the Search

Examiner
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Categories of Citationsg

• X - particularly relevant if taken alone

Objection: Lack of novelty or lack of inventive step with one documentObjection: Lack of novelty or lack of inventive step with one document

• Y - particularly relevant if combined with another Y-document

Objection: Lack of inventive step by combination of two (or more) 
d t l i idocuments, always in pairs

• A - Technological background, no objection of lack of novelty or inv. step

• O - Non-written (e.g. oral) disclosure( g )

• P - intermediate document, published after priority date but before filing 
date of the application; used in combination with X, Y, A (e.g. XP)

• T - Theory or principle underlying the inventionT Theory or principle underlying the invention

• E - Earlier patent document, but published on, or after the filing date

• D - cited in the application

i d f h• L - cited for other reasons
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The Search Opinion

• Rule 62 EPC :Extended European Search Report (EESR)• Rule 62 EPC :Extended European Search Report (EESR)  

(1) The European search report shall be accompanied by an 
opinion on whether the application and the invention to which it 
relates seem to meet the requirements of this Convention [ ]relates seem to meet the requirements of this Convention [...].

• Rule 43bis.1 PCT : Written Opinion (WO-ISA)

(a) [...] the International Searching Authority shall [...] establish a 
written opinion as to:  

(i) whether the claimed invention appears to be novel, to ( ) pp ,
involve an inventive step, [...] and to be industrially 
applicable;

(ii) whether the international application complies with the(ii) whether the international application complies with the 
requirements of the Treaty and these Regulations [...].
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A reasoned statement provides better insight than a citation



European Search Opinion- Examplep p p

Application Number

Application documents versionpp

Cited documents

Objections

Kuala Lumpur - WIPO Workshop

European Patent Register

PCT - WOISA - Examplep
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European Patent Register



OverviewOverview

• European Procedure

• European Search Procedure• European Search Procedure

• European Examination Procedure
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The Examination Process

• Start of Examination Process when objections apply: Amendments by 
applicant or issue of a communication by the examining division

The Examination Process

applicant or issue of a communication by the examining division

• Most of the Communications in Examination usually follow a structure:

- Prior Art

- Unallowable Amendments 

- Clarity issues Insufficiency of DisclosureClarity issues, Insufficiency of Disclosure

- Assessment of Novelty and Inventive Step

- Formal Comments: reference signs, acknowledgement of prior art

• A Communication shall contain all the grounds hindering the grant of a 
Patent (Rule 71(2) EPC)

• Grounds may be supported by references to the Case Law
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The Examination Process

...and looks like this...and looks like this
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The Examination Process

...or like this...or like this
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Refusal

• The Examining Division can not find any subject-matter that could be 
granted (or if the applicant does not amend the application accordingly)

• The Applicant always has the right to be heard

O ( )• He can request Oral Proceedings (as well as the Examining Division)

• If at least two members of the Examining Division agree,g g

the application is refused
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Oral Proceedingsg

Oral Proceedings may be held at request of the applicant or 

at the examining division's discretion

• In the Summons to oral 
proceedings a detailedproceedings a detailed 
explanation of the outstanding 
objections is given

• Minutes of the oral 
proceedings are provided and 
contain essentials of the 
objections, arguments, etc.
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European Patent Register



The Right to be heardg

• Art. 113 (1) EPC

"The decisions of the European Patent Office may only be based onThe decisions of the European Patent Office may only be based on 
grounds or evidence on which the parties concerned have had an 
opportunity to present their comments."

• General principle: the applicant should not be surprised by objections 
used in refusals.

• Always allow the applicant to comment on objections either in writing 
or orally (telephone, oral proceedings)

• Often further communications include replies to arguments presented 
by the applicantby e app ca
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Refusal - structure and argumentsg

• Summary of facts and submissions

• Reasons for the decisionReasons for the decision

• Reply to arguments by applicant

• Refusals may be a good source for arguments etc detailed
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• Refusals may be a good source for arguments etc. - detailed 
reasoning



Grant

• The Examining Division can find subject-matter that could be granted

• The Examining Division may help the Applicant by making suitable• The Examining Division may help the Applicant by making suitable 
suggestions, but the Applicant is responsible for them

f f• If at least two members of the Examining Division agree,

the application is granted

• The application is informed of the text with which the examining 
division intends to grant (Rule 71(3) EPC)
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Suggestions to the applicantgg pp

• Even though it is not the responsibility of the examiner or examining 
division many applicants appreciate suggestions to patentable subject-division, many applicants appreciate suggestions to patentable subject
matter

• Suggestions often help to speed up the procedure

• Suggestions can be made by:• Suggestions can be made by:

– Writing a communication (e.g. in combination with objections to 
pending claims)

– Telephone Conversation

– Personal interview

– Oral Proceedings or Summons thereto g

• Examples of suggestions:

– Invite the applicant to include a feature of a dependent claim into 
the independent claimthe independent claim

– Invite the applicant to claim a certain embodiment

– Clarifications
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– Formulate allowable claims



Suggestions to the applicant - by telephone

SuggestionSuggestion
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The End

• Thank You very much for your attention

Questions ?
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Contact: swolf@epo.org


