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 AUTONUM  
The Lisbon Agreement for the Protection of Appellations of Origin and Their International Registration entered into force on September 25, 1966, and is administered by the International Bureau of WIPO, which keeps the International Register of Appellations of Origin and publishes a bulletin entitled “Appellations of Origin”.  Of the 882 appellations of origin recorded in the International Register, 808 are currently in force.

 AUTONUM  
Although the number of member States is still relatively modest (26), a renewed interest in the Agreement can be witnessed with 10 new accessions in recent years.  

Membership of the Lisbon Agreement
	State
	Accession to the Agreement
	Latest Act of the Agreement to which the State is party 

	
	
	
	

	Algeria

	July 5, 1972
	Stockholm:
	October 31, 1973

	Bulgaria

	August 12, 1975
	Stockholm:
	August 12, 1975

	Burkina Faso

	September 2, 1975
	Stockholm:
	September 2, 1975

	Congo

	November 16, 1977
	Stockholm:
	November 16, 1977

	Costa Rica

	July 30, 1997
	Stockholm:
	July 30, 1997

	Cuba

	September 25, 1966
	Stockholm:
	April 8, 1975

	Czech Republic

	January 1, 1993
	Stockholm:
	January 1, 1993

	Democratic People’s Rep. of Korea
	January 4, 2005
	Stockholm:
	January 4, 2005

	France


	September 25, 1966
	Stockholm:
	August 12, 1975

	Gabon

	June 10, 1975
	Stockholm:
	June 10, 1975

	Georgia…………………………...
	June 23, 2004
	Stockholm:
	June 23, 2004

	Haiti

	September 25, 1966
	Lisbon:
	September 25, 1966

	Hungary

	March 23, 1967
	Stockholm:
	October 31, 1973

	Iran (Islamic Republic of)………..
	March 9, 2006
	Stockholm:
	March 9, 2006

	Israel

	September 25, 1966
	Stockholm:
	October 31, 1973

	Italy

	December 29, 1968
	Stockholm:
	April 24, 1977

	Mexico

	September 25, 1966
	Stockholm:
	January 26, 2001

	Moldova

	April 5, 2001
	Stockholm:
	April 5, 2001

	Montenegro………………………
	June 3, 2006
	Stockholm:
	June 3, 2006

	Nicaragua…………………………
	June 15, 2006
	Stockholm:
	June 15, 2006

	Peru………………………………
	May 16, 2005
	Stockholm:
	May 16, 2005

	Portugal

	September 25, 1966
	Stockholm:
	April 17, 1991

	Serbia

	June 1, 1999
	Stockholm:
	June 1, 1999

	Slovakia

	January 1, 1993
	Stockholm:
	January 1, 1993

	Togo

	April 30, 1975
	Stockholm:
	April 30, 1975

	Tunisia

	October 31, 1973
	Stockholm:
	October 31, 1973

	
	
	
	

	(Total: 26 States)
	
	
	

	
	
	
	


Objective of the Agreement

 AUTONUM  
In many countries, unfair competition or consumer protection laws contain general provisions dealing with the misappropriation of indications serving to designate products that originate in a geographical area.  In addition, many countries have also put in place special systems aimed at providing the necessary transparency about those geographical indications that deserve special protection because of the specific geographically-determined qualifications of the products in question, which make these products unique.  Securing protection for such geographical indications in other countries has, however, been complicated due to differences in approach as to whether protection was justified or what kind of protection was appropriate, and due to the difficulty to reconcile these differences given their historical, economic or commercial context.

 AUTONUM  
The Lisbon Agreement was concluded in response to the need for an international system that would facilitate the protection of a special category of such geographical indications, i.e. appellations of origin, in countries other than their country of origin.  According to the Agreement, country of origin means: 


“the country whose name, or the country in which is situated the region or locality 
whose name, constitutes the appellation of origin that has given the product its 

reputation” (Article 2(2) of the Agreement).  

The Lisbon Agreement provides for the registration of appellations of origin, which are recognized and protected in their country of origin, in order to obtain their protection in countries of the Lisbon Union other than the country of origin under the terms of the Agreement (Article 1(2) of the Agreement).  These countries have the obligation to ensure this protection once registration is effected at the International Bureau of WIPO (Article 7(1) of the Agreement).  The Agreement does not limit its application to certain categories of products:  in other words, provided that a product has the necessary elements qualifying it as an appellation of origin in accordance with the terms of the Agreement, protection under the Agreement can be obtained, irrespective of whether it is an agricultural product or foodstuff, an industrial product, or whatever other kind of product.  The notion of appellation of origin is defined as follows:


“the geographical denomination of a country, region or locality, which serves to designate a product originating therein, the quality/characteristics of which are due exclusively or essentially to the geographical environment, including natural and human factors”  (Article 2(1) of the Agreement).

 AUTONUM  
Two elements embedded in Articles 1 and 2 of the Lisbon Agreement need to be underlined from the outset, namely:

(i) First, the reference to the “geographical environment” – to which the product to which the product designated by the appellation of origin owes its quality or characteristics – means that there must be a qualitative connection between the product and the place in which the product originates.  This requirement is confirmed by the interrelationship between the two definitions mentioned above:  indeed, the definition of country of origin requires that the product must have a reputation and that it is the appellation of origin which has given that reputation to the product; and the definition of appellation of origin 

requires that the quality/characteristics of the product in question be due to the geographical environment of the area whose denomination constitutes the appellation of origin. 

(ii) Second, there is also an interrelationship between the condition that applies under Article 1(2), that the appellation of origin must be recognized in the country of origin, and the requirement under Article 2(2), that the product must have a reputation that it owes to its appellation of origin.  Once reputation is established, the basis for the required recognition of the appellation of origin can be considered achieved.  Formal recognition by the country of origin will fulfill the second requirement of Article 1(2), i.e. that it actually protects the appellation of origin.  

Recognition and Protection in the Country of Origin

 AUTONUM  
The condition that applies under Article 1(2) of the Lisbon Agreement, that the appellation of origin registered under the Agreement must be recognized and protected in the country of origin as an appellation origin, means – in view of the definition of Article 2(1) of the Agreement – that the geographical denomination that constitutes the appellation of origin must be a geographical denomination that is protected in the country of origin as the denomination of a geographical area (country, region or locality) recognized as serving to designate a product that originates therein and has specific geographically-determined qualifications – in accordance with that definition – which make the product unique (i.e. in the sense that other products, originating outside the geographical area of which the denomination constitutes the appellation of origin, cannot have these qualifications) .  

 AUTONUM  
A country of the Lisbon Union that wishes to register an appellation of origin under the Agreement, of which it is the country of origin, is free to determine the means by which it formally recognizes – and thereby protects – such an appellation of origin, within its own legal system and practice.  As illustrated by Rule 5 of the Lisbon Regulations, such protection may have been established through legislative provisions, through administrative provisions or through a judicial decision.  The provision in question does not specify the type of law under which protection should be available.  Neither does it require protection in the country of origin to be subject to registration.  

 AUTONUM  
Obviously, before a specific appellation of origin can be validly submitted for registration under the Lisbon Agreement, the country of origin must have determined somehow that the appellation of origin in question is in fact protected as an appellation of origin meeting the definition of Article 2(1) of the Agreement.  However, the Agreement does not require that this protection be necessarily based on a sui generis law for the protection of appellations of origin.  All that matters is that the geographical denomination in question is actually protected as the denomination of a geographical area recognized as serving to designate a product that originates therein and meets the qualifications stipulated in Article 2(1) of the Agreement.

 AUTONUM  
Similar flexibility applies with regard to the basis for the recognition of the appellation of origin.  As explained above, once reputation is established, the basis for the required recognition of the appellation of origin can be considered achieved.  Formal recognition by 
the country of origin will fulfill the second requirement of Article 1(2) that it protects the appellation of origin.  The means by which formalization of this recognition takes place is for the country of origin to decide.

Definition of Appellation of Origin

 AUTONUM  
As mentioned in paragraph 4 above, Article 2(1) of the Lisbon Agreement defines an appellation of origin as the geographical denomination of a country, region or locality which serves to designate a product originating therein, the quality/characteristics of which are due exclusively or essentially to the geographical environment, including natural and human factors.

 AUTONUM  
Three elements should be noted in this definition:

(a) 
First, the requirement that the appellation of origin should be the geographical denomination of a country, region or locality means that the appellation is to consist of a denomination recognized as relating to a geographical entity in the country of origin – this would appear to entail not only the situation that the appellation of origin consists of the geographical name of the area itself, but also the situation that the geographical name is contained in the appellation of origin, i.e. that it is part of the appellation of origin (e.g., in the appellation of origin “Olives de Nyons”, the geographical name “Nyons” alone does not serve to designate the olives in question) or is incorporated in adjectival form in the appellation of origin (e.g., in “Scotch whisky”, the geographical name “Scotland” does not appear as such).


(b) 
Secondly, the requirement that the appellation of origin must serve to designate a product originating in the country, region or locality concerned means that, in addition to being the denomination of a place, the geographical denomination in question is to identify a product originating in that place – analogous to how a trademark identifies certain goods or services as those produced or provided by a specific person or enterprise (“principle of speciality”).


(c) 
The third requirement concerns the quality/characteristics of the product to which the appellation of origin relates, which must be due exclusively or essentially to the geographical environment of the place where the product originates.  As mentioned in paragraph 4 above, there is to be a qualitative connection between the product and the place in which the product originates.  The geographical environment is determined, on the one hand, by a set of natural factors (such as soil and climate) and, on the other hand, by a set of human factors (for instance, the traditional method of production or manufacture used by the producers or craftsmen of the locality).

Content of Protection

 AUTONUM  
Similar to the Madrid and Hague systems, the Lisbon system facilitates the registration of industrial property rights at the international level on the basis of provisions laying down the procedural rules governing the international registration procedure.  However, the Lisbon Agreement lays down in a different manner than Madrid and Hague the scope of protection to be accorded to international registrations by other Lisbon countries than the country of origin.  Indeed, the Agreement does not contain provisions to the effect that protection of an appellation of origin, that is the subject of an international registration, shall be the same as if the appellation of origin had been filed/registered in those countries.  Instead, it stipulates the minimum scope of the protection that the member States are to accord to appellations of origin registered under the Agreement.  

 AUTONUM  
Thus, the Agreement specifies that protection is to be ensured against any usurpation or imitation, even if the true origin of the product is stated or if the appellation is used in translated form or accompanied by terms such as “kind”, “type”, “make”, “imitation” or the like (Article 3 of the Agreement).  An additional provision aims to confirm any protection that might already exist in a member country in respect of appellations of origin by virtue of other international instruments or by virtue of national legislation or court decisions (Article 4 of the Agreement).  As regards such international instruments, the provision in question explicitly mentions the Paris Convention – in particular Article 10bis, according to the records of the Diplomatic Conference in 1958, which adopted the Lisbon Agreement – and the Madrid Agreement for the Repression of False or Deceptive Indications of Source of Goods.  However, the provision is not exhaustive in this respect and also applies to other international instruments, for example, the TRIPS Agreement or bilateral agreements.

 AUTONUM  
As regards the scope of this protection, the records of the Diplomatic Conference in 1958, which adopted the Lisbon Agreement, circumscribe at various places the protection to be ensured as protection aimed at proper use of appellations of origin in respect of genuine products identified by the geographical denomination in question (see paragraph 11(b) above) as well as against misappropriation of their reputation.  Products identified by appellations of origin under the Agreement must have specific geographically-determined qualifications which make these products unique (as mentioned in paragraph 6 above).  Consequently, the protection under Article 3 of the Agreement against any usurpation – i.e. unlawful appropriation – relates to any product of the same kind that does not originate in the defined area as well as any such product that, although originating in that area, has not been produced in accordance with the requirements for their production.  

 AUTONUM  
As to the question whether protection under the Agreement also has to be provided against use of the appellation of origin in respect of products of a similar – or even dissimilar – kind, both Article 3 and Article 4 of the Agreement are relevant.  Use in respect of such products could, in certain circumstances, be misleading or constitute an act of unfair competition under Article 10bis of the Paris Convention – and thus provide a basis for the application of provisions implementing Article 4 of the Agreement.  However, such use could also qualify as “unlawful appropriation” – i.e. usurpation under Article 3 –, including the misappropriation of the reputation that the appellation of origin may have in a Lisbon country other than the country of origin.  

 AUTONUM  
While an appellation of origin must have a reputation in its country of origin in order to be protected under the Lisbon Agreement following its recording in the International Register, it may not (yet) have such a reputation in another Lisbon country.  Nevertheless, their protection in other Lisbon countries on the basis of provisions implementing Article 3 of the Agreement should be ensured against use in respect of other products of the same kind.  However, protection against use in respect of other products that are not of the same kind on the basis of provisions implementing either Article 3 or Article 4 may depend on whether reputation has been acquired in such another Lisbon country.  

 AUTONUM  
The member countries are under the obligation to provide a means of defense against any usurpation or imitation of an appellation of origin in their territory.  The necessary action has to be taken before the competent authorities of each of the countries of the Union in which the appellation is protected, according to the procedural rules laid down in the national legislation of those countries.  

Effects of Registration

 AUTONUM  
Subject to refusal or invalidation (see below), an appellation of origin which has been the subject of an international registration is to be ensured protection from the date of the international registration in each contracting country which has not issued a refusal.  However, a contracting country may declare that protection is ensured in that country from a different date, which may not be later than the date of expiry of the one-year refusal period.

 AUTONUM  
The international registration of an appellation of origin assures it of protection, without any need for renewal, for as long as the appellation of origin is protected in its country of origin.

 AUTONUM  
However, the competent authorities of the member countries that have received notice of the registration of an appellation of origin have the right to refuse to protect it in their territory.  Such a refusal of protection has to be the subject of a declaration to that effect, which has to meet two basic requirements:

· The first is a time requirement:  the refusal has to be notified to the International Bureau within a period of one year from the date of receipt by that country of the notice of registration.  

· The second is a requirement regarding content:  the declaration of refusal has to specify the grounds for refusal.  For instance, a country may refuse to protect an appellation of origin because it considers that the appellation of origin:

· has a generic character in its territory in relation to the product to which it refers;  or

· is not in conformity with the definition of an appellation of origin under the Lisbon Agreement;  or 

· conflicts with a trademark or other right already protected in the country concerned.  

 AUTONUM  
If no declaration of refusal is submitted but the effects of an international registration are, subsequently, invalidated in a contracting country and the invalidation is no longer subject to appeal, the competent authority of the country concerned is to notify the International Bureau accordingly.  Following such a notification, the International Bureau enters the invalidation in the International Register and sends a copy of the notification to the competent authority of the country of origin.  

 AUTONUM  
If the registration of an appellation has not been refused by a country, it cannot deem that appellation to have become generic subsequently, as long as it is protected in the country of origin (Article 6 of the Agreement).  As indicated in the records of the Diplomatic Conference in 1958, which adopted the Lisbon Agreement, exceptions to this general rule may apply, in particular in cases of acquiescence, i.e. if the exclusive right to use the appellation of origin has not been enforced vis-à-vis certain persons, who are using the appellation of origin in respect of products that do not meet the specific geographically-determined qualifications linked to the appellation of origin.  
Procedure for the Registration of an Appellation of Origin

 AUTONUM  
When a geographical denomination is recognized in the country of origin as the denomination of a geographical area (country, region or locality) serving to designate a product that originates therein and meets certain specific geographically-determined qualifications, in accordance with the definition of Article 2(1) of the Lisbon Agreement, and is protected in that country as described above, it is possible to seek its registration at the International Bureau of WIPO.  

 AUTONUM  
The application for registration has to be filed by the competent authority of the country of origin.  Registration is effected in the name of the natural persons or legal entities, public or private, having, according to their national legislation, the right to use the appellation in the country of origin.  As well as the appellation in question and the name(s) of the holder(s) of the right to use the appellation, the application must indicate the product to which the appellation applies as well as the area of production of the product and an indication of the legal basis for the protection in the country of origin.

 AUTONUM  
The application has to be filed in English, French or Spanish and be accompanied by the registration fee (500 Swiss francs).  The International Bureau does not carry out a substantive examination of the application for registration, but it does undertake an examination as to form.  If the application contains a defect of form, a period of three months is allowed for the defect to be remedied.  If the application meets all the requirements as to form, the International Bureau records the appellation of origin in the International Register of Appellations of Origin and notifies the registration to the national authorities of the countries of the Lisbon Union.  The registration is also published in the Bulletin.

 AUTONUM  
The international registration bears the date on which the international application was received by the International Bureau, except where any of the following particulars is missing:  the country of origin; the holders of the right to use the appellation of origin; the appellation of origin for which registration is sought, and the product to which the appellation applies.  In this case, the international registration bears the date on which the last of the missing elements was received by the International Bureau.

Refusal Procedures

 AUTONUM  
The competent authorities of the member countries that have received notice of the registration of an appellation of origin have the right to refuse to protect it in their territory.  As indicated in paragraph 20 above, the declaration of refusal of protection has to meet two basic requirements, namely a time requirement – the refusal has to be notified to the 
International Bureau within a period of one year from the date of receipt by that country of the notice of registration – and a requirement regarding content – the declaration of refusal has to specify the grounds for refusal.  

 AUTONUM  
In this regard, the records of the Diplomatic Conference in 1958, which adopted the Lisbon Agreement, confirm that such a refusal can be based on any factual or legal situation (in the authentic French text, “toute situation de fait ou de droit”) and mention as examples the existence of a geographical homonym and a denomination that has become generic.  They also explain that the grounds for refusal constitute a basis for discussions between the country of origin and the refusing country for the purpose of arriving at an agreement and that the outcome of such discussions, apart from withdrawal of the refusal or maintenance thereof, could be anything in between.  In practice, such discussions have taken place in respect of many Lisbon registrations and have, notably in recent years, resulted in partial refusals and partial or total withdrawals of refusals.  

 AUTONUM  
In the case of the appellation of origin “Pisco” of Peru, as recorded in the International Register, partial refusals have been recorded in the International Register following declarations of partial refusal received from a number of Lisbon countries, based on the protection existing in their territory for the homonymous appellation of origin “Pisco” of Chile.  The effect of these partial refusals is that the Peruvian appellation of origin is protected in these other Lisbon countries, with the sole exception that this protection cannot be invoked to prevent the use of the Chilean appellation of origin “Pisco”.  Through this form of partial refusal, a Lisbon country can effectively establish the basis for coexistence of homonymous appellations of origin.

 AUTONUM  
Such partial refusals, limiting the scope of protection of the appellation of origin, could also be considered in respect of other situations, for example translations of the appellation of origin forming part of the international registration; another example could be the use of the geographical denomination constituting the appellation of origin in respect of dissimilar products.

 AUTONUM  
When the International Bureau receives a declaration of refusal within the prescribed period and finds it in conformity with the formalities under the Agreement and its Regulations, it enters the declaration in the International Register; notifies it to the competent authority of the country of origin; and publishes it in the Bulletin.  The competent authority of the country of origin communicates it in turn to the parties concerned, who may avail themselves of the same administrative and legal remedies against the refusal as nationals of the country that pronounced the refusal.
Prior Users

 AUTONUM  
A member country that does not refuse protection to an appellation of origin that was being used by a third party on its territory prior to the date of notification of the international registration has the option of allowing that third party a period not exceeding two years within which to terminate such use (Article 5(6) of the Agreement).

 AUTONUM  
As indicated in the records of the Diplomatic Conference in 1958, which adopted the Lisbon Agreement, these provisions were necessary to limit the harshness of the effects that an international registration might have in a given country which, despite the existence of such prior users, would decide not to submit a declaration of refusal.  

 AUTONUM  
In that case, the competent authority of the country in question has to inform the International Bureau accordingly within the three months following the expiry of the period of one year provided for the refusal of protection.  This time-limit is calculated from the expiry of the refusal period, as from that moment on no refusal can be validly submitted anymore.  It also means that, in case a refusal has been submitted, the provisions in question are no longer applicable.  In other words, an agreement concluded between the country of origin and the refusing country as a result of discussions as referred to in paragraph 28 above could incorporate a transitional period of any duration and would not be subject to Article 5(6) of the Agreement.  By the same token, it could be argued that such an agreement could also incorporate the transformation of the refusal into a partial refusal of the kind referred to in paragraphs 29 and 30 above.

Cancellation and Amendment of Registration

 AUTONUM  
The international registration of an appellation of origin may be cancelled at any time at the request of the competent authority of the country of origin.  That authority may likewise renounce protection in one or more countries party to the Lisbon Agreement, either in the actual application for registration or in a request filed later.  The competent authority of the country of origin may also request the entry in the International Register of one or more of the following:  a change in the holder of the right to use the appellation of origin, a modification to the names or addresses of the holders of the right to use the appellation of origin, a modification to the limits of the area of production of the product to which the appellation of origin applies, a modification relating to the titles and dates of legislative or administrative provisions or of court decisions recognizing protection in the country of origin and a modification relating to the country of origin that does not affect the area of production of the product to which the appellation of origin applies.  On the other hand, the appellation of origin itself and the product to which it relates may not be amended in the International Register; if these have changed, it will be necessary to file a new application for international registration.
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� Including all Overseas Departments and Territories.








