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PAT E N T  F E AT U R E S
What is a patent? A property right

• Nature of the property right?

• Negative right to exclude  others from making, 

using, selling, or offering to sell invention; 

• Territorial:  must obtain patent in every country 

where protection is desired

• Personal property: can be bought, sold, licensed, 

bequeathed, etc.

• Limited term: ~20 years
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N O  G L O B A L  PAT E N T

Patent rights 
are territorial 

(must be 
obtained and 
enforced in 

each 
country/region)

Rules vary by country

International treaties 
facilitate multi-country 

filings
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T Y P E S  O F  PAT E N T S
( N O T  A V A I L A B L E  I N  A L L  C O U N T R I E S )

Utility/Invention 
Patents (longest 

term):

• For machines, 
processes, articles 
of manufacture or 
compositions

Design 
Patents/Industrial 

Design Rights:

• For ornamental or 
aesthetically 
pleasing designs 

Utility Models (not 
U.S.):

• Relating to form or 
structure of a 
product 

Plant Patents:

• For asexually 
reproducible plants 
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P A T E N T  A P P L I C A T I O N  T R E N D S  

( W I P O )
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PAT E N T  O P P O R T U N I T I E S

• Expand Knowledge/MAKE MONEY

• Monopoly pricing potential (single source)

• Licensing patents (revenue stream)

• Sale/auction (cash infusion)

• Leverage (cross-licensing, settle litigation)

• Enforcement (patent infringement damages)

• Investment (venture capital funds)

• Recognition (inventor/community contribution)



I M P O R T A N C E  O F  P A T E N T S  F O R  

S T A R T U P S  ( A N D  I P L C S ! )

Patents facilitate 
venture capital 

investment

Patents can help a 
startup defend 

itself 

Patents may help a 
startup stop theft of 
its innovations by 

larger rivals 

Patents can help a 
startup increase 

market share

Patents can 
increase the 

chances that a 
startup will be 

acquired

Startups with IP 
achieve greater 

long-term success

7Forbes, “Top 10 Reasons Why Your Startup Needs Patents,” Aug. 18, 2015



PAT E N TA B I L I T Y  

R E Q U I R E M E N T S

• (Utility Patents):

• Type (machine, composition of matter, article of 

manufacture, process)

• Utility/Industrial Applicability – useful, 

functional

• Novelty –new, not before known

• Nonobviousness/Inventive Step –to person of 

ordinary skill in the art

• Proper Description (enabling disclosure)
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R E Q U I R E M E N T S
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manufacture, process)
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• Nonobviousness/Inventive Step –to person of 

ordinary skill in the art

• Proper Description (enabling disclosure)



PATENTABILITY 

REQUIREMENTS
(Utility Patents):

◦ Type (machine, composition of matter, article of 
manufacture, process)

◦ Utility/Industrial Applicability – useful, functional

◦ Novelty –new, not before known

◦ Nonobviousness/Inventive Step –to person of 
ordinary skill in the art

◦ Proper Description (enabling disclosure)

A composition comprising a compound 

according to claim 1 and a pharmaceutically 

acceptable carrier.

16. A method of treating inflammation in a 

subject, the method comprising administering to 

the Subject a therapeutically effective amount of 

a compound according to claim 1.

17. A method of treating inflammation, the 

method comprising administering to a subject in 

need of such treatment a therapeutically 

effective amount of an extract according to claim 
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• All TK is not old. Modifications of old knowledge may be protectible by patent if displays an inventive 

step over the original publicly known knowledge

• “Knowledge is not ‘traditional’ because of its object, nor its subject matter or content, nor its age or 

antiquity, nor its aesthetic qualities.  What makes it traditional is the way it has been preserved and 

transmitted between generations within a community: ‘its nature relates to the manner [in which] 

it develops rather than to its antiquity’. . . . The essential characteristics of traditional knowledge are 

its linkage with a traditional community as such and its dynamic, intergenerational quality.” 

Antony Taubman and Matthias Leister, Analysis of Different Areas of Indigenous Resources: Traditional Knowledge (2008)

N O V E L T Y / I N V E N T I V E  S T E P  

R E Q U I R E M E N T S  M AY  N O T  B E  

B A R R I E R S  F O R  N E W  T K
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W H O  C A N  O B TA I N  A  PAT E N T ?



A N  I N V E N T O R  O R  O W N E R  

( A S S I G N E E )

• To be an inventor, a person must contribute to the conception (mental 

part of invention) of at least part of one claim in a patent

• Joint inventors must have some collaboration or connection even if 

they did not work together or at the same time

• Patents have the attributes of personal property so they can be bought, 

sold, inherited, etc.

• IPLC Community can be the owner, member(s) who conceive of the 

invention would be the inventors



H O W  M U C H  D O E S  PAT E N T  

P R O T E C T I O N  C O S T ?



Estimated Cost

• The cost for patent protection varies based on a number of 

factors including the type of patent you seek to obtain and in 

how many countries. 

Some countries have reduced filing fees for small entity 

inventors, but the bulk of the costs tends to be attorney fees.  

Also, costs do not stop at obtaining the patent.

• You may need to be able to work the patent in the 

countries where you have protection

• You should be able to afford to enforce your patent

Ipwatchdog.com

https://entrepreneurship.law.umich.edu/the-costs-of-obtaining-patent-protection/



C O S T S  O F  K E E P I N G  A  PAT E N T  I N  

F O R C E



P R O  B O N O  A S S I S TA N C E  T O  A N  

I N D I G E N O U S  I N V E N T O R
• Lucas Tyree, environmental scientist, 

member of the Monacan tribe of Virginia

• Assisted pro bono by Jorge Goldstein, co-

founder, Sterne, Kessler, Goldstein, and 

Fox patent law firm

• Invention on foliar hydroponic feeding 

formulations that allow the growth of 

vegetables at lower cost.   Lucas’s 

invention is currently being used to grow 

food in his Native American community, 

where healthy, inexpensive food can be 

scarce. 







C O L L A B O R A T I O N S  
W I T H  A C A D E M I C ,  

G O V E R N M E N T ,  O R  
N G O S  T O  

V A L O R I Z E  T K  A N D  
T C E  I N N O V A T I O N S
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C O U N C I L  F O R  S C I E N T I F I C  A N D  

I N D U S T R I A L  R E S E A R C H  ( C S I R )

• Parastatal, organized by Act of Parliament 

in 1945

• works with educational and research 

institutions, private sector companies, and 

local communities, on projects across a 

range of scientific fields including 

biosciences, health, energy, defense, 

• the largest research organization on the 

African continent

• employs approximately 2000 science 

engineering and technical staff 

• Various groups within CSIR informally act 

as a “small business facilitator” for IPLCs
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C O L L A B O R A T I O N S  W I T H  
A C A D E M I C ,  
G O V E R N M E N T ,  O R  N G O S  
T O  V A L O R I Z E  T K  A N D  
T C E  I N N O V A T I O N S

• CSIR has provided assistance to TK holders 

with:

• Scientific validation

• IP protection (patent filing)

• license agreement negotiation

• Commercial partner identification

• And more
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• Traditional healers (THC) shared TK regarding the Lippia javanica plant (also known 

as “Lemon Bush” or “Fever Tree”) which contains compounds with  antiseptic, anti-

inflammatory, and insect repellent activity, with CSIR

• CSIR researchers confirmed the insect-repellent effects of Lippia javanica, obtained a 

patent, established a community enterprise based on the commercial cultivation of the 

plant, helped the community find an industry partner to develop and commercialize an 

insect repellent candle from the discovery. Project has created at least 35 jobs, 

providing employment and tech transfer for members of the Maswanganyi and 

Mabunda communities 

• Benefit sharing agreement between THC and CSIR specifies that six percent of the 

royalty CSIR receives from its separate license to the manufacturer,  relating to sales 

of the mosquito repellent candles sold under the “Fever Tree” brand, goes to the THC 

for distribution to the knowledge holder communities

E C O N O M I C  D E V E L O P M E N T  F O R  C O M M U N I T I E S  

T H R O U G H  C O L L A B O R A T I V E  E X P L O I T A T I O N  O F  

I P L C  T K :  S O U T H  A F R I C A ’ S  F E V E R  T R E E

2 3



E C O N O M I C  D E V E L O P M E N T  F O R  

C O M M U N I T Y  T H R O U G H  

C O L L A B O R A T I V E  E X P L O I T A T I O N  O F  

I P L C  T K :  M O N A T I N
• TK regarding sweetening power of Molomo Monate, a plant containing 

Monatin, a non-caloric natural sweetener purported to have between 

1400 and 3000 times the sweetening power of cane sugar

• CSIR researchers entered ABS agreement with TK holders, 

investigated the properties of the plant, obtained patent protection, and 

negotiated a license agreement with U.S.-based multinational food 

additive giant Cargill (for use in soft drinks). 

• In 2012, CSIR also procured one of the first bioprospecting permits 

granted by the DEA and identified the relevant indigenous knowledge 

holding communities for benefit sharing

• Seleka and Shongoane indigenous communities of Lephalale in 

Limpopo Province receive ten percent of CSIR’s milestone and royalty 

licensing income (five percent per community) to be paid into the national 

Bioprospecting Trust Fund for distribution to the communities. 

• In 2015 CSIR deposited 2.6 million ZAR from milestone payments into 

the fund and the monies were distributed to the communities in 2016. 
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H O W  C A N  PAT E N T S  O N  T K / T C E S  

B E  C H A L L E N G E D ?

• Patents may be improperly obtained by third parties on IPLC TK

• Opposition/reexamination (in patent office)

• Litigation (more expensive)

In both cases need evidence or prior 

public knowledge/use of the TK/TCE 
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TKDL Reference from U.S. Patent Application

No. 13/582,133 File Wrapper 

Certain claims rejected based on entries from 

Indian Traditional Knowledge Digital Library 

(TKDL)

TKDL references (containing additional 

information) were provided to the applicant and 

made available to the public as part of the file 

history for the application

If no positive legal protection against use of such 

TK, third parties could use it freely, even if they 

could not patent it directly.



• - TK (in database) may not be patented, but can still be freely used by third parties if no 

positive protection granting holders of the knowledge the right to control its uses.  

• - Third parties may not be able to directly access the databases, however, the records in 

the database that are used in rejections will be made available to the public at large 

through access to file histories in the patent office

- Examiner will not always find most relevant TK in database (e.g. Avon case) so some 

patents will still issue covering TK

•- Such patents still could be challenged and revoked based on that same traditional 

knowledge, in a database or not 

T H E  D A N G E R S  O F  R E LY I N G  O N  

“ D E F E N S I V E ”  P R O T E C T I O N  F O R  T K

2 7



T K D L  E N T R I E S  C I T E D  A G A I N T A V O N  

A P P L I C A T I O N ;  A P P L I C A T I O N  

A M E N D E D ,  R E J E C T I O N S  O V E R C O M E

2 8

• 2014  EPO Avon patent application covering wrinkle-reduction 

products and methods of use

• Plumbago indica, Canaga odorata, Sapindus rarak, Curcuma 

xanthorrhiza

• Claims rejected based on TKDL entries

• Applicant was able to overcome rejection and obtain allowance of 

the patent



A  B E T T E R  A P P R O A C H :  P O S I T I V E  P R O T E C T I O N  A N D  

D E F E N S I V E  P R O T E C T I O N
E X A M P L E ,  S O U T H  A F R I C A ’ S  T K  P R O T E C T I O N  R E G I M E  

( N O T  A L L  O P E R A T I O N A L  Y E T )

• bioprospecting laws and regulations; 

• a new traditional knowledge collection, 

documentation, and publication system 

(NIKMAS/NRS) and a national office focused on 

protecting and promoting TK (NIKSO (informally 

CSIR)), 

• intellectual property protection for Indigenous 

knowledge (including the introduction of substantive 

patent examination and a patent application 

disclosure of origin requirement); and 

• sui generis Indigenous knowledge legal 

protection through the Protection, Promotion, 

Development, and Management of  Indigenous 

Knowledge bill (“the IK Protection bill”).
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The National Recordal System 

(NRS), supported by the National 

Indigenous Knowledge 

Management System (NIKMAS),

a digital repository for the 

collected knowledge; preserves 

and protects the information in a 

catalogued, 

searchable format, while allowing 

controlled dissemination 

according to strict criteria. 

Tom Suchanandan/Carol van Wyk
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• The South African Protection, Promotion, Development and Management of Indigenous Knowledge law will 

provide “positive” not merely “defensive” protection for South African indigenous knowledge. 

• establishes a TK registration office, defines the kinds of indigenous knowledge that can be protected, and 

provides that the duration of protection is perpetual as long as the statutory requirements are met.   

• gives communities in which ownership of protected indigenous knowledge is vested the exclusive right to 

commercially benefit from the property, be acknowledged as its source, restrain unauthorized uses, and license 

uses.  

• excludes certain uses of indigenous knowledge from its provisions, such as for criticism or academic review, 

news reporting, non-commercial research, or in case of a national emergency. 

• License provisions: for functional indigenous knowledge, the licensee is only required to pay a royalty for 20 

years from the date of the agreement and for indigenous cultural expressions, royalty payments end 50 years after 

the agreement.  

• provides protection for indigenous knowledge originating outside of South Africa if reciprocal protection is 

available under the laws of the foreign jurisdiction.  

N E W  I K  P R O T E C T I O N  L AW  

F E AT U R E S
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P R I M A R Y  
A L T E R N A T I V E S  T O  
U T I L I T Y  P A T E N T  
P R O T E C T I O N ?

• Utility Models (petty patents) – for simple 

inventions, generally not processes, shorter term 

(6-10 years), much less expensive to obtain

• Industrial Designs –protects ornamental 

appearance (15-25 year term) also less expensive

• Trade Secrets –Law may provide protection 

against misappropriation of information that 

provides an economic advantage to its owner from 

not being generally known or readily ascertainable 

by proper means (perpetual protection possible, but 

not if secret is made public in any way)

D. Cahoy, “Why Harmonize?” 



C O N C L U S I O N S

• The global patent system can benefit IPLCs by allowing 

them to more effectively protect and exploit their 

innovations

• But patents are expensive to obtain and maintain and the 

process entails risk (patents may not issue, may be 

invalidated, may be too expensive to enforce)

• Pro bono and Inventor Assistance Programs may be 

helpful, collaborations with academic, government or NGO 

institutions to validate, protect, and exploit TK may be as 

well

• TK can also be used to invalidate erroneously granted 

patents, but need not be in a database to do so. TK in 

databases should also be protected by positive law against 

misappropriation.


