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Inventor’sInventor’s interestinterest // Competitor’sCompetitor’s interestinterest 
n StrongStrong monopolymonopoly 
n KeepKeep thethe inventioninvention 

secretsecret 
n LongLong durationduration 
n II invented,invented, soso II shouldshould 

bebe protected!protected! 

n IdeasIdeas ofof othersothers 
shouldshould bebe freefree toto 
useuse 

n AllAll thethe ideasideas shouldshould 
bebe availableavailable toto thethe 
publicpublic 

n ShortShort durationduration 
n MinimumMinimum protectionprotection 

Where is the balance?



WhatWhat isis aa patent?patent? 
n RightRight grantedgranted toto protectprotect inventionsinventions 
n RightRight toto excludeexclude othersothers fromfrom usingusing aa

patentedpatented inventioninvention withoutwithout patentee’spatentee’s 
consentconsent ------ licensinglicensing 

n DutyDuty ofof disclosuredisclosure 
n LimitedLimited termterm ofof protectionprotection (20(20 years)years) 
n ConditionsConditions ofof patentabilitypatentability 

 
BalanceBalance betweenbetween patentee’spatentee’s rightsrights andand 

publicpublic interestinterest 



AdvantagesAdvantages forfor thethe businessbusiness 

CreationCreation 

Grant of
patents

Exploitation of
patented invention

Disclosure of
inventions

· Stronger market position
· Returns on investments
· Vehicle to market inventions
· Increase in negotiation power
· Source of technological knowledge



ConditionsConditions ofof patentabilitypatentability 
n PatentsPatents shallshall bebe availableavailable forfor inventionsinventions thatthat 

areare newnew,, involveinvolve anan inventiveinventive stepstep andand areare 
industriallyindustrially applicableapplicable..

n WhatWhat isis anan “invention”?“invention”? 
n WhatWhat isis “new”“new” (novelty)?(novelty)? 
n WhatWhat isis anan “inventive“inventive step”?step”? 
n WhatWhat isis “industrially“industrially applicable”?applicable”?  



PatentablePatentable subjectsubject mattermatter 
n InIn general,general, anan “invention”“invention” meansmeans aa solutionsolution toto aa

specificspecific problemproblem inin aa fieldfield ofof technology.technology. 
n AnAn inventioninvention maymay relaterelate toto aa productproduct oror processprocess..
n GeneralGeneral ExceptionsExceptions 
- basic theories (scientific theories, math. methods…) 
- abstract ideas (mental acts, methods of playing 

games or doing business…) 
- public concerns (morality, plants and animals, 

methods for the treatment…) 
- subject matter protected by other IPR titles 

(aesthetic creations, plant varieties...) 
 



NoveltyNovelty 
n AnAn inventioninvention isis newnew ifif itit isis notnot anticipatedanticipated byby priorprior art.art. 
n PriorPrior artart

KnowledgeKnowledge mademade availableavailable toto thethe publicpublic beforebefore thethe 
filingfiling datedate (priority(priority date)date) 

– byby writtenwritten publicationpublication anywhereanywhere inin thethe worldworld 
– byby oraloral disclosure,disclosure, useuse oror inin otherother wayway [anywhere[anywhere 
inin thethe world][inworld][in thethe countrycountry concerned]concerned] 

 
n ExamplesExamples 

 



InventiveInventive stepstep 
n HavingHaving regardregard toto thethe priorprior art,art, anan inventioninvention maymay 

notnot bebe obviousobvious toto aa personperson skilledskilled inin thethe artart onon 
thethe filingfiling datedate (priority(priority date).date). 

 
n ExamplesExamples 
 



IndustrialIndustrial applicabilityapplicability 
n AnAn inventioninvention cancan bebe mademade oror usedused inin 

anyany kindkind ofof industry.industry. 
 
n ExamplesExamples 



WhoWho hashas thethe rightright toto aa patent?patent? 
n Inventor(s)Inventor(s) oror hishis successorsuccessor inin titletitle 

 
n IfIf twotwo oror moremore personspersons havehave mademade thethe 

samesame inventioninvention independently,independently, thethe 
personperson whosewhose applicationapplication hashas thethe 
earliestearliest filingfiling datedate (or(or thethe earliestearliest 
prioritypriority date)date) shallshall havehave thethe rightright toto aa
patent.patent. 

n Employee’sEmployee’s inventionsinventions  



PatentPatent applicationapplication 
n RequestRequest (name(name andand addressaddress ofof thethe applicant,applicant, 

inventor,inventor, agentagent (if(if any);any); titletitle ofof thethe invention)invention) 
n Claim(s)Claim(s) == definedefine thethe subjectsubject mattermatter forfor whichwhich 

protectionprotection isis soughtsought 
n DescriptionDescription (background(background art,art, operativeoperative 

embodimentsembodiments oror examples,examples, advantages)advantages) 
n Drawings,Drawings, ifif neededneeded 
n AbstractAbstract == technicaltechnical informationinformation onlyonly 

 
++ statements,statements, powerpower ofof attorney…attorney… 

 



Formality
check Examination Rejected

Patent
granted

Patent register
Publication

[Opposition]
Appeal to a Court

[opposition]

[18-month
publication]



ExclusiveExclusive rightsrights conferredconferred byby aa patentpatent 
n AA patenteepatentee cancan preventprevent othersothers withoutwithout hishis consentconsent 

from:from: 
(a)(a) makingmaking,, importingimporting,, usingusing,, offeringoffering forfor salesale oror sellingselling 

thethe patentedpatented product;product; 
(b)(b) usingusing thethe patentedpatented processprocess andand doingdoing anyany actsacts inin 

paragraphparagraph (a)(a) inin respectrespect ofof aa productproduct obtainedobtained directlydirectly 
byby suchsuch processprocess..

n ProtectionProtection againstagainst infringementinfringement 
n PossibilityPossibility ofof assigningassigning andand licensinglicensing thethe rightright  



LimitationLimitation ofof owner’sowner’s rightsrights 
InIn general...general... 
n TheThe patentpatent rightsrights extendextend onlyonly toto actsacts donedone forfor 

industrialindustrial andand commercialcommercial purposes.purposes. 
n TheThe patentpatent rightsrights don’tdon’t extendextend toto actsacts donedone forfor 

scientificscientific research.research. 
n PriorPrior user’suser’s rightright 

 
n CompulsoryCompulsory licenseslicenses  



EnforcementEnforcement ofof rightsrights 
n AA patentpatent isis notnot justjust aa “paper”.“paper”. 
n PatentPatent ownerowner <----><----> AllegedAlleged infringerinfringer 

 
n OptionsOptions availableavailable 

– findfind aa knowledgeableknowledgeable lawyerlawyer 
– sendsend aa “cease“cease andand desistdesist letter”letter” 
– negotiatenegotiate 
– possibilitypossibility ofof arbitrationarbitration andand mediationmediation 
– gogo toto courtcourt (injunctions,(injunctions, damages…)damages…) 



AA defendantdefendant maymay claim...claim... 
n TheThe scopescope ofof thethe patentedpatented claimclaim doesdoes notnot 

covercover thethe allegedalleged infringement.infringement. 
n TheThe patentpatent isis nullnull andand void.void. 

– Entitlement,Entitlement, novelty,novelty, inventive-step,inventive-step, sufficientsufficient 
disclosure…disclosure… 

n TheThe patentpatent rightright doesdoes notnot extendextend toto actsacts 
byby thethe defendant.defendant. 
– ScientificScientific research,research, priorprior use…use… 

 
n MayMay negotiatenegotiate licensing,licensing, cross-licensingcross-licensing 



HowHow toto getget aa patentpatent abroad?abroad? 
WhyWhy dodo wewe needneed aa patentpatent abroad?abroad? 

 TerritorialityTerritoriality (Grant(Grant andand enforcementenforcement ofof 
patentspatents inin itsits jurisdiction)jurisdiction) 

 
n FilingFiling aa patentpatent applicationapplication withwith nationalnational oror regionalregional 

offices*offices* claimingclaiming thethe rightright ofof prioritypriority underunder thethe ParisParis 
ConventionConvention 

n FilingFiling anan internationalinternational patentpatent applicationapplication underunder thethe 
PatentPatent CooperationCooperation TreatyTreaty (PCT)(PCT) 

** EuropeanEuropean PatentPatent OfficeOffice (EPO),(EPO), EurasianEurasian PatentPatent OfficeOffice (EAPO),(EAPO), 
OrganisationOrganisation africaineafricaine dede lala propriétépropriété intellectuelleintellectuelle (OAPI),(OAPI), AfricanAfrican 
RegionalRegional IndustrialIndustrial PropertyProperty OrganizationOrganization (ARIPO)(ARIPO) 



ClaimingClaiming prioritypriority 

n 1212 monthsmonths toto decide:decide: 
– commercialcommercial valuevalue 
– costscosts (translations,(translations, fees,fees, attorneys…)attorneys…) 

 

File
applications

abroad

0

File
application
locally

Priority date

12 months



AlternativesAlternatives toto patentpatent protectionprotection 
n UtilityUtility modelsmodels 

– lessless stringentstringent requirementsrequirements 
– cheapercheaper 
– simplersimpler procedureprocedure 
– shortershorter termterm ofof protectionprotection 
– maymay bebe limitedlimited toto productsproducts oror certaincertain fieldsfields 

ofof technologytechnology 
n TradeTrade secretssecrets 

ProsPros andand conscons  



ThankThank you!you! 

http://www.wipo.inthttp://www.wipo.int 


