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In a franchising context not all intellectual property rights have the same degree of importance.  Patents are unlikely to play a significant role in franchising but trade marks, in particular, and to a lesser extent copyright will be important.  Design rights may also become increasingly important. 
I. 
PATENTS


The law relating to patents is regulated by the Patents Act 1977 (“the 1977 Act”) as amended by Part VI (section 287-295) of the Copyright, Design and Patents Act 1988 (“the 1988 Act”).  Whilst some franchisors establish their business by obtaining patent protection for equipment used in the franchise, this is relatively uncommon.  In any event, in such circumstances the franchisor is unlikely to be required to grant any license or assignment of patent rights to its franchisees, although this will depend on the nature of the franchise. 

Whilst computer programs are outside the ambit of section 1 of the 1977 Act – to the extent that a patent or application relates to the computer program as such
 - the Patent Office will now grant a patent for inventions which incorporate software if the software has the potential to produce a patentable technical contribution.  The United States has extended patent protection to business processes.  Whist it may be thought that this would be a fruitful area in which franchisors could obtain patent protection we are not aware of any who have so far done so. 
International Patents


If it is thought that a franchisor may expand overseas – and has a patented invention, an application to register can be made in a substantial number of additional countries.  Since 1978 it has also been possible by virtue of the European Patent Convention
 to apply for a patent direct to the European Patent Office in Munich, which will grant national patents within Member States of the European Union.  It is also possible to initiate applications in a number of countries simultaneously by virtue of the Patent Cooperation Treaty
, but the actual grant of patents is still dealt with at national level.  Finally, the Community Patent Convention
 provides for a single application to the European Patent Office resulting in a single Community patent being granted with effect throughout the European Union.  The Convention has not been brought into force. 
II. 
Copyright


The implementation of the 1988 Act led to substantial changes in the area of copyright.  The Act has been amended subsequently to take account of a number of important developments in the law of the European Union including particularly that relating to computer software
, rental rights
 and duration of copyright
, and most recently, harmonization of certain aspects of copyright as related rights in the information society. 

Under the 1988 Act, copyright protection extends to the following:
(a) original literary, dramatic and musical works (section 3);

(b) artistic works (section 4);

(c) sound recordings and films (section 5A and 5B);

(d) broadcasts (section 6) (the definition of broadcasts is now based on electronic transmissions (including some transmissions over internet) as opposed to transmissions in wireless telegraphy);  and

(e) the typographical arrangement of published editions (section 8). 

The owner of a copyright work has the exclusive right:
(a) to copy the work (section 17);

(b) to issue copies of the work to the public (section 18);

(c) to perform, show or play the work in public (section 19);

(d) to broadcast the work or make it available to the public by electronic transmission (i. e., in digital form, enabling internet access or to disseminate to mobile telephones) (section 20);  and

(e) to make an adaptation of the work or to do any of the above in relation to an adaptation (section 21). 

This right is infringed by anybody who, without a license of the owner of the copyright, does or authorizes another to do any of the above acts (although certain exclusions and exemptions apply, including recently certain forms of incidental copying such as making temporary copies).  Copyright comes into existence automatically upon the creation of a work covered by the 1988 Act.  There is no form of registration in this country. 
Meaning of Literary and Artistic Copyright


The areas of copyright which usually fall for consideration in a franchising context are those of literary and artistic copyright. 

A literary work is defined to mean any work which is written, spoken or sung (excluding a dramatic or musical work)
.  The work need not have literary merit, so the expression will extend to technical manuals as well as brochures and other publicity material. 

The law of the United Kingdom has always recognized a relatively low threshold of creative requirement in this area, unlike some European jurisdictions. 

An artistic work is defined
 as:
(a) a graphic work, photograph, sculpture or collage, irrespective of artistic quality;

(b) a work of architecture being a building or a model for a building;  or

(c) a work of artistic craftsmanship. 

A building in this context means any fixed structure or part of that structure.  Graphic work includes:  any painting, drawing, diagram, map, chart or plan and any engraving, etching, lithograph, woodcut or similar work.  Hand-painted tiles, stained glass windows and wrought-iron gates all constitute examples of work of artistic craftsmanship. 

A typical technical design drawing will be subject to protection as an artistic work and the words or figures shown on it as literary work, if they amount to anything more that single entries.  However, following implementation of the 1988 Act, if a drawing, of anything other than an artistic work or a typeface, is a design document, that is any record of a design of an article (other than surface decoration), then it is no longer an infringement of copyright if a person reproduces the design shown in the document by making an article to that design or copying an article made to that design
.  There could, however, be an infringement of a design right, as to which see subsequent paragraphs.  Copying such a design document, e. g. , by photocopying it, will still of course be an infringement of copyright in the drawing itself. 

It should be noted that advertising slogans and trade marks may also, in some circumstances, be protected by copyright.  However, the High Court in the Exxon case
 observed that for a work, in this context an invented work used as a trade mark, to be literary and therefore protected by copyright it must convey information, provide instruction or give pleasure. 
Infringement


If copyright is infringed the injured party can apply to the court for various kinds of relief, including an injunction to restrain further copying (including injunctions against internet service providers who are aware that a third party is infringing copyright but  continuing to permit the infringement), damages and delivery up or destruction of offending items.  The 1988 Act sets out certain permitted acts of copying where, for instance, this relates to research and private study, critical reviews, education and use in libraries although the scope of such acts has been limited by the recent Copyright and Related Rights Regulations 2003. 
Computer Software


The 1988 Act
 states specifically that computer software qualifies as a literary work.  It is an infringement of copyright in software to make unauthorized copies or adaptations of a program, or convert it into a different language or code otherwise than incidentally in the course of operating the program
. 

The Copyright (Computer Programs) Regulations 1992 enacting a 1991 European Union directive came into force on January 1, 1993.  The most significant changes brought about by the Regulations are to allow the making of back copies, to permit error correction, and, in certain circumstances, to permit the decompilation of computer programs.  In the latter case the objective must be to create an independent program which can be operated with the decompiled program or another program. 
III. 
DESIGNS


Four separate legal rights protect designs, following the European Union harmonizing measures which have introduced two new Community-wide design regimes
. 
(i)
The Community Registered Design (CRD), a Community-wide system of registered design protection administered by the Community Design Office (Office for Harmonization of the Internal Market (OHIM)) which has been available since April 1, 2003.  This protects designs which are not solely dictated by a product’s technical function. 
(ii)
The CRD is supplemented by the Community Unregistered Design Right (CUDR), which has been available since March 6, 2002, and, again, protects designs which are not solely dictated by a product’s technical function. 
(iii)
The United Kingdom registered designs (UKRD) contained in the now heavily amended Registered Designs Act 1949, which protects designs which are not solely dictated by a product’s technical function. 
(iv)
The United Kingdom unregistered design right (UKUDR) contained in Part III of the Copyright Designs and Patents Act 1988, protecting functional designs. 
Registered or Unregistered Designs?


The decision whether to seek registration or rely on the unregistered right will depend on factors such as the type of design in question, the amount invested in its development, the importance of the design to the business and the likelihood of a competitor creating a similar design. 

There are a number of advantages to registration.  First, rights conferred by registration tend to be stronger, providing a right against the owner of a design that was independently created rather than a mere right against copying.  Second, registration allows a much longer term of protection of up to 25 years whereas unregistered design rights are shorted (10 years from marketing for the UK unregistered design right and only three years for the CUDR).  Third it provides some certainty to justify investment in the exploitation of a design. 
Community or National Registration?


The CRD and UK Registered Designs can exist cumulatively, or as alternatives.  If only one form of protection is required, the CRD has the following advantages:  it is a Community-wide right;  it is cheaper;  more convenient administratively (it is possible to make a single application with multiple designs);  and available without substantive examination. 
Registered Designs


The CRD is acquired by application to the OHIM but there is no substantive examination and any detailed scrutiny takes place in the event of a subsequent challenge.   The validity of the designs can be challenged either in proceedings at the Community Design Office or by way of defense to an infringement action.  Registration can last for up to 25 years and gives the proprietor an absolute monopoly, after which competitors are free to use the design. 

The definition of a registerable design at national and Community levels is identical and very broad, covering:  “the appearance of the whole or part of a product resulting from the features of, in particular, the lines, contours, colors, shape, texture and/or materials of the product itself and/or its ornamentation”
.  There is no requirement that the design be aesthetic, decorative, or ornamental:  functional and aesthetic designs are equally protectable.  Products are defined as “any industrial or handicraft item, including, inter alia, parts intended to be assembles into a complex product, packaging, get-ups, graphic symbols, and typographical typefaces, but excluding computer programs”
.  It is the design itself which is protected,
 rather than an article bearing the design as under the previous law. 


There are three exclusions from the (broad) definition of a design:  (i) features of appearance of a product which are solely dictated by its technical function;  (ii) features of appearance of a product which must necessarily be reproduced in their exact forms and dimensions to permit the product in which the design is incorporated, or to which it is applied to be mechanically connected to or places in, around, or against another product so that the earlier product may perform its function”;  
 (iii) designs which are contrary to public policy or to accepted principles of morality. 


The CRD must satisfy the tests of novelty and individual character.  A design is considered to be new if no identical design, or no design whose features differ only in immaterial details, has been made available to the public before the date of application for registration or, if priority is claimed, the date of priority. 
  In determining whether a design is “identical” what needs to be considered is whether it is exactly the same as that previously disclosed to the public. 
  In assessing “individual character” the test is whether “the overall impression produced on an informed user viewing the design clearly differs from that produced” by any design which has been made available to the public.  The notional informed user is deemed to be familiar with the existing body of designs, the nature of the product to which a new design is applied, the industrial sector to which it belongs and the degree of freedom of the designer in developing the design. 
  The informed user will then compare the design with existing designs looking at the design as a whole rather than analyzing differences in the individual elements. 

The CRD lasts for a period of up to 25 years, with the right being granted in successive periods of five years from the date of filing.  The rights conferred are to use the design and to prevent a third party from using it without consent.  Use covers making a product, putting it on the market, importing or exporting it or using a product in which the design is incorporated or to which it is applied or stocking such a product for these purposes. 
  Rights are infringed by the use of a product in which the design is incorporated, or to which it is applied.  Thus a design can be infringed by applying the design to a completely different product than that for which the design is registered, whereas UK registered designs law was more limited in that the scope of infringement was restricted to use of substantially the same design on the article for which the design had been registered. 

The Designs Directive does not address the issue of first ownership of a national registered design and this is governed by national law.  For the UKRD, the designer, or his successor in title, is treated as the first owner, unless the design is:  (i) created pursuant to a commission, in which case, first ownership vests in the commissioner or (ii) created by an employee on the course of employment, in which case the employer is the first owner. 
  For the CRD and CUDR, rights vest in the designer or his successor in title unless the design was developed by the employee “in the execution of his duties or following the instructions given by his employer”, in which case the rights vest in the employer. 

IV. 
DESIGN PROTECTION AND TRADE MARK REGISTRATIONS COMPARED


Design protection offers certain advantages over trade mark registration.  Designs right protects the design itself, rather than the article bearing the design and unlike trade marks can prevent the use of the design on any product.  Design rights are not concerned with indicating origin through distinctiveness and design right may be available for a mark which would otherwise be open to challenge in trade mark law for being non-distinctive.  Similarly, there is no need to show use and thus defensive registrations are possible, which would otherwise be open to attack on the basis of non-use in trade mark law.  To establish infringement it is not necessary to prove confusion or reputation, which may be difficult to establish;  what needs to be shown is that the infringing design creates the same overall impression on the informed user.  There are also cost advantages in that the CRD process can be quicker and cheaper than a Community trade mark, with limited assessment of validity and no pre-grant opposition procedure.  The process is also considerably quicker than registering a Community trade mark.  Thus, serious consideration should be given to using the CRD to protect, for example, company logos or device marks which might have previously been registered as trade marks.  For example, words in a stylized form can be protected as long as they can satisfy the novelty and individual character tests, although the threshold level of stylization is relatively low.  However, the CRD provides a relatively short maximum period of protection of twenty five years in contrast to trade mark protection which is generally perpetual.  Further, designs must be new and an application must be made within twelve months of release to the public, whereas trade marks may be registered at any time, provided that the criteria for registration can be met. 
V. 
COMMUNITY UNREGISTERED DESIGN RIGHT


This is aimed at industry sectors which produce large numbers of designs for products which frequently have a short market life and require a correspondingly short-term protection without the formalities of registration. 
  The Community Unregistered Design Right (CUDR) provides a much shorter period of three years from the date on which the design was first made available to the public within the Community. 
  Like the CRD, the CUDR must satisfy the tests of novelty and individual character (see above).  In the case of CUDRs novelty is assessed at the date on which the design was first made available to the public. 
  This covers publication, exhibition, use in trade, or any other disclosure, but does not include disclosures made under circumstances of confidentiality, or disclosures which could not reasonably have become known in the normal course of business to the circles specializing in the sector concerned. 
  The provisions for infringement of the CUDR are similar to those of the CRD, although since it is an unregistered right, copying by the defendant must be established,
 and protection will not extend to designs which have been arrived at independently. 
VI. 
UK UNREGISTERED DESIGNS


Unregistered designs were introduced by the 1988 Act and largely replace the previous concept of design copyright protection.  Indeed, copyright and design rights are specifically intended to be mutually exclusive, although it is not altogether clear that the statute has achieved this effect. 
  The UK Unregistered Design Right was intended to provide relatively short-term protection for technical designs, with no formal registration requirements. 

The word “design” is defined as “the design of any aspect of the shape or configuration (whether internal or external) of the whole or any substantial part of an article”
.  A method of principle of construction is excluded
 (being the proper scope of patent law) as is surface decoration
 (which is protected by the registered design regimes).  In addition, there are two exceptions intended to remove protection from spare parts so that replacement spare parts can be produced by third parties to allow an item to be used for a reasonable period of operation.  The first, often referred to as the “must fit” exception, excludes features of shape or configuration of an article which “enable the article to be connected to or placed in, around or against, another article so that either article may perform its function”
, for example a car exhaust pipe.  The second, often referred to as the “must match” exception excludes features of shape or configuration of an article which “are dependent upon the appearance of another article of which the article is intended by the designer to form an integral part”
, for example a panel for a car door. 

To be protected, the design must be original at the time of its creation, in the sense that it is not commonplace in the design field in question. 
  This will exclude designs which are “trite, trivial, common-or-garden, hackneyed, or of the type which would excite no particular attention in those in the relevant art”. 
  The court will have regard to the number and closeness of other designs
 and a design does not become commonplace merely because there is an obscure article which is similar to it
. 

Unregistered design right continues until the fifteenth anniversary of the end of the year in which the design was first recorded in a design document (which is any record of a design, including computer data), or an article was first made to the design, whichever was first.  However, if articles made to the design are available for sale or hire within five years from the end of the year in which the design was first recorded or an article was first made to the design, the duration of the right is only ten years from the end of the year in which the article was first sold. 


The test for infringement
 is broadly similar to copyright, although there must be substantial taking of the design as a whole, rather than a substantial part. 
  Similarly, the provisions relating to assignments
 and licenses
, generally correspond to copyright.  Ownership vests in the designer
, although commissioned designs are owner by the commissioner
 and designs created in the course of employment are owned by the employer
. 
VII.
TRADE MARKS AND PASSING OFF


Trade marks in respect of goods and services are registerable in the United Kingdom under the Trade Marks Act 1994 (“the Act”).  They form an important part of the protection available to a franchisor. 
Meaning of “Trade Mark”


The Act defines a “trade mark” as “any sign capable of being represented graphically which is capable of distinguishing goods or services of one undertaking from those of other undertakings”
.  A trade mark may, in particular, consist of words “(including personal names), designs, letters, numerals or the shape of goods or their packaging”. 
Protection


Under the Act a person infringes a registered trade mark if he uses in the course of a trade:
(a) a sign which is identical with a registered trade mark and the use is in relation to goods or services which are identical to those for which the mark is registered;  or

(b) a sign which is identical with a registered mark and which is used in relation to similar goods or services to those for which the registered mark is registered;  or

(c) a sign which is similar to a registered mark and which is used in relation to goods or services identical with or similar to those for which the registered mark is registered;  and in respect of (b) and (c) there is likelihood of confusion on the part of the public, which includes a likelihood of association with the registered mark; or

(d) a sign which is identical with or similar to a registered mark and which is used in relation to goods or services which are not similar to those in respect of which the registered trade mark is registered where the registered mark has a reputation in the United Kingdom and the use of the sign without due cause takes unfair advantage of or is detrimental to the registered mark’s distinctive character or reputations. 


The second category of infringement is not dissimilar to the common law remedy of “passing off” referred to subsequently. 

In all the above cases, the uses which constitute an infringement are specified as including:
(a) affixing the mark to the goods or packaging thereof;
(b) offering or exposing goods for sale, putting them on the market or stocking them for the purposes under the marks, or offering or supplying services under the mark;  and
(c) importing or exporting goods under the mark. 

The Wagamama
 case was the first infringement case heard under the Act.  The plaintiff owned a Japanese style restaurant and registered as a trade mark the restaurant’s name, WAGAMAMA.  The defendant owned an Indian-themed restaurant which he called RAJAMAMA.  After the writ for infringement was issued by the plaintiff, the defendant changed the restaurant’s name to “RAJA MAMA’S”.  It was held that since there was a likelihood of confusion between what the judge considered to be similar names, the plaintiff’s infringement action succeeded. 
VIII. 
COMMUNITY AND INTERNATIONAL TRADE MARKS


The Act contains a number of provisions which deal with the registration of a Community Trade Mark (“CTM”).  The CTM office of in Alicante in Spain and has been processing applications since January 2006.  Grant of a CTM enables the trade mark owner to rely on a single registration with effect throughout the European Union.  Application can be made either through the UK Trade Marks Registry or directly to the CTM Office. 

Although this may appear attractive to franchisors operating in a pan-European context it should be borne in mind that such an application will only proceed if there are no identical registrations in any of the territories selected. 

A further addition to the range of international trade mark protection brought about by the Act is that successful United Kingdom applicants may obtain registration under the Protocol of the Madrid Agreement
.  The United Kingdom is one of the countries that has ratified the Madrid Protocol and as a result United Kingdom trade mark owners may be able to extend their registration to any of the Madrid Protocol countries which they may select (including the United States of America, which has recently ratified the Protocol).  This again is likely to lead to reduced administrative costs. 
IX. 
RETAIL SERVICE MARKS


The Act appeared to make possible the registration of retail services as trade marks.  Despite this, the Trade Mark Registry remains reluctant to allow it.  However, a Community Trade Marks Office Decision to allow Giacomelli Sport Spa to register the Mark “Giacomelli Sport” for retail services under class 35
 has had major consequences for trade marks laws of member states.  Application is therefore granted through the Community Trade Marks system for retail services, provided the exact type of goods sold in any particular store are specified. 
X.
Passing Off


The extension of the trade mark legislation to include areas such as character merchandising and protection for similar marks and similar goods or services initially led to a view that the common law action for “passing off” would become less relevant.  However, this has not been the case in practice.  Therefore an understanding of the law relating to passing off continues to be relevant;  in particular where no trade mark has been registered or is available. 

The availability of a passing off action exists whether or not a trade mark has been registered.  Where a person seeks to take advantage of the reputation in another’s goods or services by adopting a similar name or get up or otherwise implying a link between his product or service and another’s, an action for passing off may lie.  Lord Diplock in Erven Warnink v J Townsend & Sons (Hull) Ltd
 indicated that a claimant in a passing off action must show the following:

(a) a misrepresentation;

(b) made by a trader in the course of trade;

(c) to prospective customers of his or ultimate consumers of goods or services supplied by him;

(d) which is calculated to injure the business or goodwill of another trader (in the sense that this is a reasonably foreseeable consequence);  and

(e) which causes actual damage to a business or the goodwill of the trader by whom the action is brought or (in an action for pre-emptive injunctive relief to prevent passing off until a full trial) will probably do so. 
XI. 
FRANCHISING AND THE INTERNET


The proliferation of internet use and the establishment of commercial websites have generated a considerable degree of interest in both legal and franchising sectors.  It is now common for franchisors to establish websites in order to either market franchise opportunities or to offer for sale the goods or service which form part of the franchise offering. 

This gives rise to a number of issues in the franchising field:

(a) The Internet can be accessed from all over the world.  This means that a website operated by a franchisor could well constitute an advertisement or offer for sale within an overseas jurisdiction.  The promotional activity conducted through the website will therefore be subject to the local laws and unforeseen liabilities could arise within such jurisdictions. 
(b) A website operated by a franchisor may conflict directly with the grant of rights to franchisees, particularly if it ignores territorial exclusivity which has been granted to such franchisees. 
(c) The operation of a website by a franchisee may present an attractive opportunity to increase sales.  However, the operation of a website by a franchisee is likely to give rise to conflicts under the terms of the relevant franchise agreement particularly if it includes exclusivity. 
XII. 
TRADE MARK LICENCES


In view of the importance of trade marks in franchising many franchisors have required their franchisees to enter into registered trade mark licenses although increasingly franchisors are not doing so because on the face of it there is no particular advantage to the franchisor in having such a license. 

If a license is registered there are three main benefits to a franchisee:

(a) unless registered, the license will be ineffective against a person who acquires a conflicting interest in respect of the mark without notice of it;

(b) the franchisee will be unable to obtain the benefits of sections 30 and 31 of the Act which stipulate the rights and remedies available to licensees in respect of infringement;  and

(c) the franchisee loses its entitlement to damages or an account of profits in respect of infringements occurring in the interim period of the license is not registered within six months of its effective date
. 

The benefits a franchisor who owns a trade mark of registering a license are less clear.  Failure to do so will not impact of validity and the statutory rights conferred by registration in favor of the licensee are, potentially at least, not of great advantage to the trade mark owner. 

In practice it is only franchisors with large geographical or national franchises who may find it necessary to avail themselves of these rights.  In cases of infringement, it is difficult to conceive of circumstances in which franchisors will not be keen to enforce their own rights and, by and large, it is relatively unlikely that any infringing activity will cause specific or substantial damage to the smaller territorial franchisees. 
XIII. 
RECENT DEVELOPMENTS


There have been a number of interesting IP developments recently but many of them are unlikely to have a direct impact on franchising.  These developments include:

Patents
· European Community Patent Convention - the purpose is to create a single intellectual property protection that would extend across the whole of the EU.  However, in February/March 2004 attempts to create the European Patent have been abandoned for the time being over disagreement concerning the necessary translations of patents into all applicable European languages, which would have had a major effect on the cost of obtaining a patent. 
· Community Patent Court – on February 2, 2004, the European Commission proposed to establish a community patent court by publishing proposals for two Canal decisions establishing jurisdiction under the “aegis of the European court of Justice” to allow the resolution of disputes within the future community patent system, particularly disputes relating to infringement and the validity of community patents.  This proposal is, of course, on hold following the failure to progress a community patent. 
· Patents Bill – in November 2002 the Department of Trade and Industry and the patent office consulted on proposed changes to the Patents Act 1977 so as to comply with revisions made to the European Patent Convention 1973.  The bill was introduced into the House of Lords January 15, 2004, and had its second reading on January 26, 2004.  The more important changes relate to the following:
· Patented employee inventions – an employee’s right to compensation where a patent is of outstanding benefit to his employer has been expanded significantly.  As a result it is important for businesses to have a coherent policy on employee inventions;

· Groundless threats – previously all groundless threats were unlawful unless relating solely to the making or importing of a product for disposal or the use of a process.  The bill amends this so that any threat to a person, who is, in fact, importing/making a product or using a process would be lawful;

· Validity and infringement action opinion – a completely new proposal is to be introduced so that any one, not just a proprietor of a patent may ask the comptroller of patents to give a non-binding opinion as to the validity of a patent on whether a patent has been infringed.  The purpose is to help settle patent disputes without resorting to litigation and improve the position of small business that may hold patents.  Many patents experts have indicated that they believe that this is unlikely to have a major affect on patent litigation where “deep pockets” usually win. 
· Reforms to the Patent Cooperation Treaty – took affect as from January 1, 2004, and introduced a single flat international patent application filing fee, regardless of the number of countries in which the applicant may wish to obtain patent protection, provision to the applicant early in the process of a written opinion by the searching authority as to whether the patent is novel and contains an inventive style and has industrial application. 
Copyright

· Copyright Regulations – on October 31, 2003, the Copyright Directive was implemented in the UK by the Copyright and Related rights Regulations 2003 so that, for instance, commercial copying in solicitors offices requires a license from the Copyright Licensing Agency.  In addition the regulations make amendments to the definition of broadcasts to include, in a very limited way, internet transmissions. 
· The Griggs Case
 - this case dealt with the frequent problems which arise when a freelance designer is commissioned to create a logo for a client and issues arise concerning the ownership of the copyright.  The court held that in order to give business efficacy to such a contract, it is necessary to imply a term assigning the copyright beneficially to the client in order for him to prevent others from using the logo.  Although the freelance designer was the original owner of the copyright, the court held that it was obvious that the right to use the logo and to exclude others from using the logo was to belong to the client and not the designer. 
Trade Marks and Passing Off

· EasiGroup Case
 - EasiGroup sought summary judgment under CPR part 24 against the defendant for passing off.  The defendant had operated a number of web sites that use the word “easi” in such a way as to infringe EasiGroup’s use of the word “easi” as part of its well known trade name.  EasiGroup have established the goodwill in the word “easi” which was supported by firm evidence.  The court held that the defendants misrepresentation and the use of web sites was done with the intention to deceive the public into believing that his web sites were associated in some way to EasiGroup’s business. 
· Descriptive Marks – Following the European Court of Justice’s judgment in case 
C-191/01 P Doublemint, Article 7(1)(c) of Community Trade Mark Regulation 40/94 has been confirmed as applying to trade marks which consists exclusively of signs and indications which may serve, in trade, to designate a characteristic of the goods or services for which registration is sought.  In order to determine whether a trade mark is excluded from registration under Article 7(1)(c) it is necessary to ascertain whether the sign at issue is capable of being used by other economic operators to describe a characteristic of their goods and services. 
· The court indicated that the test is NOT whether the mark is exclusively descriptive;  it is sufficient if one of the meanings of the mark designates a characteristic of the goods/services. 
· The court confirmed its earlier judgment in Windsurfing Chiemsee to the effect that it is not necessary for a sign to be in current use as a description before it is susceptible to an objection under Article 7(1)(c).  It is sufficient that the sign is capable of being used as a designation of the goods/services.   Article 7(1)(c) of the Community Trade Mark Regulation corresponds to Section 3(1)(c) of the Trade Marks Act 1994 and the court’s findings must therefore be taken to apply equally to the national law. 
· Geographical Names – The applicant applied for a community trade mark under Council Regulation (CCM) 40/94 for the word “Oldenburger” in respect of various dairy products.  The court at first instance interpreted Article 7(1)(c) of the regulation which provided that trade marks which consisted exclusively of signs indicating geographical origin were not to be registered as not in principle, precluding the registration of geographical names which were unknown to the relevant class of persons were names in respect of which such persons were unlikely to believe that the category of gods concerned originated there.  However, in the instant case it was well known in Germany that Oldenburg was the capital of the region that was centered on agriculture, in particular in the dairy industry, and accordingly, persons might perceive the geographical name as an indication of the geographical origin of their goods
. 
· Identical name – the Court of Appeal in Reed Executive v Reed Business provided guidance on the current approach to be taken to trade mark infringements under sections 10(1) and 10(2) of the Trade Marks Act 1994.  The case is important because it analyses recent case law of the European Court of Justice, both on the meaning of an identical mark and on the scope of the own name defense.  The latter defense can also apply to companies
. 
· Trade mark license termination – the Court of Appeal held in Robertson v Kangol that a trade mark license agreement could be terminated with immediate effect due to failure to pay agreed royalties
. 
· Trade marks invalidity – the High Court held in the Dixy Fried Chicken case a franchise case that credible and weighty evidence must be produced successfully to challenge the validity of a registered trade mark
. 
· Surnames – the Advocate General has given an important opinion on the registrability of surnames as trade marks.  Article 3(1) of the Trade Marks Directive provides that a sign will not be registered as a trade mark if it is devoid of any distinctive character.  The Advocate General indicated that for the purposes of Article 3(1) the distinctiveness of a sign comprising a surname depends on whether, in relation to the goods or services for which registration is sought, the relevant consumer considers that it identifies the gods or services of an undertaking compared with others.  The frequency of occurrence of the surname is one factor for consideration but it is not decisive.  The Advocate General further held that the fact that the effects of a trade mark comprising a surname may be limited by Article 6(1)(a) of the Directive has no impact whatsoever on the appraisal of its distinctiveness.  Article 6(1)(a) provides that a trade mark shall not entitle the proprietor to prohibit a third party from using, in the course of trade, his own name or address provided that he uses them in accordance with honest practices in industrial or commercial matters
. 
Intellectual Property

· IP enforcement directive - a newly agreed directive aims at cracking down on organized piracy and counterfeiting in the EU.  To a large extent the directive which deals with “measures and procedures to ensure the enforcement of intellectual property rights” repeats well established legal principles in the UK and is therefore unlikely to have any immediate impact.  The directive expressly makes it clear that it is not seeking to amend IP law and simply seeking to provide a proper and adequate enforcement remedies generally during the course of litigation to protect IP right holders so that they can enforce their rights. 
· High Street Copycats – the Government is considering a law aimed at stamping out corporate plagiarism.  The Patent Office is consulting intellectual property lawyers and others over a new law of “unlawful limitation”.  It aims to clamp down on the number of cases where high street retailers are cutting costs by copying the designs of small players and then not compensating them.  In a recent case Laura Ashley paid out £46,000 to a small silk manufacturer after the manufacturer discovered that fabric on Laura Ashley cushion was similar to one of its designs.  The manufacturer had previously sent fabric swatches to Laura Ashley which had been rejected. 
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