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ComputerComputer programprogram 
n NecessityNecessity ofof IPRIPR protectionprotection 
n CopyrightCopyright protectionprotection 

– TRIPSTRIPS ArticleArticle 10(1)10(1) 
– WCTWCT ArticleArticle 44

n LimitationLimitation 
 

AA ComputerComputer programprogram performsperforms “functions”“functions” 
throughthrough “expression”.“expression”.  



Computer-implementedComputer-implemented inventionsinventions areare 
treatedtreated inin thethe samesame mannermanner underunder thethe 
lawlaw asas anyany otherother inventions.inventions. 
ConditionsConditions ofof PatentabilityPatentability 
n PatentablePatentable subjectsubject mattermatter 
n NoveltyNovelty 
n InventiveInventive stepstep (Non-obviousness)(Non-obviousness) 
n IndustrialIndustrial applicationapplication (Utility)(Utility) 
n SufficientSufficient disclosuredisclosure 



BusinessBusiness methodsmethods 
n Off-lineOff-line businessbusiness methodsmethods 
n On-lineOn-line businessbusiness methodsmethods 

EconomicEconomic impactimpact ofof e-commerce,e-commerce, financialfinancial 
businessbusiness 

 
QuestionsQuestions

** CompatibleCompatible withwith thethe currentcurrent patentpatent law?law? 
** WhatWhat areare software/businesssoftware/business methodsmethods relatedrelated 

inventionsinventions thatthat meritmerit patentpatent protection?protection? 



TRIPSTRIPS AgreementAgreement 
n ArticleArticle 27.127.1 

InIn principle,principle, “Patents“Patents shallshall bebe availableavailable forfor anyany 
inventionsinventions,, whetherwhether productproduct oror process,process, inin allall fieldsfields 
ofof technologytechnology,, providedprovided thatthat theythey areare new,new, involveinvolve 
anan inventiveinventive stepstep andand areare capablecapable ofof industrialindustrial 
application.”application.” 

n ArticleArticle 27.227.2 andand 33 dodo notnot expresslyexpressly provideprovide thethe 
exclusionexclusion ofof computercomputer programsprograms oror businessbusiness 
methodsmethods inin generalgeneral fromfrom patentability.patentability. 

n NoNo definitiondefinition ofof thethe termsterms “invention”“invention” andand 
“technology”“technology” 



ArgumentsArguments FORFOR softwaresoftware patentspatents 
n CopyrightCopyright doesdoes notnot protectprotect “ideas”“ideas” behindbehind software.software. 
n PromotePromote developmentdevelopment ofof thethe softwaresoftware industryindustry andand 

computer-relatedcomputer-related industry.industry. 
n SoftwareSoftware alsoalso exhibitsexhibits technicaltechnical behavior.behavior. 
n AdvantagesAdvantages forfor SMEsSMEs andand independentindependent softwaresoftware 

developers.developers. 



ArgumentsArguments AGAINSTAGAINST softwaresoftware patentspatents 
 
n DuplicationDuplication withwith copyrightcopyright protection.protection. 
n InhibitInhibit competition.competition. 

– cumulative,cumulative, sequentialsequential innovationinnovation 
– interoperabilityinteroperability betweenbetween programs,programs, systemssystems 

andand networksnetworks 
n SMEsSMEs andand independentindependent softwaresoftware developersdevelopers 

can’tcan’t affordafford patents.patents. 



ArgumentsArguments concerningconcerning businessbusiness 
methodmethod patentspatents 

FORFOR
n InnovativeInnovative businessbusiness methodsmethods equallyequally contributecontribute 

toto thethe economiceconomic development.development. 
AGAINSTAGAINST
n DistortDistort competitioncompetition 

fundamentalfundamental rolerole toto economyeconomy 
notnot proportionalproportional toto exclusiveexclusive patentpatent rightsrights 

n PracticalPractical difficultiesdifficulties 
qualityquality ofof patentspatents (expertise,(expertise, priorprior art,art, 

inventiveinventive step,step, sufficientsufficient disclosure)disclosure)  



IssuesIssues 
n “Inventions”“Inventions” underunder thethe patentpatent lawlaw shouldshould havehave aa

technicaltechnical character?character? 
n IfIf so,so, whatwhat kindkind ofof “technicality”“technicality” isis required?required? 
n FormatsFormats ofof claims?claims? 

– “A“A computercomputer systemsystem comprising…”comprising…” 
– “A“A methodmethod ofof processingprocessing ChineseChinese wordswords inin aa

computercomputer comprising…comprising… 
– “A“A computercomputer readablereadable mediummedium havinghaving storedstored 

thereonthereon computer-executablecomputer-executable instructionsinstructions forfor 
performingperforming thethe stepssteps comprising…”comprising…” 

– “A“A computercomputer programprogram productproduct comprising…”comprising…” 
n HowHow toto overcomeovercome practicalpractical difficulties?difficulties? 



USUS -- patentablepatentable subjectsubject mattermatter 
n 3535 U.S.C.U.S.C. SectionSection 101101 

“Whoever“Whoever inventsinvents oror discoversdiscovers anyany newnew andand
usefuluseful processprocess,, machinemachine,, manufacturemanufacture,, oror 
compositioncomposition ofof mattermatter,, oror anyany newnew andand usefuluseful
improvementimprovement thereofthereof,, maymay obtainobtain aa patentpatent 
therefore…”therefore…” 

 
“process”“process” == “process,“process, artart oror methods”;methods”; includesincludes “a“a 

newnew useuse ofof aa knownknown process,process, machine,machine, 
manufacture,manufacture, compositioncomposition ofof matter,matter, oror material”material” 

NoNo “technical“technical effect”effect” oror “technical“technical contribution”contribution” 
requirementrequirement 



USUS -- ExceptionsExceptions areare setset byby casecase lawslaws 
DiamondDiamond vsvs ChakrabartyChakrabarty:: “anything“anything underunder thethe sunsun 

thatthat isis mademade byby man”man” isis patentablepatentable ------ lifelife formform 

DiamondDiamond vsvs DiehrDiehr:: exceptionsexceptions toto patentabilitypatentability 
 lawslaws ofof naturenature,, abstractabstract ideasideas,, naturalnatural phenomenaphenomena

InIn rere AllapatAllapat:: practicalpractical applicationapplication ofof anan abstractabstract idea,idea, 
however,however, isis statutorystatutory 



InIn rere AlappatAlappat
3333 F.3dF.3d 15361536 [Fed.[Fed. Cir.1994]Cir.1994] 

n SoftwareSoftware programprogram toto createcreate aa smoothsmooth displaydisplay 
ofof numericnumeric datadata onon anan oscilloscopeoscilloscope 

n AnAn inventioninvention thatthat producesproduces “a“a useful,useful, 
concreteconcrete andand tangibletangible result”result” isis patentablepatentable 
subjectsubject mattermatter 

n IfIf thethe claimedclaimed subjectsubject mattermatter “as“as aa whole”whole” isis 
aa disembodieddisembodied mathematicalmathematical concept,concept, itit isis notnot 
patentable.patentable.  



USUS -- businessbusiness methodsmethods (1)(1) 
n AA businessbusiness methodmethod thatthat providesprovides aa “useful,“useful, concreteconcrete 

andand tangibletangible result”result” isis patentablepatentable subjectsubject matter.matter. 
((StateState StreetStreet BankBank v.v. SignatureSignature FinancialFinancial,, 1998)1998) 
Ex.1:Ex.1: AA systemsystem toto permitpermit individualindividual mutualmutual fundsfunds 

(spokes)(spokes) toto poolpool theirtheir assetsassets inin anan investmentinvestment portfolioportfolio 
(hub)(hub) organizedorganized asas aa partnershippartnership 

Ex.2:Ex.2: Amazon’sAmazon’s one-clickone-click shoppingshopping 
Ex.3:Ex.3: VirtualVirtual salessales personnelpersonnel 

 
-->--> FloodFlood ofof businessbusiness methodmethod relatedrelated patentpatent applicationsapplications 

 



USUS -- businessbusiness methodsmethods (2)(2) 
n USPTO’sUSPTO’s initiativeinitiative 

–collectioncollection ofof businessbusiness methodsmethods priorprior artart 
–trainingtraining examiners;examiners; doubledouble checkcheck 
–publicpublic outreachoutreach 
 Fiscal Year 1996 1997 1998 1999 2000 2001 2002*

Applications
Filed

584 927 1340 2821 7800 8700 5000

Patents
Issued

144 206 420 585 899 433 492

Number of applications filed and patents issued in the United States of 
America under Class 705 (Source:  USPTO).   

*The data in fiscal year 2002 are an estimate. 



EuropeEurope (1)(1) 
EuropeanEuropean PatentPatent ConventionConvention (EPC)(EPC) 
n ArticleArticle 52(1)52(1)

EuropeanEuropean patentspatents shallshall bebe grantedgranted forfor anyany inventionsinventions
whichwhich areare susceptiblesusceptible ofof industrialindustrial application,application, whichwhich 
areare newnew andand whichwhich involveinvolve anan inventiveinventive step.step. 

n ArticleArticle 52(2)52(2) andand (3)(3) NonNon exhaustiveexhaustive listlist ofof subjectsubject 
mattermatter notnot regardedregarded asas inventions,inventions, includingincluding 

-- schemes,schemes, rulesrules andand methodsmethods forfor doingdoing 
businessbusiness asas suchsuch;;

-- programsprograms forfor computerscomputers asas such.such.  
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EuropeEurope -- technicaltechnical charactercharacter 
“Inventions”“Inventions” mustmust bebe ofof technicaltechnical character.character. 

-- MustMust relaterelate toto aa technicaltechnical fieldfield (Rule(Rule 27(1))27(1)) 
-- MustMust bebe concernedconcerned withwith aa technicaltechnical problemproblem (Rule(Rule 

27(1))27(1)) 
-- MustMust havehave technicaltechnical featuresfeatures inin termsterms ofof whichwhich 

thethe mattermatter forfor whichwhich protectionprotection isis soughtsought cancan bebe 
defineddefined inin thethe claimclaim (Rule(Rule 29(1))29(1)) 

??
ArticleArticle 52(2):52(2): SubjectSubject mattermatter notnot regardedregarded asas inventionsinventions 

== abstracts,abstracts, non-technicalnon-technical 
naturenature 



EuropeEurope -- technicaltechnical charactercharacter 
n TheThe claimedclaimed subjectsubject mattermatter hashas aa technicaltechnical 

character.character. 
– ApparatusApparatus claimclaim 
– MethodMethod claimclaim 

n TheThe contributioncontribution toto thethe statestate ofof thethe artart (inventive(inventive 
step)step) hashas aa technicaltechnical character.character. 
== AnAn inventioninvention solvessolves aa technicaltechnical problem.problem. 

 Ex.Ex. -- faster/simplified/morefaster/simplified/more efficientefficient computingcomputing 
 -- reliability/safety/speedreliability/safety/speed inin computercomputer 

communicationcommunication isis improved.improved. 
n VariousVarious claimclaim formatsformats acceptedaccepted (IBM(IBM case,case, 1997).1997). 



EuropeEurope -- EUEU developmentdevelopment 
n DraftDraft DirectiveDirective onon thethe PatentabilityPatentability ofof 

Computer-implementedComputer-implemented InventionsInventions 
– HarmonizingHarmonizing thethe interpretationinterpretation ofof patentabilitypatentability 

requirementsrequirements re.re. ComputerComputer implementedimplemented 
inventionsinventions amongamong thethe EUEU membermember States.States. 

 
– StrongStrong oppositionsoppositions toto thethe EuropeanEuropean 

Commission’sCommission’s draftdraft byby openopen sourcesource softwaresoftware 
supporterssupporters andand byby smallsmall softwaresoftware developersdevelopers 



ChinaChina (1)(1) 
n AnAn “Invention”“Invention” meansmeans anyany newnew technicaltechnical solutionsolution 

relatingrelating toto aa product,product, aa processprocess oror improvementimprovement 
thereof.thereof. 

n “Rules“Rules andand methodsmethods forfor mentalmental activities”activities” areare notnot 
patentablepatentable subjectsubject matter.matter. 

 
n ExaminationExamination GuidelinesGuidelines 

– “Methods“Methods ofof businessbusiness operationoperation andand financialfinancial 
management”management” andand “computer“computer programprogram asas such”such” 

– AA claimedclaimed inventioninvention involvesinvolves onlyonly aa computercomputer 
programprogram perper se,se, oror merelymerely aa computercomputer programprogram 
recordedrecorded onon aa carriercarrier == NotNot patentablepatentable subjectsubject 
mattermatter 



China:China: Exam.Exam. GuidelinesGuidelines 
n IfIf thethe methodsmethods oror computercomputer programsprograms gogo beyondbeyond 

meremere “rules“rules andand methodsmethods ofof mentalmental activities”,activities”, 
theythey maymay bebe patentable.patentable. 
– UtilizeUtilize technicaltechnical meansmeans (use(use thethe lawslaws ofof nature)nature) 
– SolveSolve anyany technicaltechnical problemproblem 
– ProvideProvide technicaltechnical effecteffect 

n ClaimedClaimed inventioninvention asas aa wholewhole 
 

Ex.1:Ex.1: AnAn inventioninvention usingusing aa computercomputer programprogram forfor 
measuringmeasuring thethe viscosityviscosity ofof liquid.liquid. 

Ex.2:Ex.2: AnAn inventioninvention employingemploying aa virtualvirtual memorymemory 
managementmanagement programprogram toto increaseincrease thethe capacitycapacity andand 
thethe processingprocessing speedspeed 



PatentPatent enforcementenforcement issuesissues 
n IPRIPR == territorialityterritoriality 

 
n HowHow toto determinedetermine thethe “unauthorized“unauthorized use”use” ofof aa

patent?patent? 
– PatentedPatented productproduct (network(network system)system) consistsconsists ofof 

elementselements locatedlocated inin differentdifferent territories.territories. 
– PatentedPatented processprocess (methods(methods toto processprocess datadata viavia 

network)network) consistsconsists ofof elementselements processedprocessed inin 
differentdifferent territories.territories. 

 
n MenasheMenashe casecase (UK)(UK) 



DebatesDebates continue...continue... 

n ObjectivesObjectives ofof PatentPatent SystemSystem 
– PromotePromote economiceconomic developmentdevelopment 
– BalanceBalance betweenbetween patentee’spatentee’s rightsrights andand 

publicpublic interestinterest  

Use/LicenseUse/License 

CreationCreation 

GrantGrant ofof PatentPatent 
Disclosure of 
inventions 
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