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Hardware

Hardware the technical feature of
which Is characterized by software
(Chinese word processing machine)

Software embodied on a machine
readable medium (CD-ROM for
Chinese word processing)

Software through network (Interactive game
software downloaded from an Internet server)




Com'puter program

o F
S Nec@f ﬂ’R proetection

VGt pretection
— TRIPS Aﬂi&le 10(1)
— WCIPAItICIE 4

n Limitation

n

A Computer program performs “functions”
through “expression”.




| ,mp er=-implemented inventions are
trea@ﬁh@ Same manner under the

[awiastany.other inventions.
Conaitionsgf Patentability

n Patentable subject matter
n Novelty.

n Inventive step (Non-obviousness)
n Industrial application (Utility)
n Sufficient disclosure




o iness methods
- n Off- _sinegs. methods

0 OREINE BUSIMESS MELNOodS

-
Ecorggnic!mpact off e-commerce, financial
DUSINESS

Questions

* Compatible with the current patent law?

* What are software/business methods related
inventions that merit patent protection?




ol IPS}Agreement
0 Arti .

%nciple, "Patients shall be available for any
10 S, MWHELNEN product or process, in all fields

of technolegyprovided  that they are new, involve
anlinventive steprand are capable of industrial
application:=

n Article 27.2 and 3 do not expressly provide the
exclusion of computer programs or business
methods in general from patentability.

n No definition of the terms “invention” and
“technology”




NS EOR software patents
i e
Nn Cogyrig t @ees notiprotect “ideas” behind software.

n Pr development of the software industry and
computer-l’élaj,ed industry.

n Softwareralse exhibits technical behavior.

n Advantagesifior' SMEs and independent software
developers.
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%tion with copyright protection.
InRIBICCempEtition.

— cumg@tiv!, seguential innovation

— Interoperawility between programs, systems
and networks

P u&ﬂ’c;.AGAINST software patents

n

n

n SMEs and independent software developers
can't afford patents.




SATGUMERLS Concerning business
il ethed patents

FOR
T&mvuve PUSINESS methods equally contribute

to the econemlc development.
AGAINST

n Distort competition

fundamental role to economy

not proportional to exclusive patent rights
n Practical difficulties

quality of patents (expertise, prior art,
inventive step, sufficient disclosure)




Issues

o y
&
T “Inveﬁ”under the patent law should have a

Leehnical character?
n liFseWinalskind off ~technicality” is required?
) Formats| O cleims?

— A computer system comprising...”

— “A method'of processing Chinese words in a
computer comprising...

— “A computer readable medium having stored
thereon computer-executable instructions for
performing the steps comprising...”

— "A computer program product comprising...”

n How to overcome practical difficulties?




_ itable subject matter
. 35U ection 101

SWRGEVERINVENTS or discovers any new and
uﬁil[hrocess machine, manufacture, or
Composition] oftmatiter, or any new and useful
ImMprovement “thereof, may obtain a patent
therefore...”

“process” = “process, art or methods”; includes “a
new use of a known process, machine,
manufacture, composition of matter, or materia

III

No “technical effect” or “technical contribution”
requirernant
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CEPLIONS are Set Dy case laws

,_ P
S DIErpa e e abaty: Sanything under the sun

thaisimade By mansis patentable --- life form

-
DIgiiond. l@/&”f‘: exeeptions to patentability
laws of natlire, abstract ideas, natural phenomena

In re Allapat: practical application of an abstract idea,
however, is statutory




ol relAlappat
o G556 Fed. Cir.1994]

V%‘are programto) create a smooth display
OIMUMERE data on an oscilloscope
n An in\@tio“ that produces “a useful,

concretérand tangible result™ is patentable
subject matter

n If the claimed subject matter “as a whole” is
a disembodied mathematical concept, it is not
patentable.




pusiness methods (1)

/ |
” ' -
- n A buﬁthﬂd that provides a “useful, concrete
anaitangiviesresuit®is patentable subject matter.
Street Bank Ve Signature Financial, 1998)

Ex. 17 A¥System to permit individual mutual funds
(Spokes)Mrpoo! theirassets in an investment portfolio
(hub) erganizedras a partnership

Ex.2: Amazon’s one-click shopping
Ex.3: Virtual sales personnel

--> Flood of business method related patent applications
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- n US |

pusiness methods (2)
nitiative

» - collection o business methods prior art
Suraining| examiners; double check

—DLMC Olitreac

Fiscal Year 1996 1997 1998 1999 2000 2001 2002*
Applications 584 927 1340 2821 7800 8700 5000
Filed

Patents 144 206 420 585 899 433 492
Issued

Number of applications filed and patents issued in the United States of

*The data in fiscal year 2002 are an estimate.

America under Class 705 (Source: USPTO).




s Europe (1)

L EUFOpE Ak anvention (EPC)

Nrilela 52@Eh)

E patentsishall’be granted for any inventions
Winichraressuseeptible; of industrial application, which
are newsendwhich invelve an inventive step.

Article 52(2)riand (3) Non exhaustive list of subject
matter not regarded as inventions, including

- schemes, rules and methods for doing
business as such;

- programs for computers as suct.




- technical character

~ ,
g -
N TAVentions -must.be of technicall character.

%st elate to a technicall field (Rule 27(1))

-VUsuserconcerned withi a technical problem (Rule

27(1))
- MUsthaveitechnical features in terms of which

the matter ferwhich protection is sought can be

defined in the claim  (Rule 29(1))

?

Article 52(2): Subject matter not regarded as inventions

= abstracts, non-technical
nature

17




=

=itechnical character
-0 e sulﬁect matter has a technical

Character.
—i\iﬁﬁmtus claim
— Method cﬁilﬁ,
n The contifibution toithe state of the art (inventive

step) has'artechnical character.

= Ani Invention, selves a technical problem.

Ex. - faster/simplified/more efficient computing

- reliability/safety/speed in computer
communication is improved.

n Various claim formats accepted (IBM case, 1997).




- Elirepe - EU development

- n Dra bive on the Patentability of

COE- plter-implemented Inventions
nizing| therinterpretation of patentability

requirements re. Computer implemented
Ventions amongd the EU member States.

— Strongl oppositions to the European
Commission’s draft by open source software
supporters and by small software developers




' Chinai (1)
N nAmEaNS any new technical solution

felatingrtera preoduct, arprocess or improvement
e

n RUIES and™methods for mental activities” are not
patentablejsuidject matter.

n Examination Guidelines

— “"Methods of business operation and financial
management” and “"computer program as such”

— A claimed invention involves only a computer

program per se, or merely a computer program
recorded on a carrier = Not patentable subject
matter




o i Exam. Guidelines

I thENMEBASIer computer programs go beyond
e estand nmethods of mental activities”,
I%y DE patentable.
~ Utilize technical means (use the laws of nature)
— Solvemy technical problem

— Provide technical effect
n Claimed invention as a whole

Ex.1: An invention using a computer program for
measuring the viscosity of liquid.

Ex.2: An invention employing a virtual memory
management program to increase the capacity and
the processing speed




R Paenienforcement issues

; #
~ n IPR = oriality

n How to det-brmine the “unauthorized use” of a

patent? -

— Patented product (network system) consists of
elementsilocated in different territories.

— Patented process (methods to process data via
network) consists of elements processed in
different territories.

n Menashe case (UK)




I DERatesicontinue..

Disclosure of
iInventions

Use/License === Grant of Patent

n Objectives ofi Patent System
— Promote economic development

— Balance between patentee’s rights and
public interest
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