
WIPO-MOSTWIPO-MOST IntermediateIntermediate TrainingTraining CourseCourse onon 
PracticalPractical IntellectualIntellectual PropertyProperty IssuesIssues inin BusinessBusiness

NovemberNovember 1010 toto 14,14, 20032003

PatentsPatents 
TomokoTomoko MiyamotoMiyamoto 
PatentPatent LawLaw SectionSection 

PatentPatent PolicyPolicy DepartmentDepartment 
WorldWorld IntellectualIntellectual PropertyProperty OrganizationOrganization 

tomoko.miyamoto@wipo.inttomoko.miyamoto@wipo.int 



WhatWhat isis aa patent?patent? 
RightRight grantedgranted toto protectprotect inventionsinventions 

 
BalanceBalance betweenbetween patentee’spatentee’s rightsrights 

andand publicpublic interestinterest 



ConditionsConditions ofof patentabilitypatentability 
n PatentsPatents shallshall bebe availableavailable forfor inventionsinventions thatthat 

areare newnew,, involveinvolve anan inventiveinventive stepstep (are(are 
non-obviousnon-obvious)) andand areare industriallyindustrially applicableapplicable
((usefuluseful).).  
– WhatWhat isis anan “invention”?“invention”? 
– WhatWhat isis “new”“new” (novelty)?(novelty)? 
– WhatWhat isis anan “inventive“inventive stepstep (non-obvious)”?(non-obvious)”? 
– WhatWhat isis “industrially“industrially applicableapplicable (useful)”?(useful)”?  



DutyDuty ofof disclosuredisclosure 
n AnAn inventioninvention shallshall bebe describeddescribed inin thethe 

applicationapplication inin aa wayway thatthat aa personperson skilledskilled inin 
thethe artart cancan carrycarry outout thethe claimedclaimed invention.invention. 

 
n PublicationPublication ofof applications/patentsapplications/patents 



LimitedLimited termterm ofof protectionprotection 

n 2020 yearsyears fromfrom thethe filingfiling datedate 
n AA patenteepatentee maymay withdrawwithdraw hishis patent.patent.  



ExclusiveExclusive rightsrights conferredconferred byby aa patentpatent 
n AA patenteepatentee cancan preventprevent othersothers withoutwithout hishis consentconsent from:from: 

(a)(a) makingmaking,, importingimporting,, usingusing,, offeringoffering forfor salesale oror sellingselling 
thethe patentedpatented product;product; 

(b)(b) usingusing thethe patentedpatented processprocess andand doingdoing anyany actsacts inin 
paragraphparagraph (a)(a) inin respectrespect ofof aa productproduct obtainedobtained directlydirectly 
byby suchsuch processprocess,,

forfor commercialcommercial purposes.purposes. 
(Pat.(Pat. Law,Law, ArticleArticle 11(1))11(1)) 

 
n ProtectionProtection againstagainst infringementinfringement 
n PossibilityPossibility ofof assigningassigning andand licensinglicensing thethe rightright  



LimitationLimitation ofof owner’sowner’s rightsrights 
n ActsActs solelysolely forfor thethe purposespurposes ofof scientificscientific researchresearch 

andand experimentation.experimentation. 
n PriorPrior user’suser’s rightright 
n TemporalTemporal presencepresence inin thethe territoryterritory (Paris(Paris 

Convention,Convention, ArticleArticle 55terter))
n ExhaustionExhaustion 

afterafter thethe salesale ofof aa patentedpatented product,product, oror ofof aa productproduct 
thatthat waswas directlydirectly obtainedobtained byby aa patentedpatented process,process, mademade oror 
importedimported byby thethe patenteepatentee (or(or withwith thethe authorizationauthorization ofof thethe 
patentee)patentee) 

(Pat.(Pat. Law,Law, ArticleArticle 63)63)  



PossibilityPossibility ofof appealappeal 
n OpportunitiesOpportunities toto challengechallenge decisionsdecisions mademade byby 

thethe patentpatent OfficeOffice 
– BoardsBoards ofof appealappeal 
– CourtsCourts 

 



AdvantagesAdvantages forfor societysociety 

CreationCreation 

Grant of
patents

Exploitation of
patented invention

Disclosure of
inventions

· Stronger market position
· Returns on investments
· Vehicle to market inventions
· Increase in negotiation power
· Source of technological knowledge



TerritorialityTerritoriality
GrantGrant andand enforcementenforcement ofof patentspatents inin itsits 
jurisdictionjurisdiction 

National system B 

National 
system A 

National 
system C 



FileFile aa patentpatent applicationapplication abroadabroad 

n EqualEqual treatmentstreatments 
– NationalNational treatmenttreatment (Paris(Paris Convention,Convention, 

ArticlesArticles 33 && 4)4) 
– Most-favoured-nationMost-favoured-nation (MFN)(MFN) treatmenttreatment 

(TRIPS,(TRIPS, ArticleArticle 4)4) 
n CostsCosts (translations,(translations, fees,fees, attorneys…)attorneys…) 
n PotentialPotential commercialcommercial valuevalue 



ClaimingClaiming prioritypriority
(Paris(Paris Convention,Convention, ArticleArticle 4)4) 

n 164164 MemberMember StatesStates 

File
applications

abroad
- National Offices
- Regional Offices
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PatentPatent CooperationCooperation TreatyTreaty (1970)(1970) 
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ChallengesChallenges 
n AccessAccess toto patentpatent protectionprotection abroadabroad 

simplersimpler procedureprocedure andand reductionreduction ofof costscosts 
– PatentPatent LawLaw TreatyTreaty (PLT)(PLT) 
– PCTPCT ReformReform 

n TowardToward internationalinternational cooperationcooperation re.re. searchsearch andand 
examinationexamination -- managingmanaging workloadworkload 
– DraftDraft SubstantiveSubstantive PatentPatent LawLaw TreatyTreaty (SPLT)(SPLT) 

n SynergySynergy withwith otherother areasareas ofof publicpublic policypolicy 
(TK,(TK, accessaccess toto GR)GR) 

– ActivitiesActivities underunder thethe IntergovernmentalIntergovernmental CommitteeCommittee 
(IGC),(IGC), IPCIPC reformreform  



PatentPatent LawLaw TreatyTreaty (PLT)(PLT) 
n ConcludedConcluded JuneJune 1,1, 20002000 

 
n HarmonizesHarmonizes andand simplifiessimplifies formalformal requirementsrequirements forfor 

nationalnational andand regionalregional applicationsapplications andand patents.patents. 
ExcludesExcludes expresslyexpressly substantivesubstantive requirementsrequirements ofof 
patentabilitypatentability 

 
n EntryEntry intointo forceforce requiresrequires accessionaccession oror ratificationsratifications byby 

1010 States.States. 77 ratificationsratifications atat thisthis stagestage (Estonia,(Estonia, 
Kyrgyzstan,Kyrgyzstan, Nigeria,Nigeria, RepublicRepublic ofof Moldova,Moldova, Slovakia,Slovakia, 
Slovenia,Slovenia, Ukraine).Ukraine).  



AdvantagesAdvantages ofof thethe PLTPLT 
ApplicantsApplicants andand representativesrepresentatives
n Predictable,Predictable, uniformuniform andand simplesimple proceduresprocedures forfor 

national/regional/internationalnational/regional/international applicationsapplications 
n ReducedReduced riskrisk ofof errorerror oror revocation,revocation, andand 

opportunityopportunity toto correctcorrect errorserrors 
n ReductionReduction ofof costcost andand lossloss ofof rights,rights, andand 

enhancedenhanced legallegal certaintycertainty 
 

OfficesOffices
n EnhancedEnhanced efficiencyefficiency inin operationoperation 
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DraftDraft SubstantiveSubstantive PatentPatent LawLaw TreatyTreaty 
(SPLT)(SPLT) 

n “Deep”“Deep” harmonizationharmonization includingincluding bothboth lawlaw andand 
practicepractice 

 
n CoversCovers aa numbernumber ofof legallegal principlesprinciples relevantrelevant forfor 

thethe preparationpreparation ofof patentpatent applicationsapplications andand thethe 
grantgrant andand validityvalidity ofof patents:patents: definitiondefinition ofof priorprior 
art,art, novelty,novelty, inventiveinventive step/non-obviousnessstep/non-obviousness andand 
industrialindustrial applicability/utility,applicability/utility, sufficientsufficient disclosure,disclosure, 
draftingdrafting andand interpretationinterpretation ofof claimsclaims 



WhyWhy harmonizationharmonization onon grantgrant andand 
validityvalidity ofof patents?patents? 

n ForFor StatesStates 
– EnhancedEnhanced utilityutility ofof searchsearch andand examinationexamination reportreport 

preparedprepared elsewhereelsewhere 
– BasisBasis forfor workwork sharingsharing andand workloadworkload reductionreduction 
– EnsureEnsure highhigh qualityquality ofof searchsearch andand examinationexamination 

 
n ForFor applicantsapplicants 

– SingleSingle setset ofof substantivesubstantive requirementsrequirements 
– EnhancedEnhanced legallegal certaintycertainty andand predictabilitypredictability 
– ReductionReduction ofof costscosts 



MultilateralMultilateral harmonization:harmonization: 
ChallengesChallenges 

n UnderstandUnderstand differencesdifferences 
n CommonCommon groundsgrounds andand flexibilityflexibility 

– oneone sizesize doesdoes notnot fitfit allall 
– fearfear ofof “TRIPS-plus”“TRIPS-plus” standardsstandards 

n DependsDepends onon politicalpolitical willwill forfor realreal progressprogress 



WhereWhere isis ourour “paradise”?“paradise”?

National
System

RegionalRegional andand 
InternationalInternational 
ArrangementsArrangements 



ThankThank you!you! 
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