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PatentPatent applicationapplication 
n RequestRequest 
n DescriptionDescription 
n DrawingsDrawings 
n AbstractAbstract 
n ClaimsClaims 
 

BibliographicBibliographic datadata 
FullFull andand detaileddetailed explanationexplanation 

 
InformationInformation purposepurpose onlyonly 
DefineDefine thethe subjectsubject mattermatter forfor 

whichwhich protectionprotection isis soughtsought 
OnceOnce patented,patented, definedefine thethe 

scopescope ofof patentpatent protectionprotection 
Novelty, inventive step, industrial applicability, sufficiency of
disclosure are examined vis-à-vis the claimed invention.



FunctionsFunctions ofof claimsclaims 

n DefinitionalDefinitional functionfunction 

n PublicPublic noticenotice functionfunction 
 



ExampleExample 
1.1. AA processprocess forfor treatingtreating textilestextiles comprisingcomprising sprayingspraying thethe 

materialmaterial withwith aa liquidliquid coatingcoating underunder ultravioletultraviolet lightlight 
irradiation.irradiation. 

2.2. AA processprocess accordingaccording toto claimclaim 11 comprisingcomprising thethe stepstep ofof 
coatingcoating atat 200-210°C.200-210°C. 

3.3. AA processprocess accordingaccording toto claimclaim 11 oror 22 characterizedcharacterized byby 
thethe coatingcoating compositioncomposition X.X. 

 
-- product/product/ processprocess claimclaim 
-- 2-part/2-part/ singlesingle partpart claimclaim 
-- independent/independent/ dependentdependent /multiple/multiple dependentdependent claimclaim 



RequirementsRequirements concerningconcerning claimsclaims 
DefinitionalDefinitional functionfunction

n BroadestBroadest claimclaim asas 
possiblepossible 

<--><--> priorprior artart 

PublicPublic noticenotice functionfunction
n ClearClear 
n ConciseConcise 
n SupportedSupported byby thethe 

descriptiondescription 
(disclosure)(disclosure) 



ClaimClaim interpretationinterpretation (1)(1) 
n TheThe extentextent ofof thethe patentpatent protectionprotection shouldshould bebe 

defineddefined byby thethe wordingwording ofof thethe claims.claims. 
n ToTo whatwhat extentextent thethe descriptiondescription andand drawingsdrawings cancan 

bebe takentaken intointo account?account? 
 

n CentralCentral claimingclaiming theory/theory/ PeripheralPeripheral claimingclaiming theorytheory 
n LegalLegal certaintycertainty forfor thirdthird parties/parties/ 

FairFair protectionprotection forfor patenteepatentee  



ClaimClaim interpretationinterpretation (2)(2) 
“The“The extentextent ofof patentpatent protectionprotection shouldshould bebe determineddetermined 

byby thethe wordingwording ofof thethe claims.claims. TheThe descriptiondescription andand thethe 
drawingsdrawings shouldshould bebe takentaken intointo accountaccount forfor thethe 
interpretationinterpretation ofof thethe claims.”claims.” 

 
n TheThe wordswords usedused inin thethe claimsclaims shouldshould bebe interpretedinterpreted inin 

accordanceaccordance withwith thethe ordinaryordinary meaningmeaning andand scopescope,,
unlessunless thethe descriptiondescription providesprovides aa specialspecial meaning.meaning. 

n TheThe claimsclaims shouldshould notnot bebe interpretedinterpreted asas beingbeing 
necessarilynecessarily confinedconfined toto theirtheir strictstrict literalliteral wordingwording..

n TheThe claimsclaims shouldshould notnot bebe limitedlimited toto thethe examplesexamples 
expresslyexpressly discloseddisclosed inin thethe descriptiondescription,, unlessunless thethe 
applicantapplicant mademade aa “disclaimer”.“disclaimer”. 



EquivalentsEquivalents 
n ReasonableReasonable degreedegree ofof certaintycertainty forfor thirdthird partiesparties 

– relyrely onon thethe definitional/definitional/ publicpublic noticenotice functionfunction ofof claims.claims. 
n FairFair protectionprotection forfor thethe patenteepatentee 

– minorminor variationsvariations toto circumventcircumvent thethe claims.claims. 
 

n DoctrineDoctrine ofof EquivalentsEquivalents 
 TheThe scopescope ofof aa patentpatent maymay embraceembrace equivalentequivalent 

meansmeans toto thethe claimsclaims describeddescribed underunder certaincertain
circumstancescircumstances..

Objective:Objective: NotNot toto allowallow by-passingby-passing possiblepossible 
infringementinfringement 



DoctrineDoctrine ofof EquivalentsEquivalents (1)(1) 
n ReasonableReasonable possibilitypossibility ofof substitutingsubstituting thethe claimedclaimed 

elementelement withwith thethe equivalentequivalent elementelement 
n “Non“Non substantial”substantial” differencedifference 

– substantiallysubstantially thethe samesame resultresult oror effecteffect 
ex.ex. MereMere changechange ofof form,form, size,size, materialmaterial etc.etc. 

– predictabilitypredictability ofof thethe substitutionsubstitution byby aa personperson 
skilledskilled inin thethe artart 

– substantiallysubstantially thethe samesame functionfunction and/orand/or thethe wayway 
thethe inventioninvention worksworks 

n EquivalentsEquivalents atat thethe timetime ofof filing/filing/ publication/publication/ 
allegedalleged infringement.infringement. 



DoctrineDoctrine ofof EquivalentsEquivalents (2)(2) 
n IfIf aa personperson skilledskilled inin thethe artart hashas aa reasonreason toto 

assumeassume thatthat anan elementelement hadhad beenbeen excludedexcluded fromfrom 
thethe scopescope ofof thethe claims,claims, thatthat elementelement isis notnot anan 
equivalentequivalent element.element. 
– ElementsElements fallenfallen under,under, andand areare obviousobvious from,from, thethe 

priorprior art.art. 
– ProsecutionProsecution history.history. 

ex.ex. AmendmentsAmendments andand statementsstatements mademade beforebefore thethe
Office.Office. 

 
ManyMany differentdifferent practicespractices amongamong thethe StatesStates ...... 



DoctrineDoctrine ofof EquivalentsEquivalents -- EpiladyEpilady casecase 
Epilady patent

Helical spring 



“Smooth & Silky” Rubber rod with slits 



UKUK (Catnic(Catnic Test)Test) 
Does the variant have a material effect 
upon the way the invention works? 

Would this have been obvious to a person 
skilled in the art at the publication date? 

Would a person skilled in the art have 
understood from the language of the claim 
that the patentee intended that strict 
compliance with the primary meaning was an 
essential requirement of the invention? 

Infringement (Equivalent) No infringement

Yes 

Yes 

No 

Yes 

No 

No 



GermanyGermany 

It is obvious to a person skilled in the art 
using his knowledge at the priority date that 
the equivalent solution can be provided by 
equally functioning means.

---> Infringement 



NeedNeed forfor internationalinternational 
harmonization?harmonization? (1)(1) 

ExampleExample 1:1: Product-by-processProduct-by-process claimclaim 
 

“Protein“Protein ZZ whichwhich isis obtainedobtained byby processprocess PP
comprisingcomprising stepssteps P1,P1, P2,P2, P3…P3… andand Pn.”Pn.” 

 
n ProteinProtein ZZ perper sese thatthat possessespossesses thethe 

characteristicscharacteristics derivedderived fromfrom processprocess P?P? 
n ProteinProtein ZZ thatthat actuallyactually obtainedobtained byby processprocess P?P? 



NeedNeed forfor internationalinternational 
harmonization?harmonization? (2)(2) 

ExampleExample 2:2: UseUse claimclaim 
 

“Substance“Substance XX forfor aa useuse asas anan insecticide.”insecticide.” 
“Use“Use ofof substancesubstance XX asas anan insecticide.”insecticide.” 

 
n ProductProduct claimclaim (substance(substance XX asas anan insecticide)?insecticide)? 
n ProcessProcess claimclaim (a(a processprocess ofof killingkilling insectsinsects usingusing 

substancesubstance X)?X)? 
n LackingLacking clarity?clarity? 



NeedNeed forfor internationalinternational 
harmonization?harmonization? (3)(3) 

n LimitationLimitation ofof thethe PCTPCT 
CustomizeCustomize thethe applicationapplication atat thethe nationalnational 

phase.phase. 
<---<--- differentdifferent claimclaim interpretation,interpretation, 

equivalentsequivalents 
 

n DraftDraft SubstantiveSubstantive PatentPatent LawLaw TreatyTreaty (SPLT)(SPLT) 
– Applicants:Applicants: PreparePrepare oneone setset ofof claimsclaims 
– Offices:Offices: EnhancedEnhanced utilityutility ofof search/examinationsearch/examination 

reportreport obtainedobtained fromfrom otherother OfficesOffices 
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