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•• Signs which DESCRIBE the goods orSigns which DESCRIBE the goods or
services on which they are used areservices on which they are used are
DESCRIPTIVE and therefore NON-DESCRIPTIVE and therefore NON-
DISTINCTIVEDISTINCTIVE

•• Social and cultural environment isSocial and cultural environment is
importantimportant

•• Decision on a case by case basisDecision on a case by case basis
•• Effect of useEffect of use



•• fanciful or coined signsfanciful or coined signs
•• “SWATCH” for watches“SWATCH” for watches
•• Baby-Dry for diapersBaby-Dry for diapers

•• signs adopted arbitrarily in respect ofsigns adopted arbitrarily in respect of
the goods or services for which they arethe goods or services for which they are
usedused

•• “apple” for computers“apple” for computers
•• “camel” for cigarettes“camel” for cigarettes



–– reference to geographical originreference to geographical origin

“INDIAN” for tea“INDIAN” for tea



•• WORDSWORDS
•• LETTERS AND NUMERALSLETTERS AND NUMERALS
•• DRAWINGSDRAWINGS
•• COLORS  AND COMBINATION OFCOLORS  AND COMBINATION OF

COLORSCOLORS
•• THREE-DIMENSIONAL SIGNSTHREE-DIMENSIONAL SIGNS



•• NAMESNAMES
–– McDonaldsMcDonalds
–– WH SMITHWH SMITH
–– MarsMars

•• FANTASY WORDSFANTASY WORDS
–– KodakKodak
–– Kit KatKit Kat
–– SwatchSwatch



•• M&MM&M
•• IBMIBM
•• 501501
•• 320320
•• S 500S 500
•• A6A6
•• No 5No 5



















•• OLFACTORY MARKSOLFACTORY MARKS
–– “a high-impact, fresh floral fragrance“a high-impact, fresh floral fragrance

reminiscent ofreminiscent of plumeria plumeria blossoms” for blossoms” for
embroidery yarnembroidery yarn

•• AUDIO MARKSAUDIO MARKS



•• DECEPTIVE SIGNSDECEPTIVE SIGNS
–– “ORWOOOLA” for goods made 100% of“ORWOOOLA” for goods made 100% of

synthetic materialssynthetic materials

•• CONTRARY TO MORALITY ORCONTRARY TO MORALITY OR
PUBLIC ORDERPUBLIC ORDER
–– “JESUS” for jeans“JESUS” for jeans



Use reserved for public authoritiesUse reserved for public authorities







•• USEUSE
•• REGISTRATIONREGISTRATION
•• COMBINEDCOMBINED

–– first-to-register (prior use may befirst-to-register (prior use may be
recognized)recognized)

–– first-to-use (prior registration may befirst-to-use (prior registration may be
recognized)recognized)



•• No formalities requiredNo formalities required
•• First user obtains rightFirst user obtains right
•• No transparencyNo transparency
•• Uncertainty before product launchUncertainty before product launch
•• Problems for determination of priorityProblems for determination of priority



•• First applicant obtains rightFirst applicant obtains right
•• Registration formalitiesRegistration formalities
•• TransparentTransparent
•• Clear cut priorityClear cut priority
•• International standards require toInternational standards require to

provide for registration and to grantprovide for registration and to grant
international priority rightsinternational priority rights



•• The exclusive right to use the markThe exclusive right to use the mark
•• The right to prevent others from usingThe right to prevent others from using

an identical or similar mark for identicalan identical or similar mark for identical
or similar goods or servicesor similar goods or services

•• The right to prevent others form usingThe right to prevent others form using
an identical or similar mark for dissimilaran identical or similar mark for dissimilar
goods or servicesgoods or services



•• Offering the goods or servicesOffering the goods or services
•• Affixing the mark to the goods or theirAffixing the mark to the goods or their

packagingpackaging
•• Putting the goods on the market orPutting the goods on the market or

stocking them for that purposestocking them for that purpose
•• Importing or exporting the goods underImporting or exporting the goods under

the markthe mark
•• Use on business papers or inUse on business papers or in

advertisingadvertising



•• Is there confusion as to the origin of theIs there confusion as to the origin of the
goods or services?goods or services?

•• Marks are not compared by theMarks are not compared by the
consumer side by sideconsumer side by side

•• Confusion can also arise from similarityConfusion can also arise from similarity
in pronunciationin pronunciation

•• Decision on a case-by-case basis takingDecision on a case-by-case basis taking
into account all elementsinto account all elements





•• What is protected?What is protected?
–– the aesthetic features of an innovationthe aesthetic features of an innovation

•• What is not protected?What is not protected?
–– the technical features of an innovationthe technical features of an innovation

(patents)(patents)
–– the distinguishing features of an innovationthe distinguishing features of an innovation

(trademarks)(trademarks)





















•• Registered Industrial DesignsRegistered Industrial Designs
•• Unregistered Industrial DesignsUnregistered Industrial Designs
•• CopyrightCopyright
•• Three-Dimensional MarksThree-Dimensional Marks
•• Unfair Competition (passing off)Unfair Competition (passing off)
•• Cumulative approachCumulative approach
•• Mutual exclusionMutual exclusion



•• Enforcement upon registrationEnforcement upon registration
•• Novelty and originalityNovelty and originality
•• Registration procedureRegistration procedure



•• Filing of the applicationFiling of the application
•• ExaminationExamination

–– absolute grounds for refusalabsolute grounds for refusal
–– relative grounds for refusalrelative grounds for refusal

•• PublicationPublication
•• RenewalRenewal
•• AbsoluteAbsolute right right



•• No disclosure to the public prior theNo disclosure to the public prior the
filing or priority datefiling or priority date

•• DisclosureDisclosure
–– publicationpublication
–– exhibitionexhibition
–– use in tradeuse in trade
–– any other disclosureany other disclosure



“Not commonplace in the design field in“Not commonplace in the design field in
question at the time of the design’squestion at the time of the design’s
creation” (UK design right)creation” (UK design right)













•• Enforcement upon publicationEnforcement upon publication
•• OriginalityOriginality
•• No registration procedure is necessaryNo registration procedure is necessary
•• Protection against copying onlyProtection against copying only
•• Shorter duration of protectionShorter duration of protection



•• Enforcement upon creation (fixation)Enforcement upon creation (fixation)
•• Protection for Protection for works of applied artworks of applied art
•• Artistic meritArtistic merit
•• No registration procedureNo registration procedure
•• Protection against copyingProtection against copying
•• Duration of protection during author’sDuration of protection during author’s

life + 50 (or more) yearslife + 50 (or more) years



•• “The shape of goods or their packaging”“The shape of goods or their packaging”
•• Must be distinctiveMust be distinctive
•• Must not be functionalMust not be functional
•• Potentially unlimited protectionPotentially unlimited protection



•• Right depends on “reputation” or “goodRight depends on “reputation” or “good
will” obtained for the industrial designwill” obtained for the industrial design

•• No registrationNo registration
•• Potentially no limitation of the durationPotentially no limitation of the duration

of protectionof protection



Right holder can invoke cumulatively allRight holder can invoke cumulatively all
existing forms of protection (ex:existing forms of protection (ex:
France)France)



The registration of an industrial designThe registration of an industrial design
excludes other forms of protection, suchexcludes other forms of protection, such
as, for example, copyright protectionas, for example, copyright protection


