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INTRODUCTION

1.  The Standing Committee on the Law of Trademarks, Industrial Designs and
Geographical Indications (hereinafter referred to as “the Standing Committee”) held its second
session, second part, in Geneva from June 7 to 11, 1999.

2. Thefollowing States members of WIPO and/or the Paris Union for the Protection of
Industrial Property were represented at the meeting: Algeria, Argentina, Austria, Belarus,
Belgium, Brazil, Canada, Chile, China, Colombia, Croatia, Cuba, Denmark, Egypt, Estonia,
Finland, France, Georgia, Germany, Ghana, Greece, Guatemala, Hungary, India, Indonesia,
Iran (Idamic Republic of), Irdand, Italy, Jamaica, Japan, Jordan, Kenya, Latvia, Lebanon,
Lithuania, Mali, Malta, Mexico, Morocco, Netherlands, Nigeria, Norway, Oman, Pakistan,
Philippines, Portugal, Republic of Korea, Republic of Moldova, Romania, Russan Federation,
Senegal, Slovakia, Slovenia, Spain, South Africa, Syria, Sudan, Sweden, Switzerland,
Tajikistan, Ukraine, United Kingdom, United States of America, United Republic of Tanzania,
Uruguay, Zimbabwe (66). The European Communities were al so represented.

" Subject to adoption at the third session of the SCT. Following a comment received on the Draft
Report (document SCT/2/12 Prov.), paragraph 85 was modified.
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3. Thefollowing intergovernmental organizationstook part in the meeting in an observer
capacity: World Trade Organization (WTO), Bendlux Trademark Office (BBM),
International Vine and Wine Office (O1V).

4.  Representatives of the following international non-governmental organizations took
part in the meeting in an observer capacity: Agency for the Protection of Programs (APP),
American Intellectual Property Law Association (AIPLA), Association of European Trade
Mark Owners (MARQUES), Committee of National Ingtitutes of Patent Agents (CNIPA),
European Communities Trade Mark Association (ECTA), International Association for the
Protection of Industrial Property (AIPPI), International Chamber of Commerce (ICC),
International Federation of Industrial Property Attorneys (FICPI), International League of
Competition Law (LIDC), International Trademark Association (INTA), International Wine
Law Association (AIDV), Japan Intellectual Property Association (JIPA), Japan Patent
Attorneys Association (JPAA), Japan Trademark Association (JTA),

Max-Planck-Institut (MPI), Union of European Practitionersin Industrial Property (UPEPI),
Union of Industrial and Employers Confederations of Europe (UNICE) (17).

5. Theligt of participantsis contained in the Annex of this Report.

6. Discussonswere based on the following documents prepared by the International
Bureau of WIPO: “Agenda’ (document SCT/2/6), “Organizational Matters and Overview of
the Issues to be Considered by the Standing Committee on the Law of Trademarks, Industrial
Designs and Geographical Indications’ (document SCT/2/7), “Draft Provisons on the
Protection of Well-Known Marks’ (document SCT/2/8), “Study Concerning the Use of
Trademarks on the Internet” (document SCT/2/9) and “ Summary of the Study Concerning the
Use of Trademarks on the Internet, and Possible Principles for Discussion”

(document SCT/2/10).

7.  The Secretariat noted the interventions made and recorded them on tape. This report
summarizes the discussions without reflecting all the observations made.

GENERAL DISCUSSION

Agenda Item 1. Opening of the Sesson

8.  The session was opened by the Chair, Ms. Lynne G. Beresford, United States of
America, who welcomed the participants.

9. Thelnternational Bureau announced that the Director General had implemented a new
policy by which active interpretation at all WIPO meetings would be provided in six languages,
including Arabic and Chinese, and that, since it was impossible to implement the policy at the
present meeting of the SCT, the new policy would be followed at future meetings.

10. The SCT approved the suggestion of the International Bureau to include the e-mail
addresses of the participantsin the list of participants, attached to the Report of this meeting,
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and to the SCT Electronic Forum.
Agenda Item 2: Adoption of the Agenda

11. Referring to the recent decision of the Standing Committee of Patents (SCP) to adopt
the report at the end of its session from April 12 to 23, 1999, the International Bureau
presented various alternative procedures for the circulation and adoption of the report of the
session, with consequent changes to the Agenda, which the SCT could consider.

12. The Deegations of the United States and Germany, aswell as the representative of an
observer organization, supported a five day meeting of substantive discussion and the
subsequent presentation of the Report on the SCT Electronic Forum. In the absence of
contrary opinions, the Agenda (document SCT/2/6) was adopted without modification. It was
decided that the meeting would last from June 7 to 11, 1999.

Agenda Item 3: Adoption of the Draft Report of the Second Session, First Part

13. Thelnternational Bureau noted that two corrections had been incorporated in the Draft
Report of the second session, first part of the SCT (document SCT/2/5): an error in the
numbering of paragraph 12 in SCT/2/5 Prov. was corrected with the result that all subsequent
numbered paragraphsin SCT/2/5 decreased by one digit; the first part of the first sentence of
paragraph 67 of SCT/2/5 Prov. was modified to read: “After some discussion, during which
one del egation observed that the date on which the fact of registration was made public by the
Office would be determined in accordance with the applicable law of a Member State, the
following text was adopted for paragraph (3)(a) and (b):”. The International Bureau also
pointed out that in the text of the Joint Resolution, as quoted in paragraph 23 of SCT/2/5, the
two occurrences of “Recommends’ had to be changed to “Recommend.”

14. The Delegation of the Philippines stated that its intervention, as set forth in paragraph 66
of SCT/2/5, should be modified by inserting “beyond five years’ after “the period.”

15. The Delegation of Brazil stated that paragraph 33 of SCT/2/5 should be modified by
adding, asthefinal sentence: “One delegation expressed concern about the term ‘use
covering the use of a mark on the Internet, pending discussion on the issue at WIPO.”

16. The Report of the second session, first part of the SCT (document SCT/2/5) was
adopted with the aforementioned modifications.

Agenda Item 4: Issuesto be Considered by the Standing Committee

17. The representatives of two observer organizations expressed support for further
discussion on trademark licensing, noting its timeliness and its importance to trademark
owners. The SCT, as agreed at the first part of its second session, decided to include thisitem
in the Agenda for itsthird session.

18. TheInternational Bureau announced that South Africa had offered to co-host a
symposium on geographical indications and that this Symposium would take place on
September 1 to 2, 1999, in Somerset West, Cape Province, South Africa. Inresponseto a
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query of the Delegation of Egypt, the International Bureau noted that any deliberation on
geographical indications, asreferred to in paragraph 15 of document SCT/2/7, would cover
geographical indicationsfor all products, irrespective of their nature. The SCT decided to
consider at itsthird session a report on the South African Symposium.

19. Thelnternational Bureau recalled that, prior to the first meeting of the SCT,
consultations had taken place between WIPO and the World Health Organization (WHO)
regarding possible ways of improving protection of International Nonproprietary Names for
Pharmaceutical Substances (INNs) against unauthorized registration or use as trademarks. In
particular, the International Bureau would conduct a survey of Trademark Office practices
with regard to conflicts between INNs and applications for the registration of trademarks.

A questionnaire would be distributed to the Member States, and the SCT agreed that the
results of that survey would be presented to the SCT at its the next meeting.

Agenda Item 5: Proposal on Joint Resolution on Provisions for the Protection of Well-Known
Marks

20. The SCT discussed the document concerning the draft provisions for the protection of
well-known marks (document SCT/2/8) and agreed that substantive discussions should not be
reopened on Articles 1 to 5. Only the accuracy of the redrafted provisions of these Articles,
based on the conclusions of the first part of the second session of the SCT, should be given
consideration.

21. Inthisrespect, the International Bureau informed the SCT of the corrections to be made
to document SCT/2/8: in the text of the Joint Resolution, the two occurrences of
“Recommends,” in the singular, should be changed to “Recommend,” in the plural; the notes
on Article 4 in the English text (page 22) should be renumbered so that note 4.7 becomes 4.8
with consequential changes until note 4.14 (page 24); note 5.3 of the English, French and
Spanish texts should be deleted since it refers to previous paragraph 2 of Article 5 on
cancellation which was deleted. As a consegquence note 5.4 should become note 5.3 and read:
“Paragraphs (2) and (3). See note 5.2.”

22. The Deegation of Spain pointed out that, in the Spanish text of the Joint Resolution, the
same correction should be made as in the English text, with the consequence that the word
“Recomienda” should be changed to “Recomiendan.”

23. Although the SCT agreed that substantive discussions should not be reopened, some
delegations requested that their concerns on specific provisions be reflected in the Report.
Articles1to5

24. The Delegation of Argentina said it could not join the consensus with respect to
Article 5(2), specifically in relation to the time limits contained in that provision.

25. The Delegation of Brazil tated that it could not join the consensus with respect to
sub-paragraphs (ii) and (iii) of Article 4(1)(b), Article 4(1)(c), sub-paragraphs (ii) and (iii) of
Article 5(1)(a), Article 5(1)(b) and 5(2). With respect to Article 2(3)(a), it suggested to add
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the following language in note 2.18: “It is understood that a Member State may, in the course
of administrative or judicial proceedings require that an application for registration may be
placed on file, for formal purposes, provided that the filing of that application would not cause
any delay in the said proceedings.” This suggestion was not supported by any other
delegations.

26. The Ddegations of Chile, Cuba, Portugal and Spain said they could not join the
consensus with respect to Article 4(1)(b), on the grounds that the protection of well-known
marks againgt use for dissmilar goods or services should, asin Article 16.3 of the

TRIPS Agreement, be based on registration.

27. The Delegation of Korea stated that it could not join the consensus with respect to
sub-paragraphs (ii) and (iii) of Article 4(1)(b).

28. The Deegations of Mexico and Sweden said they could not join the consensus on Article
2(2)(b) since, when determining whether a mark was well known, it did not seem appropriate
in all casesto refer to only one relevant sector of the public.

29. The Deegation of the Philippines indicated its objection to Article 4(3)(a) and said that it
would propose an alternative text later.

30. The Deegation of Uruguay said that it could not join the consensus with respect to
sub-paragraphs (i) and (ii) of Article 2(3)(a) and Article 4(1)(b).

31. All membersof the SCT joined in a consensus for adoption of Articles1to5 asawhole.
The following countries did not join the consensus as to the provisions referred to, namely:

—  Argentinain respect of Article 5(2);
—  Brazl inrespect of Article 2(3)(a)(i), Article 4(1)(b) (ii) and (iii), and 4(1)(c),
Article 5(1)(a)(ii) and (iii), and 5(1)(b), and 5(2);
Chile in respect of Article 4(1)(b);
—  Cubain respect of Article4 (1)(b);
- Mexico in respect of Article 2(2)(b);
—  Philippinesin respect of Article 4(3)(a);
—  Portugal in respect of Article 4(1)(b);
—  Republic of Koreain respect of Article 4(1)(b)(ii) and (iii);
—  Spaininrespect of Article 4(1)(b);
—  Sweden in respect of Article 2(2)(b);
—  Uruguay in respect of Article 2(3)(a)(i) and (ii) aswell as Article 4(1)(b).

32. TheDeegation of Egypt stated that its Government needed additional time to examine
these provisions.

! Subsequent to the adoption by the SCT of the Summary by the Chair, the International Bureau received

a communication from the Permanent Mission of the Philippines stating that “the Philippines joins the
consensus for the adoption of the Draft Provisions on the Protection of Well-Known Marks as a whole.
However, the Philippines cannot join the consensus in respect of the following Articles, namely:
Article 2(d); Article 2(3)(a)(i); Article 4(1)(b); Article 4(3)(a); Article 4(3)(b); Article 4(4); and

Article 4(6). With regardsto Article 6, the Philippines is unable to join the consensus on this Article at
this stage.”
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33. Inorder to reflect the agreement reached on the provisions on Well-Known Marks, the
SCT agreed to add, after the words “in accordance with the provisions contained herein,” in
paragraph 3 of the Joint Resolution, the following words: “which were adopted by the
Standing Committee on the Law of Trademarks, Industrial Designs and Geographical
Indications (SCT) at its Second Session, Second Part.”

Draft Article 6: Conflicting Domain Names

34. Thelnternational Bureau gave an overview of the findings and the current status of the
Final Report of the WIPO Domain Name Process. It was pointed out that this process referred
to adminigtrative procedures and did not attempt to affect national legal systems, whereas the
purpose of the draft provisons on Well-Known Marks was to influence national laws.

35. A number of delegations, aswell as representatives of observer organizations, considered
the current draft of Article 6 too redtrictive.

36. Inthisrespect, various draft proposals were made by delegations and representatives, for
example to add a reference to “bad faith,” to incorporate the concept of “abusive registration”
used in the WIPO Domain Name Process, or to refer more generally to the obtention of
financial gain from theillicit registration of the domain name. Also envisaged was the deletion
of sub-paragraph (b) or merging sub-paragraphs (a) and (b).

37. The Deegation of Canada was of the opinion that it was premature to adopt a provision
such as Article 6 and proposed to remove Article 6 from the draft provisons. While the
Delegation shared concerns about abusive practices taking place on the Internet and supported
the WIPO Domain Name Process, it believed that further reflection was needed as to important
substantive and jurisdictional considerations before an attempt could be made to include any
further requirementsin respect of domain names.

38. After some discussion, the following revised paragraph 6(1) was suggested by the
International Bureau:

“(1) [Conflicting Domain Names] A domain name shall be deemed to bein
conflict with a well-known mark at |east where that domain name, or an essential
part thereof, constitutes a reproduction, an imitation, a trandation, or a
tranditeration of the well-known mark, and the domain name had been registered
or used in bad faith.”

39. A large number of delegations supported adoption of Article 6(1) as revised, in
particular, with the words “registered or used”, and the deletion, proposed by one delegation,
of thereferenceto Articles1 to 5 in Article 6(1) in order to ensure consistency with Articles 4
and 5.
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40. Inresponse to concerns expressed by the Delegations of the European Communities and
Uruguay regarding the deletion of the introductory words of sub-paragraph (a), the
International Bureau explained that the language of Article 6(1)(a) was incons stent with the
language of Article 3(1) in that the latter already listed the protection against conflicting
domain names as part of the protection to be provided to well-know marks. Furthermore, the
International Bureau noted that Article 3(1) was the appropriate place for such a reference
sgnce Articles 1 to 3 set forth the basis for the protection of well-known marks.

41. Thelnternational Bureau also noted that, as a consegquence of the adoption of
Article 6(1), the square brackets around Article 1 item (v) would be removed and the reference
to domain namesin Article 3(1) would be retained.

42. The Delegation of Spain maintained that the scope of Article 6 should be broadened to
list any other type of abusive or prejudicial use, e.g. in metatags and web links, against which
well-known marks should be protected.

43. The Delegation of Japan maintained that it was premature to adopt Article 6, given the
issues | eft on the Agenda, but indicated that Japan could join a consensus on the understanding
that the discussion regarding the protection of well-known marks against conflicting domain
names would continue.

44. Article6(1), asrevised by the International Bureau, was adopted on the understanding
that delegations waiting for instructions from their capitals could join the consensus or enter
objections |ater.

45. Inresponse to concerns raised by several delegations and representatives of observer
organizations relating to Article 6(2), the International Bureau noted that the phrase
“competent authority” did not refer to aregistrar of domain names since, in most instances,
domain name registrars are not under government control. The International Bureau further
suggested that the language of Article 6(2) provide that the registrant of a domain name could
be ordered to cancel or transfer his or her domain name registration. The International Bureau
also stated that, of the two remedies provided for in Article 6(2), transfer was the most
important since cancellation would not prevent ancther party from registering the same domain
name almost instantly. The International Bureau noted that, while all registrars have
procedures to cancel a domain name registration, they might not have procedures to transfer a
domain name registration.

46. The Delegation of Sweden stated that Article 6(2) was problematic since the
effectiveness of the remedies listed therein ultimately depended on the voluntary compliance by
the domain name registrars, most of which were private entities. The Delegation also pointed
out that forcing a registrar to cancel or transfer a domain name registration might amount to an
expropriation of rights.

47. Inresponse to interventions of several delegations and representatives of two observer
organizations, the International Bureau proposed modifications of Article 6(2).

48. Some delegations suggested to include other remedies such as damages or prohibition of
use, although others preferred to address such remediesin the context of the discussion on the
use of trademarks on the Internet (documents SCT/2/9 and 10).
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49. The SCT decided to change the word “holder” in English and “titular” in Spanish,
meaning the person who holds the registration of the conflicting domain name, to “registrant”
in English and “persona que detenta” in Spanish.

50. The Delegation of Sweden said that, in its opinion, it was not appropriate to create rules
which would entitle owners of well-known marksto request the transfer of a domain name.
That Delegation added that this was particularly problematic in cases where the domain name
registrar was a private entity and therefore declared that it could not join the consensus on that
point.

51. The Deegation of Japan stated that even though it shared the concerns expressed by the
Delegation of Sweden with regard to Article 6(2), it did not want to block the consensus.

52. Thefollowing revised draft of Article 6 paragraph (2) was submitted for consideration by
the SCT:

“(2) [Cancellation; Transfer] The owner of awell-known mark shall be entitled to
request, by a decision of the competent authority, that the registrant of the conflicting
domain name cancel the registration, or transfer it to the owner of the well-known
mark.”

53. TheDeegation of Argentina declared that it reserved its position concerning the
redrafted text while awaiting instructions, but later withdrew its objection. The Delegation of
Japan declared that it viewed Article 6 as a minimum standard provision and that further sudy
was needed concerning more effective protection of well-known trademarks against domain
names.

54. Following these comments, Article 6 was adopted as part of the Provisions on
Widl-Known Marks to be submitted for consideration by the WIPO General Assembly and the
Assembly of the ParisUnion. The Delegation of Brazil declared that it was not able to join the
consensus at this stage with respect to Article 6. The Delegation of Sweden noted that it was
not able to join the consensus with respect to Article 6(2). The Delegation of Egypt stated
that its Government needed additional time to examine Article 6.

Agenda Item 6: The Use of Trademarks on the Internet

55. The Standing Committee discussed the “ Study Concerning the Use of Trademarks on the
Internet” (document SCT/2/9) and the “ Summary of the Study Concerning the Use of
Trademarks on the Internet, and Possible Principles for Discussion” (document SCT/2/10).

56. The Delegation of the United States of America stated that, in its view, the use and
protection of trademarks on the Internet had taken on urgency with the recent, explosive
growth of the Internet. In particular, the use of the Internet for commercial and
consumer-oriented purposes made it essential that the SCT work to identify common
understandings with respect to the use of commercial identifiersin cyberspace. The Delegation
added that it was necessary to focus the work of the SCT on use of trademarks on the Internet,
and not on use of Internet domain names, since the difficult but important task of addressing
issues related to the use and protection of trademarks incorporated in Internet domain names
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had already begun with WIPO’s April 1999 Final Study on thistopic. With respect to what the
SCT could accomplish at this session, given a topic so potentially vast, the Delegation
suggested that it might be helpful to establish early in the discussion the goals of the meeting
and that the SCT should answer two fundamental questions: first, whether the SCT wished
eventually to identify international standards for establishing likelihood of confusion between
trademarks used, broadly speaking, on the Internet, and second, whether the SCT wished
eventually to identify international standards for determining jurisdiction over a trademark
dispute involving use of a mark or marks on the Internet. If the SCT answered in the
affirmative to either or both of these questions, it could proceed to studying answers and
options, while a negative response would remove an area or areas of concern from the Agenda
and the SCT would be able to focus on other aspects of the trademarks and Internet issue.
However, whatever the focus would be, the SCT should not develop a set of trademark
standards separate from existing internationally-recognized standards. Although the Internet
could involve new and yet unknown circumstances, in which case it might be necessary to
elaborate on current standards to address I nternet-specific issues, existing standards could and
should be applied to any unique Situation presented by use of trademarks on the Internet.
Thus, internationally recognized standards of trademark protection, such asthose articulated in
the Paris Convention and the TRIPS Agreement, should be applied to the trademark issues
raised by the Internet. Finally, the Delegation stated that it believed that the SCT was taking
an important initiative with its work on the topic of trademarks and the Internet and was
confident that any results would offer governmental bodies, consumers, trademark-holders and
bus nesses val uable guidance.

57. The Delegation of the United Kingdom pointed out that, according to its experience,
common law legal system had proved flexible enough to deal with problems resulting from the
use of trademarks on the Internet. It was of the opinion that reference to particular technical
featuresin any draft legal provisions should be avoided. To be able to respond to new
challenges, the law should be kept flexible.

58. The representative of one observer organization welcomed that several parts of the study
had been extended to geographical indicationsincluding their utilization as domain names,
particularly when addressing cases of cybersquatting for geographical indications.

59. The SCT darted its discussion on the topic of the establishment and maintenance of
rights through the use of trademarks on the Internet. The representative of an observer
organization proposed to distinguish between cases where the sign related to goods or services
which were actually advertised or sold on the web page, and other cases such as metatagging,
framing, linking, and domain names. The representative pointed out that, in most legidations,
the mere use of atrademark as a domain name or as a metatag would not qualify as being
sufficiently related to goods and services for the purposes of establishment and maintenance of
rights. However, there was some degree of flexibility in the law of certain European countries
S0 that it was no longer essential that the mark be affixed to a product in order to have
connection with it and fulfill the use requirements.

60. The representative of another observer organization suggested that questions of
metatagging, linking and framing should be discussed separately from questions of
territoriality, establishment, and the enforcement of rights.
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61. A representative of one observer organization suggested to distinguish between passive
web sites, only ddlivering information about goods, and active web sites where goods could be
ordered or delivered. A passive web site would be analogous to advertising goods and
services, and use of a trademark on such a site would, for example under US law, not be
sufficient to establish or maintain trademark rights with respect to goods, although it could be
sufficient to maintain rightsin a mark which isused for services. The Delegation of Canada
pointed out that this was also true under Canadian law. The representative of an observer
organization explained that, in Japan, use of a trademark in advertising could be sufficient for
maintaining a trademark right. According to the Delegation of Uruguay, the same is true for
Uruguayan law. The Delegation of China stated that, under Chinese law, stricter criteria
would be applied to use of a trademark in advertisng. The Delegations of Finland, France,
Brazil and Spain said that, according to their national legal systems, mere use of a trademark
without selling goods or providing services would not be sufficient for maintaining a trademark
right. Thisview was shared by the representative of an observer organization in respect of
German law. The Swedish Delegation reported that, according to a recent court decision in
Sweden, mere use in advertisng could be sufficient to maintain a trademark right if the goods
or servicesidentified by the trademark were made available within a short time after the
advertisement.

62. The Deegation of Denmark stated that use of a trademark on a passive web site could be
regarded as one factor among others for establishing a relationship with goods and services
and could be sufficient for the maintenance of trademark rightsif the web site was visited from
a country where such goods or services are offered. The Delegation of Brazil pointed out that
areceipt issued by the seller after the delivery of goods could be sufficient evidence to prove
that, in fact, trade had occurred via the Internet. Thiswould establish a relationship between
the trademark with particular goods as well as a relationship with a particular country or
territory.

63. The Deegation of Germany and the representative of an observer organization pointed
out that, in their view, the situations referred to under paragraphs (1) and (2) of Principle X in
document SCT/2/10 did not pose particular problems. Only in cases where goods or services
were directly delivered through the Internet, asin the situation referred to under paragraph (3)
of Principle X, may one doubt whether, and how, a relationship with particular goods or
services can be established. The Delegation of Germany stated that paragraph 93 of the study
sufficiently explained that such a relationship would exist even in such cases. The
representative of an observer organization suggested that an international rule might be
necessary to address the situation envisaged in paragraph 3.

64. The SCT discussed the Possible Principles for Discussion Towards Future Draft
Provisons (Section |11 of document SCT/2/10).

Part 1. General Concepts

l. Commercial Use of a Sgn on the Internet

65. The Chair noted that use of a sign on the Internet could be legally relevant in three

different ways. for acquiring a right, for maintaining a right, and use that would congtitute
infringement of aright. The Chair invited comments with regard to what congtituted
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commercial use of a sign on the Internet, whether a definition of commercial use of asign
would be useful in this context, and whether the discussion should be limited to commercial
use.

66. The Delegation of the United States of America proposed that the heading of the
principle be changed from “commercial use’ to “use” because laws around the world differ as
to whether commercial useisrequired. The Delegation of France supported the proposal of
the Delegation of the United States of America, and stated that since it was very difficult to
distinguish between commercial and non-commercial use on the Internet, e.g. in the case of
sporting clubs, it would be better to speak of use in general.

67. The Dédegations of Belgium and the Netherlands suggested that an interesting definition
may be found in their case law: commercial use would be any use that takes place, other than
for a purely scientific purpose, within the framework of a company, profession, or any other
activity with the objective of achieving some economic advantage. The Delegations also stated
that, under their legidation, use on the Internet could be sufficient to maintain trademark
rights, provided that the useis commercial and sincere. While recognizing that there might be
instances of non-commercial use that could congtitute infringement, the representative of an
observer organization maintained that, when dealing with trademark law proper, thereisa
widespread belief that use should be commercial use. However, given the difficulty in
distinguishing between commercial and non-commercial use, the representative supported the
approach of using a “negative’ definition as proposed by the Delegations of Belgium and the
Netherlands. The Delegations of Spain, Germany and Nigeria, and the representative of
another observer organization were in favor of keeping the definition of commercial use since
itisacentral concept in trademark law. The Delegations of the United Kingdom and France
and the representative of an observer organization maintained that, although they had no
objection to defining commercial use, it was premature to do so until the purpose of that
definition was known, i.e. what the legal consequences of the presence or the absence of
commercial use would be. Furthermore, that representative did not believe that only
commercial useisreevant, noting that there are various types of non-commercial use by which
trademark rights could be infringed under US law.

68. The Chair indicated that, although many Delegations stated that non-commercial use
could not be a basis for infringement under the law of their countries, thiswas not the casein
the United States of America.

Part 2: Relationship of the Use of a Mark with a Particular Territory or Country

1. Determination of Whether the Use of a Sgn on the Internet has Established a
Relationship With a Particular Country or Territory

69. The Deegations of Belgium and the Netherlands referred to a recent judgment according
to which it was necessary that the web site specifically addresses the Benelux countriesin
order to establish a relationship with that territory. The representative of an observer
organization stated that there are no clear-cut provisions listing such factors in Japanese law.
That representative pointed out that the use of disclaimers should be given great weight when
addressing the territoriality issue. The representative from another observer organization
maintained that the factors, although of great value, must be considered in context (e.g. in the
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acquisition of rights, the establishment of jurisdiction over a defendant, or in determining
substantive violations of trademark law). In response, the Chair observed that discusson of
these issuesin case law would probably focus mostly on the infringement of trademark rights
and not on creation or maintenance.

70. The Déegation of France pointed out that such criteria could only serve as an indication
snce it was up to the courts to decide whether use on the Internet related to a given territory.
The Delegation also expressed reservations regarding the use of disclaimers mentioned in
factor 11 of thelist of factors, since, although the factor could be useful in determining the
good faith of a site owner, it could not remove that site owner’ s responsibility with respect to
the infringement of rights.

71. The Deegation of Germany indicated that the list of factors would be of use to the
courtsin deciding future cases. No factor should be excluded as irrelevant until more cases
had been decided. The Delegation expressed some reservations about factor 11 with regard to
discrimination in international trade.

72. Therepresentative of an observer organization reported that recently a German court
smply assumed jurisdiction because a web site could be accessed in Germany, but that it was
generally felt that a more thorough analysis of various factors was necessary when deciding
suchissues. The representative therefore maintained that it was valuable to have a list of
factors, but acknowledged that distinctions must also be made between various situations.

The representative was also of the opinion that factor 11 was very valuable, but that it could
not be applied equally in every case; whileit might figure prominently in cases of infringement,
for example, it would be of lesser importance regarding questions of jurisdiction.

73. The Chair agreed with the general opinion regarding the uniqueness of factor 11, noting,
in particular, the many questions the use of disclaimers would raise, for example: What should
an effective disclaimer look like? In how many languages should a disclaimer appear? What if
goods are sold in a country that is the subject of a disclaimer? What if consumersignore the
disclaimers?

74. The Delegation of Denmark proposed to consider, in the context of factor 11, two
additional factors. first, structuring aweb site in such away that a user isforced to chose a
country-specific home page, and second, using software edits which prevent salesto users
from the territoriesexcluded in adisclaimer. The representative of an observer organization,
supported by the representative of another observer organization, indicated that the idea of the
use of disclaimers was very important and should be further considered.

75. The Deegation of the European Communities indicated that the factors should be
weighted differently, and that disclaimers, in particular, should be just another factor that
should be taken into account in each specific case.

76. Therepresentative of one observer organization suggested that a disclaimer on a passve
web page could congtitute prima facie evidence of the absence of a relationship, whereas
disclaimers on an active web page could not. The representative further suggested to include,
in thelist of factors, cases in which the goods or services marketed on a web site were
specifically tailored to meet particular local requirements.



SCT/2/12
page 13

77. The Delegation of the United States of America, supported by the Delegation of
Germany, maintained that the list of factors should not be treated as exhaustive but as
representative examples of some of the evidence that partiesto a dispute could introduce in a
dispute, on the understanding that the decision as to the weight of each item of evidence would
ultimately be made by a decison maker.

78. Therepresentative of an observer organization suggested with respect to jurisdiction
that, as an additional factor, the place where the harm from an infringement is felt should be
included in the list of factors. The representative cited, as an example, caseswhere a
cybersguatter registers someone else’ swell-known mark as a domain name. In response, the
representative of another observer organization suggested, and the International Bureau
confirmed, that factor 10 was intended to protect rights, including trademark rights, in the
countries where such rights may be found. A representative from an observer organization
pointed out, however, that factor 10 appeared to require that a trademark be registered for it
to be protected, which would be incons stent with the well-known marks resolution.

[1l. Jurisdiction

79. With regard to this part, the Delegation of France, supported by the Delegation of the
United Kingdom and the representative of an observer organization, expressed its preference
for giving the plaintiff the choice of the competent forum because the defendant might
otherwise choose a “safe haven” as his place of residence or business. The delegation stated
that it was also necessary to determine the scope of competence of the court, which could be
either specific jurisdiction to judge infringements in one territory and with regard to the
damage suffered in that territory, or general jurisdiction encompassing infringements
committed in other countriesaswell. The representative of an observer organization explained
that under US law, general jurisdiction would lie with the courtsin every country with which
the defendant had established continuous and systematic contacts, and that the plaintiff could
choose between several such fora.

80. According to the representative of another observer organization, it was necessary to
distinguish between general and specific jurisdiction. The former would cover all
infringements involving the same parties irrespective of the territory in which such
infringements occurred. Under the European system, only the courts in the country of the
defendant’ s place of residence or business would have general jurisdiction, without any further
choice for the plaintiff. Specific jurisdiction would only be availablein so far asthe use of a
sign on the Internet had established a relationship with that territory. The court would be
competent to consider the case only in so far asit had an impact on the territory concerned,
and the plaintiff might have to bring his case in more than one jurisdiction in order to obtain
full recovery. The plaintiff could bring the case, at his or her choice, either at a court of
general jurisdiction or at one or more courts of specific jurisdiction.

81. The Deegation of the European Communities noted that, in this context, it was useful to
congder the system under the European Community Trademark Regulation. This system was,
first of all, based upon the assumption that the national courts designated by each EU Member
State to decide alleged infringements of community trademarks had joint jurisdiction on the
infringement and cancellation of community trademarks. Secondly, there was jurisdiction in
the Member States of the European Communities according to the domicile of the defendant
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and there was no additional requirement of a relationship with a particular territory. Here, the
International Bureau’s proposal seemed to be more restrictive. The alternative jurisdiction at
the place of the plaintiff only applied if the defendant was not domiciled within the European
Community. The representative added that further reflection was needed on paragraph 3
concerning the impact of counterclaims or declarations of nullity of the trademark.
Additionally, a differentiated answer was required for cases involving claims based on unfair
competition, national or regional trademarks.

IV. Choiceof Law

82. While some delegations maintained that their national courts only applied the respective
national law, others explained that national rules of private international law (or on choice of
law) might require a court to apply aforeign law. Intrademark law, this could bethe caseif a
court of general jurisdiction had to decide a dispute in which the plaintiff alleged that the
defendant’ s use of a Sign on the Internet infringed various trademark rights established under
various national laws, e.g. a German trademark, a Swiss trademark and a Spanish trademark.

83. After further discussion and, given the lack of expertise of the SCT in this area, the Chair
took up a suggestion made by the International Bureau to establish a contact with the
Permanent Bureau of the Hague Conference on Private International Law because of its
expertise in the area of choice of law and probably also in the fields of jurisdiction and
enforcement of foreign judgments.

VI.  Infringement

84. The Chair observed that the use of disclaimers might be compared to a Situation in which
a business puts up a billboard in a particular country, advertisng goods but explicitly stating
that these goods are not available in that particular country. The representative of an observer
organization pointed out that in the billboard example, the business would only use a token
disclaimer, whereas on the Internet, use of disclaimers might be the only way for a businessto
avoid infringing conflicting rightsin a particular country. Thiswas supported by the
representative of another observer organization who added that the user of the billboard
actively targeted some activity at a particular country, whereas the effects that the use of asign
on the Internet may have with respect to a particular territory, in many cases, may not be
foreseeable.

85. The Deegation of Germany explained that, in itsview, it would be necessary to show
that the use of a sign on the Internet had created a relationship to the country in which the
conflicting right enjoyed protection and that, although solutions on the national level would
already be helpful, international rulesto that effect would be preferable. 1n a case involving the
international distribution of journals, the German Federal Court of Justice had held that only
foreseeable contacts with a particular country could have legal relevance. The Delegation was
of the opinion that the legal relevance of disclaimers merited further examination. The
Delegation of France stated that the mere appearance of a sign on the Internet would not be
sufficient to judge whether aright protected in a particular country was infringed by such use,
but that it was necessary to establish a relationship with that country. The legal relevance of
disclaimers should be studied carefully. Initsview, disclaimers could not totally exempt the
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user of asign on the Internet from every liability in the country where a conflicting right
existed. Inany case, it would be necessary that the user abided by the disclaimer, and that he
or she acted in good faith. The Delegation of the United Kingdom pointed out that in itsview,
use of a sign on an active web site would be sufficient to establish a relationship with a
particular country, whereas use on a passive web site would not. This distinction was opposed
by the representative of an observer organization who stated that a passive web site could also
infringe trademark rights; if, for example, a German bus ness established a web ste containing
information directed to US customersin the United States of America on how to order goods
by using a 1-800 tel ephone number, such use could be considered to infringe conflicting
trademark rights in the United States of America. The Delegations of Cuba and the United
Kingdom expressed some concern with regard to disclaimers and pointed out that disclaimers
should be real, not artificial.

86. The representative of an observer organization was of the opinion that disclaimers might
be useful tools for limiting the territorial scope of the use of trademarks on the Internet. They
could provide prima facie evidence which, in a dispute, could be rebutted by the plaintiff
showing that the user of the sign in fact established contacts with the territory in which the
conflicting sign enjoyed protection. The representative of another observer organization stated
that it was necessary to distinguish between the use of disclaimerswith regard to jurisdiction
on the one hand, and the finding of an infringement on the other. For the purposes of
jurisdiction, it would seem that disclaimers could not destroy alink to a particular country
established by other factors (language, availability of goods, €tc.). They would, however,
often be the only possibility for users of distinctive signs on the Internet to avoid the
infringement of conflicting rights established in a particular country. To thisend, the user
would also have to take the necessary technical stepsto implement the disclaimer. The
representative of another observer organization supported the view that disclaimers may
sometimes not be sufficient to exclude jurisdiction, but could be an effective means for
avoiding the infringement of conflicting rightsin a particular territory.

87. TheDelegation of the United States of America questioned whether there was a need for
auniquely different law for the Internet. The most important questions, e.g., where to bring a
suit, and what evidence was needed to prove an infringement, could be answered on the basis
of traditional legal methods. It was up to the parties of a dispute to present the relevant
evidence to a competent court of justice. Disclaimers could constitute one piece of evidence.

VII. Enforcement of Judgments

88. The SCT discussed the problems relating to the global effect of judgements, given the
omnipresent nature of the Internet. It was pointed out that courts might charge the defendant
to take reasonable steps for limiting access to his web site from territories in which conflicting
rights existed. Such measures, if technically efficient, however, would be burdensome and
costly.
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Part 3: Issues of Substantive Law Relating to the Use of a Sgn on the Internet

IX. Establishment or Maintenance of Trademark Rights by Virtue of the Use of a Sgn on
the Internet

89. The Delegation of Canada suggested to consider third party use, with regard to the
establishment or maintenance of trademark rights. The Delegation of Denmark stated that use
of atrademark on the Internet would not only be relevant for the establishment or maintenance
of trademark rights, but could also be a factor for determining whether a mark had become
well known. The representative of an observer organization said that, in his view, how use on
the Internet could be proved should also be examined.

90. The Ddegation of Cuba explained that, under its new national trademark law,
trademarks would have to be registered in order to enjoy protection. Effective use of a
trademark could, under certain circumstances, also give rise to a trademark right. 1t would
always be relevant for the maintenance of registered trademark rights. A smilar observation
was made by the Delegation of Uruguay with regard to its national law.

91. The Deegation of France was of the opinion that the mere display of a mark on the
Internet would never be enough to maintain a trademark right in a particular country, but that a
link to that country would always be needed which depended on the contents of the web site
and the goods or services offered. Thiswas supported by the Delegation of Germany, which
also stated that under its national law a trademark would have to be used to identify particular
goods or services, and that the establishment of a trademark right would additionally require
knowledge in interested circles.

92. Therepresentative of an observer organization said that it was necessary to clarify the
possible impact of the principle stated in V. If it meant that a country could demand a link to
itsterritory as a minimum requirement, and could add other requirements for the establishment
or maintenance of a trademark right, the principle was almost self-evident and acceptable. If,
on the other hand, the principle required Member Statesto regard use of a sign on the Internet
as such to be sufficient for the establishment or maintenance of trademark rights, thiswould be
far reaching and probably not acceptable for many countries.

VII1. Relationship between the Use of a Sgn on the Internet and Particular Goods or
Services

IX. Establishment or Maintenance of Trademark Rights by Virtue of the Use of a Sgn on
the Internet

93. Therepresentative of an observer organization observed that linking, framing and
metatagging, as referred to in paragraph (4) of Principle V111, could in some cases be relevant
with respect to dilution. The representative of another observer organization stated his
agreement with the analogiesin paragraphs (1) and (2) of Principle VIII. The sale of digital
goods through an interactive web page referred to in paragraph (3) might be analogousto a
point of sale display of atrademark. With regard to linking, framing and metatagging referred
to in paragraph (4), he pointed out that such practices could, under certain circumstances, give
rise to confusion, at least in the form of “initial interest confuson” recognized under US
trademark law. The Chair observed that under US law, use of a trademark in a mail order
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could be sufficient to establish or maintain a trademark right, as evidenced by the “Lands End”
case.

X.  Infringement of Trademark Rights by Virtue of the Use of a Sgn on the Internet

94. The Deegation of France observed that the situation referred to under Principle X would
not seem to pose any | nternet-specific problems but could adequately be dealt with on the basis
of traditional legal concepts, and that there was no need to redraft national trademark lawsin
general. Thiswas supported by the Delegations of the United States of America, Belgium,
Germany, the Netherlands and the representatives of two observer organizations. The
Delegation of the Netherlands stated that, rather than trying to restate substantive trademark
law for the Internet, it would seem more appropriate to focus on problems resulting from the
global nature of the Internet, for example in the area of jurisdiction. The Delegation of
Denmark stated that, while it was necessary to begin by applying the traditional principles of
trademark law, it was equally necessary to face the challenges posed by the globality of the
Internet. For example, non-commercial use might acquire a different importance when, on the
Internet, non-commercial texts would be accessible by a far greater number of people. The
Delegate referred to "new" problems, such as the sale of searchwords for search-engines that
are identical with or similar to trademarks, or the use of a trademark as an invisible metatag,
and presented a case in which a Danish court had enjoined a producer of coffee filters from
using the trademark of a competitor as a metatag in such away that it waslisted first by a
search engine.

95. The Delegation of Belgium suggested to add another paragraph concerning the use for
other purposes than for the identification of goods or services.

96. The representative of an observer organization suggested also to study the issue of
exhaustion and offered the following example: the mail order sale and shipment of apair of
LEVIS® jeans by a legitimate US sdller to a European buyer could be seen as an infringement
of the rights of the owner of the LEVIS® mark in Europe. Consequently, the representative
maintained that a person who merely establishes a mail order web site without a disclaimer
might be accused of being an infringer. The representative suggested a variation on its
example wherein the product was of the type that could be transmitted electronically, e.g.,
recorded music. Thiswas opposed by the Delegations of the United States of America, France
and Spain, which maintained that exhaustion concerned the movement of goodsinto a
particular territory and not use of the mark on the Internet. The Delegations also disagreed
with any suggestion that the appearance of a mark on the Internet would exhaust the rights of
that trademark owner.

97. Referring to principle X(1), the representative of an observer organization stated that fair
use of a sign should be limited to those Stuations in which it is absolutely necessary, given the
potential for abuse in the counterfeit trade.

98. Therepresentative of one observer organization maintained that the statement in
Principle X(2) that trademarks can only be infringed by commercial use was an incorrect
statement of the law, at least in the United States of America, regardless of whether that use
was on the Internet or not. Referring to the definition of non-commercial use in paragraph 11
of document SCT/2/9, the representative stated that, in the United States of America, such
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“non-commercial” use, e.g., use for charitable purposes, for sports clubs, or by governmental
agencies, could infringe trademarks.

XI.  Remedies and Conflicts Between Rights

99. The Chair gtated that trademark owners would find Alternative A (the owner of aright
with the earliest priority anywhere in the world would prevail) unacceptable sinceit entailed a
consequent loss of national rights.

100. The representative of an observer organization, supported by the representative of
another observer organization, suggested that the SCT consider the establishment of an
international dispute resolution system that would decide issues of use of trademarks on the
Internet. As a precedent, the representative cited Chapter 2 of the Patent Cooperation Treaty
which provides for a non-binding international examination of a patent, and noted that Chapter
3 of the PCT, which has not yet been implemented, would make that examination binding.

101. The Delegation of Germany observed that, rather than creating a special enforcement
system for trademark infringements on the Internet, it would be preferable to remain closer to
the traditional approach and to create international procedures for the recognition and
enforcement of foreign judgments. The Delegation of France stated that the proposal put
forward by the representatives of observer organizations was attractive only on first sight.
Such a dispute resolution system could not cover the whole range of claims arising from the
use of a trademark on the Internet, such as counterclaims challenging the validity of the
trademark. The International Bureau explained that mediation services were already offered by
WIPO's Arbitration and Mediation Center. The panels could apply, within alimited
jurisdiction, accepted international principles of law. It would, however, be the task of the
SCT to determine acceptable international principles with regard to the use of trademarks on
the Internet, and to decide whether these principles should be applied by the national courts.
Thiswork could greatly contribute to creating a stable legal environment for global electronic
commerce.

102. The representative of one observer organization objected to the distinction between
commercial and non-commercial use in paragraph (2) of principle XI.

Future Work

103. The SCT asked the International Bureau to redraft the Possible Principles for Discusson
contained in section |11 of document SCT/2/10, taking into account discussons so far. The
SCT also asked the International Bureau to prepare a questionnaire with hypothetical
stuations concerning legal issuesrelating to the use of trademarks on the Internet. The
guestionnaire could be answered by each delegation on the basis of its national law in
preparation for the next meeting.

104. The SCT decided that itsthird session be held in November and that it should last for
five full dayswith adoption of the Summary by the Chair on the last day. The Report should
be made available on the SCT Electronic Forum within two weeks following that sesson. The
Report of the third session of the SCT should be adopted at its fourth session.
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105. The SCT further agreed that the Agenda of its next session would consist of four
substantive items. use of trademarks on the Internet, trademark licensing, geographical
indications, and international nonproprietary names (INNs). Two and a half days would be
devoted to issues relating to use of trademarks on the Internet, two days to trademark
licensng, and a half day to geographical indications and international nonproprietary
names (INNs).

Agenda Item 7: Brief Summary by the Chair

106. The Chair presented a draft Summary by the Chair (SCT/2/11 Prov.) and received
comments from the participants. On the understanding that such comments would be reflected
in the final Summary, the SCT approved the Chair’s Summary.

Agenda Item 8: Closing of the Session

107. The Chair closed the second session, second part of the Standing Committee.

[Annex follows]
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LETTONIE/LATVIA

Dace LIBERTE (Ms.), Head, Trademarks and Industrial Designs Department, Patent Office of
the Republic of Latvia, Riga
<valde@Irpv.lv>

LIBAN/LEBANON

CarlaWEHBE (Miss), archivage, Saise desinformations, Ministére de |’ économie et du
commerce, Beirut

LITUANIE/LITHUANIA

Lina MICKIENE (Mrs.), Head, Legal Division, State Patent Bureau of the Republic of
Lithuania, Vilnius

<lina.mickiene@is.It>

MALI

Konate SOUNTOU DIAWARA (Mme), chef de la Divison propriété industrielle & la direction
national e desindustries, Bamako

MALTE/MALTA

Theresa CUTAJAR (Mrs), Firgt Secretary, Permanent Mission, Geneva
<theresa.cutgjar@ties.itu.int>
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MAROC/MOROCCO

Dounia EL OUARDI (Mlle), Chef de service, Office marocain de la propriété industrielle,
Casablanca
<douniae@mcinet.gov.ma>

MEXIQUE/MEXICO

José Alberto MONJARAS OSORI O, Jefe, Departamento de Conservacion de Derechos de la
Direccion de Marcas, Instituto Mexicano de la Propiedad Industrial, México D.F.

NIGERIA/NIGERIA

Chris OSAH, Minister, Permanent Mission, Geneva
<misson.nigeria@ties.itu.int>

Eric Chukwuanu EGBUONU, Principal Assstant Registrar, Commercial Law Department,
Federal Ministry of Commerce and Tourism, Abuja

Nicholas Agbo ELLA, Third Secretary, Permanent Mission, Geneva
<nicholasdla@ties.itu.int>

NORVEGE/NORWAY

Solrun DOLVA (Mrs.), Head, Trademark Unit, Norwegian Patent Office, Odo
<solrun.dolva@patentstyret.no>

Jostein SANDVIK, Legal Adviser, Norwegian Patent Office, Odo
<jsa@patentstyret.no>

OMAN

Edrees AL-KHANJARI, First Secretary, Permanent Mission, Geneva

Hilda AL-HINAI (Miss), Representative of the Sultanate Office to Trade Organizations,
Permanent Mission, Geneva

PAKISTAN

Nusrat IQBAL JAMSHED, Regidtrar, Trade Marks Registry, Ministry of Commerce, Karachi
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PAYSBASNETHERLANDS

Nicole HAGEMANS (Ms.), Legal Advisor on Industrial Property, Ministry of Economic
Affairs, The Hague
<n.hagemans@minez.n|>

Marco COMMANDEUR, Legal Advisor on Industrial Property, Ministry of Economic Affairs,

The Hague
<m.n.j.commandeur @minez.nl>

PHILIPPINES

AngdinaM. STA. CATALINA (Mrs.), First Secretary, Permanent Mission, Geneva
<mission.philippines@ties.itu.int>

PORTUGAL

Paulo SERRAO, chef de Division marques, Ingtitut national de la propriété industrielle,
Lisbonne
<inpi@mail.telepac.pt>

Maria Joana PINTO-COELHO, assessora, Ingtitut national de la propriété industrielle,
Lisbonne
<inpi@mail.telepac>

REPUBLIQUE ARABE SYRIENNE/SYRIAN ARAB REPUBLIC

Faysal HAMOUI, Counselor, Permanent Mission, Geneva
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REPUBLIQUE DE COREE/REPUBLIC OF KOREA

Joong-Hyo KIM, Senior Director, Trademarks Design Policy Planning Division, Examination
Bureau |, Korean Industrial Property Office, Tagjon
<TmPolicy@hitel .net>

Y oung-Sun KIM, Deputy Director, Trademarks Design Policy Planning Division, Korean
Industrial Property Office, Tagon
<TmPolicy@hitd.net>

Sam-Sup MOON, Deputy Director, International Cooperation Division, Korean Industrial
Property Office, Tagon

<moon2s@hanmail.net>

Won-Joon KIM, Counsdlor, Permanent Misson, Geneva

<wonjkim@hanmail.com>

REPUBLIQUE DE MOLDOVA/REPUBLIC OF MOLDOVA

Oxana PANASENCO (Mrs.), Head, Trademark Examination Division, State Agency on
Industrial Property Protection (AGEP!), Kishinev

<office@agepi.md>

REPUBLIQUE-UNIE DE TANZANIE/UNITED REPUBLIC OF TANZANIA

Jaddy Simai JADDY , State Attorney, Officer in Charge of Regidration of Trademarks and
Patents, Regidtry of Trademarks and Patents, Zanzibar

ROUMANIE/ROMANIA

Congtanta MORARU (Mme), chef du Service juridique-coopération international, Office
d’ Etat pour lesinventions et les marques, Bucarest
<osm@tag.vsat.ro>

Alice POSTAVARU, conseiller juridique, Chef du bureau juridique, Office d’ Etat pour les
inventions et les marques, Bucarest
<liviu.bulgar@osm.ro>

Aloma POPESCU, examinateur, Service marques, Office d Etat pour les inventions et les
marques, Bucarest
<osm@tag.vsat.ro>
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ROYAUME-UNI/UNITED KINGDOM

Jeff WATSON, Senior Policy Advisor, The Patent Office, Newport
<jwatson@patent.gov.uk>

SENEGAL/SENEGAL

Doudou SAGNA, chef du Bureau des signes distinctifs, Service de la propriété industrielle et
de latechnologie, Ministére de I’ énergie, des mines et de I'industrie, Dakar

SLOVAQUIE/SLOVAKIA

Eva HAVELKOVA, Third Secretary, Permanent Mission, Geneva

SLOVENIE/SLOVENIA

Vesda VENISNIK (Mrs)), Head, Trademarks and Models Department, Slovenian Intellectual
Property Office, Ljubljana
<v.venisnik@s po.mzt.s>

Mojca PECAR (Mrs.), Advisor to Director, Legal Service, Slovenian Intellectual Property

Office, Ljubljana
<m.pecar @s po.mzt.9>

SOUDAN/SUDAN

Hind Mohamed ABD EL RAHMAN (Mrs.), Senior Legal Advisor, Commercial Registrar
General’ s Office, Khartoum

SUEDE/SWEDEN

Per CARLSON, Judge, Court of Patent Appeals, Ministry of Justice, Stockholm
<per.carlson@mbox303.swipnet.se>

Charlotte DAHL (Ms.), Legal Officer, Swedish Patent and Registration Office, Stockholm
<charlotte.dahl @prv.se>
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SUISSE/SWITZERLAND

AnjaHERREN (Mlle), chef adjoint de la Divison des marques, Ingtitut fédéral suissedela
propriété intellectuelle, Berne
<anja.herren@ipi.ch>

Ueli BURI, juriste, Service juridique, Ingtitut fédéral suisse de la propriété intellectuelle, Berne
<udi.buri @ipi.ch>

TADJKISTAN/TAJKISTAN

Inom TAKHIRQV, Director, National Center for Patents and I nformation, Dushanbe
<inom@ncpi.td.slk.org>

UKRAINE

Leonid NIKOLAIENKO, Deputy Chairman, State Patent Office, Kyiv

Iryna KOZHARSKA (Mrs.), Head, Legidation and Patent Police Department, State Patent
Office, Kyiv

Nataliya OZEROVA (Mrs.), External Relations, International Cooperation and EU
Collaboration Department, State Patent Office of Ukraine, Kyiv

URUGUAY

Gracidla ROAD D’'IMPERIO (Sra.), Directora de Asesoria Letrada, Direccion Nacional de la
Propiedad Industrial, Ministerio de Industria, Energiay Mineria, Montevideo

<dnpiuy @adinet.com.uy> <d.n.p.i.@mcimail.com.uy>

ZIMBABWE

FideisMAREDZA, Deputy Controller of Patents and Trademarks, National Patent Office,
Causeway
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COMMUNAUTES EUROPEENNES (CE)/EUROPEAN COMMUNITIES (EC)'

Victor SAEZ, Official, Industrial Property Unit, European Commission, Brussels
<victor.saez@dgl5.cec.be>

Natalie CHEVALLIER (Mme.), Technical Cooperation Divison, Office for Harmonization in
the Internal Market (Trade Marks and Designs), Alicante
<Natalie.Chevallier@oami.eu.int>

Detlef SCHENNEN, Head, Legidation and International Legal Affairs Service, Office for
Harmonization in the Internal Market (Trade Marks and Designs), Alicante
<Detlef.Schennen@oami.eu.int>

Roger KAMPF, First Secretary, European Commission, Permanent Delegation to the
International Organisations, Geneva

1. ORGANISATIONS INTERGOUVERNEMENTALEY
INTERGOVERNMENTAL ORGANIZATIONS

ORGANISATION MONDIALE DU COMMERCE (OMC)/WORLD TRADE
ORGANIZATION (WTO)

Agneshwar SEN, Economic Affairs Office, Intellectual Property Divison, Geneva
<agneshwar.sen@wto.org>

BUREAU BENELUX DES MARQUES (BBM)/BENELUX TRADEMARK OFFICE (BBM)

E. L. SIMON, directeur adjoint, La Haye
<secrwt@bmb-bbm.org>

OFFICE INTERNATIONAL DE LA VIGNE ET DU VIN (OIV)/INTERNATIONAL VINE
AND WINE OFFICE (IWQO)

Yann JUBAN, chef del’ Unité Droit, Réglementation et Organisations Internationales, Paris
<yjuban@oiv.org>

Sur une décision du Comité permanent, les communautés européennes ont obtenu le statut de
membre sans droit de vote.

Based on a decision of the Standing Committee to accord the European Communities satus asa
Member without a right to vote.
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1. ORGANISATIONS NON GOUVERNEMENTALES
NON-GOVERNMENTAL ORGANIZATIONS

Adgence pour |a Protection des Programmes (APP)/Agency for the Protection of
Programs (APP)

Cyril FABRE (chargé de mission), Genéve

<cfabre@iddu.org>

American Intellectual Property Law Association (AIPLA)
William G. Barber (Chairman, Trademark Treaties and International Law Committee), Texas
<bbarber @awd.com>

Association communautaire du droit des margues (ECTA)/European Communities Trade Mark
Association (ECTA)
DorisBANDIN (Ms)), (Secretary, Law Committee), Madrid

Association des propriétaires européens de marques de commerce (MARQUES)/Association
of European Trade Mark Owners(MARQUES)

Tove GRAULUND, Vice Chairman, Leicester

<tgr@mdfoods.dk>

Nicholas WOQOD, London

<nicholas.wood@netsearchers.net>

Asociation internationale des juristes du droit de la vigne et du vin (AIDV)/International Wine
Law Association (AIDV)

Douglas REICHERT (Attorney), Geneva

<dreichert@swissonline.ch>

Association international e pour la protection de la propriété industrielle (Al PPI)/International
Association for the Protection of Industrial Property (AIPPI)

Annette KUR (Mrs.) (Senior Researcher, Max-Planck-Ingtitut (MPI)), Munich
<annette.kur@intellecprop.mpg.de>

Association internationale pour les marques (INTA)/International Trademark
Association (INTA)

Shanti BAJAJ (Ms.) (International Program Coordinator), New Y ork

<dbaja @inta.org>
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Chambre de commerce internationale (CCl)/International Chamber of Commerce (1CC)

Gongalo MOREIRA RATO (Lawyer), Lisbon
<dias.costa@mail.tel epac.pt>

Committee of National |nstitutes of Patent Agents (CNIPA)
Axel HANSMANN (Member of Patentanwelts Kammer), Munich

Fédération international e des conseils en propriété industrielle (FICPI)/International Federation
of Industrial Property Attorneys (FICPI)

Jean-Marie BOURGOGNON (conseil en Propriété industrielle), Paris
<cabinet_flechner@wanadoo.fr>

Hugh SHERRARD SMITH (Delegate, Trademarks Committee), Halifax

<hss@appl ees.co.uk>

Japan Intellectual Property Association (JIPA)
Tomohiro NAKAMURA (Vice-Chair, Trademark Committee), Aichi-ken
<tomnak @top.ef.toyota.co.jp>

Japan Patent Attorneys Association (JPAA)
TeruhisaMOTOMIY A (Trademark Committee), Tokyo
<motomiya@okabeintl.gr.jp>

Hideki TANAKA (Trademark Committee), Tokyo
<bgx10473@nifty.nejp

Japan Trademark Association (JTA)
Kazuhiro NAKATA (Chairman, International Activities Committee), Tokyo
<mitsuno@soei -patent.co.jp>

Ayako MITSUNO (Vice Chairman, International Activities Committee), Tokyo

Ligue internationale du droit de la concurrence (LIDC)/International League of Competition

Law (LIDC)
Francois BESSE (avocat), Lausanne

<bvbs@swissonline.ch>

Max-Planck-Ingtitut (MPI)
Annette KUR (Mrs.) (Senior Researcher), Munich
<annette.kur@intellecprop.mpg.de>
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Union des confédérations de |’ industrie et des employeurs d’ Europe (UNICE)/Union of
Industrial and Employers Confederations of Europe (UNICE)

David H. TATHAM (International Trade Mark Consultant), London

<tatham@dial .pi pex.com>

Union des praticiens européens en propriété industrielle (UPEPI)/Union of European
Practitionersin Industrial Property (UEPIP)
Axel HANSMANN (Member), Munich

V. BUREAU/OFFICERS

Président/Chairman: Lynne G. BERESFORD (Ms)) (Etats-Unis d Amérique/
United States of America)

Vice-présidentsVice-Chairmen:  Gracidla ROAD D' IMPERIO (Mrs.), Uruguay
Knud WALLBERG, Danemark/Denmark

Secrétaire/Secretary: Denis CROZE (OMPI/WIPO)

V. BUREAU INTERNATIONAL DE L'’ORGANISATION MONDIALE
DE LA PROPRIETE INTELLECTUELLE (OMPI)/
INTERNATIONAL BUREAU OF THE
WORLD INTELLECTUAL PROPERTY ORGANIZATION (WIPO)

Shozo UEMURA, vice-directeur général/Deputy Director General

Divison du droit de la propriété industriele/Industrial Property Law Division:

Albert TRAMPOSCH (directeur/Director); Denis CROZE (chef, Section du droit des
marques/Head, Trademark Law Section); Marcus HOPPERGER (chef, Section des indications
géographiques et des projets spéciaux/Head, Geographical Indications and Special Projects
Section); Johannes Christian WICHARD (juriste, Section du droit des marques/Legal Officer,
Trademark Law Section); Li-Feng SHROCK (consultant/Consultant);

Alan DATRI (consultant/Consultant); Martha PARRA-FRIEDLI (Mrs.) (consultant/Consultant).

[Fin du document/End of document]



