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INTRODUCTION

1. The Standing Committee on the Law of Trademarks, Industrial Designs and
Geographical Indications (hereinafter referred to as “the Standing Committee” or “the SCT”)
held its twentieth session, in Geneva, from December 1 to 5, 2008.

2. The following Member States of WIPO and/or the Paris Union for the Protection of
Industrial Property were represented at the meeting: Algeria, Argentina, Armenia, Australia,
Austria, Belarus, Brazil, Cambodia, Canada, Chile, China, Colombia, Costa Rica,

Cote d’Ivoire, Czech Republic, Cuba, Denmark, Dominican Republic, Ecuador, Egypt,

El Salvador, Estonia, Finland, France, Germany, Greece, Guatemala, Holy See, Hungary, Iran
(Islamic Republic of), Italy, Jamaica, Japan, Latvia, Libyan Arab Jamahiriya, Lithuania,
Mexico, Montenegro, Morocco, Netherlands, Norway, Oman, Pakistan, Poland, Qatar,
Republic of Korea, Republic of Moldova, Romania, Russian Federation, Sao Tome and
Principe, Saudi Arabia, Serbia, Singapore, South Africa, Spain, Sudan, Sweden, Switzerland,
Thailand, The Former Yugoslav Republic of Macedonia, Trinidad and Tobago, Tunisia,
Turkey, Ukraine, United Arab Emirates, United Kingdom, United Republic of Tanzania,
United States of America, Uruguay, Uzbekistan, Viet Nam (71). The European Community
was represented in its capacity as member of the SCT.

3. The following intergovernmental organizations took part in the meeting in an observer
capacity: African Intellectual Property Organization (OAPI), Benelux Organization for
Intellectual Property (BOIP) and the World Trade Organization (WTO) (3).

4.  Representatives of the following non-governmental organizations took part in the
meeting in an observer capacity: American Intellectual Property Law Association (AIPLA),
European Brands Association (AIM), European Communities Trade Mark

Association (ECTA), Inter-American Association of Industrial Property (ASIPI), International
Chamber of Commerce (ICC), International Federation of Industrial Property

Attorneys (FICPI), International Trademark Association (INTA), Japan Patent Attorneys
Association (JPAA) and Japan Trademark Association (JTA) (9).

5. The list of participants is contained in Annex II of this Report.

6.  The Secretariat noted the interventions made and recorded them on tape. This report
summarizes the discussions on the basis of all observations made.
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Agenda Item 1: Opening of the Session

7. Mr. Francis Gurry, Director General, opened the session and welcomed the participants.

8. Mr. Marcus Hopperger (WIPO) acted as Secretary to the Standing Committee.

Agenda Item 2: Adoption of the Agenda

9.  The SCT adopted the Draft Agenda (document SCT/20/1) without modifications.

Agenda Item 3: Adoption of the Draft Report of the Nineteenth Session

10. The SCT adopted the Draft Report of the nineteenth session (document SCT/19/9 Prov.)
with modifications as requested by the Delegations of Canada, the Russian Federation, Spain,
the United States of America and the Representative of the International Trademark
Association (INTA).

Agenda Item 4: Industrial Designs

11. The discussion was based on documents WIPO/Strad/INF/2 Rev.1 and SCT/19/6.

12.  The Delegation of Spain, referring to paragraph 20 of document SCT/19/6, pointed out
that the Spanish version should use the term “solicitudes multiples”.

The Application

Contents of the Application

The Reproductions

13.  The Delegation of Norway considered that the questionnaire provided an overview of
the current systems and procedures and constituted a basis for any future work aiming at
convergence in the field of industrial designs. It recalled that Norway had opted for a
restrictive approach concerning the acceptance of moving images or still pictures representing
a moving image or a movie. The reason was that they were considered as graphical
representations of several designs and not of the same design. The Delegation expressed its
interest in learning from the practice of other Member States.

14. The Delegation of Japan expressed the view that a limitation of the number of views
would not be appropriate, insofar as applicants were required to disclose the overall
appearance and features of the design claimed, for which more than seven views might be
needed.

15. The Delegation of the Republic of Korea stated that national legislation required a
perspective view of each design, in order to enable examiners to compare similar designs.
Views such as sectional or detailed views, though allowed, were not required.
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16. The Delegation of the United States of America, while not supporting a restriction of
the number of views, pointed out that it was unnecessary and that it could even be confusing
to include views that did not show any ornamentation or feature of the claimed design.

17.  The Delegation of Italy declared that Italian legislation required a graphic reproduction
of the design or, where the design was two-dimensional, a sample.

18. The Delegation of Germany indicated that the limit of permitted views had been
recently changed from seven to 10.

19. The Delegation of Singapore said that, for practical reasons, a maximum of 10 views
was allowed.

20. The Representative of FICPI recalled the key issues listed by the FICPI designs working
group, in particular the need for applicants to file a single set of representations. The
Representative expressed the wish that the SCT would reach convergence on an acceptable
standard for representations, including issues such as the maximum number of views, the
required views, the acceptability of dotted lines for parts not claimed, shading and the use of
colors.

21. The Delegation of Uruguay stated that the number of views depended on the nature of
the claimed design.

22. The Delegation of France indicated that under its national law an application could
contain an overall of 100 reproductions.

23. The Delegation of Egypt indicated that national legislation allowed a maximum of
50 representations on condition that they belonged to the same class of products.

24. The Delegation of El Salvador said that two views were required but that applicants
could submit more.

25. The Delegation of Italy stated that, although there was no limit to the number of views,
applicants usually filed one view for two-dimensional designs and not more than three or four
views for three-dimensional designs.

26. The Representative of the European Community declared that, under the registered
Community Design system, a maximum of seven views was allowed.

27. Inreply to a question from the Representative of the European Community, the
Delegation of Germany indicated that the maximum number of views allowed had been
changed from seven to 10, on November 1, 2008, upon request of some applicants who
argued that more views were needed to clearly show certain designs, such as those of complex
products with movable parts.

28. The Delegation of the Republic of Korea explained that seven views, including a
perspective view, were required for three-dimensional designs. Regarding two-dimensional
designs, only two views (front and rear) were required, and only one where the front and rear
sides of the design were identical.
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29. The Delegation of Spain said that a maximum of seven views was allowed, and that this
number was satisfactory for users.

30. Inreply to a question by the Chair concerning the required number of views, the
Delegation of Brazil stated that, while no specific number of views was required, the number
had to be sufficient to clearly show the claimed design. It further added that applicants
generally filed between three and six views.

31. The Delegation of Japan explained that the only requirement for applicants was to
disclose the overall appearance of the design. To meet that requirement, applicants were free
to determine the number of views needed and whether or not sectional views had to be filed.

32.  The Delegation of South Africa said that seven views were required.

33. The Delegation of the United States of America indicated that the drawings had to
contain a sufficient number of views to disclose the complete appearance of the design
claimed. The Delegation further specified that perspective views could be submitted to
clearly show the appearance of three-dimensional designs. Where a perspective view was
submitted, it would not be required to illustrate with further views the surfaces shown, if the
surfaces were clearly understood and fully disclosed in the perspective. Views that were
merely duplicative of other views, or that were flat and included no surface ornamentation
could be omitted from the drawing, if a statement made it explicitly clear. Finally, the
Delegation stated that sectional views presented solely for the purpose of showing the internal
construction or functional mechanical features were unnecessary and could lead to confusion
as to the scope of the claimed design.

34. The Representative of BOIP said that there was no minimum number of views required
and that applicants were free to provide the number which they considered appropriate. In
practice, an average of three views was filed.

35. The Delegation of Latvia considered that it was important not to limit the number of
views where there was a requirement to disclose fully and clearly the features of the design
and the scope of protection of the design depended on the published views. The Delegation
indicated that, in practice, the number of views depended on the complexity of the design, and
that the maximum number received so far in Latvia was 15 views.

36. The Delegation of Chile said that the drawings should at least show six views and the
perspective of the product. Depending on the complexity of the item, more views could be
filed, without any limit as to the maximum.

37. The Chair, noting that a number of jurisdictions required perspective or sectional views,
wondered whether there were jurisdictions which would not accept a perspective or sectional
view if presented to them.

38. The Delegation of the United States of America indicated that a sectional view would be
accepted if it clarified the shape of the claimed design. The Delegation further specified that a
sectional view would not be rejected if it was merely duplicative of another view, but would
be rejected if it added new matter that was not claimed in the design.
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39. The Representative of the European Community, recalling that a maximum of seven
views was allowed for a registered community design, indicated that where more than seven
views were filed, the Office for Harmonization in the Internal Market (OHIM) would not
refuse the application, but would only take the first seven views into account.

40. The Chair wondered whether problems could arise from the numbering or order in
which the views were presented.

41. The Representative of FICPI pointed out that the issue under consideration concerned
the basis for the enforcement of the design. He wondered whether any extra views not taken
into account by an Office would nevertheless be part of the record of the design as registered,
to be presented before the courts in case of enforcement. For instance, in the case of designs
where a part of the product could move, several perspective views, possibly more than seven,
would be relevant and crucial in determining infringement.

42. The Delegation of Latvia said that sectional views generally showed the inner
construction of the product and would not be necessary when the claim referred to the outside
appearance of the product.

43. The Delegation of the Republic of Moldova, considering that it was very difficult to set
a maximum number of views, explained that, in general, only the first views filed were
registered.

44. Referring to paragraph 7 of document SCT/19/6, the Chair asked whether there was any
jurisdiction in which either drawings or photographs were not allowed as a form of
representation.

45. The Delegation of the United States of America explained that the USPTO required the
submission of drawings in black ink on white paper and that photographs were acceptable
only when the invention could not be clearly illustrated by an ink drawing.

46. The Representative of FICPI pointed out that, in the past, the use of photographs was
complicated, in particular when applying in several countries, but that in the future, digital
reproduction would probably shift the balance towards photographs.

47. The Delegation of South Africa said that, when submitting a photograph, a very clear
description of the claimed protection was required.

48. The Delegation of Japan, referring to paragraph 8 of document SCT/19/6, expressed the
view that representations should not be excluded for the reason that they were made by a
given technology. The Delegation said that computer-generated representations were
accepted in Japan, provided that they fully disclosed the design.

49. The Delegation of the United States of America said that the USPTO accepted
computer-aided design (CAD) drawings, as they allowed non draftspersons to produce
accurate drawings at low cost, and expressed an interest over the reasons why some offices
might refuse such drawings.

50. The Representative of the European Community said that any drawing meeting the
requirements set out in the rules with respect to paper or electronic reproductions would be
accepted by OHIM, irrespective of the technology used to reproduce it.
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51.  The Delegation of the Republic of Korea said that the national Office accepted both
black and white and color photographs, as well as computer-generated representations.
However, experience showed that few applications included color photographs or CAD
representations.

52. The Delegation of Uruguay said that, since no application containing a CAD
representation had been so far received by the national Office, it would not be in a position to
state whether or not such representations would be accepted by the national Office.

53. The Chair noted that the results of the survey indicated that in seven percent of the
respondents to the questionnaire CAD drawings would be acceptable, but that no conclusion
could be drawn as regards the acceptability of such drawings by the remaining 93 percent of
the respondents.

54. The Representative of INTA, observing that there was no direct question in the
questionnaire as regards the acceptability of CAD drawings, said that under the Geneva Act of
the Hague Agreement and the Common Regulations under the three Acts of that Agreement,
the only filing date requirement was that there be an adequate representation of the industrial
design, with no restriction over the type of representation or the number of views.

55. The Chair noted that the discussion had revealed that offices require an adequate
representation, which is open to interpretation, and that jurisdictions should develop general
criteria concerning the acceptability of representations.

56. Reacting to a question by the Delegation of Costa Rica regarding an apparent
discrepancy between the replies on technical drawings and CAD drawings, the Delegations of
the United Kingdom and the United States of America, and the Representative of BOIP
explained that their negative reply to the question on the acceptability of technical drawings
was based in the understanding that those were drawings showing dimensions, angles or
symbols for the materials used.

57. The Delegation of Germany said that technical drawings were accepted in Germany
only when they were annexed to photographs.

58. With respect to the required number of copies of the representations, the Delegation of
Germany declared that, since November 1, 2008, only one copy was required.

59. The Delegation of Brazil said that three copies were required, two of which were used
for publication purposes.

60. The Delegation of Latvia pointed out that, while two copies were requested in order to
facilitate the work of the office at the time of scanning, one copy was enough to secure a
filing date.

61. The Delegation of Morocco said that three copies were required in Morocco to obtain a
filing date.

62. The Delegation of the Republic of Moldova said that, while two copies were required,
one was enough to secure a filing date. The Delegation also noted that technical drawings
were accepted in Moldova.
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63. The Delegation of Belarus said that broken lines were not accepted in Belarus and that
an application containing a representation with those lines would have to be filed again.

64. The Delegation of Uzbekistan said that drawings were preferred to photographs in its
country, particularly in respect of certain designs, such as those for clothing. The Delegation
also stated that dotted lines were accepted by the national office. As to the reason why
several copies of the representation had to be submitted, the Delegation explained that some
of the copies were used by the examiners to compare the scanned image with a paper
representation.

65. The Delegation of Brazil said that broken lines were accepted in Brazil when they were
used to show where the design would be applied.

66. The Delegation of the United States of America said that in its country broken lines
were understood to serve illustrative purposes only and formed no part of the claimed design.
Structures which were not part of the claimed design, but were considered necessary to show
the environment in which the design was used could be represented by broken lines. When
the claim was directed to just surface ornamentation for an article, the article in which it was
embodied had to be shown in broken lines.

67. The Delegation of Uruguay indicated that broken lines were accepted, insofar only as
they were not part of the claimed design.

68. The Delegation of Germany, observing that the national office would not raise the issue
of whether or not the dotted lines contained in a reproduction reflected in an appropriate
manner the scope of the claimed design, pointed out that the said scope would only be
determined by a court in the course of a law suit.

69. The Delegation of Sweden explained that in its country shading could be used to
represent matter which was not part of the design, provided that it was clear in the
representation which part was not covered by the claim.

70. The Delegation of the United States of America said that, while surface shading was not
required, it could be necessary in certain cases to show clearly the character and contour of all
surfaces of a three-dimensional design and to distinguish between any open and solid areas of
the article. Lack of appropriate surface shading in the drawing could render the design
indefinite. Moreover, if the surface shape was not evidenced from the disclosure, the addition
of surface shading after filing might comprise new matter.

71.  The Chair, noting that the use of surface shading was very different in Sweden and in
the United States of America, said that this area warranted further exploration by the SCT,
with a view to promoting consistency of outcomes across jurisdictions.

72.  The Delegation of Uzbekistan said that in its country shading was used in order to more
clearly show the volume, color and shadow of the design.

73. The Delegation of Norway observed that the national office restrictively accepted a
moving image or several still pictures of a moving image as a reproduction of a design, as it
viewed the different still pictures as graphic representations of several designs. The
Delegation inquired about the practice of other Members.
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74. The Delegation of the United States of America said that, according to the practice of
the USPTO, simple movement could be indicated on a single view with arrows showing the
direction of the movement. With respect to complex movement, there would be two or more
views showing the different moves in the design. The images would be understood as viewed
sequentially, and no ornamental aspect would be attributed to the process in which one image
changed into another. A descriptive statement would have to be included in the specification
describing the transitional nature of the design.

75. The Delegation of Australia stated that the situation in Australia was similar to that in
the United States of America.

76. The Delegation of Uzbekistan said that, while moving objects were usually represented
through a sequence of static images, objects with variable form were currently excluded from
design protection, as not being capable of representation. However, it could not be discarded
that new technologies would in the future enable the representation of such designs.

77. The Delegation of Latvia, considering that it was difficult to protect a moving or
changing object through a design right, expressed the view that there might be other
mechanisms which were better suited to the protection of those objects.

Other Contents of the Application Generally Required

78.  The Delegation of Japan declared that in its country an indication of the product
constituting the industrial design or in relation to which the industrial design was to be used
was a filing date requirement. The Delegation explained that in Japan a design right was
granted in respect of a specific article, and that the scope of the registered design was
determined on the basis of the indication of the product mentioned in the application and on
the representation or specimen submitted.

79. The Delegation of Australia said that the design right in its country was expressly
limited to products in relation to which the design was registered.

80. The Delegation of El Salvador explained that, where the indication of the product was
missing in an application, the filing date would be maintained if the indication was submitted
within a period of two months.

81. The Delegation of Uruguay said that the link between the design and the product was a
fundamental element in its legislation.

82. The Delegations of the Republic of Korea and Singapore said that the indication of the
product was an essential element in a design application, necessary to secure a filing date.

83. The Representative of FICPI observed that a number of comments from delegations
suggested that the indication of the product determined the scope of protection of the
industrial design. He indicated that in the European Community, the scope of protection was
not limited to the product. The applicable test was to ask whether the design produced, on the
informed user, an overall impression that was different from any other design. In connection
with this, the Representative drew attention to a question included in the list of issues drawn
by FICPI, namely whether the class of goods in which the design was registered was limiting.
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84. The Delegations of France and Morocco said that the indications concerning the identity
of the creator were optional in their respective countries.

85. The Delegation of the United States of America said that in its country, the applicant
had to be the creator of the design and submit an oath stating that fact. However, that oath
was not a filing date requirement and could be submitted after the application had been filed.

Additional Contents Required in Certain Jurisdictions

86. The Delegation of El Salvador stated that it was compulsory to indicate the name of the
creator in the application, even if the applicant was a legal entity.

87. The Delegation of the United States of America indicated that, while a description was
an optional element of an application, a claim was required in order to obtain a filing date.
The Delegation also explained that the question of whether or not the creator was the owner
of the design was determined by the contract between employer and creator.

88. The Delegation of Sweden said that a legal entity could file a design application, but
would need to show that the right to the design had been transferred to it by the creator.

89. The Delegations of Uzbekistan and Ukraine explained that the applicant could be a
physical or a legal person, and that the indication of the name of the creator was optional.

90. The Delegation of Norway said that, where the applicant was not the creator, the latter
would have to be indicated in the application. However, such indication was not a filing date
requirement.

91. The Delegation of Serbia said that, while the creator had a moral right to be named in
the application, the applicant could be either the creator himself or anyone deriving the right
from the creator.

92. The Delegation of Egypt indicated that a description of the design was mandatory and
subject to revision by the examiner.

93. The Delegation of Italy said that a description of the design was not mandatory, but
could be required by the office in order to understand the design.

94. The Delegations of Spain and Algeria indicated that their respective legislations did not
require a description of the design, which was merely optional.

95. The Delegation of Guatemala stated that the national legislation required a description.

96. The Delegation of the Russian Federation explained that the national legislation
required a description of the design and a list of its characteristic features, but that it was
envisaged that the said list and description would become optional in the future. The
Delegation expressed its interest in the experience of other delegations relating to the purpose
of the description, its publication and its use in litigation.
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97. The Delegation of Uruguay indicated that, although not required, a description was
often provided in practice, and could in some cases be used to define the scope of the claim,
particularly where the graphic representation was not sufficiently clear.

98. The Delegation of Brazil said that a description was optional, except where different
variations of the same article were filed.

99. The Delegation of the United States of America explained that the Office only required
an indication of the views presented (front, back, side, and perspective view), and that the
description of the drawing was optional. The Delegation indicated that only one percent of
applications contained a characteristic feature description, as such descriptions could result in
a limitation of the scope of the claim and of the right acquired.

100. The Delegation of Singapore said that applicants had to make a statement of novelty
describing the features of the design considered as new, which served to define the scope of
the rights. The statement was essential to secure a filing date, except in the case of textile
articles, lace, wallpaper and similar wall coverings. The Delegation also observed that
applicants were encouraged to disclaim generic elements.

101. The Delegation of Australia said that a statement of novelty and distinctiveness was
optional, but had to be considered in the examination if submitted. The said statement could
either narrow down or broaden the scope of the design.

102. The Representative of the European Community, indicating that the description was
optional, explained that it could not exceed one hundred words, could not contain statements
of novelty, individual character or technical value, and was limited to the features appearing
in the reproduction. The Representative added that the description was not published and had
no impact on the scope of protection of the design.

103. The Delegation of Uzbekistan said that a description was mandatory and had to indicate
the use and basic attributes of the object.

104. The Delegation of Ecuador said that a full description was mandatory in order to avoid
any misinterpretation of the design by examiners.

105. The Representative of FICPI raised the issue of consistency in interpretation of designs,
which was related to statements of novelty and claims. The Representative pointed out that a
description could range from a mere depiction of what was shown in the figures to a statement
of novelty, in which the applicant had to pick out the features that were novel. The latter was
an effective form of claim, though it was not identified as such. The Representative was of
the opinion that applicants could live with different requirements, provided that they could
know what was actually required by each jurisdiction. In this regard, the Hague system was
of great assistance as it provided for members to indicate, by means of declarations, the
requirements in their jurisdiction. However, as regards the interpretation of designs, the
Representative expressed the wish that the SCT reach some convergence.
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106. Replying to a question by the Chair as to the contents of a required claim, the
Delegation of the United States of America indicated that the USPTO required a single claim,
which would generally read “the ornamental design for [the article of manufacture which
embodies the design or to which it is applied] as shown and described”. In addition, the
Office required a description which was merely an explanation of the different views shown
in the drawing and would permit descriptions indicating that there were broken lines in the
drawing or disclaiming particular parts of the drawing. Moreover, the applicant would be
allowed to submit a description of the characteristic features, which may be used to determine
patentability, and could also be used to limit the claim in infringement actions.

107. The Delegation of Uruguay said that, as a design was considered to be a patent, a claim
was required.

Specimens

108. The Delegation of Italy said that samples could be filed instead of graphic
representations with respect to two-dimensional designs, with the exclusion of handicraft
products.

109. The Delegation of Guatemala indicated that samples of two-dimensional products could
substitute a graphic representation.

110. The Delegation of Japan said that applicants could submit specimens limited in size,
instead of a paper reproduction. Where a specimen was filed, the office assumed its
reproduction for the purpose of publication. However, the scope of protection remained
determined by the specimen itself.

111. The Delegation of Sweden explained that the submission of specimens was optional, on
the condition that they were made of sustainable material and were limited in weight (4 kg)
and size (40 cm). The Delegation indicated that the Office received about one specimen per
week, which represented almost 10 percent of all applications filed, and that specimens were
destroyed five years after the end of the term of protection. It added that a specimen would
determine the scope of protection of the design.

112. The Delegation of Iran (Islamic Republic of) said that the Office could request a sample
of three-dimensional products.

113. The Delegation of Germany, observing that specimens could be submitted instead of the
drawings in case of deferment of publication only, pointed out that the drawings would be
required at the time of publication. The Delegation further indicated that specimens were
submitted in 15.5 percent of the applications.

114. The Delegation of Morocco said that specimens were generally not allowed.
115. The Delegation of the Republic of Korea stated that, although applicants could file

specimens instead of drawings for two-and three-dimensional designs, this possibility was
rarely used.
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116. The Representative of the European Community, indicating that specimens were
allowed for two-dimensional designs in the case of deferred publication, explained that they
had to be presented on an A4 sheet of paper, not be thicker than three millimeters and weigh
less than 30 grams. The Delegation indicated that a reproduction of the design was required
for publication purposes, and that the possibility of filing specimens was rarely used.

117. The Delegation of Australia, indicating that specimens were allowed but very rarely
filed, expressed its interest in the experience of other members which received them. The
Delegation also said that specimens had to be presented on a sheet of paper and be able to be
reproduced, photocopied or scanned.

118. The Delegation of Singapore said that specimens were not allowed, unless requested by
the Registrar.

119. The Delegation of Uzbekistan explained that the Office could request a sample, for
example of pieces of clothing or patterns, when the graphic representations were not precise
enough.

120. The Delegation of the Russian Federation said that, although the submission of
specimens was not set out in the law, the Office accepted them for two-dimensional designs
and scanned them for electronic publication.

121. The Delegation of Egypt said that the national law did not include any provision
concerning specimens, which were however submitted in very rare cases. It further explained
that whenever a specimen was presented during an opposition procedure, the Office could
request another specimen to carry out a comparison.

122. The Delegation of Guatemala said that the possibility of submitting specimens was not
commonly used.

123. The Delegation of Pakistan stated that the submission of specimens was optional for
two-or three-dimensional designs, to supplement the graphic representation.

124. The Delegation of El Salvador said that specimens were permitted but had to be
presented on paper.

125. The Delegation of the United States of America stated that specimens were generally
not permitted, but could be requested by the examiner in certain cases or be submitted by the
applicant upon petition, which did not generally happen. The Delegation indicated that
specimens had to be accompanied by photographs and that, where they did not correspond to
the drawing, the specimens prevailed.

126. The Delegation of Chile, indicating that photographs were allowed in addition to
drawings, pointed out that specimens or scale models were allowed upon request by the
Office.

127. The Representative of FICPI wondered what form of priority document was issued by
offices in which the first filing had been accompanied only by a specimen.
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128. The Representative of INTA, recalling that the textile industry had often favored the
possibility of using specimens in connection with deferment of publication, expressed the
view that the current needs of that industry in respect of the use of specimens should be
assessed prior to reaching any conclusion over the issue.

129. The Delegation of France indicated that, although specimens were generally not
allowed, the Office accepted samples of tissues or fabrics not thicker than three millimetres.

130. Inreply to a question by the Chair as regards the documents requested when priority
was claimed, the Delegation of Egypt indicated that the Egyptian Office requested a
certificate from the office where the first application was made and the date of filing of that
application.

131. The Delegation of Italy said that, when priority was claimed from an application in
respect of which a specimen had been filed, the applicant had to provide a copy of the first
application, as well as the same specimen.

132. The Delegation of the United States of America explained that, when claiming priority,
applicants had to indicate the foreign application number and date, the country in which the
application was filed and, where applicable, the treaty under which priority was claimed. The
applicant would eventually have to submit a certified copy and an English translation of the
application.

133. The Delegation of Australia said that, while applicants had to indicate the date and
number of the basic application, as well as the name of the country where that application was
made, a copy thereof would only be required at the time of examination.

134. The Delegation of Guatemala stated that applicants had to submit a certified copy of the
application from which priority was claimed, as well as a Spanish translation thereof.

135. The Representative of the European Community indicated that, when claiming priority,
applicants had to supply the file number of the previous application and file a copy of that
application within three months.

136. The Delegation of the Republic of Korea said that applicants had to file a written
statement certified by the office where the earlier application had been filed, a certified copy
of the drawing of the design, as well as a translation, if applicable, within three months of the
filing date.

137. The Delegation of Uruguay said that applicants had to provide within 180 days, a
certified copy of the application from which priority was claimed and a Spanish translation
thereof.

138. The Delegation of Spain stated that applicants had to indicate the number of the
application from which priority was claimed, the country and the date of priority, as well as
provide a certified copy and a Spanish translation thereof within three months.
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139. The Delegation of the United Kingdom said that applicants wishing to claim priority
had to indicate the date of the prior application and the name of the country where it had been
filed. A certified copy of the representation of the design and a translation would also have to
be filed within three months.

140. The Delegation of Norway explained that applicants wishing to claim priority had to
make a statement to that effect in the application and indicate the name of the country where
the first application was filed, as well as its date and number. Specifying that priority
documents did not have to be submitted unless required by the Office, the Delegation added
that priority could not be claimed at a later stage.

141. The Delegation of Pakistan said that, when claiming priority, applicants had to submit a
certified copy or proof of the first filing, as well as an English translation.

142. The Delegation of Singapore said that, while an applicant claiming priority had to
indicate in the application the date of the prior filing and the name of the country where that
filing had been made, he did not have to submit a copy of the priority document, unless
required by the Registrar.

143. The Chair, noting that there was a fair number of jurisdictions which required priority
documents, considered that it would be useful if the Secretariat enquired about the state of the
project to share priority documents in the field of patents, with a view to assessing whether it
was worth proposing a similar project in the field of designs.

Filing Date Requirements

144. The Delegations of El Salvador and Guatemala indicated that, in addition to the
elements mentioned in paragraphs 18 and 19 of document SCT/19/2, the signature and seal of
a legal representative were required to obtain a filing date.

145. The Delegation of Morocco said that, in addition to the elements mentioned in
paragraphs 18 and 19 of document SCT/19/2, the signature of the applicant or his
representative was required to obtain a filing date.

146. The Delegation of Brazil said that, provided that an application contained sufficient
particulars concerning the applicant, the industrial design and the author of the design, other
required elements could be submitted within a period of five days from the date of a letter
issued by the Office, without the filing date being affected.

147. The Representative of the European Community stated that there were three filing date
requirements, namely a request for registration, information identifying the applicant and a
representation of the design or, in certain cases, a specimen.
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148. The Delegation of Egypt said that the following elements were required in order to
secure a filing date: a registration form, indications concerning the identity of the applicant,
four representations of the design, proof that the applicant had created the design, a power of
attorney of a representative, where applicable, and a certified translation of any document not
in Arabic. Where any of those elements was missing, the applicant would have four months
from the filing date to submit them. If the documents were submitted during that period, the
filing date would be maintained.

149. The Delegation of the United States of America explained that, in order to secure a
filing date, the applicant had to submit a clear reproduction and a claim.

150. The Delegation of Australia said that the minimum information required in Australia to
accord a filing date was the following: indication that the filing was intended to be a design
application, sufficient information to allow the identity of the applicant to be established and
to contact him, and a representation of each design.

151. The Delegation of Italy indicated that the following were filing date requirements: a
request that the registration of the industrial design was sought, indications allowing the
identity of the applicant to be established, a clear reproduction of the design and the payment
of the fee.

152. The Delegation of Algeria explained that, in order to obtain a filing date, the application
had to contain or be accompanied by a signed statement of protection of the design, the
payment of the fee and a representation of the design. Those requirements could be met
within a four-month time limit without affecting the filing date.

153. The Delegation of Iran (Islamic Republic of) said that the filing date was the date on
which an application was submitted, provided that it contained indications allowing the
identity of the applicant to be established and the graphic representation of the industrial
design.

Multiple Applications and Division

154. The Delegations of Japan and Mexico stated that their national systems provided for
single-design applications. The Delegation of Japan further indicated that the reason was to
simplify the determination of the scope of the design right and the resolution of infringement
disputes.

155. The Delegation of Egypt said that multiple design applications were accepted, up to a
maximum of 50 designs per application, provided that the designs belonged to the same class
or were related to each other.

156. The Delegation of Uzbekistan said that the national system provided for one application
per product, even though the number of variants of each design could be unlimited. However,
for each variant, a complementary application was required.

157. The Delegation of the Republic of Korea explained that the national system provided
for substantive and non-substantive examination, depending on the product. Multiple
applications were allowed only in respect of the design of products with short-life cycles,
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which classified for non-substantive examination. A maximum of 20 designs per application
was permitted.

158. The Delegations of Guatemala, Italy and Spain said that multiple applications were
accepted, provided that the products belonged to the same class. The Delegation of Spain
further explained that a maximum of 50 designs was admitted in a multiple application,
provided that, in the case of three-dimensional designs, they all belong to the same class.
That restriction did not apply to two-dimensional designs, which could belong to different
classes, but of which only a maximum of 50 designs could be admitted in a multiple
application, as was the case for three-dimensional designs.

159. The Delegation of Uruguay said that multiple applications were admitted, provided that
the designs belonged to the same concept. Where that was not the case, division would be
required within a period of 90 days.

160. The Delegation of Brazil said that an application had to refer to a single article, of
which a plurality of variations was permitted up to a maximum of 20, provided that such
variations were intended for the same purpose and possessed the same predominant
distinctive character.

161. The Delegation of Iran (Islamic Republic of) said that an application could contain two
or more designs, provided that all the designs belonged to the same class or to the same set or
composition of articles.

162. The Delegation of Australia said that an application could contain an unlimited number
of designs, provided that they belonged to the same class. The applicant had six months to
request publication or registration before examination. The advantage of the system was that
manufacturers could file several designs in one application, use the six-month period to test
the product, and then decide which designs were likely to succeed and proceed to registration.
The system contributed to minimizing costs and reducing the need for a non-registered design
right.

163. The Representative of the European Community said that the regional system allowed
multiple applications, with no limitation as to the number of designs that could be included in
one application, but provided that the products fell within the same class. That limitation did
not however apply to designs which were mere ornamentation. The Representative observed
that a small majority of the applications received by OHIM were multiple applications.

164. The Delegation of the United States of America, observing that the concept of unity of
invention was applied in its country, explained that a design patent application could only
have a single claim, and that designs that were independent and distinct had thus to be filed in
separate applications. Designs were independent if there was no apparent relationship
between two or more articles. However, a design claim could cover embodiments of different
scope directed to the same inventive concept within a single application if the designs were
not patentably distinct. Designs were not distinct inventions if they had overall appearances
with basically the same design characteristics and if the differences between the designs were
insufficient to patentably distinguish one design from the other, that is, if the differences were
obvious to a designer of ordinary skill in the art.



SCT/20/5
page 18

Grace Period for Disclosure

165. The Delegation of Egypt said that there was no grace period for disclosure, except
where a permission to disclose was obtained from the Office up to six months before
disclosure.

166. The Delegation of Italy indicated that disclosure made by the designer, his successor in
title or any third party would not destroy novelty if it was made during a period of 12 months
prior to the date of filing of the application or to the priority date.

167. The Delegation of South Africa pointed out that there was a period of six months before
filing within which the applicant could release the product into the market without such
disclosure affecting novelty.

168. The Delegation of Australia observed that national legislation did not provide for a
grace period for disclosure, except in the case of internationally recognized exhibitions or of
other specific disclosures. In the case of unauthorized disclosure, for instance, the filing of
the application would have to intervene within six months of the unauthorized disclosure, and
the applicant would have to prove the unauthorized nature of such disclosure.

169. The Delegation of Guatemala indicated that the grace period was of six months. It
further informed that the Guatemalan legislation also provided, in certain cases, for the
protection without formalities of industrial designs for three year, from the date of disclosure.

170. The Delegation of Uruguay said that the national system provided for a grace period of
six months, where a disclosure was made by the designer, an authorized third party or the
person who commissioned the design.

171. The Delegation of the United States of America said that there was a one-year grace
period for disclosure prior to filing. Disclosure would be a first offer for sale, the first
illustration of the design or the first public use of the product in which the design was
embodied.

172. The Delegation of Mexico, observing that the national legislation provided for a grace
period of 12 months, expressed the view that such grace period complicated the examination
of novelty.

173. The Representative of FICPI stated that the issue of a grace period for disclosure was
one over which FICPI hoped to see harmonization. From an international point of view,
harmonization had a practical effect, since an applicant who relied on a grace period in the
market of the first application could have his registration invalidated in other countries which
did not allow for such a grace period, on the ground that the design had been disclosed before
the filing of the first application.

174. The Delegation of Spain stated that the national legislation provided for a grace period
which applied even in the case of unauthorized disclosure.
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175. The Delegation of the Republic of Korea, observing that national legislation provided
for a six-month grace period for disclosure, explained that applicants intending to benefit
from the grace period had to submit documents proving the relevant facts within 30 days from
the date of application. The time limit did not however apply when the disclosure had taken
place against the applicant’s will, as in that case the documents could be submitted any time
until the final decision.

Examination

Contents of Formal Examination

176. The Delegation of Egypt said that national legislation excluded a number of elements
from design protection, for example, religious or commercial slogans, State flags, numbers or
trademarks not owned by the applicant.

177. The Delegation of the United States of America said that examination by the USPTO
focused on three main elements: novelty, originality and ornamentality. The Delegation
explained that an ornamental design had been defined as one created for the purpose of
ornamenting, and could not be the result of functional or mechanical considerations. As for
originality, a design that simulated an existing object or person was not considered original.
Novelty was determined by the degree of difference from the prior art by the average
observer. The USPTO also refused, based on public order considerations, designs disclosing
subject matter that could be deemed offensive to race, religion, sex, ethnic group or
nationality.

178. The Delegation of the Republic of Korea said that, in addition to the criteria mentioned
in document SCT/19/2, national legislation provided for examination to determine whether
the design consisted solely of a shape that was essential to secure the function of the product.
In that case, the design could not be registered.

179. The Representative of FICPI, underlining the importance of fully searchable and

user-friendly design databases, said that examination for novelty ex officio depended upon the
quality of the records available to an office.

Timing of Substantive Examination

180. The Delegation of Egypt indicated that examination was carried out prior to registration
since 2002.

Opposition

181. The Delegations of Japan, Mexico and Uruguay said that there was no opposition
system in their countries, but an invalidity procedure before the respective offices.

182. The Delegation of Mexico explained that, while there was no time limit to request the
invalidity of a design for lack of novelty, a request for invalidity based on a prior right had to
be filed within a time limit of three and five years.
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183. The Delegation of Uruguay specified that the national system provided for the
possibility of observations by a person not party to the procedure.

184. The Delegation of the Czech Republic said that invalidity of a design could be applied
for before the Office.

185. The Delegations of Algeria and Italy said that there was no opposition procedure before
the respective offices, but an invalidity system before the courts.

186. The Delegation of Pakistan explained that any person who had a legitimate interest
could lodge a post-registration opposition before the Registrar of designs within a period of
two years.

187. The Delegation of the Russian Federation said that there was no opposition procedure,
but only a procedure for invalidation which could be initiated throughout the lifetime of the
patent. The Delegation indicated that the introduction of a pre-registration opposition
procedure was under consideration.

188. The Delegation of Egypt said that an opposition could be filed within 30 days from the
publication of the design.

189. The Delegation of Guatemala indicated that national legislation did not provide for an
opposition procedure, but for the possibility of filing observations within three months from
publication. The invalidity of an industrial design could also be requested before a court.

190. The Delegation of Norway said that there was no opposition procedure, but an
administrative review procedure which could be undertaken anytime during the period of
protection, upon payment of a fee to the Office.

191. The Delegation of Singapore said that there was no opposition procedure, but a
post-registration revocation procedure, which could be initiated by any interested person
before the Registrar or a court, without any time limit.

192. The Delegation of the United States of America, pointing out that no pre-registration
opposition procedure existed in its country as designs were not published until they were
issued as design patents, explained that third parties could file a letter of protest, which was
not, however, an inter partes proceeding. In addition, re-examination could be requested at
any time during the period of enforceability of the design patent, raising an issue of prior art
where the patent examiner finds a substantial new question of patentability. Finally,
invalidity proceedings could also take place before the courts.

193. The Delegation of Australia indicated that, while rights were provided after formalities
examination, the ability to enforce the rights on the design was not available until after the
design had passed substantive examination. The Delegation specified that examination was
available on request by the owner or a third party who could demonstrate that the design was
not new or distinctive.

194. The Delegation of Iran (Islamic Republic of) explained that national law provided for a
pre-registration opposition procedure before a commission.
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195. The Representative of the European Community said that the registered Community
Design system established an invalidity procedure which could be conducted before the
Office or could result from a counterclaim in an infringement proceeding before a Community
Trademark Court.

196. The Delegation of the Republic of Korea indicated that Korean law provided for a
post-registration opposition which had to be filed within three months from the publication
date. In addition, an invalidation procedure was available before the trial and appeal board.

Publication and Deferment

197. The Representative of the European Community stated that publication of design
registrations currently took place on a daily basis.

198. The Delegation of Mexico said that, as from January 1, 2009, publication of industrial
designs would be made on the Office Website, and a paper gazette would be printed only on
request.

199. The Representative of FICPI, underlining the need for fully searchable and user-friendly
design data bases, noted that publication was a crucial step towards that goal, as it was at that
time that the material was classified and made accessible.

200. The Delegation of Japan explained that there was no deferment in its country, but a
secret design system, under which the right holder could keep a registered design secret for a
maximum period of three years from the date of registration. Should the holder wish to
enforce his design right before the expiry of that period, he would need to provide evidence of
the registration to the alleged infringer, without it been necessary to publish the design at that
time.

201. The Delegation of the Republic of Korea stated that national law provided for keeping a
registered design secret in a way that was similar to the law of Japan.

202. The Delegation of Egypt said that a design was kept secret until publication, and that
there was no legal protection before publication.

203. The Delegation of Latvia stated that there was a maximum deferment period of
30 months from the date of filing or priority. In addition, observing that deferment was
applicable to any type of design, the Delegation explained that, while the design was not
published or registered until the end of the deferment period, the applicant could request
publication earlier, where he wished to initiate infringement or opposition proceedings.

204. The Delegation of Italy said that national law provided for the possibility to defer
publication for 30 months.

205. The Delegation of Iran (Islamic Republic of) stated that the maximum deferment period
in its country was 12 months from the filing or priority date.
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Term of Protection and Renewal

206. The Delegations of Algeria, Ecuador and El Salvador said that industrial designs were
registered for a single ten-year period.

207. The Delegations of Guatemala, Uruguay and Uzbekistan said that industrial designs
were registered for an initial ten-year term from the date of filing, and could be renewed for
five more years.

208. The Delegation of Japan noted that industrial designs were registered for a maximum
period of twenty years from the date of registration, but had to be renewed every year.

209. The Delegations of Italy and Norway said that industrial designs were registered for an
initial period of five years from the date of filing, renewable for additional five-year periods,
up to a maximum of 25 years.

210. The Delegations of Iran (Islamic Republic of), Morocco and Singapore said that there
was an initial term of protection of five years from the filing date, which could be renewed for
two consecutive periods of five years.

211. The Delegation of Pakistan said that there was an initial term of protection of 10 years,
which could be renewed for two additional periods of 10 years.

212. The Delegation of South Africa explained that the national system provided for two
types of designs, namely aesthetic designs, protected for 15 years, and functional designs,
protected for 10 years.

213. The Delegation of the Republic of Korea said that there was an initial protection period
of 30 years, which could thereafter be renewed every year, up to a maximum of 50 years.

214. The Delegation of Brazil said that an industrial design was registered for 10 years from
the filing date, and could be renewed for three successive five-year periods.

215. The Delegation of Australia said that industrial designs were registered for an initial
term of five years, which could be renewed once for another five years. The Delegation
explained that the national system recently moved from a sixteen-year period of protection,
structured in an initial one-year period, renewable for three additional five-year periods.
Experience indicated that only around five percent of designs were extended for the third and
final term.

216. The Delegation of the United States of America said that, while industrial designs were
presently registered for a non-renewable period of 14 years, the period would probably
change to 15 years when the United States joined the Geneva Act of the Hague Agreement.

217. The Delegation of Canada said that industrial designs were registered for a period of
10 years from the date of registration, subject to the payment of a maintenance fee at the end
of five years.

218. The Delegation of Sudan said that industrial designs were registered for an initial term
of five years from the date of filing, and could be renewed once for another five years.
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219. The Chair, recalling that terms of protection had been standardized in the treaties
dealing with other types of rights, observed that there was no convergence regarding the
initial and maximum periods of protection of design rights, and wondered whether the SCT
could reach some uniformity on this issue.

220. The Representative of FICPI, noting that more standardization of the initial and
subsequent renewal periods would be of practical benefit for users, considered that, from the
point of view of the balance between owners and third parties, it was important not to protect
a design for a longer period than that required by the commercial interest of the owner. The
Representative also recalled that there had been agreement in the Geneva Act about an initial
period of five years and the possibility of renewing for two consecutive five-year periods,
with freedom for Contracting Parties to add further periods of protection.

221. The Chair pointed out that accession to the Hague Agreement would tend to have a
harmonizing influence in the acceding countries, and indicated that this area would require
further work in order to attain a degree of convergence.

222. The Delegation of the United States of America expressed the view that the question
was premature, as the discussion on industrial designs was still at an early stage.

223. The Delegation of Serbia said that, when examining the question of the term of
protection, it would be important to take account of the number of renewals that actually took
place.

224. The Delegation of El Salvador expressed the view that the question should not be
addressed from the perspective of the Hague Agreement, to which not all members of the
SCT were party, but rather from the standpoint of the minimum standard set out in the
TRIPS Agreement.

225. The Delegation of Latvia said that, while no more than 15 years of protection were

needed for a majority of products, a longer period of protection could be required in certain
cases.

Communication with the Office

Signature requirements

226. The Delegation of El Salvador confirmed that certification of the applicant’s signature
by a notary was required in its country.

227. The Delegation of the United Kingdom, pointing out that there was a signature
requirement in its country, said that a negative reply had been provided to this question in the
questionnaire, insofar only as an agent’s signature could replace the applicant’s.

228. The Delegation of Guatemala said that the application had to be signed by the applicant
or an authorized agent, with participation of a lawyer.
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229. The Delegation of Germany observed that Germany did not require certification of the
signature in case of surrender, but only in other special cases. In this regard, it pointed out
that the corresponding question in part II of the questionnaire had been responded in the
affirmative by Germany, insofar only as it referred to “surrender” as one example in which
certification of the signature was required.

230. The Representative of INTA indicated that users would be satisfied if at an appropriate
time convergence would be reached along the same lines as Article 8(3)(b) of the Singapore
Treaty and the corresponding provision of the TLT, whereby certification of signature should
not be required, except in the case of surrender of registration.

231. The Delegation of Italy indicated that design applications could be filed electronically in
Italy.

Electronic communications

232. The Chair noted that there were significant differences regarding the formats used for
the reproduction of designs, and expressed the wish that the Standing Committee on
Information Technologies (SCIT) would make progress in the discussion leading to
uniformity or interchange of formats.
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Relief measures

233. The Representative of FICPI, recalling the analogy between designs and patents as
regards the requirement of novelty and the impossibility of filing again an application,
expressed the view that, should the SCT consider relief measures in the area of designs, it
should examine the corresponding provisions under the PLT, rather than those under the
Singapore Treaty.

234. Inreply to a question by the Chair with respect to the functional features of a design, the
Delegation of Egypt indicated that a design could not be registered in Egypt where the only
characteristic was functional, but could be registered where it presented some other
characteristic.

235. The Delegations of Brazil and Uruguay said that an industrial design could not be
registered in their countries if the shape could be determined essentially by technical or
functional considerations.

236. The Delegation of the United States of America, recalling that a design had to be
primarily ornamental in its country in order to be patentable, pointed out that in determining
whether a design was primarily ornamental or functional, the claimed design was viewed in
its entirety. However, while ornamentality had to be based on the entire design, in
determining whether a design was primarily functional, the purposes of the particular
elements of the design necessarily had to be considered. The Delegation further explained
that there was a distinction between the functionality of an article and the functionality of a
particular design of such article. The design for the article could not be assumed to lack
ornamentality merely because the article of manufacture would seem to be primarily
functional.

237. Inreply to a question by the Chair as to the future work in the field of industrial designs,
the Delegation of Singapore, supported by the Delegations of Guatemala, Norway and by the
Representative of OAPI, suggested that the Secretariat present an issues paper to the next
session of the SCT, identifying possible areas of convergence, areas of divergence that may
present a problem to users and other relevant issues.

238. The Delegation of the United States of America suggested that the paper include an
overview of the existing international norms in the field of industrial designs.

239. The Delegation of the Russian Federation indicated that other topics of interest to it
were the subject matter of industrial designs, the scope of protection and the overlap with
other rights.

240. The SCT requested the Secretariat to prepare a working document for
consideration by the SCT at the twenty-first session that would be based on

documents SCT/19/6 and WIPO/STrad/INF/2 Rev.1 as well as on the report of the
twentieth session of the SCT, and which would identify possible areas for convergence
on industrial design law and practice in SCT Members, highlighting particular issues to
be addressed in that context and taking into account existing international instruments.
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Agenda Item 5: Trademarks

Representation of Non-Traditional Marks — Areas of Convergence
241. The discussion was based on document SCT/20/2.

242. The Chair recalled that the areas of convergence on non-traditional marks had been
discussed by the Standing Committee during previous sessions and he proposed that the
current session agree that document SCT/20/2 reflected the outcome of those discussions.

243. The Delegation of Iran (Islamic Republic of) said that with regard to the terms
“non-traditional marks” as a title of this document, it wished to note that subparagraph 3(i) of
the Resolution by the Diplomatic Conference Supplementary to the Singapore Treaty on the
Law of Trademarks and the Regulations Thereunder referred to marks covered by Rule 3,
paragraphs (4), (5) and (6) of the Regulations under that Treaty as “new types of marks”. The
Delegation believed that this term should be used in order to comply with the Resolution.

The Delegation also believed that there could be significant costs for offices when
determining the distinctive features of new types of marks, even where the Singapore Treaty
did not impose an obligation on Members to register such marks. In fact, offices might
require several reproductions of the mark or specimens in order to clarify the nature of those
signs that were the product of modern technology. This would require offices and courts to
acquire additional technical and professional expertise, which may also imply additional
costs, particularly for developing countries.

244. The Chair noted that during several sessions, the SCT had been using the expression
non-traditional marks, mainly because in certain jurisdictions some of those signs had been
used for a long period of time and it was not meaningful to call them new.

245. The Chair suggested clarifying the matter by introducing an explanation in the form of a
footnote to the term “non-traditional marks”. He also suggested that the SCT note the issue
raised by the Delegation of Iran (Islamic Republic of) concerning the examination of
non-traditional marks for its further discussions on this subject.

246. The Delegation of Egypt said that under national legislation, only visible signs could be
registered as trademarks. Although three-dimensional marks were visible signs, no such mark
had been registered in Egypt. The Delegation noted, however, that under the legislation of
certain countries, three-dimensional marks were considered to be non-traditional.

247. The Delegation of Uruguay supported use of the expression “non-traditional marks” as
it reflected the agreement of the Standing Committee in past sessions.

248. The Delegation of Latvia noted that the new types of marks referred to in the Singapore
Resolution were three-dimensional marks, hologram marks, motion marks, color marks,
position marks and marks consisting of non-visible signs, as stated in Rule 3, paragraphs (4),
(5) and (6) of the Regulations. However, it seemed that the Standing Committee had
discussed a larger range of non-traditional marks.

249. The Delegation of Norway supported the suggestion made by the Chair to keep the term
non-traditional marks and to include a footnote referring to new types of marks as mentioned
in the Singapore Resolution.
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250. The Delegation of the United States of America declared that at the national level these
marks were known since the late 1800s and from that perspective, they were not considered
new. The Delegation noted that while discussing non-traditional marks, it was found that
many of the traditional trademark principles were applied to those marks. Issues of
representation seemed to be the more challenging aspect and that was precisely addressed in
the areas of convergence. The Delegation expressed doubts as to whether it was necessary
that the title of the areas of convergence and the language of the Singapore Resolution be
equivalent.

251. The Delegation of Germany referred to the notes on area of convergence No. 1 and
suggested adding an explanation to the effect that if the one view submitted by the applicant
in order to secure a filing date was not sufficiently clear, additional views may be submitted
later, although the scope of protection would always be limited to the aspects shown in the
first view.

252. The SCT confirmed the areas of convergence on the representation of
non-traditional marks as agreed by the SCT at its nineteenth session and presented in
document SCT/20/2. It further agreed to introduce, in the title of the Annex to that
document, a footnote to the term “Non-Traditional Marks” with the following text:
“The Resolution by the Diplomatic Conference Supplementary to the Singapore Treaty
on the Law of Trademarks and the Regulations Thereunder refers to three-dimensional
marks, hologram marks, motion marks, color marks, position marks and marks
consisting of non-visible signs as ‘new types of marks’”. It also agreed to add a new
Note 1.02 with the following text: “In some jurisdictions, the scope of protection will
be restricted to those characteristics disclosed in the original representation”.

Trademark Opposition Procedures — Areas of Convergence
253. Discussion was based on document SCT/20/3.

254. The Delegation of Japan suggested including an indication in document SCT/20/3 that
the areas of convergence on trademark opposition procedures would constitute a body of
reference, in a manner similar to what was done with the areas of convergence on
non-traditional marks. The Delegation recalled the contents of paragraph 11 of the Summary
by the Chair of the seventeenth session (document SCT/17/7), namely that “to the extent that
the document identified the approach in specific jurisdictions, it was purely illustrative and
was not intended to serve as a comprehensive or authoritative guide”. The Delegation thus
suggested that an explanation of equivalent effect be included in document SCT/20/3, and
explained that its comment was intended to seek confirmation that the areas of convergence
on trademark opposition procedures did not impose any obligations on SCT Members, in the
same manner as the areas of convergence on non-traditional marks.

255. The Delegation of Uruguay expressed concern about the wording of area of
convergence No. 7 stating that the “cooling-off” period was a useful means of encouraging
the settlement of cases. In spite of the reasoning included in the notes, it seemed that the text
should be clarified to state that not all cases could be settled by agreement and it was not
always possible to provide for a “cooling-off” period. One way of dealing with that concern
could be to include an exception in the notes to the effect that the “cooling-oft” period could
be granted, depending on the case, and only in those cases where Member States believed that
it was appropriate and timely.
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256. The Chair stated his understanding that area of convergence No. 7 did not impose an
obligation on any Member State of WIPO to provide for a “cooling-oft” period or to grant it
in every case.

257. The Delegation of Germany noted that even though national legislation did not provide
for a cooling-off period, it believed there was an area of convergence because of the second
part of the text, which read “or the extension of time limits to the same effect”. National
legislation provided for the extension of time limits, which was the second alternative and this
allowed the Delegation to join the consensus around area of convergence No. 7.

258. The Representative of the INTA noted that on September 22, 2008, the Board of
Directors of INTA had adopted a Resolution affirming the benefits of having opposition
proceedings within a country’s trademark laws and procedures. The Resolution indicated the
minimum features that such procedures should include from the point of view of the users.
The Representative informed that copies of that Resolution had been made available through
the Secretariat.

259. The SCT confirmed the areas of convergence on trademark opposition procedures
as agreed by the nineteenth session of the SCT and presented in document SCT/20/3. It
further agreed to add a slight amendment to the second sentence of Note 7.02, so as to
read: “This could be considered a positive or negative feature, depending on the case
and the overall design and management of each specific trademark system.”

260. The Chair recalled that in previous occasions, the SCT had stated its understanding that
the areas of convergence on non-traditional marks and trademark opposition procedures did
not oblige Members in relation to any particular practices, but rather constituted a body of
reference, which could be used by Offices as well as by owners and practitioners.

261. The Representative of the INTA welcomed the adoption of the two sets of areas of
convergence as useful bodies of reference to Offices and other interested parties. The
Representative said that this was a significant outcome of the work undertaken by the SCT
over the last two years. He trusted that this outcome would be appropriately reported to the
competent organs of WIPO and given adequate publicity by the Secretariat so as to serve the
intended purpose. The Representative hoped that this commendable achievement would in
turn contribute to a greater coherence of laws and practices in the two fields concerned.

262. The SCT agreed that the Secretariat would publish the two aforementioned
documents, with the amendments as agreed by the SCT at this session, in the
WIPO/STrad/INF series of documents, and bring those documents to the attention of the
relevant WIPO Assemblies.

Other Trademark Issues

263. The Chair referred to the Report of the eighteenth session of the SCT

(document SCT/18/10). He noted that at that session, the Standing Committee considered
taking up additional work relating to the examination of traditional marks and technical
aspects concerning the registration of collective and certification marks. The Chair asked the
SCT to have a more wholesome discussion of issues on which work should be undertaken.
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264. The Delegation of Iran (Islamic Republic of) referred to its earlier intervention on new
types of marks and drew the attention of the Standing Committee to Article 10bis(3)1 of the
Paris Convention. The Delegation noted that this Article obliged the Member States to
prohibit all acts that are of such a nature as to create confusion by any means with the
establishment, the goods, or the industrial or commercial activities of a competitor.

Article 10bis(3)1 did not limit the type and kind of acts, so it could cover all the acts to be
performed in the scope of trademarks, which might cause confusion for the substantial
number of the average consumers. The Delegation believed that new types of marks seemed
to present too many ambiguities for trademark offices, and the possibility of using technical
expertise to determine the distinctive features of those marks was not enough to meet the
public needs. The Delegation considered that if any act of the industrial property office
contributed to the confusion of consumers, it would amount to non-compliance with the
obligations under Article 10bis(3)1. Therefore, work should be undertaken on ways to
determine the distinctive features of new types of marks to help the average consumer.

265. The Chair noted that at its eighteenth session, the SCT discussed a document entitled
“The Relation of Established Trademark Principles to New Types of Marks” (SCT/17/3),
which dealt with the issue of distinctiveness of non-traditional signs. The Chair further noted
that paragraphs 130 through to 156 of the report of the eighteenth session

(document SCT/18/10) recorded the discussion of the SCT on this issue. The Chair noted that
at that point no further work was requested. However, the issue could be reopen if the
Standing Committee so requests.

266. The Delegation of Egypt said that the issue raised by the Delegation of Iran (Islamic
Republic of) brought up a reflection of whether it was necessary to protect the owners of
goods and services as well as to protect consumers. The Delegation stated that the role of IP
offices was to examine marks in such a way as to avoid confusion. Their goal was to also
encourage creativity in all areas. The Delegation believed that putting too much emphasis on
consumer protection could prevent the owner from placing its goods on the market, under the
pretext that those goods are not protected.

267. The Chair noted that the comments made by the Delegation of Egypt clearly highlighted
the question of examination. The Chair recalled that during the discussion of

document SCT/17/3, the majority of delegations held the view that established principles for
the examination of so-called “traditional marks” should also be applied to the examination of
these newer signs. The Chair also recalled that at a previous session, the Delegation of
Uruguay had suggested that the SCT undertake a discussion on examination or grounds of
refusal in general. Since the principles were the same, it seemed sensible to consider how
they might apply to the types of marks on which members had less experience.

268. The Delegation of Iran (Islamic Republic of) referred to the views expressed by the
Delegation of Egypt and said that the goal of intellectual property and the role of national
offices was on the one hand to guarantee the effective and efficient protection of owners, and
on the other, to avoid the unnecessary extension of protection. In the view of the Delegation,

offices should bear in mind the consumer when determining the distinctive features of any
kind of mark.
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Letters of Consent

269. The Delegation of Mexico said that the question of letters of consent was mentioned
during the discussion on opposition as an alternative way of concluding such procedures.
However, in some offices, it had become usual to accept letters of consent as part of the
registration procedure. As a result, the user of the system found that the [P Office agreed to
register an identical mark for identical products and services. Users also found that other
offices around the world did not observe this practice. The Delegation noted that the key
function of a trademark was allowing the consumer to distinguish the goods and services of
one holder from those of its competitors. National offices had the obligation to keep a register
and to make available information on who were the holders of marks. In the view of the
Delegation, when a letter of consent was accepted in order to grant a registration, it seemed
that the order of the register was altered and transparency could no longer be guaranteed to
consumers. The Delegation expressed its interest in asking the Secretariat to develop a
document around the following issues: (a) if national legislation specifically provides for
letters of consent, does the Office accept them and in which cases? (b) what effect would this
acceptance have on the distinctiveness of a mark that was granted on the basis of a letter of
consent? (c) if a third person should attempt to register a mark that was identical or similar
mark to a mark which was already granted to a second person on the basis of a letter of
consent, could the Office grant this third trademark registration or should it require a letter of
consent from the first two trademark holders? (d) does the Office accept letters of consent
when the right holder and applicant are natural or legal persons belonging to the same trade
group? (e) once a trademark has been granted on the basis of a letter of consent, is there any
prohibition for this trademark to be assigned to a third person who might enter into conflict
with the original holder of the mark?

270. The Delegation of Germany said that national legislation did not provide for the
possibility of filing letters of consent. The national Office did not examine prior rights

ex officio but the system provided for opposition procedures after the registration of the mark.
If the parties reached an agreement at that stage, the Office did not ask for any document
attesting the agreement. The opponent would just withdraw its opposition or the mark holder
would limit its list of goods and services according to the agreement reached. The Delegation
believed that it was always best if the parties themselves reached an agreement and were able
to coexist. Furthermore, the law on unfair competition dealt with consumer protection and
this was a set of statutory law independent from trademark law.

271. The Delegation of El Salvador supported the suggestion made and in particular, the
questions raised by the Delegation of Mexico. Since the year 2001, national legislation in
El Salvador included the possibility of filing letters of consent. The extensive use of this
possibility seemed to be an area of concern for the national Office.

272. The Delegation of the Russian Federation said that national law allowed the registration
of similar marks for similar goods and services if a letter of consent was submitted to the
Office during expert examination. However, several questions had been raised in practice.

As other delegations had mentioned, the possibility of leading consumers into confusion was
real, and for this reason experts decided to refuse applications for similar marks in some
cases. The Delegation noted that several questions remained unresolved. When a previous
agreement was rejected before the decision on registration, the expert could consider the letter
of consent as not presented. But a letter of consent could also be filed in the event of a
dispute concerning the registration of a mark. Perhaps the more dangerous situation was one
where a mark was registered following a letter of consent and agreement between the parties,
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but as a result of a complaint against the registration, certain owners of earlier rights withdrew
their previously accorded consent. An additional question would relate to the form of these
documents, namely whether they should be drafted in general terms or make a specific
reference to the application number concerned.

273. The Delegation of Ukraine indicated that national legislation did not contain standards
on the examination of letters of consent. However, those letters were sometimes presented in
trademark opposition procedures and if accepted by the competent authority, they could lead
to the registration of marks that were initially contested. The Delegation declared that it was
envisaged to introduce standards on the acceptance of letters of consent, because as it was
mentioned by the Delegation of the Russian Federation, there could be cases where a letter of
consent could be withdrawn by the owner of a mark at a later stage. The Delegation believed
it would be interesting to learn about the standards applied by other SCT Members that also
admit the presentation of letters of consent.

274. The Delegation of the Republic of Moldova stated that the national Office had an
established practice of accepting letters of consent. Some times letters of consent were
referred to a specific period, for example 10 years and some times conditions were laid down
with respect to the products covered by the registration. The Delegation noted that in the
event of confusion, the issue was raised as to who was the owner of the mark. The Delegation
believed that it was useful to publish this information in the event that a new application was
received and the Office had to decide whether another letter of consent became necessary.

275. The Delegation of Hungary referred to the issue of whether consent could be
withdrawn. The Delegation informed the SCT that national legislation in Hungary provided
that once consent was granted by the owner of a trademark right, it could not be withdrawn at
a later stage. It could be considered that the reason behind this provision could be consumer
protection because if there are two similar or identical marks for different owners in the
market, the consumer might get familiar with that particular situation over time and a new
situation would be misleading. The Delegation said that an owner should probably consider it
carefully whether or not to grant a letter of consent for a later trademark application.

276. The Delegation of Ecuador said that under national legislation the Office was bound to
accept a letter of consent, except in the case of an identical mark for identical goods and
services, in order to protect consumers. The Delegation noted that under national practice
these letters were also called transactional agreements.

277. The Delegation of the United Kingdom said that the issue raised by the Delegation of
Mexico was interesting both at the practical and at the theoretical level. National legislation
in the United Kingdom expressly provided for letters of consent and the Office encouraged
parties both in opposition proceedings and in the process of ex officio examination to engage
in their own settlement which might well result in letters of consent. The Delegation noted
that national systems might seek to protect the consumer, the system in the United Kingdom
could be characterized as deregulatory and essentially liberal. The national Office was
looking into options such as providing material on its Website whereby the parties could
actually formulate their own coexistence agreements.
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278. The Delegation of Guatemala declared that under national practice, it was not possible
to accept letters of consent for identical marks. However, in the event of an objection from
the registrar as to the distinctive character of a mark and its similarity to a prior registered
mark, agents submitted letters of consent before the examination. Then, during the opposition
period, the opponent or a third party affected by the registration of the mark could also present
a letter of consent or an authorization allowing that mark to be registered. The Delegation
noted that while it was quite common to use letters of consent in Guatemala, no specific
provision existed in national legislation.

279. The Delegation of Serbia indicated that there was no specific provision in national law
regarding letters of consent. These were dealt with in the Office guidelines and methodology
rules. The first question was the legal nature of those letters. The Office treated letters of
consent as a form of contract. Those letters were acceptable in the case of similar marks but
were refused in the case of identical marks. The Delegation referred to the issue raised by the
Delegation of Mexico as to whether the existence of a letter of consent meant that the original
owner agreed for a third party to also protect a similar or identical mark. The Delegation
noted that if the letter of consent was considered a contract, this could only have effect
between the parties and would not oblige the Office to accept that consent with regard to third
parties. One outstanding issue was the subsequent withdrawal of consent given by the owner.

280. The Delegation of Uzbekistan said that national legislation provided for the possibility
of accepting letters of consent during examination if the expert considered that there could be
confusion between the mark applied for and a previously registered mark. It seemed,
however, that from the point of view of the consumer it was difficult to distinguish the
products of one owner from another, especially if there was not much difference in quality.

281. The Delegation of Singapore expressed support for the suggestion made by the
Delegation of Mexico to have a discussion on letters of consent. The Delegation said that
national legislation in Singapore had express provisions for the acceptance of letters of
consent by the Registrar to overcome a citation. However, the Registrar reserved the
discretion of whether or not to accept those letters. The Registrar could refuse letters of
consent upon public interest considerations, for example in the case of pharmaceutical goods,
which if confused, could lead to dire consequences.

282. The Delegation of Spain noted that national practice was similar to that described by the
Delegations of Germany and the United Kingdom. Examination by the Office covered only
absolute grounds and relative grounds were dealt with in opposition proceedings. During
opposition, the parties could ask for the suspension of proceedings up to a maximum of six
months, at the end of which they could reach agreement. The Delegation believed that if an
opposition was withdrawn as a result of agreement between the parties, the mark could be
granted without any difficulty, and it was immaterial if the mark was identical for identical
products. The Delegation considered that conflict resolution should be left to the trademark
owners. In addition, consumer protection was achieved by the market and the consumers
themselves, which served as correcting factors, rather than having the trademark Office
undertake that role.
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283. The Delegation of Algeria said that the national system contemplated the full
examination of trademarks without opposition. The national Office accepted letters of
consent only in cases of prior similar marks and not in cases of identical marks to avoid any
difficulties with examination. The Delegation considered that if the owner of a prior
trademark right gave more than one letter of consent, examination would become too
complicated.

284. The Delegation of Uruguay declared that the national Office examined prior rights

ex officio. While local legislation did not contain any specific provisions concerning letters of
consent, the system was perhaps less liberal than others. It was intended to protect the public
by making sure that identical marks for identical goods belonging to different owners would
not create confusion as to the origin of the products concerned. The Delegation noted that
letters of consent that had been submitted, particularly in cases concerning pharmaceutical
products, were rejected in order to protect the public.

285. The Delegation of China said that it seemed from the discussion that several countries
had encountered problems relating to letters of consent. In the re-examination of refusals, for
example, the national Office had been asked to accept letters of consent and while these were
currently admissible, they only served as reference. The primary criteria were whether the
registration of similar marks could lead to confusion on the part of the consumer.

286. The Delegation of Mexico recalled that its proposal on this issue was to ask the
Secretariat to prepare a working document on the basis of the points raised by that Delegation
earlier in the meeting. The Delegation clarified that such a proposal would not extend to
asking the Standing Committee to decide whether letters of consent should be part of the
trademark registration procedure.

287. The SCT agreed to request the Secretariat to prepare an information document
on the subject of letters of consent, for consideration by the SCT at its second session
in 2009, and based on information to be collected by the Secretariat by means of a
concise list of questions, to be addressed to SCT Members in the first half of 2009.

Trademarks and International Nonproprietary Names for Pharmaceutical
Substances (INNs)

288. The Chair recalled the discussion that had taken place at the nineteenth session of the
SCT over the examination of trademarks against INNs and INN stems, and asked whether the
Standing Committee wished to pursue that discussion.

289. The Delegation of Mexico, recalling that the examination of trademarks against INNs
and INN stems differed from one office to another, said that it was important for users that
offices should follow similar criteria in this particular aspect of examination.

290. The Delegation of Germany, stating that the issue under consideration did not pose a
major problem in Germany, expressed the view that the discussion which had been held so far
was sufficient.
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291. Inreply to a question of the Delegation of Germany, the Secretariat reported that it had
initiated contacts with the WHO Secretariat in order to explore possibilities of developing a
publicly searchable database for INNs, and indicated that the SCT would be informed of
further developments concerning this matter.

292. The Chair, noting that there was no further comment, drew the discussion to a close.

Proposal by the Delegation of Jamaica in relation to Article 6ter of the Paris
Convention

293. The Delegation of Jamaica referred to Article 6ter of the Paris Convention, which
stipulated the prohibition, through appropriate measure, of the registration and use of armorial
bearings, country flags and other State emblems as trademarks or as elements of trademarks.
The Delegation recalled that, at the occasion of the last meeting of the WIPO General
Assembly, it had informed WIPO Member States of the steps being taken to develop the
Jamaica nation branding strategy, and that, as a result, the protection of Article 6ter(1)(a) was
central to, and formed the basis of the development of this strategy. Though Article 6ter(1)(a)
and the national legislation, as contained in Sections 12, 50 and 52 of the 2001

Trade Marks Act, provided for the prohibition of registration of flags, State emblems and
national symbols, the Delegation remained deeply concerned that Article 6ter did not make
specific mention and, therefore, had no express provision for the protection of country names.
The Delegation considered this fact of great significance because it believed that the
protection of the name Jamaica would be vital to the aforementioned branding strategy. It
also believed that there were many other delegations which may share its view of the valuable
gains that may result from the protection of their State names and, therefore, underscored the
importance of this issue for all delegations present, and encouraged their support of this
proposal. The Delegation thus anticipated that a re-visitation of Article 6ter to include the
protection of official State names may bring this matter to a favorable conclusion, in line with
an initiative which was tabled during the Diplomatic Conference on the Revision of the Paris
Convention in 1980 where, at the time, the addition of official names of States to the items
protected under Article 6ter was recommended. Consequently, the Delegation of Jamaica
wished to submit to the membership its proposal for re-visitation of the revision of

Article 6ter, and to place on record its request to formally table this proposal at the next
session of the SCT. Specifically, the Delegation hoped that with the support of other
delegations, the Committee could agree to consider the treatment of official names of States,
their translation into other languages of the Union, as well as homonymous sounds with
regard to the pronunciation of these official names e.g. names such as the J-A-H-M-A-K-A as
requiring the same protection as armorial bearings, flags and other State emblems under
Article 6ter(1)(a). In addition, the Delegation of Jamaica said it would prepare a request for
communication, under Article 6ter(3)(a), of the State emblems which it wished to protect, as
well as a request for the protection of a person’s likeness and name as State emblems. In
conclusion, the Delegation requested the Secretariat to provide it with some guidelines on
how to proceed, and that the matter be included on the agenda of the next meeting of the SCT
in order to allow for the formal tabling of its proposal.

294. The Chair indicated that such proposal would have to be submitted by the end of
March 2009, and underlined that any revision of Article 6ter of the Paris Convention would
require a diplomatic conference.
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295. The Delegation of the United States of America, pointing out that the USPTO had
encountered difficulties in determining whether some notifications received under Article 6ter
of the Paris Convention met the requirements of that Convention, considered that it would be
useful to discuss the eligible subject matter of that article in a broader context. The discussion
should not be limited to the possibility of broadening the scope of that provision, but embrace
also the possibility of narrowing it.

296. The Delegation of Switzerland, noting that its country shared the concerns expressed by
the Delegation of Jamaica, said that it supported a discussion of the subject under Article 6ter,
as well as exploring other possible means of finding a solution to the problems mentioned by
that Delegation.

297. The Delegations of Italy and Iran (Islamic Republic of) supported the proposal by the
Delegation of Jamaica.

298. The Delegation of the United States of America, supported by the Delegation of
Germany, expressed its interest in a discussion regarding official names of States in the
context of the eligible subject matter and implementation of Article 6ter. However, the
Delegation considered that the issue of names of States exceeded the boundaries of
Article 6ter and called for a broader discussion including geographical indications.

299. The SCT agreed to include an item on Article 6ter of the Paris Convention in the

Agenda for its next session and invited Members to submit any proposal in that respect
by March 2009 at the latest.

Continuation of the Work of the SCT in the Area of Trademarks

300. The Chair recalled that at its eighteenth session the SCT identified as its next priority
the examination of traditional marks. As a result of the discussions held at the current
session, it seemed more sensible to talk about examination of grounds for refusal in general.
Moreover, the Chair recalled that at the eighteenth session of the SCT, the Delegation of
New Zealand, supported by a number of other delegations, proposed that the SCT discuss the
technical aspects relating to the registration of certification marks.

301. The Representative of the European Community explained that the European
Community system provided for the protection of collective marks only. In addition to the
grounds for refusal of any ordinary trademark, the provisions of Article 66(2) of Council
Regulation (EC) No 40/94 stipulated that an application for a community collective mark
should also be refused if the public was liable to be misled as regards the character or the
significance of the mark, and in particular if it was likely to be taken as something other than
a collective mark. The Representative further noted that registration requirements were the
same as for ordinary trademarks. In derogation to the principle of distinctiveness, signs or
indications which might serve in trade to designate the geographical origin of the goods or
services might constitute community collective marks.
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302. The Delegation of Mexico said that under national legislation, protection was provided
for collective marks only. In Mexico, legally incorporated associations of producers,
manufacturers, business people or service providers could apply to register collective marks in
order to distinguish their products or services from those of non-members. The Delegation
noted that collective trademarks could not be transferred to third parties and their use was
reserved for the members of the association. In addition, registration requirements were the
same as for ordinary marks and geographical indications could not be registered as collective
marks.

303. The Delegation of United Kingdom stated that its national system provided for the
protection of both certification and collective marks. Although there were no exact figures on
those registrations, it seemed that they were not high. Application requirements included a
copy of the regulations governing the use of the mark.

304. The Delegation of Morocco noted that in its country protection was available for both
collective and certification marks. Application requirements were the same as those for
ordinary marks. In general, corporate bodies and groups which complied with national law
could obtain certification or collective mark protection. In the case of collective marks, only
the members of the association had the right to use the mark on the basis of special rules. As
for certification marks, these were filed by institutions or other bodies, which could not
themselves use the mark. However, anyone that complied with the standards would be
allowed to use the mark.

305. The Delegation of Guatemala said that under national legislation, collective and
certification marks might be protected and the registration criteria were the same as for
ordinary marks.

306. The Delegation of Spain noted that both collective and certification marks were
admitted for registration. The latter were called “guarantee” marks. The same registrability
requirements were applied to these marks with the exception of the prohibition to register
geographical names. In Spain, it was required that the regulations concerning use of these
marks have the express approval of the competent authorities, according to the subject matter.
The Delegation noted that the number of guarantee marks was low although an important
increase of those figures was perceptible.

307. The Delegation of Uruguay noted that under its system, collective marks were used to
identify goods or services originating from the members of a given collectivity. The
application for registration of a collective mark should include: the regulations for use of the
mark, the particulars of the requesting association, the list of persons authorized to use the
mark, the requirements for membership in the association and the grounds upon which a
member of the association might be prohibited from using the mark. The application for
registration of a certification mark should include the common characteristics of quality,
compounds, methods used and any other elements considered by the owner of the mark to be
necessary for certification. The Delegation further noted that geographical indications could
not be registered as certification marks.

308. The Delegation of Pakistan said that under national law, the most important application
requirements for collective marks were for the applicant to qualify as an association and to
submit the regulations governing inter alia, the use of the mark, the purpose of the
association, the conditions of membership and any possible sanctions in case of misuse of the
mark or non-compliance with the association’s bylaws.
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309. The Delegation of Brazil indicated that according to its legislation, a certification
trademark was used to certify that a product or service conformed to pre-determined technical
standards or specifications, notably with reference to the quality or nature of the products, the
materials used and the methodology employed. Collective trademarks were used to identify
products or services from members of a given entity and could be requested only by a
representative of such a group.

310. The Delegation of the Russian Federation explained that national law did not provide
for the protection of certification marks. The figures on registered collective marks were
quite low. The Delegation informed the SCT that the regulations accompanying a collective
mark application should contain: the name of the business association authorized to register
the mark, the list of enterprises authorized to use this mark, the objective of its registration,
the list of goods and common qualitative or other general properties of the goods that would
bear the collective mark, the conditions for use and control mechanisms and any liability in
case of violation of the regulations. The Delegation noted that a collective mark and the right
to use it could not be transferred.

311. The Delegation of China noted that according to national legislation both collective and
certification marks could be registered. Geographical indications were protected through
certification marks. The registration requirements were the same as for ordinary marks.
Regulations currently in force set specific requirements for certification marks, for example
that the applicant should be an organization of professionals in the specific field and possess
professional testing equipment or facilities. The Delegation noted that a change of ownership
required a special procedure in the case of collective and certification marks.

312. The Delegation of Germany explained that its national system resembled that of the
European Community in that protection was provided only for collective marks. There were
quality indicators or other signs created by the public sector, which did not form part of
trademark law. In case of misuse of those signs the law of unfair competition would apply.
The Delegation noted that in Germany, a collective mark could consist of a geographical
name. The Delegation further noted that from a pragmatic point of view, it was advisable to
use a double system of protection of a geographical name, i.¢., applying for registration as a
collective mark and protecting the name as a geographical indication.

313. The Delegation of Singapore said that the national Office accepted applications for both
collective and certification marks. The application process was similar to that of any ordinary
mark. Signs applied as both types of marks could consist of geographical indications.
However, the proprietor of such marks could not prohibit the use of those signs and
indications which was in accordance with honest industrial or commercial practices.
Applications should be accompanied by a set of regulations governing the use of the
collective and certification marks or applicant may submit them within nine months from the
date of filing the application.

314. The Delegation of the United States of America indicated that under the national
system, it was possible to protect both collective and certification marks. The Delegation
noted that national regulations provided that certification marks could be used to certify the
regional or other origin, material, mode of manufacture, quality, accuracy or other
characteristics of such person’s goods or services or that the work or labor on the goods or
services was performed by members of a union or other organization. With regard to a
certification mark concerning geographical origin, there was no requirement of acquired
distinctiveness of the geographical term. The Delegation further noted that a collective mark
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indicated the commercial origin of the goods or services to be that of the members of a group
rather than that of one party. A geographical term could not be registered as a collective mark
without acquired distinctiveness. Generic terms could not function as certification or
collective marks. Owners of collective and certification marks could be bodies or individuals,
private organizations or associations, as long as they were able to demonstrate the ability to
control the use of the mark and establish that they would not engage in discriminatory
practices. The Delegation further noted that the applicant of a certification mark should state
in its application that it was exercising the legitimate control over the use of the certification
mark. The applicant was also required to state that he was not engaged and would not engage
in production and marketing of any goods or services to which the certification mark was
applied. In addition, the owner might not permit use of a certification mark for purposes other
than to certify.

315. The Delegation of Australia said that it was possible to register both collective and
certification marks in Australia. Collective marks were owned collectively, which meant that
use by the individual members constituted use by the organization or association as a whole.
Ownership of these marks could not be assigned or transferred. A certification mark indicated
that the goods had been certified as meeting particular standards of quality, accuracy or
having a particular composition, mode of manufacture, geographical origin or some other
characteristics. Geographical indications could be protected using certification marks. The
application procedure for collective and certification marks was the same as for any ordinary
mark, except that a copy of the rules governing use of the marks should also be filed. These
rules should include among other things the requirements to be met by the goods or services,
the process for determining whether goods or services met the certification requirements, and
the attributes that the person should have to become an approved certifier. The Delegation
further noted that the Registrar should send a copy of the application and rules, and any other
relevant documents to the Australian Competition Consumer Commission. This Commission
was required to consider the rules before acceptance, to test for competition principles and to
ensure that there was no detriment to the public. The criteria for determining registrability
were similar but not entirely the same as for ordinary trademarks.

316. The Delegation of Austria noted that according to national legislation, only collective
trademarks were protected. Nevertheless the use of marks which could be seen as
certification marks should be approved by the Ministry of Economic Affairs or from the
Ministry of Agriculture. Only associations having legal personality and public legal entities
were allowed to file applications for collective marks. The applicant had to also file the
statutes of the association, stating the persons authorized to use the mark and the conditions of
use. The Delegation noted that geographical names could be registered as collective
trademarks.

317. The Chair concluded that grounds for refusal and collective and certification marks
continued to be priority areas for the Standing Committee and suggested asking the
Secretariat to develop a document on each of these topics for the next session of the SCT.
Those documents would be based on the Summary of Replies to the Questionnaire on
Trademark Law and Practice (document WIPO/Strad/INF/1), submissions to be sent by SCT
members and any discussion that the Committee might have on this issue.
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318. With regard to the continuation of the SCT’s work in the area of trademarks,
the SCT agreed to request the Secretariat to prepare two working documents in
preparation of the twenty-first session of the SCT, namely one concerning grounds
for refusal of all types of marks, and another one on technical and procedural
aspects relating to the registration of certification and collective marks. Members
were invited to present submissions for those two working documents by
February 15, 2009.

Agenda Item 6: Geographical Indications

319. The Chair noted that there were no working documents or proposals for discussion at
this meeting.

Agenda Item 7: Summary by the Chair

320. The Standing Committee adopted the draft of the Summary by the Chair
contained in document SCT/20/4 Prov. with the modifications suggested by the
Delegations of Brazil and Germany. The Summary by the Chair (document SCT/20/4)
is reproduced in Annex .

Twenty-First Session of the Standing Committee on the Law of Trademarks, Industrial
Designs and Geographical Indications (SCT/21)

321. The Chair announced as tentative dates for SCT/21, June 22 to 26, 2009

Agenda Item 8: Closing of the Session

322. The Chair closed the twentieth session of the Standing Committee.

[Annexes follow]
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SUMMARY BY THE CHAIR

approved by the Standing Committee

Agenda Item 1: Opening of the Session

1. Mr. Francis Gurry, Director General, opened the session and welcomed the participants.

Agenda Item 2: Adoption of the Agenda

2. The SCT adopted the Draft Agenda (document SCT/20/1 Prov.) without modifications.
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Agenda Item 3: Adoption of the Draft Report of the Nineteenth Session

3. The SCT adopted the Draft Report of the Nineteenth Session

(document SCT/19/9 Prov.) with modifications as requested by the Delegations of Canada,
the Russian Federation, Spain, the United States of America and the Representative of the
International Trademark Association (INTA).

Agenda Item 4: Industrial Designs

4. Discussion was based on documents SCT/19/6 and WIPO/STrad/INF/2 Rev.1.

5. The SCT considered documents SCT/19/6 and WIPO/STrad/INF/2 Rev.1 in detail. The
Chair concluded that all comments by delegations would be recorded in the report of the
twentieth session of the SCT. All requests for amendment of document

WIPO/STrad/INF/2 Rev.1 were noted by the Secretariat and would be reflected in the next
edition of that document, as would be additional returns to the Questionnaire on Industrial
Design Law and Practice.

6.  Furthermore, the Secretariat was requested to prepare a working document for
consideration by the SCT at the twenty-first session that would be based on

documents SCT/19/6 and WIPO/STrad/INF/2 Rev.1 as well as on the report of the twentieth
session of the SCT, and which would identify possible areas for convergence on industrial
design law and practice in SCT Members, highlighting particular issues to be addressed in
that context and taking into account existing international instruments.

Agenda Item 5: Trademarks

Representation of Non-Traditional Marks — Areas of Convergence
7.  Discussion was based on document SCT/20/2.

8. The SCT confirmed the areas of convergence on the representation of non-traditional
marks as agreed by the SCT at its nineteenth session and presented in document SCT/20/2.

It further agreed to introduce, in the title of the Annex to that document, a footnote to the term
“Non-Traditional Marks” with the following text: “The Resolution by the Diplomatic
Conference Supplementary to the Singapore Treaty on the Law of Trademarks and the
Regulations Thereunder refers to three-dimensional marks, hologram marks, motion marks,
color marks, position marks and marks consisting of non-visible signs as ‘new types of
marks’”. It also agreed to add a new Note 1.02 with the following text: “In some
jurisdictions, the scope of protection will be restricted to those characteristics disclosed in the
original representation”.
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Trademark Opposition Procedures — Areas of Convergence
9.  Discussion was based on document SCT/20/3.

10. The SCT confirmed the areas of convergence on trademark opposition procedures as
agreed by the nineteenth session of the SCT and presented in document SCT/20/3. It further
agreed to add a slight amendment to the second sentence of Note 7.02, so as to read: “This
could be considered a positive or negative feature, depending on the case and the overall
design and management of each specific trademark system”.

11.  The SCT agreed that the Secretariat would publish the two afore-mentioned documents,
with the amendments as agreed by the SCT at this session, in the WIPO/STrad/INF series of
documents, and bring those documents to the attention of the relevant WIPO Assemblies.

12.  With regard to the continuation of the SCT’s work in the area of trademarks, the
SCT agreed to request the Secretariat to prepare two working documents in preparation of
the twenty-first session of the SCT, namely one concerning grounds for refusal of all
types of marks, and another one on technical and procedural aspects relating to the
registration of certification and collective marks. Members were invited to present
submissions for those two working documents by February 15, 2009.

13.  The SCT also agreed to request the Secretariat to prepare an information document on
the subject of letters of consent, for consideration by the SCT at its second session in 2009,
and based on information to be collected by the Secretariat by means of a concise list of
questions, to be addressed to SCT Members in the first half of 2009.

14. The SCT further agreed to include an item on Article 6ter of the Paris Convention in the

Agenda for its next session and invited Members to submit any proposal in that respect by
March 2009 at the latest.

Agenda Item 6: Geographical Indications

15.  The Chair noted that there were no working documents or proposals for discussion at
this meeting.

Twenty-First Session of the Standing Committee on the Law of Trademarks, Industrial
Designs and Geographical Indications (SCT/21)

16. The Chair announced as tentative dates for SCT/21, June 22 to 26, 2009.

Agenda Item 7: Summary by the Chair

17.  The SCT approved the Summary by the Chair as contained in the present
document.
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Agenda Item 8: Closing of the Session

18. The Chair closed the session on December 5, 2008.

[Annex II follows]
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Edward Stephan SMITH, Trade Marks Trainer, Trade Marks Directorate, UK Intellectual
Property Office, Newport
<edward.smith@ipo.gov.uk>

Alun LEWIS, Senior Trade Marks Examiner, Trade Marks Directorate, UK Intellectual
Property Office, Newport
<alun.lewis@ipo.gov.uk>

Ace GAYNOR (Mrs.), Senior Policy Officer, Trade Marks Directorate, UK Intellectual

Property Office, Newport
<ace.gaynor@ipo.gov.uk>

SAINT-SIEGE/HOLY SEE

Anne-Marie COLANDREA (Mme), attach¢, Mission permanente, Genéve

SAO TOME-ET-PRINCIPE/SAO TOME AND PRINCIPE

Domingos DA SILVA DA TRINDADE, directeur de I’industrie, Service national de la
propriété industrielle (SENAPI), Ministére des industries, du commerce et du tourisme,
Sao Tomé

<domingosilvat@yahoo.com.br>

SERBIE/SERBIA

Vladimir MARIC, Head, Trademark Department, Intellectual Property Office, Belgrade
<vmaric(@yupat.sv.gov.yu>
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SINGAPOUR/SINGAPORE

CHAN Louis Ken Yu, Senior Deputy Director, Legal Counsel, Registry of Trademarks,
Intellectual Property Office of Singapore (IPOS), Singapore
<louis_chan@ipos.gov.sg>

SOUDAN/SUDAN

Abdelrazig Mohammed ABDELRAHMAN ALI, Legal Advisor, Registrar General of
Intellectual Property, Ministry of Justice, Khartoum
<abdelrazigl@hotmail.com>

SUEDE/SWEDEN

Anneli SKOGLUND (Mrs.), Deputy Director, Division for Intellectual Property and
Transport Law, Ministry of Justice, Stockholm
<anneli.skoglund@justice.ministry.se>

Anne GUSTAVSSON (Ms.), Senior Legal Officer, Designs and Trademark Division,
Swedish Patent and Registration Office (SPRO), S6derhamn
<anne.gustavsson@prv.se>

SUISSE/SWITZERLAND

David LAMBERT, conseiller juridique, Division des marques, Institut fédéral de la propriété
intellectuelle (IPI), Berne
<david.lambert@ipi.ch>

Bianca MAIER (Mlle), juriste, Division des marques, Institut fédéral de la propriété
intellectuelle (IPI), Berne

SWAZILAND

Stephen MAGAGULA, Senior Assistant Registrar-General, Registrar General’s Office,

Ministry of Justice and Constitutional Affairs, Mbabane
<stephenm(@realnet.co.sz>

THAILANDE/THAILAND

Supavadee CHOTIKAJAN (Ms.), First Secretary, Permanent Mission, Geneva
<supac@mfa.go.th>
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TRINITE ET TOBAGO/TRINIDAD AND TOBAGO

Mazina KADIR (Mrs.), Attorney-at-Law and Controller, Intellectual Property Office,
Ministry of Legal Affairs, Port of Spain
<mazina.kadir@ipo.gov.tt>

TUNISIE/TUNISIA

Hasna CHAHDOURA (Mme), chargée du registre national de la propriété industrielle,
Institut national de la normalisation et de la propriété industrielle (INNORPI), Ministére de
I’industrie et de I’énergie, Tunis

<inorpi@planet.tn>

TURQUIE/TURKEY

Basak KARADENIZLI, Trademark Examiner, Turkish Patent Institute, Ankara
<basak.karadenizli@tpe.gov.tr>

H. Tolga KARADENIZLI, Trademark Examiner, Turkish Patent Institute, Ankara
<tolga.karadenizli@tpe.gov.tr>

UKRAINE

Tamara SHEVELEVA (Mrs.), Advisor to the Chairman, Ukrainian Industrial Property
Institute, State Department of Intellectual Property (SDIP), Ministry of Education and
Science, Kyiv

<sheveleva@sdip.gov.ua>

URUGUAY

Graciela ROAD D’IMPERIO (Sra.), Directora de Asesoria, Direccion Nacional de la
Propiedad Industrial (DNPI), Ministerio de Industria, Energia y Mineria, Montevideo
<groad@d.n.p.i.miem.gub.uy> <dnpiuy@adinet.com.uy>

Lucia TRUCILLO (Sra.), Ministro, Representante Permanente Adjunto, Mision Permanente,
Ginebra
<mission.uruguay@urugi.ch>

VIET NAM
TRAN HUU Nam, Deputy Director General, National Office of Intellectual Property (NOIP),

Hanoi
<tranvanhiep@noip.gov.vn>
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COMMUNAUTES EUROPEENNES (CE)/EUROPEAN COMMUNITIES (EC)*

Vincent O’REILLY, Director, Department for IP Policy, Office for Harmonization in the
Internal Market (Trade Marks and Designs) (OHIM), Alicante
<vincent.oreilly@oami.europa.eu>

Matteo GRAGNANI, Intern, European Commission, Brussels
<matteo.gragnani@gmail.com>

Sur une décision du Comité permanent, les Communautés européennes ont obtenu le statut de
membre sans droit de vote.

Based on a decision of the Standing Committee, the European Communities were accorded
member status without a right to vote.



SCT/20/5
Annex II, page 17

II. ORGANISATIONS INTERNATIONALES INTERGOUVERNEMENTALES/
INTERNATIONAL INTERGOVERNMENTAL ORGANIZATIONS

ORGANISATION AFRICAINE DE LA PROPRIETE INTELLECTUELLE (OAPI)/
AFRICAN INTELLECTUAL PROPERTY ORGANIZATION (OAPI)

Marie Bernadette NGO MBAGA (Mlle), juriste, Yaoundé
<ngommabe@yahoo.fr>

ORGANISATION BENELUX DE LA PROPRIETE INTELLECTUELLE (OBPI)/
BENELUX ORGANISATION FOR INTELLECTUAL PROPERTY (BOIP)

Pieter VEEZE, Representative, The Hague
<pveeze@boip.int>

ORGANISATION MONDIALE DU COMMERCE (OMC)WORLD TRADE
ORGANIZATION (WTO)

Ana Carolina DA MOTTA PERIN (Miss), Economic Affairs Officer, Intellectual Property
Division, Geneva
<ana.damottaperin@wto.org>
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1. ORGANISATIONS INTERNATIONALES NON GOUVERNEMENTALES/
INTERNATIONAL NON-GOVERNMENTAL ORGANIZATIONS

Association américaine du droit de la propriété intellectuelle (AIPLA)/American Intellectual
Property Law Association (AIPLA)

Brett HEAVNER, Attorney-at-Law, AIPLA’s Trademark Treaties and International Law
Committee, Washington, D.C.

<b.brett.heavner@finnegan.com>

Association communautaire du droit des marques (ECTA)/European Communities Trade
Mark Association (ECTA)

Jean WREDE, Member, Law Committee, Antwerp

<jean.wrede(@ecta.org>

Anne-Laure COVIN (Mrs.), Legal Co-ordinator, Brussels

Association des industries de marque (AIM)/European Brands Association (AIM)
Jean BANGERTER, Representative, Brussels
<bangerter.jean@citycable.ch>

Association interaméricaine de la propriété industrielle (ASIPI)/Inter-American Association
of Industrial Property (ASIPI)

Juan VANRELL, Secretary, Montevideo

<jvanrell@bacot.com.uy> <secretariat@asipi.org>

Association internationale pour les marques (INTA)/International Trademark
Association (INTA)

Bruno MACHADO, Geneva Representative, Rolle
<bruno.machado@bluewin.ch>

Association japonaise des conseils en brevets (JPAA)/Japan Patent Attorneys
Association (JPAA)

KAJINAMI Jun, Vice-Chairman, Design Committee, Tokyo
<jka@sogapat.com>

MATSUMOTO Naoko (Ms.), Vice-Chairman, Trademark Committee, Tokyo
<n-matsumoto(@saegusa-pat.co.jp>

Association japonaise pour les marques (JTA)/Japan Trademark Association (JTA)
MATSUMOTO Naoko (Ms.), Member, Tokyo
<n-matsumoto@saegusa-pat.co.jp>

Chambre de commerce internationale (CCI)/International Chamber of Commerce (ICC)
Ana DE SAMPAIO (Miss), Lawyer, Intellectual Property Counsel, Cabinet J.E. Dias Costa
Lda, Lisbon

<asampaio@jediascosta.pt>
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Fédération internationale des conseils en propriété industrielle (FICPI)/International
Federation of Industrial Property Attorneys (FICPI)

Andrew PARKES, Special Reporter (Trade Marks and Designs), Dublin
<ajparkes@eircom.net>
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IV. BUREAU/OFFICERS

Président/Chair: Michael ARBLASTER (Australie/Australia)
Vice-présidents/Vice-chairs CHAN Louis (Singapour/Singapore)
Imre GONDA (Hongrie/Hungary)

Secrétaire/Secretary: Marcus HOPPERGER
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V. SECRETARIAT DE L’ORGANISATION MONDIALE
DE LA PROPRIETE INTELLECTUELLE (OMPI)/
SECRETARIAT OF THE WORLD INTELLECTUAL
PROPERTY ORGANIZATION (WIPO)

Francis GURRY, directeur général/Director General
Ernesto RUBIO, sous-directeur général/Assistant Director General

Secteur des marques, des dessins et modéles industriels et des indications
géographiques/Sector of Trademarks, Industrial Designs and Geographical Indications:

Marcus HOPPERGER, directeur par intérim de la Division du droit et des classifications
internationales/Acting Director, Law and International Classifications Division

Martha PARRA FRIEDLI (Mme/Mrs.), chef de la Section du droit, Division du droit et des
classifications internationales/Head, Law Section, Law and International Classifications
Division

Marie-Paule RIZO (Mme/Mrs.), juriste principale a la Division du droit et des classifications
internationales/Senior Legal Officer, Law and International Classifications Division

Noélle MOUTOUT (Mlle/Ms.), assistante juridique a la Division du droit et des
classifications internationales/Legal Assistant, Law and International Classifications Division

Kateryna GURINENKO (Mlle/Ms.), consultante a la Division du droit et des classifications
internationales/Consultant, Law and International Classifications Division

Violeta JALBA (Mme/Mrs.), juriste adjoint, Section du droit, Division du droit et des

classifications internationales/Assistant Legal Officer, Law Section, Law and International
Classifications Division

[End of Annex II and of document]



