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1. Atits Ninth Session from November 11 to 15, 2002 (document SCT/9/8, paragraph 5),

the Standing Committee on the Law of Trademarks, Industrial Designs avgt&hical
Indications (SCT) decided to:

“continue discussions on [the issue of Internet domain names and geographical

indications] and requested the International Bureau to prepare a paper summarizing the
state of the positions, drawing together workealdy done by the International Bureau

and including the comments made by several delegations at the SCT.”

2. The present document constitutes the paper requested by the SCT and reflects the
discussions held at WIPO on the issue at hand. Theipal stages of those discussions are

as follows:

- The first WIPO Internet Domain Name Process;

- The letter of request of certain Member States of June 28, 2000, initiating the

Second WIPO Internet Domain Name Process;

- The Second WIPO Internet Domain Nafdmcess;

- The decision of the Member States taken at their meeting from Sept@#ber
October 3, 2001;
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- The Special Sessions of the SCT held from November 29 to December 4, 2001,
and from May 21 to 24, 2002; and

- The decision of the Member States taketh&ir meeting from September 23 to
October 1, 2002.

The Final Report of the First WIPO Internet Domain Name Process

3.

The possible need for the protection of geographical indications in the Domain Name

System (DNS) was discussed in the fingport of the first WIPO Internet Domain Name

Process dated April 30, 1999. The issue was addressed in the context of proposed limitations
to the scope of the Uniform Domain Name Dispute Resolution Policy (UDRP). The relevant
passages read as follows:

“167. The second limitatiofiof the URDP]would define abusive registration by
reference only to trademarks and service marks. Thus, registrations that violate trade
names, geographical indications or personality rights would not be considered to fall
within the definition of abusive registration for the purposes of the administrative
procedure. Those in favor of this form of limitation pointed out that the violation of
trademarks (and service marks) was the most common form of abuse and that the law
with respect to trade names, geographical indications and personality rights is less
evenly harmonized throughout the world, although international norms do exist
requiring the protection of trade nami@sd geographical indicatiofs.

“168. We are persuaded lilge wisdom of proceeding firmly but cautiously and of
tackling, at the first stage, problems which all agree require a solution. It was a striking
fact that in all the 1€onsultation meetings held throughout the world in the course of
the WIPO Processll participants agreed that “cybersquatting” was wrong. Itisin the
interests of all, including the efficiency of economic relations, the avoidance of
consumer confusion, the protection of consumers against fraud, the credibility of the
domain name sysm and the protection of intellectual property rights, that the practice
of deliberate abusive registrations of domain names be suppressed. There is evidence
that this practice extends to the abuse of intellectual property rights other than
trademarks andervice marks,but we consider that it is premature to extend the notion
of abusive registration beyond the violation of trademarks and service marks at this
stage. After experience has been gained with the operation of the administrative
procedure antime has allowed for an assessment of its efficacy and of the problems, if
any, which remain outstanding, the question of extending the notion of abusive
registration to other intellectual property rights can always bésied.”

See the Paris Convention for the Protection of Industrial Property and the Agreement on
TradeRelated Aspects of Intellectual Property Rights (TRIPS Agreement).

Ibid.

See Comment of thEédération &s syndicats de producteurs de ChateaunguPape
(March24, 1999- RFG3).
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The letter of requesif WIPO Member States of June 28, 2000

4.  OnJune 28, 2000, WIPO received a letter of request from the Government of Australia
as well as 19 Governments of its other Member States to initiate a second WIPO process to
address certain intellealproperty issues relating to Internet domain names that remained to
be considered after the first WIPO Internet Domain Name Process. The signatories of the
letter “envisage[d] that the scope of this study would explore the issues raised, in the domain
name spacenter alia, by bad faith, abusive, misleading or unfair use of [among other
identifiers] geographical indications ... .” In response to this request, on July 10, 2000,
WIPO commenced the Second WIPO Internet Domain Name Process.

The Final Repdrof the Second WIPO Internet Domain Name Process

Evidence of the Misuse of Geographical Indications in the DNS

5. The final report of the Second WIPO Internet Domain Name Process of September 3,
2001 summarizes the evidence of the misuse ofyjggphical indications in the DNS, as
follows:

“223. lllustrations of problems experienced in the DNS concerning geographical
indications were submitted in response to WIPO2 RHGy entities whose interests, or
whose interests they represent, are mdstcééd by the subject matter. These entities
include the Office international de la vigne et du vin (OIV), an international
intergovernmental organization, and the Institut national des appellations d’origine
(INAO), a French governmental organization aifeed with the protection of

appellations of origin and geographical indications for food and agricultural products.

“224. The OIV is an intergovernmental organization with a scientific and technical
character, competent in the field of the vine and itsw®l products. It was created by

the International Agreement for the Creation of the Office international du vin of
November29, 1924. The Organization has Wember States which, together,

represent the vast majority of the world’s vine planting amas of the world’s wine
production and consumptich.Already within the framework of the first WIPO

Process, the OIV had protested against the ‘appropriation and the reservation for private
purposes of names that benefit from intellectual property ptiot@@nd sought ‘a level

of protection for geographical indications that is equal to that available for trademarks.’
The OIV has reiterated its position in the Second WIPO Process and draws attention to
a Resolution adopted by its Member States conogrttie use of geographical

indications on the Internet. This resolution, in its pertinent part, reads as follows:

More information on théffice international de la vigne et du vin (OIV) is available at
WWW.oivint.

° See Comment dbffice internationalde la vigne et du vifOIV) (RFC-3 of first WIPO
Process April 30, 1999).
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‘... avery large number of Internet domain names consist of geographical
indications of recognized traditional denominations that are regnlilay the
Member States of the OIV and have been communicated to the OIV by them ...

‘... among these domain names, there are a number which are particularly
confusing for Internet users and constitute commercial piracy or a
misappropriation of notoriety... c&in registrations are offered for sale to the
highest bidder or are linked to inactive sites, evidencing bad faith ...’

“225. In addition to this Resolution, the OIV has submitted a study conducted by the
Fédération des syndicats de producteurs de Chaeadn Pape (the Federation of
Producers’ Associations of Chateauneuf du Pape) covering numerous domain names
corresponding to claimed geographical indications and wine varieties. According to the
OlV, this study establishes that “a large number of donma@imes have been registered
which correspond to appellations of origin and geographical indications ofaerieed
growing products, as well as wine varieties, without there being any relationship
between the domain name registrants and the persons vidhadats in these

distinctive signs.® A representative selection of domain names covered by this study,
together with relevant registration data concerning these registrations, has been
reproduced in Annex [1]. Similar examples of claimed appellatiooforigin that have
been registered as domain names have been presented by the INAO (se¢2)nhex

“226. As a complement to the studies presented by the OIV and INAO, we have
performed two similar exercises. The first relates to a number of exaroples
appellations of origin, including those for products other than wine, that have been
registered by the International Bureau of WIPO under the Lisbon Agreement. The
results are reproduced in Annex [3]. The second relates to a number of examples of
othea possible geographical indications and is reproduced in Annex [4].

“227. The comments received, in particular the studies submitted by the OIV and
INAO, reveal the existence of practices concerning the registration of geographical
indications as domainames, which are similar, if not identical, to those that were
observed in relation to trademarks and service marks, and which ultimately led to the
adoption of the UDRP. As described by OIV and INAO, those practices are the
following:

“Une étude menée en 1999 a constaté le dépdt d’un grand nombre de noms de domaine (.com)
gui correspondent aux noms d’appellations d’origines et d'indications géographiques de
produits vitivinicoles et de noms de cépages sans que les dépositaires aient un lien quelconque
avec les titulaires réels des droits liés a ces signes distiricitifComment ofOffice

international de la vigne et du vifDIV) (RFC-1 - August 14,2000).

As the study was conducted in 1999, and as registration data often change, all information
regarding the domain name holder as well as the web site’s activity has been verified as at
January26, 2001, as reflected in the Annex.

See Comment dhstitut naional des appellations d’origindNAO) (RFG-2 — Januangl,
2001).
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“(1) The registrathn of a domain name corresponding to a claimed
geographical indication primarily for the purpose of selling, renting or
otherwise transferring the domain name to a third party at a prerhium.

“(2) The use of a domain name corresponding to a claimed geloigedp
indication in connection with a product which does not benefit from the
geographical indication, thereby creating a likelihood of confusion as to
the quality, other characteristics or reputation of the product.

“(3) The use of a domain name correadng to a claimed geographical
indication with a view to attracting Internet users to a website or other
onine location, the contents of which bears no relationship with the
geographical indicatiot

“(4) The registration of a domain name corresponding claimed
geographical indication with a view to preventing others from registering
the same nam&.

“228. In light of these practices and their strong resemblance to those that have been
observed previously in relation to trademarks and service markktaking into

account the need to safeguard the interests of legitimate users of geographical
indications in the DNS, as well as the interests of consumers, the Interim Report
recommended that measures be adopted to protect geographical indications and
indications of source in the open gTLDs, and proposed that these measures take the
form of a broadening of the scope of the UDRP to cover the identifiers in question. The
comments received on these preliminary recommendations are discussed in the next
sedion of this Report.”

Analysis of Comments and Views Expressed in Response to the Interim Report

6.

The final report summarizes the comments received on the above proposed protection

for geographical indications as follows:

“229. In recognitian of the significant divergence in views throughout the world on
what is to be regarded as a protectable geographical indication, the Interim Report’s
recommendations focused on attempting to curb only aleacases of abuse of these
identifiers, assumigthat everyone might agree that manifestly bad faith behavior
should be tolerated under no circumstances. The Interim Report proposed that this
could be accomplished by broadening the scope of the UDRP to cover geographical
indications and indications aource through a revision of the thrpeonged test of

10

11

See Annex [2], INAOfitou.com

See Annex [1], Chateauneuf du Papade.combarsac.comrhodes.net;Annex IX, INAO:
bourgueil.com, corton.com, gigondas.com, vacqueyras.cdnmex [3], Lisbon:
champagne.orgchinon.org frascati.com

See Annex [1], Chateauneuf du Papeurgogne.coneiswein.comlambrusco.com
medoc.com Annex [3], Lisbon:armagnac.comhoycde-monterrey.comtequila.com
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subparagraph 4(a) of the [UDRP] (“Applicable Disputes”). In view of the essentially

collective nature of the rights represented by geographical indications and indications of

source, the Interim Repbalso identified, discussed and proposed options for further
reflection on the question of which persons or entities should be deemed to have
standing to file a complaint under the proposed revised UDRP and which remedies
(transfer or cancellation) shalibe available under the procedure.

“230. A review of the comments submitted in response to the recommendations
formulated in the Interim Report reveals continuing disagreement regarding the
principle of providing protection in the DNS for geographicalications and
indications of source, as well as regarding the form which such protection should take.
Several commentators are in favor of the specific proposals contained in the Interim
Report*? Others, including some representing intellectual propetsrests. either
oppose them, or, at best, consider them premdfure.

12

13

14

See Comment of Francmstitut natioral des appellations d’originéNAQO)

(RFG-3 — Junel3, 2001), Comment of Hungary, Hungarian Patent Office

(RFG3 —Junel3, 2001), Comment of Switzerland, Swiss Federal Institute of Intellectual
Property (RFE3 —Junel5,2001), Comment of United Kingdonthe Patent Office (RFG —
Junel, 2001), Comment of European Commission (REE€ June25,2001), Comment of
American Intellectual Property Law Association (AIPLA) (RBG- June7, 2001), Comment of
Auckland District Law Society, Law & Technology Comnaiet (RFC3 — June22,2001),
Comment of Brazilian Association of Intellectual Property (ABPI) (RE€June8, 2001),
Comment of European Brands Association (AIM) (RBGMay 16,2001), Comment of
International Association for the Protection of IndustRabperty (AIPPI) (RFES -

Junel8, 2001), Comment of International Chamber of Commerce (ICC) (BFC
Junel8,2001), Comment of Japan Network Information Center (JPNIC) (RFC

June8, 2001), Comment of Nominet UK (RF@—Junel4,2001), Comment of UAEK (RFCG
3 June6, 2001), Comment of Elzaburu (Luis H. De Larramendi) (REE Junel4,2001).
For similar views expressed in response to REGee also Comment of Government of
Australia (RFG2 — Januar3, 2001), Comment of Government of The Nethed&riMinistry
of Transport, Public Works and Water Management (RR€Decembel0,2000), Comment
of Republic of Moldova, State Agency on Industrial Property Protection (RFC
DecembeR9, 2000); Comment oissociacion Interamericana de la Propiedad Isthial
(ASIP]) (RFG2 — DecembeR6, 2000); Comment of Brazilian Association of Intellectual
Property (ABPI) (RFE2 - December 28, 2000), Comment of Association of European Trade
Mark Owners (MARQUES) (RF@ - DecembeR2, 2000), Comment of ENIC

(RFG2 —December9, 2000), Comment of Verizon (RFZDecember 26, 2000).

See Comment dfédération internationale des conseils en propriété industri@I€PI)
(RFG3 —Jun€l4,2001); see also (RFZ - Decembef9,2000) and Comment of International
Trademark Association (INTA) (RFE3 — May 24,2001).

See Comment of Canada, Government of Canada {®FQuly5, 2001), Comment of Japan,
Ministry of Economy, Trade and Industry (METI) (RF&- July5, 2001), Comment of United
States of America, U.S. Pateantd Trademark Office (USPTO) (RF&- Junel4,2001),
Comment of Association for Computing Machinery’s Internet Governance Project, Electronic
Privacy Information Center (RFG - Junel5, 2001), Comment of EasyLink Services
Corporation (RFE3 —Januaryl, 2001), Comment of International Trademark Association
(INTA) (RFC-3 — May24,2001), Comment of Icannchannel.de (RB& Junel5, 2001),
Comment of Andy Eastman (RF&- Junel6,2001), Comment of Christine Haight Farley
(RFG-3 — Junell, 2001), Comment oMichael Froomkin (RFE3 — Juned, 2001). For similar
views expressed in response to REGee also Comment of Tim Heffley;[2rive Computer
[Footote continued on next page]
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“231. Commentators who are in favor of the protection proposed in the Interim Report
note that geographical indications have been the victims of abuse in the DNS and that
there existmternational norms protecting this class of identifiers. That being the case,
they see no reason why geographical indications should be afforded less protection in
the DNS than trade or service marks. Some of these commentators are of the view that
protection should not be restricted to cases of bad faith abuse, but that alternative
dispute resolution procedures also should be available to resolve conflicts between
parties each of which may have rights in the identifiers concerned, in light of the special
nature of geographical indications representing collective, rather than individual,
rights!® The same commentators, as well as others, are of the opinion that an exclusion
mechanism for geographical indications would be appropriate, or at least should be
given further consideration, in light of ongoing negotiations in the framework of

Article 23.4 of the TRIPS Agreemeftt. If protection were to be provided through a
revised UDRP, some commentators felt that panels with particular expertise in the
subjectmatter would be needed, in view of its specialized nature and compl€xity.

“232. On the question of who should be deemed to have standing to file complaints
under the proposed revised UDRP, the Interim Report presented three options for
further considerabn: (i) the persons or entities who have standing to enforce these
rights in accordance with the law of the country of origin; ggvernments only; or

(i) the persons or entities who are found to have standing based on the law determined
to be appkable to that issue by the panel, in accordance with the ordinary rules of
private international law. Most commentators were of the view that the second option
would be overly restrictive and favored either the first or last optfoAs a solution to

the standing problem, one commentator proposed that a complainant wishing to avail
itself of the proposed revised UDRP could be required to produce a declaration by either
the courts or the government of its jurisdiction confirming that it has standingrsupu

the complaint in questiol?,

[Footnote continued from previous page]

15

16

17

18

19

Service (RFE2 —Decembet 9, 2000), Comment of Christa Worley (REZDecembed9,
2000), Comment of Alexander 8rassen (RFQ —Decembegl1, 2000).

See Comment of Franckstitut national des appellations d’originrédNAO)
(RFG3 —Junel3,2001).

See Comment of Franchstitut national des appellations d’origingNAQO)
(RFG-3 — Junel3,2001) and Comment duropean Commission (RF&—June25,2001).

See Comment of Elzaburu (Luis H. De Larramendi) (RF€Junel4,2001).

See Comment of European Commission (RF€June25,2001), Comment of Hungary,
Hungarian Patent Office (RF@- Junel3,2001), Commat of United Kingdom, The Patent
Office (RFG3 — Junel, 2001), Comment of American Intellectual Property Law Association
(AIPLA) (RFC-3-June7,2001), Comment of Auckland District Law Society, Law &
Technology Committee (RFG —June22,2001), Commenof International Association for the
Protection of Industrial Property (AIPPI) (RF&-Junel8,2001).

See Comment of Elzaburu (Luis H. De Larramendi) (RF€Junel4,2001).
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“233. In light of the collective nature of the rights concerned, certain commentators
proposed the creation of a new remedy for purposes of the proposed revised UDRP
which would take the form of a “cancellation + exclusiorsuch a new remedy would
serve a dual purpose. On the one hand, it would prevent a prevailing complainant from
arrogating to itself a collective right, and, on the other, it would avoid cancelled domain
names from being reegistered in bad faith (patéially by the same registranty.
Recognizing that multiple persons or entities may have a legitimate claim to the use of
the same geographical indication or indication of source, certain commentators
advocated the use of gateway systems and the creativew chartered gTLDs to

stimulate coexistence among these competing legitimate intéfests.

“234. Commentators who oppose the introduction of protection for geographical
indications in the DNS recognize that there exist uniform rules governing the subjec
matter, but believe that the level of harmonization achieved by those rules is insufficient
to constitute an adequate basis for the protection proposed in the Interim Report. In
particular, they highlight three specific areas where sufficient uniformitscking.

First, they argue that the harmonized rules at issue (in particular the TRIPS Agreement)
incorporate several qualifications and exceptions to the protection for geographical
indications, striking a delicate balance of interests, which woeldifficult, if not

impossible, to reflect faithfully in the UDR®. Secondly, they state that the legal and
administrative mechanisms giving effect at the national level to the internationally
harmonized norms vary widely, ranging, as noted above, Bargenerisregistration
systems, certification or collective marks, the law on passiifigunfair competition

law and consumer protection legislatiohThirdly, and perhaps most importantly, they
claim that there exists no uniform view at the internatidegel of what is to be deemed

a protectable geographical indication, and that, consequently, terms which are
protectable in some jurisdictions, are freely available in otfiers.

“235. The commentators in question conclude that providing protection to
geayraphical indications through the UDRP under this state of incomplete
harmonization of the law is doomed to fail. They believe panels would be put in the
awkward position of having to take decisions with insufficient guidance available to
them, which woull lead inevitably to the undesired creation of new law. For the same

20

21

22

23

24

See Comment of Japan Network Information Center (JPNIC) (RFQuneB, 2001).

See Comment of Franchstitut national des appellations d’origingNAQO)
(RFG-3 — Junel3,2001).

See Comment of Christine Haight Farley (RBS Junell,2001).

See Comment of United States of America, U.S. Patent and Trademark Office (JSPTO
(RFG 3 —Junel4, 2001) and Comment of Christine Haight Farley (RBE€ Junell, 2001).

See Comment of United States of America, U.S. Patent and Trademark Office (USPTO)
(RFG 3 —Junel4,2001), Comment ofFédération internationale des conseils empriété
industrielle(FICPI) (RFG3 —Junel4,2001), Comment of International Trademark Association
(INTA) (RFC-3 — May24,2001), Comment of Christine Haight Farley

(RFG-3 — Junell,2001).
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reasons that are set out in the section of this Report concerning personalfimness,
commentators are of the view that this would jeopardize the UDRP’stiemy viability

as an effetive dispute resolution system. This risk is considered particularly acute in
the area of geographical indications because there has been, for many years now,
continuing intense debate internationally between governments on the subject matter.

“236. Next to insufficient harmonization of the applicable norms, the same
commentators advance also other reasons for their reluctance to protect geographical
indications through a revision of the UDRP. Some argue that there is not enough
evidence of widespreadase to justify such additional protectiéh Others believe that

the law governing the subject matter is so complex that it could not be enforced
properly through a simple mechanism such as the UDRP, which is intended to deal with
clearcut cases not reding extensive deliberatiof!. Still others are of the view that

none of the proposals formulated in the Interim Report for solving the standing problem
are satisfactory™

Recommendation

7.

Taking into account the evidence of abuse and tlevaltomments on proposals

formulated in the Interim Report, the final Report of the Second WIPO Internet Domain
Name Process concludes as follows:

“237. This is a difficult area on which views are not only divided, but also ardently
held. This alone is aause for reflection about the desirability of introducing a
modification dealing with this area to a consenbased disputeesolution procedure
that is functioning efficiently and cost effectively.

“238. Itis undeniable that there is widespreadd®rnce of the registration and use of
geographical indications and other geographical source identifiers by persons who have
no connection whatsoever with the locality to which the identifiers refer. These
practices are misleading and harm, first, thegnity of the naming systems in which

those geographical identifiers operate and, secondly, the credibility and reliability of the
DNS. The question for decision, however, is whether there is a solid and clear basis in
existing international law which cdpe applied so as to prevent erosion of the integrity

of geographical indications and enhance the credibility of the DNS.

25

26

27

28

See paragraph 195, of the final Report of the Second WIP&rat Domain Name Process.
See Comment of Michael Froomkin (RFC- Juned, 2001).

See Comment of Association for Computing Machinery’s Internet Governance Project,
Electronic Privacy Information Center (RFEC-Junel5, 2001), Comment of International
Trademark Association (INTA) (RFG —May 24,2001), Comment of lcannchannel.de
(RFG3 —Junel5, 2001).

See Comment of United States of America, U.S. Patent and Trademark Office (USPTO)
(RFG-3 — Junel4,2001).
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“239. We believe that there are two fundamental problems in endeavoring to apply the
existing international legal framework to prevené bad faith misuse of geographical
indications in the DNS.

“240. The first problem is that the existing international legal framework for the
prohibition of false and deceptive indications of geographical source and the protection
of geographical intations was developed for, and applies to, tradgaads The Paris
Convention, the Madrid (Indications of Source) Agreement and the TRIPS Agreement
all deal with the misuse of geographical identifiers in relation to goods. There is, thus,
not a readyand easy fit between these rules and the predatory and parasitic practices of
the misuse of geographical indications in the DNS. The mere registration of a
geographical indication as a domain name by someone with no connection whatsoever
with the geograpical locality in question, however cheap and tawdry a practice, does
not appear to be, on its own, a violation of existing international legal rules with respect
to false indications of source and geographical indications. Such a registration may
violate existing standards if it is associated with conduct relating to goods. For
example, a domain name registration that is used in relation to an offer of sale of goods
may be considered to be a “commercial communication” under Argicisof the

Madrid (Indcations of Source) Agreement. If the domain name registration is a
geographical identifier and it is false or deceptive, it may, in these circumstances, be
considered to violate the prohibition against the use of false indications set out in
Article 3bisof the Madrid (Indications of Source) Agreement. Additionally, for

example, one can imagine various hypothetical uses of domain name registrations with
respect to goods which might be considered to constitute violations of the provisions on
the protectio of geographical indications in the TRIPS Agreement. However, there are
many circumstances in which a domain name registration, even though constituting a
false or unauthorized use of a geographical indication, may not constitute a violation of
existinginternational rules because there is no relationship between the domain name
and goods. Existing rules, therefore, would offer only a partial solution to the problem
of what is perceived to be the misuse of geographical indications in the DNS.

“241. Sewondly, there is a major problem in respect of applicable law because of the
different systems that are used, at the national level, to protect geographical indications.
For example, suppose that there is a geographical indication recognized and prasected
such under the law of count#y, but considered to be generic and descriptive under the
law of countryB. A resident carrying on business in counByegisters, with a

registrar based in count®, the geographical indication as a domain name and,sell

from the website accessed through that domain name, goods that are available for
purchase only by residents in counBy The person has no connection whatsoever with
the locality covered by the geographical indication. What law applies to determine
whether the registration and use of the domain name constitutes a violation of the
protection of the geographical indication?

“242. The problem of applicable law highlights the lack of a multilateral system for the
recognition of geographical indication$he hypothetical problem referred to in the
previous paragraph would not arise if there were a multilaterally agreed list of
geographical indications. If such a list existed and were accepted by both country A and
country B in the example given, it issample matter to determine whether there exists a
protectable geographical indication.
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“243. We believe, therefore, that the existing international framework would provide
only a partial answer to the perceived problems of false indications of source and
geographical indications within the DNS. Furthermore, because of the need to resort to
a choice of applicable law to resolve the question of the recognition of the existence of a
geographical indication, very complicated questions would be involved in the
application of the UDRP in this area. On these questions, international opinion is far
from settled, as can be seen from the history of the negotiations with respect to a future
Hague Convention on International Jurisdiction and Foreign Judgement ira@dvi
Commercial Matterd® These problems of applicable law could be avoided if a
multilaterally agreed list of geographical indications were to be established.

“244. 1tis recommended that no
modification be made to the UDRP, at
this stage, to permit coptaints to be
made concerning the registration and
use of domain names in violation of the
prohibition against false indications of
source or the rules relating to the
protection of geographical indications.

“245. In making this recommendation, it is regpzed that there is widespread
dissatisfaction with the use of geographical indications as domain names by persons
unconnected to the locality to which the geographical indications relate. We consider
that, in order to deal with this problem, new law Wwomeed to be created in view of the
inadequate reach of existing law. The dissatisfaction that exists about certain practices
in the DNS in this area is, we believe, best expressed in a will on the part of the
international community to advance multiledkdiscussions on (i) the definition of the
circumstances in which the registration and use of geographical indications as domain
names should be proscribed; and (ii) the establishment of a multilaterally agreed list of
geographical indications or othereans of satisfactorily dealing with the interaction of
differing systems and levels of protection at the national level and the mutual
recognition of geographical indications within those systems.”

Decision of the Member States on the Final Report ef$iecond WIPO Internet Domain
Name Process

8. Attheir meeting from September 24 to October 3, 2001, the Member States decided to
subject the final report of the Second WIPO Internet Domain Name Process, including its
recommendation on geographl indications, to a comprehensive analysis by the SCT which
was to meet in two Special Sessions for this purpose (Document WO/GA/27/8, paragraph 33).

29

Seehttp://www.hcch.net/e/workprog/jdghtml
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Special Sessions of the SCT

9. The Special Sessions of the SCT were held from Novembes P&tember 4, 2001,

and from May 21 to 24, 2002. The minutes of these meetings reflect extensive discussions on
the issue of geographical indications (see document SCT/S1/6, paragraphs 50 to 87; and
document SCT/S2/8, paragraphs 211 to 229). DocumeMGM28/3 summarizes those
discussions as follows:

“43. Discussions at the first Special Session reflected a division of views on the
appropriateness of creating protection for geographical indications in the DNS. On the
one hand, a group of countries adtthat there exists a practice of abusing geographical
indications in the DNS and was of the view that the international legal framework
regarding geographical indications is sufficiently well developed to constitute a legal
basis for establishing the gextion in question. On the other hand, a group of countries
believed that this legal framework is not sufficiently well developed and that subjecting
geographical indications to the UDRP would lead panelists to develop undesired new
law. Despite extense discussions at the first Special Session, no progress was made in
bridging this divergence of opinion. At the end of the first Special Session, the Chair
consequently noted that “[v]iews on the question were divided. Whilst more

delegations favored thaodification of the UDRP to allow protection for geographical
indications than those who opposed such a modification, no agreement had been
reached. Accordingly, it was decided to continue discussions on the issue at the second
Special Session to examitlee many useful questions raised. Any delegation would be
free to submit comments or papers for consideration before the second Special Session.

“44. Atthe second Special Session, delegations essentially reiterated their positions
as reflected aboveThose delegations in favor of protecting geographical indications in
the DNS noted the urgency of the matter and requested that discussions continue in
order to find a solution to the problems that are being encountered. Those that did not
favor such pragction stated that, while they agreed to continue discussing the matter,
those discussions should focus first on a number of fundamental issues concerning
geographical indications, before turning attention to their protection in the DNS.
Finally, the Speial Session:

(i) Decided that it was not timely to take definitive decisions with respect to
the protection of geographical indications in the Domain Name System.

(i)  Noted that some delegations considered that the issue needed urgent
attention, whileothers considered that a number of fundamental questions
concerning the protection of geographical indications needed to be resolved
before the question of their protection in the Domain Name System could be
discussed.

(i) Recommend[ed] that the WIPGeneral Assembly revert this issue to the
regular session of the SCT to decide how the issue of the protection of
geographical indications in the Domain Name System be dealt with.

45. The Assemblies of the Member
States of WIPO are invited to take a
decison on the recommendation as
contained in paragrapd4, above.”
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Decision of the Member States on the Recommendations of the Special SesglmSOT

10. Attheir meeting from September 23 to October 1, 2002, the Member States adopted the
recommendation of the SCT with respect to geographical indications, it being understood that
the SCT is to continue the discussions on this topic (document WO/GA/28/7, paragraph 78).

11. The SCT is invited to note the
contents of this Document.

[Annex1 follows]
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ANNEX 1

The Recognition Of Rights And The Use Of Names In The Internet Domain Name System

e Country of Domain Name
Indication Country Domain Name Domain Name Holder y Activity ?
: Holder

Claimed
Bade Germany |bade.com Mailbank.com, Inc United States of America |E-mail service
Barsac France barsac.com Barsac Brasserie United States of America General Information /Portal

unrelated to Barsac

Bourgogne France bourgogne.com Bourgogne Web AsssociateéJnited States of America | Server errot
Chéateauneuf du Erance chateauneuflu- John Crowley United States of America Infqrmatlon on the city of
Pape pape.com Chéateauneuf du Pape
Chenas France chenas.com Paul Tweed Czech Republic Server error
Chianti Italy chianti.com ggmz:yName Clearing United States of America | Server errot

Study submitted by thEédération des syndicats de producteurs de Chateauneuf dudPaglaimed geographical indications and wine varieties registered as
domain names.

As of January 26, 2001

Server error: “the server is aware that it has @weis incapable of performing the request.” Source : Hypertext Transfer Pretdd®ll P/1.1— Draft Standard
RFC 2616, The World Wide Web Consortium (W3C), http://www.w3.0rg
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Geographical

Country of Domain Name

Indication Country Domain Name Domain Name Holder Activity ?
. Holder
Claimed

Site under construction aimed
providing information on the

Chiroubles France chiroubles.com Fréderic Dufaud France region of Beaujolais (including
information on wine from
Beaujolais)
Web site of Dolcetto, Inc.

Dolcetto Italy dolcetto.om Dolcetto, Inc. United States of America |(manufacturers of wine
glassware)

Eiswein Germany |eiswein.com A. Ohanessian Canada Server errot

Fleurie France fleurie.com Sébastien Schmitt France Server errot

Gamay France gamaycom John Crowley United States of America |Server errot

Gewurztraminer |France gewurztraminer.comLittles Winery Australia Server errot

Irouleguy France irouleguy.com Paul Tweed Czech Republic Server errot

Julienas France julienas.com Sébastien Schntit France Server errot

Lambrusco Italy lambrusco.com Domain Name Clearing United States of America | Server errot

Company

Lirac France lirac.com Paul Tweed Czech Republic Server errot

Medoc France medoc.com John Crowley United States of America |Server eror’

Montalcino Italy montalcino.com Domain Name Clearing United States of America | Server errot

Company

Montepulciano Italy montepulciano.com Alessandro Bardelli Italy Site under construction

Montrachet France montrachet.com |Maika Masuko France Site under construction

Ouzo Greece ouzo.com Mailbank.com, Inc. United States of America |E-mail service
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Geographical

Country of Domain Name

Indication Country Domain Name Domain Name Holder Activity ?

Claimed AelelSr
Primitivo Italy primitivo.com Big St, Inc. United States of America \évaerb site of the Primitivo Wine
Retsina Greece retsina.com Arctic Blue EnterprisesLtd |Cyprus Server errot
Rhodes Greece rhodes.net Mailbank.com, Inc. United States of America |E-mail service
Rioja Spain rioja.com Adrian Lucas Switzerland Site under construction
Sangiovese Italy sangiovese.com |FreeRun Technologies, Inc,United Staes of America | Web site of Drinkwine.com
Sherry Spain sherry.com Chapman Capital LLC United States of America | Server errot
Sylvaner France sylvaner.com John Crowley United States of America | Server errot
Touraine France touraine.com W3 Systems, Inc. United States of America |Information on the city of Tourg
Xeres Spain xeres.com Ryan Shewchuk United States of America |No content

[Annex 2 follows]
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ANNEX 2

Examples Submitted by tHastitut national des appellations d’originfdNAQO) of Claimed Appellations ©Origin

Registered as Domain Names

App_ellathn o Product Domain Name Domain Name Holder LY @) TN (NS Activity *
Origin Claimed Holder
Alsace Wine alsace.com Alsace Development AgengyJnited States of America Web site of Alsace
Development Agecy
Bourgueil Wine bourgueil.com Coventry Investments Ltd. |United States of America General Information/ Eortal
unrelated to Bourgueil
Chablis Wine chablis.com Chablis.com Canada Web site related to wine
Chinon Wine chinon.com Syndicat des Vins de Chimo|France Web site of Chinon Wine
Growers
Corton Wine corton.com Sébastien Schmitt France Dom_aln Name Registration
service
Fitou Wine fitou.com Venster Netherlands fitou.com offered for sale
, . , - General Informaobn/Portal
Gigondas Wine gigondas.com Luc Castigli France unrelated to Gigondas
Macon Wine macon.com KnightRidder.com United States of America |Web site of Macon.com
Madiran Wine madiran.com Coffrini France Infor_matlon on the city of
Madiran

As of January 26, 2001.
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Appellation of

Country of Domain Name

. . o q
Origin Claimed Product Domain Name Domain Name Holder Holder Activity
Web site of Café Margaux
Margaux Wine margaux.com Chéateau Margaux, Inc. United Stags of America I_ocated_ln FIo_rlda a_nd offering
list of wines (including
Margaux)
Moselle Wine moselle.com Ocean Computing Systems|United States of America \évyi?esﬁfg of Ocean Computing
. . Domain Name Registration
Vacqueyras Wine vacqueyras.com |OrphéeEl Agamy Egypt service
. S.A. Vignoble du Chateau Web site of Chateau
Vouvray Wine vouvray.com France

Moncontour

Montoncour

[Annex 3 follows]
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ANNEX 3

Examples of Appellations of Origin Reqistered under the Lisbon Agreement Redisiei2omain Names

Appellation of

Country holding

Domain Name

Country of Domain

. . T |
Origin Product | the App_ell_atlon Domain Name Holder Name Holder Activity
of Origin
Ajaccio Wine France ajaccio.org Frigara France Information on Napoléon llI
Alsace . .
Alsace Wine Frarce alsace.com Development Unlte_d States of Weh site of Alsace
America Development Agency, Inc.
Agency
Anjou Wine France anjou.com ATD Electronique |France Informatlon on the province
of Anjou
Armagnac wine France armagnac.com Lord Plumleigh United States of Server errot
9 brandy ghac. Imports America
Banyuls wine France banyuls.net Marina Walstrom |Sweden Information on the city of
Banyuls
\B/ﬁggglsals wine France beaujolaisvillages.com |Patrice Mairot France Site under construction

2

As of January 26, 2001.

Server error: “the seer is aware that it has erred or is incapable of performing the request.” Source : Hypertext Transfer Rrbif6€8Y1.1- Draft Standard

RFC 2616, The World Wide Web Consortium (W3C), http://www.w3.0rg
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Appellation of

Country holding

Domain Name

Country of Domain

e,

. . P
Origin Product | the App(.alllatlon Domain Name Holder Name Holder Activity
of Origin
Information on the sale of
Beaune wine France beaune.com Axnet France wines from Hospices de
Beaune
Empire Media & Web site of the Hotel Le
Bergerac wine France bergerac.com Communications |Costa Rica Bergerac located in San Jog
Hotel Costa Rica
Bohemia Glass houshold Czech Republic |bohemiaglass.com Externet World, Un|teq States of Server errot
glassware Inc. America
Cahors Wine France cahors.com DX . France Server errar
Communication
. Mailbank.com, United States of . .
Champagne [Wine France champagne.org . E-mail service
Inc. America
Chinon Wine France chinon.org Namezero.com Unlteq States of Web site of Namezero
America
wine United States of . .
Cognac brandy France cognac.net Marcel Stenzel America Site under construction
Corbieres Wine France corbieres.com DNWeb France Server errot
Cornas Wine France cornas.com Paul Tweed Czech Republic Server errot
Frascati Wine Italy frascati.com Cristiano Colombi|ltaly General Informatlon(PortaI
unrelated to Frascati
Habana Tobacco |Cuba habana.com Siboney Systems | Spain glz%r;natlon on the island of
Hoyo de Tobacco [Cuba hoyo-de-monterrey.com Romantik Hotel L2 Italy Server errot

Monterrey

Perla
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Appellation of

Country holding

Domain Name

Country of Domain

. . P
Origin Product | the App(.alllatlon Domain Name Holder Name Holder Activity
of Origin
Elderaan General Information/Portal
Jaffa Jaffas citrus fruits |Israel jaffa.com Technologies Malaysia
- unrelaed to Jaffa
Sendirian Berhad
Web site of “Domaine of
Jurancon Wine France jurangon.com Exagri France .C|nquau. providing
information on Jurangon
wines
Les Baux de . Gérard & Claire Information on the city of
Wine France les-bauxde-provence.com Canada
Provence Allume Baux e Provence
Meursault Wine France meursault.net Kalin Cellars Unlteq States of General Information/Portal
America unrelated to Meursault
. New World Web site related to sale of
Muscadet Wine France muscadet.com Technology France wines
Pilsner Beer Czech Republic |pilsner.com Orbyt Canada Search Engine
. . United States of General Information/Portal
Pommard Wine France pommard.org Kalin Cellars America unrelated to Pommard
Fortified Cardinal Data United States of
Porto . Portugal porto.com ) Server errof
wine Systems America
Sancerre Wine France sancerre.org Soft-Cie France wﬁgssne related to sale of
Tequila Brandy Mexico tequila.com Structure United States of Server errot

Computers

America
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: Country holding . .

Appell_at_lon 2l Product | the Appellation Domain Name DEEND NEMTS | SRUiay @) DEENR Activity *
Origin - Holder Name Holder
of Origin
Valpolicella Wine Italy valpolicella.com Domain name Un'te(.j States of Server errar
Clearing @mpany|America
. : United States of General Information/Portal
Volnay Wine France volnay.org Kalin Cellars )
America unrelated to Volnay

[Annex 4 follows]
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Examples of Other Possible Geographical Indications Registered aaiDdlames

D

D

PEOsslIE Country of Domain
Geographical Country Domain Name Domain Name Holder y Activity *
2 Name Holder
Indication

Barossa Valley Australia barossavalley.com |Tourism Northern Territory Australia Site under construction
Colchagua Valley |[Chile colchaguavalley.com |Small Potatoes United States of America Site under construction
Coronda Argentina coronda.com Mario Koch Germany Server errot

. . : . General web site/Portal relatg
Cotnari Romania cotnari.com Directway France .

to Romania
Franschhoek South Africa |franschhoek.com Paris Le Cap France Information on Franschhoek
Irish Whiskey Ireland irish-whiskey.com The Chesterfield Agency |United States of America Server errar
Korn Germany korn.com J.K Hullett United States of America/Korn Issues Home Page
Maipo Valley Chile maipovalley.com Small Potatoes United States of America Site under construction
Mendoza Argentina mendoza.com EME Efe Publicidad Argentina Site of Innovation Technology
Mezcal Mexico mezcal.com Del Maguey, Ltd. United States of America Site of Del Maguey Company
Napa Valley United S_tates napavalley.com FreeRun Technologies United States of America General web site/Portal relat
of America to Napa Valley

Nemea Greece nemea.com Soula Stesanopoulos United States of America Site under costruction
Patagonia Lamb  |Argentina patagonialamb.com |Agro Business Inter United States of America| Server errat

! As of July 5, 2001.

HTTP/1.1- Draft Standard RFC 2616, The World Wide Web Consortium (W3C), http://www.w3.0rg

Servererror. “theserve is aware that it has erred or is incapable of performing the request.” Source : Hypertext Transfer Protocol
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Possible Country of Domain
Geographical Country Domain Name Domain Name Holder y Activity *
2 Name Holder
Indication
Pisco Peru pisco.com Pisco United States of America Site of Pisco
Rapel Valley Chile rapel.com Goldnames, Inc. United States of America rapelcom offered for sale
Real California United S_.tates californiacheese.com |Domains 4 Lease Antigua and Barbuda Server errdt
Cheese of America
United States Hasting Computer : . __|Generaweb site/Portal
Rogue Valley of America roguevalley.com Consulting United States of America unrelated to Rogue Valley
Samos Greece samos.com Takac AB Sweden Server errot
Stellenbosch South Africa |stellenbosch.com Mapx PTY South Africa Server errot
Yakima Valley gfngfndeﬁéztes yakimavalley.com FutureNET Internet United States of America Site under construction
Yarra Valley Australia yarravalley.com 733t Enterprises Australia yarravalley.com offered for

sale

Walla Walla Valley

United States
of America

wallawallavalley.com

Andrew Lodmell

United States of Americal

Saver errof

[End of Annex4 and of document]




