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The Contracting Parties,

Alternative A

DESIRING to strengthen international cooperation in respect of the protection of

inventions,

CONSIDERING that such protection is facilitated by a harmonization of patent law,

RECOGNIZING the need to take into consideration the public policy objectives

underlying national patent law,

TAKING INTO ACCOUNT development, technological and public interest

objectives of the Contracting Parties,

HAVE CONCLUDED the present Treaty, which constitutes a special agreement

within the meaning of Article 19 of the Paris Convention for the Protection of Industrial

Property.

Alternative B

Note:   Same text as Alternative A, without the third and fourth paragraphs.
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Article 1

Establishment of a Union

The States and intergovernmental organizations party to this Treaty (hereinafter

called “the Contracting Parties”) constitute a Union for the purposes of this Treaty.
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Article 2

Definitions

For the purposes of this Treaty, unless expressly stated otherwise:

      (i)  references to an “application” or “application for a patent” shall be construed as

references to an application for a patent for invention;

     (ii)  “priority date” means the filing date of the application for a patent, utility model

or other title protecting an invention which has been filed with another or, where the

Contracting Party so provides, the same Office and the priority of which is claimed;  where

the priorities of two or more such applications are claimed, the priority date,

         (a)  for the purposes of computing time limits, shall be the filing date of the

earliest-filed of those applications,

         (b)  for any other purpose, shall be, for each element of the invention, the filing

date of the earliest-filed of those applications which contains that element;

    (iii)  “prescribed” means prescribed in the Regulations under this Treaty that are

referred to in Article 29;

     (iv)  references to a “patent” shall be construed as references to a patent for

invention;

      (v)  “Office” means the governmental or intergovernmental agency entrusted with

the granting of patents by a Contracting Party;



SCP/4/3
Annex, page 6

[Article 2, continued]

     (vi)  references to a “person” shall be construed as references to both a natural

person and a legal entity;

    (vii)  “Director General” means the Director General of the World Intellectual

Property Organization;

   (viii)  “published” means made accessible to the public;

     (ix)  “substantive examination” means the examination of an application by an

Office to determine whether the invention claimed in the application satisfies the conditions

of patentability referred to in Article 11(2) and (3);

      (x)  references to an “instrument of ratification” shall be construed as including

references to instruments of acceptance and approval;

     (xi)  “Assembly” means the Assembly of the Union;

    (xii)  “Union” means the Union referred to in Article 1;

   (xiii)  “Organization” means the World Intellectual Property Organization;

    (xiv)  “Regulations” means the Regulations under this Treaty that are referred to in

Article 29.
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Article 3

Disclosure and Description

(1)  [Disclosure]  (a)  The application shall disclose the invention in a manner

sufficiently clear and complete for the invention to be carried out by a person skilled in the

art.

   (b)  Where the application refers to biologically reproducible  material which

cannot be disclosed in the application in such a way as to enable the invention to be carried

out by a person skilled in the art and such material is not available to the public, the

application shall be supplemented by a deposit of such material with a depositary institution.

Any Contracting Party may require that the deposit be made on or before the filing date or,

where priority is claimed, the priority date of the application.

(2)  [Description]  (a)  The application shall contain a description.

   (b)  The description shall have the prescribed contents, and such contents shall be

presented in the prescribed order.

(3)  [Prohibition of Other Requirements]  In respect of the disclosure or the

description, no requirement additional to or different from those provided for in this Article

and in the relevant provisions of the Regulations may be imposed.



SCP/4/3
Annex, page 8

Article 4

Claims

(1)  [Requirement of Claims in the Application]  The application shall contain one or

more claims.

(2)  [Contents of the Claims]  The claims shall define the matter for which protection

is sought.

(3)  [Style of the Claims]  Each claim shall be clear and concise.

(4)  [Relation of the Claims with the Description]  The claims shall be supported by

the description.

(5)  [Manner of Presentation of the Claims]  (a)  The claims shall be presented in the

prescribed manner.

   (b)  A Contracting Party shall be free not to require compliance with all of the

requirements prescribed under subparagraph (a).

(6)  [Prohibition of Other Requirements]  In respect of the claims, no requirement

additional to or different from those provided for in paragraphs (1) to (4) and (5)(a) may be

imposed.
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Article 5

Unity of Invention

(1)  [Requirement of Unity of Invention]  The application shall relate to one

invention only or to a group of inventions so linked as to form a single general inventive

concept (“requirement of unity of invention”).

(2)  [Validity of Patent Not Affected by Lack of Unity of Invention]  The fact that a

patent has been granted on an application that did not comply with the requirement of unity of

invention shall not be a ground for the invalidation or revocation of the patent.
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Article 6

Identification and Mention of Inventor;  Declaration Concerning the
Entitlement of the Applicant

(1) [Identification of the Inventor in the Application]  (a)  The application shall, as

prescribed, identify the inventor or, where there are several inventors, all of them.

   (b)  No patent may be granted on an application that does not identify an inventor.

(2) [Mention of the Inventor in Publications of the Office]  Any publication of the

Office, containing the application or the patent granted thereon, shall mention the inventor or

inventors as such, provided that any inventor may request, in a declaration signed by him and

filed with the Office, that such publications should not mention him as inventor, in which case

the Office shall proceed accordingly.

(3) [Indication of the Applicant’s Entitlement]  Any Contracting Party may require

that the applicant indicate the legal grounds of his entitlement to file the application.

(4) [Prohibition of Other Requirements]  In respect of the identification or mention

of the inventor or in respect of the indication of the applicant’s entitlement, no requirement

additional to or different from those provided for in the preceding paragraphs may be

imposed.
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Article 7

Belated Claiming of Priority

(1)  [Delayed Submission of Priority Claim]  Where the application (“the subsequent

application”) could have claimed the priority of an earlier application but, when filed, did not

contain such priority claim, the applicant shall have the right to claim such priority in a

separate declaration submitted to the Office within a period to be fixed by the Contracting

Party which shall be at least two months from the filing date of the subsequent application and

not more than four months from the date on which a period of 12 months from the filing date

of the earlier application expired.

[(2)  [Delayed Filing of the Subsequent Application]  Where the application (“the

subsequent application”) which claims or could have claimed the priority of an earlier

application is filed after the date on which a period of 12 months from the filing date of the

earlier application expired but before the expiration of a period of two months from the date

on which that 12-month period expired, the Office shall restore the right of priority upon an

express request submitted to the Office before the expiration of the said two-month period, if

the request states and the Office finds that, in spite of all due care required by the

circumstances, the subsequent application could not have been filed within the said 12-month

period.  The request for restoration shall state the grounds on which it is based, and the Office

may require the production of corresponding evidence.]
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Article 8

Filing Date

(1)  [Absolute Requirements]  The filing date of the application shall be the date of

receipt by the Office of at least the following elements:

   (i)  an express or implicit indication that the granting of a patent is sought;

  (ii)  indications allowing the identity of the applicant to be established;

 (iii)  a part which, on the face of it, appears to be a description of an invention.

(2)  [Permitted Additional Requirements]  (a)  A Contracting Party may provide that

the filing date may be refused if either of the following requirements is not satisfied within the

prescribed time limit:

      (i)  the application contains a part which, on the face of it, appears to be a claim

or claims;

     (ii)  the required fee is paid.

Where a Contracting Party provides for any of the foregoing requirements and the

requirements are complied with later than the date of receipt by the Office of the elements

referred to in paragraph (1), but within the prescribed time limit, the filing date of the

application shall be the date of receipt by the Office of the said elements.
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[Article 8(2), continued]

   (b)  A Contracting Party may apply a requirement referred to in subparagraph (a)

only if

      (i) it applied such requirement at the time of becoming party to this Treaty,  or

     (ii)  it has, after having become party to this Treaty, to apply such requirement in

order to comply with an obligation under a treaty concluded before the date of entry into force

of this Treaty.

(3)  [Drawings]  If the application refers to drawings but such drawings are not

received by the Office at the date of receipt of the elements referred to in paragraph (1), at the

option of the applicant either any reference to the drawings shall be deemed to be deleted or

the filing date of the application shall be the date on which the drawings are received by the

Office.
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[Article 8, continued]

(4)  [Replacing Description, Claims and Drawings by Reference to Another

Application]  Notwithstanding paragraphs (1), (2) and (3),

Alternative A:  each Contracting Party shall

Alternative B:  any Contracting Party may

provide that a reference in the application to another previously filed application for the same

invention by the same applicant or his predecessor in title may, for the purposes of the filing

date of the application, replace any of the following elements:

   (i) the part which, on the face of it, appears to be a description of an invention,

  (ii) the part which, on the face of it, appears to be a claim or claims, or

 (iii) any drawings,

provided that the said parts and drawings and, where the other application was not filed with

the same Office, a certified copy of the other application are received by the Office within the

prescribed time limit.  If the said parts and drawings, and, where required, the certified copy,

are received by the Office within the said time limit, the filing date of the application shall,

provided that the other requirements concerning the filing date are fulfilled, be the date on

which the application containing the reference to the previously filed application was received

by the Office.
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[Article 8, continued]

(5)  [Language]  (a)  Any Contracting Party may require that the indications referred

to in paragraph (1)(i) and (ii) be in the official language.

   (b)  Any Contracting Party may, if any of the parts referred to in paragraph (1)(iii)

and paragraph (2)(a)(i) or any text matter contained in any drawings is in a language other

than the official language, require that a translation thereof in the official language be

received by its Office within the prescribed time limit.  If the translation is so received, the

filing date of the application shall be the date of receipt by the Office of the elements referred

to in paragraph (1) in the language in which they were first received.

   (c)  Any Contracting Party may require that the parts referred to in paragraph (4)(i)

and (ii) and any text matter contained in drawings referred to in paragraph (4)(iii) be furnished

in the official language within the time limit referred to in paragraph (4).

   (d)  For the purposes of this paragraph, “official language” means the official

language of the Office or, if there are several such languages, any of them.
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[Article 8, continued]

(6)  [Prohibition of Other Requirements]  (a)  In respect of the filing date, no

requirement additional to or different from those provided for in the preceding paragraphs

may be imposed.

   (b)  Notwithstanding subparagraph (a), a Contracting Party may, for the purposes

of any treaty providing for the grant of regional patents, require that an application for a

regional patent contain the designation of at least one State party to that treaty.
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Article 9

Right to a Patent

(1)  [Right of Inventor]  The right to a patent shall belong to the inventor.  Any

Contracting Party shall be free to determine the circumstances under which the right to the

patent shall belong to the employer of the inventor or to the person who commissioned the

work of the inventor which resulted in the invention.

(2)  [Right Where Several Inventors Independently Made the Same Invention]

Where two or more inventors independently have made the same invention, the right to a

patent for that invention shall belong,

   (i)  where only one application is filed in respect of that invention, to the applicant,

as long as the application is not withdrawn or abandoned, is not considered withdrawn or

abandoned, or is not rejected, or

  (ii)  where two or more applications are filed in respect of that invention, to the

applicant whose application has the earliest filing date or, where priority is claimed, the

earliest priority date, as long as the said application is not withdrawn or abandoned, is not

considered withdrawn or abandoned, or is not rejected.
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Article 10

Fields of Technology

Alternative A

(1)  Patent protection shall be available for inventions in all fields of technology

which are new, which involve an inventive step and which are industrially applicable, except

for:

   (i)  inventions whose use would be contrary to public order, law or morality or

injurious to public health;

  (ii)  plant or animal varieties or essentially biological processes for the production

of plants or animals;

 (iii)  discoveries and materials or substances already existing in nature;

  (iv)  methods of medical treatment for humans or animals;

   (v)  nuclear and fissionable material.

(2)  Contracting States may, on grounds of public interest, national security, public

health, nutrition, national development and social security, exclude from patent protection,

either in respect of products or processes for the manufacture of those products, certain fields

of technology, by national law.
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[Article 10, Alternative A, continued]

(3)  Contracting States shall notify the Director General of such exclusions by a

written declaration.  Any such declaration may be withdrawn at any time totally or partially

by notification addressed to the Director General.

Alternative B

Patent protection shall be available for inventions, whether they concern products or

processes, in all fields of technology.
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Article 11

Conditions of Patentability

(1)  [Patentability]  In order to be patentable, an invention shall be novel, shall

involve an inventive step (shall be non-obvious) and shall be, at the option of the Contracting

Party, either useful or industrially applicable.

(2)  [Novelty]  (a)  An invention shall be considered novel if it does not form part of

the prior art.  For the determination of novelty, items of prior art may only be taken into

account individually.

   (b)  The prior art shall consist of everything which, before the filing date or, where

priority is claimed, the priority date of the application claiming the invention, has been made

available to the public anywhere in the world.

  [(c)  Notwithstanding subparagraph (b), any Contracting Party shall be free to

exclude from the prior art matter made available to the public, by oral communication, by

display or through use, in a place or space which is not under its sovereignty or, in the case of

an intergovernmental organization, under the sovereignty of one of its member States.]

(3)  [Inventive Step (Non-Obviousness)]  An invention shall be considered to involve

an inventive step (be non-obvious) if, having regard to the prior art as defined in paragraph

(2), it would not have been obvious to a person skilled in the art at the filing date or, where

priority is claimed, the priority date of the application claiming the invention.
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Article 12

Disclosures Not Affecting Patentability (Grace Period)

(1)  [Circumstances of Disclosure Not Affecting Patentability]  Disclosure of

information which otherwise would affect the patentability of an invention claimed in the

application shall not affect the patentability of that invention where the information was

disclosed, during the 12 months preceding the filing date or, where priority is claimed, the

priority date of the application,

(i)  by the inventor,

  (ii)  by an Office and the information was contained

    (a)  in another application filed by the inventor and should not have been

disclosed by the Office, or

(b)  in an application filed without the knowledge or consent of the

inventor by a third party which obtained the information direct or indirectly

from the inventor,

 or

 (iii)  by a third party which obtained the information direct or indirectly from the

inventor.
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[Article 12, continued]

(2)  [“Inventor”]  For the purposes of paragraph (1), “inventor” also means any

person who, at the filing date of the application, had the right to the patent.

(3)  [No Time Limit for Invoking Grace Period]  The effects of paragraph (1) may be

invoked at any time.

(4)  [Evidence]  Where the applicability of paragraph (1) is contested, the party

invoking the effects of that paragraph shall have the burden of proving, or of making the

conclusion likely, that the conditions of that paragraph are fulfilled.
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Article 13

Prior Art Effect of Certain Applications

(1)  [Principle of “Whole Contents”]  (a)  Subject to subparagraph (b), the whole

contents of an application (“the former application”) as filed in, or with effect for, a

Contracting Party shall, for the purpose of determining the novelty of an invention claimed in

another application filed in, or with effect for, that Contracting Party, be considered as prior

art from the filing date of the former application on condition that the former application or

the patent granted thereon is published subsequently by the authority competent for the

publication of that application or patent.  Any Contracting Party may consider the whole

contents of the former application to be prior art also for the purpose of determining whether

the invention satisfies the requirement of inventive step (non-obviousness).

   (b)  Where the former application referred to in subparagraph (a) claims the priority

of an earlier application for a patent, utility model or other title protecting an invention, matter

that is contained in both the former application and such earlier application shall be

considered as prior art in accordance with subparagraph (a) from the priority date of the

former application.

   (c)  For the purposes of subparagraph (a), the “whole contents” of an application

consists of the description and any drawings, as well as the claims, but not the abstract.
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[Article 13, continued]

(2)  [Applications No Longer Pending]  Where the former application referred to in

paragraph (1)(a) has been published in spite of the fact that, before the date of its publication,

it was withdrawn or abandoned, was considered withdrawn or abandoned, or was rejected, it

shall not be considered as prior art for the purposes of paragraph (1)(a).

(3)  [International Applications Under the PCT]  As regards international applications

filed under the Patent Cooperation Treaty, any Contracting Party may provide that paragraph

(1) shall apply only if the acts referred to in Article 22 or, where applicable, Article 39(1) of

that Treaty have been performed.

(4)  [Self-Collision]  [(a)]  Paragraph (1) shall not apply when the applicant of, or the

inventor identified in, the former application, and the applicant of, or the inventor identified

in, the application under examination, is one and the same person.

   [(b)  Any Contracting Party that considers the whole contents of the former

application to be prior art only for the purpose of determining the novelty of the invention

shall be free not to apply subparagraph (a).]
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Article 14

Amendment or Correction of Application

(1)  [Amendments or Corrections Following Office Findings]  Wherever the Office

finds that the application does not comply with any requirements applicable to it, it shall give

the applicant at least one opportunity to amend or correct the application or to comply with

the said requirements.  Such an opportunity need not be given before the application has a

filing date.

(2)  [Amendments or Corrections on Applicant’s Initiative]  The applicant shall have

the right, on his own initiative, to amend or correct the application or to comply with a

requirement applicable to the application up to the time when the application is in order for

grant;  however, any Contracting Party which provides for substantive examination may

provide that the applicant shall have the right to amend or correct, on his own initiative, the

description, the claims and any drawings, only up to the time allowed for the reply to the first

substantive communication from the Office.

(3)  [Limitation of Amendments or Corrections]  No amendment or correction of the

application may go beyond what has been disclosed in the application as filed.
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Article 15

Publication of Application

(1)  [Requirement to Publish the Application]  (a)  Subject to paragraphs (2) to (4),

the Office shall publish the application as soon as possible after the expiration of 18 months

from the filing date or, where priority is claimed, the priority date.

   (b)  Notwithstanding subparagraph (a), any Contracting Party that, at the time of

depositing its instrument of ratification of, or accession to, this Treaty, does not provide for

the publication of applications as provided in subparagraph (a) may notify the Director

General at the said time that it reserves the right to publish applications as soon as possible

after the expiration of 24 months, rather than 18 months, from the filing date or, where

priority is claimed, the priority date.

(2)  [Earlier Publication at Applicant’s Request]  If, before the expiration of the time

limit referred to in paragraph (1), the applicant requests that the application be published, the

Office shall, without delay after the receipt of the request, publish the application.

(3)  [National Security]  Any Contracting Party shall be free not to publish an

application for reasons of national security.
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[Article 15, continued]

(4)  [Circumstances in Which Publication May Not Take Place]  (a)  No application

may be published if it is withdrawn or abandoned or is considered withdrawn or abandoned

      (i)  earlier than two months before the expiration of the time limit applicable

under paragraph (1) or,

     (ii)  where the Office completes the technical preparations for publication later

than two months before the expiration of the time limit applicable under paragraph (1), prior

to the completion of such preparations.

(b)  No application may be published if it has been rejected.
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Article 16

Time Limits for Search and Substantive Examination

(1)  [Time Limits for Search]  (a)  If a Contracting Party provides for substantive

examination, its Office shall publish, at the same time as the application is published under

Article 15, a report, established by or on behalf of that Office, citing any documents that

reflect the prior art relevant to the invention claimed in the application (hereinafter referred to

as “the search report”).

   (b)  Notwithstanding subparagraph (a), where Article 15(2) applies, the search

report need not be published at the same time as the application, provided that it shall be

published as soon as possible, but not later than the expiration of the time limit applicable

under Article 15(1).

   (c)  If, notwithstanding subparagraphs (a) and (b), for any exceptional reason, the

search report cannot be published as provided for in those subparagraphs, it shall be published

as soon as possible and in no case later than six months after the expiration of the time limit

applicable under Article 15(1).
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[Article 16, continued]

(2)  [Time Limits for Substantive Examination]  (a)  If a Contracting Party provides

for substantive examination, its Office shall start the substantive examination of the

application not later than three years from the filing date of the application.

   (b)  Notwithstanding subparagraph (a), a Contracting Party shall be free to provide

that no substantive examination shall be carried out and the application shall be considered

withdrawn or abandoned, or shall be rejected, if a request is not made, within three years from

the filing date of the application, to its Office by the applicant or any third party that

substantive examination should start.  Where such a request is made, the Office shall start the

substantive examination promptly after receipt of the request.

   (c)  The Office shall, wherever possible, reach a final decision on the application

not later than two years after the start of substantive examination.
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Article 17

Changes in Patents

(1)  [Limitation of Extent of Protection]  The owner of a patent shall have the right to

request the competent Office to make changes in the patent in order to limit the extent of the

protection conferred by it.

(2)  [Obvious Mistakes and Clerical Errors]  The owner of a patent shall have the

right to request the competent Office to make changes in the patent in order to correct obvious

mistakes or to correct clerical errors.

(3)  [Additional Changes That May Be Allowed]  Each Contracting Party may

provide that the owner of a patent shall have the right to request the competent Office to make

changes in the patent in order to correct mistakes or errors, other than those referred to in

paragraph (2), made in good faith, provided that, where the change would result in a

broadening of the extent of protection conferred by the patent, no request may be made after

the expiration of two years from the grant of the patent and the change shall not affect the

rights of any third party which has relied on the patent as published.

(4)  [Changes Affecting the Disclosure]  No change in the patent shall be permitted

under paragraphs (1) or (3) where the change would result in the disclosure contained in the

patent going beyond the disclosure contained in the application as filed.
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[Article 17, continued]

(5)  [Decision in Respect of the Request and Publication of the Changes]  If, and to

the extent to which, the competent Office changes the patent according to paragraphs (1), (2)

or (3), it shall publish the changes.
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Article 18

Administrative Revocation

(1)  [Administrative Revocation]  (a)  Where a patent was granted after substantive

examination, any person shall have the right to request the competent Office to revoke the

patent, in whole or in part, at least on the ground that, because of one or several documents

available to the public, the conditions of novelty or inventive step are not satisfied.

   (b)  The request for revocation may be presented during a period to be fixed by the

Contracting Party which shall commence from the announcement in the official gazette of the

grant of the patent and shall not be less than six months.

   (c)  No request for revocation may be based on grounds of non-compliance with

formal or procedural requirements.

   (d)  No decision may be made by the Office departing from the request unless the

person having made the request has had at least one opportunity to present his arguments on

the grounds on which the Office intends to depart from the request.

   (e)  The Office may not revoke the patent, in whole or in part, at the request of a

third party, unless the owner of the patent has had at least one opportunity to present his

arguments on the grounds on which the Office intends to revoke the patent.
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[Article 18, continued]

(2)  [Prohibition of Pre-grant Opposition]  (a)  No Contracting Party may allow any

party to oppose, before its Office, the grant of patents (“pre-grant opposition”).

  (b)  Notwithstanding subparagraph (a), any Contracting Party which, at the time of

becoming party to this Treaty, provides for the possibility of pre-grant opposition may, for a

period not exceeding the expiration of the tenth calendar year after the year in which this

Treaty was adopted, continue to do so and, for the same period, it shall not be obliged to apply

paragraph (1).

  (c)  Any Contracting Party that wishes to avail itself of the faculty provided for in

subparagraph (b) shall address a corresponding notification to the Director General.  As long

as the notification has effect, any reference in this Treaty or in the Regulations to the time

when the application is in order for grant shall be replaced, with respect to that Contracting

Party, by a reference to the time when the application is in order for publication for the

purposes of pre-grant opposition.
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Article 19

Rights Conferred by the Patent

Alternative A

Note:  No article on the rights conferred by the patent.

Alternative B

(1)  [Products]  Where the subject matter of the patent concerns a product, the owner

of the patent shall have the right to prevent third parties from performing, without his

authorization, at least the following acts:

   (i)  the making of the product,

  (ii)  the offering or the putting on the market of the product, the using of the

product, or the importing or stocking of the product for such offering or putting on the market

or for such use.

(2)  [Processes]  Where the subject matter of the patent concerns a process, the owner

of the patent shall have the right to prevent third parties from performing, without his

authorization, at least the following acts:

   (i)  the using of the process,

  (ii)  in respect of any product directly resulting from the use of the process, any of

the acts referred to in paragraph (1)(ii), even where a patent cannot be obtained for the said

product.
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[Article 19, Alternative B, continued]

(3)  [Exceptions to Paragraphs (1) and (2)]  (a)  Notwithstanding paragraphs (1) and

(2), any Contracting Party may provide that the owner of a patent has no right to prevent third

parties from performing, without his authorization, the acts referred to in paragraphs (1) and

(2) in the following circumstances:

      (i)  where the act concerns a product which has been put on the market by the

owner of the patent, or with his express consent, insofar as such act is performed after that

product has been so put on the market in the territory of that Contracting Party or, where the

Contracting Party is a member of a group of States constituting a regional market, in the

territory of one of the member States of such group;

     (ii)  where the act is done privately and on a non-commercial scale or for a non-

commercial purpose, provided that it does not significantly prejudice the economic interests

of the owner of the patent;

    (iii)  where the act consists of making or using exclusively for the purpose of

experiments that relate to the subject matter of the patented invention [or for the purpose of

seeking regulatory approval for marketing];

     (iv)  where the act consists of the preparation for individual cases, in a pharmacy

or by a medical doctor, of a medicine in accordance with a medical prescription or acts

concerning the medicine so prepared.
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[Article 19(3), Alternative B, continued]

   (b)  The provisions of paragraphs (1) and (2) shall not be interpreted as affecting

the freedom that Contracting Parties have under the Paris Convention for the Protection of

Industrial Property to allow, under certain circumstances, the performance of acts without the

authorization of the owner of the patent.

(4)  [Contributory Infringement]  (a)  Subject to subparagraph (b), a patent shall also

confer on its owner [at least] the right to prevent a third party from supplying or offering to

supply a person, other than a party entitled to exploit the patented invention, with means,

relating to an essential element of that invention, for carrying out the invention, when the third

party knows, or it is obvious in the circumstances, that those means are suitable and intended

for carrying out that invention.  This provision shall not apply when the means are staple

commercial products and the circumstances of the supply of such products do not constitute

inducement to infringe the patent.

   (b)  Persons performing the acts referred to in paragraph (3)(a)(ii), (iii) and (iv)

shall not be considered to be parties entitled to exploit the invention within the meaning of

subparagraph (a).
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[Article 19, continued]

Alternative C

(1)  [Products]  Where the subject matter of the patent concerns a product, the owner

of the patent shall have the right to prevent third parties from performing, without his

authorization, at least the following acts:

   (i)  the making of the product,

  (ii)  the offering for sale of the product, and the using of the product.

(2)  [Processes]  Where the subject matter of the patent concerns a process, the owner

of the patent shall have the right to prevent third parties from performing, without his

authorization, the using of the process.



SCP/4/3
Annex, page 38

[Article 19, Alternative C, continued]

(3)  [Exceptions to Paragraphs (1) and (2)]  (a)  Notwithstanding paragraphs (1) and

(2), any Contracting State shall be free to provide that the owner of a patent has no right to

prevent third parties from performing, without his authorization, the acts referred to in

paragraphs (1) and (2) in the following circumstances:

      (i)  where the act concerns the offer for sale or the use of a product which has

been offered for sale by the owner of the patent, or with his express consent, insofar as such

an act is performed after the product has been so offered for sale in the territory of that

Contracting State;

     (ii)  where the act is done privately and on a non-commercial scale;

    (iii)  where the act consists of making or using for exclusively experimental,

academic or scientific research purposes;

     (iv)  where the act consists of the preparation for individual cases, in a pharmacy

or by a medical doctor, of a medicine in accordance with a medical prescription or acts

concerning the medicine so prepared.
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[Article 19(3), Alternative C, continued]

   (b)  The provisions of paragraphs (1) and (2) shall not be interpreted as affecting

the freedom that Contracting States have under the Paris Convention for the Protection of

Industrial Property, to allow, under certain circumstances, the performance of acts without the

authorization of the owner of the patent.

   (c)  Persons performing the acts referred to in paragraph (3)(a)(ii), (iii) and (iv)

shall not be considered to be parties entitled to exploit the invention within the meaning of

subparagraph (a).
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Article 20

Prior User

(1)  [Right of Prior User]

         Alternative A Alternative B

Any Contracting Party may provide Notwithstanding

that, notwithstanding Article 19, Article 19,

a patent shall have no effect against any person (hereinafter referred to as “the prior user”)

who, in good faith, for the purposes of his enterprise or business, before the filing date or,

where priority is claimed, the priority date of the application on which the patent is granted,

and within the territory where the patent produces its effect, was using the invention or was

making effective and serious preparations for such use;  any such person shall have the right,

for the purposes of his enterprise or business, to continue such use or to use the invention as

envisaged in such preparations.

(2)  [Successor-in-Title of the Prior User]  The right of the prior user may only be

transferred or devolve together with his enterprise or business, or with that part of his

enterprise or business in which the use or preparations for use have been made.
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Article 21

Extent of Protection and Interpretation of Claims

(1)  [Determination of the Extent of Protection]  (a)  The extent of protection

conferred by the patent shall be determined by the claims, which are to be interpreted in the

light of the description and drawings.

   (b)  For the purposes of subparagraph (a), the claims shall be so interpreted as to

combine fair protection for the owner of the patent with a reasonable degree of certainty for

third parties.  In particular, the claims shall not be interpreted as being confined to their strict

literal wording.  Neither shall the claims be considered as mere guidelines allowing that the

protection conferred by the patent extends to what, from a consideration of the description and

drawings by a person skilled in the art, the owner has contemplated, but has not claimed.

(2)  [Equivalents]  (a)  Notwithstanding paragraph (1)(b), a claim shall be considered

to cover not only all the elements as expressed in the claim but also equivalents.
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[Article 21(2), continued]

   (b)  An element (“the equivalent element”) shall generally be considered as being

equivalent to an element as expressed in a claim if, at the time of any alleged infringement,

either of the following conditions is fulfilled in regard to the invention as claimed:

      (i)  the equivalent element performs substantially the same function in

substantially the same way and produces substantially the same result as the element as

expressed in the claim, or

     (ii)  it is obvious to a person skilled in the art that the same result as that achieved

by means of the element as expressed in the claim can be achieved by means of the equivalent

element.

   (c)  Any Contracting Party shall be free to determine whether an element is

equivalent to an element as expressed in a claim by reference to only the condition referred to

in subparagraph (b)(i) or to only the condition referred to in subparagraph (b)(ii), provided

that, at the time of depositing its instrument of ratification of or accession to this Treaty, it so

notifies the Director General.

(3)  [Prior Statements]  In determining the extent of protection, due account shall be

taken of any statement limiting the scope of the claims made by the applicant or the owner of

the patent during procedures concerning the grant or the validity of the patent.
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[Article 21, continued]

(4)  [Examples]  If the patent contains examples of the embodiment of the invention

or examples of the functions or results of the invention, the claims shall not be interpreted as

limited to those examples;  in particular, the mere fact that a product or process includes

additional features not found in the examples disclosed in the patent, lacks features found in

such examples or does not achieve every objective or possess every advantage cited or

inherent in such examples shall not remove the product or process from the extent of

protection conferred by the claims.

(5)  [Abstract]  The abstract of a patent shall not be taken into account for the

purpose of determining the protection conferred by the patent.



SCP/4/3
Annex, page 44

Article 22

Term of Patents

Alternative A

Note: No article on the term of patents.

Alternative B

(1)  [Minimum Duration of Protection]  The term of a patent shall be at least 20

years.

(2)  [Starting Date of Term]  (a)  The starting date of the term of a patent shall be the

filing date of the application on which the patent is granted, whether or not the application

claims the priority of another application.

  (b)  Notwithstanding subparagraph (a), where an application (“the subsequent

application”) invokes one or more earlier applications without claiming the priority of any of

those earlier applications, the starting date of the term of the patent granted on the subsequent

application shall be the filing date of the earliest-filed application invoked in the subsequent

application.
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Article 23

Enforcement of Rights

(1)  [Enforcement Based on Patents]  The owner of the patent shall have at least the

right

   (i)  to obtain an injunction to restrain the performance or the likely performance, by

any person without his authorization, of any of the acts referred to in Article 19(1), (2) and

(4);

  (ii)  to obtain damages, adequate under the circumstances, from any person who,

without his authorization, performed any of the acts referred to in Article 19(1), (2) and (4),

where the said person was or should have been aware of the patent.

(2)  [Enforcement Based on Published Applications]  (a)  The applicant shall at least

have the right to obtain reasonable compensation from any person who, without his

authorization, performed any of the acts referred to in Article 19(1), (2) and (4) in relation to

any invention, claimed in the published application, as if a patent had been granted for that

invention, provided that the said person, at the time of the performance of the act, had

   (i)  actual knowledge that the invention that he was using was the subject matter of

a published application, or

  (ii)  received written notice that the invention that he was using was the subject

matter of a published application, such application being identified in the said notice by its

serial number.
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[Article 23(2), continued]

   (b)  Any Contracting Party may provide that, with respect to the compensation

referred to in subparagraph (a), an action may not be initiated or a decision may not be made

until after the grant of a patent on the published application, provided that, if an action may be

initiated only after the grant of the patent, the owner of the patent shall have reasonable time

to initiate such action.

   (c)  For the purposes of subparagraphs (a) and (b), the extent of the protection shall

be determined by the claims as appearing in the published application.  However, if the claims

are amended after the initial publication of the application, the extent of the protection shall

be determined by the amended claims in respect of the period following their publication.

Furthermore, if the claims of the patent as granted or as changed after its grant have a

narrower scope than the claims in the application, the extent of the protection shall be

determined by the claims with the narrower scope.
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Article 24

Reversal of Burden of Proof

Alternative A

Note:  No article on the reversal of the burden of proof.

Alternative B

(1)  [Conditions for the Reversal of the Burden of Proof]  (a)  For the purposes of

proceedings, other than criminal proceedings, in respect of the violation of the rights of the

owner of the patent referred to in Article 19(2), where the subject matter of the patent is a

process for obtaining a product, the burden of establishing that a product was not made by the

process shall be on the alleged infringer if either of the following conditions is fulfilled:

     (i)  the product is new, or

   (ii)  a substantial likelihood exists that the product was made by the process

and the owner of the patent has been unable through reasonable efforts to determine the

process actually used.

   (b)  Any Contracting Party shall be free to provide that the burden of proof

indicated in subparagraph (a) shall be on the alleged infringer only if the condition referred to

in subparagraph (a)(i) is fulfilled or only if the condition referred to in subparagraph (a)(ii) is

fulfilled, provided that, at the time of depositing its instrument of ratification of or accession

to this Treaty, it so notifies the Director General.
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[Article 24, Alternative B, continued]

(2)  [Manufacturing and Business Secrets]  In requiring the production of evidence,

the authority before which the proceedings referred to in paragraph (1) take place shall take

into account the legitimate interests of the alleged infringer in not disclosing his

manufacturing and business secrets.
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Article 25

Obligations of the Right Holder

Alternative A

Note: No article on obligations of the right holder.

Alternative B

(1) The owner of a patent shall have at least the following obligations in addition

to any other provided for in this Treaty:

   (i)  to disclose the invention in a manner sufficiently clear and complete for the

invention to be carried out by a person skilled in the art;  the description shall set forth at least

one mode for carrying out the invention claimed;  this shall be done in terms of examples,

where appropriate, and with reference to the drawings, if any;  however, any Contracting

Party may provide that the description set forth the best mode for carrying out the invention

known to the inventor at the filing date or, where priority is claimed, priority date of the

application;

  (ii)  to provide such information and supporting documents in his possession as is

requested by the competent Office concerning corresponding foreign applications and grants;

 (iii)  to work the patented invention in the territory of the Contracting State for

which it is granted within the time limits as provided  by national law;
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[Article 25(1), Alternative B, continued]

  (iv)  to pay, or cause to be paid, such fees as prescribed by national law in relation

to the application and the maintenance of the patent granted on it;

   (v)  in respect of license contracts and contracts assigning patents, to refrain from

engaging in abusive, restrictive or anticompetitive practices adversely affecting the transfer of

technology.

(2) The applicant or holder of a patent shall comply with any other obligations

established in the national law of the State in which the patent was granted in connection with

the acquisition and the exercise of the rights conferred by the patent and with the exploitation

of the patented invention.
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Article 26

Remedial Measures Under National Legislation

Alternative A

Note:  No article on remedial measures under national legislation.

Alternative B

(1)  Any Contracting State is free to provide appropriate measures to ensure compliance

with the obligations referred to in the Article entitled “Obligations of the Right Holder,” and

for measures to remedy non-compliance with such obligations, including the grant of non-

voluntary licenses and the revocation or forfeiture of the patent.

(2)  A non-voluntary license under paragraph (1) shall be refused if the owner of the

patent proves, to the satisfaction of the national authorities competent to grant non-voluntary

licenses, that there are circumstances which justify the non-working or insufficient working of

the patented invention.

(3)  Any Contracting State is free to provide, at any time, on grounds of public interest,

national security, nutrition, health, or the development of other vital sectors of national

economy, for the grant of non-voluntary licenses or for the exploitation of the patented

invention by the government of that country or by third persons authorized by it.
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Article 27

Assembly

(1)  [Composition]  (a)  The Union shall have an Assembly consisting of the

Contracting Parties.

   (b)  Each Contracting Party shall be represented by one delegate, who may be

assisted by alternate delegates, advisors and experts.

   (c)  The Union shall not bear the expenses of the participation of any delegation in

any session of the Assembly.

(2)  [Tasks]  (a)  The Assembly shall:

      (i)  deal with all matters concerning the maintenance and development of the

Union and the implementation of this Treaty;

     (ii)  modify, where it considers it desirable, any time limit provided for in Articles

3 to 26 of this Treaty and make any consequential amendments necessitated by any such

modification;  the adoption of any such modification shall require unanimous consent;

    (iii)  adopt, where it considers it desirable, guidelines for the implementation of

provisions of this Treaty or the Regulations under this Treaty;

     (iv)  exercise such rights and perform such tasks as are specifically conferred

upon it or assigned to it under this Treaty;
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[Article 27(2)(a), continued]

 (v)  give directions to the Director General concerning the preparations for any

conference referred to in Article 31 or Article 32 and decide the convocation of any such

conference;

     (vi)  review and approve the reports and activities of the Director General

concerning the Union, and give him all necessary instructions concerning matters within the

competence of the Union;

    (vii)  establish such committees and working groups as it deems appropriate to

achieve the objectives of the Union;

   (viii)  determine which States and intergovernmental organizations, other than

Contracting Parties, and which non-governmental organizations shall be admitted to its

meetings as observers;

     (ix)  take any other appropriate action designed to further the objectives of the

Union and perform such other functions as are appropriate under this Treaty.

   (b)  With respect to matters which are of interest also to other Unions administered

by the Organization, the Assembly shall make its decisions after having heard the advice of

the Coordination Committee of the Organization.

(3)  [Representation]  A delegate may represent one Contracting Party only.
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[Article 27, continued]

(4)  [Voting]  (a)  Subject to subparagraph (e), each Contracting Party that is a State

shall have one vote and shall vote only in its own name.

   (b)  Any intergovernmental organization referred to in Article 33(1)(ii) that is a

Contracting Party may exercise the right to vote of its member States that are Contracting

Parties, [whether] present [or absent] at the time of voting.  The intergovernmental

organization may not, in a given vote, exercise the right to vote if any of its member States

participates in the vote or expressly abstains.

   (c)  Provided that all its member States that are Contracting Parties have notified

the Director General that their right to vote may be exercised by it, any intergovernmental

organization referred to in Article 33(1)(iii) that is a Contracting Party may so exercise the

right to vote of its member States that are Contracting Parties, [whether] present [or absent] at

the time of voting.  The intergovernmental organization may not, in a given vote, exercise the

right to vote of any of its member States if any of them participates in the vote or expressly

abstains.

   (d)  The right to vote of a State that is a Contracting Party may not, in a given vote,

be exercised by more than one intergovernmental organization.

   (e)  No Contracting Party shall have the right to vote on questions concerning

matters in respect of which it has made a declaration under Article 35.
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[Article 27, continued]

(5)  [Quorum]  (a)  One-half of the Contracting Parties that have the right to vote

shall constitute a quorum, provided that, for the purposes of determining whether there is a

quorum in respect of any question concerning any matter on which a declaration under Article

35 has been made, any Contracting Party not having the right to vote on that question shall

not be counted.

   (b)  In the absence of the quorum, the Assembly may make decisions but, with the

exception of decisions concerning its own procedure, all such decisions shall take effect only

if the quorum and the required majority are attained through voting by correspondence.

(6)  [Majorities]  (a)  Subject to paragraphs (2)(a)(ii) and (9)(b) of this Article and to

Articles 29(2) and (3) and 30(4), the decisions of the Assembly shall require a majority of the

votes cast.

   (b)  Abstentions shall not be considered as votes.

(7)  [Sessions]  (a)  The Assembly shall meet once in every second calendar year in

ordinary session upon convocation by the Director General and, in the absence of exceptional

circumstances, during the same period and at the same place as the General Assembly of the

Organization.

   (b)  The Assembly shall meet in extraordinary session upon convocation by the

Director General, either at the request of one-fourth of the Contracting Parties or on the

Director General’s own initiative.
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[Article 27, continued]

(8)  [Rules of Procedure]  The Assembly shall adopt its own rules of procedure.

(9)  [Guidelines]  (a)  In the case of conflict between the guidelines referred to in

paragraph (2)(a)(iii) and the provisions of this Treaty or the Regulations, the latter shall

prevail.

   (b)  The adoption by the Assembly of the said guidelines shall require three-fourths

of the votes cast.
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Article 28

International Bureau

(1)  [Tasks]  The International Bureau of the Organization shall:

   (i)  perform the administrative tasks concerning the Union, as well as any tasks

specifically assigned to it by the Assembly;

  (ii)  provide the secretariat of the conferences referred to in Articles 31 and 32, of

the Assembly, of the committees and working groups established by the Assembly, and of any

other meeting convened by the Director General under the aegis of the Union.

(2)  [Director General]  The Director General shall be the chief executive of the

Union and shall represent the Union.

(3)  [Meetings Other than Sessions of the Assembly]  The Director General shall

convene any committee and working group established by the Assembly and all other

meetings dealing with matters of concern to the Union.

(4)  [Role of the International Bureau in the Assembly and Other Meetings]  (a)  The

Director General and any staff member designated by him shall participate, without the right

to vote, in all meetings of the Assembly, the committees and working groups established by

the Assembly, and any other meetings convened by the Director General under the aegis of

the Union.
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[Article 28(4), continued]

   (b)  The Director General or a staff member designated by him shall be ex officio

secretary of the Assembly, and of the committees, working groups and other meetings

referred to in subparagraph (a).

(5)  [Conferences]  (a)  The Director General shall, in accordance with the directions

of the Assembly, make the preparations for any conference referred to in Article 31 or Article

32.

   (b)  The Director General may consult with intergovernmental and international

and national non-governmental organizations concerning the said preparations.

   (c)  The Director General and staff members designated by him shall take part,

without the right to vote, in the discussions at any conference referred to in subparagraph (a).

   (d)  The Director General or a staff member designated by him shall be ex officio

secretary of any conference referred to in subparagraph (a).



SCP/4/3
Annex, page 59

Article 29

Regulations

(1)  [Content]  The Regulations annexed to this Treaty provide rules concerning

   (i)  matters which this Treaty expressly provides are to be “prescribed”;

  (ii)  any details useful in the implementation of the provisions of this Treaty;

 (iii)  any administrative requirements, matters or procedures.

(2)  [Amending the Regulations]  (a)  The Assembly may amend the Regulations

and shall determine the conditions for the entry into force of each amendment.

   (b)  Subject to paragraph (3), any amendment of the Regulations shall require

three-fourths of the votes cast.
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[Article 29, continued]

(3)  [Requirement of Unanimity]  (a)  The Regulations may specify rules which may

be amended only by unanimous consent.

   (b)  Exclusion, for the future, of any rule designated as requiring unanimous

consent for amendment from such requirement shall require unanimous consent.

   (c)  Inclusion, for the future, of the requirement of unanimous consent for the

amendment of any rule shall require unanimous consent.

(4)  [Conflict Between the Treaty and the Regulations]  In the case of conflict

between the provisions of this Treaty and those of the Regulations, the former shall prevail.
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Article 30

Settlement of Disputes

(1)  [Consultations]  (a)  Where any dispute arises concerning the interpretation or

implementation of this Treaty, a Contracting Party may bring the matter to the attention of

another Contracting Party and request the latter to enter into consultations with it.

   (b)  The Contracting Party so requested shall provide, within the prescribed time

limit, an adequate opportunity for the requested consultations.

   (c)  The Contracting Parties engaged in consultations shall attempt to reach, within

a reasonable period of time, a mutually satisfactory solution of the dispute.

(2)  [Other Means of Settlement]  If a mutually satisfactory solution is not reached

within a reasonable period of time through the consultations referred to in paragraph (1), the

parties to the dispute may agree to resort to other means designed to lead to an amicable

settlement of their dispute, such as good offices, conciliation, mediation and arbitration.
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[Article 30, continued]

(3)  [Panel]  (a)  The Assembly shall adopt rules for the establishment of a body of

experts, any candidate having to be presented by a Contracting Party.  It shall adopt rules

concerning the manner of selecting the members of each panel, each panel having three

members, none of which shall, unless the parties to the dispute agree otherwise, be from either

party to the dispute.  The Assembly shall also adopt rules for the conduct of the panel

proceedings, including provisions to safeguard the confidentiality of the proceedings and of

any material designated as confidential by any participant in the proceedings.  Each panel

shall give full opportunity to the parties to the dispute and any other interested Contracting

Parties to present to it their views.

   (b)  If the dispute is not satisfactorily settled through the consultations referred to in

paragraph (1), or if the means referred to in paragraph (2) are not resorted to, or do not lead to

an amicable settlement within a reasonable period of time, the Director General, at the written

request of either of the parties to the dispute, shall appoint members of a panel to examine the

matter.

   (c)  The terms of reference of the panel shall be agreed upon by the parties to the

dispute.  However, if such agreement is not achieved within the prescribed time limit, the

Director General shall set the terms of reference of the panel after having consulted the parties

to the dispute and the members of the panel.
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[Article 30(3), continued]

   (d)  If both parties to the dispute so request, the panel shall stop its proceedings.

   (e)  Unless the parties to the dispute reach an agreement between themselves prior

to the panel’s concluding its proceedings, the panel shall promptly prepare the draft of a

written report containing a statement of the facts of the case and containing recommendations

for the resolution of the dispute and provide it to the parties to the dispute for their review.

The parties to the dispute shall have a reasonable period of time, the length of which shall be

fixed by the panel, to submit any comments on the report to the panel, unless they agree to a

longer time in their attempts to reach a mutually satisfactory resolution to their dispute.

   (f)  The panel shall take into account the comments and shall promptly transmit its

final report to the Assembly, which report shall be accompanied by the written comments, if

any, of the parties to the dispute.

(4)  [Recommendation by the Assembly]  The Assembly shall give the report of the

panel prompt consideration.  The Assembly shall make recommendations to the parties to the

dispute, based upon its interpretation of this Treaty and the report of the panel.  Any

recommendation by the Assembly shall require consensus among the members of the

Assembly other than the parties to the dispute.
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Article 31

Revision of the Treaty

This Treaty may be revised by a conference of the Contracting Parties.
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Article 32

Protocols

For the purposes of further developing the harmonization of patent law, protocols

may be adopted by a conference of the Contracting Parties, provided that the provisions of

any such protocol shall not contravene the provisions of this Treaty.  Only Contracting Parties

may become party to any such protocol.
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Article 33

Becoming Party to the Treaty

(1)  [Eligibility]  The following may become party to this Treaty:

   (i)  any State which is a party to the Paris Convention for the Protection of

Industrial Property and in respect of which patents may be obtained either through the State’s

own Office or through the Office of another Contracting Party;

  (ii)  any intergovernmental organization which is competent in matters governed by

this Treaty and which has established, on such matters, norms that are binding on all its

member States, provided that all those States are party to the Paris Convention for the

Protection of Industrial Property;

 (iii)  any intergovernmental organization which maintains an Office granting patents

with effect in more than one State, provided that all of its member States are party to the Paris

Convention for the Protection of Industrial Property.

(2)  [Signature;  Deposit of Instrument]  To become party to this Treaty, the State or

the intergovernmental organization shall:

   (i)  sign this Treaty and deposit an instrument of ratification, or

  (ii)  deposit an instrument of accession.
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[Article 33, continued]

(3)  [Condition as to Effect of Instrument]  (a)  Any instrument of ratification or

accession (hereinafter referred to as “instrument”) may be accompanied by a declaration

making it a condition to its being considered as deposited that the instrument of one State or

one intergovernmental organization, or the instruments of two States, or the instruments of

one State and one intergovernmental organization, specified by name and eligible to become

party to this Treaty according to paragraph (1)(i) or (iii), is or are also deposited.  The

instrument containing such a declaration shall be considered to have been deposited on the

day on which the condition indicated in the declaration is fulfilled.  However, when the

deposit of an instrument specified in the declaration is, itself, accompanied by a declaration of

the said kind, that instrument shall be considered as deposited on the day on which the

condition specified in the latter declaration is fulfilled.

   (b)  Any declaration made under paragraph (a) may be withdrawn, in its entirety or

in part, at any time.  Any such withdrawal shall become effective on the date on which the

notification of withdrawal is received by the Director General.
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Article 34

Effective Date of Ratifications and Accessions

(1)  [Entry Into Force of the Treaty]  This Treaty shall enter into force three months

after eight States or intergovernmental organizations have deposited their instruments of

ratification or accession.

(2)  [Ratifications and Accessions Subsequent to the Entry Into Force of the Treaty]

Any State or intergovernmental organization not covered by paragraph (1) shall become

bound by this Treaty three months after the date on which it has deposited its instrument of

ratification or accession, unless a later date has been indicated in the instrument.  In the latter

case, the said State or intergovernmental organization shall become bound by this Treaty on

the date thus indicated.
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Article 35

Reservations

Alternative A

Note: No article on reservations.

Alternative B

(1)  [Possibility of Making Reservations]  (a)  Any instrument of ratification of, or

accession to, this Treaty that is deposited not later than the end of the eighth calendar year

after the year in which this Treaty has been adopted may be accompanied by a declaration

making reservations to this Treaty as provided for in paragraphs (2) to (5).

   (b)  No reservations to this Treaty other than the reservations allowed under

paragraphs (2) to (5) are permitted.

(2)  [Fields of Technology]  (a)  Any State or intergovernmental organization may

declare that, notwithstanding the provisions of Article 10, patents will not be granted by the

competent Office in the fields of technology specified in its declaration, provided that such a

declaration may only specify those fields of technology which, at the time of making the

declaration, are fields for which that State or intergovernmental organization provides for the

exclusion of the grant of patents.
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[Article 35(2), Alternative B, continued]

   (b)  Any declaration made under subparagraph (a) by a developing country or by an

intergovernmental organization all the members of which are developing countries shall lose

its effect at the end of the fifteenth calendar year after the year in which this Treaty has been

adopted.  Any declaration made under subparagraph (a) by any other State or

intergovernmental organization shall lose its effect at the end of the tenth calendar year after

the year in which this Treaty has been adopted.

(3)  [Certain Rights Conferred by Process Patents]  (a) Any State which is a

developing country or any intergovernmental organization all the members of which are

developing countries and which, at the time of making the declaration, does not provide for

the right referred to in Article 19(2)(ii) may declare that it will not apply that provision.

   (b)  Any declaration made under subparagraph (a) shall lose its effect at the end of

the fifteenth calendar year after the year in which the Treaty has been adopted.

(4)  [Term of Patent]  (a)  Any State or intergovernmental organization which, at the

time of making the declaration, provides for a term of the patent other than that referred to in

Article 22 may declare that it will not apply that provision.
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[Article 35(4), Alternative B, continued]

   (b)  Any declaration made under subparagraph (a) by a developing country or by an

intergovernmental organization all the members of which are developing countries shall lose

its effect at the end of the fifteenth calendar year after the year in which the Treaty has been

adopted.  Any declaration made under subparagraph (a) by any other State or

intergovernmental organization shall lose its effect at the end of the tenth calendar year after

the year in which the Treaty has been adopted.

(5)  [Reversal of Burden of Proof]  (a)  Any State which is a developing country or

any intergovernmental organization all the members of which are developing countries and

which, at the time of making the declaration, does not provide for the reversal of the burden of

proof referred to in Article 24 may declare that it will not apply that provision.

   (b)  Any declaration made under subparagraph (a) shall lose its effect at the end of

the fifteenth calendar year after the year in which the Treaty has been adopted.
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Article 36

Special Notifications

(1)  [States]  (a)  Any State in respect of which patents may be obtained only through

the Office of another Contracting Party shall notify this fact and shall identify such

Contracting Party.

   (b)  Any change in the fact notified by a State under subparagraph (a) shall be

promptly notified by such State.

(2)  [Intergovernmental Organizations Referred to in Article 33(1)(ii)]  (a)  Any

intergovernmental organization referred to in Article 33(1)(ii) shall notify the list of its

member States and, if its norms deal with only some of the matters covered by Articles 3 to

26, shall notify this fact and shall, among the provisions of the said Articles, identify those

provisions with which its norms deal.  The other provisions of the said Articles shall not bind

the intergovernmental organization.

   (b)  If the norms of any intergovernmental organization referred to in subparagraph

(a) later deal with any matter covered by Articles 3 to 26 concerning which the

intergovernmental organization has not made a notification under subparagraph (a), the

intergovernmental organization shall be bound by the corresponding provisions of this Treaty

and shall promptly notify the relevant changes in its norms.
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[Article 36, continued]

(3)  [Intergovernmental Organizations Referred to in Article 33(1)(iii)]  (a)  Any

intergovernmental organization referred to in Article 33(1)(iii) shall notify the list of its

member States and, if its norms do not deal with any of the matters covered by Articles 19 to

26, shall notify this fact and shall, among the provisions of the said Articles, identify those

provisions with which its norms do not deal.  The latter provisions shall not bind the

intergovernmental organization.

   (b)  If the norms of any intergovernmental organization referred to in subparagraph

(a) later deal with any matter concerning which the intergovernmental organization has made

a notification under subparagraph (a), the intergovernmental organization shall be bound by

the corresponding provisions of this Treaty and shall promptly notify the relevant changes in

its norms.

(4)  [Time of Notification]  (a)  Any notification under paragraphs (1)(a), (2)(a) or

(3)(a) shall accompany the instrument of ratification or accession.

   (b)  Any change under paragraphs (1)(b), (2)(b) or (3)(b) shall be notified promptly

in a declaration addressed to the Director General.
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Article 37

Denunciation of the Treaty

(1)  [Notification]  Any Contracting Party may denounce this Treaty by notification

addressed to the Director General.

(2)  [Effective Date]  Denunciation shall take effect one year from the date on which

the Director General has received the notification.  It shall not affect the application of this

Treaty to any application pending or any patent in force in respect of the denouncing

Contracting Party at the time of the expiration of the said one-year period.
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Article 38

Languages of the Treaty;  Signature

(1)  [Original Texts;  Official Texts]  (a)  This Treaty shall be signed in a single

original in the English, Arabic, Chinese, French, Russian and Spanish languages, all texts

being equally authentic.

(b)  Official texts shall be established by the Director General, after

consultation with the interested Governments, in such other languages as the Assembly may

designate.

(2)  [Time Limit for Signature]  This Treaty shall remain open for signature at the

headquarters of the Organization for one year after its adoption.
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Article 39

Depositary

The Director General shall be the depositary of this Treaty.
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DRAFT REGULATIONS
UNDER THE TREATY SUPPLEMENTING THE PARIS CONVENTION FOR THE

PROTECTION OF INDUSTRIAL PROPERTY AS FAR AS PATENTS ARE
CONCERNED

(PATENT LAW TREATY)
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Rule 7:   Details Concerning the Filing Date Requirements
            (ad Article 8)
Rule 8:   Announcement in the Gazette of the Publication

  of an Application (ad Article 15(1))
Rule 9:   Announcement in the Gazette of the Publication

  of a Change in a Patent (ad Article 17(5))
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  of a Patent (ad Article 18(1)(b))
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Rule 12:  Requirement of Unanimity for Amending
            Certain Rules (ad Article 29(3))
Rule 13:  Settlement of Disputes (ad Article 30)
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Rule 1

Definitions
(ad Article 2)

(1)  [“Treaty”;  “Article”]  (a)  In these Regulations, the word “Treaty” means the

Treaty Supplementing the Paris Convention for the Protection of Industrial Property as far as

Patents Are Concerned (Patent Law Treaty).

   (b)  In these Regulations, the word “Article” refers to the specified Article of the

Treaty.

(2)  [Expressions Defined in the Treaty]  The expressions defined in Article 2 for the

purposes of the Treaty shall have the same meaning for the purposes of these Regulations.
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[Rule 1, continued]

(3)  [Means of Publication]  For the purposes of Article 2(viii), an application, a search

report, a patent or any change in a patent shall be deemed to be “accessible to the public” if

any person so wishing, against payment or free of charge, can

   (i)  obtain from the Office paper copies of the application, the search report, the patent

or the document reflecting the change,

  (ii)  inspect, at the Office, the application, the search report, the patent or the document

reflecting the change and, on request, obtain from the Office paper copies thereof, or

 (iii)  take cognizance, by means of electronic communication, of the application, the

search report, the patent or the change and make, if he so wishes, paper copies thereof.
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Rule 2

Contents and Order of Description
(ad Article 3(2))

(1)  [Contents of Description]  The description shall, after stating the title of the

invention,

   (i)  specify the technical field or fields to which the invention relates;

  (ii)  indicate the background art which, as far as known to the applicant, can be

regarded as useful for the understanding, searching and examination of the invention, and,

preferably, cite the documents reflecting such background art;

 (iii)  describe the invention, as claimed, in such terms that the technical problem

(even if not expressly stated as such) and its solution can be understood, and state the

advantageous effects, if any, of the invention with reference to the background art;

  (iv)  where a deposit of biologically reproducible material is required under Article

3(1)(b), indicate the fact that the deposit has been made and identify at least the name and

address of the depositary institution, the date of the deposit and the accession number given to

the deposit by that institution, as well as describe, to the extent possible, the nature and the

characteristics of such material, relevant to the requirement of disclosure of the invention;
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[Rule 2(1), continued]

   (v)  briefly describe the figures in the drawings, if any;

  (vi)  set forth at least one mode for carrying out the invention claimed;  this shall be

done in terms of examples, where appropriate, and with reference to the drawings, if any;

however, any Contracting Party may provide that the description set forth the best mode for

carrying out the invention known to the inventor at the filing date or, where priority is

claimed, priority date of the application;

 (vii)  indicate explicitly, when it is not otherwise obvious from the description or

nature of the invention, the way or ways in which the invention satisfies the requirement of

being useful or industrially applicable.

Alternative A Alternative B

       (2)  [Manner and Order of        (2)  [Manner and Order of

Presentation of Contents]  (a)  The Presentation of Contents]  The

contents of the description shall be contents of the description shall be

presented in the order specified in presented in the manner and order

paragraph (1), unless, because of specified in paragraph (1), unless,

the nature of the invention, a because of the nature of the

different order would afford a invention, a different manner or a

better understanding or a more different order would afford a better

economical presentation. understanding or a more economical

presentation.
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[Rule 2(2), Alternative A, continued]

   (b)  Any Contracting Party may

accept a description which does not contain

the matters specified in paragraph (1)(i),

(ii) and (v), or which contains, in

lieu of the matter specified in

paragraph (1)(iii), a description of the

invention in any terms that satisfy the

requirement of a disclosure of the

invention in a manner sufficiently

clear and complete for the invention

to be carried out by a person skilled

in the art.

(3)  [Nucleotides and Amino Acid Sequences]  Any Contracting Party may, where

the application contains disclosure of a nucleotide or amino acid sequence, provide for special

requirements concerning the place, mode and format of such disclosure.
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Rule 3

Manner of Claiming
(ad Article 4(5))

(1)  [Consecutive Numbering]  Where the application contains several claims, they

shall be numbered consecutively in arabic numerals.

(2)  [Method of Definition of Invention]  The definition of the matter for which

protection is sought shall be in terms of the technical features of the invention.

(3)  [Form of Claim]  Claims shall be written either

   (i)  in two parts, the first part consisting of a statement indicating those technical

features of the invention which are necessary in connection with the definition of the claimed

subject matter and which, in combination, appear to be part of the prior art, the second part

(“the characterizing portion”), introduced by the words “characterized in that,” “characterized

by,” “wherein the improvement comprises,” or other words to the same effect, consisting of a

statement indicating those technical features which, in combination with the features stated in

the first part, define the matter for which protection is sought;  or

  (ii)  in a single statement containing a recitation of a combination of several

elements or steps, or a single element or step, which defines the matter for which protection is

sought.
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[Rule 3, continued]

(4)  [References in the Claims to the Description and Drawings]  (a)  No claim may

contain, in respect of the technical features of the invention, a reference to the description or

any drawings, for example, such references as:  “as described in part ... of the description,” or

“as illustrated in figure ... of the drawings,” unless such a reference is necessary for the

understanding of the claim or enhances the clarity or the conciseness of the claim.

   (b)  No claim may contain any drawing or graph.  Any claim may contain tables

and chemical or mathematical formulas.

   (c)  Where the application contains a drawing, the mention of any technical feature

in a claim may, if the intelligibility of that claim can thereby be enhanced, include a reference

sign to that drawing or to the applicable part of that drawing;  such a reference sign shall be

placed between square brackets or parentheses;  it shall not be construed as limiting the claim.

(5)  [Dependent and Multiple Dependent Claims]  (a)  Any claim which includes all

the features of another claim of the same category or several other claims of the same

category (hereinafter referred to as “dependent claim” and “multiple dependent claim,”

respectively) shall, preferably in the beginning, refer to the other claim or the other claims, as

the case may be, by indicating the number of the other claim or the numbers of the other

claims and shall then state those features claimed that are additional to the features claimed in

the other claim or the other claims.
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[Rule 3(5), continued]

   (b)  A dependent claim may depend on another dependent claim or on a multiple

dependent claim.  A multiple dependent claim may depend on a dependent claim or another

multiple dependent claim.  Multiple dependent claims may refer in the alternative or in the

cumulative to the claims on which they depend.

   (c)  All dependent claims referring back to the same claim, and all multiple

dependent claims referring back to the same claims, shall be grouped together in the most

practical way possible.
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Rule 4

Details Concerning the Requirement
of Unity of Invention

(ad Article 5(1))

(1)  [Circumstances in Which the Requirement of Unity of Invention Is to Be

Considered Fulfilled]  Where a group of inventions is claimed, the requirement of unity of

invention shall be fulfilled only when there is a technical relationship among those inventions

involving one or more of the same or corresponding special technical features.  The

expression “special technical features” shall mean those technical features that define a

contribution which each of those inventions, considered as a whole, makes over the prior art.

(2)  [Determination of Unity of Invention Not Affected by Manner of Claiming]  The

determination whether a group of inventions is so linked as to form a single general inventive

concept shall be made without regard to whether the inventions are claimed in separate claims

or as alternatives within a single claim.
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Rule 5

Divisional Applications
(ad Article 5(1))

(1) [Time Limit]  (a)  The applicant may file one or more divisional applications at

any time up to at least the time when the initial application is in order for grant.

   (b)  Notwithstanding subparagraph (a), any Contracting Party which establishes a

time limit for compliance by the applicant with all requirements for the grant of a patent may

provide that no divisional application may be filed during the six months preceding the

expiration of that time limit.

(2)  [Priority Documents]  Priority documents and any translations thereof that are

submitted to the Office in respect of the initial application shall be considered as having been

submitted also in respect of the divisional application or applications.
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Rule 6

Manner of Identification and Mention of Inventor
(ad Article 6)

(1) [Manner of Identification and Mention]  (a)  The identification of the inventor

referred to in Article 6(1)(a) shall consist of the indication of the inventor’s name and address.

   (b)  The mention of the inventor referred to in Article 6(2) shall consist of at least

the indication of the inventor’s name.

(2) [Procedure in Case of Non-Compliance with Requirements]  (a)  If the

application and the documents accompanying it do not comply with the requirements

provided for under Article 6(1)(a) and, where applicable, Article 6(3), the Office shall invite

the applicant to comply with the said requirements within a reasonable time limit.

   (b)  The application may not be rejected for failure to comply with the said

requirements where such an invitation has not been extended to the applicant.

(3) [Corrections]  The applicant may correct, at any time, the identification of the

inventor given in accordance with Article 6(1)(a).  Any Contracting Party may require the

consent of any previously identified inventor before accepting such a correction.
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Rule 7

Details Concerning the Filing Date Requirements
(ad Article 8)

(1)  [Time Limits]  (a)  The time limit referred to in Article 8(2)(a) shall be at least

two months from the date on which the elements referred to in Article 8(1) have been

received by the Office.

   (b)  The time limit referred to in Article 8(4) shall be at least two months from the

date on which the application containing the reference to the previously filed application has

been received by the Office.

   (c)  The time limit referred to in Article 8(5)(b) shall be at least two months from

the date on which the item requiring translation has been received by the Office.

(2)  [Procedure in Case of Non-Compliance with Requirements]  If the application

does not, at the time of its receipt by the Office, comply with any of the requirements of

Article 8(1) or the applicable requirements, if any, of Article 8(2)(a), Article 8(4) or Article

8(5)(b) that the application must satisfy either on receipt or within the time limit applicable

under paragraph (1), the Office shall promptly invite the applicant to comply with such

requirement within a time limit fixed in the invitation, which time limit shall be at least one

month from the date of the invitation or, where the non-compliance relates to a matter for

which a time limit for compliance is established by paragraph (1), the time limit referred to in

paragraph (1), whichever expires later.  Compliance with the invitation may be subject to the

payment of a special fee.  Failure to send an invitation shall not alter the said requirements.
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[Rule 7, continued]

(3)  [Filing Date in Case of Correction]  If, within the time limit fixed in the

invitation referred to in paragraph (2), the applicant complies with the invitation and pays the

required special fee, if any, the filing date shall be the date on which the elements referred to

in Article 8(1) have been received by the Office.  Otherwise, the application shall be treated

as if it had not been filed.

(4)  [Date of Receipt]  Each Contracting Party shall be free to determine the

circumstances in which the receipt of a document by a branch or sub-office of an Office, by a

national Office on behalf of an intergovernmental organization having the power to grant

regional patents, or by an official postal service, shall be deemed to constitute receipt of the

document by the Office concerned.

(5) [Correction of Translations]  Any translation of the parts of the application, or

of the text matter, referred to in Article 8(5)(b) and (c) may be corrected at any time up to the

time when the application is in order for grant in order to conform to the wording of those

parts or that text matter furnished in a language other than the official language.
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Rule 8

Announcement in the Gazette of the
Publication of an Application

 (ad Article 15(1))

The publication of an application shall be announced in the official gazette with an

indication of at least the following data:

    (i)  the name of the applicant,

   (ii)  the title of the invention,

  (iii)  the filing date and the serial number of the application,

   (iv)  where priority is claimed, the filing date and the serial number of the

application the priority of which is claimed and the name of the Office with which that

application was filed,

    (v)  if available, the symbols of the International Patent Classification.
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Rule 9

Announcement in the Gazette of the
Publication of a Change in a Patent

(ad Article 17(5))

The publication of a change in a patent shall be announced in the official gazette with

an indication of at least the following data:

    (i)  the name of the owner of the patent,

   (ii)  the serial number of the patent,

  (iii)  the date of the change,

   (iv)  the nature of the change.
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Rule 10

Announcement in the Gazette of the
Grant of a Patent

(ad Article 18(1)(b))

The grant of a patent shall be announced in the official gazette with an indication of

at least the following data:

   (i)  the name of the owner of the patent,

  (ii)  the title of the invention,

 (iii)  the filing date and the serial number of the application,

  (iv)  where priority is claimed, the filing date and the serial number of the

application the priority of which is claimed and the name of the Office with which that

application was filed,

   (v)  the serial number of the patent,

  (vi)  if available, the symbols of the International Patent Classification.
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Rule 11

Absence of Quorum in the Assembly
(ad Article 27)

In the case provided for in Article 27(5)(b), the International Bureau shall

communicate the decisions of the Assembly (other than those concerning the Assembly’s own

procedure) to the Contracting Parties having the right to vote which were not represented and

shall invite them to express in writing their vote or abstention within a period of three months

from the date of the communication.  If, at the expiration of that period, the number of

Contracting Parties having thus expressed their vote or abstentions attains the number of

Contracting Parties which was lacking for attaining the quorum in the session itself, such

decisions shall take effect provided that at the same time the required majority still obtains.
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Rule 12

Requirement of Unanimity for Amending Certain Rules
(ad Article 29(3))

Amendment of Rule 2(1)(vi) or Rule 3(3) of these Regulations shall require that no

Contracting Party having the right to vote in the Assembly vote against the proposed

amendment.



SCP/4/3
Annex, page 96

Rule 13

Settlement of Disputes
(ad Article 30)

(1)  [Time Limit for Consultations]  The time limit referred to in Article 30(1)(b)

shall be two months from the date of the request to enter into consultations.

(2)  [Time Limit for Reaching Agreement on the Terms of Reference of the Panel]

The time limit referred to in Article 30(3)(c) shall be three months from the date on which the

Director General appointed the members of the panel.

[End of Annex and of document]
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