


Criteria for Patentability

2



3

Patentability Criteria

§ Unity of invention

§ Patent eligibility

§ Novelty

§ Inventive step (Non-obviousness)

§ Industrial applicability (Utility)

§ Sufficiency of disclosure

§ Prohibition of double patenting

v Substantive Examination

v Formality Examination
§ Documents required

§ Procedural requirements
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Patentable Subject Matter

v Invention must have a technical character

v Exclusions from Patentable Subject Matter

§ Discoveries, mathematical theories

§ Aesthetic creations

§ Playing games, software, methods of doing business

§ Surgery, therapeutic and diagnostic methods

§ Inventions contrary to morality

§ Plant or animal varieties

v Regional offices have differences in the extent 
of exclusions
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Novelty

v Novelty: an invention should not form a part of the prior art.

v Prior art: any knowledge made available to the public before 
the filing date of the relevant patent application

• “the invention is anticipated from the prior art”
→  means not novel

PCT EPC 35 USC JPA KPA

Art 33(2) Art 54(1) §102(a) Art 29(1) Art 29(1)
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Inventive Step

v Inventive Step: An invention involves an inventive step, If 
the invention is not obvious to a skilled person in the art 
having regard to the state of the art.

v Person skilled in the art should be presumed to be a 
skilled practitioner in the relevant field of technology, who 
possesses average knowledge and ability and is aware of 
common general knowledge in the art at the time of filing.

PCT EPC 35 USC JPA KPA

Art 33(3) Art 56 §103 Art 29(2) Art 29(2)
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Industrial Applicability

v Industrial character: If the invention can be made or used 
in any kind of industry.

§ not require that the invention is better than existing products 
or processes

v Utility: an invention is "useful" if it provides some identifiable 
benefit and is capable of use.

§ prevents patenting of hypothetical devices such as perpetual 
motion machines and medical methods(in some countries).

PCT EPC 35 USC JPA KPA

Art 33(4) Art 57 §101 Art 29(1)
main para

Art 29(1)
main para
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Sufficiency of Disclosure

v Enablement: an applicant must disclose the invention in a 
sufficiently clear and complete manner for the invention to be 
carried out by a person skilled in the art.

§ Specification must provide sufficient information so that a 
person skilled in the art can, on the basis of the information 
disclosed in the application as filed and the common general 
knowledge in the art, perform the invention without “undue 
burden”, “any inventive effort” or “undue experimentation”.

§ Reasonable amount of trial and error is generally acceptable.

PCT EPC 35 USC JPA KPA

Art 5 Art 83 §112(a) Art 36(4)(i) Art 42(3)(i)
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Sufficiency of Disclosure

v Enablement requirement is not met, when the 
description sets forth only a task and/or an assumption, 
or simply expresses a wish and/or a result, providing no 
technical means that a person skilled in the art can 
implement.

<analysis>

§ Working examples or prophetic examples?

§ Experimental data?

§ Reasonable association between an in vitro example and the 
alleged in vivo therapeutic efficacy(utility) ?

§ Post-filing date evidence as a support of the claimed therapeutic 
efficacy?
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Support in Description

v Support in Description:  Claims shall be fully supported by an 
enabling disclosure.

§ There must be a basis in the description for the subject-matter of 
every claim, and the scope of the claims must not be broader than 
what is justified by the extent of the description and drawings, and 
the contribution to the art.

§ The extent to which an invention is sufficiently disclosed is also 
highly relevant to the issue of support.

PCT EPC 35 USC JPA KPA

Art 6 Art 84 §112(a) Art 36(6)(i) Art 42(4)(i)



11

Clarity – Claim scope

v Clarity:  The claims shall define the matter for which 
protection is sought. They shall be clear and concise.

§ The clarity of the claims is important in view of their function 
in defining the matter for which protection is sought. 

§ The wording of a claim must be clear in itself

§ Objection of lack of Clarity  ~ Indefiniteness objection 

PCT EPC 35 USC JPA KPA

Art 6 Art 84 §112(b) Art 36(6)(ii) Art 42(4)(ii)



Case Study 1

12

v [Title]  VACCINES COMPRISING ATTENUATED 
MYCOPLASMA BOVIS STRAINS AND METHOD FOR 
THE ATTENUATION

KR Application No. 10-2011-7024968

WO Publication No. WO2010/124154
WO Application No. PCT/US2010/032149



Claims
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v Claim 1. An attenuated, avirulent M bovis bactermm stram, 
wherein the bacterium is passaged more than 110 times.

v Claim 7. A method of attenuating M. bovis, comprising,

a . passaging M. bovis bacteria more than 110 times to produce a 
cultured M. bovis bacteria;

b. obtaining the cultured M. bovis bacteria;

c . testing the cultured M. bovis bacteria obtained under step b) for 
their pathogenicity and immunogenicity; and

d . propagating the non-pathogenic, but immunogenic M. bovis
bacteria to obtain the attenuated M. bovis bacteria.



Search the Examination Results from 
the International Phase 

https://patentscope.wipo.int/search/en/search.jsf
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Using Publicly available websites
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Search the International Pamphlet using  Application Number

WIPO PATENTSCOPE



Search the International Pamphlet using Publication Number
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WIPO PATENTSCOPE
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WIPO PATENTSCOPE
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WIPO PATENTSCOPE



v International 
Search 
Report

- Use Examination Results from 
the International Phase
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WIPO PATENTSCOPE



v International Search Report

- Use Examination Results from the International Phase
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WIPO PATENTSCOPE



v International Search Report

- Use Examination Results from the International Phase

WIPO PATENTSCOPE

Published prior to the filing 
date but later than the 
priority date claimed 
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Priority date Filing date

Cited document (P) 



v Written Opinion of the ISA : Report on Patentability

- Use Examination Results from the International Phase

WIPO PATENTSCOPE
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Written Opinion 
of the ISA
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Written Opinion 
of the ISA
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Written Opinion 
of the ISA
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Written Opinion 
of the ISA
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Confirm Priority Documents

ü Important where “X, P” 
document is cited



28

WIPO PATENTSCOPE
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Directly linked 
to EP Register



Search the Examination Results 
from Other National Phase

1. EPO

https://register.epo.org/regviewer

(Application No. 10717367.6  or Publication No. 2421556)

alternatively

https://worldwide.espacenet.com/singleLineSearch?locale=en_EP
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Using Publicly available websites
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EP Register

https://register.epo.org/regviewer

Application No. 10717367.6  
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EP Register
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Get prior art 
documents cited 
in the ISR 
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v Retrieve all documents during prosecution

EP Register
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EP Register

§ Annex to the examination report/ 
§ Annex to the communication

v Check the Examination Report by EPO examiner



36

EP Register

v Annex to the Communication

• New Matter in the Amendment? • New Matter in the Amendment? 
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EP Register

v Annex to the Communication
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EP Register

v Annex to the 
Communication
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EP Register

v Annex to the 
Communication
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Check patent family information.

Retrieve examination results from 
national phases of JP, US, KR and 
CN through “Global Dossier”

For example, click the  “Global 
Dossier” of JP family
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EP Register - Global Dossier
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Reasons for Refusal 
by JPO examiner
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Reasons for Refusal 
by JPO examiner

1. Novelty

EP Register - Global Dossier
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Reasons for Refusal by JPO examiner

2. Inventive Step

EP Register - Global Dossier
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Reasons for Refusal by JPO examiner

3. Sufficiency of Disclosure (Enablement)

EP Register - Global Dossier
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Reasons for Refusal by JPO examiner

4. Sufficiency of Disclosure/ Support in Description

EP Register - Global Dossier
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Reasons for Refusal by JPO examiner

5. Clarity (Indefiniteness)

EP Register - Global Dossier
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To retrieve prior arts 
cited by JPO 
examiner
(published patents)
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Linked to the Espacenet searching for the family patent of JP 

EP Register - Espacenet
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Retrieve the prior art documents used during JPO prosecution history

 = 

EP Register - Espacenet



Office Actions are to be loaded in the system after the prosecution process ends

EP Register - Global Dossier
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An example to show 
all documents from KIPO

Final Rejection

Office Action

Office Action

Office Action
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• Request for the submission of an Opinion 
~ Notification of Reasons for Refusal
(non-final)

v Titles of Office Action of KIPO

• Final Office Action
~ Notification of Reasons for Refusal
(non-final)

• Notice of Final Rejection
~ Final Rejection



Search the Examination Results from 
Other National Phase

2. USPTO

https://portal.uspto.gov/pair/PublicPair
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Using Publicly available websites



55

USPTO Portal
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USPTO Portal

Publication No. : US 2010-0272759 A1
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USPTO Portal
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USPTO Portal

Image File Wrapper : to retrieve all documents during USPTO prosecution
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USPTO Portal

Non-Final 
Rejection



Search the Examination Results from 
Other National Phase

3. JPO

https://aipn.j-platpat.inpit.go.jp/AI2/cgi-bin/AIPNSEARCH

(Input   2012-524548)
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Using Publicly available websites



AIPN of JPO

v AIPN: Advanced Industrial Property Network

- Used to be for examiners in the foreign IP offices but is  
now open to the public 

- AIPN provides Examination Results perforemd by JPO.

- Almost all Information is translated into the foreign 
languages by Machine Translation.
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AIPN of JPO
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AIPN of JPO

63
Examination Results are the same as those retrieved from  the Global Dossier 
of the EPO Register 



Search the Examination Results from 
Other National Phase

4. KIPO

http://eng.kipris.or.kr/enghome/main.jsp

- Check bibliographic data and get prior art documents 
cited by KIPO examiners
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Using Publicly available websites
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KIPRIS - KIPO

v Use “Global Dossier” at the EPO Register 
to find out the application number of the patent family of KR 

• Application Number:  KR20117024968
• Add “10” for Patent and “20” for Utility model in place of KR

→ 1020117024968
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KIPRIS - KIPO

Use application number to search (ex.  10-2011-7024968)
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KIPRIS - KIPO
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KIPRIS - KIPO
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KIPRIS - KIPO

Check and get the prior art document cited by KIPO examiner

- Only patent documents cited are available. No NPL
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KIPRIS - KIPO

If the prior art document 
is a published patent, 
anyone can download it 
directly from the site

D2



71

KIPRIS - KIPO

Can check the 
prosecution 
history only.

No access to 
the OAs



If you want to read the “Notification of the reasons for refusal” as early as possible,
let me show you a tip.   → Choose “KOREAN”

KIPRIS - KIPO
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KIPRIS - KIPO

Administrative



KIPRIS - KIPO

PDF file of the “Notification of reasons for refusal”



1. Novelty

2. Inventive step

3. Enablement 

4. Clarity

KIPRIS - KIPONotification of Reasons For Refusal 



KIPRIS - KIPO

Copy the text from the PDF file of the “Notification of Reasons For Refusal” 
→ Translate it into English in “Google Translate”
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Comparison With Prior Art

vStep 1. Determine the relevant features of the claims

vStep 2. Determine the relevant features of the prior art

vStep 3. Compare the features: analyze for any differences

vStep 4. (If yes) Is the difference obvious to a person skilled 
in the art? 



EP 2421556 B1
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Claims (patent granted)



JP 5793808 B2
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→ Machine translation

Claims (patent granted)



US 9,339,533 B1
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Claims 
(patent 
granted)
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shinwh@korea.kr


