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SUMMARY 
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CHAPTER IV 

GENERAL REQUIREMENTS FOR 
I NTERNATIONAL PRELIMINARY EXAMINATION 

1. Gene r al 

1 . 1 International preliminary examination is c a rried out on the basis of the fol­
lowing three basic requirements : 

1. That the clai med invention a ppears t o be " novel. " 

2 . That t he clai med invention appears to i nvolve " inven t ive step" (non­
obviousness) . 

3 . That the c l a i med invention appears to be " industrially appl i c a ble ." 

1 . 2 Since these r equirements serve the basis for international preliminary exam­
ination , any Contrac tino State may apply additional or different criter ia for 
the purposes of decid i ng whether or not , in that State , the claimed invention 
will be protected (i . e ., by a patent , an invent or ' s certificate , a u tility certi­
ficate or a utility mode l ) . These basic requirements will be dealt with below. 

1. 3 In addi t ion to these t h r ee b asic criteria t he examiner in the I n ternational 
Pr e limina r y Examinin g Author i t y shou l d be awar e of the following t wo r equiremen ts 
that are imp licitly con tai ned in t he PCT : 

(i) The claimed invention must b e such that it can be carried out by a per­
son skilled in the art (after proper disclosure by the international application ) ; 
this follows from Article 5 . Instances where a ~laimed invention f ai l s to satisfy 
t lt.is requirement are given in Chapt er 1 1 , parac;r aph 4 . 11 . 

(ii) The claimed i nvention must be of " technical character " to the extent 
that it must relate to a technical field , must be concerned with a technical 
prohlem, and must have techni cal features in terms of which the matter for which 
protection is sought can be. defined in th e claims (see Chapt er Ill , parac;raph 2 . 1) . 
This requirement of " technical char acter " may be decisive in determinino whether 
or not a claimed invention is excl uded from international pr e liminary examination 
under Article 34(4) ( a ) (i) and Rule 67 (see Cha pter IV , paragr aphs 2 . 1 to 2 . 7 and 
Chapter VI , paragraph 5 . 3) . 

1 . 4 The PCT does not require expl icitly o r implicitly that a cla.imed invention 
mus t entail some technic~l progress . Nevertheless , advantageous effects, if any , 
with respect to the prior art should be stated in the descr iption, and any such 
effects are often important in determining " inventive step " (see Chapter IV , 
Section 9). 

2 . Exclusion from international preliminary examination 

2 . 1 Rule 67 specifies certain subiects on which an In ternational Preliminary 
Examining Authori ty i s n o t r equired to carry out international preliminary examina­
tion in respect of an i nternational application. These subjects are set out in 
paragraph 2 . 4 below . The s ubjects in r espect of which a particular International 
Preliminary Examining Authority will not carry out international pre l iminary 
examinati on unde r Rule 67 will be set forth in the aareement (s ee Chapter VI , 
paraoraph 1 . 2) betvleen that International Preliminary Examining Authority and the 
International Bureau . Therefore, the subjects excluded from th e international 
preliminary examination under PCT Rule 67 may vary between the various I nterna­
tional Preliminary Examining Authorities (see also Chapter IV , paraoraphs 2 . 4 , 
items (a) to (f) and 2 . 7) . 

2 . 2 Where the subject matter of only some of the claims is a subject excluded 
from internativnal preliminary examination this will be indicated in the interna­
tional preliminary examination report (see Chapter VI, paragraph 8 . 9) . Inte rna­
tional preliminary examination could of cour se be made in respect of t he other 
claims. 
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2 . 3 ~n cases o f doubt as to whether sub ject matter covered by a c laim consti t t 
a subJect excluded from the interna tional preliminary examination the Int ut.es 

1 P 1 . · E · . ' erna 1.ona 
r e l.il\J.na:cy xam1 n1.nq Authon t y should carry ou t the international 1 · · t · h pre 1.m1.nary exarr1.na 1.on to t e extent toat this is possible . 

~~:ti :~~~ t 0llov1i ng subj £..rts may be exc ludec from internationa1 oreli !T'.i nary exam-

Rule 67 .l (i ) ial ScientifiC theo ries are a more generali zed form of dis coveries . For 
example , the physical the~~y of semi - conductivity would be exclude d under Rule 67 
whereas new semi - conductor devices and processes for manufacturing may require 
international preliminary examinati on on the part of an International Preliminary 
Examining Authority . 

Rule 67 .l (i) (b) Mathematical theories are a particular example of the principle that 
purely abstract or intellectual methods are excluded under Rule 67 . For example , 
a shortcut method of division would be excluded bu t a cal cul ati ng machine designed 
t o operate accordingly may well require international preliminary examination . 

Rule 67 . l(iii ) (c) Schemes , rules or methods o f doina business , performinq purely mental 
acts o r play ing games : these are further exampl es o f items o f an abs tract or 
intellectual character . In partic ular, a scheme for l earning a language , a 
method of solving cross•.Jord puzzles , a game (as an abstract enti ty defined by its 
rules) or a scheme for organizing a commercial operation would be excluded under 
Rule 67 . However , novel apparatus for play ing a game or carrying out a scheme 
might require international prel iminary examination . 

Rule 67 . l(iv) (d) Methods for t rea tment of the human or animal body by surgery or therapy 
as well as diagnostic methods are further subject matter on which an International 
Preliminary Examination Authority i s not required to carry ou t international pre­
liminary examination . International preliminary examination should, however , be 
conducted for surgical , therapeutical or diagnostic i nstrument s o r appar atus for 
use in s uch methods . Inte rnational p r e liminary examination may a ls o be conducted 
for new products, pa rticularl y sub s t a nces or compositions for use in these methods 
of t reatment or diagnosis. 

Rule 67 . l(v) (e ) Me r e presentations of in formation characterized s o l e ly b y th e content 
of the information would be excluded under nule 6 7: thi s applies whether the 
claim is directed t o the presentation of i nformati on per se (e . g ., written instruc­
t ions on how to operate a machine or use a chemical substance) or to an information 
carrier (e . g . , a book , traffic sign or gramophone record) . If , o n the other hand , 
the manner of presentation of information has n ew techni cal features , these may 
well require inte rnatio na l preliminary examin a tion . 

Rule 67 . l (vi) (f) Computer programs may take various forms, e . g ., an algorithm, a flow-

para . 2 . 1 
(pp . 56 - 61 l (all 
parts of the 
paragraph) 
para . 2 .1 
(pp . 57- 58) 
(Discoveries) 

chart or a series of coded instructions vlhich can be reco rded on a tape or other 
machine- readable r ecord-me dium, and can be regarded as a particular case of 
e ither a mathemat ical theory (see above) or a pres entation of in formation (see 
;obove) . If the contri bution to the knovm art resides solely in a computer program, 
then the subject matter may be excluded under Rule 67 . For example, a claim to 
a computer characterized by having the particular program sto red in its memory or 
to a process for operatinq a computer unde r con trol of the proqram would be as 
objectionable as a claim to the program oer se or the program when recorded o n 
magnetic t ape . No International P reliminary~xamining Authority is r equ i red to 
carry out an international p r e liminary examination on comouter proqrams to the 
ext ent i t is not equipped to carry out such examination . 

Compi lation of responses in r espect of paraqraph 2 . 4 
(formerly paragraph 2 . 1) 

Agree with the GB comment ; t he part of this paragraph concernina programs 
for computers should be redrafted i n view of the difference between EPC 
and PCT in th i s r espec t (NL ) . 

Maintain our view, the IP8A does not need t o concern itsel f with what 
"invent i on " means (GB) . 



para . 2.1 (p . 59) 
(Aesthetic 
Creation) 

para . 2.1 
(pp . 59-60) 
(Schemes , etc . ) 

Should be deleted (GB) 
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Should be deleted ; t hese are excluded matter under Rule 67.l(iii) (GB) . 

para . 2 . 1 (p . 60) 
(Programs for 
Computers) 

A recitation of Rule 67 . l(vi) is all that is necessary (GB) 

Rule 67 . l(ii) 

Note : 

The aforementioned paragraph 2.4 (formerly paragraph 2 . 1) has been revised 
by the International Bureau to reflect Rule 67 , but some of the examples of 
excluded subject matter retained in substantially thei r oriqinal form f or the 
sake of c l earer guidance f or the examiner in the International Preliminary Exam­
ining Authority . 

2 . 5 It should be noted that Rule 67.l(iv) (referred to in paragraph 2 . 4, item (d) 
above) excludes only treatment by surger y or therapy . It folloviS that other 
methods of treatment of live human beinas or animals , e . g ., treatment of a sheep 
in order to promote ~rowth , tn improve the quality of mutton or to increase the 
yield of wool , are appropriate for international preliminary examination provided 
that (as would probably be the case) such methods are of a technical, and not 
essentially bioloqical, character (see Chapter IV, paragraph 2 . 7) . A treatment 
or diagnos tic method is only excluded if actually carried out on a living animal 
or human bad~ so that, for example , the treatment of blood for storage in a blood 
bank , or diagnostic testing of blood samples , the blood being contained in appa­
ratus quite separate from t he body, would not be excluded from international 
preliminary examination by virtue of Ru l e 67 . l(iv) . 

2 . 6 In consider~ng whether subject matter under Articl e 34(4) l a) (i) and Rule 67 
is present , there are tv1o general points the examiner in t he Internati onal Pr e ­
liminary Examininq Authority must bear in mind . Firs tly, he s hould disregard the 
form or kind of claim and concentrate on the content in order to identify the 
contribution which the claimed subject matter Makes to the known art . This point 
is illustrated by the examp l es given in Chapter IV, paragraph 2 , 4 , item (f) of 
different ways of claiming a computer program . Secondly, any exclusion under 
Rule 67 applies only to the extent that the international application relates to 
the exc luded subject matter . Thus the exclusion miaht not apply if the claimed 
subject matter also provides new technical features . This is illustr ated, for 
instance, by a gramophone record distinguished solely by the mus i c recorded there­
on whereas if the form of the groove were modified so that the record, v1hen used 
with an appropria t e pick- up mechanism , functioned in a new v1ay (as in the first 
stereo record) , the claimed subject matter could undergo international preliminary 
examination. 

2 . 7 Another category wh ich need not require international preliminary examination 
is "plan t or animal varieties or essentially biological processes for the produc­
tion of plants and animals . " The question whe t her a process is "essentially 
biological " is one of degree depending on the ex tent to which there is techni cal 
int ervention by man in the process ; if such intervention plays a significant 
part in de termining or controlling the result it is desired to achieve, the pro­
cess would be exc luded. For ex~ple , a method of selec tively breeding horses 
involving merely selecting for breeding those animals having certain characteris ­
tics would be essentially bio logical. However, a method of p runing a tree would 
not be essentially biological since, although a biological process is involved , 
the essence of the claimed inventi on is t echnical ; the same could apply t o a 
~ethod of treating a plant characterized by t.he app l ication of a growth- s t imulating 
substance or radiatio n . 

2 . 8 The exclusion referred to in the oreceding paragraph does not apply to micro­
biol ogical processes or the products thereof . An international preliminary 
examination may be conducted not only for processes i nvolving microorganisms , but 
also for microorganisms themselves (as well as inanima te products) when produced 
by a micro- biological process . An international preliminary examination may not, 
hov1ever , be c onducted f or microorganisms per se (see Chapter III, Section 6) . 



Art. 34 (4) (a) 
(ii) and (b) 

Art . 33 (4) 

Art . 33(2) 

Rule 64 . 1 

3. 
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Obscurities , inconsistencies or contradictions 

3.1 A situation may exis t v1here no meaningful opinion is poss ible on the question 
of novelty , inventive step (non- obviousness) or industrial applicability for all 
or part of the claimed subject matt er because the international application con ­
tains obscurities , inconsistencies or contradictions to the extent that it is 
imposs i b le to examine the claimed subject matter. In this case , an international 
preliminary examination report will not be established on these questions and this 
will be indicated in the international preliminary examination report . The 
examiner in the International Preliminary Examining Author i ty should examine the 
claimed subject matter to t he ext ent that this ls Possible but should not ask 
for clarification (see Chapter VI , paraqraph 8 . 9) . 

Compilation of responses in respect of former paragraphs 3 .1 to 3.3 
(now deleted) 

(i) Delete paragraphs 3 . 1 to 3 . 3, not applicable to PCT (GB) . These 
paraqraphs should be redrafted in PCT terms (GB) . 

(ii) Do not agree with GB opinion (NL) . 

Note: 

The contents of these paragraphs concerning expressions c oncerning public 
order ("ordre public") or morality are considered useful guidance for t he 

. examiner in the International Preliminary Examining Authority, but more a ppro ­
priate to Chapter II ; they n ow comprise paragraph 7.1 of Chapter II . 

4 . Industrially applicable 

4 . 1 "A claimed invention shall be considered industrially applicable if , accord­
ing to its nature , it can be made or used (in the technological sense) in any 
kind of industry . " " ' Industry ' is to be understood in its broadest sense as in 
the Paris Convention for the Protection of Industrial Property." Industry should 
also be understood in its broad sense as including any phys i cal activity of a 
t echnical character , i.e . , an activity which belongs to the useful or practical arts 
as distinct from the aesthetic arts ; it does not neces sarily imply the use of 
a machine or the manufacture of an article and could cover a process for dispers -
inq fog , or a process for converting eneroy from one form to another . Subject 
matter excluded would not be considered as industri ally applicable , however , 
which consisted of articles or processes alleged to operate in a manner clearly 
contrary to well- established physical laws , e . g . , a perpetual motion machine . 
Objection could arise under Article 33(4) only in so far as the claim specified 
the intended function or purpose of the invention. However , if a perpetual motion 
machi~e were claimed merely as an article having a particular sPecified construc­
tion, then ob jection should be made under Article 5 (s ee Chapter II , paragraph 4.11) . 

4.2 Methods of testing aenerally should normally be regarded as inventions sus­
ceptible of industrial application provided that the test is applicable to the 
improvement or control of a product , apparatus or process which is itsel f sus ­
ceptible of industrial application. 

5. Novelty; prior art 

5 . 1 " A c l aimed invention shall be considered novel if it is not anticipated by 
the prior art. " Thus a claimed invention is considered to be nev1 if it does not 
form part of t he prior art . The prior art is defined as "everything made avail­
able to the public any•t~here in the world by means of vlritten disc losure (includ­
ing drawings and other illustrations) " before t he "relevant da t e" (priority or 
international filing date of the international application (see Chapter IV , 
paragraph 5. 3) . 



Rule 64 .l (b) 

Rule 64.2 

Art. 2 (xi) 
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The scope of this definition should be noted . There are no limitations as to 
whe re, when or in what manner the written information in question is made avail­
able. Since the prior art available t o the examiner in the International Pre­
liminary Examining Authority will mainly consist of the documents listed in the 
international search report, the followin9 paragraphs deal with the question of 
pub l ic availability o n ly in re l ati on to w~itten disclosure (either a lone or in 
comb~ nation with an earlier oral disclosure o r use) . 

5.2 A writte n d isclosure, i . e ., a document , should be regarded as made avaiLab le 
to the public if , at the relevant date (as to "relevant date," see Chapter IV, 
parag raph 5 . 3) , i t was possible for members of the public to gain knowled9e of 
the cGn tent o f the document and there was no bar of confidentiality restricting 
the use or dissemination of such knowldeqe . As a qeneral ri1le, no document will 
be cited in the international search report unless the fact of its public avai l­
ability has b een clearly established o r is highly probable. Moreover , the Inter­
national Searching Authority will have tried to remove any doubt that may exist . 
Additional documents providing evidence in the case of doubt may have been cited . 
Any indication in a document of the date of its publication shou l d be accepted as 
correc t by the examiner in the Internati onal Preli minary Examining Authority 
unless proof to t h e contrary has been offered , e.g ., by the International Search­
ing Authority , showing earlier publication , or by the applicant, showi ng later 
publicati o n . Also, if there is any ambiguity as to the precise date of publir.a­
tion cf a document , the International Searchinq Authority may have estab lished 
a publication date , e.9 . , the date of receipt in a library t o which the pub lic 
have access . If the applican t presents sound reasons for doubting that the docu­
ment forms part of the prior art in r elation t o his international application , 
and any further investigation does not produce evidence sufficient to remove that 
doubt , the examiner should not pursue the matter further . The only other problem 
l ike ly to arise for t he examiner is v1here: 

(a) a document reproduces an oral descriptio n (e .g., a public lecture ) or 
gives an account of a pri or use (e . g ., display at a public exhibition) ; and 

(b) only t h e oral description or lec ture was publicl y available before t h e 
relevant date of the international appl ication , the document itself beinq published 
on or after this date. I n such cases, the examiner will not c o ns ider the e ar l ier 
lecture , display or other event as part of the prior art for purposes of Article 
33(2) and (3) , bu t will ca l l a ttention to such non-written disc losure in the 
manne r provided for in Rule 70 . 9 (see ~lso Chapter I V, Sectio n B a nd Chapter VI , 
paragraphs 7 . 23 and 8 . 12). -

5 . 3 It should be noted that the " relevant date," f or the p urpose of considering 
prior art, is defined i n Rule 64 . l(b ) as meaninq the international filin g date or , 
where the international application co,tains a valid c l aim to priority , t hat date 
of priority (see also Chapter V, paragraph 1 , 4). It should b e remembered also 
that different claims, or different alternatives claimed in one claim , may have 
different effective dates, The questio n of novelty must b e conside red agains t 
each claim (or part of a cla im where a claim specifies a number of alternatives) 
and the prior art in r e l ation to one c l a i m, or t o one part of a claim, may in­
clude matter which cannot be cited against another c l aim, or part of a claim, 
because the l atter has an earlier effective date. Of course , if al l the matter 
in the prior art was made available t o the public before the date of the earliest 
priority document , the examiner in the International Pre liminary Examining Author­
ity need not (and should not) concern himself with t h e allocation of pri ority 
dates . 

6 . Documents to be cited accordinq t o PCT Ru l e 64. 3 

6 . 1 In cases where any appl icati o n or any patent which vlould othe r wi se c ons titute 
prior art for the p urposes of internati o nal oreliminary examination as to n oveltv 
and i nventi ve step (non- obvi ousness) was p ublished after the relevant date (see -
Chapter I V, paragranh 5 . 3 as to the "relevant date") of the 1nternational applica­
tion under consideration but was fi led earlier than the r elevant date or claimed 
the priority of an ear l ier applicati on which was filed p rior to the re l evant date , 
the published applica tion or patent is not t o be considered part of the prior art 
for the purpose of international p r e liminary examination as to novelty and inven­
tive step . Neve rtheless , the international preliminary examination repo rt must 
call attenti on to such applicati o n or patent in the matter provided f or in 
Rule 70 . 10 (see a l so Chapter V, par aqraph 1 .4 and Chapt e r VI , paragraphs 7.23 a nd 
8 . 13) . 
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6.2 Rule 70 . 10 referred t o in paragraph 6 . 1 above and Chapter VI , paragraph 8 . 13 
provides that any published application or any patent referred to in the i~terna­
tional preliminary examination report by virtue of Rule 64 . 3 shall be.ment1oned 
as such and shall be accompanied by an indication of its date of publ1cat1on, of 
its fil ing date, and its claimed priority date (if any) . In respect of the prior­
ity date of any such document, the report may indicate that, in the opinion of 
the International Prelimi nary Examining Author1ty , such date has not been val1dly 
claimed. 

6 . 3 The PCT does not deal explicitly with ti1e case of copending international 
applications of the same date . However , it is an accepted principl e in most . 
patent granting systems that two patents shall not be grant~d to the same app~l­
cant for one invention. It is permi ssible to allow an a ppl1cant to proceed w1th 
two international applications having the same description where the claims are 
quite dis tinct in scope and directed to different clai~ed subj~ct mat t er : H~w­
e ver in the rare case in which there are two or more 1nternat1onal appl1cat1ons 
from'the same applicant designating the same State or States and the clai~s of 
those appl i cations have the same priority date and relate t~ the same .cl~lmed. 
invention (even though they may not necessarily claim that 1nvent1on 1n 1dent1cal 
terms), the applicant should be t old that he may be required i n t he national 
phase to choose which one of those app~ications he wishes . to . proceed to g r ant . 
Should two such international applicat1ons of the same pr1or1ty date be recei"ed 
fron. two different applicants, each must be allowed to proceed as though t he 
o t her did not exist. 

7 . Test f or novelty 

7 . 1 It should be noted that in considering novelty (as dis tinct from i nventive 
step), it is not permissible to combine separate items of prior art t oqether (see 
Chapter I V, paragraph 9 . 7). 

7 . 2 A document takes away the novelty of any claimed subject matter derivab l e 
directly and unambiguously from that document when considered i n the light of 
common oeneral knowledge, includinq any features i mplicit t o a person skilled in 
the art in what is explicitly contained i n the document, e . g . , a discl osure of 
the use of rubber in circumstances where clearly its elastic properties are used 
t akes away the novelty of the use of an elastic material. For the meaning of 
person skilled in the art, see Chapter IV, paragraph 9 . 6 . 

7 . 3 A prior document should be construed only in the light of knowledge avail­
able a t the time the document was published and excluding any knowledqe subse­
quen t ly discovered. 

7 . 4 In cons i dering novelty , it should be borne i n mind that a generic disclosure 
does not usually take a•t~ay the novelty of any s peci fic example fa lling wi t hin the 
terms of t hat disclosure , but that a spec ific disc l osure does take away t he 
novelty of any generic claim embracing that disclosure , e . g . , a d i sclosure of 
copper takes av1ay the novelty of meta l, and one of ri vets takes away the nove l ty 
of fastening means . 

7 . 5 In the case of a published document , the l ack of novelty may be apparent f r om 
what is e xpli citly sta ted in the document itself . Alternatively, it may be impli­
ci t in the sense that , in carrying out the t each ing of the prior document, the 
skilled perso~ would inevitab l y arrive at a result falling within the terms of 
the claim. Lack of novelty of this kind should be raised by the examiner i n the 
International Preliminary Examining Authority on l y vlhere there can be no ~eason­
able doubt as to the practi cal effect of the pr i or teaching . 

7 . 6 I n i nter?reting claims for th e consideration of novelty, the exami ner in the 
International Preliminary Examinino Authority should have regard to the guidance 
given in Chapter I I I, Section 4 . In particu l ar , he should remember tha t non­
distinctive characteristics of a oarticular intended use should be disreqarded 
(see Chapter III, paragraph 4.8). For example , a claim to a substance X for use 
as a catalyst would no t be considered to be nove l over the same substance kno•t~n 
as a dye, unless the use referred t o i mplies a particular form of the substance 
(e . g . , the presence of certain nddi ti ves) which rUstinquishes it from the known 
form of the substance . That is to say , characteristic~ not explicitly stated but 
implied by the particular use should be taken into account ; e . g . , in consideri ng 
the novelty of a hook for a crane over a known fish - hock o f similar shape, one 
should take into account the differences of size and strength implied by these 
uses . 
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8 .1 As explained in Chapter IV, paragraph 5.2 , if the examiner in the Interna­
tional Preliminary Examining Authority calls attention to a non-written disclosure 
in the international preliminary examination report by virtue of Rule 64 . 2, he 
should keep in mind that such disclosure "shal l be mentioned by indicating its 
kind , the date on which the written disclosure r eferring to the non- written 
disclosure was made available to the public , and the date on which the non- written 
disclosure occurred in public " (see also Chapter VI , paragraph 8.12) . 

9 . Inventive step 

9 .1 A claimed invention shall be considered t o involve an inventive step if, 
having re9ard to the prior art as defined in the Regulations (see Chapter IV, 
paragraph 5.2) , it is not , at the relevant date (see Chapter IV, paragraph 5. 3 
as to the "relevant date " ) obvious to a person skilled in the art. Nove l ty and 
inventive step are different criteria. Novelty exi sts if there is any difference 
between the invention and the known art. In considering inventive step or non­
obviousness , the examiner in the International Preliminary Examinin~ Authority 
should take into consideration the relation of any particular claim to the prior 
art as a whole. He should take into consideration the claim ' s relation not only 
to indi vidual documents or parts thereof taken separatel y but also its relation 
to combinations are abvious t o a person skilled in the art. 

9 . 2 The "prior art" for the purposes of considering inventive step is as defined 
in Article 33(3} (see Chapter IV , Section 5) ; it does not include later published 
applications or patents although , in the circumstances mentione d in Chapter IV, para­
graph 6 . l , a later published application or patent may be c1ted in the international 
pre l iminary exnminatjnn repo rt. 

9.3 The question to consider , in relation to any claim defininq the invention;~s 
whether , at the priority date of that claim, it would have hRRn obvious to a per­
son skilled in the art to arrive at something fallin~ within the terms of the 
claim havinq regard to t he art known at that time . If so, the claim is considered 
to lack inventive step. The term "obvious " means that which does not go beyond 
the normal progress of technology but nerely follows plainly or logical l y from 
the prior art, i . e ., something which does not involve the exercise of any skill 
or ingenuity beyond that to be expected of the person skilled in t he art. I n 
considering inventive s t ep , as distinc t from novelty (see Chapter IV, paragraph 
7.3), it is fair to construe any published document in the light of subsequent 
knowledge and to have regard to all the knowledge gene rally avai l able to the 
person skilled in the art at the priority date of the claim. 

9 .4 Whi l e the claim should in each case be directed to technical features (and 
not , for example , merely to an idea) in order to assess whether an inventive step 
is present,it is important for the examiner in the International Preliminary 
Examining Authority to bear in mind that there are various ways in vlhich a person 
skilled in the art may arrive at an invention . An invention may , for examp l e , be 
based on the following: 

(i) The formulation of an idea or of a problem to be sol ved (the solution 
being obvious once the problem is clearly stated) . 

Example : The problem of indicating to the driver of a motor vehicle at night 
the line of the road ahead by us ing the light from the vehicle itself . As soon 
as the problem is stated in this form the technical solution , viz ., the provision 
of pieces of r efl ecting glass (or "ca ts' eyes'') suitab ly positi oned and angled 
a long the road surface , appear s simple and obvious . 

(ii) The r'levising of a solution to a known proble:rn . 

Example : The prob l em of permanently marking farm animals such as cows with­
out causing pain to the animals o r damage to the hide has exis t ed since farming 
began . The so l ution ( " freeze brandin9 " l consists d.n anplying the discovery that 
the hide can be permanently depiqrnented by freezing . 
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(iii) The arrival at an insight into the cause of an observed phenomenon 
(the practical use of this phenomenon then beinq obvious) . 

Example : The agreeable flavor of butter is found to be caused by minute 
quantities of a particular compound . As soon as this insight has been arrived at , 
the technical application comprising adding this ~ompound to margarine is imme­
diatelv obvious. 

Many inventions are of course based on a combination of the above possibilities, 
e . g . , the arrival at an insight and the technical application of that insight 
may involve an inventive step . 

9 . 5 In identifying the contribution any particular invention makes to the art 
in order to determine whether there is an inventive step , account should be taken 
first of what the applicant himself acknowledges in his description and claims to 
be known; any such acknowledgemen t of known art should be regarded by t he examine r 
in the International Preliminary Examining Authority as being correct unless the 
applicant states he has made a mistake. However , the further prior art contained 
in the international search report may put the claimed invention in an entirely 
dif fe rent perspective from that apparent from reading t he applicant's description. 
by itself (and indeed this cited prior art may cause the appl icant voluntari ly to 
amend his claims to redefine his invention before his international application 
comes up for international preliminary examination) . In order to reach a final 
conclusion as to whether any claim includes an inventive step , it is necessary 
to determine the difference betv1een the subject- matter of that claim and the 
whole of t he kno~tm art and , in considering this matte r, the examiner in the Inter­
national Preliminary Examining Authority should not proceed solely from the point 
of view suggested by the form of claim (prior art plus characterizing portion--
see Chapter III, Section 2) . 

9 . 6 The person skilled in the art should be presumed to be an ordinary practi ­
tioner aware of what was common general knowledge in the art at t he relevant date . 
He should also be presumed to have had access to everything in the "prior art ," 
in particular , the documenls cited in the international search report, and to h ave 
had at his disposal the normal means and capacity for routine experimentation . 
There may be instances where it is more appropriate to think in terms of a qroup 
of persons , e . g . , a research or production team, than a single person . This may 
apply , e.g. , in certain advanced technologies such as computers or telephone sys­
t ems and in highly specialized processes such as the commercial production of 
integrated circuits or of complex chemical substances . 

9 . 7 In considering whether there is inventive step (as distinct fr om n ovelty 
(see Chapter IV , Section 7)), it i s permiss i ble to combine the disclosures of 
t wo or more documents or parts of documents, different parts of the same document 
or other oieces of prior art , but only where such combination ~t1ould be obvious to 
the person skilled in the art. In determining whether it would be obvious to 
combine two or more distinct documents , the examiner should have reqard to the 
following : 

(i) whether the nature and content of the documents are such as to make it 
likely or unlikely that the person skilled in the art, when concerned with the 
problem solved by the c l aimed invention, would combine them ; 

(ii) whether the documents come from similar , neighboring or remote technical 
fields ; 

(ii i) the number of do~uments which need t o be combined . 

The combining of two or more parts of the same document would be obvious if it 
would be natural for the person skilled in the art to associate these parts with 
one another. It would normally be obvious to combine ~tli th other prior art docu­
ments a well- known text book or standard dictionary; this is only a special case 
of the general proposition that it is obvious to combine the teaching of one or 
more documents with the common general knowledge in the art . It would, generally 
speaking , also be obvious to combine two documents one of which contains a clear 
and unmistakable reference to the other . 
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9.8 The following list gives examples , for guidance , of circumstances where a 
claime d i nvention should be r egarde d as obvious or whe r e it invol ves a p ositive 
determination of an inventive step (non-obviousness) . It is to be stressed that 
these examples are only guides for the e xaminers in the Inte rnational Preliminary 
Examining Authority a nd t hat the applicable principle in each case i s "was it 
obvious to a p e rson skilled in the art?" Examiners should avoid attempts to fit 
a particular case into one of these examples where the l atter is no t clearl y 
applicable. Also, the list is not exhaus tive . 

(Al) Claimed inve ntions invo l ving the application of known measures in an obvious 
way and in respect of which an inventive step is therefore t o be ruled out: 

(i) The teaching of a prior document is i n complete and at l east one of the 
possible ways of fi lling the gap which would naturally or readily occur to the 
person skilled in the art results in the claimed invention . 

Example: The claimed invention relates t o a building structure made from 
aluminium. A p rior document discloses the same struc ture and says that it is of 
l ight- weight material but fails to mention the use of aluminium. 

(i i ) The claimed invention differs from the known art mer e ly in the use of 
well-known equivalents (mechanical, electrical or chemical ) . 

Example : The claimed inven tion relates to a pump- motor combination which 
differs from a known pump-motor combination sole l y in that the motor is hydraulic 
ins t ead o f an electric motor . 

( i ii) The claimed invention consists merely in a new use of a wel l-known 
material employing the known properties of that material . 

Exampl e : Washing compositio n containing as detergent a known compound hav ing 
the known property of l owering the surface tension of water , this property being 
k nown to be a n essential one for detergents . 

(jv) The c laimed invention cons i sts in the substitution in a known device of 
a recent ly deve l oped materi a l whose properties make i t plainly s uitable for that 
use . 

Example : An electric cable comprises a polythylene sheath bonded to a metal­
l ic shield by an adhesive . The c laimed invention l ies in the use of a particularly 
new l y d eveloped adhesive known t o be s uitable for polymer- meta l b onding . 

(v) The c l aimed inventi on consists merely in the use of a known techniq u e 
in a closely analogous s ituation . 

Example : The c l aimed invention resides in the application of a pulse control 
technique to t he electr ic mot or driving the auxiliary mechanisms of an industrial 
truck , such as a fork- l ift truck , the use of this t echniqu e to control the elec­
tric propuls i on motor of the truck being already known . 

(A2) Cl ai med i nven t ions involvin g the appl ication of known measures i n a non­
obvious way a nd in r espect of which an inventive s tep i s therefor e t o be recognized: 

(i) A known working method or means when used for a d ifferent purpose involves 
a new , s urpr ising effect . 

Example : I t is k n own that high f r equency power can b e used in inductive b u tt 
welding . It should therefore be obvious that h i gh - freq ue ncy power could also be 
used in conductive butt welding with s i mi lar effect ; an invent ive step would exist 
in this case , however, if high-fr equency power were used f or the continuous con­
ductive butt welding of a coiled s trip but wi t hout r emoving scale (such scale 
removal being on the face of it n ecessary in order to avoid arcin g be tween the 
we lding contact and the strip) . The unexpect ed additional effect is that scale 
removal is fo und to be unnecessary because a t high frequency the current i s sup­
plied in a predominantly capacitive manner v i a the scale which forms a dielectr i c . 

( ii) A new use of a known device or materia l involves overcoming technica l 
difficulties not resolvab l e by rout ine techniques. 
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Example: The claimed invention relates to a device for supporting and con ­
trolling the rise and fall of gas holders, enabling the p r eviously empl oyed 
ext ernal guiding framewo r k to be dispensed with . A simi l ar device was known for 
supporting floating docks o r pontoons but practical difficulties not encount ered 
in the known applications needed to be overcome in applying the device to a gas 
holder. 

(B l ) Obvious combination of featu r es not i n volvin g an inventive step : 

The claimed invention consists merely in the juxtaposition or association 
of known devices or processes functioning in their normal way and not producing 
any non- obvious working inter- relationship. 

Example : Machine for producing sausages consists of a known mincing machine 
and a known filling machine disposed end to end. 

(B2) Not obvious and consequently a combination of features involving an inven­
tive step: 

The combined features mutually support each other in their effects to such 
an extent that a new technical result is achieved. It is irrelevant whether 
each individual feature is fully or partly known by itself. 

Example : A mixt ure of medici nes consis t s of a painkiller (analgesic) and a 
tranquiliz er (sedative). It was found that through the addition of the tranqui l­
izer , which intrinsically appeared to have no pain- k i lling effect , the anal gesic 
ef f ect of the pain- killer was intensified in a way which could not have been 
predicted f r om t he known properties of the active substances . 

(Cl) Obvious selection or choice amon·g a number of known possibilities not 
involving an inventive step: 

(i) The claimed invention consists merely in choosin g from a number of 
equally like l y alternatives . 

Exampl e : The claimed invention relates to .a known chemical process in which 
it is known to supply heat electrically to the reaction mixture. There are a 
number of well- known alternative ways of so supplying. the heat , and the claimed 
invention resides merely i n t h e choice of one alternative. 

(i i ) The claimed invention resides in the choice of particular dimensions , 
temperature ranges o r other parameters from a limited rang·e of possibilities , 
and it is clear that these parameters could be arrived at by routine trial and 
error or by the application of normal des ign procedures . 

Example: The c laimed invention relates to a process for carrying out a known 
reaction and is characterized by a specified rate of flow of an inert gas . The 
prescribed r a tes are merely those which would necessarily be arrived at by a 
person skilled in the a rt . 

(iii) The claimed invention can be arrived at merely by a simple extrapolation 
in a straightforward way from the known art . 

Exampl e: The claimed invention is characterized by the use of a specified 
minimum content of a substance X in a preparation Y in order to improve its thermal 
stability , and this characterizing fea t ure can be derived merely by ext rapolat i on 
on a s t raightline graph , obtainable from the known art , relating thermal stabi l ity 
to the content of substance X. 

(iv) The claimed invention consists merely in selecting a small number of 
chemical compounds from a broad field. 

Example : The prior art includes disclosure of a chemical compound character­
ized by a specified structure including a substituent group designated " R." This 
substituent " R" is defined so as t o embrace e n t ire ranges of broadly-defined 
radical groups such as all alkyl or a r y l radica l s either unsubstituted or substi­
tuted by halogen and/or hydroxy , a lthough for practical reasons only a very small 
number of specific examples are g i ven . The claimed invention consists i n the 
selection of a particular radical or smal l group of radicals from among those 
referred to, as the substituent " R'' (the sel ect ed radica l or group of radicals 
not being specifically disclosed in the prior art document since the question 
would t hen be on e of lack of novelty rather than obviousness) . The resulting 
compounds : 
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(a) are not described as having , nor shown to possess, any advantageous 
properties not possessed by the prior art examples ; or 

(b) are described as possessing advantageous properties compared with 
the compounds specifically referred to in the prior art but these 
properties are ones which the person skilled in t he art would 
expect such compounds to possess , so that he is likely to be led 
to make this selection. 

(C2) Non-obvious selection or choice and consequently inventive step among 
a number-0l:known possibilities: 

(i) The claimed invention involves special selection in a process of partic­
ular operating conditions (e . g ., temperature and pressure) within a known range, 
such selection producing unexpected effects in the operation of the process or 
the properties o f the resulting product. 

Example : In a process where s ubs tance A and substance B are transformed at 
high temperature into substance C, it was known in the prior art that there is ' in 
general a constantly increased yield of substance C as the temperature increases 
in the range between 50 and 13QOc. !t is now found that in the temperature range 
from 63 to 6soc , which previously had not been explored, the yield o f substance c 
was considerably higher than expected. 

(ii) The claimed inventi on consists in selecting a small number of chemical 
compounds from a broad field , such compounds having unexpected advantages . 

Example: In the example of a substituted chemical compound given at (iv) 
under (Cl ) above, the claimed inventio n again resides in the selection of the 
substituent radical " R" fr6m the total field of possibilities defined in the 
prior art. In this case however not only does the selection embrace a relatively 
small area of the possib l e field, and resu l t in compounds described and shown to 
possess advantageous properties, but there are no indications which would lead 
the person skilled in th~ art to this particul ar selection rather than any o the r 
in order to achieve the described advantageous properties. 

(D) Overcoming a technical prejudice : 

As a general rule , there is an inventive step if the prior art leads the 
person skilled in the art away from the procedure proposed by the claimed inven­
tion . This applies in particul ar when t he person skilled in t he art would not 
even conside r carrying out experiments to de termine whether these were alterna­
tives to the known way of overcoming a real or imagined technical obstacles . 

Exampl e : Drinks containing carbon dioxide are , after being sterili zed , 
bottled while hot in sterilized bottles . The qeneral opinion is that immediately 
after withdrawal of the bottle from the filling device the bottled drink must be 
automatically shie lded from the outside air so as to prevent the bottled drink 
from spurting out . A process involving the same steps but in which no precautions 
are taken to shield the drink from the outside air (because none are i n fact 
necessary) could therefore involve inventive step. 

9 . 9 It should b e remembered that a c laimed invention which at first s ight appears 
obvious might in f act involve an inventive step . Once a new idea has been for ­
mulated , it can often be shown theoretically how it might be arrived at, starting 
from somethinq known, by a series of apparently easy steps . The examiner in the 
International Preliminary Examining Authority should be wary of ex post facto 
analysis of this kind . In all cases , he should seek to make a practical "real ­
life " assessment . He should take into account a ll that is known concerning the 
background of the claimed invention and qive fair weight to relevant arguments 
or evidence submitted by the applicant . If , for example , a claimed invention is 
shown to be of considerable technical value ann , particularly , if it provides a 
technical advantage which is new and surprising and this can be convincingl y 
related to one or more of t he features included in the claim defini ng the 
invention , t he examin e r in the International Preliminary Examining Author-
ity s hould be hesitant in rai s ing a negative determination that s uch a claim 
l acks inventive step . The same applies whe re the claimed invention solves a 
technical probl em which workers in the art have been attempting to solve for a 
long time, or othenJise fu l f il ls a lona- felt need . Commercial success alone is 
not to be regarded as indicative of inventive step , but evidence of immediate 
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commercial success when coupled with evidence o f a long-felt want is of relevance 
provided the examiner is satisfied that the success derives from the technical 
features of the claimed invention and not from other influences (e.g., se l ling 
techniques or advertizing) . 
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CHAPTER V 

PRIORITY 

1 . 1 An international appl icati on is accorded as its international filing date 
the date on whi ch it satisfies the requirements of Article 11 . This date remains 
unchange d except in t he spec ial c ircumstances o f later - filed drawings and sheets 
a s provided in Article 14 (2) a nd Rule 20 . 2 and the making o f a declaration 
(international application considere d withdrawn) under Article 14(4). The i nter­
national filing date may be the only effective date of the internatio nal appli­
cation . It will be of importance for fixing the expiration of certain time limits 
and for determining the relevant dates of prior art for the purposes of inter­
national pre l iminary examin atio n as to novelty and inventive s t ep (non-obviousness) 
of the subject matter of the international application . 

1 .2 However, in many cases, an internationa l a pplication wi ll cla im t he right 
of pri ority o f the date of fi ling of an earlier application. In t his c ase, it is 
the pr iority date (i. e ., the filing date of the earlier application) which becomes 
the ef fective date for the purposes mentioned in the preceding paragraph. 

1.3 For a valid claim t o priority , several condit i ons must be satisfied : the 
earlier application whos e p r iority i s c laimed must have been made by the applicant 
or his p r edecessor in title; it must have been f i led not more than 12 months 
before the fi ling date of the inte rnational application ; and it must have been 
made in or for a member State of the Paris Convention (Articl e 8(1)). The words 
"{n or for " any member State of the Paris Convention mean that the earlier appli ­
cation the priority of which is claimed may be an earlier national, r egiona l or 
internat ional application. The earl ier application may be for a patent or for 
the r egistration of a utility model or for an inventor's certifi cat e . So long as 
the con tents of the earlier a pplication were sufficient to establish a filing date , 
it can be used to create a priority date , no matter what t he f inal disposition of 
the application may l ater be ; for example , it may subsequentl y be withdrawn or 
he l d withdrawn. 

1.4 Normal l y, the a pplication the p riority of whose filing date is claimed mus t 
be the f irst applicat ion tha t h as been fi led for t he invent i on . However , a sub­
sequent appl ication for the same subject ma tter as the previous first application 
f iled in or for the same State will be considered as the f irst app l ication for 
priori ty pur pose s if , wh en this s ubsequent application was filed , the f i rst appli ­
cation had been withdrawn , abandoned or refused, without b eing open t o public 
inspection a nd without leaving any rig hts outstanding , and had n ot served as a 
basis for claiming priority . The examiner i n t he International Pr e l iminary Examining 
Authority will not normally consider th i s question unless ther e is c l ear evidence 
of the exi stence of an earlier appl i cation as , for exampl e , in the case of a 
Unite d States continuation-in-part application . Where i t is clear that an ear l ier 
appl i cation for the same s ubject mat ter exists , and where the priority right is 
important because of intervening prior art (see Chapter V, paragraph 2. 1 ) , t he 
applican t should b e i nvited t o satisfy the examiner in t he Internatio na l Pre­
liminary Examining Authority that there were no r i ghts outstanding in the earlier 
appl i cation . 

Compilati on of r espon ses in respect to paragraph 1 . 4 

Are the last two sentences of thi s paragraph necessary for I nternationa l 
Preliminary Examining Authorities? (GB) 

In v i ew of PCT Rule 6 4 (1 ) (b) (ii ) we d o no t agree wi t h t he de l e tion s pro­
posed by the United Kingdom, since it may be n ecessary for the examiner 
to i nvestigate the validity of the claimed priority to determin e whe ther 
PCT rule 64 . 3 i s applicab le . (NL) 
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The two sentences have been retained since PCT Rule 64 . l(b) defines " relevant 
date" for the purposes of PCT Rule 64.l(a) (Prior Art) , PCT Rule 64 . 2 (Non-Written 
Disclosures) and PCT Rule 64.3 (Certain Published Documents) as being either the 
international filing date or "where the international application under interna­
tional preliminary examination validly claims the priority of an earlier appl~­
cation, the filing date of such earlier application" (underlining supplied ) . This 
Rule implies consideration of questions affecting the validity of the priority 
claim coming to the notice of the examiner in the International Preliminary 
Examining Authority. 

1.5 An internat ional application may claim rights of priority based on more than 
one earlier application ("multiple priorities" ), even if they originate in dif­
fer ent countries. The earliest application must have been filed not more than 
12 months before the date of filing of the international application. An element 
of an international application will be accorded the priority date of the earliest 
priority application which includes it. If, for instance, the interna tional 
application describes and claims two embodiments (A and B) of an invention, A 
being disclosed in a French application and B in a German application, both filed 
within the preceding 12 months, the priority dates of both the French and German 
applicat ions may be claimed for the appropriate parts of the international appli­
cation ; embodi ment A will have the French priority date and embodiment B the 
German priority date . If embodiments A and B are claimed as alternatives in one 
claim, these alternatives will likewise have the different priority dates. If, 
on the other hand, an international application is based on one earlier application 
disclosing a feature C and a second earlier application disclosing a feature D, 
neither disclosing the combination of C and D, a claim to that combination will 
be entitled only to the date of filing of the international application itself. 
I n other words , it is no t normally permitted to make a mosaic of the priority 
documents . An exception might arise where one priority document contains a 
reference to the other (see also Chapter V, paragraph 1.4). 

2.1 As a general rule, the examiner in the International Preliminary Examining 
Authority should not make any investigation as to the validity of a right to 
priority. However, the priority right assumes importance if the subject matter 
of the claimed invention has been published within the meaning of PCT Rule 64.1 
on or after the priority date claimed and before the international filing date or 
forms part of the content either of a non- written disclosure within the meaning 
of Rule 64.2 , i . e ., a non- written disclosure which occurred before the prior ity 
date a nd which was indicated in a written disclosure in the period between the 
priority date and the international filing date, or of an application or patent 
within the meaning of PCT Ru l e 64.3, i.e . , an application or patent which was 
published after that date but was filed earlier than the international fi ling 
date or claimed the priority of an earlier application which was filed prior to 
the international filing date. In such cases, the examiner must satisfy himself 
that the priority date (s) claimed may be accorded to the appropriate parts of 
t he international application he is examining and , where appropriate, wil l also 
consider the validity of any priority date claimed for the app lication or patent 
within the meaning of PCT Rule 64 . 3 (see also Rule 70 . 10 , last sentence) . 

2 . 2 When the examiner in the Inte rnational Preliminary Examining Authority needs 
to consider the question of priority date, he should bear in mind all the matters 
which are mentioned in Chapter V, paragraphs 1 . 3 to 1 . 5 and 2.1. He should 
also remember that, to establish a priority date, it is not necessary that all of 
the elements of the invention for which priority is claimed s hould be found among 
the claims in the previous application . It is sufficient that the documents of 
the previous application taken as a whole specifically disclose such elements . 
The description and any claims or drawings of the previous application should, 
therefore , be considered as a whole in deciding this question , except that account 
should not be t aken of subject matter found solely in that part of the description 
referring to prior art, or in an explicit disc laimer . 
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2 . 3 The requirement that the disclosure must be specific means that it is not 
sufficient if the elements in question are mere l y i mplied or referred to i n broad 
and general terms . A claim to a de t ailed embodiment of a certain feature would 
not be entitled to priority on the basis of a mere general reference t o that 
feature in a priority document . Exact correspondence is not required, however . 
I t is e nough that , on a reason able assessmen t , there is in substance a disclosure 
o f all t he impor tant e l ements of the c l aim . 

2 .4 On the other hand, an element claimed broadly and generally in the interna­
t ional application should be consider ed to be specifical ly disclosed if there is 
a particular discl os ure of that eleme nt in t h e pr i o r ity document and the generali ­
zation is obvious from that particular disclosure . For example , a claim to 
apparatus including "releasable fastening means" would normally be entitled to the 
priority date of a disclosure of tha t apparatus in wh ich the relevant fas t ening 
e l ement was , say , a nut and bol t, or a spri ng catch or a toggle - ope rated l a tch, 
e ven when the earlier disclosure does not ref er to the fastening element in broad 
terms . 

2 . 5 If t he tes t s set out in Chapt e r V, paragraphs 2 . 2 to 2. 4 are no t satis ­
fied in relation to a particular earlier application, then the effective date of 
t he cla im wil l either be the priority date of the earliest application which 
satisfies the tests and does provide the required disclosure or , in the absence 
of such , will be the i nternat i onal fi ling date of t he international application 
itself . 

Compil ation o f responses in respect of paragraphs 2 .1 to 2. 5 

( i ) Delet e these sect i ons , not necessary for I PEAs . (GB) 

(ii) Do not agree wi t h the deletion of a part of paragraph 2 . 1 as proposed 
by the US (NL) . 

Note : 

Pa r agraphs 2 . 1 to 2 . 5 have been redrafted in terms of PCT Rule 64. 

3. Claiming priority 

3 . 1 An applicant who wishes to clai m priori ty must s t a t e this on t he request 
(Form PCT/R0/1 01) giving particulars of the previous fi l ing, as specified in 
Rule 4 . 10 (see , however, paragraph 3 . 2 below) and submit a certified copy of 
t he priority document to the International Bureau within 16 months of the 
priori t y dat e un l ess it was a l ready filed with the receiving Off i ce t oget her 
with the international applica tion . 

3 . 2 The examiner in t he International Preliminary Examining Authority s hould 
keep i n mind tha t the form o i the declaration (see Chapter V, para graph 3. 1 ) 
claiming the priority of one or more earlier applications under Article 8(1) of 
the Treaty is prescribed in the Regulations under Rule 4.10(a) , namely: 

" ( i ) when the ear l ier a p plication is not a regional or an international 
a pp l ication , the country in which it was fi l ed ; when the earlier applicat ion is a 
a regional or an international application, t he country or countries for which 
i t was filed, 

(i i ) the date on wh ich it was f i led , 

(ii i ) the number under which it was filed, and 

(iv) when t he earlier application is a regional or an interna tional appli ­
cation , t he national Office or intergovernmental organization with which it was 
filed . " 
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It is clear from the provisions of Rule 4 . 10(c) that the number of the priority 
document if not ind icated in the request (Form PCT/R0/1 01) must be furnished by 
the applicant to the International Bureau within 16 months of the priority date . 
It is also clear from the provisions of Rule 4 . 10(b ) , however , that a priority 
claim will be considered not to have been made if it fails to specify at the 
time o= filing the international application that the priority of an earlier 
application is claimed, or fails to specify the particulars required by Rule 
4 . 10 (b ) , namely: 

"(i) when the earlier application is not a regional or an internationa l 
application , the country in which it was fi l ed; when the earlier application 
is a regional or an international application , at least one country for which 
it was filed , and 

(ii) the date on which i t was filed . " 

3 . 3 If the examiner in the International Preliminary Examining Authority needs 
a copy of the priority application, the copy is supplied on request by the 
I nternational Bureau unless the International Bureau has not yet received the 
priori ty document in whi ch event the applicant must, upon request by the Inter­
national Preliminary Examining Authority , furnish such certified copy t o the 
International Bureau and directly to the I nternational Preliminary Examining 
Authority . If the priority application is not in the l anguage, or one of t he 
languages (if more than one) , of the Internati onal Preliminary Examin ing 
Authority, the applicant must provide, on the invitation of the International 
Preliminary Examining Authority , a translation within two months of the invita­
tion , failing which the priority c l aim wi l l be disreqarded and the international 
preliminary examination report v1ill be established as if the pr i ority had not 
been claimed . 
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CHAPTER VI 

PROCEDURE BEFORE THE INTERNATIONAL PRELIMINARY EXAMINING AUTHORITY 

1. Introduction 

1 .1 ciubject to certain requirements as to entitlement to have international pre­
liminary examination (because the Contracting States of the PCT are entitled to 
exclude the application of Chapter II of the PCT relating to international pre­
liminary examination) , an applicant under the PCT may, by filing a "demand," have 
an international preliminary examination of his international application. The 
report of the international preliminary examination will be transmitted to such of 
the States which are bound by Chapter II and were designated in his international 
application at the time it was filed (these are the States in which the interna­
tional application has effect as a national application) as he elects . Under 
Chapter II, these nominated States are called the "elected States . " The appli ­
cant may also add further designated States by means of a " later election." The 
international preliminary examination is carried out by the competent Intern ational 
Preliminary Examining Authority appointed by the Assembly of the PCT Union and has , 
as its objective, the formulation of a preliminary and non-binding opinion on the 
questions whether the invention claimed in the international application appears 
to be novel, to involve an inventive step (to be non-obvious) , and to be industri ­
ally applicable . 

1.2 As a condition of its appointment, each International Preliminary Examining 
Authority enters into an agreement with the International Bureau. On the basis 
of this agreement , which specifies, among other things, the Contracting States 
for which the Inte rnational Preliminary Examining Authority is prepared to act , 
the Cont'racting States indicate one or more International Prel iminary Examining 
Authoriti es competent for the international preliminary examination of interna­
tional applications filed with the national Offices ot such States (or such other 
Office or intergovernmental organization as acts for any such State). The appli­
cant submi ts his demand for international preliminary examination directly to 
t he compe tent International Preliminary Examining Authority, or one of them , if 
there is more than one . Any l ater e l ection adding to those e lected in the demand 
is filed with the Inte rnational Bureau. 

1 . 3 The results of the international pre liminary examination, in the course of 
which one or more written opinions may be issued to the applican t by the Interna­
tional Preliminary Examining Authority and commun ication wi t h the applicant may 
occur, are given in an international preliminary examination report established 
by that Authority. 

1 . 4 The criteria of novelty , inventive step and industrial applicability which 
the International Preliminary Examining Authorities apply are not binding on the 
elected States which are free to appl y additional or different criteria for the 
purpose of deciding whether , i n such States, the claimed inve ntion is patentable 
or not . Nevertheless , the criteria are such that the applicant will be assisted 
in determining , on the bas is of the international preliminary examination report, 
whether he is likely t o obtain protection in the e lected States and , moreover, 
any amendments or f urther amendments he should make to his international appli ­
cation . Furthermore, the international preliminary examination r eport can be 
expected to be of assistance to t he elected Offices and the applicant in the 
further processing of the international application in the national phase . 

1.5 The present Chapter sets out the procedure before the International Pre ­
liminary Examining Authority with respe ct to international preliminary exa mi­
nation from the time such examin ation starts . Matters preceding the start of 
international preliminary examination do not come wi thin the ambit of these 
Guidelines and , thus, are not take n into account except to the extent that they 
prov ide necessary background to the international preliminary examination pro­
cedure . Similarly, matters of internal administration are not mentioned since 
they fal l within the province of each individua l International Preliminary 
Examining Authority . 
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2. General outline of steps in the procedure before the International 
Preliminary Examining Authority 

2.1 International preliminary examination involves the following steps: the 
applicant demands international preliminary examination; the demand is addressed 
to the International Preliminary Examining Authority; that Authori ty conducts 
the international preliminary examination, wh i ch is essentially directed to the 
questions whether the claimed invention is new, involves an inventive step (is 
non- obvious) and is industrially applicable; the Authority may issue one or 
more written opinions and the applicant and the Authority communicate with each 
other during the international preliminary examin.ation and the applicant is 
given at least one opportunity to amend the claims, the description , and the 
drawings; the Authority issues its report which does not contain any statement 
on the question whether or not the claimed invention is or seems to be patentable 
according to the law of any country ; it merely states - - by a "Yes" or "No" --
in relation to each claim whether such claim seems to satisfy the said three 
criteria and each such statement is accompanied by citations and other expla ­
nations ; finally, the report and, where requested, copies of the documents 
cited therein which were not cited in the international search report are com­
municated to the applicant and the national Offices of the states in which the 
applicant wishes to use the international preliminary examination report ("elected 
states") . 

2.2 The internationa l preliminary examination report is not published. The 
very fact that international preliminary examination has been demanded remains 
confidential . Possible wi thdrawal of the demand and the results of t he interna­
tional preliminary examination are equally confidential. 

3. Start of, and time limit for, international preliminary examination 

3.1 Prior to the start of international preliminary examination of an interna­
tional application, the applicant must, of course , have fi led a demand (Form 
PCT/IPEA/401) that his international application be the subject of an interna-
tional preliminary examination (as explained in Chapter VI, paragraph 1.2, the appli­
cant submits the demand directly to the competent International Preliminary 
Exami ning Authority), the demand indicating the State or States ("elected 
~tates" ) in which the applicant intends to use the results of the international 
preliminary examination . Having r egard to the nature of international pre-
liminary examination and the varying situations whi ch may exist with regard to 
the examination of the international application in the national phase (i . e., 
by t he elected Offices), the PCT leaves open when the demand shall be filed. 
The demand can be fi led with the international application or at any time 
thereafter. It is most likely that the applicant will , in fact, do t hi s some 
time after the end of 18 months from the prioFity da~e since he should have 
received the international search report by the end of the 16th month, and use 
the 17th and 18th months to make up his mind whether to demand international 
preliminary examination . 

3 . 2 The international preliminary examination starts upon receipt by the 
International Preliminary Examining Authority, ~ 

(i) the claims as amended before the International Bureau under Article 19 
(see Chapter VI, paragraph 4.10 ) ; or 

(ii) a notice from the International Bureau that no amendments were filed 
within the prescribed time limit under Article 19 or tha t the applicant has 
declared that he does not wish to make such amendments (see Chapter VI, para­
graph 4.10) ; or 

(iii) a notice, after the interna tional search report is in the possession 
of the International Preliminary Examining Authority, from the applicant expres­
sing the wish that the international preliminary examination should start and be 
directed to the claims as specified in such notice; or 

(iv) a notice of the declaration under Article 17(2) (a) by the International 
~earching Authority that no international search report will be established 
(see Chapter VI, paragraph 4.3) . 
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3.3 The time limit for the establishment of the international preliminary 
examination report is calculated from the start of the international preliminary 
examination . The time limit for any particular International Preliminary 
Examining Authority is set out in the agreement between that Authority and t he 
International Bureau (see Chapter VI, paragraph 1.2) . The time limit may not 
exceed: 

(i) six months after the start of the international preliminary exami­
nation; 

(ii) in cases ~here t he International Preliminary Examining Authority 
issues an invitation to restrict the claims or pay additional fees under 
Article 34(3), (see Chapter VI, paragraph 5 . 4), eight months afte~ the star~ 
of the international preliminary examination . 

3 .4 However, if the International Preliminary Examining Authority is part of 
the same national Office or intergovernmental organization as the International 
5earching Authority, t he i nternationa l pre liminary examination may, if the 
International Preliminary Examining Authority so wishes, start at the same time 
as the international search . In such a case , the international preliminary 
examination report (see Chapter VI, Section 8) must be established, notwith­
standing the prescribed time limit for establishing the international preliminary 
examination report, not later than six months after the expiration of the time 
limit allowed under Artic l e 19 for amending the claims (see Chapter VI , para­
graph 4 . 10) before the International Bureau. 

3 . 5 Where the two procedures are "telescoped" in this way, the first written 
opinion of the examiner in the International Preli minary Examining Authority 
(see Chapter VI , paragraph 5 . 9) may be issued at the same time as the interna­
tiona l search report, that is, in the normal situation where priority is claimed, 
by the end o f the 16th rather than the 20th month . The four months so gained may 
then be used by the examiner to allow for a second written opinion and a s econd 
reply by the applicant during the international preliminary examination, should 
this be needed . 

4 . Dor.uments for the Tnternational Preliminary Examining Authority 

4.1 The examiner will (where the International Preliminary Examining Authority 
is part of the same national Office or intergovernmental organization as the 
International Searching Authority) have in the dossier the documents making up the 
international application and a complete history of the proceedings up to the 
start of t he international preliminary examination . In particular, this dossier 
will normally include, in addition to the demand (see Chapter VI, paragraph 3 . 1) , 
the request , d escription , drawings (if any) and the claims as originally filed ; 
any amendments proposed to date ; the international search report with the 
applicant ' s comments (if any) , and copies of any cited documents; the corres­
pondence concerning any informalities from the receiving Office or the Interna­
tional Searching Authority and , depending upon the circumstances , the priority 
documents (see Chapter V, paragraph 3 .1 ) as well as any required ·translations 
(see Chapter VI, paragraphs 4.4 to 4 . 9) . 

4.2 In the case where the international search is performed by an International 
Searching Authority which is not part of the same national Off i ce or inter­
governmental organization as the International Preliminary Examining Authority, 
t he dossier making up the international application will normally include the 
same contents as those referred to in Chapter VI , paragraph 4.1, subject to the 
receipt of the international application and the international search report from 
the Inter nat i onal Bureau. 

4 . 3 The examiner in the Interna tional Preliminary Examining Authority should 
keep in mind that the documents making up the international application may 
contain the declaration referred to in Artic le 17(2) (a) instead of an interna­
tional search report, i . e . , the declaration of the International Searching 
Authority that it cons i ders that the international application re l ates to a 
subject matter which it was not required to search and dec ided not to search, 
or that the description, the claims , or the drawings fail ed t o comply with the 
prescribed requirements to such an extent that a meaningful search could not be 
carried out . In this case , the examiner should appraise the declaration as if 
it were the international search report (see also Chapter VI , paragraph 5 .3 ). 
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Language and translation of the international application and language of the demand 

4.4 Where the International Preliminary Examining Authority is a part of the same 
Office or intergovernmental organization as the International Searching Authority, 
it will not need a translation of the international application since that application 
wil l have besn fi l ed in the language , or one of the languages used by that Authority 
and specified in the agreement conc luded between the International Bureau and that 
Office or organization as an International Searching Authority. 

4.5 Where the International Preliminary Examining Authority is not part of the 
same n ational Of fice or intergovernmental organization as the International search­
ing Authority and the international application is in a language other than the 
one specified in the agreement between the International Bureau and the Interna­
tional Preliminary Examining Authority, the International Preliminary Examining 
Authority may require the applicant to submit a translation of the international 
application into that language , or one of them, not later than the l ater of the 
following dates: 

(i) two months from the date of transmittal of the international search 
report to the applicant and the International Bureau by the International 
Searching Authority or, if transmittal of the international search report took 
place before the expiration of 14 months from the priority date, three months 
from the date of such transmittal; or 

(ii) t he date on which the demand is submitted. 

4.6 If the requirements set forth in Chapter VI , paragraph 4.5 have not been 
complied with, the International Preliminary Examining Authority should invite 
the applicant to submit the required translation of the international appli ­
cation. The translation must be submitted within one month of the date of the 
invitation and, when submitted, must contain a signed statement by the applicant 
that the translation is, to the best of applicant's knowledge, complete and 
faithful . The International Preliminary Examining Authority must determine 
wheth er the translation has been timely filed and, if not, notify the applicant 
and the Internationa l Bureau that the demand shall be considered as if it had 
not bee n submitted . 

4.7 The demand submitted to the International Preliminary Examin ing Authori ty 
must be in the language of ·the international application (see Chapter VI, 
paragraph 4 . 4), unless a translation of the international application is needed, 
in which event the demand must be in the language of that translation. 

4.8 The examiner in the International Preliminary Examining Authority should 
k eep in mind that the text of the international application as filed ("record 
copy " ) is the authentic t ext . Where the faci lity provided for by Article 34 (2) (b) 
(see also Chapter VI, paragraph 4.11) has been used and the question arises as 
to whether a particular amendment proposed by the applicant extends the content 
of the international applicat i on as filed (see Chapter VI , paragraphs 7 .7 to 7.10), 
it is the authentic text which determines the content of the international 
application as filed and, thus, constitutes the basis for determining this question . 
The examiner should , however, normally assume , in t he absence of evidence to the 
contrary , that the origina l translation into a language of the Internati onal Pre­
liminary Examining Authority is in conformity with the text in the original 
language of filing . If the examiner determines that an erroneous translation 
has bee n furnished by the applicant, h e may ask the applicant to bring such 
translation into conformity with the language of the authentic text at any time 
during the proceedings before the International Preliminary Examining Authority. 

P r iority document and trans lation thereof 

4 . 9 Where the international application claims the priority of a previous appli­
cation (priority document) and the examiner in the International Preliminary 
Examining Authority needs the priority document or a trans l ation thereof, the 
examiner should r equest the Interna tional Bureau or, where the priority document 
has not yet been r eceived by the Internationa l Bureau under Ru l e 17 . l(a), the 
applicant himself, to furnish a certified copy of the priority document. Whe n 
the priority document is not in the language or in one of the languages of the 
International Preliminary Examining Authority (see Chapter VI, paragraph 4. 5) , the 
examiner should invite the applicant to furnish a translation of the pr-iority 
document within two months from the date of such invitation (see Chapter V, para ­
graphs 3 . 2, 3 . 3 and 3.5). If the examiner finds that the requested priority 
document a nd (where required) the translation have not been timely furnished , he 
must establish the international preliminary exanination report as if the priority 
had not been claimed in the international application and indicate this in the 
report. 
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Amendment prior to the start of international preliminary examination 

4 . 10 The documents making up the international application referred to in 
paragraph 4 . 1 above, may include amendments of the claims filed by the applicant 
under Article 19 . These will have been transmi t ted to the International Pre­
liminary Examining Authority by the International Bureau . If a demand for interna­
tional preliminary examination has already been submitted, the applicant must, 
at the time he files t he Article 19 amendments, also file a copy of the amendments 
with the International Preliminary Examining Authority. In the event that the 
t ime limit for filing amendments under Article ~9 , as provided in Rule 46.1 (two 
months from the date of transmittal of the international search repor t by the 
International Bureau and to the applicant by the International Searching Authority 
or, when such transmittal takes place before the expiration of 14 months from 
priority date, three months from the date of such transmittal), expires without 
the applicant having filed amendments under that Article, the International 
Bureau will have notified the International Preliminary Examining Authority . 
(see Chapter VI, paragraph 3 . 2 ). 

4 . 11 Article 34(2) (b) and Rule 66.1 provide that the applicant has the right to 
amend the claims, the description, and the drawi ngs, in the prescribed manner and 
within the prescribed time limit, before the start of international preliminary 
examination . The amendment must not go beyond t he disclosure in the international 
application as filed. 

4 . 12 Such amendments may include comments on the international search report 
and amendments to the description, claims or drawings . These amendments may 
have been submitted to avoid possible objections of lack of novelty or lack of 
inventive step in view of the citations listed in t he interna tional search 
report ; to meet any objections noted by the International Searching Authority 
under Article 17(2) (a) (ii) (i . e., that all or at l east some claims do not permit 
a meaningful search) (see Chapter VI, paragraph 5 . 9) or under Rule 13 (i.e . , that 
there is lack of unity of invention); or to meet objections that may be raised 
for some other reason, e .g . , t o remedy some obscurity which the applicant him­
self has noted in the original documents . 

4 . 13 '!'he amendments are made by the applicant of his own volition. This mean~ 
that the applicant is not restricted to amendment necessary to remedy a defect 
in his international a pplication . It does not, however , mean that the applicant 
should be regarded as free t o amend in any way he chooses . Any amendment must not 
add subject matter which goes beyond the disclosure of the international application 
as originally filed (see Chapter VI, paragraph 4. 11). Furthermore, it should 
not itself cause the international application as amended to be objectionable 
under the PCT, e . g . , the amendment should not introduce obscurity. 

5 . First stage of international preliminary examination 

General 

5.1 The purpose of international preliminary examination is to render a non­
binding opinion on the question whether the claimed subject matter of t he inter ­
national application meets the criteria set out in Article 33(1), i . e . , whether 
the claimed invention appears to be novel, to i nvolve an inventive step (to be 
non-obvious) and to be industrially applicable. The task of the examiner in 
the International Preliminary Examining Authority in dealing with these criteria 
and judging whether or not they have been met is dealt with in more detail, in 
so far as appears necessary, in Chapter IV. 

5 . 2 The international preliminary examination is to be carried out in accordance 
with Article 34 and Rule 66 . The first step of the examiner in the Internationa l 
Preliminary ~xamining Author ity is to study the description, the drawings (if 
any) and the claims of the international appl icat ion . 

5 .3 If the examiner in the Inter national Preliminary Examining Authority is of 
the opinion that, having regard to the prior art, the claimed invention satisfies 
the criteria specified in Article 33(1), and that no defects exist in the form and 
contents of the international application (see Chapter VI , paragraph 5 . 9), he will 
not prepare a written opinion (se e Chapter VI, parag raphs 5 . 9 to 5 .1 9 and Section 6) 
but will instead prepare the internati onal preliminary examination report (see 
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Chapter VI, ~ection 8). More usually , however, there will be ma tters which require 
a written opinion. In addition , there may be a lack of unity of invention which 
the examiner will general ly deal with before the first wr i tten opinion is issued 
to the applicant or , if appropriate , concurrentl y therewi th. 

Lack of compliance with the r~quirement of unity of invention 

5 .4 Where the examiner in the Internati onal Preliminary Examining Authority 
finds lack of unity of invent ion (see Chapter III, &ection 7) , a communication 
may , at t he opti on of the examin er (see Chapter VI , paragraph 5 .8 ) , be sent t o 
the applicant informing him why there is a l ack of unity of invention and inviting 
him within a period stated in the invitation (the period may be between one and 
two months from the date of the invitation ) , either to restrict the claims or t o 
pay an additional fee for each additional invention claimed. Where such a com­
munication is sent, at least one possible restriction, according to the circum­
stances of the case, must be i ndicated by the examiner. 

5.5 If the applicant does not comply with the invitation, the international 
preliminary examination-report will have t o be estab l ished on those parts of the 
international application which relate t o what appears to be the "main i nvention " 
and the examiner will then indicate the relevant facts in such report . In c a ses 
of dou!:·t as to which is the main invention, the invention first mentioned in the 
claims should be considered the main invention . 

5. 6 There may be cases where the applicant makes payment of additional fees , 
but does so under protest. In th i s case, a competent higher authority of the 
International Preliminary Examining Authority (three - member board or other 
special instance not including any person who made the decision which is the 
subject of the protest ) must hold a hearing and decide on the justification of the 
applicant's protest . The applicant is then notified of the decision . The 
International Preliminary Examining Authority registers the notice of protest 
and its decision thereon and, i f reques t ed by the applicant, forwards them 
together with the international preliminary examination report (after i t s 
es t ablishment) to the International Bure~u so t hat they may be notif i ed to the 
elected Offices . If the applicant ' s protest is found to be justified, the 
additional fees , or the appropria te portion thereof, must be refunded . 

5 .7 :>ubject to the decision on protest, or if the applicant timely complied 
with the requirement to restrict or pay addit i onal f ees , the examiner in the 
I nternation al Preliminary Examining Authority will thereafter carry out interna­
tional pre l iminary examinati on on those claimed inventions for which additional 
fees have been paid or to which international preliminary examination has been 
restricted . 

5.8 The examiner in the International Preliminary Examining Authority may 
choose not to r a ise the question of lack of unity of invention which may exist 
in the international application (see a lso Chapter I V, paragraph 7 . 5) . I n this 
situation , he will carry out his examination and establish the i nternational 
preliminary examination report on the e ntire international a pplication (subject 
t o Article 34(4) (a) , see Chapter VI, paragraph 5 .3), but will indicat e, when 
establishing t he report, his opinion that the requ ireme:·1t of unity of inve nti on 
is no t fulfilled a nd t he reasons therefor. 

~irst written opinion 

5 . 9 The f irs t written opin1on ot thP. e xaminer in the I n ternational Preliminary 
Exami ning Authority under Ar t icle 34(2 ) (c) should , cover all matters r eferred 
to in Rule 66 . 2 . :>uch matters may be defects under Article 34( 4) (subject 
matter of the application not required to be examined by the International Pre­
liminary Examining Authority or meaningful opinion on novelty , inventive step 
or industrial applicability not possible because of lack of clarity or because 
the claims are not adequately s uppor ted by the description) , an apparent failur e 
to meet the criteria of novelty , inventi ve step or industrial applicability , 
defects in the form o r contents of the i nternation al appl i cation (e . g ., fai l ure 
to comply with one or more of the requirements specified in Rules 5 to ll), 
amendements which appear to go beyond the disclosure of the international 
application as filed , and an apparent lack of clarity in the claims , t he descrip­
tion or the drawings or of support for the claims in the description such as 
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would require some observations to be made in this respect in the international 
preliminary examination report should such report be established on the basis of 
the inter national application without further amendment . 

5 . 1 0 I n t he event that the e xaminer in the International Preliminary Examining 
Authority finds that the international applicat ion is defective in that it lacks 
compliance with Article 34(4) (a) (i) or that all the claims of the international 
application lack compliance with Article 34 ( 4) (a) ( ii) , he wi 11 indicate these 
defects in his first written opinion and will not go into the question , i n that · 
opinion , whether the claimed invent i on appear? to be novel, appear s to i nvol ve 
an invent ive step and is industrial l y app licable . Wher e such a defect affects 
only some nf the claims, a similar approach should be adopted in respect of such 
claims . 

5 . 11 The procedur e in the case wher e no meaningful opi nion can be formed , as 
explai ned in Chapter VI , paragraph 5 . 10, applies mutatis mutandis in the case 
where the internat ional application relates to a subject matter on which the 
Internati onal Prel iminary Examininq Authority is not required , under Rule 67, 
to carry out international preliminar y examination, and, in the particular case, 
decides not to car ry out such examinat ion . Fur thermore, the procedure applies 
in relati on to on l y one or some of the c l aims if either of t hese two situations 
are found to exist in respect of such c l aims. 

5 . 12 Any amendment which appears to go beyond the disclosure in the international 
application as fi l ed must be brought to the notice of t he applicant since , although 
t he international prelimi nary examination report (see Cha pter V , Section 8) is 
established on the basis of the claims as amended, such report will not t ake into 
account any amendmen t which t he International Preliminary Examining Authority con­
siders t o be beyond the disclosure in the international application as filed, but 
will instead indic ate the opinion that the amendment goes beyond the discl osure 
i n the i n ternational application as filed and the reasons for that opinio n . 

5 . 13 For each ground of objection the first written opinion should indicate 
the part of the international application whi ch is deficient and the require­
ment of the PCT which is not me t, either by referring to specific Arti c l es or 
Rules , or by other clear indication ; i t s h oul d also give the reason for any 
objection where this is not immedi ately apparent. If the cited prior art is 
such as to demonstrate lack of novelty or inventive step in the main claim or 
claims, and if consequently t here is lack of unity of i nvention between dependent 
claims , the applicant should be notified of this situation (see also Cha pter I II, 
Sect i on 7 and Chapter VI , paragraphs 5. 4 t o 5 . 8) concur rent ly with the examiner ' s 
first writ ten opinion . Substantive matter in the said opinion should normal~y be 
set out first . The opinion should be drafted in such a manner as to faci l itate 
further international preliminary examination of the international application 
should it be amended, and , in particular, to avoid the need for extensive re­
reading should the examiner wish to issue one or more addit i onal written opinions 
(see Chapter VI, paragraphs 6 . 1 to 6 . 3) . 

5 . 14 The first written opinion should incl ude an invitat ion to the applicant to 
file his observations, to correct any formal deficienci es and otherwi se to submit 
amendments to the description, claims and drawings . It must also state the period 
(normally two months) within which the appli cant must reply. Fai l ure to rep! y 
to the invitat ion may cause the exami ner to establish the international preliminary 
examination r eport with a negative determination in relation to certain claims or 
to take action as the circumstances of the case may require . 

5 . 15 It is emphasized that the first sentence of Chapter VI , paragraph 5 . 9 only 
sets out the general rul e. There may be cases in which, although a meaningful 
internationa l prel iminary examination is possible , a fundamental object ion arises, 
e . g. , it is clear that certain c l aims lack novelty and that the c l aims will have 
to be drastically recast, or there are substantial amendments which are not proper 
for one of the reasons stated in Chapter VI, paragraph 4 . 13 . In such cases, it 
may be more appropriate to deal with this objection before maki ng a detailed 
inte rnational prel iminary examination; if, e . g . , the claims need re-casting, 
it may be pointle:;s to ra ise objections to the clarity of some dependent claims 
or to a passage in the description which may have to be amended or even deleted 
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as a consequence. However , if there are other major objections, these shou!o oe 
dealt with . Generally the examiner should, at the first written opinion stage, 
seek to make the maximum impact with the broad aim of bringing matters to a con­
clusion wi t hout any undue delay in order to meet the time limits for establishing 
the international preliminary examination report (see Chapter VI, paragraph 3.3). 

5.16 When making the full international preliminary examination for the purposes 
of the first written opinion, the examiner in the International Preliminary 
Examining Authority should concentrate on trying to understand what contri­
bution the invention as defined in the claims makes to the prior art . This 
should normally be sufficiently clear from the international application as filed. 
If it is not, the applicant should be invited to elucidate the matter (see 
Chapter III,paragraph 4 . 2); but the examiner should not raise an objection of 
this kind unless he is convinced it is necessary, since to do so might result in 
the applicant introducing additional subject matt er going beyond the disclosure 
in the international application as filed (see Chapter VI, paragraph 4 .11) . 

5.17 Although the examiner in the International Preliminary Examining Authority 
must bear in mind all the requirements of the PCT, the requirements which are -
most likely to require attention in the majority of cases are sufficiency of dis­
closure (see Chapter II, Section 4); clarity , especially of the independent 
claims (see Chapter III, Section 4); novelty (see Chapter IV, Section 5) ; 
and inventive step (see Chapter IV, Section 9). 

5 .18 The examiner in the International Preliminary Examining Authority should 
not suggest amendments merely because he thinks they will improve the wording 
of the description or claims . A pedantic approach is undesirable;. what is 
important is that the meaning of the description and claims should be clear . 
Also , while any serious inconsistencies between the c l aims and the description 
as f i l ed should be objected to (see Chapter III, paragraph 4 . 3), if the claims 
appear to require substantial ame ndment the examiner should invite the applicant 
to also amend the description, if necessary, cautioning the applicant, however, 
that the description must be in conformity with the final form of the amended 
claims without including any additional disclosure not supported by the inter­
national application as originally filed , even though the f inal form of at 
l east the main claims may still not be settled . This procedure may help the 
examiner to expedite the i~suance of the international preliminary examination 
report within the prescribed time limits . 

5.19 It must be emphasized that it is not part of the duty of the examiner in 
t!le I:1~er:1ational rrelininar:: Exanining 1\uthori ty to invite the applicant to 
amend the international application in a particul ar way to meet an objection, 
since the drafting of t he appl i cati on is the applicant ' s responsibility and he 
should be free t o amend in any way he chooses provided that the amendment removes 
the deficiency and otherwise satisfi es the requirements of the PCT . However, i t 
may sometimes be useful if the examiner suggests, at l east in general terms, an 
acceptable form of amendment ; but i f he does so, he should make it clear that 
the suggestion is merely for the assistance of the applicant and that other forms 
of amendment will be considered . 

6. Further stage of international preliminary examination 

6 . 1 When t he applicant has respon·~ed to the first written opinion , the examiner 
in the International Preliminary Examining Authority may, if necessary and if 
sufficient time remains for the applicant to respond and for the international 
preliminary examination report to be established (see Chapter VI , paragraph 3.3)

1 
issue one or more addi tional written opinions. Likewise , if the applicant so 
requests , the examiner may give him one additional or more opportunities to 
submit amendments or corrections . 

6 . 2 The examiner in the International Preliminary Examining Authority should 
apply the same standard of international preliminary examination in relation to 
matters o£ substance at all stages in the processing of the international 
application . However, after the first written opinion stage, he will not normally 
need to completely re- read the amended application if he has drafted his first 
written opinion in a comprehensive way (see Chapter VI , paragraph 5 . 9) but should 
concentrate on the a~endments themselves and any related passages, and on the 
deficiencies indicated in his firs t written opinion. 
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6 . 3 The e x aminer in the International Preliminarly Examining Authority should 
be guided at the additional written opinion stage by the over- riding principle 
that an international ~reliminary examination report should be established after 
as few wri t ten opinions as possible, and he should control the procedure with 
this always in mind . The PCT provides that the process of communicating with 
the appl icant described in Chapter VI, paragraph 5 . 14, shall be repeated if 
the I nternational Preliminary Examining Author i ty so wishes . Nevertheless, if 
it is clear t hat the applicant is not making a ny real effort to deal with the 
examiner ' s objections, . either by amendments or by counter- arguments, then at the · 
conc l usion of the first written opinion s t age the examiner should establ ish the 
intern at i on al preliminary examination report (s ee Chapter VI , S~ction 8) . In 
the ma j o rity of cases, however , the re - examin ation will show that a bona fide 
attempt has been made to meet the examiner ' s obj e ctions . I n these cases,-rr­
there are still objections that require to be met, the examiner must consider 
whether they could best be resolved by a £urthe r written opinion , a telephone 
discussion or an interview . 

6 . 4 If the matters are such that the applicant is likely to require time to 
consider them, it will probably be preferable to deal with them by means of an 
additional written opinion . If, however , there seems to be confusion about 
points in dispute, e . g . , if the applicant seems to have misunderstood the 
examiner ' s reasons, or if the applicant ' s own argument is not clear, then it 
may expedite matters if the examiner proposes an interview. On the other hand, 
if t he mat t ers to be resolved are minor , or can quickly and easily be explained 
and dealt with, then they might be settled more expeditiously by telephone dis ­
cussion . Discusssion with t he applicant by interview or telephone is more fully 
considered in Chapter VI, paragraphs 7.16 to 7 . 21 . 

6 . ~ The additional written opinion from t he e xaminer in the International 
Prel iminary Examining Authority would , normally, again i nvite the applicant t o 
submit a wri t ten reply together wit h amendments or corrections . After recei pt 
of th i s opinion , the appl icant may respond by amending the claims, description 
and drawings or if he disagrees with the opi n i on, submit arguments, as the case 
may be , or do bot h. The conditions for amendment s set o u t in Chapter VI, 
paragraph 4 . 13 and Section 7 would apply . 

7 . Matters applicable generally to various stages of international preliminary 
examination 

Making the amendments--general considerations 

7 . 1 Amendments to the claims , the description and the drawings must be made by 
filing replacement sheets v>hen , on account of the amendments, the replacement 
sheet differs from the sheets of the inte rnational application as originally 
filed . The replacement sheets must be accompanied by a letter which draws 
attention to the differences between the repl aced sheets and the replacement 
sheets . 

7 . 2 In the particular case where the amendments cancel the claims, passages 
in the description or certain drawings, resul t i ng in the cancellation of an 
entire sheet, the amendment must be submit ted in the form of a l etter cancelling 
the .s;heet . 

7 . 3 It should be noted that, when a replacement sheet or l e tter is required 
under cnapter VI, paragraphs 7 . 1 and 7 . 2 , che applicant must submit such sheet or 
letter typed in amended form . However , in cases where the correction or amendment 
made by the applicant is insubstantial (e . g . , not more than a few , say, for 
example , up to six words) , he may submi t a replacement sheet to the I n ternat ional 
Preliminary Examining Authority on which the correction or amendment is inter ­
lineated in typescript, if such interlineation is free from erasures, alterations 
and overwriting, and so long as the authenticity of the replacement sheet is not 
in question and the requirements for good reproduction are met . The International 
Preliminary Examining Authority should invite the applicant to resubmit his 
amendments in proper form whenever compliance with these principles is lacking . 

7 . 4 The examiner in the International Prel iminary Examining Authority should 
also no t e that any paper submitted by the applicant in the course of interna­
tional preliminary examination other than the i nternati onal application itself, 
if not in the form of a letter, must be accompanied by a letter signed by the 
applicant . The l etter should ide ntify the internat ional application to which 
it relates and be in the s ame language as the said application unless a trans ­
l a ti o n is r e quired in ~hi ch e v e nt it must be in the language o f tha t translation . 
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If these requirements are not complied with, the applicant should be notified that 
the paper shall be considered not to have been submitted . 

7 . 5 In the exceptional case , the applicant may request the International Prel iminary 
Examining Authority to allow a change in the language of correspondence being sub­
mitted to another language authorized by the International Preliminary Examining 
Authority . If such a change is allowed, correspondence with the applicant woul d be 
in the new authorized language . 

Appraisal of amendments 

7 . 6 Any amendments filed in accordance with t he PCT which are necessary to correct 
any de ficiencies not ified t o t he appl i cant should be accepted . The examine r shoul d 
also consider as acceptable restriction of the scope of the claims or amendments 
which improve the clarity of the description or amendment of t he c laims in a manner 
clearly desirable , without changing their subject- matter content or scope. An 
amended international application must , of course, sati sfy all the requirements of 
the PCT includi ng t he mat ters listed i n Chapter VI, paragr aph 5 . 17 (see also Chapter VI, 
paragraph 4 . 12) . However, e s pecially when the claims have been substantially limited, 
the examiner in the International Preliminary Examining Authority should bear in mind 
that the following questions may require specia l consideration at the amendment stage: 

(i) Unit y of invention : Do t he amended claims stil l satisfy the requirement 
of Rule 13? I f the i nternational search report seems to clearly reveal lack of 
novelty or inventive step in the conce?t common to all the claims and the amended 
c l aims do not necessitate further "earcli, the e xaminer should not object to lack 
of unity of invention (see Chapter Ill, paragraph 7 . 5 ) . If, however, t he c l aims 
lack a common inventive concept and a further search is necessary, uni ty of 
invention may be raised (see also Chapter VI, paragraphs 5.4 to 5 . 8) . 

(ii) Agreement of description and claims : If the claims have been amended, 
will the description require corresponding amendment to remove serious inconsistency 
between them? For example, is every embodiment of the invention described still 
within the scope of one or more claims? (see Chapter III , paragraph 4 . 3 ) . Con­
versely, are all of the amended claims supported by t he description? (see Chapter III , 
~ection 6). Al so, i f the categories of claims have been altered, will the title 
require a corresponding amendment? (5ee Chapter II, paragraph 3.2.) 

It is important also t o ensure t ha t no amendment adds to the content of the appli ­
cation as filed and thus violates Article 34 (2) (b) as explained in the following 
paragraphs . 

Additional sub ject matter 

7 . 7 There is normally no objection to an applicant introducing, by amendment, 
further information regarding prior art which is relevant, nor should the straight­
forward clarification of an obscurity, or the resolution of an inconsistency, be 
objected to. When , however , the applicant seeks to amend the description (other 
than references to the prior art), the drawings, or t he claims i n such a way that 
subject matter which extends beyond the content of the application as filed is 
thereby introduced , the amendment cannot be taken into account in the establishment 
of the international preliminary examina tion report . 

7 .8 An amendment should be regarded as extending t he content of the in t ernational 
application and, therefore, not be taken into account f o r t he purposes of interna­
tional preli~inary examination if the overall change in the content of the appl i­
cation (whether by way of addition, alteration or excision) results in the person 
skilled in the art beipg_presented with information which differs from t hat_pre ­
sented by t he international application as originally filed . 

7.9 The subject matte r newly presented may be introduced by explici t ly mentioning 
matter which was either not previously mentioned at all, or only implied. For 
example , if in an international application r elating to a rubber composition com­
prising several ingredients the appl i cant seeks to i n troduce the information that 
a further ingredient might be added, then this amendment should normally be regarded 
as going beyond the disclosure in the application as originally filed . Likewise, 
if an application which describes and c l aims apparatus "mounted on resilient supports , " 
without disclosing any particular kind of resilient support the applicant seeks to 
add specific information that the supports are , or could be, e.g . , helical springs 
(see, however, Chapter VI, paragraph 7.10), then the amendmeon should normally be 
regarded as going beyond the di sclosure in the appl i cation as originally filed . 
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7.10 If, however , the applicant can show convincing ly that the subject matter in 
question would , in the context of the claimed invention, be so well-known to the 
person 5killed in the art that its introduction could be regarded as an obvious 
clarification, and, therefore, as not extending the content of the appl ication , 
it is permissibl e . For example, if in the case of the rubber composition referred 
to in Chapter VI, paragraph 7.9,the applicant were able to show that the further 
ingredient which he sought to introduce was a well-know~ additive normally used 
in rubber compositions of that kind as an aid to mixing and that its omission would 
generally be questioned, then reference to such an additive would be permissible on 
the ground that it merely clarified the description and introduced nothing not 
already known to the person skilled in the art . However, if the introduction of 
this additive brought about some special effects not originally disclosed, an 
amendment mentioning this would not be permissisble. 5 imilarly, if in the above­
mentioned case of the resilient supports the applicant were able to demonstrate 
that drawinqs, as interpreted by the person skilled in the art , showed helical 
springs, or. that the person skilled in the art would naturally use helical springs 
for the mounting in question, then specific reference to helical springs should 
be regarded as permissible. · 

7 . 11 Amendment by the introduction of further examples , e . g . , in the chemical 
field , should always be l ooked at very carefully, since prima facie any further 
example to illustrate a c laimed invention may extend the disclosure of the inter­
national application as originally filed. 

7 . 12 As indicated in Chapter VI, paragraph 7.9, alteration or excision of the 
text, as well as the addition of further t ext, may introduce new subject matter. 
For instance, suppose a claimed invention related to a multi - layer laminated panel 
and the description included several examples of different layered arrangements , 
one of these having an outer layer of polyethylene; amendment either to alter the 
outer layer to polypropylene or to omit this layer altogether would not normally 
be regarded as permissible. In each case the panel disclosed by the amended 
example _would be quite different from that originally disclosed and hence the 
amendment would be considered as i n troducinq new subject matter. 

Correction of obvious errors of transcription 

7 .13 Errors whi ch are due to the fact that something other than tha t which was 
obviously intended was written in t he contents of the international application 
(other than the request) or other paper submitted to the International Prelimina ry 
Examining Authority by the applicant (e . g., l inguistic e rrors, spelling errors) 
may u sually be corrected at any time during international preliminary examination . 
The correction must be "obvious" in the sense that it is immediately apparent 
from the subject matter which it i s sought to correct : 

(i) that an error has occured; and 

(ii) what the correction should be . 

I f a correction is n ot of this character (e . g . , if it involves cancellation of 
claims , omission of passages in the description or omission o f certain drawings), 
it would have to be submitted by the app licant as a n amendment and dealt with on 
tha t b asis (see Chapter VI , paragraph 7 . 6) . 

7 .14 Rectification of obvi ous errors of transcription in the international a ppli ­
cation can be made on the request of the applicant of his own volition. In 
addition, the examiner in the International Preliminary Examining Authority , upon 
study of the inte rnational application and any other papers submitted by the appli­
cant other than the request , might also note obvious errors of transcription. In 
thi s latte r case, the examiner should invite the appl icant t o submit a request 
for rectification of such errors . 

7.15 The examiner in the International Preliminary Examining Authority may only 
authorize corrections o f obvious errors of transcription up to the time the inte r­
national preliminary examination report is established . Where such corrections 
are authorized by him , he must record the date of authorization for rectification 
in the file of the inter national applic ation. The examiner must notify the appli­
cant and the International Bureau of any rectification authorized or , where he has 
denied the authorization for rectificati on, notify only the applicant of such denial 
and the reasons there for . 
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Informal communication with the applicant 

7 . 16 "The International Preliminary Examining Authority may, at any time, com­
municate informally, over the telephone, in writing, or through personal inter ­
views, with the applicant . " The circumstances in which it may be appropriate for 
the examiner in the International Preliminary Examining Authority to communicate 
with the applicant by telephone or propose an interview rather than send an 
additional written opinion are considered in Chapter VI, paragraphs 6 . 3 and 6.4. 
Communication will, in most instances, be with the applicant's authorized agent 
(the meaning of agent in the PCT is set out in Rule 2 . 2) rather than the applicant 
himself . If the applicant, or his agent request an interview, the examiner, at 
his discretion , can grant such interview unless he believes that no useful pur­
pose would be served by such a discussion. 

7.17 When an interview is arranged, whether by telephone or in writing, and 
whether by the examiner in the International Preliminary Examining Authority or 
by the applicant, the matters for discussion should be stated . If the arrangement 
is made by telephone, the examiner should record the particulars and briefly 
indicate, on the file , the matters to be discussed. 

7 .18 The interview will normally be conducted solely by the examiner in the 
International Preliminary Examining Authority who is responsible for the interna­
tional application . It is an informal procedure and the recording of the inter­
view depends upon the nature of the matters under discussion. Where· t he interview 
is concerned with the clarification of obscurities, the resolution of uncertainties, 
or putting the international application in order by clearing up a number of minor 
points, it will usually be sufficient if the examiner makes a note on the file of 
the matters-discussed and the conclusions reached, or amendments agreed upon~ If, 
however, the interview is concerned with reviewing weightier matters, such as 
questions of novelty, inventive step, or whe ther the amendment intro~uces new 
subject mat t ·er, then a fuller n ote of the matters discussed should be made in the 
fi l e for use in an additional written opinion (if any) or the international pre­
liminary examination report . It should always be made clear to the a pplican t or 
agent that any agreement reached may ultimatel y be subject to further review . 

7 . 19 If a n ew defect of substance is raised at an interview and no amendment 
to meet it is agreed upon at the time, the defect should be confirmed in an 
additional written opinion inviting the applicant, within a prescribed time limit, 
t o respond, if he so wishes. The examiner in the International Preliminary 
Examining Authority should, however, keep in mind the time limit for the establish­
ment of the international preliminary examination r eport (see Chapter VI, paragraph 
3 . 3) . 

7 .2 0 When the telephone is used to settle outstanding matters, the normal procedure 
should be for the examiner to telephone the applicant or the agent identifying the 
international application he wishes to discuss and r equesting the applicant or 
agent to telephone back at a specific time. A note should be made on the file, 
giving particulars and ide ntifying the matters discussed and any agreements 
reached . Any matters on which agreement was not reached should also be noted 
and the arguments adduced by the applicant or agent should be summarized . 

7 . 21 The records of interviews or t elephone conversations should always indicate 
whether a response is due from the applicant or agent or whetl1er the examiner 
wishes to issue an additiona l written opinion or establish the international pre­
liminary examination report . 

Citation of certain documents in the international search r eport 

7 . 22 The international search r epor t will cite a document which i s not i n the 
official language of the International Searching Authority only if the search 
examiner knows or has strong evidence leading him to suspect (e . g., from the 
drawings, from an abstract , a corresponding patent in a known languag e , or from 
a translation produced by some other person familiar with the language of the 
document) that the document is relevant . The examiner in the International Pre­
liminary Examining Authority, in his first written action, may cite the document 
on the basis of similar evidence; an abstract or corresponding document in an 
official language , if known to the examiner, will also be cited. I f, however, 
the applicant's response to the first written opinion disputes t he r elevance of 
the document and gives specific reasons, the examiner should consider whether , 
in the light of these reasons and of the other prior art available to him, he 
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is justified in pursu ing the matter . I f so, he may obtain a translation of the 
document (or merely the relevant part of it if that can be easily identified). 
If he remain3 ot the view that the document is relevant, he should consider 
whether it is necessary to send a copy of the translation to the applicant either 
with an additional wr i tten opin ion or by way of an inf ormal communicat i on with the 
applicant. 

Additional searches during international preliminary examination 

7. 23 The examiner in the International Preliminary 4xamining Authority may need 
to make an updated search of relevant published applications or patents which only 
became available subsequent to the issuance of the international search report 
having regard to Rule 64.1 and 64 . 3 . In t he event that the examiner is unable to 
complete this updated search at the time of his first wri t ten opini on , he should 
ensure that such search is completed before the establ ishment of the international 
preliminary examination report. I n the case in which (e.g. , due to an early request 
for international preliminary examination by t he applicant) the international appli­
cation f ul fills the conditions of Article 34 (2 ) (c) and no first written opinion is 
necessary before this updated sear ch can be completed , the examiner should try not to 
substantially delay the e stablishment of t he international preliminary examination 
report for this reason unless the e xaminer specifically knows of the existe nce of 
an as yet unpublished document which will have to be cited when it is published and 
that t he document will be available with in the pre scribed time limit for the est ablish­
ment of such report (see Chapter VI , paraaraph 3.3). 

7. 24 In some cases , a further search will sometimes be required by the examiner i n the 
International Preliminary Examining Authority after the a pplicant's first amendment 
or s ubsequentl y. This may ar i se e ither because the int ernat ional search report 
was somewhat incomplete, or because the Internationa l Searching Authority has not 
searcheq a particular part of the international application because of a require-
ment of lack of unity of invention, and the examiner disagrees with the requirement; 
or because t he claims have been so ame nde d that their scope is no l onger the same 
as ori ginal ly filed . 

7 . 25 If , for example, because of a badl y drafted s e t of claims, the international 
search· report was incomplete to an ext ent such that the further search now to be 
made is in real i ty the first effective one, then the examiner in the International 
Preliminary Examining Authority s hould indic ate in his first written opinion which 
claim, or claims in his opinion define the scope of the invention for which t he 
search was made , and reasons why a particular interpretation is to be placed upo n 
any wording in these claims . If i t seems probabl e that the scope of the s earch 
resulting from the select ed c l aims will , even at the first written opinion s tage, 
be very broad, the e xaminer should , if possibl e, indicate how in his opinion the 
applicant ' s response (if any) might narrow the c laime d subject matter and possibly 
overcome the effectiveness of the newly discovered relevant prior art. 

7 . 26 I f a f urther search in addition to the international search i s made but a 
still further sear ch in the same technical field is required due t o the applicant's 
response to the first written opinion, and as a result thereof , the examiner in 
the International Preliminary Examining Authority the n discovers further relevant 
prior art , it may be necessary fo r him either to issue an additional written 
opinion if this is still possible or t o include in the international pre liminary 
examination reoor t an explanation indicating the claim or claims and t he basis 
for his opinion in rendering a positive or negative statement under Article 35(2) 
(see Chapter VI , paragraph 8 .1) . 

7 . 27 Although , in principle , international preliminary examination is based on 
the international search report, the examiner should not be deterred from looking 
for relevant documents which he personally knows, or has r eason to suspect , exist , 
i f h e can locate such documents i n a short time from material ava i lable to him. 

8. Establishment of international preliminary examination report 

Genera l 

8 . 1 An international preliminary examination report must be issued within the 
prescribed time limit (see Chapter VI , paragraph 3 . 3) in all cases. Except in the 
case of a n i n ternational application i n r espect of which an affirmative opinion can 
be given initially to the three criteria referred to in Chapter VI , paragraph 2 .1, 
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this ~ill follow one or more written opinions or other communications with the 
applicant. If the examiner in the International Preliminary Examining Authority 
considers that the possibility exists of amending or correcting the international 
application to bring it into a form which meets the requirements of Article 33 
(see Chapter IV, paragraph 1 . 1), then the examiner should communicate to the appli­
cant in his first written opinion , that the International Preliminary Examining 
Authority is of the opinion that satisfactory amendments must be submitted within 
a stated period (see Chapter VI, paragraph 5.14) . If, within the time limit, 
satisfactory amendments are made , the examiner will then prepare the international 
preliminary examination report . I f no amendments are made, he may have to prepare 
a negative international preliminary examination-report . If unsatisfactory amend­
ments are made, the examiner should evaluate whether addit ional amendments could 
bring the case within Article 33 req4irements within the time limits for issuance 
of the report (see Chapter VI , paragraph 3 . 3) . 

8 . 2 The international preliminary examination report g1v1ng the results of the 
international preliminary examination is prepared by the examiner in the Interna­
tional Preliminary Examining Authority by the completion of the prescribed form 
(Form PCT/IPEA/409). The examiner should keep in mind, when establishing the 
international preliminary examination report, that it does not contain any 
statement on the question whether the claimed invention is or seems to be patent­
able or unpatentable according to any national law. The succeeding paragraphs 
deal with the completion of the prescribed form by the examiner . 

Data 

8.3 The examiner should include first certain data required to be given in the 
report under PCT Rules 70 . 3, 70 . 4 and 70.5 . This data (insofar as set out on 
the front page of the form) relates to: 

(a) the applicant ' s or agent ' s file reference 

(b) the international application number 

(c) the name of the applicant 

(d) the name of the receiving Office 

(e) the international filing date 

(f) the claimed priority date 

(g) the classification of the subject matter by the lnternational Searching 
Authority at least according to the International Pate nt Classification (IPC) if 
the examiner agrees with that classification or , if the examiner does not agree 
with that classification, the classification, at least according to the IPC, which 
the examiner considers to be correct. In addition, when completing the certification 
of the report, the examiner must indicate the date on which the demand for inter­
national preliminary examinat i on was submitted and the date on which the report 
was completed and the name and address of the International Preliminary Examining 
Authority. These last-mentioned items may either be completed when including the 
other data or when completing the certifi cation (see Chapter VI, paragraph 8 . 16). 

Basis of report 

8.4 The examiner should then complete the items of the report indicating the basis 
on which the report was established as regards amendments and corrections ; unity 
of invention; the priority date; and the non - establishment of the report as 
regards novelty, inventive step or industrial applicability due t o : 

(i) the subject matter not being required to be searched; 

(ii) lack of clarity in the description, claims or drawings; and 

(iii) the claims being inadequately supported by the description to the e xtent 
that no meaningful opinion can be formed . 
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8.5 In completing the indications in relation to amendments and corrections,·the 
examiner in the International Preliminary Examining Authority should first indicate 
the amendments and/or any corrections accepted by the International Preliminary 
Examining Authority. The amendments or corrections should be indicated by reference 
to the dates on which the amendments were submitted . Amendments and/or corrections 
submitted but not taken into account in the establishment of the report (e.g . , an 
amendment not taken into account because the amendment went beyond the disclosure 
in the international application as filed) are then indicated separately. The 
replacement sheets or letters making the amendments (but not replacement sheets 
superseded by later replacement sheets) are included as an annex to the report 
(see Chapter VI, paragraph 8 . 17). 

8 . 6 An indication is also completed on the form if the report is established as 
if the priority claim contained in the international application had not been made . 
This will occur in the event that the applicant has fai led to comply with t he 
invitation to furnish either a copy of the earlier application whose priority 
has been claimed or a translation of the earlier application (see Chapter VI, 
paragraph 4.9) or where the priority claim has been found invalid (see Chapter V, 
Section 2). 

8 . 7 The indication in relation to unity of invention is completed where the 
applicant has paid additional fees or has restricted the claims in response to 
an invitation to do so or where the applicant has failed to respond to the 
invitation to pay additional fees or restrict the claims (see Chapter VI, para­
graphs 5 . 4 · to 5.8) . In addition to completing t he general indication on the 
first page of the form, the examiner in the Internat ional Prelimi nary Examining 
Authority should also complete the indications provided in the supplemental 
sheet which indicate whether: 

(a) the claims have been restricted 

(b) additional fees have been paid without protest 

(c) additional fees have been paid by the applicant under protest 

(d) the applicant has neither restricted nor paid additional fees 

(e) the examiner was of the opinion that t he international application did 
not comply with the requirement of unity of invention but decided not to i ssue an 
invitation to restrict the· claims or pay additional fees . 

In addition, should the international application be restricted to the claims which 
the applicant chose as complying with the requirement of unity of invention, or 
which the examiner considers to be the main invention , the examiner must indicate 
in t he report which parts of the international application were, and which parts 
were not, the subject of international preliminary examination (see also Chapter VI , 
paragraph 5 .5 ) . 

8 . 8 In the case where the additional fees are paid under protest, the text of the 
protest, together with the decis i on therecn , must be annexed to the report if t he 
applicant has so requested (see Chapter VI , paragraph 5 . 6) . Where an i ndicat ion 
has been given under item (e) above , the examiner in the International Preliminary 
Examining Authority must also specify t he reasons for which the international 
application was no t consi dered as complying with the requirement of unity of 
invention . 

8.9 Indications tha t a report has not been established on the questi ons of 
novelty, inventive step or industrial applicability are given in the appropriate 
parts of the report f orm where the report has not been so established as a result o f : 

(a) the application relat i ng to subject matte r which does not require inter­
na tional preliminary examination (see Chapter VI , paragraph 5.11); 

(b) the description, claims or drawings being so unclear that no meaningful 
o p in ion could be formed; 

(c) the claims being so inadequately supported by the description t hat no 
meaningful opinion could be formed (see Chapter VI, paragraphs 5 . 9 and 5 . 12) . 

Where the report h as not b een established only in relation t o certain claims, this 
is indicated and the claims affected must be specif ied. 
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~tatement concerning criteria of novelty, inventive step and industrial applica­
bility and supporting citations and expl anations 

8 . 10 Thi s s t atement is as to whether the c l aims appear to sat isfy the criteria 
of nove l ty , inventive step (non - obviousness) and industrial appl icability (see 
Chapter IV, paragraph 1.1) . The examiner in t he International Preliminary 
Examining Authority must make this statement in relation to each clai m which is 
to be examined, i . e., by the words "YES" or "NO," or their equivalents in the 
language of the report, accompanied by the citat ions, his e xplanations and ob­
servations , if any (se e Chapter VI , parasraph 5 . 9). The statement should be 
made on the three criteria taken as a whole. ·If any of the criteria i s not 
satisfied , the statement shall be negative but if any of t he criteria taken 
separately is satisfied, an indication must be given as to the criterion or criteria 
so satisfied. The examiner should a l ways cite documents believed to support any 
negative statement with respect to any of the claimed subject matter . The 
citation of these documents should be in accordance with Section 503 of the Admini ­
strative I nstructions . An explanation should also be given where: 

(a) the statement in relation to any clai m is ne9ative ; 

(b ) the statement is positive, but it is not easy to understand the reason 
for citing a document on the basis of consultation of the cited document ; 

(c) any or the criteria of novelty, inven tive step or industrial applica­
bility is not satis f i e d but another or other criteria is satisfied . 

8.11 Explanations should clearly indicate, with reference to the cited documents , 
the reasons supporting the conclusions that any of the said criteria is or is not 
satisfied. If only cer tain passages of the cited documents are relevant , or par­
ticularly relevant , the examiner i n the Int ernational Preliminary Examin ing 
Author ity should identify these , fo r example , by indicating t he page , co lumn or 
the lines where such pa3sages appear . 

Non-written disclosures and certain published documents 

8.12 If the examiner in the I n ternational Preliminary Examining Authority has 
discovered or the international search report has cited , a relevan t document which 
refers to a non- written disc losure, and the document was onl y published after the 
relevant date (see Chapter V, ~ection 2) of the i nternational application , 
he must indicate in the i nternational preliminary examination report (see alsp 
Chapter VI , paragraph 7 . 23): 

(i) i ts nature (by placing the letter " 0" n ext to the citation) ; 

( i i ) the date o n which the document was made available to the pub l ic ; 

(iii) the date on which the non-written public disclosure occurred . 

8.13 The e xaminer i n the International Preliminary Examining Authority should 
also indicate in the report a ny relevant published application or any patent 
discovered by him or cited i n the international search report which was published 
later than but had a priority or a filing date earlier than the re l evant date of 
the international application (see also Chapter IV, paragraphs 6.1 and 6 . 2) . He 
should indicate any such published documents in the report by: 

(i) i ts date of publication ; 

(ii) i t s filing date , and its priority date (if any) ; 

(iii) placing the l et t er " E" next to the citation. 

Guidelines explaining to the examiner the manner of indicating certain other 
special categories of documents which may be cited in the international preliminary 
examination report as well as the manner of i ndicating the c l aims to which the 
documents cited in such report are re l evant can be found in Sections 5C 8 (c) , (d) , 
a nd (e) of the Administrative Instructions. 
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Defects in the international application or lack of clarity 

8 .14 If, in the opinion of the examin~r in the International Preliminary Examining 
Authority, defects exist in the form or contents of the international application, 
the clarity of the claims, the description, and the drawings, or the question 
whether the claims are fully suprorted by the description have not been suitably 
corrected at the prescribed time limit for establishing the international pre­
liminary examinatio n report, he may include this opinion in the report and the 
reasons therefor (see also Chapter VI, paragraphs 5 . 9 and 5 . 12). 

Certification 

8 . 15 Every international preliminary examination report must be signed by an 
authorized officer of the International ~reliminary Examining Authority and carry 
the indication of the name of the Authority . 

Annexes to the international preliminary examination report 

8.16 The examiner in the International Preliminary Examining Authority should 
annex to the report each replacement sheet representing corrections and amendments, 
and if the amendment is communicated in a letter, a copy of such letter (see 
Chapter VI, paragraph 8 . 5) is attached to the international preliminary examination 
report . Any replacement sheets superseded by later r eplacement sheets should not 
be annexed. 

Language of the international preliminary examination report and annexes 

8 . 17 The international preliminary examination report must be in the language 
in which the international application was published, whereas the annexes (if any) 
(see Chapter VI , paragraph 8 . 5) must be in the language in which the int ernational 
application was filed or if the language of the annexes is different than that of 
the international application as filed (see also Chapter VI, paragraph 4. 5) , the 
annexes must also be in the language in which the application was published . An 
international application filed in English, French , German, Japanese or Russ ian 
is published in that language . However, an application fi l ed i~ any other lan­
guage is published in English . Any annex shall b e both in the l anguage in which 
it relates was fi led and also , if it is different , in the language in which the 
international application to which it relates i s published . 

9 . Determination of time limits 

9 . 1 When it is a matter for the examiner in the International Prelimin ary Examining 
Authority to determine applicable time limits referred to in the PCT, he must con ­
sult all the factors relevant to the particular international application under 
conside ration as we ll as the Regulations under the PCT which govern such time 
limits . The most important time limits for international preliminary examination 
so far as International Preliminary Examining Authorities are concerned, have 
been considered in .more detai l in the various Chapters and paragraphs as follows : 

(i) translations - -see Chapter VI, paragraphs 4.5 and 4 . 9 ; 

(ii) amendments--see Chapter VI, paragraphs 4 . 10 , 4 . 11 and 5 . 14 ; 

(iii) corrections of obvious errors of transcription-- see Chapter VI, para­
graph 7 .15; 

(iv) start of i nternational prel iminary examination--see Chapter VI, para­

graph 3 . 2 ; 

(v) response by applicant to first written opinion--see Chapter VI , para­
graph 5 . 14 ; 

(vi) restricting claims or payment of additional fees --see Chapter VI, para­
graph 5 .4 
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(vii) furnishing priority documents - ··see Chapter V, paragraph 3 . 2; 

(viii) establishment of t he international preliminary examination report-­
see Chapter VI , paragraph 3 . 3 . 

9 .2 Any time limit period fixed by the International Preliminary Examining 
Authority wi ll usually be specified in full months which should be calculated 
from the day following the date of mailing of a particular communication inv iting 
a response by the applicant . Rules 80.1 to 80 . 4 provide precise details for the 
determination of the day of expiration o f the prescribed time limit . Rule 80 . 5 
contains provisions covering certain contingencies, e.g . , that the Offi ce of the 
International Preliminary Examining Authority is not open on the day on which the 
time limit to respond by the applicant expires . Rule 82 covers the situation 
where there is a general disruption in the postal service . 

Fai lure of applicant to respond within a prescribed time limit 

9 . 3 If the applicant has not responded within a prescribed time limit, the effect 
of s uch l ack of response differs as t he circumstances of the case may require 
under the PCT and its Regulations. For instance , the international preliminary 
examinati on report may be established as if priority had not been c l aimed (see 
Chapter VI, paragra ph 4.9); the international preliminary examination report may 
be established on the " main invention " (see Chapter VI , paragraph 5.5); the 
international preliminary examination report may be established with a negative 
determination (see Chapter VI, paragraph 5 . 9) . 

10 . Transmittal of international preliminary examination report 

~0 .1 The Inter n ational Preliminary Examining Authority must on t he s a me day 
transmit one copy of the international preliminary examination report (Form PCT/IPEA/ 
409) and its ~nncxes , if any , to the International Bureau and one copy to the 
~pplicant . 

11. Withdrawal of the de mand or all elections 

11 . 1 In the particular case where the applicant , by a signed notice sent to the 
International Bureau, withdraws the demand or all e lections , the Inter national 
Preliminary Examining Authority would be no ti f i ed of the wi t hdrawal by the Inter ­
national Burea u and the International Pre l iminary Examining Authority, accordingly, 
would not have to carry out , or complete, as the case may be , international pre­
liminary examination. 

[End of Annex and 
end of document) 


