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COMMENT~ ON THE DRAFT GUIDELINES FOR 
INTERNATIONAL PRELIMINARY EXAM INATI ON TO BE 

CARRIED OUT UNDER THE PATENT COOPERATION TREATY (PCT) 

1. For the sixth session (November 3 to 8 , 1 976 ) of the PCT Interim Committee 
for Technical Cooperat i on (hereinafter referred to as "the Inter im Committee"), 
the International Bureau prepared a document da ted Augus t 9, 1976, bearing the 
number PCT/TCO/VI/9 and e ntitled "Guideline s for International Preliminary Exami­
n a tion to be Carried Out under th e Patent Cooperation Treaty (PCT)" (hereinafter 
referred to as "the Gu i de lines " ) . This document contained a c ompi lation of comments 
received from the State Committee for Inventions and Discoveries of the U~SR Council 
of Ministers , the Paten t Office of the United Kingdom and the United St a t e s Patent 
and Trademark Off i ce on Draft Gui de line s for Substantive Examinati on in the 
European Patent Off i ce (''EPO Guidelines") arra nged according to the chapters and 
p arag raph s of the EPO Guidelines, together wi th a comparative analysis of the said 
comments . 

2. The Interim Committee, in its session referred to above , held only a general 
d iscuss i on of the subject covered in the Guidelines and decided to set up the 
present Working Group 1''PCT Work ing Group on Guidelines for International Search 
and for Internationa l Preliminary Examinat i on (G~E)") (hereinafter referred to a s 
"this Working Group") for the purposes of assisting in the establishment of the PCT 
Guidel ines for International ~ earches and for International Preliminary Examination 
(see document PCT/TCO/VI/ 1 6 , paragraphs 72 and 86) . Concerninq the composition of 
this Working Group, the Interim Committee dec i ded t ha t it wou ld be open to all 
~tates members of the Interim Committee as we ll as all observer organizations 
which, by December 1, 1976, should expre s s the wish t o be its members . The follow­
ing States expressed such a desire and are thus members of this Working Group: 
Hungary, Japan, Nether lands , Norway , Sovi et Union, Sweden , United Kingdom and 
United States of Amer ica . The fo llowing t wo intergovernmental organizations , t he 
I nterim Committee of the European Patent Organ i sa tion (EPO) and the International 
Paten t Inst itute (IIB), as we ll as the fo llowing five non-governmental organi­
zations, t he Council of European Ind ustri a l Federations (CEIF), the European 
Federation of Industri a l Property Representatives of Indus t ry (FEMIPI), t he Inter­
nationa l Federat i on of Patent Agents (FICP I ) , the Union of Industries of the 
European Co~~unity (UNICE) and the Commi ttee of Na tional Institutes of Patent 
Agents (CNIPA), wh i ch a lso expressed such a des i re , are a l so participating in t h is 
Working Group. 

CONTENT~ OF THE PRE~ENT DOCUMENT 

3. The Internationa l Bureau has rece i ved wri tten comments on document PCT / TCO/V I /9 
from Hungary , the Ne t herlands (comments prepared in consultation with the II B) and 
t he Un ited Kingdom . These comments are attached t o the present documen t as fo llows ; 
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ANNEX A: comments received from the National Office of Invention 
of Hung ary 

ANNEX B: comments received from the Patent Office of the Netherlands 

ANNEX C: comments received from the Patent Of fice of the United 
Kingdom. 

4. This Working Group is inv ited to con-
sider these comments in conjunction with 
document PCT / TCO/VI /9 . 

[Annex A follows] 
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Deput;r Director General of \•JIPO , 

G e n e v a -------

Dear r.:r . Pfanner , 

P l ease find enclos ed here~ith our ·comment s to some of 

the do cuments discussed a t the l ast session of the 

Int urim Co!nmi tt ees of the PCT . 

In fil e o f the decision taken by the Committ ees to 

form ~orking Groups we transmit to the International 

Bureau the fo l lowing re[']arks re l a ting to t he doc<.w..ents 

on_ t h e prospe ctive a~enda of these Groups . 

Yours faithfully , 

N~T~LtOFFICE OF I NV1::NTIOI!d 

(~resident , 
- l_.;:;:--._ .. c__...C-(' 

~ e T::tsnadi/L . ( i\nr. cxe 
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uw brief van 

datum 27 ]'3cem~Jer 1976 

onderwerp 

'.H?O 
Mr. E.M. Haddrick 
Head PCT division 

PCT/WG/GSE/I/3 

ANNEX B 

uw nummer 

Patentfa,:;n 2 

Rijswijk (Z-H) 

ons nummer 
s 76/569 

12, che-nin des Colo:abettes 
1211 Ge:>1eve 20 

De a r r ·::~. E:addricJ.:, 

Telefoon (070) 907616 

Postgirorekening 17300 

bij!agen 

1. Pleas e find enclosed OliT coiilille!'lt3 on the Dr e>.ft Guictelines for Inter­
national :?:r:'elinina:cy E:-{a.mination. These coill.J.-uents ir<He prepared in 
co~sultation with the I.I.B. 

2. Please note thT~ \ve hav e no int'3ntion to su"b2li t s ·e :9arate com..'Jents on 
the Dra ft Guidelines for the International S e arc~, sincs we coo]erated 
in the COiiE:J F.mts 1-lhich Hill be SU'osi tted O:f the I. I.!3. 

Yours ' sincerely, 

·i ... ,/ -----' " ' .· ! ~ =---------.·i LL c~v .. /~ 
' . 

J. Dek~er. 



Comments concerninp, the WIPO document PCT/TCO/VI/9, 

Draft r,uidelines for international preliminary 

examination to be carried out under the 

Patent Corporation Treaty (PCT), 

from the Nethe rlands Pate nt Office . 

l;eneral remark s 

In our opinion the RUidelines for international prelimi­

nary e xamination to be car ried out under the PCT should 

for the sake of harmonisation he drawn up a s much as pos ­

sible i n accordance with the recently-published version 

o f the guidelines for (substantive) examination in the 

European Pat ent Of fice (EPO) . The version of the EPO 

Guidelines upon which the WIP O document PCT/TCO/VI/9 is 

based is not the latest ve rsi on of these Guidel ines. 

Any paraeraph of the EPO Guidelines, the subject of which 

is pertinent to the PCT, but wh ose content o r wordinr, is 

not in aereemen t with the Articles and Repulations of the 

PCT , should be redrafted in te rm s of the PCT . 

In many paragraphs only ce rtain obvious modifications, for 

instance the replacement of "European" by "International", 

will be necessary. Oth erwise we would like the EPO Guide­

lines to be compl etely retained. However the re may be pood 

reas ons to delete a pa r ticular para~;raph , e.r,. when (even 

after adaptation of the wordinr.) it is not applicable under 

the PCT. In the marked-up versions of the EPO Guidelines 

received f r om the Patent Offices of the Unit ed Kinpdom (GR) 

and the United States (US) quite a numbe r of the orieinal 

pa ra g ra phs have been deleted, but in several occasions we 

don't understand the reason for this . 

Our comments given hereafter do not individually ment ion 

those paragraphs of the EPO Guide lines that should be re­

tained with obvious amendments or adaptation to the PCT , 

but a re res t r icted to pa r ar,raphs requirine substant ial 

modification. 

Th e paragraphs are numbered accordinc to the numbers used 

in the document PCT/TCO/VI/9 . Sometim e s a re ference is 

mad e to the comments issued by the Soviet Union, the 

United Kingdom or the United States or to the p u blished 

ve r sion of the EPO Guidelines. 

- 2 -

Comme nts concerning the Explanatory Note and the Introduction 

The present paragraph 3 of the Introduction sho uld be 

deleted as it is not r ele vant to PCT. 

Co mments concerni ng Chapte r I 

I.1.1. Here a difference between the EPO Guidelines and the PCT 

exists. 

This paragraph should be r ed rafte d 

Art 3 (4) and Rules 12 and 55 . 

1n te rms of PCT 

I. 1 .2 . In view of PCT Rule 55.2(a) we agree with the amendments 

proposed by the United States. 

I. 1.3. Since a change in language may be possible according to 

PCT Rule 92.2(b ) this paragraph should be retained in 

adapted form. The last sentence of the paragraph however 

is not relevant to the PCT. 

I.1.4. This paragraph should be delet ed since the PCT does not 

provide for divisional applications. 

I.2 

1.3 

This section sh o uld be deleted since the PCT does not 

provide for opposition proceedings or filing o f e vid en c e . 

Since PCT Art. 34 (2)(a) and Rule 66 . 6 p r o vide the appli­

cant with a right to communicate orally with the Int e rn a ­

tional P r e l im inary Examination Authority (IPEA), in our 

opinion there should be a paragraph concerning the 

language of the proceedings in s uch o r al communications. 

One might a pply the same policy as in the case o f 

written c o rrespondence according to PCT Ru l e 92.2 . 

I.4. 1. In view of PCT Rule 55 we do not agree with the opinion 

expressed by the United Kingdom. The final wording o f this 

paragraph will de pend on the wording o f the r edraft ed 

paragraph I. 1. 1. 
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1.4.2. PCT Rul e 9 2 . 2 will be us e l ess if there is n o sanc tion on 

the filing of doc uments in the wrong l a nguage. In s e v e ral 

poss ible cases sa ncti o ns exi st , c f PCT Rule 55 . ? (d), 60 .1 

and 66 . 7 . Th erefo re we agr ee with th e opi ni o n expressed 

by th e United S tat es . However we don't :.tnderstand their 

ref e r e n ce to PCT Rul e 68 . 2 . 

1 . 5 In vi e w of PCT Rule 66 .7 we agree with the text p ro posed 

by the United S lates. 

I . G. 1. We don't agree with the r ema r k ma de in PC T/TCO /V I /9 , 

Annex D, page 2 , under Item 6 , st atin g that from the 

EPO Guidelines it is clear that the l a ng uag e in which 

the In te rnati o n a l Application is fil ed is us e d as the 

langua ge of the proceedings. According to the EP O Guide ­

lin es . PART A, Chapter VIII.1 .1 and VIII.1. 2 , a n appli ­

c ati on may be filed in a language whi ch is not the 

langu age of the proceedings. Ho wever the text of an 

application in the initial language of the proceedings 

i s the a u t hentic text (PART A, Chapter VIII. 5 .1), and 

since under the European Patent Convention there is no 

need at all f o r a tran s lation at the examination stage, 

the language o f the authentic text will be us e d during 

the search a s well as the examinat i on procedure. Applying 

the same p r inciple f o r the P CT, the text of an Interna­

tional App li cation for which a filing date is accord e d 

(PCT Art 1 1( 2)) , will be the authentic text; this 

langu age will then be used before the Interna t i ona l 

Se arching Authority (PCT Rule 12 .1) and this will also 

be the langu age be f o re the I PEA unles s a translation 

under PC T Rule 55 . 2 is required. Th i s p rinciple seems 

to b e well in line with the content of PCT Rule 

66 . 2(a }(IV). 

Therefore we propose the following t ext: 

"The text o f an International Application as filed is 

the authentic text". 

Aft e r that the last sentence o f this p aragra ph is not 

applicable tot the PCT since according to PCT Rule 55. 2 ( a) 

a tran s lation o f the a pplication as a whole may he 

required. 

- 4 -

I. 6 . 2 . We agr e e with the opinion expressed by the United States, 

but don't understand their reference to PCT Art 19 in 

thi s context. PCT Rule 55.2, mentioned in the GB-comment, 

is more relevant . 

I.7.1. We agree with retaining the text as proposed by the 

United States. 

Comments concerning Chapte r II 

II. 1.1. We disagree with the addition of it e m f as de s ired by the 

United States; this demand does not form part of the 

application as described in PCT Art 3 (2); the same 

holds for the European request for e x amination. 

II.3. 2 . We would like these paragraphs to be retained since they 

II~~~ 3 • give a useful explanation of the expression "short and 

precise" used in PCT Rule 4.3. 

II.4.2. In view of PCT Rule 5.1 (c) we agree with the addition 

proposed by the United States; however we propose to replac e 

"to speed information retrieval'' by "to facilitate access to 

the information contained in the application". 

II.4.4. In view of PCT Rule 66.2 (c) we agree with the opinion 

expressed by the United Kingdom that the !PEA in many 

respects will not be able to require certain amendments 

from an applicant; the expression "to invite" should be 

used instead. The same remark also concerns many oth e r 

paragraphs that will not be specially mentioned. 

II.4.10.A reference can be made to PCT Art 34(2)(b) (GB-comment). 

In our opinion PCT Art 19(2), mentioned b y the United 

States, is less relevant since this Article concerns the 

amendment of the claims. The last sentence of this para­

graph sho uld be deleted since it is not applicable to 

the PCT. 

II.4.1 8 .Here a large difference exists between on the one hand 

the EPO Guidelines and the GB-comment and on the other 

hand the US-comment and the WIPO comment in PCT/TCO/VI/9, 

Annex B , pages 3 and 4, under item 10. In this respect 

we agree with the opinion expressed in the EPO Guide l ines; 

the information necessary for a person s killed in the 

art to be able to carry out the invention, should be 

available to the public on the date of publication of 

the applicatio· We don't understand why the last part 
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of this paracraph is c o nsi d ered not appropriate hy the 

United 1\:ingdom . 

In view o f PCT Rule 6 7 .1 (ii) we do not a~.:ree with the 

opinion express~d by the United Kingdom . The demand 

from th e United Gtntes that the micro- o rcanism should have 

been tieposited in a culture collec t ion not later than 

th e date of filint; of the application £:;D E' S beyond th,-, 

EP O Guid e line s . Accordinc to the s e ~uidelines, PART C , 

Chapter II.6.3 , the date of deposit in a culture collec ­

ti o n sh o uld have b een suppli e d n o t later than two 

months after filinc, hut nothing is mentioned ab o ut the 

date of the d e posit itself. It is sugc e sted that th e 

Guidelines be hr o ucht in line with whatever vill be 

decided at next year's WIP O conference on this subject . 

~~:~:~- In viev of PCT Art 2 1 ( 6 ) stating that the International 

Bureau may omit sucl1 expr~ssions, drawings , and statements , 

fr o m its publications and PCT Rule 9 .1 and 9 . 2, we ugree 

vith the opinion expressed by the United States to 

I I . 7. I, 

del e te th e second s e ntence of pnrar:;raph II.7. 1. As 

alr e ady pointed out in the UG- and GB - comm ,-, nts th e re 

ar c four categories of spe c ifically p r ohibited matter 

in s tead of thre e . 

In view o f PCT Rul e 9 . 2 th e expr e ssion"should \J e r e quired" 

cann o t b e justified . 

Cu Jnu1 cnt s C0 11Ce r11 ing Cha11t e r Ill 

111.1. 3 

11 1. 2 . 3 

11 I . J . 1 

We ncre e with the text elS pr o p OSPd hy the Uni t ed St at e s. 

We wo uld like this paracra p h t o b e retained as it cives 

a us e ful e xpl a nation o f t he ex p r e sc;io n "whP.n e v e r nppro -

p riat e " used in P CT Rulc 6 . 3 ( b) . 

I n Lhe p u b lish e d EP O Gu i d elines the co nt ent o f thi s para ­

grn p h !Ju s beeJJ divid e d int o tw o p arncra p hs (!'A RT C , 

Ch ap Le r I I I . 3 . 1 a n d III. 3 . 2 ). T h e ne w pn r n cra ph I II . 3 . 2 

is o nly p nrtiully rel e vant t o Lh e P CT nnd n ee d s t o h e 

:>m e n de d o n the lines indicated by th e United S ta tP.s . 

- 6 -

III.3.2. We agree with the opinion exp r essed in the GB -c omment . Th e 

expression "for example" sho u ld be retained. 

III . 3 . 4. Since PCT Rule 6 .4(a) states that a mu ltiple depend e nt 

claim shall not serve as a bas is for any oth e r multiple 

dependent claim we agr e e with the comments issued b y the 

United Kingdom and by the Soviet Union . 

III.4.2. From the more extensive v ersion of this paragraph in t h e 

published EPO Guidelines PART C, Chapter III.4. 2 , the 

sentence "'!'his is important of the Of f ice" shou l d 

be deleted . 

II I.4 .7 . In our viev the opinion expressed by the Soviet Union in 

its first sentence in practice vil l cause large difficult i es 

in particular in the case of inventions relat i ng to 

functi onally defined systems . Although the final sent e nce 

weakens this position considerably , ve p r efe r to retain 

the original text. 

III.7.2 . We agree with the United Kingdom that PCT Rule 1 3.2 

contains on l y tvo combinations, The wording of this Rul e 

however, indicates that these are only pa rticular 

examples of such allowable combinations, and in practic e 

the re•ult may be the same as under EPO Rule 30. 

III.7 . 4 . In the published version of the EPO Guidelines this 

paragraph is combined vith PART C, Chapter III . 3 . 1. 

III.7 . 5. We do not agree vith the deletion proposed by the Un ited 

States, since in pa r ticular in chemical cases the s e 

would lead to high numbers of claims. Chapter III . 3 . 6 

also r efers to allowing the presence of alte rn atives in 

a single claim, and vas not object e d to by th e Un i tPd 

States. 

III.7. 6 . In view of PCT Art 34 (3)(a) and Rule 68 we d o no t a r:;r ee 

with the o pinion expressed by the United Kingd o m that 

this paragraph is not relevant to an IPEA. Furtherm o r e 

we do not agr e e vith the addition proposed hy the 

Unit e d States , in particular in viev of the draft ~uid e ­

lines f o r international searches to be c arri e d o ut und e r 

the PCT, P CT/TC O/VI/ 8 , Cha p ter VII. 11. Oc casi 1•nall y in 

cases of lack of unity of invention n o objecti o n w i ll be 

raised by the International Search Authority. H owev ~ r in 

su c h ca s es it may be sufficient to mention th e la c k o f 

unity n o t in the first written opinion , h ut o nl y in t h e 
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International Preliminary Examination Repo r t in accordance 

with PCT Rule 68 . 1. 

III.7.8 - In our view these paragraphs should be retained. However 

lli.7. 11 ·one should realise that under the PCT upon payment of 

additional rees the examination of more than one i nv ention 

is possible according to PCT Art 34 (3)(a) and Rule 68 . 2 , 

whereas under the EPO only one invention can be examined 

per application , and any others for which examinatio n is 

desired , mu st first be made subject of divis io nal applica ­

tions. 

Comments concerning Ch apt e r IV 

Title 

I V. 1 . 1 

IV. 2 .1. 

With the United States we agree that "Pa tentability " is 

not a correct title u nde r the PCT , cf PCT Art 35(2). We 

suggest: Gene ra l substantive patentability requirements. 

In view of PCT Art 33( 1) we do not agree with the opinion 

expressed by the United Kingdom . 

We may remark that in the published version of th e EPO 

Gu idelines two new pa ra graphes ha v e been added (PART C, 

Chapte r IV.1 . 2 and IV .1 .3). 

The c ontents of those paragraphs seem to be well in line 

with the PCT , cf PCT Ar t 5 (carried out by a pe rson ski ll e d 

in the art), PCT Art 33 (4) and Rules 6 . 2 , 6 . 3 and 8 .1 

(technological sense, technical features , technical field), 

and PCT Rul e 5 . 1(a)(III) (stating advantageous effects) ; 

and we suggest to insert similar paragraphs he r e. 

We agree with the GB - comment that PCT Rule 67 ~eith e r 

rule 39) does not mention discoveri es or aesthetic creations. 

However in our view the fact that PCT does not mention 

these categories does not imply that they would have to be 

sea r ched and examined under the PCT , since it is ob v ious and 

gene rally accepted that the y do n't constitute patentable 

inventions of the kind intended in art 3( 1) . 

In view of PCT Rule 67. 1 (vi) the part of paragraph IV . 2 . 1 

concerning programs for comp u te r s should be redrafted in 

view o f the difference between EPC and PCT in this r espect . 

IV . 3 

I V . 3 . 1-
I V . 3 . 3. 

I V. 4. 2. 

I V . 5 . 1 . 

IV. 5 . 2 . 

IV . 6. 1-
IV. G. 3. 

I V . 6 . 4 . 

IV . tJ 

I V . Y . 7. 

- ll -

The title should be changed , cf o ur comment c once rnin~ 

the title of Chapter IV. 

In view of PC'l' Hule 66.2 (a)(iii) and 70. 12 (i) we 

don 't agree with the op ini on express~d by the United Kin~d om . 

Inventions, the exp l oitation of which wou ld b~ contrary 

to public order or morality mny be see n ns s howing rt~fects 

in view of PCT Art 2 1 (6) and Hule 9.1. 

We agree with the proposal of the United StntPs to 

delete the center pa rt of this paragraph. 

As al re ady pointed out in the GB-comment the definition 

o f P rior Art given in PCT Rule 64 . 1 (a) is dif f erent 

from the definition in this paragraph with respect to 

non-wr i tten disclosures. On ly a written disclosure shall 

be considered. A complete red raft of this paragraph is 

uecessary . 

Item (b) of this pa ragraph should be modified to indicate 

that accordi ng to the PCT Rule 64.2 the type of writtPn 

disclosure mentioned here shal l n ot be considered part 

of the prior art. 

In view of PCT Rule 64 . 3 we agree with the opi ni on 

expressed by the United Kingdom. The Int~rnational 

Preliminary Examination Repo rt shouid call attention to 

a conflicting application or patent. 

PCT Rule 6 4 . 3 does not deal explicitly with th e case of 

copending inte rnati onal applications of the same r ele vant 

date. However in our opinion there should be a guid e line 

concerning this matter. The same policy as describPd 

in PCT Rule 64 .3 may be adopted. 

This section should be del eted since it is not applicahlP 

to the PCT . Although we agree witl1 the proposal of the 

United Kingd o nl we would prefer to pla ce such a new pa ra ­

graph elsewhere , e.g. in Chapter IV.S . ~ . 

As already pointed out in the GD-comm"nt tl1P. last s entence 

o f this paraeraph should be de leted in vi P w o f PCT I1ul" 

65 . 1 and the defi niti on of Prior Art civen in PCT H u l.~ h4. 
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Comm ents conce rn in~ Chapte~ 

V. 1. 1 

V. 1. 3 

V. 1. 4 -
V. 1 . 5-
V. 2 

V.3 

We a g ree with the opinion expressed by the United 

Kin gdom and the United Sta tes that several parts of 

this paragraph should be deleted. 

In view of PCT Art. 8(1) we a g ree with the deletion of 

a part o f this paragraph as proposed by the United 

Stat es and the United Kin~dom. 

In view of PCT Rule 64 . 1(b)(i i ) we d o not agree with the 

deletions proposed by the United Kingdom, since it may 

be necessary for the examiner to investigate the validity 

of the claimed priority to establish whether PCT Rule ~4 .3 

is a p plicable . 

We do not agree with the deletion of a part of Chapter 

V. 2 . 1 as p r opos ed by the United S ta t e s , in viev of PCT 

Rule 70. 10, which requires the inves t ir,ation of the vali­

dity of the p riority claim of a conflictinr. application. 

In addition to PCT Art. B and Rules 4.10 and 17, already 

ment ione d in the GB - co mment, PCT Rule 66 .7 should be taken 

into account. 

One of the amendments in Chapter V.3. 1. proposed by the 

United St ates,i.e . "with the International Bureau or 

directly with the International P reliminary Examinatio n 

Authority'~ is not in agreement with PC T Rule 66.1. 

A delay of the examination as mentioned in the last sen­

tence of Chapter V.3.2. co uld possibly conflict with the 

need to maintain the time limit for establishment of the 

International Preliminary Examination report (PCT Rule ~9 ) 

In the p ublished version of the EPO Guideli nes PART C, 

p ara grap h V . 3 . 3 has been completely rewritten and a new 

pa ra graph V. 3 .4 has been ad ded. The last sentence of this 

new paragraph V . 3.3. should be de le ted since it is not 

relevant to the PCT . In our opinion paragraph V. 3. 4 (new) 

should be retained; although the PCT i s silent on this 

matter, we see no reason not to follow the proposed Euro ­

pean Guideline in this respect. 

10 -

Comments concerning Chapt er VI 

VI . 1. 1 

VI. 1 .2 

VI. 1. 4 

VI. 2 . 3 

VI.2.5. 

VI. 2 .6-
VI . 2 . 8 

VI. 3 . 2 

In our opinion PCT Art. 3 1(1) should also be re ferred 

to here. We have not been able to find in the PCT a 

time limit for the filing of a demand co ncernin g Inter ­

national Preliminary Examination. In the US-comment a 

time limit of 25 months is mention e d in view of PCT Art. 

39(1)(a) . However art icle 39(1) (and also 40( 1)) deal 

on ly with the case where an election took p l ace within 

19 months from the priority date, and we see no reason 

why a demand could not be filed after that time (not 

withstandin g PCT Rule 61 . 2 (c)). 

This paragraph is not relevant to the PCT and should be 

deleted. Instead a para g raph s hould be written concern inP 

the start of the examinati on as described in PCT Rule ~a 

(b) and (c) . 

An Examin in g Division consisting of three technical exa­

miners is not prescribed for an IPEA, and should be lef t 

to the individual !PEA's and possibly their a~reements 

with the International Bureau. Therefore this parap,ra p h 

should be deleted. 

In view of PCT Ru le 64 .3 this pa ra g ra ph in our opinion 

should be re tained . 

We agree with the modification proposed by the United 

States . This paragraph g ives a useful 

PCT Rule 66 .4. 

comment concernin ~ 

Thes e p aragraphs should be deleted since they are not 

relevant to the PCT. 

Although PCT Art. 19 only mentions item (a), from this 

parag r aph (b) and (c) are also applicable since it is 

obvious that an amendment should not introduce new defects. 

We agree with the GB -comment that the first two sentences 

of the last part of this pa ra graph should be deleted since 

they are not relevant to the PCT. However, in view of PCT 

Rule 91.1(d) the last sentence of this paragraph should 

be retained. 
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V I . 3 . 5 · 

VI.3 . 6 . 

11 -

In view o f P CT Art.34 and Rule 66 . 2 we agree with the 

o pinion e xpres sed by the United Kingdom . The last sen ­

tence o f this paragra ph should be d e let ed . 

In vi e w o f P CT Rul e 66.2(a) and 66. 4 this efficient pro ­

cedure appea rs a llowable under the PCT; therefore we do 

not a gr ee with the deletion proposed by the Unit e d King­

dom. This paragraph should be retained. 

Vl.3. 11. Ac c o rding to PCT Art. 19( 1) and Rule 46 ( 1) the applicant 

VI.4 .3-
VI.4 . 5 . 

VI.4 . 7. 

shall be entitled to one oppo rtunit y to submit t o the 

International Bureau an amendment of the claims u pon re­

ceipt of the search report. Furthermore after the filing 

of a demand for an In te rnati ona l Preliminary Exanination, 

the applicant may make amendments of the claims, the des ­

cription and the drawings acco rding to PCT Art . 34 ( 2)(b) 

and Rule 66 . 1. According to PCT Rule 66 .1 the time limit 

for these amendments is the st art of the international 

preliminary examination which itself is d etailPd in PCT 

Rule 6 9 . 1(b). This rule does not indicate any time limit 

for the filing of the n oti ce of 6 9. 1(b)(iii). It is not 

clea r wh ethe r in cases where the demand is filed after 

expiry o f the time limit cf art. 19, the Int e rnational 

Bur eau will pe rf o rm the actions of rul e 6 9 . 1(b)(i) and 

( i i) di rect ly after re ceipt of the d e mand (see also ou r 

commen ts on Chapt er VI. 1.1). 

As already mentioned in our c o mment concerning Chapter 

VI. 1.4 the examination will n o t necessarily be carried 

o ut by an Examining Division consisting o f three examiners. 

If the applicant has made no real effort to deal with the 

ob je ctions, the International Preliminary Examination 

Report may be established . Otherwise mu ch will depend o n 

the amount of time still available in view of the time 

limit mentioned in PCT Rule 69 . In Chapter VI.4.3. the last 

sentence should be deleted. 

There is a considerable difference b e tween PCT Rule 66 .4 

and the content of this paragraph. In this stage Rule 66 .4 

allows the applicant to ame nd on ly if o n his request the 

!PEA gives him the opportunity to do so or in case the 

!P EA issues an additional written op ini o n. This paragraph 

s h o uld be redrafted accordingly. 

VI.5.1 -
VI.5 . 2 

VI.5. 3 . 

VI. 5 . 10 

- 1 2 -

In view of the restricti o ns imposed b y PCT Ru le 66 . 8 

we a g ree with the opinion ex p ressed by the United 

Kin gdom . A list of amendments with a request to the 

Offi ce to effect these is not allowed. 

In ou r opinion lack of unity of inven tion should be 

menti oned f o r the benefit of the national Offices, e v en 

if n o further search is necessary. In view of PCT Rule 

68 .1 this may be done in the International Preliminary 

Ex amination Report . 

PCT Rule 9 1 menti on s not only the possib ility of re cti ­

fication of obvious errors of transcription but als o 

the different Bodies that should authorize these recti­

fi cat ions; the paragraph should be expanded accordinp.ly. 

In view of PCT Rule 66 .4(b} and 66 . 5 the last sen t ence 

o f this paragraph should be retained. 

VI.5 . 11- These pa ragraphs should be deleted since they are not 

VI. 5 · 15 relevant to the PCT. 

VI. 6. 1 

VI . 6 . 3-
vr. 6 . 6 

VI.7.1-
VI.7.5 

According to PCT Art . 34(2)(a) and Rule 66 . 6 the applicant 

has a righ t to communicate orally with the IPEA and to at 

least one interview. Therefore the last sentence of this 

para g ra ph should be redrafted accordin g ly . 

Any amendment ag reed upon by telephone or durin~ an inter­

view shall be confirmed in writinp. accordinp. to PCT Rule 

66 . 8. Paragrap h VI.6.4 stating that a fresh objection must 

be confirmed by a letter to the applicant is not required 

by PC T Rule 66.4 or 66.6 ; nevertheless in our opinion such 

a letter i s to b e recommended. The examiner, k eep i nr in 

mind the time limit mentioned in PCT Rule 69 , should in 

each case determine the most appropriate way to continue 

the p ro c eedings. This p aragraph should b e elaborated 

accordingly. 

In view o f our comment c onc ernin g Chapter VI.1.4 these 

paragraphs should be deleted. 
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VI. 8. 1-
VI. 8. 2 

VI. 8. 3 

VI.8.4 

VI.8. 5 -
VI. 8.9 
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We ap,ree with the opinion expressed by the Soviet Union 

and the United S tates to replace this paragraph by a 

paragrap h concerning the draftin p, of the International 

Preliminary Examination Report. I n our view the draft 

proposed by the So viet Union will be a very useful 

startin g point . 

These pa ragraphs should be deleted since the erantin~ 

or refu s al of a pat ent is not relevant to the PCT. 

We do not agree wi th the opinion e xp ressed by the 1Jniterl 

Kingdom that these paragraphs are not applicable to the 

PCT. For the sake of uniformity vith the p re s ent - day EPO 

Guidelines PART C, Chapter VI . 8 .1 and VI.8.? ve vould like 

these paragraphs to b e retained . It should be kept in mind 

that according t o PCT Art . 11( 3)(a) only o ne Interna tional 

Search Re po rt s hall b e establi s hed . 

In our op inion this paraRraph describes a very useful 

procedure. We agree vith the United States that this p ara­

graph should be retained. Perhaps a definition should be 

g iven of th e ex p ression ''unfami liar lan ~u a g e' ' in accor~ance 

with the provisions of PCT Rule 55,2 and 63 . 1(iii) . 

In viev of PCT Rule 64 .3 thi s p ara g raph s hould be retained, 

cf ou r com men t co ncernin r, Chapter VI . 2.3 . 

In vi ev of P CT Art . 33 . 6 and Ru le 63 . 1(ii) we do no t apree 

vith the opinion e xp ressed by the United KinRdom. However 

in our opinion PCT Rule 63 . 1 ( ii) implies that the examiner 

nee ds not rel y upon the Intern ation al S earch Authority to 

e x e c ute the additional search as p ro posed by the United 

States. Therefore ve RR ree with the deletion of a part o f 

Chapter VI.8. 6 . 

VI.8 . 10 This pa r a g ra ph should b e deleted si nce i t is not nnnlicable 

to the PCT . 

VI . 9 ,10, These sections should be deleted since they are not apnli -

12 -1 5 cable to the PCT . 

- 14 -

VI.11 . 1- Concerning these paragraphs we agre e vith the opinion 

VVI. 
11

·
1 

expressed by the United Kingdom . These paragraphs should I. 11 
be revised to deal vith PCT time limits so far as an 
IPEA is concerned and with the consequences of failure 

to comply. The survey of Articles and Rules concerninR 

time limits , given in document PCT/TCO/VI/9, Annex B , 

page 13, under item ~1 vill be very useful 

purpose. 
for this 

VI. 11. 8 - We agree vith the opinion expressed by the United K in~ dom 

VI. 
11

·
10 

that these paragraphs are not applicable to the PCT . 
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PCT/WG/GSE/I/3 

ANNEX C 

Tl lE PATENT OFFiCE 
25 Southumpton Buildings London WC2A 1 AY 

Tcl&grams Patoff London WC2 Telephone 01-405 3721 ext 

Hr E M Hnddrick 
Head of the Patent Cooperation Treaty Division 
WIPO 
32 Chemin des Colombettes 
1211 Geneva 20 
Svli tzerland 

Dear }~ Haddrick, 

Your reference 

Our reference IPGi) Lo 1; 8 ~C 120 

Date /{ December i976 

I have plca~:;ure in enclosing the observations a:1d cor.1:::e:cts of t:-.e United Kingdom 

deleeation on the following documents:-

· ( 1) Draft Guidelines for publication under the ~T (¥:-T:/AA-:/1::;4). 

(2) Draft Guidelines for the presentatio:1 and execu tior, of dra<:inss under _ 

the PCT (PCT/AAQ/VII/11) • 

. (3) Draft Guidelines for the International Searches to be carried out under 

the PCT (PCT/TCO/VI/8). 

(4) Draft GuidelineG for International Preliminary :Sxa:r.ination t::> be carded 

out under the PCT (PCT/TCO/VI/9). 

These are fon . .rarded 1 as requested by the Secretariat 1 for considera tior, by the '.I'CO 

and AAQ Working Groups which are to take place next February. 

I wish you a very happy Christmas. 

Yours sincerely, 

H F VIVIAN 

(patents 2). 

' 



· Annex A : -

~_::~rvntion.s of the llnitr1~ KiP·y~o~· :. o n t he <"iui~k liilP.E- fo ;- Inter~=t;l.li Qilet_1_ 

Prcli min~ry !>,ar:inaLion Hnt~ •. ~r t h·· rc1' (FCT/TCO/"-/T/9 ) 

Gencro.l 

Our cor.1ments and sueGested amendmcntG are l arc:;ely se t ou t in our lett e r datert 

17 June , 1976 o.nd accornp.-:,nyinr; r.J<lrked up copy .of PCT/TCQ~"· .. 'T(CI/4 11/75) <Hidrc!;/.>t::-.; 

to the Deputy Director General Hr. F A Svidclov. ThoGc cocl::·,ents are rani;-~ta'ir.!2"t: 

except wh ere i ndicated t o the contrary in the present ob~crvutio;-~~. 

observations are confi ned to co_,tt c:rs re fer red to in Annex fl of 

Addi t i o~-..~l 

PCT/TCO/VI/9 a~d to further commonts in the li cht of proposals made by o ther 

a e legat io•!s in docu~ent PCT/TCO/VI/9. 

Point (1) The explanatory note ne eds .redrafting in PC'r terms . In particular the:::·e 

ehould be no r eference to guidelines for exn:i!ination in t he national off ices . 

Paee 8 In the US version , pa ra 2 , second line , ' substantive ' should be reploced by 

"preliminary"; and in line 12 14 fi·r s tly 11 should be d~ l otod (because t he 

Paeo 10 

• s e condly' po int has been deleted) . 

In the US vers ion, the "last line on the origin~l tex t -should be restored in 

para 7. 
Paee 12 We at;re e with th e Secretariat's note . 

Point (3) We .::;u!lport .the Secre tariat ' s view in the sCcond paraerap:h on I tem 3 of 

Annex B, but He still r ecomme nd de l e tion of 3.2- 3. 6. 

Point (4) We support the Secretariat ' s proposal. 

Point (5) We support the Secretariat's proposal. 

Rul e 92.2 ( a ) gives the authority . 

Point (7) 'rle agree to the US versiou i n vi e~..- o f the Secrctariat!s co mmen ts. 

Page 21 · ·. We accept the US version with th e following amend:nents:-

in (b), delete 'of the invention' 

in ( d), insert at beginning "one or CX>re 11 

Pa~;e 22 We accept the US version ·:d th the following amendment: 

In the last s entence r eplnce "part of the state of the art" by 11part o f the 

prior art"· 

Pageu 128/?9 We m:1.intnin our ori~inal p l·O!"'Osrt l, lio\JL'vc r , lir. c[: ,"!./3 o f lt.11 should r (•ar! 

Arti c l P. L (not 83) o.ncl line 7 shou ld re:~d 'no t r eprol!uc ible' in!.ite<::.rl of 

''unrepeatable" . 

Pagl? ·::; 29/30 We a ccept US ven:ion if t he las t sen t ence of l1.1 2 i s redra fted with 

refere nce to Ru l e 5.1 (a)(vi ) . 

Point (10) We maintain our orisinal rrorosal. Tl:e reference rr. .3.y be to one of the 

applicants o~<.•n applic'ationc. th e content of "''hich i G known only to hi1:1 . 

{cf co m:nen ts of the Secr~tar·iat in Annex B) . 

Point (11) We maintain our view . It is somewhat late to provide Rul es to cove!' the 

proposals made by US . In a ny case , action such as i s sueeested in 6 . 1 - 6 . _~ 

appears to be outside the ob jective of the I nternutior.al Preli zr: i nary 

Examination as defined in Arti c le 33 and to be proper to the elected stntes . 

Pages 34/35 

paras. 7 . 1 'We accep t the US version if the reference op!Jositc 7. 3 is amended t o read 
7. 4 

"Rule 9 . 1 (iv)". 

Point ( 12) \le feel that havi ng recard to Rule 66 . 2(v) it has to be con sidc~ed to >~ha t 

ex tent t he !PEA report shoUld comment on these m.3.tters . In our viev cor.u;;ent 

shoul d . be maCe only in the clearest cases . We coulC. accep t th e US version 

if it included a r efe rence to J..rticle 6 which contains the requ ire~cnt for 

c larity and conciseness. 

Page 37 We mai ntain our version, bu t t hink that , in view of t he l ac t sentence of 2 . 2 , 

the passage at lines 12-13 of this parae;raph shoul d be a:nended t o read: -

"part ·of the claim to r ead 11 A photographic camera including n focnl plane 

shut t er ha vine • • • • • (here recite the known combination of featul'c!:i .,.,hich 

is utilised) and the re is no need to refer also to the other know fc.:t tu res _ •• 

Point ( 13) In view of the comme nt by the Secretariat we can acc ep t the US ver~ion. 

We feel , however, that example (iii) should be deleted be c:ause this kind 

o f invention can ~ost clenrly be defined us ing the t wo - part fon:1ul .:ttion \..:it.' .. 

the firGt part se tting out the known coahin:ttion of f.3.rts and the second v~ :- · 

the chanecs in the r~rtn o i t!lc ir intrrrelationship . 
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Pace~ ;?•9/ 40 
(Para 3 . 2) 

Yle mn i n l ain our original view. In pnrticular, nny cY.a~plcs mu :.; t cl c:Jrl;.· 

be examples not as. in DB Version ("'·h~re ' e~amplc ' is deleted). 

Puces 40/'11 We maintain our. ori~inal view. 

(Para 3. 3) 

Page lt 2 

(Para 3.5) 

In particular 11 p.:trticular c:nboriiment s " Ghoul d .be repl aced by " spec i fic for;r.f; 11 

wherever it occurs and "any more specific disclosure of the invention 11 

(p~nulti mate line of 3 . 3) by "any more specific definition of the invcntio r." .. 

We acce pt the US version . 

Pae;e 42 We agree to th e US proposed addition which should re fer to Rule 6 . 4(a) for 

(Para 3 .6) authority. 

Point (14) We maintain th e view that the IPLA cannot r equire amendment . Rul e 66.2 (c) 

clearly says 'i nvitP '. This is not tantamount to a requirement, becnuse 

the applicant can decline t he i nvitation and there is no sanction which 

can be appl i ed a!jains't hi m. 

Pace ''5 We prefer th e US vers ion. 

(Para . 4. 7) 

Pace 47 

Para . 4. 11 

Para. 5 . 1 

Page ''8 
Para 6 . 1 

Para 6 . 2 

Para G. 3 

We prefer the US version . 

We prefer t he US verSion . 

We prefer t~ UK text, but with reference to ' Art. 6• as in th e US version . 

We prefer t he US version , but vith the second sentece reading "· •• •• in each 

pnrt i cular case in the l icht of the validity of the inventive concept over 

the area souch t to be covered by the cla iMs." 

Needs t o distincuish bet.,·een lack of fair basis and i nsuffici enc y. 

Point (15.) We maintain ou r view. The !PEA ca nno t insist upon nmend:nent . 
and 07) - --

Point ( 20) We maintain our view . 

The IPEA does not need to concern itsel f \o:ith what 11 invention" meanG . 

Point (21 ) The passaee dea l ing with aesthetic cri!.:J.tion~ 6hould be deleted. 

Page 60 

( schemes', etc) 

Point ( 22) 

Point ( 23) 

Poin t (211) 

Page G5 

Para 4.;z 

Page 66 

Para li . 3 

Pat:es 68/69 

Para 5 . 2 

Pages 69/70 

Para 5.3 

Page 74 

Para 9 .1 

Page 79 et seq 

Thif' pa ~snr;e s hould be de l eted . Scher.tc~ etc . arn excl ude d n;atter li !Hle!· 1i11l ·· 

G7 . 1(iii) . If Rnythinp. at all i s nc e1Jed a ctatc:nen t to t hi s e ff e ct ~o.•ill 

suffice. 

A recitp.tion of Rule 6? . 1(vi) i s nll th.J. t is r. c c~ or.-. ary . ~ t nt e m e nt~ !J·..:.c h n ~ 

a computer progro.m is not an invenlion·or is not p;\tentabl e arc 0 11t n f pl : J c~ ... 

in I P:t:A Gui clclinr:s . Such decisions will bt~ m.:J.de by notional o ffi ces i n t!J f' 

li ght of t hei•· la"s . 

We maintain our view . An IPEA can only exclud e mat t ~r in Rule 67 - i l c ;l r:r.c '­

exclude other matter . 

Paraernphs 3 . 1 to 3 - 3 chould be redraf t"'ed in PC'£ t e r~s , i nc l urling IP!::A 

drawine a.ttention to as ' yet unde t ected presence of such ma tter . Th e sur~~c !; t : 

of the Secretarial could be f ol l owed up , bu t it h~s to be r .emcmbert-d tiwt a:_ 

this s t age the international applica tio n may well have already bee!l pu b li f' ~l·.: :·. 

with the mat t e r in qu es tion in it. 

The fi rs t sentence should be r edraft ed in t erms of ~ule 6?. 1( i v) and the 

second .:1nd .third sent en ces retained. However , t h e res t of para cra ph '-i . 2 · 

should be deleted becau:::e co:!le patent l aws allow c l aims t o pharma c e uti : ~1 

compositions~~~ tho.t is not limited to a specific , <ir:- the first , me di c al 

use j and to a second or subsequent use of a. known co:-:1position . 

We main t ain our proposed version , bu t amended to t ·e f e r t o "e:.cclus ion fro::i 

preli r.li nary e xaminat ion" i nstead of to "patentabili ty " , with which Rul e 

6? .1 (iv) is not concerned . 

'We · can accept t.he US versi on if refe.r ence:; to " sta t e ~f the art" are r.orre c tee: 

to ' prior art ' ( PCT termi nol oe:r ) and l ine 2 of ( b) refers to " rel evant d fi t~" 

(Rule 64 .1 .(ii) and (b)) . 

Thi s should be amended to refer to "the relevant date " in terms of 

Rule 6!1 .1 . 

We at;rce with th e US definition . 

The commentary should be in terms of Rul e 65. 

Para 9.8 Example A1 (ii) i s not happily worded be cause a pump doeG not i nc lUd e mo ti\' e 
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Ch~p tr.r V 

Point ( 28 ) 

Chapt er VI 

Point (29 ) 

po .... •er - what is beinG rE: fcrred to h C-l'C i s D. ru'!lp/mo tor COI:Jb i n!l tion. 

We should lil~c t o see it a:1endcd in t i1is r~~pcct . 

We prefer U1e US tex t for Examples A~ (iip, (iv) , C1(ii), ( i v) 

(B1} The l a st thre e words shoul d rertd "Cnd to end 11 • 

VIe maintain our vi ew on para. 1.lt 11establi .5h by evidence•• nhould be dele -

ted 1 but para 1. 5 could be r e tained if appropriately r e\·!OrdcU . 

Chapter VI nee ds comp~et e r edr<J. fting to brine it strictly:into li r1e with 

PCT proc edure, e.c. Rule G6. Strict attention ohould Ue paid to the 

f act that the !PEA ha s no sanctions to apply to the applicant and ca nr.ot 

~ any action to be taken . 
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