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FURTHER COMMENTS ON THE DRAFT GUIDELINES FOR 
INTERNATIONAL SEARCHES TO BE CARRIED OUT UNDER 

THE PATENT COOPERATION TREATY (PCT) 

1. For the sixth session (November 3 to 8, 1976) of the PCT Interim Committee 
for Technical Cooperation (hereinafter referred to as "the Interim Committee"); 
the International Bureau prepared a document dated August 9, 1976, bearing the 
number PCT/TCO/VI/8 and entitled "Guidelines for International Searches to be 
Carried Out under the Patent Cooperation Treaty (PCT) " (hereinafter referred to 
as "the Guidelines"). This document contained Draft Guidelines for International 
Searches to be Carried Out under the Patent Cooperation Treaty, consisting of an 
amended version of the EPO Guidelines for Searches prepared in accordance with 
the proposals of three prospective Internationa l Searching Authorities, as well 
as a comparative analysis of the said proposals. The Interim Committee also had 
before it comments from the European Federation of Industrial Property Representatives 
of Industry (FEMIPI) as contained in document PCT/TCO/VI/13. 

2. The Interim Committee, in its session referred to above, held only a general 
discussion of the subject covered in the Guidelines and decided to set up the 
present Working Group ( "PCT Working Group on Guidelines for International Search 
and for International Preliminary Examination (GSE) ") (hereinafter referred to as 
"this Working Group") for the purposes of assisting in the establishment of the 
PCT Guidelines for International Searches and for International Preliminary EXamination 
(see document PCT/TCO/VI/16, paragraph 72). Concerning the compos ition of this 

Working Group, the Interim Committee decided that it would be open to all States 
members of the Interim Committee as well a s all observer organizations which, by 
December 1, 1976, should express the wish to be its members. The following States 
expressed such a desire and are thus members of this Harking Group: Hungary 1 Japan 
Netherlands, Norway, Soviet Union, Sweden, United Kingdom and United States of 
America. The following two intergovernmenta l organizations, the Interim Committee 
of t he European Patent Organization (EPO) and the International Patent Institute 
(IIB), as well as the following five non-governmental organizations , the Council 
of European Industrial Federations (CEIF) , the European Federation of Industrial 
Property Representatives of Industry (FEMIPI), the International Federation of Patent 
Agents (FICPI), the Union of Industries of the European Community (UNICE) and the 
Committee of National In s ti tutes of Patent Agents (CNIPA), which also expressed such 
a desire, are also participating in this Working Group. 

3 . The Interim Committee invited al l member States of the Interim Committee as 
well as observer organizations to submit to the International Bureau their written 
comments on the draft Guidelines contained in document PCT/TCO/VI/8 . Such comments 
should be compiled by the International Bureau and submitted to this Working Group 
for its consideration (see document PCT/ TCO/VI/16, paragraph 73). 
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4. In response to the invitation of the Interim Committee, the International 
Bureau has rece ived written comments from Hungary, Japan and the United Kingdom 
as well as from the IIB (comments prepared in consultation with the Patent Office 
of the Ne therlands). These comments are attached to the present document as 
follows: 

Annex A: comments received from the National Office of Invention 
of Hungary 

Annex B: comments received from the Japanese Patent Office 

Annex C: comments received from the Patent Office of the United 
Kingdom 

Annex 0: comments received from the IIB. 

5. This Working Group is invited to con­
sider these comments in conjunction with 
documents PCT/TCO/VI / 8 and 13. 

[Annex A follows] 
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PCT/WG/GSE/I/2 

ANNEX A 

ORSZAGOS TAL~U&AliYI HIVAHl 

EL.NOK 

DPE}lCE)lA TEJ!h 
l'OCY }lAPCTI:IEHHOrO BEJIOMCTHA 

DO }lEJlAM 1!30RPETEHHi1 
UEHI'EPCKciit JIAPO,WiOll PECDY!JJIIIK!I 

Budapest, November 24th lq76 

5oo-PCT/TC0-31 

5oo-PCT/ AAQ.-39 

Mr. K. P f a n n e r 

Deputy Director General of WIPO, 

G e n e v a --------

Dear Mr. Pfanner, 

Please find enclosed herev'li th our comments to some of 

the documents discussed at the last session of the 

Interim Corruni tte es of the :F'CT. 

In file of the decision taken by the Committees to 

form Working Groups we transmit to the International 

Bureau the following remarks relating to the docu_:ments 

on the prospective agenda of these Groups~ 

f..._nnexe ----

Yours faithfully, 

NA.TIO]JA.L OFFICE OF INTENTIONS 

//~-)he prest~ent , .' ·" - l ~ \..-.s.. ------,._ _(____.-(_ __ ( 

.c· • . J ··· nu e Tasnadi/L , .[ 



5oo-ICT/TCO-:H 

5oo-l 'CT/ A.o\Q-3 9 

\d PCT/TCO/VI/A /Guidelenes for interna tion~l searches •. /: 

In the title of the document sea rch - as an abstract 

idea- should be in the sin ~:;ular, ins+ead of the plural. 

1\nnex A. 

Ch~pter II., point ?, pa~e 3: the cancellation of the 

first two sentences is proposed as far as it is 

presc ribed in essence hy Rules 33,2 and 33,3 that 

the se :J.rch must he comrlete. The reasoninp; con­

tained in the sentences menticnd a bove seems there­

fore to b e superfluous. In consequence of the can­

cellation the word "therefore" becomes unnecessary. 

Chapeter II. point B, page 4: in line 5, after the word 

"invention" the sentence should be finished, te~in~ 

into considera tion tf1 e followi n~ circumst :mces: 

a./ accordinR to Article 15 /2/ "the objective of the 

international sea rch is to discover relevant prior 

irt", which art however - see Rule 33.1 - is of 

assistance only in deter~ing whether novelty and 

an inventive step are present. The expression 

"patentahility" is not used by Chapter I. of the 

Treaty and the releva nt Regulations and the decision 

thereupon is taken by the designated Offices. The 

c~ncellation of the expression 'patentability" seems 

to he necess a ry in other parts of the Guidelines as 

well. 

b. / Instead of -subject matter excluded from pa.tent­

ah ilitv" the formulation of Rule 3~ and Article 

1?/2/ /a/ /sub ject mll.tter which the ' · International 

S 8 a rchinJ?; Authority is not required to search/ 

should be used here and in other parts of the text 

as well. 

- ~ -

c./ "IndustriRl applicability" is - accordin~ to ~rticle 
33 /1/- an item of the International Freliminar:v 

Examination therefore it seem~ to have no place in 

Guidelines relating to seHrch. 

Chapter III., point 3, pa~e 7: instead of the "subject" 

of the search the expression in TiuJ.e 33.3 /orientation/ 
should be used. 

Chapter III., point 3.1, pape 7: in line 2 "ctur" is 

erroneous /presumably it stands for "due"/, 

Chapter III., point 3.5, pav.e 8: reference is to he made 

to Article 1? /3/ /a/ and to Chapter VII. of this 
document. 

Chapter III., point 3.6, pa~e 9: in line 5 in the word 

"transistor" a letter is missin ~ . 

Chapter III., point 3.11, p~ge lo: line 2 should begin 

with the word "all". In the further parts of this 

point the example seems to be not free of mis­

understandable parts as fur as if a claim is directed 

to a chemical process, the final product is always 

to be searched as the International Patent Classi­

fication is built up - at least in the underclasses 

C 07 C and D relating to chemistry - accordinp to 

compounds and the relevant prio~ art relating to 

the precess can be found in the ~roup /subgroup/ 

of the compound /final product/. In addition: one 

can not neglect the possibility of new starting 

products as well. Therefore the cancellation of the 

part of the text 'except ••• known" /the last 6 words 

of this point/ and a redraftin g is proposed. 

Chapter III., point 3.14, page 11: the question is raised, 

what is the difference between "technological back­

ground and "general technological background· 
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/see lines 3 and lo of this point/? The remark 

"j 3/ su· seems to be worth of inclusion. 

Chapter IV., point, p:ll';e 13: in line 4 "analop:ous" is 

the correct expression. 

Chapter IV., point 2.3 and 2 .5 /pa!'"eS 13 and 14/ : 

red1md a ncv seems to take place in connection with 

the units in which the prob~bility of fin~ in~ do­

cuments i s hi ~hest. 

Chapte r V., point 1, p~~e 1 6 : Article 15/2/ is to be 

cited instead of 33 /2/. 

Chapte r V., point 2 .3, page 17: in line 1 considered 

should be read inste3d of "cons trued·. 

r.hapte r VI., point 1, page 2o: as Article 33 /3/ rel a tes 

to the internationa l preliminary examination, it 

should not be cited here. The content of this 

point is better based upon Rule 33.1. 

Chapter VI., point 2, page 2o: the presenV ~ormulation 

seems to give directives to desip:na ted Offices as 

to the evaluation of the inventive step. In effect 

the aspects describerl here ought to be taken into 

consideration by the searchinp: persons as these 

Guidelines aim at the regulation of their work. 

Chapter VII., point 5, point 21: in line 2 the expression 

"sinRle general inventive conce~ • /Rule 13.1/ is 

recommended. 

Chapter V]I., point 1o, page 22: Article 17 /3/ /a/ and 

Rule 4o.1 nght to be cited. 

Chapter VIII., point 2, paRe 23: both Article 17 /2/ /a/ 

and /2/ /b/ should be cited. 

- 4 -

Chapter X.~ page 23: Rule 43 and the relevant parts of 

the Administrative Instructions should be cited. 
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ANNEX B 

PATENT OFFICE 
JAPANESE GOVERNMENT 

4-3, Kasumigaseki 3-cbome 
Chiyoda-ku, Tokyo, Japan 

Hr. A.F. Sviridov 
Deputy Directo~ General 
~j orld Intellectua.l Property Organization 
32, chemin des Colombettes 
l2ll Geneva 20, St.ritzerland 

"Gear Sir: 

TO!:U SO 1335/51 
December 23, 1976 

In accordance \nth the decision of the 6th Session of FCT Interim 
Committee fo:r Technical Cooperation held from Nov. 3 to 8, 1976, I am 
forwarding you enclosed the com;:~ents of the Japanese Patent Office at the 
present date concernin~ the "Guidelines for International Searches to be 
carried out under FCT (PCT/TCO/III/8 )''. 

Yours truly, 

hazuo Hoshika\.Ja 
Counse~or in charge of FCT & TRT 
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C:nclosure 1 

1. Chapter Ili, par. 1.1: 

The re are no provis . ons in ~T, on International Searching Authority 

forming "provis Lonal opin i ons" concerninf, novelty ancl inventive step. 

Furt ter, t .wre a re no provis~ons concerning the notification of such 

provis ional opinions to the designa ted office. Therefore , remarks concerning 

such provisi olli~l opinions should be deleted. 

?. . Chapt e r Ill , par. 2.4: 

As the con tent of this paragr:1 ph is actually indicated i n the foregoing 

;nrs. 2.2 and 2.), we think that par·. 2.4 is not required. ln our comments, 

w~ich we previously submitted, (see PCT/TCO/Vl/8, Annex C) we deleted the 

,:ar. 2.4 for the same r eason as mentioned above . We wish to point out that 

Comparative Analysis (see PCT/TCO/VI/8, Annex B, pa Ge 5) concerning this 

p3.ragraph is not <Xr!Sistent with our view. 

J . Chapter Ill, par . 3,4: 

We understand that the Receiving Office is not obliged to notify the 

apr:licant concerning defects in Rule 10. Thus, we believe that to show 

Rule 10 as an example of notification by the Receiving Office to the applicant 

does not seem proper. 

4. Chapter III, par. ).8: 

l··ie believe that the content of the lst and 2nd sentences seems proper 

in the light of the r elevant PCT provision, That is, we also believe that 

dependent claims should be ses rched along with their parent claims. With 

the content of the first two sentences as premise, the Jrd sentence down is 

the natural conclusion deduced, and need not be deleted, Particularly, the 

4th sentence may be allO\!ed to stand, from the viewpoint of economic and 

rat ional cost of search. Thus, what is mentioned in Comparative Analysis 

concerning this paragraph is not appropriate (see PCT,TCO/VI/8, Annex B, 

page 8 ). 

5. Chapter III; par. 3 . 9: 

As the content of the lst and the 2nd sentences seems proper, we believe 

they should not be deleted . ·we also wish to point out that the statement 

regarding Japan in Comparative Analysis (PCT/TCO/VI/8, Annex 8, page 9) 

concerning this paragraph is not correct , It is true we believe that no 

such special search should be made for features that are trivial or generally 

known in the art, but we do not say that search for dependent claims including 

such features is not necessary. 

6 . Chapter ry,par, 2.2 : 

As it is not clear what "or other sections of documenta tion" means 

exactly, it should be clarified, 

7. Chapter IV, par. 2 . 8: 

As the last sentence of this paragraph, "all decisions •..••.• search report" 

concerns what is not pr ovided in PCT, it should be deleted, 

8. Chapter IV, par . ),2: 

What was approved by this Interim Committee concerning patent families 

should be reflected in the paragraph. 

9. Chapter V, par. 5.) : 

>ihen documents showing that a priority claim might not be justified are 

discovered, it i s not provided in PCT to draw the attention of the Inter-

national Bureau concerning the above fact. Consequently, we believe that 

any mention about it should be deleted, 

10. Chapter V, par. 6.2: 

As the meaning of the lst sentence of this paragraph is not clear, we 

hope it would be clarified. 

11. Chapter VIII, par. 4: 

We believe it is preferable to delete the line 9 of this paragraph, 

"ask for clarification, and after receipt thereof continue the search," 

because PCT does not demand such action on the part of International 

Searching Aut:tOrities and, further, in view of the time limit for making 

International Search Reports, it would not be practicable, 
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Tl ~E PATEP\JT OFFICE 

PCT/WG/GSE/I/2 

ANNEX C 

25 SouthJmpton Buildings London WC2A 1 AY 

Telegrams Patoff London WC2 Telcphonr. 01-405 3721 ext 

Hr E M Hadclrick 
Head of the Patent Cooperotion ~·eaty Division 
\HPO 
32 Ch emin des Co lo~bettes 
1211 Genevc:. 20 
SVIitzerland 

Dear Hr Haddrick, 

Your reference 

Our reference I~?~ J Le: ··:;-) L() 12(> 

I have plcm;ure in enclosing the observations a:-1d co:.1 ::~ e:cts of t:.._"' [J:li ted Kingdo::J 

dele ea tion on the follo~Iing documents: -

( 1) Draft Guidelines for publication unG.er th>:: PC1' (~ l'/J..:..:,_,/T::/4). 

( 2) Draft Guidelin~?s for the presentatio~1 &:;d execu tior, -::,f C.r::t•.-::!. •.1£:3 ur-,der . 

the PCT (PCT/AAQ/VII/11). 

(3) Draft Guirlelines for the International Se~rches to be carried out under 

the F\:T (PCT/TCO/VI/8). 

( 4) Draft Guideli:-.ec; fo1· International Preli::·: i nary :Sxa~::L:ation t;) be carried 

out under the PC'f (PCT/TCO/VI/9). 

These are fonv .3.rded , a s requested by U:e Secret ar::.a t, for com-;i-:ierEJ.tio::"l by the ']_\;Q 

and AAQ Working Groups which are to take :tJlac e ~ i:!xt Februa:::-:•· 

I wish you a very happy Christmas. 

Yours sincerely, 

M F VIVIAN 

(patents 2). 



0\:lservRticns of the United Kinr;c1nn on the Guid ·~liT'e"' for 

Intorn1<.tionRl S<>Rrches under the F\'!T (PCT/l'CO/VI/:3 ) 

General 

Our general approach to these cuidelines is tha t they &~ould resul t in 

a search report which c~n be used in proceedines before the national 

offices of all countries which ratify the PCT. Thus, for exwpl e 

they Ghould not be too doematic on questions of novel ty/inventi. v·~: step 

as practice on these topics varies from country t o country. A nU'nher 

of our comments should be read with this approach in mind. 

Chanter I 

Paragraph 1 The words "as regards matter s of common interest" 

should be deleted. They do not seem to be appropriate in the PCT 

context: they were for EPO because two Workin~ Parties were involved. 

Chanter II We prefer 11 that is systematically arran~ed 1 or 

ParAgraph 3 otherwise systematically accessible, for search 

Point (1) purposes according to the subject-matter contents of 

the documents". 

The matter between commas is needed to allow for the 

uae of mechanical search instead of classified files 

of documents when eo desired. We regard the sentence 

a.e explanatory of Rule 36.1(ii). 

Paragraph 6 We prefer to delete "mainly" and insert 'usually ' 

after "will" in line 4. 

Paragraph 8 We feel that "a certain runount of feed-back •••• may 

be desirably necessary" is not strong enough and sugge6t 

that the second sentence be replaced by:-

Paral>raph 9 

CHapter III 

Pars:.raph 1 

Point (2) 

Parae;raph 2.1 

. Point (3) 

"On the other hand, feed-back from designated Offices 

to the International Searchin g Authorities on the 

general effe ~tiveness of international search r eports 

for the prosecution of PCT appl.icaticns will be 

necessary to ensure that such searches are •·ell 

adapt ed to the needs of examination". 

We prefer the J apanese ver s ion of the first sentence. 

In the final sentence we suggest that the last three 

lines be amended to read:-

"specialised fields, a search report containing the 

work of two, or possibly three, search examiners !!lay 

be necessary". 

We consider that some reference to preliminary 

opinions must be included. 

We support the US version of the first sub-paragraph 

of 1.1 (but not the ·eeoond sub-paragraph) and suggest 

that the matter of pares 2 and 3 of the 6U proposal 

(Annex B, page 2) be incorporated in para 2.1 instead 

of the bracketed text at point (3). 

We Bllggest that the word 1 always 1 :i.n line 4 be deleted: 

100% completeness is never attainable in practice for 

the reasons stated. 

We feel that paras 2,3 of the SU proposal at Annex B, 

page 2 is preferable (see point (2) above). 

We BUge;eet the insertion of a statement that the 
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extent of the search must be specified accurately, 

especially if it is restricted for any reason, in 

case it is decided later that the search needs to be 

extended. 

PllTilP;raph 2.4 

Point (4) We consider that 2.4 may not be realizable in practice. 

In any case it seems to be inconsistent with 2.5, 2.6 

and 2.7. We suggest that it is deleted. 

Par~>sraph 2.5 

We feel that ''may contain" is not strong enough Md 

suggest that the first sentence of this paragraph be 

amended to read:-

"The international search must ~xtend to those search 

files where highly relevant material can be expected 

to be found, given that it exi sts11 • 

Parazraph 3.2 

We prefer the deletion of the matter in square 

brackets. We suggest that the last part of the final 

sentence be replaced by:-

"should not be broadened to include matter having only 

a tenuous connection with the inventive concept". 

Paragraph 3.4 

Point (5) Since only examples are concerned, the difference is of 

no great significance. We prefer "Rule 9 defects". 

Paragraph 3. 7 

We feel that the second sentence may discourage the 

mSking of a wide search in cases where such a search 

is necessary and that reliance on the word "merely" 

to prevent this is dangerous. We suggest that the 

following sentence be inserted between the existing 

second and third sentences:-

110f course, if the inventive concept is not peculiar 

to a telephone exchange extension of the search to 

other kinds of communication switching centres may 

well be justified (see paragraph 2.6 of this chapter)." 

We ·also suggest that the words "and give no 

indication as to how" in the final sentence be amended 

to read:-

"and it is not apparent that" 

ParAgranhs 3.8 and 3.9 

Point (6) 

Point (7) 

We do not favour either of the versions ~ut forward. 

We suggest:-

"3.8. The extent to which search should be made for 

matter sper.ified in dependent claims will be governed 

by the extent to which prior art relevant to the main 

claim(e) is found. Clearly a document that is 

relevant to a main claim and also discloses matter 

relevant to dependent claims will be of increased 

importance and in searching the files relevant to the 

matter of the main claim(s) particular care should be 

taken to identify any such documents. Further, since 

it will not be clear until after the search for 

matter relevant to the main claim(s) has been made 

whether extension of the search is required in respect 

of the matter of dependent claims ~ ~· in making 

the search in respect of the main claim(s) a note 

ebo1114 M u.de of arq too-ts in the tiles in which 
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the main claim(s) search is being mmJe which are 

relev;mt to the mntter of the dependent clnimo ~ ~· 

3o9o When the character of the prior nrt founrl jn the 

main clRi.m(s) search is such as to brin[> the 

patentability of the main claim(s) into 

question, it may be necesse.ry •• · •••• (fro;n line 

· · 2 to end of matter of 3.9 text)" 

We favour the deletion of the example from 3.8. 

Par<~o;rRnh 3.10 

Point . (8) We prefer 3.10 to· end:-

"if this is still necessary for assessing the 

patentability of the combination." 

PRrR;.raph 3.13 

We suggest combining this with 3.5. 

Par<~rrnnh 3.14 

Point (9) We favour the addition proposed by SU. 

Chanter IV 

Parar,raph 1.1 

We suggest combining the first two sentences thus:-

'~en taking up an international application to be 

searched the search examiner should first make a 

critical analysis of the clRims in the light of the 

description and drawings in order to determine the 

subject of the claimed invention taking account of the 

guidance given in Chapter Ill, paragraph 3. 

Chapter IV 

Pf\rar;r3Tih 1.2 

Point (10) "'rdl!~ public" is not directly translatable into 

Parar;ranh 1.3 

Paragraph 1.5 

~· 

English and we suggest that the French term be 

· retained (as is common practice in UK)-

In line 3 and in line 11 replace ''he" by "the 

International Searching Authority". 

Action to meet the Secretariat's point re Rule 9.1 

defects should be taken. 

The text of the second sentence leaves tmanswered 

the question of what happens if a copy of the document 

is not provided within the time limits. 

We suggest that the second sentence end before the 

square brackets and that a third sentence be added:-

''If a copy of the document is not provided in time to 

allow the search to be made and the search report 

prepared within the time limits therefor, the 

International Searching Authority shall transmit the 

declaration referred to in P.rticie 17(2) (a) in lieu 

of a search report". 

This implies that Classification is to take place 

p~ior to search. We feel that this will result in a 

large number of useless classifications where claims 

are drafted broadly in ignorance of the prior art. We 

suggest that classification should normally take place 

after search and be performed in the light of the 

prior art revealed by the search, unless the search 

report is not available at the time of publication. 
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Po.rar;rnph 2.2 

Point (12) 

Pe.ragrnuh 2. 5 

ParAo;rerh 2.8 

Point (13) ' 

We ~upport the US Rddition as it is needed to allow 

the search exruniner to use search systems other than 

classified senrch filed, eg cechanised systems. 

There is redundanc,' · between the first sentence of 

2.5 and the second sentence of. 2.3. ·Amendment i s noeedd 

The second sentence of 2.5 could advnntae;eously be 

combined with the first sentence of 2.6. 

We favour the inclusion of the bracketed text. We 

note that the notes are to "annexed to" (not included 

in) the search report. 

We feel however that the point made by the SU in the 

last sentence of parae;raph 33 (Annex B; pae;e 15) is an 

important one. Deciding whether the prior docurr.ents 

found "clearly demonstrate lack of •••• ~. invPntive 

step" is a much more subjective matter than -is that 

of deciding whether they "clearly demonstrate lac~ ' 

of •••••• novelty". Moreover, the standards required 

under the laws of desie;nated countries for establishing 

lack of inventive step vary widely. Since the 

examination will take place in the lieht of those 

varying standards we consider it unwise to stop a 

search unless it is the novelty which is clearly 

demonstrated to be lackinc~ We therefore suggest 
11 

that the words o_r ·-.'i{lventive step" in lines 5-6 of 

paragraph 2.8 be ·deleted. 

Paraganh 3.2 

Point ( 14) 

Chapter V 

Paro.e;ranh 1 

We see no advantage in citing the earliest published 

member of a f r-unily unleso the othero were publi :>hed 

too late to be e ffective as prior art. We therefore 

favour deletion of the bracketed sentence. 

Article 33(2), which is in Ch~pter -II of the K:T, define: 

novelty, but only for the purposes of ' the International 

Preliminary Examination. It would not therefore seem 

to be relevant to the International Search. We note 

also that it does not refer to 11 the state of the 

prior art". 

We also note -that Rule 33.1 does not define "the state 

of the art" but "relevant prior art for the 

international search". 

We suggest therefore that the title of Chapter V be 

amended to ''RELEVANT PRIOR ART" and that paraeraphs 

1.1 to 1.3 be replaced by 

111.1 Article 15(2) states that the objective of the 

international search is to discover relevant prior 

art, which by the terms of PCT Rule 33.1 (a) shall 

. consist of everything which has been made available 

to . the public anywhere in the world by means of 

written disclosure (inoludine drawings and other 

illustrations) and which is capable of being of 

assistance in determining that the claimed invention 

. is or is not new an"d that it does or does not involYe 

an inventive step (ie ' that it is or is not obvious), 

provided that the making available to the public 

oecurec lor to the international fili.ne; date. 
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1.2. It follmts thAt oral disclo. ; 1 UAe 1 

~xhibi ti.on <.'r ot:i1e1~ ~lP.nns of c1i r::clo s ttre in not 

relevant prirJ).' Art for the purpvseB of 'the intel~lo.ti.onaJ. 

GCarch unlef;s it is subGlrmtinteit by r, 1-:ri tten clisc1 o:·;nrc·. 

The date on which the wri ttcn discloeure ,.,,s m>Hle 

available to the public may have heen after the fili.nc 

dote o f the interne,honal a!'plication under consiiter,.t:!.N, 

(PCT Rule 33.1(b))". 

We h ave Gome doubt about the usefulnes s of parar:.rcroh 

1.3 and sue.;eest that it be not included in the 

Guidelines. 

PArA r:raDh 2.1 

Since PC·r does not talk of 11 the state of the art" 

we sue.;ees t th a t the wordt' "consti tu tine the st11t<~" 

be deleted. 

Parar;raph 2.2 

The example at the end is ambi guov.ll and could be 

taken to mean "takes away the novelty of the use c f 

any other elastic material". To resolve this 

ambiguity we succ;est that the fin9J. words be 

amended to read:-

"the novelty of the use of elastic material in 

general". 

It would not ta~e away the n ovelty of the use of 

another. speci fie elastic '"" terial. 

~arar,rAnhs ) nnd '·1 

We sugges t deletion of these - see suggested text 

of 1. 2 above. 

Para~anhM 4 ?~n 4.1 

We support the inclusion of these parae.;raphs. 

Par,wranh '). 2 

Parap;raph 5.3 

Point (16) 

Para!)I'anh 5. 4 

Parac;raph 6.2 

Point. (17) 

Paragraph 7 

l-Ie sufmest the in se1·tion of 11in the C{' '>~ch rev>"t" 

after "include" in line 1. 

We can find no PCT requirement that documents 

publisherl before the international filine date but 

after the claimed p!·iori ty date have t o be indicA.ted 

as such in the search report . ·we theref::>re suf:cect tlmt 

the first sentence of 5.2 end at "consideration". ( end 

of line 3) and that the second sentence be deleted. 

We favour the includon suge;ested by; 'the US, but feel. 

that the words ''beyond the filine; date of the inter-

national application" should be deleted, viz. "No 

special search should ncrmally be made for this 

purpose, except ••••" 

This appE>ars t o be inconsiotent with 4.1. Paragraph 

4.1 deals with a nonnal requirement and does not 

relate to an extension for a specific purpose. 

Pare.graph 4.1 documents will only be found if the 

search ~ normally take into consideration 

documents published after the international filing . 

date. Some clarification is needed. 

We support inclusion of the proposed text. 

Title. We suggest "Hatters of doubt regarding 

prior art". 
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P!'r n..,. raph 7.1 

ChaTJter VI 

Paraeraph 1 

The ee-c" nd r.en t cnce n~pc~rs to b ry Eome\·:hat misleadinc . 

It F:i 3YS that the docwnent ~Should h E' ci t ccl tmless the 

·doubt is J•emoved o r v r:ry little cbubt r emainF; , 

Consider the case \there there i s doubt Rs to the 

exact publication dat<1 of n r elevan t cl octunent, I t 

is known t o be sometime j_n !·!arch 1977, · and the 
I 

international filing date of the application bcir.g 

searched is 17 l1R.rch 1977. 

The International Sear ching Authority makes an 

investieation and determines that the publication daie 

was either 16 or 17 !1arch 1977 and was p robvbly 

16 March 1977. Very little doubt romfl.ins. So 

followin c the guidelines it does not cite the document. 

Even if the doubt is completely r&moved and it 

knows that the date was 16 H;u-ch 1977, if it follows 

the guideline it does not cite the document. On the 

other hand if the inves tigation throws up no more 

information and the doubt is not reduced, then 

following the guideline it does cite the document. 

This does not seem to be correct. 

We sugr;est that the paragraph needs redrafting. 

Article 33 which is in Chapter II of the PCT relates 

to the Interna tional Preliminary Examination and 

hence the Article 33(3) definition of inventive step 

is not relevant to the Inte rnational Search, but only 

to · the Internetional Preliminary ~xamination, 

Ch~pter VI 

Whole chap t e r We note that the retlUlts of the Intcn1etional Senrch 

may be used in connecti on Hi th the lr.ws o f any 

desiena t ed state nnd h ence that the meaning. of norelty 

Md inventive Btep may vary widely. These Gui delines 

Chan t e r VII 

for Sear·chinE s.l10ulrl there f ore no t attempt to mnke ~ shsi·j , . 

ilia,tinction betweeri novelty and l ack of inventive step. 

We therefore suggest that Chapter VI b~ddeleted, 

particularly in view ~I Article · 33 (5). 

Parae raphs 5 and 11 He ·pre fer the US "'l~Ce~"tion viz "coremon" in line 2 

of paragraph 5 and line 6 of paragraph 11 and "relat <:>d Point (19 ) 

Paragraph 6 

Pnm(!J"aph 11 

Point (20 ) 

Chapter VIII 

Paragraph 1 

Point (21) 

Paracra!Jh 4 

Point (22) 

under PCT Rule , 13. 2 and 13.3" at lines 5-6 of 

paragraph 5. 

We prefer "Rule 13.211 (which does "particularly 

specify"). 

We prefer "single" to be included. 

We support the US sur;gestion to include the sec ond 

sentence~ 

We feel that this parasra!lh needs to be split into 

two parts; the first de aline; with the case in Hhich a 

meaningful search is not possible and the second with 

the case in which it is partially possible. For the 

ffrst case Article 17(2) (a) should be followed and no 

search b e made ; for the second case the proposed US 

text should be used . 
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Chapt".!' IX 

PnrnPT l-'nh 1 
~---

·PRr;>r)"flnh 2 

'!'he tenth Hord should be 11 drJfini ti Vt' " «.P.d th,, r efc- rencr· 

to (PCT RuJ e ::fl . 2 .(b)) shc>nld be IMV•'d to ti1ro <.'!'"~ o.f th" 

fi r st sent<'nce. 

The fourth word should n ccv:l " definitive" 
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TELEPHONE: 

9067 89 

PCT/WG/GSE/I/2 

ANNEX D 

INSTITUT INTERNATIONAL DES BREVETS 

ADRESSE TELEGRAPHIQUE: 

BREYPATENT 

TELE X No. 3 1. 6 ~ I 

ADRESSE: 

Mr. E.M. HADDRICK, 
Head PCT-Division, 

PATENTLAAN 2. RIJSWIJK (Z.H . l 

(PAYS-BAS) 

"W. I. P. 0" I 

32, chemin des Colombettes, 
1211 GENEVE 20(SUISSE). 

JVV/MB. 

RIJSWIJK (Z.H.), Je24 .12.1976. 

De ar Mr. Haddrick, 

Please find enclosed the observations of the IIB on 
the PCT guidelines for international searches. These 
observations have been drawn up in consultation with 
the Netherlands Patent Office. 

We will n o t submit observations on the PCT guidelines 
for international preliminary e x amination. They will 
be incorpor a ted in the observations on these guidelines 
to be submitted by the Netherlands Patent Office. 

Yours •. 



Item 2. 

Item ). 

~ 

Ite m 6. 

Item 7. 

OBS2RVA:'I O:: s 3';.· 'I't::::: 1.1. 3 . 0~; DOCUHE tiT PCT/TCO/V.I/3 . 

GENERAL RS :1A R~. 

We are of opinion th a t the PC7 ? tlidelines for searches should 
follow as clos~ly as possiblE :~e EPO guidelines for reasons 
of harruoniza~ion be~~een the t~o sys tems . 

The se latter guieelines con~a~~ some part s which find ' n o dir e c .t 
basis in an Article or Rule of the Treaty although in g enera l 
th ey do not depart frc~ the S?~rit of it. 

Such parts should o~ly be delst~d in ca se it is clear that. 
they contain p ro visio ns which are contrary to the PCT . 

I. OBSERV AT T Q~;s ON . I TE~S l TO 2 2 OF ANNEX B . 

In order to deteroine at which ooment to stop or to reorientate 
his search , the search exa~ine= ha~ to form opi.ffions on the valu e 
of the retri e v ed docuoents as regards novelty and inventive S t ep . 

Th ese opinions are of course not mention ed in the search report, 
and are provisiona l( or ''info=~al '' ) in the sense that they are 
subj ect to r evie w later by the designa t ed Office . 

It seems ~o us, that points 2 3~d 3 of the observations mad e by 
the S.U . office belong to Ch.IV.2( search strategY). 

We consiCer that all the relva~t classification units should be 
search ed to the exte~t !ound necessary by the search examiner on 
te~ni cal grounds, without se~~ing time-limits befor e hand . 

As far as the nu ~ber of docu~e~ts to be cited is concerned , this 
may vary fro~ case to case , ~~ view of our present practice we 
expect that 5-6 docuoents per search report wil! represent a 

~ value. 

The Ann ex to the se rch r e;o= ~ . ?reposed by th e S.U -o ffice see1us 
to be in conflict w th PCT.~~~~ 43.9(see also th e last r e mark in 
the comparative ana ysis of !~E= 13) .Woul d this Annex be published? 

We support the pain~ of ~iew c~ the U . S.office{see published EPO 
Guidelin es for the search CH.!:I-2 . 4.} gowever ttte ~ord '' pat e nt' ' 
sh ou ld be Delet~d as n~t on:y ?atent documents have to be co n sulted 
(s ee PCT.Art.l5(4) and Rule 3~ . 1 . (b) {iii)) . 

The objections of the . U.S . of:ic e to the second part of )_8 are not 
clear to us - The JA office is~= opinion that there should be no 
furth er search in respect of ~ ~e dependent claims as such , to wh ich 
we agree. 

The objections of the u.s.o:::ce to the first part of 3.9.are 
not clear to us -

Point 10 raised by th e S.U . =::ice would appear t o be a lr eady 
covered by Cil.III,§3,6. 

. . I .. 

'Ite::~ 8. 

!tem 9. 

Item 10. 

Item 12. 

Item 14. 

Item 16. 

Item 17. 

Item 19. 

:tew 21 _ 

2. 

We cor.sider that th~ last th~ee lines a:? :~~ J.lO constitut e 
a:1 e.sst?:nti.al part of it, because wit!"l:::~u:: :. :s i:-.=. :. :atio~ tl')e 
search examin~r will not know under ~h at = ==~=5::a:lces h e has 
t o consult additional classification units. 

As far as we un de rstand ~ co n clusio n as to o~~io ~ s~es s can only 
b e drawn after the searcl1 l1as been perfor~e~ an~ on the basis 
of the documen ts found. 

It is not c lear to u s nhy reference docc~e~t5 cited by the applican: 
should be ruade the subjec t of an extendeC s e~r c~ :~r the "t echno ­
logical background''. Chapter IV point 1.3 app~ars to he relevant . 

At the end should be added " the Receiving Of!ice and the Interna­
ti onal Bureau''. 

It would seem to us, that the indicatio:1s siven i~ ( i ) and (ii) 
of 2 . 2. are very useful for the examiner a~d ~ ill contribute to 
th e uniformity of searches carried out by Ci=:e;~nt International 
Searching Authorities . 

In determining the units of classification to be consulted the 
examiner will h ave to use the classificatio~ .systeo (s) in u se 
in his office. The situation in this re sp~ct ~ay b: different 
for the various Authorities . The expression " o r other sections 
of the documentation '' should be retained. I~ refers to mechanized 
search systems for instance. 

We agree with the point of view of the JA a~C U.S.o fices. In 
connection with the observation by the S - U a==ice t e attention 
is drawn to § 84 of the report of the 1976 TCO sess on . 

Documents showing that a priority claim oi ~~ not be justified 
should be cited in the search report. Thes doc~cents are of 
import ance to the applicant , the designate ~ff:ces and the 
l~ EA be c ause they assist in ascertai:1!~ g : e ··=~leva~t date '' 
whi ch ~e~ern1 ines what docume~~5 can ~e =c~s! ~ ~~~= ~o constitute 
prior art e.g.documents made available =o t~~ ;~hl!c between th e 
clai med ?riority date and the filing da~e tc~ . A ==.33 and Rule 64.1;) 
Rul es 33.l(a) and 43.5(a) would seem to ?e=~~: L~is practlce(see 
also th e publisl1ed version of the EPO Gui~e~!ne$ CE.VI.5.3.). In 
the last meeting of AAQ it has been dec~ Ce = ~= ~=e~= Section 508 
of the Ad~inistrative Instructi~ns by ~==~~~!~g a~ ad~itional 

letter code L to identify, amongst others, ~==~=~~~5 of this sort . 

We agree to the proposed addition. 

In vi~~ of the fact that in Art.82 of t~e ! C ~ ~e term "general 
inventive concept'' is used( in fact this A=~ =le is id e ntic a l to 
Rule 13.1 of PCT) , we see ~o intentional =i: =~=~=e in meaning 
between ~his word ''general '' and the war~ '' c===c~·· ~hich is used . 
in the EPO Guidelines. 

It seeos preferable to use here the sa=e ~~=.ii~; as in PCT Ar t . 
17 ( 2 I (a I • 
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Chaote:- II. 
§ 5. 

§ 8. 

Cha?te!" Ill. 
§ 3 . l. 

§ 3. 2 . 

Chapter IV. 
§ 2 .l. 

Chaoter V. 

§ 1. 2. 

Chaoter VII. 
-§~-2-.--

3. 

II. 03SE~"-.';\'fiO :-iS O ~i 'I'::~ Gi..:-~=::.I~ES FOR INTZRNP..'l'IONAL SEArtCiiES . 

In vie~ of the ob ligatio~ ~o:- the I .S.A. to effect the classi­
fic ation of the app l icati.:>~ ( Rule 43.3 } it see1ns hi gh ly desi­
rable to incorporate in t~e ;uidelines a speci3l Chapte r on 
classifica~ion. 

The contents of such a Ctapter cou ld be based on Chapter V of 
the EPO guidelines ( p~blis~e~ version}. 

After ''offices'' shou l d be a~ded "and the IPEA'', between th~ 

brackets the ref ere nces s hould be completed by a r eference 
to Art.33. 6. 

Add in t h e . first line and in the twelfth line :''and the IPEA''. 

The last part '' and with p~~ticu l ar .... directed'' can be deleted 
as the same expressio~ is used in the first senten ce of § 3.2. 
We propose to replace it by : " si n ce this determines the extent 
of the protection wh!ch ~ill be conf erred by the patent if granted'' 

The addition proposed by the S . U.office appears unnecessary. 

Repl ace in the 8th line ft from patentability '' by "for the inter~ 
national s e arch '' in con~o:-3ity with the title of CH.VIII. 

As far as oral disclosur~, use or other means of disClosure are 
concerned, a written disclosure confirming this and available to 
the public must exist. 

In the published version o: the EPO guide lin es a paragraph has 
be en added {CH.VI.7.2.) . 
As its contents are also C??licable under the PCT , we suggest 
to add such a paragrap~ t o ~~e PCT.guidelines. 

The ti me limit for e5:abl~s~~ng the international search repor t 
shall not exceed 3 ~~~~~s ~~== the receipt of the search copy 
{Rule 42 .1) .There is :-. .:> ::=-=·:.:..sion for extension in the case of 
l ack of unity . 
Therefore all searche5 cus~ ~e started as earl•y as possible . 
Other~ise the appl1ca~: =~;~~ ~ot even have the opportunity to 
pay the additi o nal fees ~~~~~~ the pr escri bed time limit. 

§ 10. At the e~d of this pe:-~g~~;~ s~ould be added : '' ... when the 
additional fees have Cee;; ,;:a~d( see Art.l7(3) ( a) ; CH. VII para­
gra ph 2) ". 

Chapter XI. In the published versio~ o~ ~he EPO guidelines a new paragraph 
has been added ( CH.x:.:J ~~ suggPst to add a similar paragraph 
in the PCT guidelines. 

The I .S .A. wi ll have to e5~a~lish s ometimes the title of the 
application( Rule 37.2). 
We propose to ajd a ;~ra;rs;~ to that effect to Chapter XI and 
bro ade n its title to '' 7~~ ~ ~s:rac t; the title''. 

++++++~~+·++++++++++++++ 
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