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Background to the Present Document

R

1. The: PCT Interim Committee for Technical Coopegation (hereinafter referred to .
as "the Interim Committee"), at 1ts fifth session, held in Geneva from October 29
to November 3, 1975, requested the International Bureau to prepare{a draft of'
"Guidelines for Searches under the PCT" (hereinafter referred to_as "the PCT i
Guidelines") for discussion at:the next session of the. Interim Committee.f“;:"

2. The Interim Committee; at.its fifth .session, had before it "Draft Guidelines
for Searches to be’ Carriéd Qut undexr the European. Patent Convention" ‘of | ‘July 8,

1975 (hereinafter referred to as "the "EPO Guidelines") (document PCT/TCO/V/lZ),

as wellvas the EPO Guidelines as marked-up by the.United States Patent. and .
Trademark Office with changes designed- o -enable £ EPQ Guidelines ‘to be used as

a draft of the PCT Guidelines (document PCT/TCO/V/14), and general observations’
concerning the use of the EPO Guidelines :for the purpose of drafting PCT Guidelines
provided by the State Committee for. 1 nventions. and Discoveries of " t“e SR Council
of Ministers (document PCT/TCO/V/LB), ' The EPO Guidelines were, at the time of the
said fifth session, incomplete, Chapters xwlnd XI thereof not’ having, 'en .completed.

3. The Interim Committee requested the International Bureau to prepare the draft
PCT Guidelines: on.the basis of document. PCT/TCO/V/14,. as well as the. final Guide-
lines to be established in the framework of the EPO and the observations to be
received primarily from the Japanese Patent Office and the State Committee for
Inventions and Discoveries of ‘the USSR Council of Ministers (these beingthe two
prospective International Searching Authorities not involved' in the work being
undertaken in relation to the EPO Guidelines in the framework of the EPO) on points
on which their views differed from the proposals of the United States Patent and
Trademark Office as contained in document PCT/TCO/V/14.

"4, At the time of the preparation of the present document, work on the completion
of the EPO Guidelines was still in progress. The EPO Guidelines submitted to the
Interim Committee at its said fifth session have therefore been used in the
preparation of the PCT Guidelines.
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Contents of the Present Document

5. Annexed to the present document are:

(i) the draft PCT Guidelines ("Draft Guidelines for International
Searches to be Carried Out under the Patent Cooperation Treaty
(PCT) ") --Annex A;

(ii) a comparative analysis of the proposals of the Japanese Patent
Office, the State Committee for Inventions and Discoveries of
the USSR Council of Ministers and the United States Patent and
Trademark Office (hereinafter referred to as "the Authorities")
where those proposals”’differ as to what should be provided in
the PCT Guidelines--Annex B,

(iii) copies of letters from the Internatlonal Bureau to the Japanese
Patent Office and the State Committee for Inventions and
Discoveries of the USSR Council of Ministers, inviting comments
in relation to the PCT Guidelines and the replies received--
Annex C, The marked-up copy of the EPO Guidelines prepared by
the United States Patent and Trademark Office, having been
réproduced indocument PCT/TCO/V/14 (see paragraph 2 above),
is not included as such in Annex C. It is to be noted, however,
that the said marked-up copy was further marked-up by the
Japanese Patent Office for the purpose of presenting the
proposals of that Office for the PCT Guidelines and appears in
this form in Annex C.

Draft PCT Guidelines (Annex ‘A)

6. The draft PCT Guidelines have been prepared mainly by amending the EPO
Guidelines in accordance with the proposals of the Authorities. 1In the case
where the proposed amendments were identical (or, in the case of one Authority
which did not present its proposals in the form of a marked-up copy of the EPO
Guidelines, where its response did not appear to require a change in the text
proposed by the ‘other two Authorities) no indication is given in the PCT Guide-
lines as to the changes madelto the EPO Guidelines. Such changes may, neverthe-
less, be readily noted by simply referring to the marked-up copy of the EPO
Guidelines contained in Annex C (see paragraph 5 above).

7. Chapters IX and X of the PCT Guidelines have still not been included pending
the completion of the EPO Guidelines (see paragraph 2 above).

8. For the assistance of the Interinm Committee, the following identification
marks appear in the draft PCT Guidelines (Annex A):

(i) Arrow accompanied by a number in the margin. This indicates each
instance where the proposals by different Authorities appeared
to present substantive differences, or where a question of 8
substance warranting consideration by the Interim Committee
appeared to be involved in the text. In each case, the number
accompanying the arrow corresponds to the number of the relevant
item in the comparative analysis (Annex B) of such proposals
prepared by the International Bureau.

(1ii) Square Brackets. Where the Authorities proposed different
wordings, whether by way of deletion from, or addition to, the
EPO Guidelines, the different wordings have been placed within
square brackets and the Authorities wishing to retain the text
. placed within square brackets have been indicated by means of <
a footnote. As mentioned above, where the different wordings
appear to involve questions of substance, further identification
by means of an arrow and number has also been included.

(iii) Broken line beneath words. This indicates changes included by
the International Bureau, generally being minor changes of a
drafting nature in order to bring the language of the Guidelines
into conformity with that of the PCT (e.g. "international search"
instead of "search", etc.).
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'CHAPTER I

INTRODUCTION

1. These Guidelines were ‘elaborated By ithe PCT ‘Interim Committee

-Searching Authoriﬁiés%aﬁe encouraged tb a&here to«these
Guldelines to the extent that they ‘are mot ‘amended ‘or:
~ revoked by the Commlttee*for ‘Techriical ¢ Cooperation«established
) ,under.Article.56:of.the‘Treaty.

Nevertheless, ‘the application of ‘the Guidelines:to, land -
the interpretation ‘thereof:iin respect of, individual
international applications?isﬁthe*responsibility‘df'the

) International Seadrching  ‘Authorities and :it may:be necessary
for search examiners to depart from the general instructions
given here in exceptional cases.

5. These Guidelines were drafted for, sand- apply to,
1nternatlona1 searches.‘ﬁ; b : Bk

W
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6. References to the‘relevant;pfdvisiéns‘of*the.Articlesﬁof

o - o o o

'Places. % £ e

CHAPTER:II

) 0 geNmmar

1. The procedure through which an international application
proceeds from the filinq ‘of the application ‘to the
granting of a patent (or the refusal thereof) comprzses
two clearly separated basic stages, i.e. the international
search and the substantive examinatlon by an international,
regional or national office.
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CHAPTER II (continued)

the prior art which is relevant for the purpose of
determining whether, and if so to what extent, the

—— - ————

relates is or is not new and does or does not involve an

inventive step, (PCT Art. 15(2), Rule 33.1(a)).

search . in a document collection that is properly
[systematicallly] arranged [(or otherwise systematically

accessiblei] or search purposes according to the

“subject—matter -contents of the documents l}PCT~Rule

36.1 (ii)i] ~These -are primarily patent documents
of various countries, supplemented by a number of
articles from periodicals and other non-patent

literature.

An international search report will be prepared

in particular by identifying the documents
constituting the relevant prior art (PCT Art. 16(1),
Rule 43.5).

The international search report serves to provide
information on the relevant prior art to the
applicatlon is published and to the designated Offices
(PCT Art. 18(2), Art. 20(1) (a), Art. 21(3)).

Since the international search will be carrled

out and the international search report will be
prepared by the International Searching Authorities
and the examination will be carried out [mainly](l) by
the designated Offices, the separation of the two

steps may be geographical as well as procedural.

In some instances there are no facilities for
systematic searching by the designated Offices, other
than for cor.flicting national applications. Some
designated Offices may, therefore, be dependent on

the work of the International Searching Authorities
for their knowledge of the state of the art on which
their assessments of the patentability of the

(1) us

[Be Y T
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vsearch, in I

cw'rsa ;i 7 3(cqntl&ﬁhdl

invention will,bm"I: v ‘ghagintgrnational search must,

applicant Ang
1nternationa;,aearch .
in order to obtain searches well adapted to the needs

of the examination.«.
. L

.Searching Authoriti] [?nternational search

shall be carried out hy an, International Searching
Authoriti] )- ~The ingggnggiggg; search itself
will normally be.performed by one search examiner.
In exceptional cases} Where ‘the. invention is of a
nature requiring searching in widely dispersed

specialised fields, a special search containing the

be necessary.

CHAPTER III

. CHARACTERISTICS OF THE INTERNATIONAL SEARCH

o o s o — o

art for the purpose of assessing novelty and inventive

(1) Us
(2) Ja
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CHAPTER III (continued)

step. Decisions on novelty and inventive step are the
province of the designated Offices. [However, in many
instances provisional opinlons on these issues must be
formed by the search examiner in order to enable an
effective international search to be carried out. Such
provisional opinions will be subject to review by the
designated Office at the examination stage.](l)

(

paragrag____s - Stopping search when only trivial matter

remains, Chaeter VII, paragraph 9 - Lack of unity a
posteriori 5 R (1)

1.2 Occasionally the International Searching Authority
will have to form provisional opinions on matters of
substantive examination other than novelty or ‘inventive
step, in order to be able to proceed with the
international search or to decide to restrict the

search; here again these opinions are subject to
review by the designated Office.

Examples are to be found in Chapter VII = Unity of
invention and Chapter VIII - Subject-matter excluded
from patentability and obscurities etc. preventing a

meaningful search.

2.1 The international search is essentially a thorough,

high quality, all-embracing search. Nevertheless, it

must be realised that in a search of this kind, 100%
completeness cannot always be obtained, because of such
factors as the inevitable imperfections of any classification
system and its implementation, and may not be econdmically
justified if the cost is to be kept within reasonable

bounds.

(1) us
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Internaticm ) 'f'?
shall endeavour to discover as much of the relevant

prior art aa ts facilities permit, and shall, in any.
case, consult the’documentation specified in ‘the PCT
Regulations%””j'"”‘““ o S :

s

2 3 This implies first of all that the International
Searching Authority in ‘gearching an igtgrggtignal '
applicatiok will in principle, consult all documents

in’ the re}evant classification units of the search files,

heir"language or’ age, or of the type of

reasons of economy exercise his Judgment based on his
knowledge of the technolcgy in ‘'question and of the
documentation involved, to’ omit-eections in which the
likelihood of finding any documents relevant to the
falling within a period preceding the time when the area
of technology in: question began to develop. Similarly
he need only consult one member of a patent family
unless he has good reason to suppose that, in a

particular case, there are relevant substantial differences

in the content of different members of the same family.
)

(3) éU
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CHAPTER III (continysd)

[?.4 All relevant patent documents included in the search
files, should be consilted for international searches
performad hy an Inta;national Searching Authority.]

[2. il The, ;g;gggggigggg search shall be carried out on
the baail gt tba search files which may contain mate:ial
pertinaut tq the invention (PCT Rule 33.2(a)). It should
first aovar'all directly relevant technical fields, and

may th@nxhava tn be extended to analagous fields (ECT

té.é].fhe quégtion 6f which arts are, in any given case,

to be regarded as analogous shall be considered in the light of
wﬁgt-éppaars to he the necessary function or use of the
claimed inventibﬁ and not only the specific functions

expressly indicated in the internaticnal applieqt;én

(PCT Rule 33.2(c)). ‘

must be left to the judgment of tha search examiner, wha
should not put himself in the place of the inventor and

try to imagine all the kinds of applications of the invention
possiblse, The'dver-riding principle in deterﬁinihg the
extension of the search in analogous fields should be
whether it is possible that a reasonable objectian that
there is lack of inventive step could be establ;abad on the
basis of what is likely to be found by the search in these
fields.

‘definad by the rlaims, as dinterpreted withAdur regard to the
description and drawings (if any) and with particular N
emphasis on the inventive concept towards which the claims
are directed (PCT Art. 15(3), Rule 33.3(a)).

(1) us
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‘ CHAPTER III ',";(cq;;ﬁi_;;uedg;

iad?t:at,in the internaticnal searchrspecial

)construction, the‘s arch should embrace pipe and similar clamps

likely to. have the specified construction. Likewise, .if the .
claim is directec ‘to an article,ccnsisting of several parts
which are defined Ey their/function and/or structure, and the
claim stipulates that certain parts are welded together, the
search’ should also embrace equivalent methods .of . .connecting .
such as glueing ‘or riveting, unless it is. clear that.welding
possesses particular advantages required for the invention.

3.4 ..Since the applicant may not .amend the claims before A
receiving the internaticnal search report except to correct
formal . matters which are contrary to the PCT and are called to
applicant's attention by the receiving Office, {for example,.
Rute .[o] (1) [o. 2 & (2) and Rute [10] (1) [11] (2) defects) the
international search will be directed to the claims as

originally filed. ,~; D

3.5 Claims that are deemed to be drawn to inventions for which

search.

3.6 In principle, and in so far as possible and reascnable,

to which the claims are directed or to which they might

reasonably be expected to be directed after they have been

(1) Us
(2) Ja
(3) su
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CHAPTER III (continued)

application relating to an electric circuit contains one or more
claims only directed to the function and manner of operation,
and the description and drawings include an example with a
detailed non-trivial transitor circuit, the search must
necessarily include this circuit. Nevertheless, reasons of
economy may make certain restrictions necessary, for example
when there is a broad claim and many examples and it is not
possible to foresee which will be the subject of amended claims.

3.7 No special search effort need be made for searching unduly
wide or speculative claims, beyond the extent to which they are
-supported by the description. For example if in an international
application relating to and describing in-detail an automatic
telephone exchange, the claims are directed to an automatic

not be extended to automatic telegraph exchanges, data switching
centres etc., merely because of the broad wording of the claim.
Likewise, if a claim is directed to a process for manufacturing
an "impedance element" but the description and drawings relate
only to the manufacture of a resistor element, and give no
indication as to how other types of impededance elements could

be manufactured by the process of the invention, extension of the
search to embrace, say, manufacture of capacitors, would not

normally be justified.

3.8 The international search carried out in the classification
units of the search files to be consulted for the main claim(s)
must include all dependent claims. Dependent claims should be
interpreted as being restricted by all features of the claim(s)
from which they depend. [Therefore, where the subject-matter
of the main claim is novel, that of the dependent claims will

also be novel. When the patentability of the main claim is not

of the dependent claims as such. For example, in an international
application relating to cathode ray oscilloscope tubes, in which
the main claim is directed to specific means along the edge of

the front of the tube for illuminating the screen, and a
dependent claim is directed to a specific connection between

the front and the main part of the tube, the search examiner
should, in the search files he consults for searching the

illumination means, also search for the connecting means whether
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CHAPTER III (continued)

in combination with the illumination means’ or- not.iaWhehf"'

“search the- patentability of ‘the illuminating'méans is mot i
"m:questioned the -éxaminer should not extend his search for" the

connecting means to further‘Search files specifically provided
for these connections ](2 E ‘ s %

than providing more detail of an element figuring already in'the

main claim), ‘the dependent claim in effect constitutes ‘a

, combination claim nd should be dealt with accordingly (see

towards the combination; however when searching classification
units for 'this purpose,‘Sub—combinations, including the elements
individually (e.g. AB, AC, BC'and also A, B and C separately)

should be searched in those units at the same-time./’A‘search in
additional classification units either for subcombinations or for
individual elements of the combination should only be performed

if this is still: necessary [Eor establishing the novelty of the
element in order to assess the inventive step of the" comhination (2)
3.11 When the: eéplication cohteins claims of different categories,
search. For example, generally, except when the intgggggigggl
application contains indications to the contrary, one may assume
that in a claim directed to a-chemical process, the starting
products form part of the state of the art and need not be
searched; the intermediate products will only be searched when

"they form the subject of one or more claims; but the final

products will always have to be searched, except when they are

evidently known.

(2) Ja
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CHAPTER III (continued)

3.12 The search examiner should, in general, exclude from his

- - o e

relate to one invention dnly, nor to a group of inventions so
linked as to form a single general inventive concept and the
required additional fees have not been paid within the prescribed
time limit, the international search will normally be restricted

- v - - - - - -

~to the invention, or so linked group of inventions, first
mentioned in the :claims (see Chapter VII). If the additional
fees have been timely paid, all inventions covered thereby must

also be searched.

3.14 In certain circumstances it may be desirable to extend the

"technological background" of the invention (see Chapter IV,
paragraph 2.4). This would include:

- the preamble to the first claim, i.e. the part preceding the
expression "characterised by";

- the prior state of the art which is deemed to be known in the
application but not identified by specific citations;

- the general technological background of the invention (often

called "general state of the art");

@__.> [— the reference documents cited by the applicant .](3)

4. Types of searches

4.1 International-type searches

Under the PCT, an International Searching Authority may be

entrusted to carry out "international-type searches" for national
applications (PCT Article 15(5)). These searches are by

definition similar to international searches, and the same -

consideratioas will apply.

(3) su
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CHAPTER IV

| SEARCH PROCEDURE AND STRATEGY

ST S e ST

Procedure prior to searching

1 1 When taking up an international application to be searched, -
the search examiner should-ﬁirst consider the applicationkin

essential to he solution as particularly reflected inythe ’,‘,”v\ga
technical features thereof found in the claims, and the results
and effects obtained.

1.2 ;If the»search examiner notices any formal shortcomings
which h
call these to the attention of the receiving Office which will
take the appropriate action. Similarly, if he notes matter .

',heen over-lqoked by the receiving Office, he: should

which: onght to be,omitted,fromvthe,igtgrnatiggal.application~as
published, he should notify the applicant.
s

. o e o

c consideration should he examined if they are cited -as the

starting point of the invention, or as, showing the state of the
art, or as alternative solutions to the problem concerned, or

* when they are necessary for a correct understanding of the »

application, however, when such citations clearly relate only
to details not directly relevant to the claimed invention,
they may be disregarded. If the internatignal application
cites a document that is not published or otherwise not
accessible to the International Searching Authority and the
document appears essential to a correct understanding of the
would not be possible without knowledge of the content of that
document, the International Searching Authority may postpone
the search and request the applicant to provide first a copy
of the document, [if possible to do so withir the time limits
for the preparation of the international search report under

the pc'r.](l) (2)

(1) us
(2) Ja
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CHAPTER IV (continued)

1.4 The search examiner should then consider the abstract in

o = = - ——

to avoid being inadvertently influenced by the results of the
search. However, if there are initial obscurities, which are
cleared away ‘in the course of the search, he may have to return
to the abstract after the search is completed.

application-according “to-at “least the International Patent

Classification.

Search strategy '

2.1 Having determined the subject of the invention, as outlined
examiner to prepare first a written search statement, defining

the subject of his search as precisely as possible. In many
instances one or more of the claims may themselves serve this
purpose, but they may have to be generaliséd in order to cover all
aspects and embodiments of the invention. At this time the-

obscurities (see Chapter VIII, paragraph 4) ; but he should not
do this if it can be avoided and he should subsequently adjust
his search if such obscurities are cleared away during the search.

2.2 Next the search examiner should select the units of the

2.3 Often various search strategies are possible, and the search

-examiner should exercise his judgment based on his experience and

knowledge of the search files, to select the search strategy
most appropriate to the case in hand, and establish the order in
which various classification units are to be consulted accordingly.

He should give precedence to the units in which the probability

(1) us

“
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CHAPTER IV (continued)

of fzhdinQ*aacnmentSris,highest., Usually the,main technical field
of ‘the .international: application?will be .given, precedencegmstaxting
with the glassification units most relevant to the specific

example{s)uof the elaimed inVention.

searchxuﬁirecting.his attentlon_prwwﬂf
the same;timeﬁpaying abtentionwtcﬁanA‘p

ik
g

for doinggso inia: particular casem-

ey 3

2”5’~The"search-examiner shouid initially concentrate his eea;eﬁi
efforts on the classification units in which the probabzlity of E
finding highly relevant documents is greatest. He should always"
take account of the search results already obtalned in. conSLderlng

whether to extend the search to other areas.

Ly

classification«units torbe searched or the oxderhof searchlng

‘themimay:alsor~require:alteration. during #ihe search as a conseqpence

of‘intermediate’results obtained.: - The search“examlner shou}d/also
use.his:judgment,rtaklng dnto. account resultsjobtalned. ;n}deciding

“-at*any ‘timerduring or::after;.the. systematic searchqmwhether he:qq

shouldiapproach « ‘the: search -documentation . in omewd1f£erentﬁmanner,

e.g. by «consulting- documents cited  in the. descr%ptlon of documents
produced by the search or in a list of references of such

‘docunients; or-whether ‘he:should turn .to documentation outside.

that ‘which isravailable in:the:search files. ...

2.7 "If.no documents of -a more relevant nature for aeeeééingif,_
novelty and inventive:step are-.available, the search ,sezéaminet .
should consider citing.any- documents relevant to-the “technologlral
background" of- the invention: (see Chapter III paragraph. 3 14),
which he may have noted during theméggggggtgggal_seargh. .Generally

speaking no special search effort will be. undertaken for this
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CHAPTER IV (continued)

‘search may be completed without any relevant document having been

found.

2.8 Reasons of economy dictate that the search examiner uses his
judgment to end his search when the probability of discovering
further relevant prior art becomes very low in relation to the
effort needed. ' The international search may also be stopped when

- o - -

documents have been found cleéarly demonstrating lack of novelty or
inventive stép in the entire subject-matter of the claimed
invention and its elaborations in the description, apart from .

ffédtﬂfégfﬁhiéh'are trivial or ‘common general knowledge in the

fieldTﬁhdéf‘gggggéggggigé; l?li'décisions taken by the search
examiner ddring ‘the' international search relating to the
restrictions on:the scope of the search, as well as all temporary
decisions concerning novelty, inventive step and industrial
applicability of the claimed invention, should be noted by the
search examiner and should be annexed to the international search

report ;] (3)

Procedure after searching

always include the most relevant documents (which will be
specially characterised ‘in the report, PCT Rule 43.5(c)). Less
rélevant documents should only be cited when they concern aspects
or details of ‘the claimed invention not found in the documents

" "already selected for citation. 'In cases of doubt or borderline

cases in relation to novelty or inventive step, the search examiner
should readily make citations in order to give the designated
Ooffices the opportunity to consider the matter more fully.

search report should not normally cite more than one of them.

When more than one member of the same patent family is present in

(3) su
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- CHAPTER IV (continued)

application. [in particular, among patent family members, preference
should ‘be given to the dOCument having the earliest date of

A : . N

: publicatio ] (A3)

:Lnternatg,bnal _'_ea.rch repo

-

Y ()

-"be brcuéht to the notice of the designated OffiCe via’the
International ‘Bureau by means of an internal communication. -

5 : S ' : C}LA’PTER v

" THE STATE 'OF THE PRIOR ART

- e

1. 'Prior art generally

1.1 A claimed invention shall be con51dered to be novel 1f xt does

'respect to the geograpbical pl‘ce where, or the 1anguage or manner ‘

in wh;ch, the relevant information was made available to the public{

also no age limit is stipulated with respect to documents containing
L this information. .

2. Novelty

2. l In considerlng novelty, the documents constituting the state
of the’ Erlor art should be cons1dered separately; consequently it
is not permissible to combine or mosaic separate documents

together.

(3) su
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CHAPTER V (continued)

2.2 A document takes away the novelty of any claimed subject-matter

- derivable directly and unambiguously from that document when conside:ed

in the light of common general knowledge, including any features implicit
to a person skilled in the art in what islexplicitly contained in the
document, e.g. a disclosure of the use of rubber takes away the novelty
of the use of an elastic material.

2.3 A prior document should be construed only in the light of knowledge
available at the time the document was published, and excluding any

knowledge subsequently discovered.

2.4 1In considering novelty it should be borne in mind that a generic

disclosure does not usuélly take aWay the novelty of any specific example
falling within the terms of that disclosure, but that a specific disclosure
does take away the novelty of any generic claim embracing that disclosure.

Prior art, - oral disclosure etc.

disclosure, use, exhibition, etc., as prior art only when this is
substantiated by a written disclosure, which may have been published after

o o " o S o " " - o - -
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Date of reference; filing and priority date

5.1 Since the International Searching Authority is not responsible
for the verification of any claimed priority date (which

in the examination stage takes the place of the filing

This text, proposed by the International Bureau, would replace an amended
version of the text of the EPO Guidelines proposed by two Authorities
(JA, US). The amended version of the EPO Guidelines reads as follows:

"4, Prior art

4.1 There may also be applications coming within the "intervention
period". BAny of these which are present in the search files should
be noted and mentioned in the search report for information (PCT
Rule 33.1(c))."
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CHAPTER V (continued)

date for assessing prior art and determining precedence), the'

basic reference date for the international search must be taken .

report.

application has more than one priority date, the oldest dat ‘is

to be applied for " this purpose. When deciding which documentswto
select for'citing~in the*international search report, the - search;~w

examiner will have to ,efer to these dates and should preferably
‘choose any published before the date of priority. Thus .for example,

Where there are. two. equally relevant documents one published before
the date of priority and the other after that date but before the
international filing date, he should choose the former. (see Chapter

IV, paragraph 3.2).

'5 3 It is the responsibility of the designated Office to check

whether and to what extent the priority claim is justified,
therefore the International Searching Authority will not check
whether the contents of the international application correspond
to those of the priority application(s) ﬁNevertheless, documents
show1ng that a priority claim might not be justified (e.g. an
earlier application or patent resulting therefrom, by the same

_applicant indicating that the application from which priority.is

claimed may not be the first application for the invention

concerned), should be drawn to the attention of the International
Bureau. No special search beyond the filing date of the,igtergagiggal
application should normally be made for this purpose, except -when
there is a special reason to do so, e.g. when the priority
application is a “continuation in part" of an earlier application
from which no priority is claimed; also sometimes the country of
residence of the applicant being different from the country of the
priority application may‘be an indication of possible lack of first

filing, Justifying a certain extension of the international search] (1)

date of the international application. However, some extension may

be necessary for specific purposes, as is apparent from Chapter V,

paragraph 3 and Chapter V, paragraph 4.1.

(1) us
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CHAPTER V (continued)

5.5 Certain other situations may occur in which a document published
later document contaihing the principle or theory underlying the
invention, which may be useful for a better understanding of the
invention, or a later document showing that the reasoning or the
facts underlying the invention are incorrect. The international

search should not be extended for this purpose, but documents of

this nature known to the search examiner could be selected for

Contents of prior art disclosure

61 As-a-general-rule the International Searching Authority will
seléct for citation only documents which are present in its search
files or which it has access to in some other manner; in that way
no doubt will exist about the contents of the documents cited,
since the search examiner will generally have physically inspected

each document cited.

6.2 However, under certain circumstances a document whose contents
have not been verified may be cited, provided there is justification
for the assumption that there is identity of contents with another

document which the search examiner has inspected and cited. For

filing date in an inconvenient language ana selected for citation,
the search examiner may have inspected a corresponding document
(e.g. another member of the same patent family, or a translation

of an article) in a more convenient language and possibly published
Searching Authority may assume that, in the absence of explicit
indications to the contrary, the contents of an abstract are

contained in the original document. Also the search examiner should

6.3 Before citing documents in a language with which he is not
familiar, the search examiner should satisfy himself that the
document is relevant (e.g. through translation by a colleague,
through a corresponding document or abstract in a familiar

language, through a drawing, or chemical formula in the document).
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CHAPTER V (continued)

Matters of doubt in the state of the art

7. l Since deCiSions with respect to novelty are not the
responsibility of the International Searching Authority but of the
de51gnated Offices, the International Searching Authorities should
not discard documents because of doubt as regards for example ‘the
exact date_of,publication or public availability,‘or the exact
contents of an oral disclosure, exhibition stc., to which such .
documeﬁts#may‘refer. ;The'interhational'Searching Authority’should
try to: ‘remove, whatever doubt may exist .and . should cite the.documents

concerned in the international search.report unless the douht is‘
emains, additional documentsfproviding'
”Comments on these

removed or_very little doub
evidence dn; the matters of‘doubt may be cited
documents, as well as citation of documents . for which greater ...

gt e g g

citation page.
CHAPTER VI

INVENTIVE STEP

An invention shall be considered as involving an inventive step
if, having regard to the state of the art at the prescribed
relevant date, it is not obvious to a person skilled in the art
(PCT Art. 33(3)). ' 4

In evaluatinq inventive step the de51gnated Office will have to
consider this in relation to all aspects of the claimed .invention,

such as the underlying problem (whether explicitly stated in the

effect or results obtained Therefore, the 1nternationa1 search

D bbb et

lell take all these aspects into consideration.

CHAPTER VII

UNITY OF INVENTION

The international application shall relate to one invention only
or to a group of inventions so linked as to form a single general
inventive concept (PCT Rule 13.1). If the Internaticnal Searching

comply with the requirement of unity of invention, it must search,
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CHAPTER VII (continued)

group of inventions forming unity) first mentioned in the claims
inventions for which additional fees have been paid (PCT Art.
17(3) (a)) .

The International Searching Authority will inform the applicant
of the lack'of'unity of invention in a communication separate from
the international search report. The other invention(s) or

group(s) of inventions will be searched only if the applicant
pays the additional fees. These payments must take place within

a period to be set by the International Searching Authority
(PCT Art. 17(3) (a) and Rule 40.3).

and request a refund of the additional fee(s) paid. If the
International Searching Authority finds the protest justified the
fee(s) will be refunded. (PCT Rule 40.2(c)).

From the preceding paragraph it is clear that the decision with
respect to unity of invention rests with the International

Searching Authority. 1In particular the International Searching
merely because the inventions claimed are classified in separate
classification units, or merely for the purpose of restricting

the international search to certain classification units.

As indicated in Chapter VII, paragraph 1 the basic criterion for
unity of invention is the presence of a [common] (1) [general] (2)
inventive concept. Consequently, the mere fact that an international
application contains several independent claims of the same category
or claims of different categories [?elated.under PCT Rules 13.2

and 13.51(%L in itself no ground for objection of lack of unity of

invention.

(2)
Rule 13 [.i] particularly specifies certain combinations of

" the grounds of lack of unity.

(1) Uus
(2) Ja
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CHAPTER VII (continued)

Where the cl fcc tains alternatiyes "which are'ﬁoE

Searchfng’&uthority“may'raisevthe abjectiontof~lack of. unity oﬁ inventlon

and Timit the search to the: inventlon.(or‘group»of inventlons) first
mentioned in these dependent claims, if no: additional search fee
is paid o T s .y b e e ey h s -

Where the searth%exémiﬁer'fin&s«a.sitnatidn.of&iackiqﬁ»un;;yzgﬁ .
invention td’exfsff’reasons“dfﬁeccnomy :may’ make it .advisable to. ,
search the: additional lnventioﬁ(s) together wmth +the: invention
mentioned first in ‘the claims; ‘in-the classificatlom units. . .
consulted for the latter invention'if ‘this takes little or. n0€_>
additionai search effort. The international search for such
additional Invention(s) ‘Will thed
further classification units whichhmay be: relevantw

td‘be complete& in any

"a posteriori", the search examiner will be able to make a
complete international search‘f\ both ‘or all inventions with
negligible additional work, in barticular when. the inyentions are

conceptually very close and none of them requires: search in

separate classification units. In those cases, the intermational

‘search for the additional invention(s) should be completed

together with that for the. inventiom. fifst mentioned. AIl results
should then be included in a [éingle} search report, and no

raised.

(1) us
(2) Ja
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CHAPTER VIII

therefor is not possible and a declaration to that effect takes
the place of the search report (BCT Art. 17(2) (a) (1)).]"

This situation may also occur for part of the claims, in which case

- > - = e e e — e —————

search report is then supplemented with a .declaration.

In ¢cases of doubt the International Searching Authority should

possible in the available documentation.

£ .

A further ‘situation where a meaningful international search is not

possible'or only partially possible, and where a declaration to

containing obscurities, inconsistencies or contradictions to the
extent that it is impossible to arrive at a reasonable conclusion

as to the scope of the claimed invention. ' The International
Searching Authority in these cases [hay not suspend the search,

ask for clarification, and after receipt thereof continue the search,
buﬁ]cg%ould make -a meaningful search .to the extent that this is
possible. (PCT Art. 17(2) (a) (ii)).

CHAPTER IX - INTERNATIONAL SEARCH DOCUMENTATION

to be included later (see PCT Rules 34 and 36)

CHAPTER X - INTERNATIONAL SEARCH REPORT

to be included later

CHAPTER A - B

EFFECT OF INTERNATIONAL SEARCH REPORT

amend the claims before the International Bureau (PCT Art. 19(1)).
The amendments shall not go beyond the disclosure of the inter-
national application as filed (PCT Art. 19(2)).
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[End of Annex A, Annex B follows]
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ANNEX B

COMPARATIVE ANALYSIS OF PROPOSALS CONCERNING THE DRAFT GUIDELINES FOR INTERNATIONAL
SEARCHES TO BE CARRIED OUT UNDER THE PATENT COOPERATION TREATY (PCT) IN CASES WHERE
THE PROPOSALS INVOLVE DIFFERENCES IN SUBSTANCE OR WHERE AN ADDITIONAL COMMENT IS MADE

This Annex sets out the responses received from the Patent Office of Japan
(identified in this Annex by the code "JA"), the State Committee for Inventions and
Discoveries of the USSR Council of Ministers (identified in this Annex by the code
"Su") and the United States Patent and Trademark Office (identified in this Annex
by the code "US") (referred to in this Annex as "the Authorities"), whenever the
proposals contained in the responses present differences of substance or where an
additional comment is made by the International Bureau. The responses are followed
in each case by a comparative analysis prepared by the International Bureau. Each
question dealt with has been given an item number against which is shown the
chapter and paragraph of the PCT Guidelines in which the question arises. The item
numbers correspond with the numbers marked with an arrow appearing in the margin of
the PCT Guidelines. .

Itemul$uChap£ér;II,&p&ragraph 3 - document collection for international search.

o pdT

Responses PO

us: 3.. The search is essentially a documentary search in
a document collection that is, systematically arranged properly
(or otherwise systematically accessible), according to far ‘seafch
the ;subject-matter contents of the documents.. These . arposes
are primarily patent documents of various countries, purp
supplemented by a number of articles from periodicals
and other non-patent literature.

JA: 3. The search is essentially a documentary search in

a document collection that is,systemativaily arranged properly
(or—otherw‘tse—systmm‘trca-l—}:y—acceSSfb-i:e)Laccording to  for search purposes
the 'subject-matter conterits of the documents. These (PCT Rule 36.1(ii))
are primarily patent documents of various countries,

supplemented by a number of articles from periodicals

and other non-patent literature.

Comparative Analysis

The responses set forth under Item 1 above (dealing with the :docu-
ment collection used for searching) indicate that the practices proposed
by the Authorities are not necessarily consistent in that one Authority
(US) defines the document colléction for international search as "pro-
perly systematically arranged (or otherwise systematically accessible)
according to the subject-matter contents of the documents", whereas the
other'Authority (JA) "defines the document collection for international
search as "properly arranged for search purposes". The latter response
is framed in terms of the specific requirements of PCT Rule 36.1(ii),

[Item 2 follows]
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i . - I e . ,
Item 2, Chapter III, paragraphs l.l.and 1.2 - whether..search. examiners.,.under.- .
certain circumstances, form provisicnal opinions for’the purpose of assessing
novelty and 1nventive step.. @ irh 2

Reggonses
us:
N .
JA:
p! ( |
s to ] , rior art.for the purpose‘cf
assessing nQVelty and inventive ‘step. Decisions on
novelty and inventive step are’ the province of the
Exemzning—&iv:sfens ﬁcwever——fnﬂmngtfnstaneeg:pre designated
Visicnal opinions. on. these issues must formed by ~ Offices
the Search DivisionAin.order- enable an effective
/ search to be carried . Such provisional opinions
3 to review by the Examining Division
Su: 1. The objective of the search is to discover re-

levant prior art concerning the claimed invention.
Relevant prior art shall consist of everything
which has been made available to the public any-
where in the world by means of written disclosure
(including drawings -and other illustrations) and
which is capable of being-of assistance in de-
termining that the claimed invention is or is not
new and that it does or does not involve an in-
ventive step (i.e. that it is or is not obvious),
provided that maklng‘available to the public oc-
) curred prior to the international filing date.

2. The search should be directed to revealing the
prior ‘art which is relevant to the claimed inven-—
tion and the subsequent selectxon of the restricted
number of references to be. included in the search
report. <

3. In the first place, durihq the search, it is
necessary to reveal the documénts which might re-
quire restriction of the claifis filed by the ap-
plicant. If, during the searéh, such documents
have not been found, it is necessary to select a
restricted number of documents to be included in
the search report which reflect the relevant prior
art and which allow the formulation of an opinion
on whether the claimed invention appears to be
novel, to involve an inventive step, or to be
industrially applicable.

4. The international search should be formally
separated from subsequent examination. During the
search, formal conclusions concerning novelty,
inventive step and industrial applicability should
not be made, but the documents found as the result
of such search should provide a basis for subsequent
decisions on these questions.

7 ekt s
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‘Comparative Analysis

The responses set forth under Item 2 above (dealing with
search examiners forming provisional opinions for the purpose of
assessing novelty and inventive step) indicate that the searching
practices proposed by two Authorities (JA and US) differ as to the
forming of provisional opinions by search examiners in respect of
questions of patentability. The response of the other Authority (SU)
although not specifically referring to the provisional opinion of the
search examiner with respect to patentability, could possibly be in-
terpreted as contemplating a provisional opinion. The response -of
this Authority (SU). reiterates PCT Rule 33.1 for defining the ob-
jective of the international search and also suggests restriction
of the number of references to be included in the international
search report. v -

[Item 3 follows]
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Item 3, Chapter III, paragraph 2.1 - scope of the international search -, L
utilisation of search time to reduce to‘a minimum the possibility ‘of. failing :
to discover existing highly relevant prior art/ B i i

Responses
US: " .. 2. Scope of the search

2.1, The 1 “hi international
quality, all—embracing search. Nevertheless, it ‘must be

realised ‘that 4n 4 "search’of ‘this-kind; 100% complete—T’-
ness cannotmalwsys be ebtsined;"because of# uch»factors Tan
‘as the. inevitable!imperfections-of ‘any/classification »
.system .and its dmplementation; -and.may:not ‘be economi-:
call ju £ ’aast is, _ta-be. kept within ,reason-

‘& manner ‘as ‘to reduce g
failing: to discover ex Eing' e
art, such as’ complete antigipation or any claims.u"" »
For less relevant prior-arty ‘which:often: exists with a = ;%
fair amount of: :edundancy%amonQSt the documénts. ip the:

+1a, lower.retrieval :atio.«can be*

JA: Iaentical to Us_response.;»

SU: 18. It must be realized that, 100% completeness ‘of
search cannot always be obtained, because ‘of the in-
evitable imperfections in.any’ classification system,

x as well as because of: the fact ‘that too broad:a &
) search may not be economically Justified.< “The :search
examiner should,: therefore, ‘organize -his search
effort in such a manner as.to reduce -to..a minimum
the possibility of failing to discover ‘the- material
which is necessary to carry out subsequent examina-
tion, for example, the material which’anticipates
the novelty of the claimed invention. If there
\ are too many documents and it is impossible to
study them within the time.devoted ta the search,
the scope of the search may be mnumerically‘re-.
duced but the reasons for this should be noted
and should be annexed to the search report, since,
if it is necessary, the decision may be taken to
continue the search. S ST e

) 43, It is not necessary to overload the inter-
4 national search report by too great a number
j { of references. It hampers the use of the re-
port. Experience shows that, if the claims
consist of not many items, as.a rule it is
) enough ‘to cite not more ‘than, ten references
to discover trelevant prior’ art.” However, as
a'rile, it is not ‘enough to ‘cite one ‘or two
} references to discover relevant prior art.

Gt

ComparetiVe Analysis

The responses set forth under.Item 3 above (dealing with the
scope of the international search) indicate that the searching
practices proposed by all Authorities (JA, SU, US) are based on the
same general principle, namely, that the organization of the search
effort is required in order to reduce to a minimum the possibility
of failing to discover existing highly relevant prior art. The re-
sponse of one Authority (SU) makes the distinction that, if there
are too many documents to study within certain time limits for
searching, the scope of the international search may be numerica-
cally reduced and a decision made on whether or not to continue the
search. In addition, the same Authority (SU) points out that the
citation of not more than ten (10) references should suffice for an
international search but as a rule, citation of only one or two ref-
erences would not suffice to discover relevant prior art.

[ITtem 4 follows]
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Item 4, Chapter III, paragraph 2.4 - as to the patent documents outside the PCT
minimum documentation to be included in the search file and consulted for inter-
national searches.

Respanses
Us: 2.4
em, and that do not form part
Sy n, such—as patent _ All relevant
> documents-ef—the—6ean&*nav&n—eean&r&esv—i{ in-
cluded in the search files, wili—hawve—te be con- should
sulted for international searches performed by an International
i hatl Searching Authority

JA:

7 will ‘have to
be consulted for internatio-. searches per-
formed by the Search Sery4ce of the EPO, and
conversely: whether rtain categories of docu-
ments that are of special relevance to the PCT,
e.g. patent dogu

h documentation of the Search Service of
G daalt with

Comparative Analysis

The responses set forth under Item 4 above (dealing with patent
documents outside the PCT minimum documentation included in the search
file and to be consulted for international searches) indicate that a
major distinction exists between the searching practices proposed by
two of the Authorities (JA and US). One Authority (JA) suggests that
it should not be necessary to consult all relevant documents for in-

ternational searches. The other Authority (US) proposes a search of
all relevant prior art.

The provisions of Article 15(4) and PCT Rule 33.1l(a) are relevant
to a consideration of issues raised by the responses.

[Item 5 follows] <
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Item 5, Chapter III, paragraph 3.4 - amendment of claims for correction of formal . .
matters before receiving the international search report. e

Responses . :Q?L
Us: 3.4 Since the applicant may no‘ amend Mhe claims

before receiving the search report,~

|trary to:the Treaty and
fare, called to applicant's
attention ‘by the receiving
‘|office, . (for example,
~i-|Rules9 /and Rule 10 defects)

those of
sequence
report),
applicatic

the European applicat % N Y
international (PCT) application or ‘are called to applicant's
attention, by the receiving
Officey«(for example,

B Rule 9 z and Rule 18 detects)

1 11

Comparative Analysis

The responses set forth under Item 5 above (dealing Wlth amendment
of claims to correct formal matters before receiving ‘the’ international
search report) indicate thatrboth:Authorities (US and JA) “agree that' "
defects drawn to the attention -of ‘the applicant by’ the’ receiving Office
may be corrected by the applicanti‘“One Authority (us) cites PCT Rule ‘9
generally, whereas the other" Authority (JA)Y Cites more specifically o
Rule 9.2. One Authority “(US)* consxders that,_if defect in relation

_ to terminology and signs (PCT Rule_lO) arefdrawn to the attention of- .
) the applicant by receiving Office, h

“these’ d“‘e”ts\may likewise be cor
rected by the applicant. The ‘other Author tythA) suggests that de-
fects under PCT Rule 1l in relation to'the physical requirements of :
the international application may likewl € be corrected by the
applicant. 2 g LT ves i i

It is desirable that the search"practice to be followed in
respect of PCT Rule 10 be decided.,:“w : €28 R IRG

[Item 6 follows]
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Item 6, Chapter III, paragraph 3.8 - concerning whether dependent claims need
be searched when the claim from which they depend is patentable.

Responses

us: 3.8 The search carried out in the classification
units of the search files to be consulted for the
main claim(s) must include all dependent claims.
Dependent claims should be interpreted as being
restricted by all features of the claim(s) from

which they depend, the5eéefev—w%efe—the—eabaeet

dependent claims will also be novel.
patentability of the main claim is not g
» as a result of the search, there is no

make a further search in respect of :

r to cathode ray
oscilloscope tubes, in which th€ main claim is
6ng the edge of
luminating the screen,

JA: 3.8 The search carried out in the classifica-
tion units of the search files to be consulted
for the main claim(s) must include all dependent
claims. Dependent claims should be interpreted
as being restricted by all features of the
claim(s) from which they depend; therefore, where
the subject-matter of the main claim is novel,
that of  the dependent claims will also be novel.
When the patentability of the main claim is not
questioned as a result of the search, there is
no need to make a further search in respect of
the subject-matter ‘of the dependent claims as
such. For example, in an application relating to
cathode ray oscilloscope tubes, in which the .
main ‘claim’ is-directed to specific means along
the’ edge of the front 'of ‘the tube for illumina-
ting ‘the “Screen, :and a dependent claim’ is direc-
ted to a’specific ‘connéction between- the ‘front
and the main part of the tube, the search ex-=
aminer should, in the search files he consults
for searching the illumination means, also
search for the connecting means whether in
combination with the illumination means or not.
When after this search the patentability of the
illuminating means is not questioned, the ex-
aminer should not extend his search for the
connecting means to further search files speci-
fically provided for these connections.

Su: 9. The subject matter of the search must in-
clude all dependent claims. Any dependent
claim should be constructed as including all
the limitations contained in the claim from
which it depends. Taking into consideration
dependent claims is especially important.

' When a dependent claim gives not only more de-
tailed enumeration of what has already been said
in the independent claim, but also adds new
features of the invention, such a dependent claim
is specially important to be taken into considera-
tion.
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Comparative Analysis

The responses ‘&t forth under Item'6 above (dealing with whether
deperident claims should be searched when: their parent:claim ‘is patent-
able) show that two of the Authorities (US and 'SU) -consider that de-
pendent claims should be searched along with:their parent:claims. .
Conversely, one huthority ‘(9A) "in its response considers that- depen-
dent c¢laims should not’ be searchednwhenever their parent claimS'
patentable. ‘ :

[Ttem 7 follows] :.:®




Item 7, Chapter III, paragraph 3.9 - searching dependent claims when they add

PCT/TCO/VI1/8
Annex B, page 9

further features.

Responses

us:

JA:

SU:

fing one or more additional class-
No such special search should be

known—in—the—art. When the dependent claim adds a
further feature (rather than providing more detail
of an element figuring already in the main claim),
the dependent claim in effect constitutes a com-
bination claim and should be dealt with accordingly
(see III, 3.10).

3.9 However, where the patentability of the main
claim is questioned, it may be necessary for assess-
ing inventive step of a dependent claim to establish
whether -the features.of the dependent claim as such
are novel by searching one or more additional classi-
fication units. No such special search should be
made for features that are trivial or generally
known in the art. When the dependent claim adds a
further feature (rather than providing more detail
of an element figuring already in the main claim),
the dependent claim in effect constitutes a com-
bination claim and should be dealt with accordingly
(see III, 3.10).

9. The subject-matter of the search must include

all dependent claims. Any dependent claim should

be constructed as including all the limitations con-
tained in the claim from which it depends. Taking
into consideration dependent claims is especially
important. When a dependent claim gives not only
more detailed enumeration of what has already been
said in the independent claim, but also adds new
features of the invention, such a dependent claim

is specially important to be taken into consideration.

10. The search of certain claims may not be carried
out if such claims were unsatisfactorily drafted, that
is, if they do not add new features to the subject-
matter of the search. However, if the description
provides a basis for proper amendment of the claim,
such amended claim should be taken into considera-
tion during the search.

Comparative Analysis

The responses set forth under Item 7 above (dealing with the
situation when dependent claims should be searched) indicate that
three Authorities (JA, SU and US) consider that provision should
be made for searching dependent claims when the dependent claims
add further features. However, one Authority (JA) specifically
indicates that, if the dependent claim contains features that
are trivial or generally known in the art, no international
search of the dependent claim should be carried out.

[Item 8 follows]




Resgonses ‘
us:

Ly be . -n cessary
for: establishinq the novelty of ‘the element’ in
order to assess the inventive step of  the
combination.‘a* i

.

su: . . 11;; If themclaims are characterized by a com-
Vbination of elements (e. g. A, B and,c

i

The responses set forth un er Item 8 ahove (dealing with the reason
for searching'the sub’ of a combination) ‘indicate’ that one .
Authority (US)‘does not feel that the ‘search in additional classifica-
tion units for a subcombinatio’ ‘will of itself necessarily permit: )
assessment.of . the inventivecstep ‘of ‘the ‘combination‘without first-
discovering the - combination. One Authority (JA) in its response con-
siders that such a search should ‘help to assess the inventive step of
the combination, whereas ‘the other Authority (SU) points out that
such search” should help’ to assess the inventive step of the combina-
tion if combining the individual elements of the subcombination is
obvious to a person skilled in the art.

[Item 9 follows]
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Item 9, Chapter III, paragraph 3.14 - extension of the subject-matter of the

international search to include the technological background of the invention
(background art) .

Responses

us:

3.14 1In certain circumstances it may be
desirable tn extend the subject-matter of the
search to include the "technological background"
of the invention (see IV, 2.4). This would
include:

- the preamble to the first claim, i.e. the
part preceding the expression "characterised by";

- the prior state of the art which is deemed to
be known in theé introduction of the description
of the application but not identified by
specific citations;

- the general technological background of the
invention (often called "general state of the

.art").

JA:

SU:

Identical to US response.

12. When determining the subject-matter of the
search, it is also necessary to take into account:
- the preamble of the claim;

- the reference documents cited by the applicant;

- the general technological background of the
invention.

Comparative Analysis

The responses set forth under Item 9 above  (dealing with extension

of the subject-matter of the international search with respect to back-
ground art) indicate that there are no major differences between the
searching practices proposed by the three Authorities (JA, SU, and US)
under this Item. The response of one of the Authorities (SU) points
out that extension of the international search with respect to the
"prior state of the art" should take into account the references cited
by the applicant.

PCT Rule 5.1(a) (ii) is relevant to the consideration of the issues

raised.

>

[Item 10 follows]
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Item 10, Chapter:IV;‘paragraph 1.2 -'notlfication to the receiving. inice ‘and

' applicant: by’ the "search-examiner if any formal ‘shortéomings have been ‘over-:

looked by the receiving Office.

Responses
US: 1.2 If the search éxamifier notices- any ‘formal )
shortcomings which'havé ‘been ‘overlooked by ‘the Offiéel“‘“
Receiving Seet*en, +he " should call these to the e ETeod
T ‘ —— office”
aging - o
to beeomitted from the‘ s publlshed e B SR SR
he'should notify the et b (T i ~‘applicant -
JA: TR

giv Aﬂaiyeis

The responses set forth under Item 10 above (dealing with formal

” shortcom1ngs not noted by the receiving Office) indicate that no
major differences exist between the search practices proposed by two

Authorities (JA and US) under this Ttem. ) : '

Paragraph 1.2 of Chapter IV of the draft PCT Guidelines appears

to be consistent with PCT Rule 28. 1. However, 'the paragraph needs to

be further considered having regard to PCT Rule 9.2 which provides that
the International Bureau is to be ‘informed when the International Search-
ing Authority notes a lack of compllance with the prescriptions of PCT
Rule 9.1. The informing ‘of the International Bureau is highly desirable
to assist it in excising matter- contrary té public order or dlsparaging
statements at the time of the publication eof the 1nternatlonal appllca—

tion.

[Item 11 follows]
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Item 11, Chapter IV, paragraph 1.3 - request to applicant that an essential cited
document in the international application be sent to the International Searching

Authority.

Responses

us: 1.3 Documents cited in the application under con-
sideration should be examined if they are cited as
the starting point of the invention, or as showing
the state of the art, or as alternative solutions
to the problems concerned, or when they are neces-

. sary for a correct understanding of the application;
however, when such citations clearly relate only to
details not directly relevant to the claimed in-
vention, they may be disregarded. If the applica-
tion cites a document that is not published or
otherwise not accessible to the

International Searching

and the document appears 'essential to a correct
understanding of the invention to the extent that
a meaningful search would not be possible without
knowledge of the content of that document, the
postpone the search and

Authority

International Searching
Authority may

request the applicant to provide first a copy of
the document,.

if/p3551ble to do so within

the time limits for the pre-
paration of the international
search report under the Treat

JA:

SuU:

Identical to US response.

25. Documents cited by the applicant himself
should be examined to find out if they show the
state of the prior art, if they disclose alterna-
tive :solutions, or if documents are necessary for
a correct understanding of the international applica-
tion. If the claimed invention cites a document
that was not published or otherwise not accessible
to the search examiner, although this document is
necessary, the examiner should take the necessary
steps in order to invite the applicant to provide
a copy of the document.

Comparative Analysis

The responses set forth under Item 11 (dealing with asking the
applicant to send an essential cited document) illustrate that a similar
search practice is proposed by all three Authorities (JA, SU and US), par-
ticularly in relation to the need to acquire essential documents cited by
the applicant which are not accessible to the International Searching
Authority. The response of one Authority (SU), however, does not men-
tion whether the postponement of the international search for the purpose
of acquiring an essential document should be made within the time limit
for the preparation of the international search report under the PCT.

While the practice proposed under this Item is not specifically
provided for under the PCT, its inclusion in the PCT Guidelines does not
appear inconsistent therewith and would facilitate the carrying out of a
uniformly high quality international search.

[ITtem 12 follows]
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Item 12, Chapter IV, paragraph 2. 2 - whether the search examiner shauld select
units of the’classification or other sections of thevdo; entation as part of .
the search strategy. R

Responses ' : ) s
Us: 2.2 Next the examiner should select the units of the
classification (or other seéctions of .the documenta-.
tion) to be consulted for the search, both in all direct—
o
yod
JA:
Su: 17. To determine the scope of the search, it is

necessary to carry. out the. detailed classifica-
tion of the claimed invention in accordance with
IPC and the national classification systems of the
inventions of. those countries whose patent collect—
ions must be taken into consideration during the
search. It is necessary. ‘to’ bear in"mind that the
process of classification, ‘when determining‘the
scope of the search, has many aspects and it should
- be carried.out with.due regard to particulars of .
national systems of classification of inventions, as
well as the particulars;of the search files. Thus,
the determination of the scope of the search on the
basis of patent documeéntation consists of the:de-.
~~termination of:the ‘classification-units.of the-
search files which should b studied during the .
ssearch... The completeness. of,the search depends ‘on
the correct determination of the scope of the search.

Comparative Analysis

The responses set forth under Item 12 above (deallng with search
strategy) indicate that; in genéral, the three Authorities (JA, SU and
US) propose the same search strategy, that is, the basic search strategy
employed by the search examiner will be to first select the units of
classification to be consulted for international search, both in all
directly relevant fields and in analogous fields. However, whereas the
response of one Authority (US) includes the selection of other sections
of the documentation, the response of another Authority (JA) excludes
such other sections of the documentation. The third Authority (8U) has
made no specific observation on this question.

[Item 13 follows]
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Responses

us:

JA:

2.8 Reasons of economy dictate that the search
examiner uses his judgment to end his search when
the probability of discovering further relevant
prior art becomes very low in relation to the
effort needed. The search may also be stopped
when documents have been found clearly demon-
strating lack of novelty or inventive step in
the entire subject-matter of the claimed inven-
tion and its elaborations in the description,
apart from features which are trivial or common
general knowledge in the field under examina-
tion. Fhe—search—for—confiicting—eppiications
shouid;—however;,—aliways—becomplteted—to—the—ex—
tent—that—these—are—present—imrthe—searchr—fiiles.

Identical to US response.

33. The search may be stopped when documents have
been found clearly demonstrating lack of novelty

of the claimed invention. However, it is necessary
to do this very carefully, taking into account the
many aspects of the nature of the invention. It
may occur that the documents retrieved do not
anticipate the novelty of certain features of the
invention for which the applicant is in a position
to maintain the d¢laims, for example after clarifica-
tion thereof. 1In any case, the documents anticipa-
ting the inventive step, but not anticipating the
novelty, are not grounds for stopping the search.

34. All decisions taken by the search examiner
during the search relating to the restriction on
the scope of the search, as well as all temporary
decisions concerning novelty, inventive step and
industrial applicability of the claimed invention,
should be noted by the search examiner and should
be annexed to the search report.

Comparative Analysis

The responses set forth under Item 13 above (dealing with when
the international search may be stopped) point out that the searching
practices proposed by two Authorities (JA and US) are compatible as re-
gards permitting the search to be stopped when documents have been
found clearly demonstrating lack of novelty or inventive step in the
entire subject matter of the claimed invention. The response of one
Authority (SU) makes the distinction that the action of restricting
or stopping the international search on the part of the search ex-
aminer should take place only when documents have been found anticipa-
ting lack of novelty exclusive of inventive step of the search and that
such restriction and stopping should be noted in the international
search report.

The provisions of the PCT concerning the international search
(especially Article 15(4)) need to be taken into account in the con-
sideration of the Item. Furthermore, it is noted that the PCT does not
specifically provide for the notation in the international search re-
port that the internaticnal search has been stopped for any of the
reasons set out under this Item.

[Item 14 follows]
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Item 14, Chapter IV, parggraph 3 2 - citation of members of the same patent

Responses

Us: 3.2 To avoid increasing costs unnecessarily, the
examiner should:not:cite more :‘@ocuments:than is. ' : -
necessary, and thereforerwhen there are ‘several i~ w-
documents of ‘equal- relevance:the search report
should not normally ‘cite more :than one of them.
Where more than ‘one member:of ‘the same -
patent family is present in a search file,: the
search need'not discover all of them nor need
the search report cite all ‘of them. In seLecting
from these documents for citation, the examiner
should pay regard to- language convenience, and
- ~preferably cite (or-at-least-r
the* language of the applicatic

search i
to diec ; “In particular,
among patent famlly members,gpre,erehce should"
"be given to the document having the earliest
date of publlcation.

‘Comberative Analysis

The responses set forth under Item 14 (dealing with which members of
the same patent family should be cited in the international search report)
indicate that the searching practices proposed by the Authorities (JA, SU
and US) are not fully compatible as to which members of the same patent
family should be cited in the international search report. The re-
sponses of two Authorities (JA and US) show that they prefer the citation
of documents having regard to their language convenience. The response
of one Authority (SU) shows that it prefers citation of documents having
the earliest date of publication.«:‘

The PCT makes no provision with respect to the search practice to
be followed regarding citation of members of the same patent family
in the international search report. .The discussion of the treatment of
patent families, including the citation of members of a patent family,
at the fifth session of the PCT Inteérim Committee for Technical Coopera-
tion, needs to be taken into account in the consideration of this Item
(see paragraphs 48 to 57 of document PCT/TCO/V/20, especially paragraph
57(iv) as to the attitude of the prdsPective International Searching
Authorities).

[Item 15 follows]
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Item 15, Chapter V, paragraph 4.1 - special categories of documents to be cited
in the international search report - conflicting applications.

Responses
us: 4,6 There may also be natiemat applications ef—ene
1 «ad coming within the "intervention period". Any of
these which are present in the search files should be
noted and mentioned in the search report for informa-
tion (PCT Rule 33.1(c)).
JA: Identical to US reéponse.

Comparative Analysis

The responses set forth under Item 15 (dealing with conflicting
applications) indicate that two Authorities (JA, US) are in agreement
as to the text to be included in the PCT Guidelines regarding the search
practice to be followed in relation to confliéting applications, that is,
applications coming under PCT Rule 33.1(c). The third Authority (SU)
has made no specific reference to the question.

It is to be noted that the expression "intervention period" which
appears in the said text, is not defined in the draft PCT Guidelines.
The International Bureau has, therefore, prepared an alternative text,
in the light of PCT Rule 33.1(c), which avoids the use of this expression.

[Item 16 follows]
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Item 16, Chapter V, paragraph 5 3 - checking of the validity of a priority claim.
Responses e ime_‘

i . o -
b . e

Us: 5.3 It is the responsibility ‘&f - the examtning : deSignated Office
Bivision to check wheéther "and“to’ what extent'the 7+ :
priority claim’is justified; ‘therefore the| Search ‘ ’International Searching
Bivisten will not check whetheér the contents ‘of” " Authority -
the Burepean application: cofrespénd ‘o £hose ‘of ' international
the priority applications(s).: Nevertheless, docu- :
ments showing that a priority claim might not be’
justified (e.g. an earlier application or patent
resulting therefrom, by the same applicant indica-
ting that the application from which priority is
claimeéd may not be the first application for -
the invention concerned), should be drawn to the
attention of the, Yo . No special International Bureau
search beyond’ the filing date of the application‘ ‘ ‘
should normally be made for this purpose, except
when there is a special reason ‘to.do so, e.g. when
the priority application is‘a “eontinuation in
part" of an earlier application. from which no
priority is cldified; also” sometimes the country
of residence of the applicant being different
from the country of the priority application may
be an indication of possible lack of first filing,
justifying a certain extension ‘of the search.

JA: 5.3 It is the responsibility of _,the examining designated Office
Bivisten to check whether and to what extent the
priority claim is justified; therefore the Seareh International Searching
Biwvisien will not check whether the contents of Authority
the Burepean application correspond to those of
the priority application(s) Nevertheltess;,—decu—
'Justified (e.g. an earlier application or pa ént
resulting therefrom, by the same applica indica-
ting that the application from which pxdfority is
claimed may not be the first applicafion for the
invention concerned), should be drawn to the
attention of the Examining Diydsion. No special
search beyond the filing datfe of the application
should normally be made for this purpose, except
when there is a specidl reason to do 50, e.g.
when the priority dpplication is a "continuation
in part" of ap-€arlier application from which no
priority is laimed; also sometimes the country
of residerice of the applicant being different
from e country of the priority application may
be 4dn indication of possible lack of first filing,

international

Comparative Analysis

The responses set forth under Item 16 above (dealing with checking
the validity of the priority claim) show that a major difference exists
between the practice proposed by two Authorities (JA and US) regarding a
check of the priority claim, i.e. as to an indication that a priority
claim may not be justified and the communication of such indication to
the International Bureau. The response of one Authority (US) indicates
that the International Searching Authority should draw to the attention
of the International Bureau documents which indicate that the priority
claim may not be justified. The other Authority (JA), however, suggests
that only the designated Offices should have the responsibility of check-
ing the validity of a priority claim, and, by inference, that the In-
ternational Searching Authority should not be required to take any action
in this regard. )
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The powers and functions of the International Bureau in relation
to priority claims are set out in PCT Rules 4.10(b), (c) and (d) and 17.
These powers and functions do not extend to a consideration of the
validity of the priority claim, except for the reasons set out in those
Rules. In the event that the proposed practice is adopted, whereby the
International Bureau is notified of documents indicating doubt as to the
validity of the priority claim, the function of the International Bureau
should only be to transmit such notification to the designated Offices
when communicating the international search report.

[Item 17 follows]
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Item ‘17, Chapter V, paragraph 6.2: - .circumstances wherein citation ‘of -a’document ..
whose contents have not been verified, provided ‘there is Justification for the
assumption that there is identity of contents with another document which ha
cited and inspected by the search examiner.

Responses I
vs:
.whose contents,have not’ beenmverifieé may be‘cited,
provided thereuis justification%for theaassumption{
tionsiie ;Aﬁth rity
e re TN
: of report e s .
of an oral presentation ‘are' in agreement with that ~
presentation (any—eemments—em~exp&anetiens—1ﬂunﬁh&
V Pe—in—the—internal—search—nete) .
JA:

'ﬁcamparEtivetﬁHEIQsisar

The responses under Item 17 ‘above (dealing with certain éircum-
stances and assumptions wherein: a.document whose ‘contents have not‘been
verified :may be cited) show .thatitwo:Authorities’ (JA and US)-are’ :1.:v*
oriented at the same direction’insofar ‘as. théir making a 'distinction 'in
respect of: citing documents whose contents have\not?been verifiedﬁis
concerned. N R T

Consideretion‘may have to be given to the inclusion of a further
provision in Section 508 of the Administrative Instructions, which now
provides for indications for citing _special categories of documents in

the international search report, to cover the citation of documents under
this Item. o e :

[Item 18 follows]
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Item 18, Chapter V, paragraph 7.1 - matters of doubt in the state of the art.

Responses
us: 7.1 Since the decisions with respect to novelty rInternational Searching
are not the responsibility of the Search—Pivisions Authority
but of the Bxemiming—Pivisions, the Search ,sdesignated Offices
Pivisions should not discard documents because of International Searching
doubt as regards for example the exact date of pub- Authorities
lication .or public availability, or the exact con-
tents of an oral disclosure, exhibition etc. to
which such documents may refer. The Search | International Searching
: Pivisien should try to remove whatever doubt may | Authority
exist and should not cite the documents concerned
in the report unless the doubt is removed or very
little doubt remains; additional documents pro-
viding evidence in the matters of doubt may be
cited. Comments on these documents, as well as
citation of documents for which greater doubt
remains, should be made in the 4nternat search
note. : report citation page
JA: Identical'£6‘U§::e$p5n§é,7”wwm

Comparative Analysis

The responses set forth under Item 18 above (dealing with matter of
doubt in the state of the art) indicate that two Authorities (JA and US)
reveal no major differences in respect of the citation of additional docu-
ments providing evidence in the matters of doubt, as well as on documents
for which substantial doubt remains.

The PCT Guidelines should be able to harmonize the practice under
the PCT on this point. While the PCT makes no specific provision con-
cerning the citation of such additional documents in the international
search report, PCT Rule 43.5(a), which is included within the scope of
PCT Rule 43.9, may not exclude this possibility. The requirement of
ccmmenting on additional documents providing evidence in matters of
doubt might be regulated by a suitable Administrative Instruction.

[Item 19 follows]
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Item 19L,Chapter V I, paragraphs 5 ang 9 - the basic crit i
invention.;w”vg . :

RESEODSES

us: 5. As indicated in VII, 1 the basic criterion

: for unity of invention is the presence of a com- .
mon inventive .concept.  Con
fact that an appl ] ' , .
dependent clatmeldfrthevaamefcategory ‘or claims of

different categorig;ﬁ“5“ n tself no rouddffd%\b_; _ related under PCT Rules

objection of lack 213, 2 and 13.3

9., Lack of unah‘ of
evident a pri

‘this

- oaboh-Div uthority
of unity u B ‘

(or _grou ofyiny
dependent

fee .is :paid

JA: 5. As indicated in ?II,,I Ehe basic. criteril RN
for unity of invention is the presence of ascom- 99?%:@1'

men inventive corcep Consequently, the mere 5
‘fact-that an application contains several in=-
dependent claims of the same category or claims
of different’ categories -is in-itself no ground
for objection of lack of unity of 1nvention.

9. Lack of unity of invention may be directly

evident priori"' i.e. before censidering the

‘claims in relation to any prior art, or may onl

bedome: apparent "a posteriori", i.e. after taking

the prior -art into c,n51deration, e.g. a, docu-' .

ment discovered in the search shows that there is general

lack of novelty or—inventive—step in a main’ claim, this
leaving two or more dependent ‘claims without a,

eommety - inventiVe concept. In. thmr&attér case the 'Internatiopal Searching

. y raiseé the bbjection of’lack L :‘1Authority
of ﬂnity an&jj i’ the ‘search’ to the’ invention N limit
(or group of ‘inventions) first mentioned in ‘thése

dependent claims,Adisregarding—“triv:e%“—eie:ms |if no additional search

| fee .is paid

"Compaiﬁfive‘Aﬁeiysis

The responses under Item 19 above (dealing with the basic
criterion for unity of invention) -show that, while both Authorities accept
paragraph 1 of Chapter VII which defines unity of invention in terms of
PCT Rule 13.1, two Authorities (JA and US) have proposed somewhat differing
terminology in paragraphs 5 and 9. One Authority (JA) has used the
expression "general inventive concept" while the other Authority (US) has
used the expression "common inventive concept".

. While the use of either term may have no consequences in para-
graph 5 in view of the second sentence of that paragraph, substantial.con-
sequences may flow from choice of the expression in paragraph 9. The
provisions of PCT Rule 13.1 are clearly relevant to a consideration of the
issues raised by the differing terminologies proposed in relation to
paragraph 9. °

[Item 20 follows]

y International Searching

ditional search
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Item 20, Chapter VII, paragraph 1l - making a complete international search

with negligible additional work in cases where lack of unity exists and the
results are included in a single international search report.

Responses

us:

JA:

11. Occasionally in cases of lack of unity,
especially "a posteriori", the examiner will be
able to make a complete search for both or all
inventions with negligible additional work, in
particular when the inventions are conceptually
very close and none of them requires search in
separate classification units. In those cases,
the search for the additional invention(s) should
be completed together with that for the invention
first mentioned. All results should then be in-
cluded in a single search report, and no objec-
tion of lack of unity should be raised. ordinarily

1l1. Occasionally in cases of lack of unity,
especially "a posteriori", the examiner will be

able to make a complete search for both or all in-
ventions with negligible additional work, in par-
ticular when the .inventions -are-conceptually very
close and none of them requires search in separate
classification units. 1In those cases the search for
the additional invention(s) should be completed to-
gether with that for the invention first mentioned.
All results should then be included in a singte
search report, and no objection of lack of unity
should ,be raised. ordinarily

Comparative Analysis

The responses set forth under Item 20 above, (dealing with lack
of unity of invention and carrying out a complete search to be included
in a single international search report) show that the two Authorities
(JA and US) have proposed making a complete international search in
cases of lack of unity of invention when all inventions can be searched
with negligible additional work.

However, one Authority (JA) has indicated that the results of the
complete search under Item 20 above should be in an international search
report, whereas the other Authority (US) indicates that the results of
their complete search should be included in a single international
search report. '

It would appear that the PCT Guidelines should readily be able
to harmonize the practice under the PCT on this point. For example,
under Article 17(3) (a) and PCT Rule 43.7, even in the case where
additional fees are paid due to lack of unity of invention, only one
international search report is envisaged.

[Item 21 follows]
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Item 21, Chapter VIII, paragraph l - sub:ect—matter to be excluded from the
international ‘search.’ K o

Reseohees
Rule 39

US: 1. Articie—52 sggcif;ag gertain subjects which d
~Zrenot—to—be regarded—as patentable—inventions, need not be searched.

matter—frsm—patentubtifty—ffeT~Art——&412+fa+fi¥

Rule—39+1} . The sedrch files need not, and-ig_- many situations
gemerat do not, containksucx subject-matter, so - : ‘
that a meaningful search therefor is not possible -

and a declaration to ‘that: effect takes the place

of the search report (PC' Art. 17 2) (a) (1))«

- 39
JA: '

'iget be;searched.

Biyf,

not,’and ln

Rule 39.1). The search’ Ret .
ch subject-matter, so .

general do not, cont

R

J—

i N
Mt

'search ‘therefor is not possible
o that effect takes»thenplaee/

that a meaning
and_a declara

N

comparative AnaL151s

The responses under Item 21 above (dealing with subject matter to
be excluded from the international search, indicate no major differences
between the searching practices proposed by two Authorities (JA and US).
One Authority  (JA) indicates-that the ‘subject matter under PCT Rule 39
need not be searched while the response of the other Authority (US)
further explains that the search files need not, and in many situations
do not, contain such subject’ matter.

It would appear that the PCT Guidelmnes should readlly be able to
harmonize the practice under the PCT on this paragraph, since ‘it is
completely optional under Article 17(2) (a) (i), .as far as the International
Searching Authority is concerned, whether an international search is
made in relation to the subject-matter specified in PCT Rule 39.

[Item 22 follows]
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Item 22, Chapter VIII, paragraph 4 - concerning where in practice a meaningful
international search is not possible.

Responses

Us: 4. A further situation where a meaningful

search is not possible or only partially possible,
and where a declaration to this effect may take
the place of or supplement the search report, may
result from the application containing obscurities,
inconsistencies or contradictions to the extent
that it is impossible to arrive at a reasonable

’ conclusion as to the scope of the claimed in-
vention. The Searcirbivistonr in these cases may International Searching
not suspend the search, ask for clarification, Authority
and after receipt- thereof continue the search,
but should make a meaningful search to the extent :
that this is possible. Wremr—3ater—ciarifications PCT Art. 17(2) (a) (ii)
are—received;—these—wiilt—be—considered—by—the
Examiming—Pivision—toperformanmadditionat
search—see—I 42, .

JA: 4, A further situation where a meaningful search
is not possible or only partially possible, and
where a declaration to this effect may take the
place of or supplement the search report, may re-
sult from the application containing obscurities,
inconsistencies or contradictions to the extent
that it is impossible to arrive at a reasonable
conclusion as to the scope of the claimed inv

vention. The §Geareh—Bivision in these cases may International Searching
net—suspend—the—searchy—ask—for—ciarificatien, Authority
’
should make a meaningful search to the extent
that this is possible. When—teter—elarifications PCT Art. 17(2) (a) (ii)

are—received;—these—will-—be—considered—by—the
BExamiming—Biviston—twirich—thenrmayrequest—tire
S hDiviad : : S itionad b,
see—IEE—4+2) .

Comparative Analysis

The responses under Item 22 above (dealing with the practice where
a meaningful international search is not possible) indicate that there are
no major differences in the searching practices proposed by two
Authorities (JA and US). Both Authorities, in their responses have indica-
ted that, whenever a meaningful international search is not possible or - |
only partially possible as the result of obscurities, inconsistencies
and contradictions in the international application, the International
Searching Authority should make a meaningful search to the extent that is
possible. One Authority (US), however, would state specifically that, in
the case where a meaningful search is not possible or only partially
possible, the Authority may not suspend the search, ask for clarification
from the applicant and after receipt thereof continue the search. The
response of the other Authority (JA) has omitted such specific directions.

The provisions of Article 17(2) (a) (ii) and the need to observe the
time limits (provided under Rule 42) for the establishment of the inter-

national search report need to be taken into account in a consideration a
of the questions raised by the responses of the two above-mentioned
Authorities.

[End of Annex B, Annex C follows]
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ANNEX C

This Annex contains a copy~of a letter ‘from the International Bureau inviting o
comments from the Japanes t Office in. relation to the ‘PCT: Guidelines, together
with the reply received, marked as Part I, and a’ copy ‘of a similar letter to - the
State Committee for Invention] and Discoveries of the USSR Council of . Ministers,
together with the reply received ; arked as Part II.
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Chiyoda-ku, Tokyo, Japan T
' Dear lMr. Director General, e

, \ TR LR e T R 80 135/51
Referring to the  last session of the PCT Interim Committee . N ttrch 3, 1976
for Technical Cooperaticn (Octobier 29 to Yovember 3, 1575), I ; .

wish to convey the awpreciation of the Intornational Bureau nf
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sagres witt the b
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for any assistance it may be able to render in this matter,
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Sincerely yours, Y u——

. ; Felix R, Sviridov Zncls
Deputy Dircctor General A3 sta

Mr, Hidco Saito

Director Conaral .

Jananaese Patent Office
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The exaniner should thereforc organise his
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dravings, . include this circultss Nevertheless,
reasons of cconoryimay make sertaln ;. ; °

3.3 A3 & conscquenze the scarch ashsuld rcshrictionsv réctasary, ;ror:ex?.np'le;\-‘héﬂ
usuelly embrace also subject-mattep Lhat is there-d2 a bréadieYain and 't ny‘examples:
£eacerally recognised as equivalernt to- that : und it s per 'pd"s:i‘ble \ba-ccreset which
vhich is specified in the clains., Pris . . ) \.:.i).l be the subjéct of sséndéd elaims, o
Epplics to the elaimed sung 18 2 . Lo, 5

* whole, £nd also to its Individua) festures, Oven though, 1in its 5

(PCT Rule 33.2(d)Y. For exanpiv, if the
c€dedn ayeccifies a cable cla

cevidin consirugt

raving a

3a

iy the =
e=brace pire and sindlar cla
have the spectfied

iy o
ceastruccion,
30 the cledn §i Wireotes

fenstint e

LS ticle

Of scveral parta

ch are

deffpes U Covnetdoun o0 o Strutture,
Snloahe edafn atfiulstes (ol
Lot .
- ERISH

LiGewine,

specifics, tho
invantion gs daseri -
bed is ditrorani

3.7 Mo speclal sésich effort-nsed be made

pptr—CY— . for searchirg vndiaYy wide!

exirple”

na

telephone
tetaa

Teentye,
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if 8 clain is directed to-a process for

manuficturing an "iepedanac clement” but
the dcscription and drawings relate only to

the ma;ufacture of a resistor element, and

give no indication &s to how other types of

Admpcdance element could Le ranufactured by
the process of the invention, uxtension of

the scarch to exbrace, say, rmanufacture of

capacitors, would not normally be Justified.
3.8 The search carried out in the classi-
, fication units of the search files to be

. consulted for the rain claim(s) must

- include #1l dependent clains. Dependent
claius should be interpreted as bedng

" restricted by all feztures of ths clain(s)
‘from vhich they depend; thercfore, where
the subject-natter of the rpain claim is
‘novel, that of the dependent elaims will
2150 be novel. When the patentability of
the main claim is not questioncd as a
result of the search, there is no neced to
make a further search in respéct of the
subject-rmatter of the depensent claims as
such. For example, in an application
relating to cathode ray oscilloscopeytubes,
in which the ra2in claim is directed to
specific means aleng the edge of
of the tube for fllumi

end 2 dipsrndent cl:

the front

at

in7 the screen,
directed to a
specific ccnnection between the front and
the main part of the tube, the search
examiner should, ir the search files he
consults for searching the illumination
means, elso search for the connceting
whether in cembi

reans
ation with the illumination’
neans or not. When after this searsh the

patentability of the illuminzting ans is

not questioned, the cxaminer should rot

extend kis search fir the counce:

g means
to further search ilcs specifically
provided fer these conne

cticns,

SR S

PCIT/ICO /vy )2
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3.9 However, ﬁhcr« the patentaliility of
the main claim 35 guestioned, it suy te
necessary for assessing inventive siep of a
dependent claim to establish whether the

! features of the dependent claim 2s such are
: novel by searching one or mere additional
.classification units. No such special
search should be raze for fratueres that are
" trivial or gererally known in the art.

" “Wnen the dependent clain adds a further
feature -(rather thun providing more detail
of an element figuring alreacy in the main
il'elains, the dependent clain in cffcct

i ; constitutes a combiration clain and shculd

| _be dealt with accordingly (see II3, 3.10).

B

"i 3.10 For clains cheracterised by a

" combination of elezenta {¢.g. A, = and C)
the search should be directed towards the
combination; however, when rearching
classification units for this purpose, sub-
eombinationa, including the elements
individually (e.g. AB, AC, EC and aiso A,
B and C separately) should te sezrched in
those units at the szre tire. A search in
additional classification uniis either for
subcorbinations or for in

ividual elgments

of the combination should only be perforred
if this is still necessary for esteblishing
the novelty cf th:z eiznrent In orler to

assess the inventive step of the corbination.

3.11 When the epplicaticn contzins clairs
of different catesories, thiese riust be
included in the search, and even when the

2pplicatici conta2irs only ¢ of are

cetegory, it mey be desiradle to include
For

epplication cont
contrary, one rzy
directed to a ch
starting produ:z

the art znd nee
dntermediate preiucts will
vhen they for:
clains; but e

g abed
I 3Ied/I ®Taxeg
D xauuy/p axauuy
8/IA/00L/%LD4d
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3.i2 The exanminer nshould, in general,
exclude fron his scarch subjects for which
no meaningful search can be made; this nay
result from certaln cudjects being cxcluded
from potentot-iitys, or fron the syrplication
bedng obscure (.-c'e Chapter VIIT).

3.13  #2yor Vhen the cladms of the
applicatien do not relate to oré invention
only, tor to a group of inventions so
linked as to forn a single general
{nventive concept,, the scarch will normally

‘A

i Tugz.\ 0{ ssanzre

be restricted to the invcutioa, or to . * Rule ks
1inked grouwp of inventiona, first wentioncd
in the c)nlms (see Chaptcr VlI). Sossiiiien end the ._,3,11111,0(1
BE-tho—tod Aot additional fees
notiﬂed to the ap n.saf qo-:.:-.umcar.)on have not been paid )
within the prosc- Rule_46 it
s - ribed tims limit : .
3.1 In certain circumstances it may be *
desirable to extend the subjett-ratter of If the additional
the scarch to include the "technological foes have been
background® of the invention (see IV, 2. ). timﬂlY.Paid: all .
Tnis would include: inventions covered
thoreby must also
= the preamble to the first clain, i.ec. the \bBA searched.
part preccding the expression "ch'\ra‘.tcrised . .
by";
« the prior state of the art which is .
deeped to be knouwn in the introdustion of N .
the description of the application but
not identified by specitic. 5:1tz’.t§on=;
~ the generai technolcgical background of -~

the invention (often called "general -
stute of the art").

.o . -
s .

“ -

Mrp——foreT Ao ,

The task of thc Search "-rv*.:y'% courase

prinarily to carry out scareifs and draw up

secarch reports in r:‘v/-‘.‘if:\ to European

patent pppticatisued

usual au:‘c.v‘,u‘ the Scarch Divisioas ¢f the

vent Office.may be called upon

In addition ta theae:

Europea
to ;‘\:'rtorn \':\rlou: other tyres of mearches,

IR NN § PR SUORE PRSI E  GLUEtad D e

.t
.

veelees

the search undor
~PCT Rulc 39

POT/cufv/ye N
Aunen
- 14 -

PR

CULIvin 111

Art. 150(3)

Art. /1(1)

Art. ;7(2)(.‘)"

i l'\.*o'w san_sexzch reyast.

" necessary.

~be for exazple:

At the esrsnination stare of. n l.ur_r—:pr‘un nppll-/
cation for patent un additional scorch mdy fo
The Exanining Divicione are n
equipped for this purpoas other than for,
completion af the acarch for conflfctd
npplicatlon: (;ee Vv, k); all such
search vork will invariatly be referycd back,
to the Search Dlvislon, vhich choul
promptly carry out this scarch. X
reasons. for ;such_an additional sglarch may -

2.+ anendaent of clains so that/they cmbrace
,m&ggr'not.:.covered‘ by the/original search;
b. clarification of obscuriyies, cte. that -
resulted-$n an incomplefe search under
‘Rule 45 (see VIII, 5)7
G raverau 0f .8 provisy cnd opinion of the
Seareh Division Mith respect to: novelty
- {Chapter V), lack ff hwentivc step
“’(Chapter VI), utjty of invention (Chapter
VII); ‘or exclus, nns rron puenubiuty
(Obiptsr VIIX s

111 be :hé re..po:xslhluty or the l-:n:.lninz
Division. . - v :

8,3 . Seoplr'-rnt-rv “uruuenn searchn

~An intetaational (PCT): eppucauon. for which
‘the’ Eurppe:n Patens Officé acts as designated
orfice’ or ctcctcd Drrh:e shau be decmed to
‘be & Furopean paten‘ a:pl cation. ‘¥here

an 1nterra:io'\al (?CT) scarch report i3 2lrecady

“avail: hle this will c:ke n-e _place of the
Europc“n search rc“art. In. t.hn:u.- cases’ the’
Sear..h vaxs‘n-\ w11 drav up a. supdlenentary

" Bauever, the
k}.‘h\‘c,_c.un.n ray decide undeér what
conditions and to what -extcat the aupplereatary
Furcpean search rc.'t-.-k §s to ta di-penned

with.

enapad _ond eh

sPetadils abtout the suprplezentary
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noted that §n case of cenflict the
provisione of the PCT prevail over i
the EPC. :

&,k Yuternatioral (¥CT) ;
¥hen the Eur
Internaticnal (PCT) f<orching iuthority in

accordance with iriiele 354 (7C7 Article 16,

“zrches

pean baten Grffjce acts as an

frvs »
paragraph 1) $:“is anticipated that the
internaticssl searches it pzrfornms and thre

1
internatitnal scareh reports it draws up,
L

\dy.m identical with, or very similar to,
ca

Eypfopenn scarches and search reporss. (A
riotref I frrenterr Rt iu ettt re—tsterr P
h.)/ Interaational-tyes searches *

ol
Under the FUT, Sho—t
an International Search

BRI X

-
,’.u:ho:-i:'y/r;sy be
entrusted to carry out "international-type
scarches” fer national patent applications
(PCT Article 15, paragrzph £).
searches are by definition sinilar to
internationzl scarckes, and the saze
conalderations will app‘.y.

&

These

CHAPTER IV

SEARCH PRCCEDURE AND STRATEGY -

Fo Frocedure jrioxr Lo dtzichira

1.1 When taking up an 2pplication to be
searched, the secarch exzniner should first
consider the applicaticn in order to

determine the zudbject of the ¢l d

fnvention teiing account of the ; s
given dn YII, 3. For this purpcse he should
1ake & eritical analysi
the light of the desc
Llthoush ki need not
deseription and crawi
these sufficiently to

ze

of the clainms in

and drawings,

211 detailn cf the

te should consider

ify the pretle
o underlyd i
_to dts

etolution a3

nsight lsad

technical [¢
snd the 1eouls

Y P

' il
Bure 34

.t

FCT/iCo/v/i2
hnnex ! N

.36 - .~ ‘ . -

CraPTER IV

1.2 If the search expuiner notices any
formal shortcomings which have becn over-
looked by the Rccciviugﬂ&w&-&\m, he should office .
call these to the attention of the llcccxvin;'_orrico

Soots L y Y Y RTINS 1Y I 3 i

t At a—fieiei-on—t

thaicare ¢

'contrary to "oadae publice® or morality or

22isborna loninod ¥ ved

By—thet—Hviviondy which will take approp-
riate cctfion. Similarly, if he notcs rmatter
disparaging statements which ousht to be

onitted froa the application as pub)ished,

he should notify the A—iﬁeéi-\hié‘-g—@-eot»!oﬂ. !

applicant

3.3 - Dactnents cited in the 2pplication under

consideration should be examined if they are -

cfted as the starting point of the invention, -
or as shoving the state of the art, or as -

alternative solutionx to the prodiem concerned,

or when they are reccssary for a correct .
understanding of the application; however, when ’
such citations clearly relate only to dectails
nét dircctly relevant to the claimed inveation,
they unay be disrcgarded. If the application
cites a docuncnt that is not pudlished or other-
wise not accessible to the, Seersb-Diviaion

and the document appears essential Lo 2 cerrect
understandi

International
Secarching
\ Authority

of the inventicn to the extent

that & reanirngful search would not bLe possible

without knowledge of the content of that docu- International
mant, Cupf e T .anneeme the IR

ClaToniug
search end reguest the applicant to provide Authority iy
first a copy of the cocurent.

e

if possible to do
80 within the tims
limits for the pre-
varation of the

1.4  The exaniner should then consider the
abstract in relztion to the requircments =<

Coaadn s Teclo—ory? Rosales
=

-order Lo avold be

international sca-
vzh report undar
the Treaty

Rep2iziicns (sce
Chapter XI). Since the abstract should relatce
to the application as filed, the exaniner
should ccasicer it and cdeternine its definitive

econtent tefere ca

rrying out the search, in ~.
ing dnadvertently

influenced Ly the reszults of the scarch.
flowever, if th

which are cle

ere are initial ebscurities,
& of the
search, ke may Rav: to return to th:

away in the ¢

nbatract zfter the search s completed.
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2.6  The cxuminer should continuoualy

evaluute the results of his search, and if
necessery rc-rormnlalc the subjeeis of the
scarch accordingly. The sclection of the
clnssification units to be scarched or the

order of suorching them may &lso regquire

tlteration during the search as a consequence

of intcrncdiate results obtafned. fFhe
exaniner should also use his jucgnent,
taking into account results obtained, in
deciding at any tine during or after the
systematic search, whether he should
approach the search docurmentation, in scme
éifferent ncnner, e.g. by consulting
docunents cited in the deseription of
docurients produced by the scarch or in a
1ist of references of such documents, or
whether he should turn to docuzentation
outside that which is available wotied
~Soeritei-iuicions in the search files.

2.7 If no docunents of a rmore.relevant
naturc for r.ssu:"!na novelty and iaventive
step are availadle; the examiner should
consider citing eny d:;cu:.en:s relevant to
the "tecchnological background® cf the
invention (see IXI, 3.14), which ke may
have noted during the search. Generally
epeaRing no tp2sln) soiren effzrr will e
undertaken for this purpose; hewever, the
exaniner nay exercise his discretion here
in spceial cases. In exceptiornal cases a
search 2y te completed without any
relevant docunent having teen found.

2.8 Reasons of ccorony dictate that the
scarch cxatiner uses his judsment to end

his search when the prodatility of

dl..covex'im furtler relevant grior art
\»ece es very low in relation to the effer:s
needed.  The search ray also be stopped
¥hen c¢acumerats have teen feourd clearly

]
o
~
3
-
ot
<
n

denenstrating lack of rovelty o

etep In the entire subiccti-ratier of the

clained $nventicn and dts claveraticrns in

Lt frea fea

g reral

T AT I A

FCT/ICO/V/A2
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3. Procedure altea lacancking
T

’( -

3.1 After completion of the zearch, the
exeminer should.isclect from the docunents
.. retricved, ‘the ancs to be cited $n the
report. These-sliould always include the
Bost relevant dgcunents (which wil) te
speeinlly charagterised in the report, PCT
Rule 53.95(2)). iLcas relcvant dscucents
should only pe d¢ited when.they concern
aspects or details of the. claired invention
. not found §n the documents already selected
for citation. In cascs of deudt or
. . bLorderline cases in relation to novelty or
Srventive step, the search examiner thould
. c&-o-b;&‘.—.o-—a-..u readily in order to give
thc LL“-‘-‘—"-L——.-«I&.S-’-:-.-&I"E epioriunity to
eonn.er the patter meore fuily.

3.2 To avoid fncr s.ng costs unnecessarily,
. the exaniner should not cite rore documents
than i3 necessary, and therefore when there
‘ere several documents of equel ::clev:aee
the search report should rot reormally cite
nore than one o'.t'thr.-:.' V%here rore than one
. menter of the saze patent farily i: present
in a search file,:the ‘searsh need not
discover 211 ofithea nor neced the search

-

report cite plliof then. - In selecting fron \

. . these docurments; for citation, the exa=miner
’ thould poy rigerc to la..
and preferably cite {or at least rote)

e dozuuents in the larg:age of the applisatior.
. J‘_-:\.l : 3. e 3 EXSY s
—takan-Sy S g tman o feg
£o0tdng memel dosais it ou.
—c—.a‘..:(—é%«ﬁ-.
M . 3.3 Pinally uc exaniner should prepare
. the search report,-sod siecs 53iiisijy—th

S LD YL e DR S3 o (See Chapter X).

3.6 It may happen occasisnally, that
sfter cemplction of a searsh repart, the

related cpplication). Yrese

i edlcd to the search re

make citations
designated Offices

2T ebed
I 31ed/I 9713xRg
O Xauuy/D exouuy
8/IA/00%/104

International
Sonrching
Autnority
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" or vanner in-which; ‘the‘relevant infor-:.} .-

t. Hwel&u ‘.

1M SYALL ef TUE Ax

Padon as

3.1 Fhe invention ehall be considencd .
Lo be sveede AL L does el loanm pard of fhg A (ln Amed
étntc of U.(.’u.“ (LY art. 3), paragrapn .2), I)O\’(ll

- prior art as
definod in the
Rogulations

.

. .

1.2 Mk stafe of fhe end ehall be hetd

Lo conpalse cveaylhing rade aveilable Lo ©
. the public_by nedrs 6§ a teen o onat
deseaiption, by use,. ‘on i angtather way,
before the date of filing of the, batinaanm *
—patand appur.:luﬁ"' (ECT Bule 3}W
L)),

international

1.3 . Tt ia'to be noted: that ‘there s no - i.-
restriction“vhatever with respect to-the ' ¢ -
sgeographical place vherey or the “langeage

mation was rade available to’ the public;
_&lzo’ no &ge 1init {5 :upuhﬁeé uith ) ’
renpect to docurenr.s eontzinir; ‘this

1ntor=auon.

e

2.1 'In considering rovelty; the docurents:.
constituting the ista\‘t‘q‘ of ‘the .art :should be
:enaid,cyud separately;

directly 2rd uma
docur:ént uhén consid
conzon 5erenl krom )
fectires xnpmu ‘toa pe“son s nled in
the art in what is explicitly contained-in
the docn_cnt. e.g. a dhsclosure of the use
of rubber takes e.l-ay “the no\elty of the u..e
of en clas-ic rat'-rhl. . :

2.3 .:A prior document shoull be constried
only“dn‘the Yizght of kindwledge available at
the tire the docur AU WA published) and
excluding any knouledge :.uhscquently
dheovercd.‘ SoemnTet -

2.4 Ir‘ crn'\id'r,r,, n"\el.y it
torne in_

i othat a.generic discissere..

does nol tiually take avay the novelty cf .

any epecffic evarple fadtling within tae -
tered of that disclczure, Lut that a E

ipreffic
novelty

e VNULTE ¥
;i\llh\'li
- 22 -~
v ‘ . CHAPTER ¥

“Palor nag, - oaal discloiure clc.
S

8/1A/001/104

Ticstions" Intornatidnal (PCT)
ﬁ'a‘-évd::'c: £a3} within the

"Eﬁrh,".eah*patcnc, ES .
s a‘céntracting party

jgstiona i
ane

scarch for
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dnncx .
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) CHAFTI NV
— eyt prttatred—vert Hotreer plivotden
Art, S8(3) the "whole contents™ epyproach §s to Le / -

hrt, 85

Art, Bo

JaaeiR

v
.
\

-
:

¢
)

spplied, d.c. conflict §» condtituted ng
nerely by (he contents of the clufms, Yut
by the whole disclosure, f.c. deacri
drawings (If any) &nd clairs (but
abstract) of the published carli

‘discleiced or stoted to belo
art i3 excluded, unless it
disclosed (sec Cuidelines dor sudstantive

8.5 Cenerally it wfl) not be possible at
the tine of the sextch to make a cormplete
search for confl}
international sfplications. This search

wi11 thereford have to be cocnmpleted at the
exanination, stage by the Examining Division
which for/Ahis purpose will have availadle
classififd scareh files of these pudlished
applicdtions. The Search Divisions should
therffore not attempt to discover as yet

unpublished conflicting app‘.ici:icns, ror

£ting Europcanian

undertake special decunentation efforts
to allow a search therefcr; Lowever, when
the search examirer knows of such an
spplication, he should zenticn it in the
internal note, but hes rust not cite it iny-

L 'Y >

A
2>

erch—repor
B3~ There nay 2lso be -+

applicatiens

~Bur r T A coning within the
eintervertfon periad™. Any of these which
are present in the sez-ch files should be .
noted and rentioned in the search repert .

for infornation (PCT Rule 33.1(c)).

Pafe ol relarence; {ilira end pricaitu date

5.1 Since the Rsspeh-Siuizion is not res-

Intornational
Scurehing
Authority

LA -
ponsihle fer the ver:!

B ion el any
clajned prioricy cate (which ia the

excmination stage takes the place ¢f the
£ilirs ¢ate for assessing pricr art and
determinin:

precedance), tasic

reference date for the h nust te Laren

a8 tht date ¢f A
epplicaticn as &
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5.2 Ghe FTmnedidiidiloeuil) theielore

Include docuunt blizhed t o b
senLa e belver S 3
nea g @ betveen U Searching
priority datc cr dates and the filing cate Authori t:{

of the upplication under counideration, ond
these muat be identified an wuch §n the
search report. For identifying theae

documents whén an application has rore than

“ene priority dute, the oldest date f5 to be

applied for this ﬁurpo:;e. ¥hen deciding
which documents to select for citing in the
scarch report, the examiner will have to
refer to these dates and should preferably
choose any pudblished before the cate of
priority. Thus for exarple, where there
gre two cqually relevant documents orc
published before the date of priority and
the other alter that date but before the ®
date of Tiling, he should choose the forner -

(see 1V, 3.2). .

5.3 It is the responsidility of the designat.ad offico
ebtandning Dicizica to check whether and to

what extent the priority claim is justified; International
therefore the Secreh—nivisica.will rot Searching

check whether the ccontents of the Zusscoaas ,\uthority

PRESEITE.
spplication correspond to those of the
priority application(s). Feversialessy

2 < 5

international

deaotvos o -
) v

* no priorisy

:.J.:Q'l. oaal Vi

night rot dbe justiried (c.g. an caslier

application or patent resulting trercirom,

by the same appliicant indicatirg thz{ the :
application from which priority ig/clad
oy rot be the first aprlfszeiad for the
Jdnvention congerned), shoulV/e drawn o

the attention of the Buemisdfsa-Tiuieion.
P Salalukiig 4

No special search beycnd sihe filing date ol
the application sho:%r::ally be rade for
t_hil purpose, cxcept/when there is a
specinl rcason to o so, e.s. when the
priority epplic;£ion is a “"cortinuation in
part” of zan e;/

1ier zpplication from which

is clained; 2)so scnetires the ’ .
.coun:ry r,-i" res
Aifler, 7 the ccuntry of the pricrity

.application ray be an indication of
p5dsivle dack of first fiding, justifying a
L4 Lo Lo i £t 3

idence of the applicant being

B R ot B (e o

purpose, 3t tould cover the
eiptications filed ug
£idng dons
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6.2 lowever, under ecrtnh elreun‘ntnmu

V.3, ¥4 and v,in—}.- (=) . @& document whose contenta havs not Been

l}- \' N vcrlrlod nay be citled, provided there is

5.5 456~ Certain other situations may occur in
which a document published after the filing $s ideatity of “""""" vith another
date Is relevant; examples are a later . d""“‘“"‘ ‘vhich the exaniner has Inapected,
docunent containing the principle or theory ) . - ’ For cxasple,:fustead e _the“dacurcat and cited
underlying the invention, which uay be published hefore the filing date in on
useful for a better understanding of the . friconvendent li\nz\lﬂte and'sclected for
duvention, or & later document showing that ' citation, the search ‘HNSMI‘ ray hiv:
the reasoning or the facts un"crl) ing the Sunspected a’ corresponnrs dn:urcnt (e. 5.
invention are incorrcct. The search should . snothér nenber of ‘the rame patent fanfly,
" not be extended for this -purpose, hut or a translaticn of ‘an’article) in a tore

. documents of this nature known to the convenient language and possidly P\lblhhtd -
cxaniner could be selected for eitation in . - after ‘the £iling-date; 2lse the Swssi - -~ International ’
the report. ; - »Dixisica ay-assume that,-in the Ehsence or Searching Authority
explicit indications to the contrary, the

Justification tor the sasunpticn that there

N e PSS 3 . contents of an.abstract are contained in *
occurring no earlier than six ronths -0 the originai docucent. - Also the examiper -
preceding the filing of the Eurdpéan parent . : T should .assume. that. the contents of a report -

. epplication and due to an evident abus’ in . of an.oral presentation are in agreement - -
relation to the applicent or his Jezal . . Iith tm; present

a'.inn &w—um
prede:s:snr, or due to display at:“n -

officially reco,ri et ‘r.xe-natf fhat
exhidbition, should fot. ba—‘tak into

Search Division should, r, venh:lcss, cite

consfderation in deternlrinfnovelty. The
in the search report a‘r./ii:uné\nts' At las - ’ ’

ST ebud ¢

8/IA/OJL/1od

5 xeuuy/o; exeutty

rearon to believe cosé within one of the ’ . .
entegﬁor’lc‘s rentionad. In this case too the
reference dats 1oc the searin Wili ve Lhe . ", ‘cor-’i‘rv-z",-.snéinr-'r"*zé-ir:éni or~abstrict in at "
ri1ing date of Fne spplication (see V, . faniliar language, -ow- through a duuin; or
$.1). Since/£he matter cf abuse will . - - »ehenical fe-'uqh in the docu-umt)’ L uaaaiave
generally oAly te raizad after the R ’ © : N i °
transnisyfon of the seaich report, and the o L pattens a( donbt in the-szate ct ths aiei-
dhclo~4c at en exhiditicn involves the . . e z L
quesyion of ideatizy Setween the aisplayed ‘. © 7 7.1, Since ﬂ"’» 1‘"\5 ‘iu‘ N"P'“ ‘5 Intcrnationa]_
. anX clained invention, bath matters zare : : ) . novelr.y ?re not, tt-e rnspcnsiml 5, of tre“___ Qearchlnﬁ Au.thorttj
Mottonnocolucd by tra Sxazining N ioian " M:M&.‘—m but of the A-_e.ua-&a-&c»- - deslgn'ﬁzﬂd Ofi‘ices
- . N plalsleons the £ LU LTS P P should not
- . a8 International
§.-Contante of prion ast disclosure : .. . _‘_diacnrd documents because of éoubt &5’ Sanrch:m{, AuthOI'itiOS
. ) . rcvards for e)a-p}.: the ¢xact date of
6.1 As a general rule the Soossie—iuliiin wtorn 1 publicgtion or gublic avallability,. or thn »-»
wil) melect for citatida only dclcu.:zn:: SD'\I‘(‘hIInlona . exdct contcnt Chetan efdl disﬂosu:c, b
which are present In it3 szearch files or CAuthority - exhivicon” SI€E such Godmenss may
§ vhich it has ecceas to ia sone siher y Crefer, UTHE Srtb Sibiniiie L thould try ite” Into:‘nqtio"ml
rarmrr' in that way na doudt will cxis: N h peEOVe VAt TR EoCsT FAY $X13% ang snoaid oonrchlng Autnorlty
o bLnuL the contents of the dacurents cited, s, Lrnetelte ‘thic docunerts conseried In'the
pince the zearch examiner will generally b Feport LrYEss the Goubt is Fenoved:or very .

have phyzlzally Inspoeted c2ch docerent . Jittle dnubt resainei ddzizdenal dosusents - oo
clted, ) vt providinger
T . (1237 be cited

cetenn .
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CHATTER VI

INVINTIVE STEP
_— -
p
1. //I.n invention shall be consideaed as Involving

an inventive atep if, having regard Lo the
4Late of the ant, it {8 not cbvious Lo a penion
. 4kitled in the a&«t' (PCT Art. D3(1), 3
Fude-33iLed). ) b

at the pre-
scribod rolo-
vant dato

2. In evaluating inventive step th: Exazinles. c‘eﬂl{ma‘bed Off-
~Diulciona will have to consider th in rclation jce
to all aspects of the claimed invention,
such as the urderlying problem (xhcther
explicitly stated in the application or .
. dplied), the insight upon which the
tolution velics, the ceans constituting the
nolu:iun, and the effect or results obtained:
Therefore, the search will take all these N
aspects into consideration.

h S ¥ 553 Vipotiore of pandicn - fidins datsy

but publi.had on or after the date of fi -ng
of the application urnder consicerati are
not to be considered when a'aeui'g,

inventive step ir s t \

Guide anuy sor euosiantive B
oape under preparaticn by Working Party III.
3 onsulsati GBIt h-that-WsPRiRE—R L)

CHAPTER VII e

UNITY OF IKVENTION

1. FThe Sunspicspaitacs application shell 2elate

Lo onc irvenfion cnly ¢4 Lo a group 0f intornational
inventicrs so Lirked es Lo forn a aingle
geneazl Inventive conctpi™ (PCT Rule 13, 1).

If the c«xoum-—zw—co“=iﬂ”rs that the International

goarching Author-
yequ!rensnt of unity of fnventica, it rust jty

arpllnt'cn docs pat cemply with the

seprch, and draw up the aecarch repert for,

those parts of the aypileaticn which relate

to tle Snvention “(er proup of inventions
forolrg unity) firat ventl ioncd fn the clufns

A— and thoao ;\"1‘*';
et st 17O~ )) ¢ .

a . ol thu
’ Lo il

lato Lo
eveleve . LA o

additlone
havo boon

Annex _
. ~.28 - - .
<. CHATTER VX
. . : .
. ) 2. '[n::?—eam»—?l#el—ou will {nform the appliec - Tntornational
of the lackiof unity of fnveaticn {a n Soarching
conmunicatipn scparate fron the .scavch repark. "~ futhority .
The other {invention(s) or group(s) of
dnventfons #111 be searched and—coparate. °
B
~seanglpeporistharafor il _hoopuanaced,, only
if the applicant pays the additional fean.
* These payments must take place within a pexick :
B -
. to be set by ‘the Seerob=bivisdon,~thichraz oot
e il A :‘_’ et sl cvmiduia e Inf.ox'nat.- onal
PRI ¥ * Searching
. + eixtdokey S Authority
Pule sy (PCT Art. 17(3)(a) and Rule ¥0.3) . . ¢
;. WM{EN .Pp“cmt sy ‘or fhat the emowunt
protest  .coniesr thq allegation of non~unity amd l P "‘,lo add*t*?““"’
P 3. . . V7 o
request a retund of ‘the additioral ree(s) ‘u G 43 py.OGSSlve
poid. If ‘the, Ssamivation-Divisicn finds
the protest justified the lee(s) will de International
~Pute—Sbtd) refunded. {compaca PCT Rals 40.2(¢)). Sscrehing Aui nox-
R ity
4. Pron the prcceding paragragh it is clear
+  thzt the décision with respect to unity of
invention rests with the Euecindrm-ivisica. -
- e ':”r*‘ - Ioternational
ca A e B ——— Ge -h 113
evteeaopst i s oun e it s, DERYCDNG
Rob-Ba it fnnsnt  Saocn RPN Y futbority.
M&wai:-};aa.:-é-uéhéoa. Ia po\-ciculnr \
the’ Eew"'..;’.:..g.:zhoum no% vaise Tnternationsl
objection of lack of unity meccly tecause (;, ;J:c;‘i;;g na.l
h t iR J 3
the inventions claiwl ave c!asaiﬂnd in IxU|h0I'ltY
sEparate CLunuiiic ==
the purpose of restricting the search To
certain classification uairs, E
§. As indicated in VII, 1 the dast. wiseviva r.rl!.:vuk
for unity of inventica i3 2 prasence ~7 2 . (%)
vcmano:» inventive concept. Coasagquanily, i . .
se""al tere fact ‘that an appllc-.\t.lm\ asontains . .
several mdcpenden: claias of the saae
category or cla;::.s of dirferdtnt ratcgories
Netem0{3) 13 in itself no ground

i }o—30.

PCT/TCO/VY N2

for odjection of
lack of unity of inveation.

€. Rule-'Lpnrticulari'/ specifies cevtnin )
eoxbinations ol Ciflerend caluior
stiould not te cdjeccted %o on tha ¢
dack of unity//.
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Vorkinratossu)l ~ -

7. Lack of unity of invention pay aldp exist \
within a single ehi:(\\-’-\ere the clain

Chatiodind winiontiives
by » single ;eneral}nvm:ive concept; .
the objection should be f'i:.ed. .
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i& ldek of
nity :
8. Objcction of lack of unity doc: nét nomany uin :
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-~ CHAPTER VIl

hrt.

Art. 150(2)

151(2)(a)

ra
—{rve—p

EUNOr iR R~ ettt

(¢Cr) seurch
problem of unity of dnveriion arisgs
Scarch Divicion should aveid
possible ceviaticns from the

follouing an internaticna?

ticn taken
by the Internatiopul Segrlh Autiority in
the international scrteh report, cxcept
vhere the claim

fave becn changed, or the
Interpretatign”ofl the rules regarding unity
of inventitn was clearly incerrcct. It °

the provisions of the PCT prevail. When as a
result of the supplenentary search lack of
unity "a pottorioai” is found to exist,

_ the Search Divisions should 2¢t accordingly

4FromiS-

Ty
3 7

. CHAPTER VIII

SUBJECTS TO FT EXCLUDED FR0U THE SEARCH

1. Skl
A

o shamsees

specifies certain subjects which

oL ot

the provisions releting to claims of different
" categories in EIC Rule 3C ard 1'CT Rule 13(2),

Rule 39

& o
i

neod not be sear

H = d
excludes certain matter frem ;:atc:‘.t;)iffty [checx.
(PCT Art. 17(2)(a)(i), Eule 32-47. The search
files need not, znd in jir®ral dc pot, contain

such subject:;/)% that 2 meaningful

search thepo£35r is rot pessible and a
decl;rﬁffz:,:o that effest takes the place

S

s P R T S T S W PG G\
E2 e Syt T SR T o A d

2. This situation ray also occur for part of the
clains, in which e2se a partiudl search is made,

10

and the partial search repcrt is then
supplenented with a declaraticn.

aosieic — b L

Aro. 52(3) -

L

Rl

ALt hounh RSO P E—RA L -E
X N o

3003 : -
with the Exanining Divisicn, nevernthe¥ess,

> Seawrch Division,

which will-tris ha

isider the require-
_!:,':r.-trﬁ—.ror putentability o

r than novelty

and inventive step.

In particular it may be

er any of Lhe follouing

PRy A

L4 ot
T vwhobher

ror/Aco/ e/ ¥2 .
Aancx
- 32 -'
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lal CTIR TWTP ORI Y 5ol 1o

Art. 52(2)

(%) e

£rt. 54(5)

-
’

(113)

the calctorﬂca cxclwled from Leing regarded
a5 patentoblc inventions in Article 52,
paragroph 2, d.e.

R P S P L e

i .
*la). discoveries, scientific theo
J matkematical methodi
R '
b} aesthetic creations;
-

le)»Je@tnet. aules and mp'thods for perfoaming

«

-
o
C e
a
o -
o
Ped
3
R
N
&
)
3
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~

or

human or/anical body by surgery or
therep)/, or a diagnostit method practised
on tht human or anizal tody. It should
be Moted, however, that products, in
‘pgiticular substances or compositions,

or use in any of these ncthods, are not
cueludsd from patinscblility, provided

the use of the product for zny such
method is not coxmprised in the state of
the ert; iconsequensly after the scarch
has discovered one such use, no further
scarch is necessary to establish

whether the exact use claized is novelj;

or .

whether the subject-ratter is excepted
fron patentability Raving regard to
Article §3, sub-parazragh (V), f.e.

®"plent on arninal varicties on ecssenticlly
bl&tagi:@t paccesses for Lhe production of
plants ca anirmals” (rotc however that thia
qxgcpt!oﬁ does not 2371y to nicro-

tlolozical processes o the prcducts
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Annox o
- CHAVTENMTT T
=M In cascs of doult the SewsslCivislan, .
—\ -

Intornational

shiould carry out the ararch to u.c‘,t-xtcnt -
Soarching Authority

that this {0 posaible 4n the avallatde
documentatfon,

A further situation vhere a meaningful
search i3 not possible or ‘only partially
posoible, und whete a declaration to this
effcct may take the place of or supplement
})ae aearch report, may result froam the
application containing obscurities,
Inconsistencics or contradictions to the
extent thut it is impossible to arrive at a
rensdnable conclusion as to the scope 5(‘
the claimed invention. The Sesneh-titisicse Intornatlonnl
in thesc coaes m/.ao—-bupsad—&.moh, Search:.ng

435 "A'x clazilicatic ¥ £4 Aut,hority R N

frer—rooeipt
Ltherecli-contikuc—the—search—bud should

make 8 neaninzful search to the exteut that
this s pessible. Tered-Frontd

i PCT Art. 17(2
)(il‘) 7(2)

-t ¥ (
Sedonlutiay svon sy .

- 2eop it "
eyt esTee T tire e e—r

RIS R W |

LoDl

et ho=S e

req
Y endgdad Y

« SEARCH DOCUMENTATION )
) .
} to be included
) daer (Cite Rules 3l
+  CHAPTER _X. = SEARCK REPORT ) and 36)
CHAPTER X = Y
~" N
. Effect of Searck Report
¥.1 After receipt of the search report the . R
applicant may amend the <esopiftiony—itro-
—Rule—B6{3)— Rroringim it poatisuianl—the clains bofore.l tha Inter-
(odolizs=dy PCT Art. 19 (1)), national Bureau
“. Meodiothonosiass L s cxsniratlion_sias
T A KR ' rada bofocag the lecuy ~f Sva oo .
': " ‘r. LR I LY LR TE TR 30 A
. ARSI r
A : N Tho amondments cen
Rt i LT : n(.)t o bayond t?lo
1Ot i e it disclosuro ol ihn
R s intoernationsl apni-
"“’/"fr R o ) ication ag filod.
‘!)\‘L. 35 . coraiceratan Ny
Al rrtn e bt et o
Xl

evedaen

. < - g
- 33 . - @
Tttty }QMH‘:V-' of—tN & Y Lzl
M £03ng (o confireatien) of o requsst for
-
. .
This i3 dcalt with in the Guldelines for
Art. Subatantive Examination (FCT Art. 33(6),
-~k Ruda 62 1L5)) :
CHAPTER XT o e

THE _ABSTRACT

1. The scarch examiner has the task of

deteraining the definitive content of the

abstract which is initially supplicd by the
. applicant, and which will subsequently be

publishcd with the application or Jdater, In

doing this he should consider the abstract

2n relation to the application as filed . .

(ace IV, 1.5) (PCT Rule 38.2(b); "
P8 Lii)) . ’

" 2. In deternining the definitive content the

exaniner should take into conaideration

D xsuuy/H exeuuy

N that the abstract i3 merely for use as g
Art. : technical information, ard in particular S e
. ,».\2;;5) rust not bé used for the purpose of / 2':'
interpreting the scope of the protection 3 oy
sought. .The pbstract should be 3o drafted H"k'
that it constitutes an efficient instrument .tnvg
fof purposes of, searching in the particular asslsting the i
technical field, 2nd should ia particular scientist, engi- -
.’ ke it possidblec to assess wh'-ther there is ncar or researcher
b need for consultirg the Sursposn-poiont- in
application itself (PCT Rule B.3). internationnl
. (
3« The sbatract must " meot the requira-
R ~;_33(1; § 8. a8catc epo s28%0 of sbha peoncdan ments of Rule 8

Rule 33(2)

)

<

USRS PP Y

44, indicate the teshnical ficld £o which .
the invention pecrtains, -
143, contain a corcisc Simmary of Lhe

disclosure as cOntained $n the
deacriptio clains and dravings,
which 5t te 30 drafted as to nilov a
cle
echnical prodlen, the gist of.the

colution of that problen through *he -

T tnderstanding of the the

fuvention and the grincipal use of the
{nventien, and svhere applicatle, it

ehiculd contaln the chenlenl foraula

yadch, thnse Ained in the-

sreng

apptication, bteat chiracterises the

veelons
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’ ) v CUAFTER XT- :
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: hr i remrhrytarerentsoneth 1ieped

Rule 33(2) rerits or value of the inventlen g
Jts speculative opplicetion, o>

~

N
Rule 33(3) V. preferebly not contajs more tlan one
° hundred end rifyy words,
vl, be ace .pnni'ed ty an indication of the {
Rule 33(%) fixlire or exccptionally more than one .
figure of the drawings which should .
Acecor:;pnny the abstract. Each main P
feature nentioned in the abstract and .
4)lustrated by a drawing, skould be - i
followed by a reference sign in ° . i

tveelefors 10 S 4%\

P
: BN . \ i
XR. The exaniner should cornsider not only the

. ~Ruie-23{)— . text of the rbatract but also the celection - :
. of the figures for pudlicaticn with it. He : -
- should alter the text to the extert that iy -
) ) this n2y be necessary in order to }:eel the

requirexzents set out in X3~ Eeo nay .
o . S Rule 8
select a different figure, or figures, of

the dravings i he conniders that they :

better characterise the invention, (PCT Pule a e
8.2). In deter=inirg the definitive content and nots it in the
aeasch report

. of the abdstract, the exaziner should .
T . concentrate on concizeness and clarity, and R
refrain fron introducing alterztiuns merely \
- for, the purpsse of exbellishing the -
lenguage.
.'.

IEn3 of Doctnent)

»
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JF/EMH/ £ January 20, 1976

Dear Chaiyrman Makaérev,

Raforring to. the lagt session ‘of the PCT Interim Committes
for Technical Cooperation: :{Qctobear 29 :to-November 3, :1975), X
wish to convey to the State Commit tae gor Inventions and

- Discovayries of tha Ua.:h*COunci). ‘0f Ministers the apprecintion

Mr.

.of the: Internationgl:durdau of WIPO for ‘the indiecation: given .

to the Interim Committee by tha Deleqation of the Soviet Union®
that tho State Committes would be willing to raview its general
comments. get out in’document PC@/TCO/V/I&, in connection with
the Guidelines. for Séarches under the PCT contained in document
PCT/TCO/V/12, two céples ‘of which are-attached (sce, in
particular, paragraph 70{i1) of the. report of the fifth session
of the Interim Committec; -document PCT/TCO/V/20).

The futther comments of the State Committee will be
reflected in a working documént -establishing Guidelines for
Searches
and which will he subnitted to, tbemext ‘maeting of the Interim
Comuittee for Techniecal Coope:ation. It would facilitate our
work greatly to have you urther comments at your earliest
convenience and, if poss!

The International Bureat :ln;'of course, Vat your disposition
for any assistance it may be .able to render in this matter.

‘

‘ v Sincerely yours,

Felix A. : Sviridov
Deputy Direetor Genera!.

Yurli E. Maksarev
Cnalrman v v ,
The Staine Committae fovr Inventions and
-..i.pvs‘:iru o U’le USSR Council of Ministers
M. Chorkossky poxy:2/6. 00 it
:’ sneew (Uonnee)
oviat Uniun

. No. 14/11-4726/45

.,PCT/T€01v112)1\¢83vetal 1tams of our Outlina take into account. the

under the PCT which is now in the course of preparation .

,-not’ lat.er than the end of February.

-aid the. wo::k ‘0 ytheflnéematmnal Bureau whenaver :Lt ptepares tha new
draft of the Guldeline'

5 N - -

L

Recponse of the State Comnittee for. Inventions and Discoveries of the USSR

Council of :-U.niﬁters with: respect to the EPO Guidelines.

TRANSLATION
Eregaired by the International Bureau

State Committee fct Inventions and Discoveries of the USSR Council of
Ministers, Moscow. :

P
.

February 25, 1976

Dear Mr. s'vmfwav,: :

)

In :eplr o xour latter of Jamuty 20, 1976 eoncntn!,ag t.ln

of the PCT Inmim Cmitbee “for ‘!achnical Cooperation (documant i

. The references ‘to: gel:td,nent Chapters. and ‘{tehs of ‘the :first draft

of the Guidelines for Sem:ches undet ‘thy

r Searches tinder* the PCT to- ‘be’ presented for
discussion at the next esaion of the PCT Interim Cmnittee for
Technical Ccm :etation. ! : :

‘Sincerely yours, -

L. Komarov
: Deputy Chairman -of

Mr. F. Sviridov the State Committee

Deputy Director General

WIPO

Geneva

Switzarland

11 ._t.'ﬂa' )



rOCYAAPCTBEHHbI1 HOMWUTET COBET,. #MHWUCTPOB CCCP
no AENAM U3OBPETEHKIN U OTHPbLITHIA

State Committee for Inventions and Discoveries

of the USSR Council of Ministers

Address: USSR

Moscow, Centre

M. Cherkassky per. 2/6

Tel. 221-49-76
221-62-24

Telex: msk 7248

Comité d’Etat du Conseil des Ministres de I'URSS
pour les inventions et les découvertes

Staatliches Komitee des Ministerrates der UdSSR
fur Erfindungen und Entdeckungen

14/11-4726/45

25.2.76 SAMECTUTEID TEHEPAJBHOTO JIPE{TOPA

BCEMMPHOM OPTAHVBALIL VHTELIEXTY-
ANEHOH COBCTBEHHOCTH

~Hy @.CBUPUIOBY

32, llemen pe Komomder,
I211I, Wenema, 20
lilBeittiapust

Ypaxaemuii rocnopms Cempunos !

Ccunasics BHA Rame nmceMo oT 20 suBapa 1976 r. OTHOCUTENBHO
OONTOTOBKN PykoBoncTea no moucky PCT, ¥ B HONOJEEHNME K HAWNM
3aMEUaHLIAL], H3JIONEHHHM B IoxyMeHTe PCT/TCO/Y/IC, Hampamisi Bam
MATCDHAJ LOT Ha3BaHwel. "©parwicHTH PYKOBONCTBA [0 NOMCKY B COOT-
BeTcTBIE ¢ PCT",

JTOT naTepnary, racanlMicsA MeTONNYeCKUX BOLDPOCOB, TpPOBELEe-—
EWA N0HCEA, I He zaTpariBalulili BBOINHOX Y2CTH, 4 TSKAE DAKA IDy—
T¥X 4YacTell Pyxoeorcrsa, cOLEp:UT OATEH DPA3ISNOB, DaCHOJOXEHHHX,
Kax HKail lipel'CTaRizieTCA, B COOTBETCTBUM C MOPAL¥OM DACOTH 2KCIeD-
Ta - [OHCKOBHKA.

MHOTUEe NYHKTH NPIJialachord MaTsepyalia KLelT (CODMyJINDOBRH,
WISHTIMIH e (OUMYJIELOBYAN NepBoro inoexta (morymenr PCT/TCO/¥/12),
DAL LYINTOE YUITHEaeT 3anedauml arveHTHOTO Benomctsa CllA (pmory-
LiLHT PCT/%QO/Y/.DQ), 2 HEROTODHE IYHHETI CCODMYMNLOBSZHE C yue-
Tou “Breli EOTO DyHOBORCTTA", ICIONBIYKLETOCH B HEileir BeUOH:CTEE
N1 DLORCHEH!: 1p0CHHL lioneror POT.

2.

i
i

ikt ynodcw3$ HCTIONB3OBIHA NPANATAELHX -"(PATHEHTOR PYyKO—~

BOICYEA TIO TIOMCKY B COOTEeTCTEMM ¢ PCT", Ha mosmix NPOCTABJIEER

HyMEpalilii COOTEETCTBYXIMX TVIAB ¥ LYHKTOB HEPBOTO NPOEKTA.

i Hapeerics, 9TO yxasaHHHE Marepuas oCNerymT pacoTy Hexmy-
HApONHOTO OBpO™ NPH NONTOTOBKE HOBOT'O HPOEKTa PyroBoncTBa mua

pacclioTpellis Ha CJeNyLiler 3acefaHWy BpeMeHHOTo Hommrera mo Tex-
HU4ECHINMY. COTPYIHRYECTBY.

. C vcrpenEi ypamenmen:’

/, . (Z.:'/Ltt\.-'\ —_—
J.Komapos
3amecTuTens lIpencemarens

Tocymapcreennoro kommrera

Z obwd
II 3xR4/II ®133ed

D Xouuy/o exsuuy
8/IA/001/104a
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Outline of the Guidelines for Searches
. under the PCT '

The Objective of the Search

1. The objective of the search is to discover relevant prior art
concerning the claimed invention. Relevant prior art shall
consist of everything which has been made available to the

public anywhere in the world by means of written disclosure
(including drawings and 6ther illuétrations) and which is

capable of being of assistance in determining that the claimed
invention is or is not new and that it does or does not involve
an inventive step (i.e., that it is or is not obvious), provided
that the making available to the public occurred prior to the
international filing date.

2. The search should be directed to revealing the prior art
which is relevant to the claimed invention and the subsequent
selection of the restricted number of references to be

included in the search report.

3. In the first place, during the search, it is necessary to
reveal the documents which might require restriction of the

claims filed by the applicant. If, during the search, such
documents have not been found, it is necessary to select a
restricted number of documents to be included in the search
report which reflect the relevant prior art and which allow the
formulation of an opinion on whether the claimed invention appears
to be novel, to involve an inventive step, or to be industrially

applicable.

4. The international search should be formally separated from
subsequent examination. During the search, formal conclusions
concerning novelty, inventive step and iﬁdustrial applicability
should not be made, but the documents found as the result of such
search should provide a basis for subsequent decisions on these

questions.

The Subject of the Search

5. The search shall be made on the basis of the claims, with due
regard to the description and the drawings. The search shall
cover thé entire subject-matter to which the claims are directed,
or to which they might reasonably be expected to be directed

in accordance with the contents of the application. Consequently,
the search should, on the one hand, not be restricted to the
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i

literal wording of the claims, but, op the other hand, should not
be broadened to include everything that might be obvious to a
person skilled in the art. 1In determining the subject of the
search, special attention should be paid to the inventive

concept Eo which the claims, as they are filed by the applicant,
are directed.

6. The subject of the search should embrace all s%bject matter -
that is generally reéognized as equivalent to the éﬁbject matter

of the claimed invention for all or certain of its’feéatures, even

though the specific features of the invention as disclosed in the
international application are different. For example, if the

¢claim specifies a cable clamp having a certain construction, the

.search should embrace pipe and similar clamps likely to have the

specified construction.

7. In principle, and insofar as is possible and reasonable, the
search should cover the entire subject-matter to which the claims
are directed or to'which they might reasonably be @&pectéd to be 5
directed after they have been amended. For examplé; where an g
applicgtion relating to an electric circuit contaiﬂé'one or more

claims?only directed to the function and manner ofgéperation, and

the description and drawings include an example wi%ﬁ‘a detailed
non-trivial transistor circuit, the search must necessarily
include this circuit. Nevertheless, reasons of economy may make
certain restrictions necessary, for'example, when there is a broad

claim or many examples.

8. No special search effort need be made to extend the subject-
matter of the search if the claims are too broad and they are
poorly supported by the description or if the claims aré too

speculative.

,w»miw.&ji

&

9. The subject-matter of the search must include a1l dependent
claims. Any dependent claim should be construed as including

all the limitations contained in the claim from which it depends.
Taking into consideration dependen£ claims is especially important.
When a dependent claim gives not only more detailed enumeration

of what.has already:been said in the dependent claim, but also
adds new features of the invention, such a dependent claim is
specially taken into consideration.

$0. The search of certain claims may not be carried out if such
claims were unsatisfactorily ‘drafted, that is, if they &¢ not add
new features to the subjectrzmatter of the search. However, if the
description provides.a basis for proper amendment of the claim, such

amended claim should be taken into consideration during the search.
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11. If the claims are characterized by a combination of
elehents (e.g. A B C), the subject bf the search should include
such a combination, as well as combinations AB, AC, BC and
elements A, B, C taken separately if a possibility of such
combinations.and elements is obvious to a person skilled in
the art.

12. When determining the subject-matter of the search, it is
also necessary to take into account:

- the preamble of the claim;
- the reference documents cited by the applicant;
- the general technological background of the

I1I, 2.2

inthtion.

13. In the course of the search, depending on the results
obtained, the need may arise to clarify the subject-matter

of the 'search, but it should be avoided by means of paying
‘attention to the complete determination of the subject-matter
of the search at the very beginning, in order to exclude
duplication of work during the study of the documentation

to be searched.

.Scope of the Search

14. The scope of the search is determined by those information
sources which are used during the search. The scope of the
search depends on subject-matter of the search, peculiarities
of the search files as well as those documentation sources

wherever the necessary information could be found.

15. For the purposes of the international search, the following
patent documentation (PCT minimum documentation) of the following

countries must be used:

United States of America, former Reichspatentamt
of Germany, Federal Republic of Germany, the

‘ United Kingdom, France, Switzerland, published
in and after 1920, as well as of patent docu-
mentation of the Soviet Union and Japan for which

abstracts in the English language are available.

16. The international search should also be carried out on non-
patent literature (scientific-technical journals, books,
reference literature, booklets of firms, exhibition catalogues,
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abstracts, journals, etc.) and, in particular, on those
periodicals which should be included in the PCT minimum

documentation.

17. To determine the scope of the search, it is necessary to

carry out the detailed classification of the claimed invention
in accordance with IPC and the national classification systems
of the inventions of those countries whose patent collections

must be taken into consideration during the search. It is

necessary to bear in mind that the process of classification,

.when determining the scope'of the search, has many aspects and

it should be carried out with due regard to particulars of
national systems of classification of inventions, as well as
the particulars of the search files. Thus, the determination
of the scope of the search on the basis of patent documentation
consists of the determination of the classification units of
the search files which should be studied during the search.

The completeness of the search depends on the correct

determination of the scope of the search.

18. It must be realized that, 100% completeness of search
cannot always be obtained, because of the inevitable
imperfections in any classification system, as well as because
of the fact that too brocad a search may not be economically
justified. The search examiner should, therefore, organize his
search effort in such a manner as to reduce to a minimum the
possibility of failing to discover the material which is necessary
to carry out subsequent examination, for example, the material
which anticipates the novelty of the claimed invention. If
there are too many documents and it is impossible to study them
within the time devoted to the search, the scope of the search
may be reduced numerically but the reasons for this should be
noted and should be annexed to the search report, since, if it

is necessary, the decision may be taken to continue the search.

19. The search examiner should, based on his knowledge of the
technology in question and of the documentation involved, omit
those sections of the search collections in which the likelihood
of finding any document relevant to the subject of search is
negligible. For example, documents falling within a period
preceding the time when the area of technology in question

began to develop.
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20. The search should first cover the technical field directly
relevant to the adbject-matter of the invention in question and
may also then have to be extended to ‘analogous fields, but the
need for this must be judged by the examiner in each individual
case, taking into account the outcome of the search in the main
field, for example, when, in the main field, the sufficient

relevant material for discovering prior art has not been found.

21. The question of which arts are, in any given case, to be
regarded as the main. fields or analogous fields, shall be
considered not only in the light of the specific functions
expressly indicated in the application,but also in the light
of what appears to be the most essential function or field of
use of the claimed invention. '

22. The decision to extend the search to analogous fields of
technology not‘menfioned in the claimed invention must be left

. to the judgement of the search examiner who should not put

himself in the place of the inventor. The main principle in a
solution to this question is whether it is possible to find
material in one or another field of search which anticipates
the novelty or inventive step of the claimed ihvention.

23. The scope of the search should be determined before the
search is carried out and the scope of the search should be
decided upon during implementation of the search.

Search Strategy

24. The search examiner should begin the search after the
determination of the subject-matter of the search and scope of

the search.

25. Documents cited by the applicant himself should be examined
to find out if they show the state of the prior art, if they
disclose alternative solutions, or if documents are necessary
for a correct understanding of the international application.

If the claimed invention cites a document that was not published
or otherwise not accessible to the search examiner, although
this document 1s necessary, the examiner should take the
necessary steps in order to invite the applicant to provide a

copy of the document.
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26. It is desirable for the search examiner to prepare, for

his own purposes, a written search plan in accordance with
subject—mattef of the search and claséification units of the
field of search. 1In some instances, the claims may themselves
serve this purpose and the search can be started from main
claim(s).: In other instances, an additional study is necessary
to take into account all aspects or features of the invention.
It may be necessary at the first stage of the seérch that the
search examiner would also have to restrict the subject and scope
of the search because of obscurities or general inconcrete parts
of the description and the claims, but if it can be avoided, a
restriction of the subject (scope) of the search should not be
made; if such obscurities are eliminated during the search, the

-~search -should move -in the direction which allows as comprehensive

a search as possible.

27. Often various search strategies are possible. The search
examiner should exercise his judgement, based on his experience
and knowledge of the search files, to select the search strategy
most appropriate to the case in hand, and establish the order in
which various classification units are to be consulted.

28. The search examiner should initially concentrate his
searching efforts on the classification units in which the
probability of finding necessary documents, is the greatest.
This probability usually, is the main technical field and the
classification units highly relevant to the claimed invention.
The search examiner should always rely upon the results already
obtained when considering whether it is necessary to extend the

search to other technical fields.

29. During the search, the search examiner should pay attention
to any document that may be of importance to determine relevant
prior art, i.e. not only to the documents which are most relevant
to the claimed invention, but also to those illustrating the
technological background and contributing towards a better or
more correct understanding of the subétance of the claimed

invention as well as the field of its use.

30.. The search examiner should note the information concerning <
a document which could be useful in determining the relevant prior
art, and he should also note the main features of such a document

which are relevant to the claimed invention.
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31. The search examiner should continuously evaluate the results
of his search and, if necessary, further define the subject and
scope of the search. The selection of the classification units

to be searched may require alteration as a consequence of
intermediate results obtained. If, during the search, the
documents pertaining to relevant prior art have already been found,
it would be useful to study reference material cited in such
documents to further determine the classification units where the

necessary information may be found

32. Before the search is completed, the search examiner should
check wheﬁher ﬁne documents retrieved are sufficient to indicate
relevant prior art in respect of all aspects of the invention.

If no documents of a more relevant nature for assessing novelty

and- ‘inventive step are available, the search examiner should

consider citing any documents relevant to the technological
background of the invention which he may have noted during the
search If, at the very beginning, the search examiner pays
att'ntion to the retrieved documents, he will not have to carry

out an additional search to discover relevant prior art; otherwise,

\he‘will have to consider again the question concerning correct-

ness'and completeness of detemination of the subject and scope of

the search.

3;, g?he search may be stopped when documents have been found

ciearly demonstrating lack of novelty of the claimed invention.

‘However, it is necessary to do this very carefully, taking into

account the many aspects of the nature of the invention. It may
occur that the documents retrieved do not anticipate the novelty
of certain features of the invention in respect of those claims
which the applicant may amend, for example, after amending the
claims. In any case, the documents anticipating the inventive
?té?',bQ? not anticipating the novelty, are not grounds for
scoppingathe search. '

34.( All cecisions taken by the search examiner during the search
relating to the restrictions on the scope of the search, as well
as all temporary decisions concerning novelty, inventive step
and industrial applicability of the claimed invention, should

be noted by the search examiner and should be annexed to the

search report.
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Selection of References

35. After completion of the search, the search examiner should
select a restricted number of references to be cited in the search

report from the documents retrieved.

36. First of all, the most relevant documents should be selected
as references which anticipate novelty, inventive step or industrial
applicability of the claimed invention or which require a
restriction of the claims as filed by the applicant. 1In addition

to such documents, the less-felevant documents reflecting prior

ait, in total, should be included in the search report. For

example) if the most relevant reference anticipates the novelty

_of the main claim, but does not touch novelty of the dependent:

glaim, additional references which were discovered méy be cited

for relevant prior art in respect of the dependent claim.

37. If, during £he search, the most relevant references have not
been found, other references should be selected to be included in
the report which could be useful for the purposes of subsequent

examination to determine the essence of novelty and inventive step

of the claimed invention.

38. The references which are included in the international search
report should disclose to a sufficient degree relevant prior art
and should contain all necessary information in order to allow

the person skilled in the art to carry out the subsequent
examination in respect of novelty, inventive step and industrial
applicability.

39. It is necessary to bear in mind that the process of selection
of references, as well as the process of determining the subject-
matter of the search, has many aspects. . For example, it is
necessary to try to have at least one reference on every claim,
although one and the same reference may be relevant to several
claims at the same time. This does not mean that an additional
search is necessary if references in respect of any claim have not
been found, as long as there is assurance that, during the search,
all necessary classification units have been considered.

_ <
40. To avoid unnecessary expenditure, the search examiner should
not select for inclusion in the search report more documents than
is necessary to discover relevant prior art. In particular, among
patent family members, preference should be given to the document

having the earliest date of publication.
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41. The documents having an earlier date of publication than the
priority date or the filing date of the claimed invention should
be cited as references. The documents containing indications of
the disclosure date of the claimed invention, for example, of a
date of an oral disclosure, which is earlier than the priority
date of the claimed invention, should also be cited. The documents
having a later date of publication, but an earlier priority date
than the date of priority of the application, should be included
in the search report as subsidiary information and only in the

case when théy are very relevant to the claimed invention.

42. A special situation can arise where a document published
after the date of the claimed invention is relevant to the
invention, for example, when the later document shows that the
reésons or information stated in the claimed invention are not
correct or where a later document supports the usefulness or
importanée of the claimed invention. It is not necessary to
extend the scope of the search in order to find such documents.
However, if such documents are known to the search examiner,
they should be included in the search report as subsidiary

information.

43. It is not necessary to overload the international search
report by too great a number of references. It hampers the use
of the report. Experience shows that, if the claims consist of
not many items, as a rule it is enough to cite not more than ten
references to discover relevant prior art. However, as a rule,
it is not enough to cite one or two references to discover

relevant pribr art.

[End of document/Fin du document]





