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1. The .PCT Interim .committee .for . Tec:hnical. Coop~li~t,iop . (}1~,r~:dl}<~:.;t7F ~~·fe~~~A- ,tq . 
as "the Interim committee'q , at :i,t<i fi.1i'f::h s.es~ion, he:).d in Genev~ f:t:!Jln Qptdl>~l: 2~ 
to NoveMber 3, 1975, requested .the In;t:;e:rn~~ional aq:r:ea11 to prepax:~ .:~ df~tt:. 'o( ' · .. ' 
"Guidelines for Searches ·l1nde:r the PC.T" (:herE:~ina£fe.r :~;e£er'red to, a~ ''tRi:! PCT · ·· · 
Guideline$") . for discussion ctt the ne~t S~lll.si'on gj; th~ I~:~~rim ¢Q'quni~f.e~ ~ ·, . 

2. . The Interim Committee, .at its. ;!:JJ,th •!'less ion, had before it ·~o;:aft Guidel,ine!'l 
for Searches .. to be· carried Qut under ~t~e ~urcqpea,~ li'~~~.nt .. Co~~.e:nt,.£~#i''ro~.· • .:r~~X·';'~/ 
1975 (he:rein~fter. referred. to as "the E.PQ .GuicJ.elines") (dQcument rf1T/TC,O/V/l~); 
as well· .a;s the EEO GuidelineS!. as. ®a;t;ls\ed ·1"qp, 'by t.h~ t}ni ted St;ates .. ~.at;en:t., ami 
Trademark Office with changes designed ,:bo enable ·the ifi:P? Guidelines ,to ,·b~ :11se~ as 
a draft of t.}1e ¥CT Guideline$ (cilocUI11ent .PCT/TCO/'V)i4), and generar observatlons, . 
conc:er11ing the. \lSe. of 't}lei:E;PO GJl14~l.i1lE!·~ :fgr th~·!?l:lfrpo~~··ef ,q;-ji;!;f;ng·. 'l',~ui4EI+ines 
provided by the .•.·st,:~te Cortm~:t~t~e.lqi ·:tn~~4FI~ns :~lid; ~i,~:t~o'll:eti~s :'crf"'tlii~ ;~~~ • coiitlci 1 
of Ministers (documE!nt ~C'f/TCOAV.l.li!H ?',:: r.Q.~.;J!;~q ~1i:I-4£!:J.:I-~E!Si :WEIPa~ Cl~ ... ~h t:I.I!le of the 
said fifth session,·.· incomJ?let,:e, Cb,aP'!::EI~s.~.;~nd.,,H ,thE!:t"EI8t: nQ:I;,: .!l~V~Il'il:i. EIEI'P~completed. 

' , • ' '. , > •• '·.' , , •' r , -•,<·- ' ' -., :. ·• 

3. The Inter.im committ~e reqpest.ed tlJ.e . ;l:f1'!:'-e:r:n~t:.i.o1l~L~greau tq p~~~~j:e··the draft 
PCT Guidelines. on .. the .basi!'~ ·o;l:· dOCUJliEIP:f; .PCT/'!'CO/V /14,. !iS well .. as the fin~l Guide­
lines to be established in the framewotl<: of the':El?oand.:the observat:,ions to :Pe 
received primarily from the Japanese Patent Office and the State Committee for 
Inventions and Discoveries .of '\:he .. U!)SR Cour1cil of Minj,sters (these b.einc:J ·the two 
prospective International Searching Aut,:ho:r~ties not involved·in thei,(o~k J;>eing 
undertaken in relation to the EPO Guidelines in the framework pf the EPO) 'on points 
on which their views differed from the p:J:'oposa.+s of the United States Patent and • 
Trademark Office as contained in doc~ent,: PCT/TCO/V/14. 

· 4. At the time of the preparation of the present document, work on the completion 
of the EPO Guidelines was still in progress. The EPO Guidelines submitted to the 
Interim Committee at its said fifth session have therefore been used in the 
preparation of the PCT Guidelines. 
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5. Annexed to the present document are: 

(i) the draft PCT Guidelines ("Draft Guidelines for International 
Searches to be Carried Out under the Patent Cooperation Treaty 
(PCT)")--Annex Ai 

(ii) a comparative analysis of the proposals of the Japanese Patent 
Office, the State Commi'!:;tee for :r;nventions and Discoveries of 
the USSR Council of Ministers and the United States Patent and 
Trademark Off:\,ce (hereinafter referred to as "the Authorities") 
where. those proposals'''a.fffer asi' to what should be provided in 
the PCT Guidelines--Annex Bi 

(iii) copies of letters from the In~ernational Bureau to the Japanese 
Patent Office and the .$tate.Committee for lnventions and 
Discoveries of the USSR Council of Ministers, il'lviting comments 
in relation to the PCT Guidelines and the replies received-­
Annex c. The marked-up copy of the EPO Guidelines prepared by 
the United States Patent and Trademark Office, having been 

···· ··repro<rucea··:tzcdCic:fCU!IE:lift·-pcT/TCO/V/1:'4 (see paragraph 2 above) , 
is not ino+uded as such in Annex c. It is to be noted, however, 
that the said marked-up copy was further marked-up by the 
Japanese PatentOffice for the purpose of presenting the 
proposals of thatOffice.for the PCT Guidelines and appears in 
this form in Annex c. 

Draft PCT Guidelines (Annex AJ 

6. The draft PCT Guidelines have been prepared mainly by amending the EPO 
Guidelines in accordance with the proposals of the Authorities. In the case 
where the proposed amendments were identical (or, in the case of one Authority 
which did not present its proposals in the form of a marked-up copy of the EPO 
Guidelines, where .its response did not appear to require a change in the text 
proposed by thEf dther two Authorities) no indication is given in the PCT Guide­
lines as to the. changes made to the EPO Guidelines. Such changes may, neverthe­
less, be readily.noted by simply.referring to the marked-up copy of the EPO 
Guidelines contained in Annex C (see paragraph 5 above). 

7. Chapters IX and X of the PCT Guidelines have still not been included pending 
the completion of the EPO Guidelines (see paragraph 2 above) • 

8. For the assistance.of the Interim Committee, the following identification 
marks appear in the draft PCT Guidelines (Annex A) : 

(i) Arrow accompanied by a number in the margin. This indicates each 
instance where the proposals by different Authorities appeared 
to presE!nt substantive diffeduices, or where a question of 
substance 'tlarranting consideration by the Interim Committee 
appeared to be involved in the text. In each case, the number 
ac~Q~panying the arrow correaponds to the number of the relevant 
item :\,n the. comparative analysis (Annex B) of such proposals 
prepared by the International Bureau. 

(ii) Square Brackets. Where the Authorities proposed different 
wordings, whether by way of deletion from, or addition to, the 
EPO Guidelines, the different wordings have been placed within 
square brackets and the Authorities wishing to retain the text 
placed within square brackets have been indicated by means of 
a footnote. As mentioned above, where the different wordings 
appear to involve questions of substance, further identification 
by means of an arrow and number has also been included. 

(iii) Broken line beneath words. This indicates changes included by 
the International Bureau, generally being minor changes of a 
drafting nature in order to bring the language of the Guidelines 
into conformity with that of the PCT (e.g. "international search" 
instead of "search", etc.). 
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.'':,:.·.... : ~·~,~·. ·,·~ :;.0:,,~.1'··,·, 

9. The comparati"l(a anal:yais h?-s .bee,~ prep~,~a ''i·~ ,,oi'der. ':fo identify, f'oi the 
aasistance of the :tntedm Conimi't;i;.e~·; .th~ .:diffefendeskof')iUbstcince in .the 
prQposals of the Authorities. ~erever.apprp!lriate, referenee 'has baen.J;I@de 
to prov:Lsions of the ~CT, the Re~n:il.~~iqri,~.~~ri~~~ .. ~Achnini~trativ~ Instruot1.ons 
thereundet which, in the view of the International Bureau, m~y have to be taken 
into c;ccognt ·in giving consideration to sl,lch Cl:l.f:tering propos~n$. · 

-~~ ?:r·t~·. : · ·, ! ;;~:.:t:}!;.j~;~~,4~~:~~~~:t:il~~: ;· .· ) ·:: 
lQ~ . The Interim ;co!:iimittee is , nvited to 

'·' .. 

donslldtit ::t;::he"dfa~ t:''P!J'Ti'~g~tdel w!~ttd' to 
.'~tve' i 'fs· £J'advJr~ete~:~'tlte. !lnterfiiit't'~tltti~l: ,atu:eau 

. . so ·that·· the\PCT , lluideliries may ··be , f•inally 
··· established.-:!:·· ··· 't · · ,, · ·· ·· ··· · · ·· · ·· 

• 
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CHAPTER I 

"INTRODUCTION j .. '". 

1. These GuideEd;ne·s •were' Jel:abora.:ted l:)_y, ~R:t;Jle- ;'!l?C.'r :q;qter:.tm Committee 

for Technical Cooperatiorf ·as rega:rds ·m<ft'ters of common interes.t. 

2. 

.3. 

'4. 

The .G.uidelines cons.titute :elabo~~f.I;L-pris : . .aJid •dllal::.Ef£oations 

of the _prov:;sions •Of :the ·Treatll'. !~-,~fr~_:!~g:\!!~~!2~~!-!:h~!:~: 
under; .and · thei:rt'c!fr~levclnf !:AtUo:IE!is ~~and 1J.lb:l.les ; ianra·-i!'S.ai:ltioris .;·()£ ;·1.i ;·;" 

'. ; .. ·;·:~ .. , .:-~!""._~--- .· .. ·:.·_0!:·.;-.:·.-·~·-.\. > >· ·-:>"-·· ···>~';~ ··.·:::··'_ '·. :-~:· .--~'-~'~'"'"~-':-.""!~~;-:-~--~-·"'"'1:~.··~·· 

~h~-~gm!B!~E!:'!~!!~-~ti!E~£§!9!f~.;;~!!!!:~~~!!'!:l~!'!:h.:l!2!e~~:..:!:2.;.;'!!!!:!~: .:v.'· 

national •seaic:!'Ji .. li:::.t•··:r·.,,iCi':::P::\'·" nc'.'··'···i',:·i:~·i.·: ·.::rJ l· -----~ ...... -~-~~~~~-> . -4; ~; •• >~ 

searchlr1g .Authori trfes:~Jaie ;:ierl'eoti~~d :1:'o,:•adh,erS%tl') Mt:;ne's~ . 
Guidelines to the eXtent ''!:h'af they· 'arEP'nOt >amended ~or 

.·rev:oked ·.eLSh~_'£Q~!'~~!!'~.;:.l!9.!:.:.:!£~·£n!!;!:£~J:.:;g9.22!!!!!!~!! restabl.!shed 

under Article .56 of .. the .Treaty. 

Nev:ertheless, ·the appli:cation df ;:the Guide1ines .. :to, ·and 

the interpretat:lon :thereq;J; '<in r:~~P~~1: of, indiv:idual 

international applicationsris,-the 1 responsib:i:litydf ·the 

International Sea:tch'fng•Authorities and it:may.;be:necess:ary 

for search examiners to depart from the general .instruction.s 

.gi v:en here in exceptional cases. 

5. ..These Guidelines were drafted for, .'.and· 1apply ·to, 

international searches! 

6. References to .the .r.elev:ant :ef2!!~!.2u§!.:.2L~h!! .Articles. 9.! 
:J:h~_'!!~!!~Y· Rules eL!:h~-!~~!:!!~!:;!;~~:!-~~~~::_!;~~~!::~~!L~~~ 

1. 

sections of .the .Admini'strativ:e:rnstruct±ons tinder.rthe -----------------------------·------------------------ " 

'!!~!!:l:Y are included in· these Guidelines 'in: the.lappropr.iate 

places. . .. 

CHAPTER ·TI 

'GENERAL./ 

The procedure through which an international application 

proceeds from the filing of the application to the 

granting of a patent (or the refusal thereo'f) comprises 

two clearly separated basic stages, i.e. the international 

search and the substantiv:e examination by an international, 

regional or national office. 

• 
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2. The objective of the !E~~~~~~!~~~! search is to discover 

the prior art which is relevant for the purpose of 

determining whether, and if so to what extent, the 

claimed invention to which the !~~~E~~~!~~~! application 

relates is or is not new and does or does not involve an 

inventive step, (PCT Art. 15(2), Rule 33.l(a)). 

3. The !~~~E~~~!~~~! search is essentially a documentary 

search in a document collection that is properly ....... ·ul . 
(systematically] arranged (<or otherwise systematically 

accessible)J( 1tor search purposes according to the 

subjl:!-ot-matter ·contents of the documents [<PCT -Rule 
,(2) 

36 .l. (ii) )J •. · .. These are primarily patent documents 

of various countries, supplemented by a number of 

articles from periodicals and other non-patent 

literature. 

4. An international search report will be prepared 

containing the results of the !~~~E~~~!~~~! search, 

in particular by identifying the documents 

constituting the relevant prior art (PCT Art. 16(1), 

Rule 43.5). 

5. The international search report serves to provide 

information on the relevant prior art to the 

applicant, to the public if the !~~~E~~~!2~~1 
application is published and to the designated Offices 

(PCT Art. 18(2), Art. 20(l)(a), Art. 2l.p)). 

6. Since the international search will be carried ______ ""'!' _____ _ 

out and the international search report will be 

prepared by the International Searching Authorities 

and the examination will be carried out EnainlyJ(l) by 

the designated Offices, the separation of the two 

steps may be geographical as well as procedural. 

7. In some instances there are no facilities for 

systematic searching by the designated Offices, other 

than for co~flicting national applications. Some 

designated Offices may, therefore, be dependent on 

the work of the International Searching Authorities 

for their knowledge of the state of the art on which 

their assessments of the patentability of the 

(1) us 
,..,, 

• 
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\' ' ·~\·"- . .•' . 

":',,);,<' 

invent1Ctfl J!filt ~':9~~·~, 0;; 0o~,. ~~~:pl;~;l:.io~jlll Ji'e.~:;c~. mgst, 

therefo2."~,.1 pe,,~il ~a~'~·~:.~f!f~pt;:y• ~s poss+.Jlle, 

within t~~a .Hm!1:~~;' · · ' " ~.~~~~i+=i .• ~l"S'~ed ):,y ~cpnomic 
cpu!4er~u,9~~.· ··• . · ... \:• ;~~ P:~ l· .~""·~~~#~l?~ 3J ~ · . · 

~. i :;.,f . • . : :,·:i~. fi ; .~·~~f:t.s ·:'~"· ···: , x· ;, .:.;.:j;.::.: :· .• . . •. . · ...... 
In Q,+4~:r;·~~.cb~;~~~~l;;~~ :!~~~~:,tp~ ~~~+~~~~~~.O~tt~e~ .p.~;. ·. 
tl!' 4ocn.l~•ptJ . . ·~fS!9:,~~.eJr4~,·~P.·,:P~t~ll~Cil;li.J,Jt;y; .. ·· 

~~~t~#j·~;~:~;i;ff~~~~:.; ~~;.etc 
!!t~~~;'. ·•.· .·. . f~¥·~;~e~ ~~~~f~ically · 

0~ b·~·~;·~~~~- . ' . . ,,.~.! ,.,,l~~~~~~~i7f ,.~ .. 
Clli.P~iil:# '"if'~q·;~~;:t1"Hi: ~q~;"'~~~·~·t~';'·~!~a:i··.~ J~e~tl.~ll .... 
a;n~unt (;f tectd~b~k lo':the Ir)te~~~ti~ri;i Search:tri~ 

; . ' . ' . ;., ., .... : .· ( '• ·( ,' . ,' ' . : ' ' 

Autqority of the eonse'luences of the !!!E!!:!!e~!2!!e! 
sear~ll, .in .~11\Z'Ucill!P." tbe .~etions .. t.~~jl by 1;h~ 

. < :···'":: •. ,: •.•• ~ '. ·_,-:·~.~'"?."'·'" .-~~~~~··' .: ·'·.".'.\':. " .. · ... , .. ' . 

~pplicant a~ .~tl• '4:ft.~J.,9lltt~d.. Ofj;J,c~ as a .r.esul, t .. of. the 
• ,\,~.,_;; '•'. '. , .. .., .. y ·~~;.· ~:··· .. ,;; >-::-· •'•:/·f. _I' ~\ :,' ' ",' •, 

int~rnatig~~l !;l&ar~b.';~:PC?";-;, .may be. desirably ~ecessar:y 

in order to obtain,searches Wf!lll adi1Pted to th~ nef!)ds 

of the exam!n~tion. 

9. [The unit responsible for carry;!.ng out .the !!!~!!:!!!H2!!!! search 

and drawing up the international .search report for 

an !!!~!!:!!!~!2!!!! app~i)ation is the Inte~national 

Searching Aq'!;hori1;Y] . * .[I~ternation,al search 

shall be carried out by .an Interna.tional Searching (2) .. · ....... · . . . . ' 

Authorit~ • T~~ !!!~!!!!!E!2!!!! search itself 
w.ill normally be perfor~d by one search examiner. 

In except;ional cas~s , where the. irnren.:t~Pn. .is; o£ a 

nature requiring sear(,:hing in·widely dispersed 

specialised fields, .a special search containing the 
: ' " 

work of two, o:l-: possibly; ·tki!e 1 !!!!!!:Sh. examiners may 

be necessary. 
.. , . ,. 

CHAPTER III 

CHARACTERISTICS OF THE !~!~B~~!!Q~~~ SEARCH 

1. The ob_jectlve of the !!!!:!!:!!2:!::!:2!!2! search 

1.1 As stated in Chapter II, paragraph 2, the objective of the 

!!!!:!!:!!!!:!2!!!! search is to discover relevant prior 

art for the purpose of assessing novelty and inventive 

(1) us 
(2) JA 
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CHAPTER III (continued) 

step. Decisions on novelty and inventive step are the 

province of the designated Offices. ~owever, in many 

instances provisional opinions on these issues must be 

formed by the search examiner in order to enable an 

effective !DE!~Us~!gna! search to be carried out. Such 

provisional op~nions will be subject to review by the 

designated Office at the examination stage~(!) 
' 

[Examples are to be found in Sh~EE~~-!!!' paragraphs 

3.9 - Search for subject.;,matter of dependent ciaims, 

2. 5 to 2. 7 ;;. Search in cimalo<!ous art, Sh!EE~!: IV, 

Ee~951~!Rh-ii! - Sto.pping search when only trivial matter 
.. . remains~-~l:!i~!i·•vtr I E!!:!2~!2h. 9 -·Lack of. unity a 

posteriori.] (l) 

1.2 Occasionally the International Searching Authority 

will have to form provisional opinions on matters of 

substantive examination other than novelty or inventive 

step, in order to be able to proceed with the 

international search or to decide to restrict the -------------
search; here again these opinions are subject to 

review by the designated Office. 

Examples are to be found in Chapter VII • Unity of 

invention and Chapter VIII - Subject-matter excluded 

from patentability and obscurities etc. preventing a 

meaningful search. 

2. Scope of the !DE~~D!E!~D!! search 

2.1 The international search is essentially a thorough, 

high quality, all-embracing search. Nevertheless, it 

must be realised that in a search of this kind, 100% 

completeness cannot always be obtained, because of such 

factors as the inevitable imperfections of any classification 

system and its implementation, and may not be economically 

justified if the cost is to be kept within reasonable 

bounds. 

(1) us 
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. CHAP'£l$R liU :{.9~pt.i,m~i¥!) 
:r::~djj(IA ;((;, · ,£ .t£~ · ~:;:1 .. · i'; ;i ~:, :. {;:"': ,\' ·, . · . . , 

· d~~~enfs in'' f.he !ecitdh 'co'iiecltioli, 
:lil"tlt:::a.1~!•< .... i~·4. . . '~~;tn":·~e :~ ad:~~p~~4~;;.~. . . 

2.2 

In~el.;n .. t::f.o~~l.. ~~f.fcl}in,f Author! ty rerfol:'nting the !!!!:~h~!:!2!!~! search 
shall erid~<p(Our to disdov~r as much of the relevant 

J?,rtor '~:r~·· .. ~.;:#;~.~ ··t~t:n:l.~tli$. p~i~H:t cmd shall; .· :l,n any . 
case, cbrtsultthei'~cioumen;tation 'specified in the PCT 
REi9ulatibii5;'·'~ · : · · ·· ·' 

i. 3 Th'~s implies t±r·-·f•df all tpat· the ·International 

searchJ;n~ • A.~~h()~·.fty 'in ·~·e'ai:clii.ng alj···· ·!!!!:!!;!!~~!~!!~! . 
;. _::_ ·,:>-- • ::;·.,_:.:~-- ,._. __ -,_~::;-;.:~ '•~.: . >i:.::.,, -:. _.:.- >,~:·.- _ -. _>~_ .. :~. ,~:.~~:<··.,_ .. :: .. _ >~- .. -' >:. '· . - . _·· -L-: -<::: >.~·: ... :; .. ~-· .. :·_. :··i·· ·: ~·-·:··."·- · . 

applic:at~¢~· ... will ,· '.±:~.·· p:J::;tnc±:ple, ·· · corii;ul t iali qocuments · 

in ·the iE#~v~~t clctf1:sfti#at~on .. units ·c)£. ·• ~he' search files , 
'irrespeo1i:lfv~\;0f' tl'ie"pf' ~afrgqa~e or'1age 1 Or 'Qf the type Of 
document. ·~t!verth~i;~$~;·-tn$ iearch ekaminer shollid :for 

reasons of economy exerds~ his judgment, based on hls 
• r- •, ·- ·,-' ".\'' 'o.:, ', ·, '·- '-.-

knowledge of the technology in question and of the 
documentation involv!la·,'·~o omit £lei::'~ions in ~h;i:ch the 
likelihood of finding any documents relevant to the 

!!!!:~r!!~!:!2!!~f search is :negligible, fqr example documents 
falling within a period prececting the time when the area 
of technology in question began to develop. Similarly 
he need only cons~lt one member of a patent family 
unless he has good reason to suppose that, in a 
particular case, there are relevant substantial differences 

in the content of different members of the same family. 
\ 

( 3) su 
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CHAPTJa Iti (conti~~) 

[2. 4 All :t:elevant patent documents included in the search 

f:!.les 1 should be con11illted for internat:Lona1 ileatches . . . (1) 
performed by an lnU~ational Searching Authority.] 

[2 · s] 'l'~ti$ !iili!.l!E!!:ml! search shall be ca:r:r.1,e4 ou; o~ 
the bad&·~~-~· l!earch.files which may contain II\At~~ial 
p~:rt.ineu;t; ~1;q ~~ tnv~n.t.:Lon (PCT Rule 3 3. 2 (a) ) ~- It_ •l1ould 
first con~ 1~i.1l .direct;ly relevant technical fielqs, and 

ma,y th~n ~~t! :t9 .. Pe e~t~nded to analagous fi~:\,ds _ {l!Cf' 

Rule 3~ .. -~ (b)) 1 but the need for _this must be· judged. by 

;ne tiM. :~~~~r 1.¥a ~ac;n ~~d:l.vidual case, t.ak~n9 ~nt.a 
-a-c:rc:n:n.U,f~-~ltt::'JI_,.,_ ot ·*~ 11~:eh :l.n tbe inithl U•ldl. 

(2.6] The question of which arts are, in any given case, 

t.o be rE!_gard-ed as ~nalogous shall be considered in the light of 

what appear• to~ the necessary function or use of the 

claimed invention and not only the specific functions 
expressly indicated in the international applicati9n 
(PC'l' Rule 33.2 (c) ) • 

[2. 7] The d~cision to extend the !nt~?DsUen~J. search 
to fields not mentioned in the !n~~~ne~!2U!1 application· 
must be left to the judgment of the search examiner, who 

should not put himself in the place of the inventor and 

try to imagine all the kinds of applications of the invention 

possible. The over-riding principle in determin~ng the 
extens.ia:n of the search in analogous fields should be 

whether it is possible that a reasonal:lle objection that 

there is lack of inventive step could be establisbe~ on the 
basis of what is likely to be found by the se.arch in these 

fields. 

3. The subject of the !U~~~D~~!2U~! search 

3.1 The !E~!~U~t!2U~! search should be directed to the invention 
·defined Py.. the :claims, as ±n±erpreted wi t!'t dilr regard to the 

description and drawings (if any) and with particular 

emphasis on the inventive concept towards which the claims 

are directed (PCT Art. 15(3), Rule 33;3(a)). 

(1) us 

• 



) 

) 

3. 2 · Th,i.s• iinpli!!ls•··"tn~t.i~ · :th~ international search .,special 

~~~:6~;~;·::.~:~~~~~~·~~::if.~~~.~.~9:····:;~~~~i.i;;;;~;;~·· g$>~¢:~~~.:i;~~f+Yi~.'j.v :, 
the ip:vent;.tq:n.. tQ. wn~ch:··.th~, c;ila,,t;rns~ .. are .c11rec:ted •. [in. accorClance , . 

wi:t~ tl\e ':R,1,fl.e 

i1X.~l)tiqn ~~ 9-~~C:~.i}:l~ci,.";~Sy~j.ff~~,nt. (P(!~ Ru].e 3,J.,~{d)) .•. ·· ~C!~···· 
e'f~~l~.·~ .. ·.·i.i·:~~; .• · •. si~¥.m:.,::~~~·~i~~fl~·~ .. ·(lal?~~·····cla,mp .. h~'fi~~···.·~;· .. ~~ttain' 
con~tr\lct;on~1 th~ ~e~r9h shoul4 .. einb1-"ace pipe and ~imilar clamps 

·li~~i; ~() .11~~~ .t!l~ .;~~~qfffed c:~.~s~;llcHon. . Lf~~~f~~, y}f :t~e 
claim 1$ dir~:~ctedto.~n art-:Lcle .consif:!ting of several parts 

which are d~Hned,by :t~e;J..r .. fu:n.cHqn and/or stru¢tu;f:1~ and the 

claf~ stip~l~i;~~ tll,B:t-, (l.~f~~i.P,: p~rt:S! a,.re .welded :tog~th,e+, the 
e;E!-arch $h01,1ld. a,1EiOI'!~race.equi.va,].$nt methoc1s o~ cq:p,n~cting 
such as g+uefng ·qr r:Lv~f;ing; u:n.~E!-ss it is· clear tha,t: .. 'fl'elding 

possesses particula,r a,dv<;~.ntages required for the invention. 

3. 4 .• ,s~.I!SE\ :the, ~pp:j.Jcal}t Il!ay not :~end ,1;:he clail\ls pe~or~ 
receiying ,the. internat~pnal sea.rch,.report exc~kt..to,bb;-feqt 

' ·: .··- ·,. _·,, __ ':.·.·"_.. ·_ -. · .. .- ,' : ·"··-.. · ', ' . ' - ' ' ' -_ 

formal ,rqattf;!rs .. which <;Lre.cqnt:,rary. ,to the PCT .and qre called .to 
"'""':" '•'• ,_,, -'•_-f' '·'''~~o·•~•' _-, ,• ':c'''.''l, ',.·:.,,·,~~.- ·,·:·-~." ... '·''' ·---·"",'' •,,C•\ "• ,-

app+iqant ~ s .attenti,on lW .. the r;eceiving Office, . (for .~xample ,, 

Rul~ ·:[9] .. ~.~} [~·(2],·.~~> .·.find :~~l,e. [i•9].·<i>[ll] (2) .. de~ec~s} ... ,t~e·.. . 

!B:!:~~!!!!'M2B!!! se~q~. wil;l be direo:l;.ed t:,o the claims as 

or i:ginally .. f;i;led. . 

3.5 Claims that.are deemed to be drawn to invent:ions for ~hich 

no fees have been pc;!d must be exc:t.uded from the ~~:!:~E~~!:!2~~! 

search. 

3.6 In principle, and in so far as possible and reasonable, 

the !B:!:~E!!!!~:!:!2B!!l search should cover the entire subject-matter 

to which the claims are directed or to which they might 

reasonably be expected to be directed after they have been 

(1) us 
(2) JA 

(3) su 
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amended (PCT Rule 33.3(b)). For example, where an !~~~f~~~!2~~! 

application relating to an electric circuit contains one or more 

claims only directed to the function and manner of operation, 

and the description and drawings include an example with a 

detailed non-trivial transitor circuit, the search must 

necessarily include this circuit. Nevertheless, reasons of 

economy may make certain restrictions necessary, for example 

when there is a· broad claim and many examples and it is not 

possible to foresee which will be the subject of amended claims. 

3.7 No special search effort need be made for searching unduly 

wide or speculative claims, beyond the extent to which they are 

suppor-ted by the description. For example if in an :!:!!~~f!!~:!:!2E~! 

application relating to and describing in detail an automatic 

telephone exchange, the claims are directed to an automatic 

communication switching centre, the !!!~~f!!~~!2~~! search should 

not be extended to automatic telegraph exchanges, data switching 

centres etc., merely because of the broad wording of the claim. 

Likewise, if a claim is directed to a process for manufacturing 

an "impedance element" but the description and drawings relate 

only to the manufacture of a resistor element, and give no 

indication as to how other types of impededance elements could 

be manufactured by the process of the invention, extension of the 

search to embrace, say, manufacture of capacitors, would not 

normally be justified. 

3.8 The international search carried out in the classification 

units of the search files to be consulted for the main claim(s) 

must include all dependent claims. Dependent claims should be 

interpreted as being restricted by all features of the claim(s) 

from which they depend. [Therefore, where the subject-matter 

of the main claim is novel, that of the dependent claims will 

also be novel. When the patentability of the main claim is not 

questioned as a result of the ;!;~~~E~~~!2~~! search, there is no 

need to make a further search in respect of the subject-matter 

of the dependent claims as such. For example, in an :!:!!~~E~~~:!:2~~! 

application relating to cathode ray oscilloscope tubes, in which 

the main claim is directed to specific means along the edge of 

the front of the tube for illuminating the screen, and a 

dependent claim is directed to a specific connection between 

the front and the main part of the tube, the search examiner 

should, in the search files he consults for searching the 

illumination means, also search for the connecting means whether 



) 

®-~· 
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in combination with the illumination means or· no.t.. Wheil'·'aft~r 'this 

search the patentability. ·Of 'the. illuminating :means i:s nC1t:. . · 
, questioned, .1:,he e.x:aminer s~ould not· extend. his sE:iarC::h for the 

connecting l!lea~s 'to· fu~ther search, files speclficS:lly provided· 

for ~~sd 'c~ri~ecti~m.s ~ jC2) · . . . · •· • · .· . · : , ; : ' 

3. 9 ·' [ao~E1ver, .·~here t9e, ,P~t!!n~?\~.ility of the lil<fin 'Claim'1ts ' 

. q~e~;tio~edi~'·it·:~,ay:be;necess~ry•:,for ·~.~sessin~· ±~v~ntive •step'"Of 

. a d~p~tld~~~;~6rai~~;,t;.(l:.:eSfjio1j;1s.~VWhether'"ct;lte feaftii~~§ Of. the'i~.~.:;,,!; c 

ae~pellden~ c~'a.i.Jn tts':,,~~ch 'are ''n9vel .by searchinqiop~·:or'morfil 
; • •: ' ' • //" ,• <'~,': ... ·,:.···.·., ~t·,~ • '<,' ·.'' .'. ' ' • ,- '' '( "' ' ' ' ' •,' ,• '•,P '; \,;' ,··· "·,-,';,,:' •o '< '., ' ~· • '• 

aaditi()nal.'<?llisf:ij;;ficia,tiori l!nits~:.,.:(·NOili!UC.h'sPeqial:':sear(:h'i~hoUld 

be .JI\ade.~q):c~.fe~tu~f3~!±hat··aia ,i;t:!. vial or gf;Snera:Uy · known'in ,the ' 
'art;;]< ~.>~e~ ~ tlie: :de~~~dent ·. oia~m .adds ·a further :fea:ture (raine~ ' 
tb.an providing·niore detail of .an element figuring alre'ady'in the 

main claim), the dependent claim in effect constitutes a 

combination claim .and should.be dealt with acco;r(}it}glr. (se~ 
~h~pt~~ ~fi·,· paraqi~ph ~ .10) • . .. . 

3.10 F.or claims .characterised by a combination of eleme'nts 

(e.g. A, B and C) the !~~~~~~~!2~~! search should be directed 

towards the combination; however, when searching classification 

units f.Qr this purpose, sub-coinbinations ,' inclUding the elements 

individually (e.g. AB, AC, BC and also A, B and C separately.) 

should be searched in those units at the same time. A search in 

additional cla:ss.~fication units either for subcombinations or for 

individual element;:s of the combination should onlybe performed 

if this is sti;ll necessary [for. establishing the novelty of the 

element in order .to assess the. inventive step of the combi:nation] .< 2> 

3.11 When the application cotttains claims of different categories, 

these must be included in the international search,~· and even 
'· ~------------

when the !n~!!!~neH2!!e! applieat1on contains only claims of one 

category, it may be desirable to include otb,er c~tegories .in the 

search. For example, generally, except when the !!!:!:~!:!!~:!:!2!!~! 

application contains indications to the contrary, one may assume 

that in a claim directed to a chemical process, the starting 

products form part of the state of the art and need not be 

searched; the intermediate products will only be searched when 

they form the subject of one or more claims; but the final 

products will always have to be searched, except when they are 

evidently known. 

(2) JA. 
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3 .1 ~ The ~!l!!H:S:h examiner should, in general , exc 1 ude from his 

!!!~!l!!:U!!:!S!n!! search subject-!!}e~:!:!l!!:~::for·.which.:no meaningful search can 

be made;. this may result from certain subject-!!!:!:~!:~ beingo.excluded 

from the search under PCT Rule 39, or from the !U!:!l!!:U!:!:!S!U!! 
application being obscure (see Chapter VIII). 

3.13 When the claims of the !n!:~!:!!!!:!ene! application do not 

relate to one invention only, nor to a group of inventions so 

linked as to form a single g~neral inventive concept and the 

required additional fees have not been paid within the prescribed 

time limit, the !!!~~!:!!!~!9!!!1 search will normally be restricted 

t~_ th~ .. i~~~~i-~~, ()!: .. §.9 :linked group of inventions, first 
mentioned in .the claims (see Chapter VII) • If the additional 

fees have ~een timely paid, all inventions covered thereby must 

also be searched. 

3.14 In certain circumstances it may be desirable to extend the 

subject-matter of the !n!:~EU!!:!S!U!! search to include the 
"technological background" of the invention {see Chapter IV, 

paragraph 2.4). This would include: 

the preamble to the first claim, i.e. the part preceding the 

expression "characterised by"; 

the prior state of the art which is deemed to be known in the 

introduction of the description of the !n:!:~EU!!:!S!U!! 

application but not identified by specific citations; 

- the general technological background of the invention {often 

called "general state of the art"); 

~ [- the reference documents cited by the applicant.]< 3> 

4. Types of searches 

4.1 International-type searches 

Under the PCT, an International Searching Authority may be 

entrusted to carry out "international-type searches" for national 

applications {PCT Article 15{5)). These searches are by 

definition similar to international searches, and the same 

consideratio.1s will apply. 

(3) su 



CHAPTER IV 

SEARCH PROCEDURE AND STRATEGY 

1. Procedure .prior to searchin!J 

. ~· .: . ~ . . 
1.1 ~~I). ~aktll.g : ql? ~~ :.!!!:S~£!!~E~9!1~! ~J?ppca,ti()%1 > tp: b~, se~x;qhe~, 
the s~a:;£.lls·:e~¥li~~:.:;,.~~oU,~4'··Hf·~1i .~C?,nsi,c}~r t:~e ~~J?Plicr.ation J:n 

order t~·tt9e~~!nli.~~.:th~ ,.s~~.;c~<·~~ft.}le 1C:hlill~4. i~y~ntio%l. t~~irlg 
accoqnt ,9t th~.:~ut,"~rlc,~ :Cfl+~~~. :i~.Sh~J?t~r.,I:J:l.~ ~a;a.gr,•w}l .. ~. Fof; 

this. ~.~!~f~~~ .~}J!:l .. ;~~C3\lt:~AJ1a.~e ,~ :.:9~;~r~~~~ ~rlfl:l..~s,.+:~ ,of, ;J:;h~: ~c~.~~s :t,n :: .... 
the Ii9lit of 'the descrl.pt,lQ"n /Ma'ar;awings~ . ,A:I,thq\lgh he. A~e.d ,.not· 

', .· .. · ~,,·, .,':.·:< .: ·,_. -<~ >;_,: · .• · ,'h)»: •• ··." ~j .... :,.~:·>~;·,·;./";_'·:·,, j• .'· .• ·"'',· •• ,· '""'"' .,· ·'!'·:t"''':".<' .,., "':), ·'."'" ,,_,:{(, .. ···:'-· 
study all details of the description and drawings, he should 

co~sid~~,tb~S,e\~lf:li+:itc~~nt+y .. t;t;)J.~den~~f~. ·tllepro~l~ pJ;l,aer :t.ylng, .. 
\ ·' .. ' :o~,\~'./J-:,~';J.<;~~"::~i)·/r;::',-:J~: .. ""\·.'.'.'' . ." ·,••:•.>o,·:: ;.'"'\ "'.''' , .. , "'''· '• "·._ ''1'·,'.~'·/··: ··."-,,,.::·~~~.,_~·:·· ,.,1 ._, 

" tll.e inven~~'?~r·;~~Et,4~tii!:l<:!lti~ ~~dip~· t,q .;t.,t;s 1~ot~f:.t9Bt t~,e,,!li~Ms . 
essent:i~l . to the solution as particularly reflected in ;th,e, 

technical features thereof found in the claims, and the results 

and effects .obta:Lned. 

1. 2 :H .th-=: .se::19,rcl} ~xa.Illiner J'l?,tices. apy for~al sportco.ll}:l.pgs 

wl:l:j.clJ..P~:V:E!I llF~en .ove~-;looked by. the. receiving Offic.e,, .he ,should 

call the·s~ to .the att~ntion ot the receiv~~g Office .which will 

take the app~opriate action. Similarly, .if he notes matter 

contrary to "E!:!!:!H!:U2,:['!!!;:" or morality or disparaging stc;!.temep.ts 

which ought to b.e omitted. from the international application as 
' ·,;. ' . , - ' ' ·'. -------------

published, he should notify th~ applicant. 

1.3 Documents .. cited in ,the !~:!:~.£~~:!::!:2~e! fi-PPlication und.er 

considet:ation should be examined.:!.£ they ,are cited as the 

starting pqint of .~h~ ~mrentiq~, P,r a~ showing the s~~:te of the 

art, O:t', as altex:n~t-;l..ve .solut:l,ons to .the proble~ qoncepned, or 

when they are Ileces,sary for a pqrre?tunderstanding of the 

applic;~:tion; however, when :'"'llqe c~ ta;tions clearly re~ate only 

to details riot directly relevant to the claimed invention, 

they may be disrE!garded. I~ t!'Ie !.U!:~!~~:!:!!:?~~! appl,ic~tiqn 

cites a docUJllent. that is .not pub!:l.shed or otherwise not 
. . " ' •' . ' . ' . 

accessible to the International Searching Authority and the 

document appears essential to a. correct u.nderstanding of the 

invention to the extent that a meaningful !~:!:~!~~!:!2~~! search 

would not be possible without knowledge of the content of that 

document, the International Searching Authority may postpone 

the search and request the applicant to provide first a copy · ®----[ of the document, [ff possible to do so within the time limits 

11 for the preparation of the international search report under 
the PCT.] (l) (2 ) 

(1) us 

(2) JA 

• 
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1.4 The ~~ef2h examiner should then consider the abstract in 

relation to the requirements (see Chapter XI) . Since the abstract 

should relate to the !~~~f~2~!2~2! application as filed, the 

!!~~:!::S:h examiner should consider it and determine its definitive 

content before carrying out the !~~~f~~HS!~~! search, in order 

to avoid being.inadvertently influenced by the results of the 

search. However, if there.are initial obscurities, which are 

cleared away in t.he course of the search, he may have to return 

to the abstract after the search is completed. 

1. 5 The ~~!!!f2h examiner will then classify the !~~~f~!!!gS!~!!!! 
a:pplicat·imr·according to ·at ·least the International Patent 

Classification. 

2. Search strategy 

2.1 Having determined the subject of the invention, as outlined 

in Chapter IV, paragraph 1.1, it may be desirable for the !!~!!!f2h 

examiner to prepare first a written search statement, defining 

the subject of his search as precisely as possible. In many 

instances one or more of the claims may themselves serve this 

purpose, but they may have to be generalised in order to cover all 

aspects and embodiments of the invention. At this time the 

considerations relating to subject-~~~~~!:~ excluded from patentability 

(see Chapter VIII), and lack of unity of inventions (see Chapter VII, 

paragraph 1) should be borne in mind. The !!!~§!:!::Sh examiner may also have to 

restrict the subject of the !~~~f~e~!2~e! search because of 

obscurities (s.ee Chapter VIII, paragraph 4); but he should not 

do this if it can be avoided and he should subsequently adjust 

his search if such obscurities are cleared away during the search. 

2.2 Next the search examiner should select the units of the 

~ .. classification-({~;-other sections of the documentation)j 1~o be 

consulted for the !~~~f~e~!2~e! search, both in all directly 
relevant fields and in analagous fields. 

2.3 Often various search strategies are possible, and the !!!~e!:Sh 

examiner should exercise his judgment based on his experience and 

knowledge of the search files, to select the search strategy 

most appropriate to the case in hand, and establish the order in 

which various classification units are to be consulted accordingly. 

He should give precedence to the units in which the probability 

(1) us 
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of finii.~~;q:,:~~~tSt is,,:pigh,est:~. >~B¥-lY: thl:!;t~P ~~fi~J}.pf":h ~J~J;? 

df> ·the, ·!'!!!!!~~£!~!!~:, appl.icA-j:.~CI;t\t ¥~i)Jc:~~ , g: i;'Jl;AA;, $'f~e!~dJ=Jl<:;!1:M S\;J:~~.~g 
with the classification units most r .. elevan.t to the .specific 

eXaJ!lpl.e(s)·pf the claimed invention. 

2 .•. 4 "t:a'hevsearch .. 'J)e'~~~:dih,o~.,;t:hen;,F:ar;:y,,pJit .. "the !'international 
;:~~-~-- ,.·> ,·,. __ -·::' -·,·-~,;··,·,' .-_~:: .··::._' --.· : .. , ' ... -.. · :·:' :: -~:' ._":·:: '~-~_· .: ~-~-. ~-,.- ~: .. -- =--~~- ~·:···~'' . .. -.. -~\":_'-~ -~·~,:~::·":_i' '-~-~~~~~~~~;~~ 

sea:rc};li, ,;di:x:e'fti;llg::his .. at.;t;l:n~ti,on · ':P.H~~,;-Ji.].N:;. :toJd!p~e~:!f¥l~.,;,.Pt~t:r ~#Ia, ~~h 

tbef'':same~~e ~t>S.};i~t:f:···~~~t;if.t~:#q;,f~-f'~~~v,*pJ;A4ke:~~"f~·fPali,~y~·~. 
·};)~ar~r;pn~~~~~~!~~.-~es•;rt%~ff;S~c;ii~~i~~;;;i~F~~Rv.~9~~i~~~ii;: 
maY ···bt!· ···· ~~;;:'#nPor1:.~1ld'Et·cfR~''''g~~~~:Xl~~~9;n~,"' ~\l,c;f:h alJ'~~i .~AP~~~t~1-;~~~~~~g 
doubtt:,~poD'J~~.·. ~:~:t~~j;1rc~9~T~a~¥L3Pfe"\.\OJ;ic~M .. ,'9:1~,i;m·~~~ .. &~qn~,!.h~JE,t.~i~/:~~ii 
a. bet,~er ror ::tll6~f!~,~i,l:"El~:i:; .• Jilnc;}eJ;"~~~~ilW <>.t~~~ Ji~t~~~~. xf~V~'tJ1;~,Q~ ~,··ior 
iild~~;~tj_ng::·.t~~-~~~rt6~~g~~~~.;~~q~~~oundi·~·."'~:~-~~~-i~ii~4!;,t{l~tt~t:; .. ·; 
spend. tiine,::;w ;sea:~:chillicg·~:fo:r;. ·;~~~se: , 1qq~=;\1,19~1;so ,_ .;n~; ti~,~r~~~ ,, 
cdnstqeration o.f such mat-t;ers,l,J,Il,lesf:l thex;e .. is Cl.:'~~P~t:;i~~::JteCJ.~Q,~ ,, >:. 

for ·do.ing :~so .:incai::par:ttcular ,ca1E>ce~, 

2·.:s •The ·!!!!!~£!! ·exa,minex; sbop.~q, i,niti,CJ.Ll:y, c:;?I!c~n-trct:ts~ .:aH~. sr~1'g~. 

effor.ts on the classification units in whi.ch the probability of .. 

finding highly relevant documents is greatest. He should i·.always 

take account of the search results already oJ?tCJ.itl.ecL in consic;ier;ing 
.. · ..,..,..,_ .. ,. -~ -- .. -- .~~ .. -" :.>·'~~·-· ·:.·-~~ ... ··2>E·-.!." 

whether to extend the search to other areas. 

2. 6 . · U'he search•/eXaminer.c ShOUld . continUOUS ly.,.ev:aluate., the , res.ul ts 
------ '.' •' ·•·,··'"'""~'• •,o•,,,, ,.,_,~,o,, ,.,.<'~;\..,._:,, ""''~,;-'_,'},>~ ·'~<<':~_,!;,,,·;:,.<;y;;'; 

of nf.s,search:~ and .. :if>p.ecEa;ss<;l.ry,r.!'!;~o:r;ntJ..+a~~~•:i~.£re,,§tJ.9~.rc.~.;;, PJ .~~e 
,· -. -.-,-," ... ~~. ~~~·-,.~· . .,. ... " ,,.''""'-""' ' .. _,.,_ -·-· -· 

!!!~!!;:a~U2!!!!!: • s.eax;cb; acco:rqt,ng:ly, •. , t ;t:P:~, ~e~~ci;:Jqr;>;·r?f,;;tl,l.r,1 1 

cl:asst.fication. uni~,:'-\tOi''Pe sea.t;~h.!:!d:.,c;>J: ttJ.l~};9,FPc~:i ,:£t:s "~~~ar.p~f~g3 ~, ... , ,, 
. . - .. . 

•therar.may>:a:l.so:creguiret:alte;~:.a,ti$:>n, .. ,¢iufj,n,g ·~~,;~~C\ffih01fls)<?:> CJ~Pc~~g"t?Pce 
of :intermed:i.at.e! resultS;·. obta,i.ned .• · .. · ·The search1 .eXaJ!liner sho.uld also ' ': "' -:-- ~ .,, ·'· •. "~ '• . ~-.\ ---'~--··<···" .-.·:'ii ,, ;} _,;_;.,: •:ti _.-;,_ ,;;., 1': -:~1:.-~::,Ji-.,J .:L··.:{ 

use: ..;li:l:.sr:i'3ud-gment., ::.tit:king :~n't2: ac;coUR~· .. .t:":~.~:U,l:.::I::'S;r(f1~i:t~~R:~.f::-"' .}~( t;c;\~;:;h~,ing 

at·:<any ltime;::during tpr::.;afterJ,t.he:iSYJ~t~t;:t,~~~~~~~r:·:nNrJ:P~f:;; ~f:::: r 

shoul'd•~approach•the:t':sear.ch '.AQCWlt~Ilta,g.ql?§ ;;~i~ ";5'9,f9~,,;,pi~l[;'E!;Ji~H·;t ~~~H:r, 

e.g. by ·c.dn.sul.ting ·doc,t:J;tnel},t~ C~;l:e4,ri:P, the .,d.escript,ion . ./~;f, dOCUII.\~nts 
. ;,.-.--- ., .. ,-.:·, '.,: "''·"~ :--:· .. :;.,_ .. ,-.- -.>·,- . .,' ~· .;,.;-"·.~.<" :_ "' .'• '., 

produced by the search or in a list of references of such 

dOdUntentS.r20.J?·.'Wheth~ c'he 0Sl\ould ~:i::;U:t;'n ,,,to do~~~n'Sa.t:ton .'?~t~:i.de .. 

that 'whi:ch is:·av:ail:allle in r:-t,he '$~arch: .£.ilefi>. 

2 .• 7 'If· no doCtllllents of, a mO:r.li! relevant nature £,or Cl.!:!se,~~ing 

novelty and: inv:ent.ive,; step ax;e ava:i,lable~ :~e. 2~2!~!! .ex~~,rtet; .. 

s-hould consider ctting any ·docum..ap.ts, re],eyan~ tp,tl;l~ ''tec;hn£>l:c:>gical 

background" of the invention {see_ C!l~p~er. III, par.a<Jraph ;3 .14)_, 

which h~ may have.noted during the.!a!:~!~H2~2! sear~h. Geilerdly 

speaking no special search effor.t wtll be '!1J1dertaken for this 

purpose; however, the ~!!!!~~!:! examiner may ex~rcise his discretion 

• 
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here in special cases. In exceptional cases an !~~~E~e~!2~e1 
search may be completed without any relevant document having ,been 

found. 

2.8 Reasons of economy dictate that the search examiner uses his 

judginent to end his search when the probability of discovering 

further relevant prior art becomes very low in relation to the 

effort needed. The !~~~E~~H2~.e1 search may also be stopped when 

documents have been found clearly demonstrating lack of novelty or 

invel\tive step in the entire subject-matter of the clpimed 

invention and its elaborations in the description, apart from 

~~~!-~~~~:!t~~~~ 'eire trivial or common general knowledge in the 

field 'un'd~'r'£2!!~!~~!~:€!2~· (All decisions taken by the search 
examiner during.the'internatidnal search relating to the 

restrict'fons on ·the scope of the search, as well as all temporary 

decisions concerning novelty, inventive step and industrial 

applicability of the claimed invention, should be noted by the 

search examiner and should be annexed to the international ,search 
report.] ( 3) 

3. Procedure after searching 

3.1 After completion of the !~~~E~e~!2~e! search, the ~~eES~ 
examiner should ~elect from the documents retrieved, the ones 

to be cited in the !~~~;:~~H2~~! ~~~ES~ report. These should 
always include the mos't relevant documents (which will be. 

sped1ally characterised in the report, PCT Rule 43.5(c)). Less 

relevant doduments should only be cited when they concern aspects 

or cie'tcii:is of the claimed inventidn not found in the documents 

, already ·selected for citation·~ , In cases of doubt or borde.rline 

cases in relation to novelty br inventive step, the search examiner 

should readi,ly make citations in order to give the designate.d 

Offices the opportunity to consider the matter more fully. 

3.2 To avoid increasing costs unnecessarily; the ~~~!S~ examiner 

should not cite more documents than is necessary, and therefore 

when there are several documents of equal relevance the !~~~E~e~!2~e1 
search report should not normally cite more than one of them. 

When more than one member of the same patent family is present in 

a search file, the !~~~;:~~~!2~e! search need not discover all of 

them nor need the !~~~E~e~!2~~! search report cite all of them. 

In selecting from these documents for citation, the ~~~ES~ examiner 

should pay regard to language convenience, and preferably cite 

(or at least note) documents in the language of the !~~~!~~~!2~~! 

(3) su 

• 
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3. 3 .r~~~'i~rJhe !~~£~g:_ex~~~!1;" shoril;~. ~.~i~~r~ the '!n!:~!:ri!!!:!9g~-~ •. 
se~rch repc)rt. (see Chapter X). . 

3.4 . It,Jnay happen qccasional;t.y, that after .completion of .an. 
-~/~~,~--~---·~~~-.?,_-·-~·:·*:-'. '.<·';., . .- .r .. • ,,_, .. ·', ··J. ;;.,:.·:f.:_;::·';_·.: ·. ~,~,- '·' ,; , ~:;;, ,.:·,J,. )'_.,,._.·,.·~-~ ·.• .. ~ " ~., 

!nt,£!1!~!2~!! .·.·-~e~;ch_ ·rep~;t: ,, '~*t1;l~,·I~t.~.t;"F~picmal.>~~at:chcil.",~if ,~\f~p~:u:.~i:;Y 
discc:ive.rs' further relevant 4;cwnent~ ::(~~g., .in a later :searc::b..,:l;flr:·::a 

re~la.t~;!Capplicatio:n) • 'fh~~~ sh~uld })e add~d ~o the !.n!:~;:n!!:!2n!! 
search.•repor.t up to the time that preparations for ita' .publicat'ion · 

-<---~~--"~-~~- --~ ·.~ "• .··~· •.. " -~--"".""''-·".0';.~/'1"" """"·····: ····"- •·. '··-···•>'•;;;• '><:c.-t-·.'·J.~ , .. 

are·con,iplete(i! _Thereafte;-.~ ·s'uqh later··discovered docwneni:;s:should 

beforoui;rn't' to the ·notice of:i,th~'dE!signated Office.vta~,thE! 
International Bureau by means of an internal conununication • 

CHAPTER V 

THE STATE OF THE PRIOR ART 

1. Prior art generally 

1.1 A claimed invention shall be consiqered to be novel if it does 

not form part of the state of the prior art as defined in~=:!:!!::!~ 

221~1-~n~-~£!_~~!~-~2· 

i;2 ·Th~'state of the g;:!!2~ a:t't shall be held to coi:nprise everything 

made available to the publ:ic by,mE!ahsof a'wiitten or 6ral ~!~s!'§~~;:~, 
by tis~~ '~r-1~ any other·'~'ay, befor~ th~ da~e ;of filing of the 

i~t~~Mtlon~l appU.patiori ·•· <~t~ R~le. 33.~ 1 {a), Cif!d c{J:>)) • ·. 

L~ :3 It is ~0 be noted that t-~~r~ ·:is no rest:d.Qtion wh,i:itever 'with: 

respect to- the geographtcai 't>i£cE! where, or the ii:mg~age or Xllc;u1~eF 
in which, the relevant information was made available to the public; 

also no age limit is stipulated with respect to documents containing 

this information. 

2. Novelty 

2.1 In considering novelty, the documents constituting the state 

of the EE!~!:: art should be c_ollsidered separ'ately; consequently it 

is not permissible to combine or mosaic separate documents 

together. 

(3) su 

• 
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2.2 A document t?kes away the novelty of any claimed subject-matter 

derivable directly and unambiguously from that document when considered 

in the light of common general knowledge, including any features implicit 

to a person skilled in the art in what is explicitly contained in the 

document, e.g. a disclosure of the use of rubber takes away the novelty 

of the use of an elastic material. 

2.3 A prior document should be construed only in the light of knowledge 

available at the time the document was published, and excluding any 

knowledge subsequently discovered. 

2.4 In considering novelty it should be borne in mind that a generic 
--···-··--·----· -··-

disclosure does not usually take away the novelty of any specific example 

falling within the terms of that disclosure, but that a specific disclosure 

does take away the novelty of any generic claim embracing that disclosure. 

3. Prior art, - oral disclosure etc. 

3.1 The PCT B~gg!~~!2~~ according to Rule 33.1 (a) and (b) recognise oral 

disclosure, use, exhibition, etc., as prior art only when this is 

substantiated by a written disclosure, which may have been published after 

the filing date of the !~~~r~~~!2~~! application under consideration. 

4. §E~~!~!-~~~~gQ~~-Qf_~Q~~~~~~-~2-~~-~!~~~-!~-~h~-!~~~E~a~!Q~~!-~~~E~b 

E~EQE~_:_2Q~f!!£~!~g-~EE!!2~~!Q~~· 

4.1 ~~E~-~~-~~~ES~-~~~~~~E-!!~~~-!~-~~-~~~E£~_!!!~~-~~-~EE!~~~~~2~L-Q~ 
E~~~~~L-E~!!~~~~-~f~~E-~~~-!~~~E~~~!Q~~!-!!!!~g-~~~~-~~~-~~y~~~-~-2!~!~~~ 
EE!QE~~~-~~~!!~~-~~-~~~-!~~~E~~~~2~~!_f!!!~g-~~~~-Qf_~~~-!~~~E~~~!Q~~! 

~EE!~£~~~Q~-~~~E£~~~L-~~~-~~!S~-~2~!~_£2~~~~~~~~-E~!~Y~~~-E~~QE-~~~-~~~-~~ 

e~~~-E~!!~~~~-E~!Q~-~Q_!~~-!~~=~~~~!2~~!-!!!!~~-~~~=L-~~=-~EE!~S~~!Q~L-QE 
E~~~~~L-~~~!!_e=-~E~£!~!!~-~~~~!2~~~-!~-~~~-!~~~~~~~!2~~!-~=~E£~-E=EQE~_fQE 
information (PCT Rule 33.l(c} and Section 508(b} of the Administrative -----------------------------------------------------------------------

5. Date of reference; filing and priority date 

5.1 Since the International Searching Authority is not responsible 

for the verification of any claimed priority date (which 

in the examination stage takes the place of the filing 

* This text, proposed by the International Bureau, would replace an amended 
version of the text of the EPO Guidelines proposed by two Authorities 
(JA, US}. The amended version of the EPO Guidelines reads as follows: 

"4. Prior art 

4.1 There may also be applications coming within the "intervention 
period". Any of these which are present in the search files should 
be noted and mentioned in the search report for information (PCT 
Rule 33.l(c})." 

• 
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date for assessing prior a1,;t and deteqtining prE;19~dence), ~he 
-" ·:: _./·'.~ ''i ·:_~-~ .. ,.,;,~-,-~· .. ',_,._._)·.:,: -·. ,.,.- ; '·"< f . _.,. ' •· :: :---.·-. - :: ' - . • • 

basi; .;et~r~E7~ lia:~"·~~r t~7. :!:!!~~;:ne,~!g~! ~E!~f~l'l, m~.s~ be i;_a~.a~ 
as . the. !!!~~~!!!!H2.!!!!L~~!:l:!!SA!!~~ of the international application 
as accC)rded by t~e ·re~i:?iv:f:ng. Office (~C'l' RiJle :p. i ,( ~ )J . 

. : ~ ...... .~. '--:--~~-' ' ·.,,:·_ ..... · .... :.·.':~---:::·':~ -·~·:·.·-""'·''i·":-·'·,· ' , ..... - :. .•·' ... ,' ,_., 

' . : -~:-~;{._. ,:·~,' '{· 

~. ~ .· .• 'l'~~ rnS~~n~t~onq~ ~E;~~t<;:~ing- ~uFbC!r~~Y "fi;l.l, ,tne];~fo+e ~nc;:lu<Le 
d~.~uci~~i.~~·~~i~~.~~1.i• ,c .... •· . ·~ .••. •·••·• ,·~h.e .. · ~~~b~~;~~,:~~~.e.~~r ••. 1~-~t~.~ ··.···~·~~·····.~~~."·· .. ,: .. 
f il~J!9 'li~Wt,~ t~~~. !~~ , ~~l ~~.~7:,t~:~.~~·~IJ·· .~~~tt:•.·?-~P~~.c!ml:~~t:~:l}t· 
and ·.t~e~~··~~st··b~·:_ta.'Ei'ri .f!· ·· q~ J~uc.h.tn.·tb,e •internat:i;onal.sea:x::ch .. . 

r~porf .:· '···F~~ i~~hti;f*1• .·· .. f~~~~·;·~~·~~~ri~~"rt~~~~~rA~~;~~~i'Jh~i .. . 
applicat~o.n: .. ·.nas .···mo~e:· · .. 1;.~?lfl.· ...•. one . ~riqf~.~.¥.5~~.~.~ .• · ..•.. ··~~: ... :·~.~;~~ .. ~;;~,i,=~·~'· .'''. 
to bE;! ap~li~d for 'thie; purJ?~~~· . wlie~' d~cidi~g· wl1:tC,6'' 4';;qtl,me~t;·· to 

s,e~!c~ \fo~.:>~it;•i~"i?,,:€1le~ -i~ternatipna:l,···'·f!~arch· ,l."~fflrt; 1>,the ·se~rch·· ;· 
e~~~~e~ .,~i{i hav~· ~~: .. i;·~~;;7';~~~i~;,;;~~~~e~, a~d :shp~l~ pr~:~;;~;:;, , •. 
choosei~n.y~l.lblisped bE;lfo;~ the date of priority. Thus for example, 

~hk:t'E7· tp:~fe: .~:r~ t~o, ~~1lrl~y ;r~l~Yan't docUI!le;nts one publish~P: .. bl;lfore 

.the. d~t.£l of ,pdof~ty <111d 't;he ot~E:ar qfter that £late but l:>etO,:t'«7v't.h,E:!. 

!~!;~;;~~h2~!!·!~~!!!~g_!!i~~ ~,.he ~h~uld choose th.e ~_()rmer ( se~ Cha~~er 
IV, paragraph 3.2). 

5.3 It·is the responsipilit;.y of the designated Office to check 

whe'!:her and to What .ext~nt the priority claim is justifi19d; 

ther~fore the ~nternat.i.onal Searc~ing Authority willnot check 
,. • - '' ~ -~ ' ! ! -< ' - ' •' ' • '' ' ' ' ' •• ' ' • ' ' ' ' • 

'Whether tl;le contents of tpe lnterna'l:ional application correspond. 

to those' of the. priority application (s). [Nevertheless, ctOCUI!\ents 

showing th~t. a priority .claim m;ight not be justi~ied (e.g. i'l.n 
;· _", ', " j ) ·. •' ' ' -.•· - ' :•. ' •· . ' 

earlitar iiJ?l'lication w: J?at!:l11t resu;Lting t,herefrom, l:>y the same 

. apJ?lic~nt .i~d+c::atin<J, t}l~t ,~he apJ?lic~tion from which. priority .. is 

cl<li~ed 'may n;t. be .·the . fir~t application . for , the :invenUon 
•, -, ; " ' '! ,'::· '·';• ," '•·''A " ,'_.,,;,',''' ,.,' • 

concerneg), should .. be. d:r;awn. to the .atteption of the Internat,iona~.· 
i '"e· .'"-' ;. ;' ,' • ~.~ ; ,: ' ,< 

Bureau. No f!pecial search peyqnd the filiD:g date of the ,:J:!!:!:~:£!!!!!::1:2!!~! 
appi,i~ation should no:rmally be made for this purpose, except .when 

th~re is a s~eci~l re~~ont~ do ~~. e.g. when the ~;iority ,.. . 
'·. {' '' I "-, ,. •- , - ., -, 

application is a "continuation in part" of an earl,ier application 

from which no priority is claimed; aiso sometimes the country of 

residence of the applicant being different .from the .country of the 

priority application may be an indication of possible lack of first 

filing, justifying a certain extension of the ;!;~~~~~~!:!2!!~! search] .( 1 ) 

5.4 The !n~~£Qe~!Q!!e1 search will not normally take into 

consideration documents published after the !n~~!::Qe~!Qne1 filing 

date of the !n~~EQ~~!2n~! application. However, some extension may 

be necessary for specific purposes, as is apparent from Chapter V, 

paragraph 3 and Chapter V, paragraph 4.1. 

(1) us 
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5.5 Certain other situations may occur in which a document published 

after the !~~~E~~~!2~~! filing date is relevant; examples are a 

later document containing the principle or theory underlying the 

invention, which may be useful for a better understanding of the 

invention, or a later document showing that the reasoning or the 

facts underlying the invention are incorrect. The international -------------
search should not be extended for this purpose, but documents of 

this nature known to the ~~~~~h examiner could be selected for 

citation in the !~~~E~~~!2~~±-~~~~~h report. 

6. Contents of prior art disclosure 

6;-J;--~~s-a--general rule the International Searching Authority will 

select for citation only documents which are present in its search 

files or which it has access to in some other manner; in that way 

no doubt will exist about the contents of the documents cited, 

since the search examiner will generally have physically inspected 

each document cited. 

6.2 However, under certain circumstances a document whose contents 

have not been verified may be cited, provided there is justification 

for the assumption that there is identity of contents with another 

document which the ~~~E~h examiner has inspected and cited. For 

example, instead of the document published before the !~~~!~~~!~~~! 

filing date in an inconvenient language and selected for citation, 

the search examiner may have inspected a corresponding document 

(e.g. another member of the same patent family, or a translation 

of an article) in a more convenient language and possibly published 

after the !~~~E~~~!2~~! filing date; also the International 

Searching Authority may assume that, in the absence of explicit 

indications to the contrary, the contents of an abstract are 

contained in the original document. Also the ~~~E~h examiner should 

assume that the contents of a report of an oral disclosure are 

in agreement with that ~!~~!~~~E~· 

6.3 Before citing documents in a language with which he is not 

familiar, the search examiner should satisfy himself that the 

document is relevant (e.g. through translation by a colleague, 

through a corresponding document or abstract in a familiar 

language, through a drawing, or chemical formula in the document). 
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7. Matters of doubt in the state of the art 

7.1 .Sl .. inc~~ deci~~pns .\'fi.th I;!'lspect; to noveltX az:e. not the 

ree;pollf>ibility .of t~~ .}qt;!;!rnat+onal ~eq,rchin~ Authority but of t:R-.e 
designated ·OffiqE!s,, th.E! +nternati.onal. Searching Authoritie~ should 

,. - -, : 'y ' .··: .', , , ' ' , ,' •-.. ; , , , :' .; _· ·,,,., - • ~ , , , - ::· ' :., , ; ' '· ' \• , , ', ' , , , ~- - ; '. • ;. .- • , , , , _.• I 

not discard' doc~ents because of doubt as r7gards for examglE! .tJ1e 

exact date. o:f .publiqation or public availability, .. or the exact 

con:~E!.llt;~.R;~·.~W·or~;L, 4,i,sc.~~ur,e, .~xh.,tpit~on ·!'l~9:··• 1;9 w11ipp,, ~~. 
do.cuments.m?iy .re.f~r •.. ,;.';l:':tle ·l'nternational .. Searching ,Authority ,.~;ho\.\ld 
· · " --~---·: .: :"'~·-':.~---~,--' !·:' :::· ,"!.-:·~;-;~:"·? :·.-·::· _ ·: ~- · -~">·:';~';:_:-"""··~-f.f:-..<·i-~--:;~-...._:·-"./' -. :0-.~~ :;-· ·'···L~> .. :o;:.:; -~·- 'J~ -- .: .. <"'i:. ·. ;o_:: } ,,_.: .'· ··:::/·'"".-·::.·< ~- ::--' •::~·<<~~; ·:' ~>? ::."";·::·,:c._· . . : .... ,-- · > _ ... '"'·'::._.".1)-' .. <";• . --~,.::··t·.:-f• __ :: -. : .•-~·-._;/: 

try tOcJ;"emqv:ewhatE!V:er,qpuht,I\lay exist jand,~hould cite the.documents 
•'· '.·.' .:, ,...- ,-·_--1 -~:,-_ .. -~~--· _.:"·:_;c·:_:.<-.·~1,<·_-. .f~"''.-- · ... <:··:.' ;· · ':.:'\·.··, '/'•- . ":.-<::.-·- '· - .' :-" . '_·" '\~ \:- _·: :. · .· ·· -~d '_·:~·\_ - .·. --~< :.'_.· · /,, .~_:.•';'.o{_.,;::J /.:',\'.',~' ;';_: ; 7,1: {_ ;; '-

COncE!J;"J}ed . ip. t}J.e .lnte:r;-national .search rE!pprt llllle;as the :¢lo~bt .. ~.s. 

remq~-~~ ~~·· ':~~r; •... {~.~;;;;:~~~~~:;;;;;:~;;· · add~tl~~~J..do~~e~ ~~- ;~r6~lc\ing 
· ··. ·:~-~ .. · '_Y:-';·:·.-~ -.', ·._ .~ .... ~- ~ .,_.·, '0:'::']I ·. _- ._: .. · :' -'_ ,, :.: · :- : ~:~·;·":"':-?~< :· _·, . .' :-? ·'._:.~_~:_.,_ .. ·-~ ~- ·· .. ".:·.: · -·:.-.:_·.· ... ', . .'·.'. >; :, __ ·_-_'' "' '{'- .. · -: .. " _· • -~--(':~!. '"" ·- ... · ·<:- ·{·"· • .·:· ·_ ... : .· ::. ·t.' .. :·. '" .. :_"··:· .. --· ··. :.·· '. ----~- -". --~.- : \: ,-:· _:, ;' 

eVidence in:tl).~ ~tter~ },)r/doi.iht may, he cite4~ .. · CC::linments. on these 
' ' - ;_ • • . ' ' ' • • ; ' " " - ' "· - ' ! .. , ' . " ' ... '•' .... ', ' ,.;, •. : . ",... , ' 1 • - ' ' • ' --- ~ • ' ' ·: " • ' ' :· :· J• '- : ' • " ', ' ' ~ ' ' ' ' ' " : ' ,, ' - ' ' ' ' •• ' ':' '·' ' ~--

documents, as well as citation of docl.llllel}t.ss~or ~hich greaMr 

doubt remains, should be mace in the !~~~~~~~!Q~~! search report 

citation page. 

CHAPTER VI 

INVENTIVE STEP 

1. An invention shall be considered as involving an inventive step 

if, having regard to the state of the art at the prescribed 

relev~nt qate, it is not obvious to a person skilled in the art 

(PC':[' Art .• 33 (3)). 

2. In evfi.luatinc;r inventive step the designated ~ffice will have to 

consider thi~.in relatipn frO all,aspects of the claimeq .invention, 

such as the underlying problem (whether explicitly stated in the 

!!!~~~~~~!~!2~! appl;icat:i()n or implied,>,. the ins:i,.ght uponwhiC:h the 
solution relies, the I\leans constit~ting the solution, and the 

;~· ' .--- ' ' " . ' ' ' .. - ' .: ' _,' . •' '·'" ' . . ' " . .- .. ' ' ' ·: ' . 

effect ,or results obtained. Therefore, .the !!!~~!:!!~:!:!2!!~! search 

will take all these aspects into consideration. 

CHAPTER VII 

UNITY OF INVENTION 

1. The international application shall relate to one invention only 

or to a group of inventions so linked as to form a single general 

inventive concept (PCT Rule 13.1). If the International Searching 

Authority considers that the !~~~;:~~~!Q!!~! application does not 

comply with the requirement of unity of invention, it must search, 
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and draw up the !~!=!~~!!~~~! search report for, those parts of 

the !~!~E~~!!~~~! application which relate to the invention (or 

group of inventions forming unity) first mentioned in the claims 

and those parts of the !~~~!~~!!~~~! application which relate to 

inventions for which additional fees have been paid (PCT Art. 

17(3)(a)).· 

2. The International Searching Authority will inform the applicant 

of the lack of· unity of invention in a communication separate from 

the !~~!En~~!2B~! search report. The other invention(s) or 

group(s) of inventions will be searched only if the applicant 

pays the additional fees. These payments must take place within 
a ··periClcr··to----b-e~-s-et by···--Ehe ·tn~ter-nati·c:;-n~a1 ·-searC-hii,g Autho'rity 

(PCT Art. 17(3) (a) and Rule 40.3). 

3. The applicant may protest the allegation of !~2~-~! unity ~! 

!~Y~n!!~~ or that the amount of the additional fee is excessive 

and request a refund of the additional fee(s) paid. If the 

International Searching Authority finds the protest justified the 

fee(s) will be refunded. (PCT Rule 40.2(c)). 

4. From the preceding paragraph it is clear that the decision with 

respect to unity of invention rests with the International 

Searching Authority. In particular the International Searching 

Authority should not raise objection of lack of unity ~!_!~Y~~!!~~ 

merely because the inventions claimed are classified in separate 

classification units, or merely for the purpose of restricting 

the !~!~E~~~!~~~! search to certain classification units. 

As indicated in Chapter VII, paragraph 1 the basic criterion for 

unity of invention is the presence of a [common] (l) (general] (2) 

inventive concept. Consequently, the mere fact that an !~!~!~~!!~~~! 

application contains several independent claims of the same category 

or claims of different categories (related under E~! Rules 13.2 

and 13.3](~s in itself no ground for objection of lack of unity of 

invention. 

( 2) 
6. Rule 13 [.2] particularly specifies certain combinations of 

different categories ~!-~!~!~~ that should not be objected to on 

· the grounds of lack of unity. 

(1) us 
(2) JA 



) 

CHAP'l'ER v:n. (!continued)~ 

Lack o~:c.nnilt1f of ~!I!~?~ :m(!:I.P'i:a~~o· ~~t;:~~~!n"·<f l}~~~.~~·F~~.~O'. 
Where~ the:c:iaim. con~ns al.terliative&~V.rHeli'"are · 'no€ :iiruiidf·'hy··ct··~· ·· 
'!:i,l.iiq:Ee' ~ial: :iinv~nt::ive::cdxtc~pt; :t:~~ ol:!ljecetott,a$ t.Qi:~~a~~ g~:,,1;l,ll'~~~ 
o_f_·~-· ·.f_'~en_t_. :fto_'n_•;:shbu]d\'l:l~icrais;...:r; •... r.;-, ,, ~ ;(.)~'.:l%} 

;A' 

a. obj;eS.~frSn dE:Jjacf€:Jafl.:rw•uitlf ~!::!~..!!!S£g!!!:~131hxu;lt:liino~I!'}~M~:r,irt. 
because a ~Sr~~~ :eo~ti.ilns"a. n~~t:;:~6f:. h::ddi~~~i01~a:~.e~&'if~~)f, 
combina:eJionY ~en· .t'f e!lese. a:;rE!, unre•J::a~ ~see ~hap:t-er :r:x:~. paragraph 
3f~¥~/r)~~:i.t~;<t 

. . t:~j~~:~~:·~: t}::~t~~ft~2·~!i£~.. . 
g; •. Lac;:k of:. ~i~ of:; f~v~nUc!l%).1• ma~l~l:Je~:;d:£rec;eiyqevfd'ent ~'~ P.lf:i~ri":i11,)c;1:,,,,,,iY-

i..e~ .bef'q;~ c:ons:.f<\~ng;J:h:e: c;I~£~~ .:ii~ i~·Jl~-;rcw~ :t!:l· e;~y !2:;!#· .. ~;~~ 
or maif{6niy · kl'e9()til~~·a2pill:~irt·1.!fafpo~~rlorU ~,., x..~i:t af,~~~.i> t~jlp~~~, 
prior: 'afti: Irt£o~ t6nsr:ta~.at:ion; · ~~91'~· • a:,,doctunent:a:t:sr~'Ov::~r~q:f:±~:~the•,:, . 

•-'Y'j~ *<H_,., ___ ~- '>;. '0'•;,.. ~-c \' ,c ''• .. ' ""' * ·~ •'-f "-'' :t' '• ,{,.-

internat±ona] searcfu shows that•.there:±s:·, lack,· Pfi•llOVel:'!:YY it1>, a•main 

~.~~~~ ... ~i~;!~<t ... ;~::.~~.~~~~. ~~~~~;~~ .... ~.~~±m: .• ~!~~~~ ~.,~i~~~tc.~'>r:···· 
t9:enetal:.,a;'' · · .14 inveli•fi,,'~t.E!e1:eottt:~pt%::"'''~Titt~·th±s..· case6tiie.% ![n't;:Ei::!=Il?t:f:p*'~;'lnc: ·; 

search.fngf iuthdrf:ty may.'' raf:se; 'the: ab:j'ec:tipn: .o.f' ·la~k~ p$: u!!:it~· .,o.f,',,f~yention 
. . ·~ 

anQ!.:Jandt .. the? .:Seai'ch' (eo· the• invent±ore·. tor. group:, o,f !1\v::e.~tW.It~~ .. ~if:~· 

ment.ioni!Cl' fi"J:, -these .. t:feperld:ent;J::Jiafms:, . if noo ad9'itional, se,~;s::p.,(~~ . 

is• ··J?aiid'. · · . ., . . , . 

IO ~ Where the search: examiner f'ind!s: a·. s:±:tuattOn. of :.lack. of un:t,t~ of 

:in:vent:l::on ·•to'' ex!st:, . reasons ''.of!3econ:omy may .make .i.t ... ali vi sable to .· 

search tl"u! add'.id:Ona:l- inveritiottfs~ .together. wj;,:l(;h the '~nv::~ntion 

ment'::f.oned . first m the d:llct.tms". ::tnt! the: . cl:a:sn~±c:~t,iqn rJlll~ts; ,, 
consul: -ted for the latter fnvene±orill if 'th:d!s· ta;>kes; I,it;.:!:;l!e' o:r,.!l(;)l, 

additional: search effort~ 'l'he' !!!~~!:!!!~~~£ searca for such• 

add.:U:l.onal ~nverit:lf9iiCs} d:Ell -th~/.have. tdcbe·. compieted! .. din any 
' '' ' ·~ '"""' ... , .•.. _ .. ,, •..•.• ·"'::---~"'~'~·;l,'~~h.---t.~_'-"''',tt.~:"''-#{,.ty',,..,...,_, ' -~; ,1;.;:: ·~·- "·'~ .•• 

further class,fffca-t:ion uni.ts wh:i.ch raay,· be· relevant~ 
·-., 
!• 

n. Occasiona:Uy :in cases: of Jlack c:)f: un•fty !:?!_!.!!!~~!~!!:· especial.Iy 

"a posteriori"',, ehe. searcl'r'. e.~~er: w±J,l: be able to. Inake. a 

complete !!!!:~E!!~!~~~i-;~~rerr 'fb~: 'l:i~th~ or "a;fl: inv~J~~~' w:i th 

negl:Lgible . add±tion:a] work, in. particu:);ar ~h~J'¥, .Ue ,fllcyenti.ons are 

conceptually very cl.ose and none o'f them requ.ires; search in 

separate class .. :tfication units. rn 'those cases,. the !!!!:~E!~!:!~!!~b 

'search for the additional invention(s:) should be completed 

toge-ther with that f.or the .. invention. .first mentioned.. Ail resuLts 

~ sl'louid then be. ~ncluded in a [singi~J(;~~arch report, and no 

objec.tio11; of lack of unity Qf_!!!'Y~!!!:!~!!. should ordinarily be 

raised. 

(1) us: 

(2) JA 
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CHAPTER VI II 

SUBJECT-~!!~g§ TO BE EXCLUDED FOR THE !~!~~~!!Q~~~ SEARCH 

g£! Rule 39 specifies certain subject-~ett~~§ which need not be searched. 

(The search files need not, and in many situations do not, contain 

such subject-matter, so that a meaningful !~t~~~e~io~e! search 

therefor is not possible and a declaration to that effect takes 

the place of the search report (PCT Art. 17 (2) (a) (i)) .]<1 > 

This situation may also occur for part of the claims, in which case 

a partial !~t~~~et!2~e! search is made, and the partial !~~~~~e~!2~e! 
search report is then supplemented with a.dEaq:taration. 

3. In ·cases of d6ubt the International searc;;:h:ing ~J-1-tl:)o;ity should 

carry--out the' !~t~~~2H2~e! search to the extent that this is 

possible in the available documentation. 

4. A fui'ther situation where a meaningful !~~~~~2~!2~2! search is not 

possible or only partially possible, and where a declaration to 

this effect may take the place of or supplement the !~~~~~eH2~e! 

search report, may result from the !~~~E~e!!2~e! application 

containing obscurities, inconsistencies or contradictions to the 

extent that it is impossible to arrive at a reasonable conclusion 

as to the scope of the claimed invention. The International 

Searching Authority in these cases [may not suspend the search, 

ask for clarification, and after receipt thereof continue the search, 

but](\bould make a meaningful search to the extent that this is 

possible. (PCT Art. 17 (2) (a) ( ii)) • 

CHAPTER IX - INTERNATIONAL SEARCH DOCUMENTAT.ION ------=-== == 

to be included later (see PCT Rules 34 and 36) 

CHAPTER X - INTERNATIONAL SEARCH REPORT -------------
to be included later 

CHAPTER A - B 

EFFECT OF !~!~~~!!Q~~~ SEARCH REPORT 

Y.l After receipt of the !~t~~~et!Q~e! search report the applicant may 

amend the claims before the International Bureau (PCT Art. 19(1)). 

The amendments shall not go beyond the disclosure of the inter­

national application as filed (PCT Art. 19(2)). 

I 1 \ TTC 
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in$~~~~nt·.~·~:t ':i.h~i':'the( s<;!:i.e~~ist,l'tenginee:b>,or,'ic 
.z:_,4._-. ~-~~~ :>..~(~-~·0".r~i: --. : _-.-,:~t_~~: !~~:~1;~-;\~~~ :·li . -·:~:~~t,sf:-\h. :~ (1 @'Y.¥~ti:· ;)?,; ·::. L<· ~- ~: "t ;i<'0:iJ'Ni~?-~~th>. ·f'_, 

d'·~'~'~.:.·;.ttr.·~.·~~r ............ ;·. . .. . :o:;~~~~~f.~F x~.~,~~*f?fl1. ·:+.:l~t.~;·r,fr~d.r<U . 
s.l;l.ould"tiin par. :t 'Xita:ft~it sstol:e tf(j'ca'lisess'~•~nef:ne'r>tlie.:r·e';i:£'S.:' . 

,_ . ·:_ -~.:~-~'~ <··. _ ::-.·,_ . _,_ -.·: _ .. ·. ~,~:._'-~;~1_;t..,.: -~7 ;·{<<>;:_·, ti<>-~_};_tJ:~_'':,~:~.,_ t5~;j.< .:~~!~:.:· ,_ ~ -~t-Sv;; __ ; -~ .. -~i. ';) ·_ ~~~~\\~\:~_j -5~:, ~-" ::-<_.· --. £ _~ _;:\ s.;.f ,~. t·'-:: ... ·r;>~. 12' 

neeq for cons~l,~;lng th~ ;!.;ni;ern!ilflP.n~~l, 'CI;1?P~::l~~f;;;l~.!l .;i,t~~tE•;.i(fft£:1,;p..r;2 
Rule 8,3). ·, {n· , :·:) .. :···<· .,,,, .,,,., 

' .,., t,:!~ ~-. 

3. T}le~'llhsttac~~:inu~( .fiieet ~t:ne'?~f:tuirements of.' PCT R.ul1e 8 aha bf' '· 

!:h~·~9yig~J:1n~'~ji2'f~~~~e~t~r~~;~~!2~~~¥~~9·~~~j~~;~~29~~~~~~~it~; 
!£QlYLJ:QL· ' : ' : .·. ' 

4. The !~!!:Sh examiner should consider not only the te:Xt of the .abstract 
but also the selection of the figures for publication with it. 

" " ' > " • :_·' ''"'"''~ .-.,~·'··::--~·: .' - -'~ ... _.·~- '<' •' _'" ., .... , •• :,.:,,,. ·-:·"· -,~ -._-. ,_ ... ''"'··· ••• :·' -,' --.--!. ;.,,. -:' j:'' _, !- ,, ''''"·~:·-~'-'"'~-- :.:··:---:.:-.,,,.~.,:·;_.,,..~'-"":~--... , .. :"~,,.. . ...:.,:, ~-~" .;,._ ······-~ _; -~ · ... ; -~, "'"'' ~-- .;,,,;,, .• 

He should alter the te~t to:tha'exte~t"that this may be necessary 

in order· to meet thE!.· reqti1_£~tiMri~\; ·;s~fl;t8\lts~'':i.'r? ~S'£ . Rul.e 8 • He . may 

.select':ta diff.:rent. cf~gure,{ror, fd.guFes;,;~frJ~he. :;dra,w,ii1CJ~ ,,it,,~he, . 
,ciph's:iQ.e':i·S.· 1thl:l:~ ··ttli1~y ·tteilt.'~ei' . . '·i,, rterrr~~·~tw~~·•irlv~nfl'ori' .lind ··'nt:it~ <~&t 

", :-.-~ t:" ·:·~!' .__,_ : ~-.. _.-~- . ::.;·; .;_ :_ ~, , . _:::', 2'_:., :' ~-_-:'~-: ~-f,_:~--.: <..Fhf""~-~~ :,:_-.\"·>:-:i~f: -· -·:" - f'.'.J· «:·. -$<'<~r~~~;~ ·:: ·,~.J, '_ . :~:· . .;;~· .:::r Vt. T:t. : ... _: *- ~/·: .;~~~ .1"t}':·~':_-. . :":r-~·(':'~ 
in ~h$ ''~!f~!~~~~!gn~·! :~~~r _, :~, -~~;r:·~; l~~~ !:iiqle :ctl_~··~H ~>. :,:In,;;~~~~~mi'n!n~ :':;n 

. tt}e cieif£ri'ft£v~ "'~C:lritti!H€ ·d.'£ · £11 'f"ilt~efa.dt: ' . t.ll:e('·§eafcK1~xallt£nii!J:.J snaurd. 
~,.:-·v.,'?:.f:·~--/~~·:_, .·- .,. ·t:-:-::>_£.ilPlt"'-'_ <.,.'-:J ··s-~.t: :x ·-:~r--~_~\.)~rtv~-~-~-:·.·:::··~~'-:·_;-:} .. I -~~--~"'-:~~::t nr;~:?~-r;T~J.:•: __ t -:\~ :~J_. _-.<Y:: · .. -.~;t~:;r, 7~_;1:·-.b;~.::<::: 

concentrate ;_on. J::Oncisen~ss·. an~ .. c;La.ri ty ,·.'and ~re~iain fr()l!l ;:l,ntf(Xlucin.g 
~ltet~u6~s n\E!r~ly for '-the ·i)fir:t)<S~e~'of···etitb~liisn±ug -the ianguage·~ 

,.\,.~ 1_-'i.' \;'tl·;,!''··~ .• ,:-:' . ··:,.:;·_:~:.-~:.:•:-7::.L:.~-;..~'\r';_"·, ·--~·-.. -~:"•·:::<<·:: -~_;.·"''"j .:. •. \ '· ... _;:,,;.~·i 

[End of Annex A, Ann.ex B follows] 
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ANNEX B 

COMPARATIVE ANALYSIS OF PROPOSALS CONCERNING THE DRAFT GUIDELINES FOR INTERNATIONAL 
SEARCHES TO BE CARRIED OUT UNDER THE PATENT COOPERATION TREATY (PCT) IN CASES WHERE 
THE PROPOSALS INVOLVE DIFFERENCES IN SUBSTANCE OR WHERE AN ADDITIONAL COMMENT IS MADE 

This Annex sets out the responses received from the Patent Office of Japan 
(identified in this Annex by the code "JA"), the State Conunittee for Inventions and 
Discoveries of the USSR Council of Ministers (identified in this Annex by the code 
"SU") and the United States Patent and Trademark Office (identified in this Annex 
by the code "US") (referred to in this Annex as "the Authorities"), whenever the 
proposals contained in the responses present differences of substance or where an 
additional cornn1erit is ma,de by the International Bureau. The responses are followed 
in each case by a comparative analysis prepared by the Internatiol').a,l Bureau. Each 
question dealt with has been given an item number against whicb is shown the 
chapter and paragraph of the PCT Guidelines· in· which the question arises. ·The i tern 
numbers correspon<J.with the numbers marked with an arrow appearing in the margin of 
the PCT Guidelines. · 

Responses 

US: 

JA: 

3.. The se.a:rch is. essentia,lly a documentary search in 
a document collection that is. systematicaliy arranged 
(or' otherwise systematicalh:y "1ccessible),A according to 
the .~ubject-matt,er contel'\1;:.!0 of.th~ document!;. The!Se 
are primarily patent documents of various countrfes·, 
supp'l:emented'by a number6f articles from periodicals 
and other non-patent literature. 

properly 

fbr search 
purposes 

properly 
3. The search is essentially a documentary search in 
a document coll.ection that is, sysLemaLicalh arranged 
(o:~: othentise s:ysterualically accessible)11 according to 
the ~subj ect;.,.matter contents .of the documents;.. These 
are primarily patent documents of various countries, 
supplemented by a number of articles from periodicals 
and other non-patent literature. 

for search purposes 
(PCT Rule 36.l(ii)) 

Comparative Analysis 

The responses set forth under Item l: above (dealing with the .doc.u­
ment collection used for s7arc11:i!].g) indicate that the practices proposed 
by the Authorities are not necessarily consistent in that one Authority 
(US) defines the document collection for international search as "·pro­
per~y systematically arranged (or otherwise systematically accessible) 
according to the subject-matter contents of the documents", whereas the 
other Authority (JA) defines the document collection for international 
search as "properly arranged f.or search purposes". The latter response 
is framed in terms of the specific requirements of PCT Rule 36.l(ii), 

[Item 2 follows] 
• 



Responses 
' I 

us: 

JA: 

SU: 

.Er::rl)'lCDtJlT:1 a' :N 
Ann~%~, i,ti:ageo ~;'; 

by 
an ·ef'fecti.ve ·. 

provisional opinions 
.:the Examining Division 

1. 'lhe objective of the search is to discover re­
levant pri.or art concerning the claimed. invention. 
Relevant prior art shall consist of everything, 
which has been made available. to the public any­
where in the world by means of wr·itten disclosure 
Uncludinq drawings .and other .·illustrations} and 
whi.ch is capable of being of as,~f.stance in de­
termining that the .. claimed· invention is or is: not 
new and that it doe.s or does ncit. involve an. in­
ventive: step fi.e. that i.tJ:s,or is not obvious), 
provided tl"tat maktngavailable to the publ:ic: oc­
curred prior to the international filing date. 

2... 'rhe search should bed~r~~::£ed to revealing the 
prior art which is. relevantto,the claimed inven­
tion and the. subsequent selecl:ion of· the restricted 
number of references to be ineluded in the search 
report. 

3.. In the first place, dur:tg~ the search, it is 
neces.sary to reveal. the docum~nts which might re­
quire restriction of the claims filed by the ap.­
plicant~ If, during the sear~h, such documents 
have not been found, it is necessary to select a 
restricted number of documents to be included in 
the search report which reflect the relevant prior 
art and which. allow the formulation of an opini.on 
on whether the claimed invention appears to be 
novel, to involve an inventive step,. or to be 
industrially applicable. 

4. The international search should be formally 
separated from subsequent examination. During the 
search, formal. conclusions concerning novelty, 
inventive step and industrial applicability should 
not be made, but the documents found as the result 
of such search should provide a basis for subsequent 
decisions on these questions. 

designated 
Offices 

• 
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Comparative Analysis 

The responses ·set forth under Item 2 above {dealing with 
search examiners forming provisional opinions for the purpose of 
assessing novelty and inventive step) indicate that the searching 
practices proposed by two Authorities {JA and US) differ as to the 
forming of provisional opinions by search examiners in respect of 
questions of patentability. The response of the other Authority {SU) 
although not specifically referring to the provisional opinion of the 
search examiner with respect to patentability, could possibly be in­
terpreted as contemplating a provisional opinion. -The response·of 
this Authority {SU) reiterates PCT Rule 33.1 for defining.the ob­
jective of the international search and also suggests restriction 
of the number of references to be included in the international 
search report. · · . 

[Item 3 follows] 

• 
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ltem 3, Chapter lU, paragraph 2.1 :: ,sc~J?e pf tpe in1;er,national SfC!~rch, ;:-. . , .... 
uHlisatioi1· 9f seiirch .tiJile .to' retiuc;:e' to a minimum ~he p~~s:j:bil.ity:of. faJ.lin~ · to ihsco'ller exls'ting 'high'iy relevant prior' art.l 

Responses 

US: 

JA: 

SU: 

2. Scope of.the search 

2. l The .za; oeseit<'j\:;·ii,~Cfj.:~;fi -.~s'sf!l)t'iafi'(· ~~ thorough, blqti ·~interna tiona 1 

qudi.ty, ca1l;-~Z::~.C:!:I1\1 ~~~rc~~ '·· ·' lf!!l~erth~lie~~·~.~f~ ,m~.~.'l:;. ·~~ 
realised ·tbat •i~ a' search "of ·t;hiS· kind r 100%' fomplete- • 
nelifs , C!i¥1l')D~a3:i,f,a)ts, > ee•·•pf;rtl:l,irieq:i•'?l;lec;:ctu$~ 'o~·;suetl,.~if,.;t~to,xts . 
as •. ·the inevl tableliiQ.'p~r~eCitionsTof·' any;:o1as.sif.ication 

.· SYstem al'l.d·. .n1:atiOI1'•·· a~~~may,,pQt>be;~cpnomi:;;; 
~ ca+clf :his · · · · · · ~ ri~, t.q:.8e, .~!Ji!Pt. ,,~+~Jp,,,t;~as~I1-

,. <~:t~r!)()llna i:~R·~~,t. · · · · $?!:1i!~qJ.~Ii3. . 
hi:$' seiu:cb ,i;~,!!,:p .. , . . •· ill .. s~cl'! · 

'11\lhitnUm ·•··· ... ··.· ..... , , ......... ·· ..... ·· .il+t~ 'of · ~gfity·;;e-~evarit. prior ~ 
art, S~Ch a.s cou!piete .~ ... , .· .·· .. Ji..Ojl~;'fot: a!1y claims • 
For lies~· re1ev.ant·. prl.pr' ar,t~:,~Mc;:h:ofte · sts. with• a 
fa,ir am~nt <;tf.:;;r.~u~;~4AJ.l9Y.:iWl19.ng,st t;.h,e:,,!l,o . .. t;Q .... A.D ... tll.t}· 
searCJ:I• co:Llectionl};~; ll9w~~:•,:!ii!'i1tt'i~l{~l ;r,~ tif?,;• <q!"-I1J:?,e ':. 
a(l,(l~~t;ed.. · :;J!.:.: .. ·t9 .. ~ ... ·: ·· 

Idt}ptical to us response•. 

18.. It must be i-eali'zed1 th~t,'lOO% C:om~i~teness pf 
search c~nnqt ahiays be obtafned, because :of the in­
ev.ita:ble imperfectipns .in any classification system, 
as well as because pf the.factthattoqbroad a · 
search may not be economically. ·justified. ·The .. ·search 
examiner should, . therefore 1 •org<Wizt:~ his search, 
effort in such a man,n,er .. as ,tq teduce ·to.:a li)'inimum 
the possibility o;f :tai:J.i~g. to dis<=oyer the'material 
which is necessary t;o ca~ry out subse~enteJ~:amina­
tion, for examp.le, ·the material which ·'antiCipates 
the novelty of the dla1med invention. If there 
are too many documents and it is impossible to 
study them within the time.devoted .to the search, 
the scope of the search may be ·numerically· re-
duced but the reasons for.tl'\is should }';)e noted 
and should be annexed to the .search repc)r;, since, 
if it is necessary,· the decision may be .taken t.o 
continue the search. · 

43 •. ..It .is not necessary to qver load tl:le inter­
national search report by too great a number 
of references. It hampers :tl)e.use of the.re­
port. Experience shows· €hat, 1f the claims· 
.C:OllS.j,St, ()f .. not; n.,t.any i tell!.S 1 .. clS ··!1 ... J:'Ule i,t iS .. 
enqggll, ):q,' cite. not niore than., te.n reference,s 
to discover relevan't prior ·art; · However,·. as 
a' ru!ei· ·it. is not 'enough 'to Cfte' one 'or two 
.reft:rences to discover relevant pr1or 'art. 

Comparative Analysis 

The responses set forth under.Item 3 above (dealing with the 
scope of the international. search>. indicate that the searching 
practices proposed by all Authorities (JA, 'suI US) are based on the 
same general principle, namely·, that the organization of the search 
effort is required in order to reduce. to a minimum the possibility 
of failing to discover existing highly relevant prior art. The re­
sponse of one Authority (SU) makes the distinction that, if there 
are too many documents to study within certain time limits for 
searching, the scope of the international search may be numerica­
cally reduced and a decision made on whether or not to continue the 
search. In addition, the same Authority (SU) points out that the 
citation of not more than ten (10) references should suffice for an 
international search but as a rule, citation of only one or two ref­
erences would not suffice to discover relevant prior art. 

[Item 4 follows] 
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Item 4, Chapter III, paragraph 2.4 - as to the patent documents outside the PCT 
minimum documentation to be included in the search file and consulted for inter­
national searches. 

Responses 

US: 

JA: 2.4 
documents that are .of special relevance 
European paten~ syst~, ~nd that qo 11ot orm 
part of the PCT minimum documentatio such as 
patent documents of.the Scandinav· countries, 
if included in the search fi:le , will have to 
be consulted for irtternatio searches per-
formed by the Search Ser ce of the EPO, and 
conversely: whether rtain categories of docu-
ments that are of ecial relevance to the PCT, 
e.g. patent doc ents of certain countries not 
contracting the European patent system, will 

consulted for European searches, if 
n until the matter of the exten't of the 

h documentation of the Search Service of 

Comparative Analysis 

The responses set forth under Item 4 above (dealing with patent 
documents outside the PCT minimum documentation included in the search 
file and to be consulted for international searches) indicate that a 
major distinction exists be.tween the searching practices proposed by 
two of the Authorities IJA and US) • One Authority (JA) suggests that 
it should not be necessary to consult all relevant documents for in­
ternational searches. The other Authority (US) proposes a search of 
all relevant pr1or art. 

The provisions of Article 15(4) and PCT Rule 33.l(a) are relevant 
to a consideration of issues raised by the responses. 

[Item 5 follows] 
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Item 5, Chapter III, paragraph 3.4 - amendment of claims for correction of formjil 
matters before receiving the international search report. ··· ·· 

Responses 

US: 

JA: 

3.4 Since the 

~S::¢J?.r;,;tQ correct formal 
lt\~t;':t;:~~~~j~hich are con-. 
t_l;fl;'}'<:I;O.r:the Tre~tY. ~hd 
~:F~~'~p.~U.~d to applioant. ~ s 
~t~E\,ni;.iQ~i by the receiving 
Off icE\-i.r,,,(,:f:O:t example, 
Rule.·,9i,.Jand. Rule 10 defects) 

~~*~~~~~~£- correct formal 
~~t;f,e,;l;§,,,"';!}lich are con­
t:t~Y i:t;R ,the Treaty and 
arE\ ca;l,l~d tO applicant IS 

attentiqn;by the receiving 
Off ~ce:,;,o;;~for example, 
Rule 9•;;2 rand Rule ·],{f. detects) 

. ' .:~, t___ll 

The responses set forth .under Item. 8 :above (dealing With atnendmerft 
of claims to correct formal matters before receivin<;J'the international 
search report) indicate that ·both ;Authorities ·• (US and \JA) 'agree· that'~· ; 
defects drawn to the attention •of the· a:ppl.ic<uit~~ tne' .receivfi1g Off:i:C:e 
may be corrected by the appHca:nt;, •One AUthority (US)cites .PCT ~J,lle('g 
generally, whereas the other ''Aut.hol:ity 1(JA).'c:hes 'mdr~ ~p~c;i.ifi.cally :'. 
Rule 9. 2. One Authority '(USf: consld~rS' 'ttiat!; i.£ aefec;t·s ~in relatlori'" 
to terminology and signs (PCT >aul~. :J.O} '~rE\,4iawn~tp. tl;le; 'attentipP' qf:' · 
the applicant by receiving ()lf'i9e;·,•!t:l;l~EiefdE\fEi9ts ,m'ay 11ket>~ise .be c.pr7,. 
rected by the applicant. ili$~ ;O'tl'u~i- ~~~,t-~o~~.t;y;:,(o!l\l., s:y,g,9e.~t~ ...• that:• de~.;· 
fects under PCT Rule 11 in r,~,:La,tign,;t9,.t;h~,.J>l;J.;ysical. r.equiz;ements of 
the international application maY' .lik.ew,i~e be s::orrected by. t.he 
applicant. .. · · ., ··-.- -

It is desirable that the search practice :•to be .followed in 
respect of PCT Rule 10 be d.ecided. 

[Item 6 follciws] 
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Item 6, Chapter III, paragraph 3.8 - concerning whether dependent claims need 
be searched when the claim from which they depend is patentable. 

Responses 

US: 

JA: 

SU: 

3.8 The search carried out in the classification 
units of the search files to be consulted for the 
main claim(s) must include all dependent claims. 
Dependent claims should be interpreted as being 
restricted by all features of the claim(s) from 
which they depend, •he!'l!feE"e, uA.eE"e isA.e el:iiajeee 

dependent claims will also be novel. When 
patentability of the main claim is not q tioned 
as a result of the s~arch, therf! is no e~4 to 
make a fu.rther .search in respect of e. sub;}ept­
matter of the dependent claim.s as ch •. ;For ex.., 
ample, in an application JOelatin to cathode ray 
oscilloscope tubes, in which t main, c~a~· is 
directed to specific means a ng the edge of' 
the front of the tube for luminating the screen, 
and a dependent claim i airected to a specific 
connection between th front and the .. main paz;t. 
of· the· tube, the se . .ch ~XClJiliner shou14, in_ the 
f1E!arpl1.f:qes he· c stilts· fOr. seaich~ni;\J~~-- ~1);: 

-- -~uln-~:Jt~t-ion:;means al:iio. Sf!ar<?h -·£or · th~~-; <:;!?E-9E!~:!;Mg 
l!iecih:,;'whether n c6inbination with 'the' 'lll~ina­
;tio'l1 :means: r not' ' Whert after· ~h'i's 7sear9h'\ tl:ie' 
paten tab ity of the illuminatinl] ;·me~iis is rt6t 
questl ed, the examiner should not extend his 

for'the connecting tnearis to further sear6n 
specifically provided for these'connect-

3.8 The search carried out in the classifica~ 
tion units of the search files to be consulted 
for. the main clairn(s) must include all dependent 
claims. Dependent claims should be interpreted 
as being restricted by all features of the 
claim(s) from which they depend; therefore, where 
thfi:! ~upj~gt-:matter of the main claim is novel, 
that. of ~he .Q.ependent claims will also be noveL 
When _the patentability of the main claim is not 
question~d ·as, ._a., result of the search, there is 
nq ne~d tq make a f.urther searc)1 in .respect of 
the subj~ct.:.matter-·of. the dependent claims as 
such •.. _.for ex:amp],e,. in an application relating to 
catl'lo(~re ra}" osc!:nroscop~ t_tibes, in which 1=-he . 
main clclim' fs ·di_rected. to 'specific m.eans _along 
the e'dge of. the. front 'of the tube for' illuniir)a­
ting ?tht'nlcireen, il:nd a dependent daim is; _·(urec­
ted to a ·-specific ·connection· between: the f:ront 
and the main part of the tube, the search' ex.;. 
aminer should, in the search files he consults 
for searching the illumination means, also 
search for the. connecting means whether·in 
combination with the illumination means or not'. 
When after this search the patentability of the 
illuminating means is not questioned, the ex­
aminer should not extend his search for the 
connecting means to further search files speci­
fically provided for these connections. 

9. The subject matter of the search must in­
clude all dependent claims. Any dependent 
claim should be constructed as including all 
the limitations contained in the claim from 
which it depends. Taking into consideration 
dependent claims is especially important. 
When a dependent claim gives not only more de­
tailed enumeration of what has already been said 
in the independent claim, but also adds new 
features of the invention, such a dependent claim 
is specially important to be taken into considera­
tion. 
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Comparative Analysis 

The responses ·set fcir~ under Item 6 abov.e (dealing·_~ith whether 
deperldent .- cla.i.Ins shcn1~d' l:)'e- :se~.~hed when their parent · pl;a;j.in is patent­
able) sho'W that two of the Authb):ities (US and•SU),eondder that.de­
pendent cl;ai~s s}\ouldbe ~e<tr:p!led alOl\9 wit!l the~r parli!nt claim~ •. , 
Conversely, one' Atithprity' (JAl< in its response• aon~.{de;t:t that-depen­
dent olailns shOuld not-·- be searched "-Whtmever ·their parent. cla~~ are 
patentable. -
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Item 7, Chapter III, paragraph 3.9- searching dependent claims when they add 
further features. 

Responses 

US: 

JA: 

SU: 

3.9 
claim is questioned, it 
ing inventive step of a 
whether the features o dependent claim as such 
are novel by ng one or more additional class-
ifica nits. No such special search should be 

ltRe~.·ft ift t.ae a;Et. When the dependent claim adds a 
further feat~re (rather than providing more detail 
of an element figuring already in the main claim) , 
the dependent claim in effect constitutes a com­
bination claim and should be dealt with accordingly 
(see III, 3.10). 

3.9 However, where the patentability of the main 
claim is questioned, it may be necessary for assess­
ing inventive step of a dependent claim to establish 
whet.her····-the .features of the dependent .claim as such 
are nove+ by searching .::me or more additional classi­
fication units. No such sp~cial search should be 
made for features that are trivial or generally 
known in the art. When the dependent claim adds a 
further feature (rather than providing more detail 
of an element figuring already in the main claim) , 
the dependent claim in effect constitutes a com­
bination claim and should be dealt with accordingly 
(see III, 3.10). 

9. The subject-matter of the search must include 
all dependent claims. Any dependent claim should 
be constructed as including all the limitations con­
tained in the claim from which it depends. Taking 
into consideration dependent claims is especially 
important. When a dependent claim giv.es not only 
more detailed enumeration of what has already been 
said in the independent claim, but also adds new 
features of the invention, such a dependent claim 
is specially important to be taken into consideration. 

10. The search of certain claims may not be carried 
out if such claims were unsatisfactorily drafted, that 
is, if they do not add new features to the subject­
matter of the search. However, if the description 
provides a basis for proper amendment of the claim, 
such amended claim should be taken into considera­
tion during the search. 

Comparative Analysis 

The responses set forth under Item 7 above (dealing with the 
situation when dependent claims should be searched) indicate that 
three Authorities (JA, SU and US) consider that provision should 
be made for searching dependent claims when the dependent claims 
add further features. However, one Authority (JA) specifically 
indicates that, if the dependent claim contains features that 
are trivial or generally known in the art, no international 
search of the dependent claim should be carried out. 

[Item 8 follows] 



item 8, Chapter n:t, :J?ara.graph j~J.O• ~heth~r the international search· in 
agdi ticmal, ~~a~s:j;~~<t:~~!on,;.~ {~~ t;~~c;!~2~~!~~~~9~i;c~~~,,.,-~H j;~i ~., ~~s~ss-

. me~t o~. t~~.~~~.~~~~~~-~j$~;fil;; '''\£'-'"·!~,~·~~~~-~e:~.;,~1~,.~··::~~·i·~t··;~~pr: ,, ;';~'' •r:.0 .. £· ·, ·· · .. 
Re~ponses 

US: 

JA: 

SU: 

individually {e~g. AB,, AC, .. BC .and d!iiq A, B ,and 
c sep~raj;~ty) shou.ld:>ba,;,sf:la~phed .d.n.•'those· units . 
at the :same tin\e..:. "AJse~:u:cn.;ii"t.: add:l;,t·ionaJ.·:cJ.assi-' 
fication units either for 'subooritliinations or for 
indiv:idua.':f elf!lllents . of th_e· c:ofllbination ;,should . 
only·. 'be pe:i:fo:a,iled. i.t t_hi~ _is !!tVl p.ec~~sary .• 
for· establishing. thEf novelty of the' element· in 
order to assess· the· inven:tive.·step of the. 
co~inat.ion. . . 

11. : If the -qlaims are chaJ:"acterized by a com­
bination'of.elements (e.g. A,.B and.C) t}le.subject 
of·search should include ~uch:Cil,coinb:i,ri'ition, as 
well . as. combit,~ations .AB, .. A.c, BC ·. anct elements . 
A·~ : El, ' c ·. t~k:en. · sl!!p~Fat~IY.~·· if .a p~ssi~:Lii ~Y· pf 
sucfFCoinbina£ions' arid ··elements is obvious for 
a P~r.so1l' srti.Il~fl in th!'l art~ .. .. . ' 

·~:,:JG ::~~:i.·,:~·p __ ,·;.,\:~:! ~>/·:1:..,,1 , ·1 .. ... ,, ·" 

''comp~t~it<lie"An~:Lihs :. , 

The responses set forth utid~r ~tem 8. a.bove (dealing .with, the. reason 
for sear'ehi'ng. the'' subi::~inat:i:on 'of. a comb'inlit:io:n:) . inaicate' that one . 
Authority. (US) doe.s not feel that the search in additional classifica­
tion units for. a subcOtnbl:natiqn will of itself necessarily permit 
.assessment of ~the inventiVe>step :of the conibination "Without first 
discovering the combination. One Authority. (JA) in its response con­
siders that sucb a search .should help to assess ·the inventive step of 
the coinbination,whereas, the other Authority (SU) points out that 
such searbh ·shbuld he'ip 1to assess the inventive step of the combina­
tion if coml:lining the.individual elements of the subcombination is 
obvious to a person skilled in the art. 

[Item 9 follows} 

• 
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Item 9, Chapter III, paragraph 3.14 - extension of the subject-matter of the 
intern.ational search to include the technological background of the invention 
(background art) • 

Responses 

US: 

JA: 

SU: 

3.14 In certain circumstances it may be 
desirable to extend the subject-matter of the 
search to include the "technological background" 
of the invention (see IV, 2.4). This would 
include: 

- the preamble to the first claim, i.e. the 
part preceding the ex·pression "characterised by"; 

- the prior state of the art which is deemed to 
be known in the introduction of the description 
of the application but not identified by 
specific citations; 

- the general technological bac~ground of the 
invention (often called ".general state of the 

.. !l~!--~.L! .. 

Identical to US response. 

12. When determining the subject-matter of the 
search, it is also necessary to take into account: 

- the preamble of the claim; 

- the reference documents cited by the applicant; 

- the general technological background of the 
invention. 

Comparative Analysis 

The responses set forth under Item 9 above· (dealing with extension 
of the subject-matter of the international search with respect to back­
ground art) indicate that there are no major differences between the 
searching practices proposed by the three Authorities (JA, SU, and US) 
under this Item. The response of one of the Authorities (SU) points 
out that extension of the international search with respect to the 
"prior state of the art" should t~ke into account the references cited 
by the applicant. 

PCT Rule S.l(a) {ii) is relevant to the consideration of the issues 
raised. 

[Item 10 follows] 
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Item 10,: Chapte:i::< IV ,I ':paragraph 1"! 2 ~- 'notl:flcatiori to the receJ.Vl.ng .Office' and 
applic.ant' by''the ·search :examiner if • any £o:i::'mal shottcomirigs have been over­
looked by the receiving Office. 

Responses 

US: 1. 2 If the search examiner noHcies · any ·formal 
shortcomings which nave been 'ove.rloo~ed by the 

:!e!c:e~i!v!i~n~g~S!e~e!t~i~e:n!,~~~h~e~··:·s~h!o~uJl~·d~.~c~a~l~l~.·~t~n~e~s~e~t~o~t~h~e~:=:==:office atte~tiori ·.of .th~ Re,c~~vin:~le~.~~on·:.<~t ·of· tn~: · Office 
Exeruning- Diu ision irl: :t::he . e(tse: e£. an addiUortal · 
search reql1eiseea '!Sf 'til\at q•tid~enf''·t;in:Lfn::wiJ.l ; .. ; 
take. appx;qpr,i.a~e -~Ci.tfqti. _-Js:fl4'~:Uaid~ / if i he: ' :· .. 
notes· matter contrai'y'ito ·l•·ejtap~'·p·u:oHci" :or 
mer ali ty . or d,i. spata~.liM · istae~m~titis . ~J:li6h 'jought 
to he . .fo~.i;tte4 f~9IIl .the ·:tapp . '!;.!(;in .. aa 'ptibl.tS'li~d 
he··sJ:lquld,nQt:i,.fy ..• t~e-· ... ,, .. 1 "·· ->~' ,...... ·~u · ··applicant 

"., '•· ' ,, :,, 

JA: Identical to US 

' , .·... ' . ,>,::\ <"f · · .::~;·. · .. ,{.,._:?":. •. " : p ·" •• ,. • 1 '" 

con\g~·rafiv~ ·Analysis ·~ 

The resP,on,ses set forth under Item 10 above (dealing with formal 
shortcomings riot noted by the receiving Office) indicate that no 
major differences exist between .the search practices proposed by two 
Authorities (JA and US) under thi~ Item. 

Paragraph 1.2 of Chapter IV.of the draft PCT Guidelines appearf:! 
to be consistent with PCT Rule 28:1. However, the paragraph needs to 
be further considered having regard to PCT Rule 9.2 which provides that 
the International Bureau is to be informed when the International .Search­
ing Authority notes a lack of compliance with the presqriptions of PCT 
Rule 9 .1. The informing of the 'Int'ernational Bureau is highly desirable 
to assist it in excising matter· contrary t6 public order or disparaging 
statements at the time of the publication of the international'applica­
tion. 

[Item 11 follows] 
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Item 11, Chapter IV, paragraph 1.3 - request to applicant that an essential cited 
document ~n the international application be sent to the International Searching 
Authority. 

Responses 

US: 

JA: 

SU: 

1.3 Documents cited in the application under con­
sideration should be examined if they are cited as 
the starting point of the invention, or as showing 
the state of the art, or as alternative solutions 
to the problems concerned, or when they are neces­
sary for a correct understanding of the application; 
however, when such citations clear~y relate only to 
details not directly relevant to the claimed in­
vention, they may be disregarded. If the applica-
tion cites a document .tnat is not published or 
otherwise not, .accessible to the . ..,Seareh Bh isiou 
and the document appears·~ssential to a correct 
understanding of the invention to the extent that 
a meaningful search would not be ~ossible without 

International Searching 
:Authority 

knowledge of the content of that.docurnent, the International Searching 
)3eareb f>i.11isiou ahettld postpone the search and Authority may 
request the applicant to provide first a copy of 
the docurnen~·--------------------------------------------if/~~s~~ble to do so within 

the time limits for the pre-
paration of the international 
search report under the Treat 

Identical to US response. 

25. Documents cited by the applicant himself 
should be examined to find out if they show the 
state of the prior art, if they disclose alterna­
tive solutions, or if documents are necessary for 
a correct understanding of the international applica­
tion. If the claimed invention cites a document 
that was not published or othe~ise not accessible 
to the search examiner, although this document is 
necessary, the examiner should take the necessary 
steps in order to invite the applicant to pr'ovide 
a copy of the document. 

Comparative Analysis 

The responses set forth under Item 11 (dealing with asking the 
applicant to send an essential cited document) illustrate that a similar 
search practice is proposed by all three Authorities (JA, SU and US) , par­
ticularly in relation to the need to acquire essential documents cited by 
the applicant which are not accessible to the International Searching 
Authority. The response of one Authority (SU), however, does not men­
tion whether the postponement of the international search for the purpose 
of acquiring an essential document should be made within the time limit 
for the preparation of the international search report under the PCT. 

While the practice proposed under this Item is not specifically 
provided for under the PCT, its inclusion in the PCT Guidelines does not 
appear inconsistent therewith and would facilitate the carrying out of a 
uniformly high quality international search. 

[Item 12 follows] 

• 
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Item 12, Chaeter IV, earagraeh 2.2 -whether the search examiner should select 
units of tqe•· classifi'catl.on or other sections of th~ c;lOf~l!ln~ation as part of 
the search strategy. 

Responses 

US: 

JA: 

SU: 

2.2 Next the examiner should select tne units .. of the 
classification (or other sections of the documenta-
tion) to be _donsu\ted foJf the search• bo_tb i~ a];l,. direct- . 
lY relevant fie,lds anq in "analagous fie leis-• ~'!!~:" .. 
seles~ien ef el:asei!fUa'l!oies ~H~:itos is Pe:ta_eeii fieliile 
shed_4 "e +~~t~x~'i'. ' . ". ··. .. ·" '· · 

2.2 Next the examiner should select; 'tbe.l;lFits of the 
clasnni:!a:t:ron;~fe~t·e~aaei' ·;see€-*eas ·af 1!'R.e liesaeata 
~ to b~ consulted ;<>r ti:J.e sear9h, both. :i.n all 
directly reliev'a:iit'"fj,elds 'a'nll. in ana:l:agolfs ·t'l.elds ~ 
'31h:e aeleetoilia ef elassi'fieadG~ 1.1Ait:s iA 'uht:eQ 
Helas sae'l:d:Ei be. U.ma.t:eli t;g,; 

~~ .. ~ \ 'J •1 '· ·• '•j • /:~ '. ·; f • 

(i) 

bearing in mind the 
question will become 

17. To determine the 13cop.e of . the se_arch, i.t is 
necessary to carpy. out the c;letailed classific<i.,. 
tion of th~ cliil.im_ed inve~tion . in ?lCCOJ;l'iance wHh 
!PC and the national classification systems of the 
inventions .. of .the>se co.untries who_se patent; collect­
ions must be taken. into consideration during t:.lle 
search. It is necessary to ·bear in mind that __ the 
process of classification, when Clete:tmining the 
scope of the search, has'many aspects and it should 
be carried out with due.regard to.particu:J.ar:;c;>f 
national systems of cl.assification of inventions, as 
well as the particulars,pf'>.the .'seiirdh files. Thus, 
the determination of the scope of the search on the 
oasis of patent docillllen'tat:±on consists _of the :de­
termination of the :classification units of the 
search files wh:i.ch shoul.d. be studied during the 

.. search •.. The completene~s. Of. the ~searqh depends on 
the corre!=t determination qf the scope of the_search. 

Comparative Analysis 

The responses set forth underrtem 12 above (dealing with search 
strategy) indicate that, in general, the three Authorities (JA, SU and 
US) propose the same search strategy, that is, the basic search strategy 
employed by the search examiner will be to first select the units of 
classification to be consulted for international search, both in all 
directly relevant fields and in analogous fields. However, whereas the 
res~onse of one Authority (US) includes the selection of other sections 
of the documentation, the response of another Authority (JA) excludes 
such other sections of the documentation. The third Authority (SU) has 
made no specific observation on this question. 

[Item 13 follows] 



PCT/TCO/VI/8 
Annex B, page 15 

Item 13, Chapter IV, paragraph 2.8 - when the international search may be stopped. 

Responses 

US: 

JA: 

SU: 

2.8 Reasons of economy dictate that the search 
examiner uses his judgment to end his search when 
the probability of discovering further relevant 
prior art becomes very low in relation to the 
effort needed. The search may also be stopped 
when documents have been found clearly demon­
strating lack of novelty or inventive step in 
the entire subject-matter of the claimed inven­
tion and its elaborations in the description, 
apart from features which are trivial or common 
general knowledge'in the field u,nder examina­
tion. 'Phe search :£"'r c::onflieting applieat:ion~ 
shottld, however, alwa:7s be.eompleted to the ex 
tent that these are present in the searc::h files. 

Identical to US response. 

33. The search m?ty be stopped when documents have 
been found clearly demonstrating lack of novelty 
of the claimed invention. However, it is necessary 
to do this very carefully, taking into account the 
many aspects of the nature of the invention. It 
may occur that the documents retrieved do not 
anticipate the novelty of certain features of the 
invention for which the applicant is in a position 
to maintain the ~laims, for example after clarifica­
tion thereof. In any case, the documents anticipa­
ting the inventive step, but not anticipating the 
novelty, are not grounds for stopping the search. 

34. All decisions taken by the search examiner 
during the search relating to the restriction on 
the scope of the search, as well as all temporary 
decisions concerning novelty, inventive step and 
industrial applicability of the claimed invention, 
should be noted by the search examiner and should 
be annexed to the search report. 

Comparative Analysis 

The responses set forth under Item 13 above {dealing with when 
the international search may be stopped) point out that the searching 
practices proposed by two Authorities {JA and US) are compatible as re­
gards permitting the search to be stopped when documents have been 
found clearly demonstrating lack of novelty or inventive step in the 
entire subject matter of the claimed invention. The response of one 
Authority (SU) makes the distinction that the action of restricting 
or stopping the international search on the part of the search ex­
aminer should take place only when documents have been found anticipa­
ting lack of novelty exclusive of inventive step of the search and that 
such restriction and stopping should be noted in the international 
search report. 

• 
The provisions of the PCT concerning the international search 

(especially Article 15(4)) need to be taken into account in the con­
sideration of the Item. Furthermore, it is noted that the PCT does not 
specifically provide for the notation in the international search re­
port tha.t the international search has been stopped for any of the 
reasons set out under this Item. 

[Item 14 follows] 
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Item 14, citation of members of the same patent 
family. • J 

Responses 

US: 

JA: 

SU: 

3.2 To avoid increasing costs unnecessarily, the 
examiner should•·•not' cite ptore.<dpcuments tthan· is. 
necessary, and · ther'ef'ore· whlim :'ther·e· are several 
documents of ·equal rel.evance\. the search report 
should not norma'lly .cite more :than one of them• · 
Where more than: •obe member::o:i!· :th.e same · 
patent family is present in a .search file., the 
search need 1.not. discover a11· of ·them nor need 
the search report cite all of them •. .In s~.l,~.pi;,ing 
from .these documents for citation, the examiner . 
ShOUld pay regard ··tO language . COnVenience 1 and 

~prefer~l:rly •cite· (or~at_·least:o'h()'te)··documents in · 
the 1.\uiguage Cif. the applic:,.~~J!=\ll·.}·:i.· (~l~:i: .. ~ ,:i:~, Jt*. 
o:ccordanee wit::h a dee:i:~:i:on lt~ken by IC/PC'f/'i'CO 
at::. it::.s .. Neu.ember, .l~H "';eel:::ift!! •. : .. f~rther del::l!t:i:ls 
stfll i:io. be elati'<irtl't:eef)'.•' •>I ' S ·:;'Y:"; •,•,; ' 

/ ,;.•"'"'.'''•.•';t. :,·.~,·_g,e·. ·~L -~ .\)·:~·.; ;•'• ~.,'f~', / -~:.·:~_~).! 

~>~ ·. s ';}1:fj; :::-.; :rl ,e:. t1J:··· ~~-~-~~~} 
Icietiticaf :to .. us·:.~~spoihi'e. ;y;;;;,. . .. 

. . , .. . ·Y~r·?' "::'\ r'~ ~· .. > ! • , • _, . • •• 

40. To avoid unnecessary expenditure,· the search 
ex~iner ,should no~ , sel.e~t. fs):r ,i~c.l~sioq ,in the . 
sear.ch 'b!poFt mo:fe'~ci~:ic~Mn:~nt!':l''t:tian· J,s necessary 
to discoVer .ielev·a~'t' :pddr ·;:,::rt;:'' .. 'In particular'·· 

, _·{ ~ _ e·' .,,, · •... ,_ "'':' r .. , """.,.: .. ,1 ~~~ ·t·,~, i •• [. ~· • ,, 

among pa:tent. f'aniily members'; pref'erence .should 
be given to the document having the earliest 
date of publication. 

Comparative Analysis 

·><,' 

; '" 

The responses set forth under Item 14 (dealing with which members of 
the same patent family should be cited in the.international search report) 
indicate that the searching practices proposed by the Authorities (JA, SU 
and US) are not fully compatible as to which members of the same patent 
family should be cited in the international search report. The re­
sponses of two Authorities (JA and US) show that they prefer the citation 
of documents having regard to their language convenience. The response 
of one Authority (SU) shows that,it prefers citation of documents having 
the earliest date of publication. 

The PCT makes no provision with respect to the search practice to 
be followed regarding citation of members of the same patent family 
in the international search report. The discussion of the treatment of 
patent families, including the citation of members of a patent family, 
at the fifth session of the PCT Interim Committee for Technical Coopera­
tion, needs to be taken into account in the consideration of this Item 
(see paragraphs 48 to 57 of document_PCT/TCO/V/20, especially paragraph 
57(iv) as to the attitude of the prospective International Searching 
Authorities). 

[Item 15 follows] • 
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Item 15, Chapter V, paragraph 4.1 - special categories of documents to be cited 
in the international search report - conflicting applications. 

Responses 

US: 4.-6 There may also be ftatieftal applications ef efte 
_/-& more Ste:tes desiljne:ted in the Enropean appliee:tioft 

1 ..aM coming within the "intervention period". Any of 
these which are present in the search files should be 
noted and mentioned in the search r~port for informa­
tion (PCT Rule 33.l(c)). 

JA: Identical to US response. 

Comparative Analysis 

The responses set forth under Item lS (dealing with conflicting 
applications) indicate that two Authorities (JA-, US)' are in agreement 
as to the text to be included in the PCT Guidelines regarding the search 
practice-to-be folTowed-Iii rE!laHoif-fo -conflLcting applications, that is, 
applications coming under PCT Rule 33.l(C). The third Authority (SU) 
has made no specific reference tq the question. 

It is to be noted that the expression "intervention period" which 
appears in the said text, is not defined in the draft PCT Guidelines. 
The International Bureaq has, fherefore, pr~pared an alternative text, 
in the light of PCT Rule '33 .1 (c) , ·· which avoids the use of this expression. 

[Item 16 follows] 

• 
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Item 16, Chapter v, pa:tagtaph ;5.3- checking_c:>f the validity of a priority Claim• 
' ; ·J;" -,;, 

Responses 

US: 

JA: 

5.3 It is the ·responsibHity 'of ·the,._'ex!imiiifng · · 
Di'Jision .,to 'check whether' and'''td 'what extent ''the ' 
priority claim· is ju'stifiedJ •tn~refor'e the~seereih · 
Div bien will not.· check whether/tHe conten s of·· · 
the ,..Bt~ropeen application· cor~·esp~hd ·eo. t:hose o£ 
the priority applications (s). · Nevertl:leless, docu­
ments showing .that .a priority c;jlaim.might .not .be 
justii;led (e.g~ an earlier application or patent 
resulting therefrom, :Qy the Sa!.'!le applicant indica­
ting .that the iipplication from wh.ich priority is 
claimed may not. be the first application for · 
the invention concerned), shOUld'be drawn to the 
attention of the ... l3x~iniit9' Bt"!t!ien. · No special 
search beyond· the filing date•of the. application 
should normally .be made for tbh1 purpose, except 
when there is a special reaso~.to,do so, e.g. when 
the priority application .j:s ·a· ''~oritinuation in 
part" of an earlier applicationi;rom which no 
priority is c1almed; also some·uffies ·the! country 
of residence of .the applicant being different 
from the country of the priority ,application may 
be an.indication of possible lack of first filing, 
justifying a certain extension of the search. 

5.3 It is the responsibility of,.,the exMftining 
Di~ision to check whether and to what extent the 

· · designated Office 

International Searching 
Authority 
international 

International Bureau 

designated Office 

priority claim is justified; therefore the .. ~s~e~a~r~e~h:_ ___ International Searching 
Division will not check whether the contents of Authority 
the~t~repean application correspond to those of international 
the priority application(s). Ueoert:heless, doett-

justified 
resulting 
ting that the application from which 
claimed may not be the first applic ion 
invention concerned) , should be awn to the 
attention of the Examining Di sion. No special 
search beyond the filing d e of the application 
should normally be made or this purpose, except 
when there is a spec 1 reason to do so, e.g. 
when the priorit pplication is a "continuation 
in part" of a arlier application from which no 
priority is aimed; also sometimes the country 
of resid ce of the applicant being different 
from of the priority application may 
be of possible lack of first filing, 

Comparative Analysis 

The responses set forth under Item 16 above (dealing with checking 
the validity of the priority claim) show that a major difference exists 
between the practice proposed by two Authorities (JA and US) regarding a 
check of the priority claim, i.e. as to an indication that a priority 
claim may not be justified and the communication of such indication to 
the International Bureau. The response of one Authority (US) indicates 
that the International Searching Authority should draw to the attention 
of the International Bureau documents which indicate that the priority 
claim may not be justified. The other Authority (JA), however, suggests 
that only the designated Offices should have the responsibility of check­
ing the validity of a priority claim, and, by inference, that the In­
ternational Searching Authority should not be required to take any action 
in this regard. 
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~e powers and functions of the International Bureau in relation 
to priority claims are set out in PCT Rules 4.10(b), (c) and (d) and 17. 
These powers and functions do not extend to a consideration of the 
validity of the priority claim, except for the reasons set out in those 
Rules. In the event that the proposed practice is ~dopted, whereby the 
International Bureau is notified of documents indicating doubt as to the 
validity of the priority claim, the function of the International Bureau 
should only be to transmit such notification to the designated Offices 
when communicating the international search report. 

[Item 17 follows] 



) 

) 
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Item ·17, Chapter v, paragraph 6 • 2 ::--.. circumstances wh~;-eiQJC.i::t~t:io.n. of ;~:~"ogume~r!; 
whose cont~nts have not been verified, provided there is justification for .the 
assumption that there is identity of contents with another docwnent which ha~~J:~~iim.' 
cited and inspected by the search examiner. 

"\• 

"1-'"1.:)( ·>.,:{-:; 
~.o-,.,··-· . " Responses· 

US: 

JA: 

.;c~)t1.~;:;,~0'·;j~i.. ·~·-· '~"~ .,~. -~ .f ·= ·t!';L:,".,\" · · . . *'''H;l: .?:J :~ j:-;~~~-.~ "::':::~, 
6. :2. However I Under certain circumstances a: doc\Unent 
w)!lose.~.c~ntents.,pave not:Jbeen;,~erifie.d,maycbe'•Citedl'' 
provided. there~~is .jtl$tifi{::at:ton.for:.the"asswn:Ptlon; •· • ·. '· 
that there is identi.ty.ofrcontEi-nts with"anotl:iertdocu- · ·. d i~ 

'meX!;t:' :Wh~<::h • t}le ... ~~,ip;~:r;';h;~s"':!'fl:specteq..~ !!For·: ·estamPie·, . :' i .. • ,~n .. P.,J:ed 
·irud;ea4 tof :the. q.ocn.t$e;nt: .. publispe4 b'efon :th~tfi;U,ng.-: 
date in an inconvenient 4angu.~g,e ·and{ se:tected;&for;.,r::.> 
citatic)n, the ~~arcb.•exaunilneJ: may" flay~ an!l!P'f;!~~~q;;Ja' ·• r 
corresponding · doc\!ml~t:·;(e·:g·~··.& an()~ef:fi~er:i::Ofo';ith'e 
same pat~.nt family,.; ·· · aY,trahsladon · O:f:f~ani:articlel ,;·, :. 
in ·a mor'e converii.en ngtiage:~ancf;;ptis~:iblt~:J?~:Ushed ;;; ;i;l[~J 
after the filing da.teJE>also!:;the;.&eate!h @hiilio~:m·aY '1· .. •Intetn·aHonal Searching 
asswne that, in t}le::absenee1;0f~ii!lxpUcii,t'.d.nd·i9ations:,.·,;c ,A;uthl:)r1ty 

;, to .. ~. t~-~; :.~t?,~.~~ ~Yi~,~~~B..~ .. ~9Jl~~p~~, .".0!<.~:~:~, .. -~~t.tJ!P.~:· ~¥~;r~ ·~· ·- ~ . . ~:·~~·:::~: t:~: ', 
contained in the ()rigin.al 'document~ ·. A,lso the ex-. . 
aminer 'shquid ·:a·.ssumef tl1at· tne 'contents· <;;; ~.·':l;.~pol,:-t ' 
o! an oral presentation are in agreetnent''wl'th ,, thaf 
prel!!entcition (any c:Cllllllents er e:xple~:natiens si;euld 
}o)e in the internal search net:e) ·, 

~~jz.?..tigal to , US resp~IJ-s~0 i.. , 

The responses under.Item 17 above (dealing with certain circum­
stances and asswnptions·wherein.a.document'whose·contents have not2been 
verified :may be cited} . show thati two .Authorities . (JA and US) ate 
oriented at the same direction insofar'as their making a 'distinction in 
respect of ·citing documents 'whose •contents have .•not1been verified is 
concerned. 

Consideration may have to be given to the inclusion of a further 
provision in Section .SOB of tl1e A.~i.h.i!;tra,tive I.nstr.ucti,ons.. whi.ch .. now 
provides.foi: indications for citing special categories of docwnents in 
the international search report, to '.cover the citation of docwnents under 
this Item. 

[Item 18 follows] 
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Item 18, Chapter v, paragraph 7.1- matters of doubt in the state of the art. 

Responses 

US: 

JA: 

7.1 Since the decisions with respect to novelty 
are not the responsibility of the,.Seaxch Bivisions 
but of the the 
Bioisions should not discard documents because of 
doub~ ~s regaras for example the exact date of pub­
lication-or public availability, or the exact con­
tents of an oral disclosure, exhibition etc. to 

I' International Searching 
Authority 
designated Offices 
International Searching 
Authorities 

which such documents may refer. The~.s~e~a!r:!:!c$h:.___---'---~~ International Searching 
Bioision should try to remove whatever doubt may Authority 
exist and should not cite the documents concerned 
in the report unless the doubt is removed or very 
little doubt r.emains; addi ti.onal documents pro-
viding evidence in the matters of d·oubt may be 
cited. Comments on these documents, as well as 
citation of documents for· which greater doubt 
remC'lins, should be made in the int:ernal search 
A~~~~·------------------~~----------------------------------report citation page 

Comparative Analysis 

The responses set forth under Item 18 above (dealing with matter of 
doubt in the state of the art) indicate that two Authorities (JA and US) 
reveal no major differences in respect of the citation of additional docu­
ments providing evidence in the matters of doubt, as well as on documents 
for which substantial doubt remains. 

The PCT Guidelines should be able to harmonize the practice under 
the PCT on this point. While the PCT makes no specific provision con­
cerning the citation of such additional documents in the international 
search report, PCT Rule 43.5(a), which is included within the scope of 
PCT Rule 43.9, may not exclude this possibility. The requirement of 
commenting on additional documents providing evidence in matters of 
doubt might be regulated by a suitable Administrative Instruction. 

[Item 19 follows] 

• 
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Responses 

US: 

JA: 

5. As in41cated in.VII, l the basic criterion 
for unity of irtvention is the p:oesence of a c.om­
mon il1ventive .col1qep1;/ C~l1~~~<.l~~:htly, .th.e ~efiP: ·. 
fact that c;t.n appl.:t,t::a,~t!=>~ P!=!l1U,i:ns se~~fal :I::P.:-:, .. , 
dependent cla.tma.af'th&Ji!aine' category or clafms of 
different cateqori.eJS. ~· ,1n 'itself no ground for 
objection of lack'af'ini~y of inventiqn 

. . , ,, . ':. •>·L,,I·). ...• • • 

9. Lack ·of unity :C!f• invJahtd:.on' l!lay .1>~· 4i.;reg:t<.:J.Y ... ·•. . 
evidertt ":a 'prii)r:t~·~~"i~ff·j' b~Ciria''ccinslde:t~rtgtn.,~;·,, .. · 

~!ci.:;;: ~~p~:;~:!~~···"· ·}····· ... t'.P~fetJt;,;~: ~t~~t~ ;~~~~.;~ . · 
1;he p;rio; art. 1mt~· ~'· ~h~· a .. ~O.Qlpn~n.t· 
dliieov~114. i~t~·tbe·0 :•that ·.·there· is ,·i ' · 

lack: of·h«?V'+~~' .... : .,, ': .· · .. · •in. a·'maih.<:la.1f!1,· 

related under PCT Rules 
. 13. 2 C~nd 13. 3 

leavin~· t.Wo (:)r "" . tJit; c;:laim:s.:w'ithc>ut a f\.; this 
COf!IJlldn .tnven.t~v ;;.;c,;tn ·tllhe. iaher .. • aasa;:::th · Iirternational Searching 
ieal'&~~ ~l'IJ,fli.li: \Se+:tiut 9bjee .. tion of,''iao-ks<•· uthorit:y 
of unity •nC! · · · ·· · · · · a· c . /tobthe invention· ·• : · :•:: •· '• 
(or .. qtbUf ()f.:~~ "': · $ml~, ·· .:•·:l:i"~Eu'Jtt~~ne~,;~nr*tM~~,,,: ·! .• • ,_l.1,za.1,~;,,,,; 
depencient .Cil~~-!1\~--·!i*"' .~t!:l'hiald ela~ ' ' ii.no. additional search 
as .ir1 II!) .3~,~;~:. ::>'\'l:·:;r,:: , ~>. ?'(' · , ,,, • ·. ,,,.,;,,:,,. f~e:is paid 

s. As ind:tcat$a<·£n;?~J;, l.'the t?asic.crite;i,~~.1 • 
for unity. of· invetition',i-. tl}e' pl;el:!.ence. gf a".::C:;:;o:;::rii;,..-,.._.--'--- .~eneral 
flleft 19ventive .coiidtip1£~ · Ctiril!fEkquently, the me~e , .. 
facit·Ehat an appliC:ationcontains several in-
dependent claims of 1:;he.sapte category or claims 
of differentcatego:ries is in itself no ground 
for objection of lack of u~.i,ty of inv~?ntion. 

9. Lack of unity of inye,ntion may be clirectly 
evident ·''a prtoti", .i:~e. before cq~~i:d~?:t;'~ng tpe 
claims in relattorr to' any p;rior art.• o;r ~<~.y only 
becidme appa.tent"a po~tei:iorj,", i.e. aftertaking 
the prior art 'into. ccinside~ation, e:g. a.,docu.:.. . . . 

ment dis.cov. ere.d in ·.t· h. e.·. s.e .. a. ·r. clh shOws·. th .. a. t .. there.~· is . . . general lack of novelty or im:ent:ive step in a main claim, this 
leaving two or more dependent .claims without a . I rn t t· 1 
eeiftl'aen inventive: :concept., .. i#.11the. tatter casE! the 'JA~t~~~~t ~ona 
SeM'eh- Biviei~ft· may ·ratse the ·Q,bj:ection oJ. 1aq~ . . . . . . Y 
bf :u-nity and"rest&'iet:' tne' 's~arcn· to the! in.Jerit'fon limit . 

Searching 

(or group of' inventions) Urst mentioned in' these 
dependent claims, ,.etsresardin~ "trivial" elail'!ls 
as in III, 3.9! · I if. no additional search 

.·· fee is paid 

compara't1 ve An~ly~ is 

The responses under Item 19 above (dealing with the basic 
criterion for unity of invention) show that, while both Authorities accept 
paragraph 1 of Chapter VII which defines unity of invention in terms of 
PCT Rule 13.1, two Authorities {JA and US) have proposed somewhat differing 
terminology· in paragraphs 5 and 9. One Authority (JA) has used the 
expression "general inventive concept" while the other Authority (US) has 
used the expression "common inventive concept" . 

. While the use of either term may have no consequences in para-
graph 5 in view of the second sentence of that paragraph, substantial .. con­
sequences may flow from choice of the expression in paragraph 9. The 
provisions of PCT Rule 13.1 are clearly relevant to a consideration of the 
issues raised by the differing terminologies proposed in relation to 
paragraph 9. 

[Item 20 follows] 
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Item 20, Chapter VII, paragraph 11 - making a complete international search 
with negligible additional work in cases where lack of unity exists and the 
results are included in a single international search report. 

Responses 

US: 

JA: 

11. Occasionally in cases of lack of unity, 
especially "a posteriori", the examiner will be 
able to make a complete search for both or all 
inventions with negligible additional work, in 
particular when the inventions are conceptually 
very close and none of them requires search in 
separate classification units. In those cases, 
the search for the additional invention(s) should 
be completed together with that for the invention 
first mentioned. All results should then be in­
cluded in a single search report, and no objec-
tion of lack of unity =s~h=o=u=l=d-=b=e~r=a=i=s=e=d~·--------------------ordinarily 

11. Occasionally in cases of lack of unity, 
especially "a posteriori", the examiner will be 
able to make a complete search for both or all in­
ventions with negligible additional work, in par­
.ti.cular .. when the-inventions ·al:'e-conceptua-lly· very 
close and none of them requires search in separate 
classification units. In those cases the search.for 
the additional invention(s) should be completed to­
gether with that for the invention first mentioned. 
All results should then be included in a sin~le 
search report, and no objection of lack of unity 
should be raised. 

Comparative Analysis 

ordinarily 

The responses set forth under Item 20 above, (dealing with lack 
of unity of invention and carrying out a complete search to be included 
in a single international search report) show that the two Authorities 
(JA and US) have proposed making a complete international search in 
cases of lack of unity of invention when all inventions can be searched 
with negligible additional work. 

However, one Authority (JA) has indicated that the results of the 
complete search under Item 20 above should be in an international search 
report, whereas the other Authority (US) indicates that the results of 
their complete search should be included in a single international 
search report. 

It would appear that the PCT Guidelines should readily be able 
to harmonize the practice under the PCT on this point. For example 
under Article 17(3) (a) and PCT Rule 43.7, even in the case where ' 
additional fees are paid due to lack of unity of invention, only one 
international search report is envisaged. 

[Item 21 follows] 
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Item 21, Chapter VIII, paragraph 1 - subject-matter to be excluded from the 
international ·search. 

Responses 
/Rule 39 

us: ~~·~·~A~L~L~i~c~l~e~~5~2~a;p~e~c~i~f~i~a~a~c~e~r~t~a~i~n~~su~b~j~e~c~t~s~w~h~i~c~h~====~~ ,..aLe not to be LegaLded as patemt:able inventions, need not be searched. 
wid is L AL Licle 53 :speciiically ¢XL lades i:::eL Lain 

JA: 

maLLei fLom patentability (PC'f ALL. 11 (2!) (a) (i), 
Rl:lle 69ul). The search files need not, and iiJ,.,__ __ _ 
ljeuenl do not, contain such su}>ject-matter, so 
that a meaningful search't:herefor is ·hot possible 
and a declaration to th:a't .effect d1kes the place 
of the search report (PCT- A:t.t •. 11.(2) (a) (i)). 

' ' ' ,. ', ' ' ' ' ~\ 0 ' ' >'· • ' ' ' ·' 

~~· ~-~~:;r~b~··;~e~·'I5'e~ .. ;§~2~·;$p;e~. c~.i~f~i!_e~;§~··.~-~!.~ii;~·~~ii~: _n~·~s~u~.!?5j~~~·~~·t~s~· w~h~i~c~h~· ;:::~· .,.,.,.--are ;not Lo be :l:!garged:' ka R!~!!!fh;l::!Pf!!' ;;•~e•!!:to!tS, 
:w#ilst:; ts:rt.:;cle. 53 sp,i;::!l:f;L;s;:alily .:J=xc;l;~;tdeS •. c!$ir.tain. 
matt~:t '''frcilii patentability. :·(~,q!l;, ,-t\:f,:f;~¥f:{a) '( i) , 
Rule 39 .1) • The search ':f]J,$ ~not~,. and in 
general do not, cont . ' ch' 'subject..::matter,' so 
thata meani search therefor i$ not possible 
ana· a aration to that effect takes the place 

,--r,~"-,~-....:~·':--f::."':tT"'···:;:~· ."\-"~· :::·~ -~-~ -· ···~--::-····.· .· · ·-·. - ~ 

comparative Analysis 

many situat·ions 

need ~ot be searched. 

The responses under Item 21-above (dealing with subject matter to 
be excluded from the international search, indicate no major differences 
between the searching praqtic~s proposed by two Authorities (JA and US) . 
One Authority (JA) indicates that the subject matter under PCT Rule.39 
need not be searched'while the response of the other Authority {US) 
further explains that the search files need not, and in many situations 
do not, contain such subject J;natter. 

It would appear that the PCT Guidelines should readily be able to 
harmonize the practice under the PCT on this paragraph, since it is 
completely optional under Article 17 (2) (a) (i) , .as far as the International 
Searching Authority is concerned, whether an international search is 
made in relation to the subject-matter specified in PCT Rule 39. 

[Item 22 follows} 
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Item 22, Chapter VIII, paragraph 4 - concerning where in practice a meaningful 
international search is not possible. 

Responses 

US: 

JA: 

4. A further situation where a meaningful 
search is not possible or only partially possible, 
and where a declaration to this effect may take 
the place of or supplement the search report, may 
result from the application containing obscurities, 
inconsistencies or contradictions to the extent 
that it is impossible to arrive at a reasonable 
conclusion as to the scope of the claimed in­
vention. The...Sea:rch Bi~Yision in these cases may 
not suspend the search, ask for clarification, 
and after receipt·thereof continue the search, 
but should make a meaningful search to the extent 
that this is possible • ....,liben later cla:rifications 
are receiued, these will be eonsidered by the 
Examining Diu is ion to perform au e,ddi tional 
searcl11 see III, 4. 2) • 

4 ~ -x f'urtner sit::uatlo-n where a meaningful search 
is not possible or only partially possible, and 
where a declaration to this effect may take the 
place of or supplement the search report, may re­
sult from the application containing obscurities, 
inconsistencies or contradictions to the extent 
that it.is impossible to arrive at a reasonable 
conclusion as to the scope of the claimed in;, 

International Searching 
Authority 

PCT Art. 17 (2} (a) (ii) 

vv~e~n~t~i~o~n~. efl~T~h~e~ .. §~e~a;r~c~h~D~i~vSi~s;i~o~n~i~n~t~h;;e;s~e~c~a~s~e~s;;mey~l:_____ International Searching 
not s~spend the search, ask for clarification, Authority 
i;'lld after receipt thereof contintte the search, 
should make a meaningful search to the extent 
that this is possible ..... Hhea later clarifieatiens 
are received, these '"ill be cot•sidered by the 
Examiniag Dillisiou (which then may reqttest the 
Search Di"Jisien te perform an additi011al search, 
see III, 4. 2) • 

Comparative Analysis 

PCT Art. 17 (2) (a) (ii) 

The responses under Item 22 above (dealing with the practice where 
a meaningful international search is not possible) indicate that there are 
no major differences in the searching practices proposed by two 
Authorities (JA and US). Both Authorities, in their responses have indica­
ted that, whenever a meaningful international search is not possible or 
only partially possible as the result of obscurities, inconsistencies 
and contradictions in the international application, the International 
Searching Authority should make a meaningful search to the extent that is 
possible. One Authority (US), however, would state specifically that, in 
the case where a meaningful search is not possible or only partially 
possible, the Authority may not suspend the search, ask for clarification 
from the applicant and after receipt thereof continue the search. The 
response of the other Authority (JA) has omitted such specific directions. 

The provisions of Article 17(2) (a) (ii) and the need to observe the 
time limits (provided under Rule 42) for the establishment of the inter­
national search report need to be taken into account in a consideration 
of the guestions raised by the responses of the two above-mentioned 
Authorities. 

[End of Annex B, Annex C follows] 
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)WNEX C 

This Annex contains ~ cc:~py.df a letter froJn the Intern(itional Bureau inviting 
comments from the Japane~~a:Patent Off:l.ce in r~lation to the PCT. Guidef,:i,nes, together 
with the reply received, markecr·as Part I, and a popy of a similar le.tter to the 
state Committee for Invent:,ions·and. Discoveries of the .USSR Council of tunisters, 
together with the re:t~lY: .rec::e~v~~' mark.;~~ as .Part II. 

[Part I 'fol+~s] 
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.,1' 

'<' 

JF/ImH/jf 

('c~ .!~o.2.-- o.g \-'l 

Dear J.lr. Director General, 

\~ 

., 
,< 

~·/ 

cc : f.ir. Franklin 
' ;,. -.· . <i~~.:·.:.. ! 

,· • • • . •••• ••·n 

. ~ ;! · .. ·/:). · .. ~J/:3 
t-· ·. ··----.... 
I . ; 
'---7--- -- .. · .. ·.'-'=~--......_1 
J - .· 

January 20, 1!176 

Referring to tho last so.nsion of tha. I•CT InteriM CoJ!"r'.ittce 
for 'l'cchnicnl Coppe):'<lti.~:t (October 2.9 . to Uovenbnr 3, 19 75) , I 
vi:oh to C01W(!? the n:>pr~ciation of tha l:!ltornationnl nurcnu of 
tltl'O for the indicntion ~iven to the Intcrir:t Co:-:I:'.!ttcc by the 
Dalcc:ation of ~-:~)an thnt J<:~ptm •• ,oul.cl· be ':illing to '?resent 
cor..r..cmts ~11th rcsp.::1ct to the· Guicli!linc:J for. Senrchcs under t!le 
I'C'l' contained in <locm~ant I'CT/'::CO/V/12, t-.uo conics of \lhich nrc 
Attnchcd (nco, in pnrticular, para~raph 70(111) of the report 

JAP:N~~~T~~:~~~~ENT 
~ 4·3, ~s~miaa~ki~J·:~b~Qi· 'v 

Cbiyoda-ku, 1'okyo, Japan 

:-::-. · ?~-~ii::: i.~ :, ~rtrfd~-- ~ 
- ,.Jt.1?~:;;( ~~~ir~~~_t?_+_~qmers;J.._- ____ .:_ ' 

'i:ii:u ..;o B'>/51. 
:r.:sc!t .3, 1976 

I 
(') 

·-} 'tl 

of the fifth sessio~l of the Interim Comr~ittec, docw:;ent l'CT/'l'CO/V /:!.0 i • 
lli~~~:~~~r~~~:ii~~.·~~~:~~~ro~~·. ;., .~ ~ 

,,, ·>i >i 
., "1-1 ....... 

Your cor:~cnts uill bo rcflcct9i.t-' in''ii uor}~inq docuncnt 
est<:thliEhi~q Gui.tl.nlincs for r.anrches u.-i"t!cr the 're'!' \:hic!l io nt');.t 
in the cnur~c C•f l:'rcno.ration ~nd ,,·hlch ~lill b<~ S\lhPi ttcd to t!-,~ 
next r:CCting o! ti1n !ntnrir.t Cor..!:'littcc for '!'cchnicnl Coot::ar.<!.tic•:-•• 
It \lOuld .facilH:nte our uor.l: greatly to have your com:;cont~ et 
your earliest convcnicncci and, preferably, not later than tho 
end of February. 

Tho Intcrnntional Duroau is, of courso, at your di~position 
for any as!lista."lca it !:lay be able to render in thia matter;. 

Mr. Hie' co f.<li to 
Pircctor ('!~nnral 
Jar"nc5c Patent O!fica 
4-3 }:e::-;ur.~l<Jn!Joki 3-chc:r.a 
Chiyo..l;1-}: u 
Tokyo 
Ja!>nn • 

Sinccrcl:a• yours, 

Felix 1'.. Sviridcv 
Deputy Director General 

i.lear .:>it: ~. ~ .~ ~ 
'" , •. •1-1 

-F~~e~~i~~~!:~::t~it~H~I~~~!t~~: ~~~~!:~ ;.~~~c~~~~~t~h~/~~;e~~~~~i~ ,. -1 
;.; . ·. <· if.;· ... ,,,; .,.. ;;j ' ·>;'': .X 

ry~ ·:ay';·itbti«;';f:~~~tf,,Ca_~t6~;~!1!J5'~~~it); 8--~·l-;~i\lt-~~~h~'r.Jt-£.;U~. Cisagre~ wit-h ~he [l 
U!'l.i't~·if'-<.:..lt:a.t-d"'•;PJit:eil'tt-f-0;ft'li.~.:-"')-;; • .._;'!<'~--...: -<C< .:,.-,;..<,; ro ; ,.U}.-...<~<;<;?c•.-:- ,,.,~.:.-,~1,..<';---~·-~· :-~,:.-~ j 

'tl 

~~,!::'3 ~:i:"!il: .... , ~ 
1-1 

#4(~o..-~ 
.
0 

••. ·;;;,hin :-!:1~~~~~ c ~ ·:~ · 
Jir~ctoT Gen~:al 

3~cl: 
.:i;:3 eta t~d abcr.r.a 

0 ....... 
<: 
1-1 ....... 
Q) 
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;.hh•: .. 

l -· !"'-;~-~~--! 
~. "o.ht:11.rr (luldr·ll•; ~ wtorr l!r:•£t~.;d f:-r, ;:uJ 

;.~·-~.~:..::~~~:~:-~~:~-~~~~=:~:~~~~~:~;~--;~1 ;·~~~~;-in t~ot•nn t:i.ona1 
•t.,;:·l:';->-e-.:•.,_. ... :"';"l-·1 .. ~'':!~:-r_.. l~i+!~ 

-t)re.&._..l"f''f"'t:h-:.·o-~·t.e-f·~..:~·e+t-l•iri:. ~ 

turop('tn l'.:tt.t"nt (Jff~ce will lie ,-al;:..~~n 
to curry out c.-tl•"'. typr~ of !.~:"=-c'f.t:. (se-e 

. Y.Il:,. -). lt 1:. 1nlt:ndcd t!,;.~0"':--.e~c Cui~cline" 
&l1c:1u1d np~~y tQ the:.~...,:(.~~· tYr~s or sc::zrehea 

to the l~rr.e~t c~,t I'O:.;.I!..:lr-, u.d ::ar.y 

c1ev1&tions ry~hese Cui1.t:l1ne" a;.plyit;& 

to th~r:l· Sf"O\N:he:~ \.'ill l:c 1:-.ji~3ted 
\-rht-t;/'1 llpproprh.:e and will l't> t'..l~"":eJ·isc~ in 
.::...11'.. • • ·, 

6, <:-;-crlel-=tt+e,.,_~,.,~!r.~~_z 
(rC'r) 6earchc~ ca:-:-icd ou:. by the fu; ... ;.!ttn 

ftteut orr:lce .r.e:.i::r; ?.:0 ~!'1. 1:-.t.t·.:;/c-nal 
St:r.rchir:.:: J.uthoJ•H:t L:.J:~~r t~:e ....... r.::tezot 

CCtC\~ero:tion 'i':-ct.tY. Sin: [', ... ·~·t:,. :-e~uire:-.tonts 
ot that Treaty an:! tt:~ ~~::;"~2:'1 P~t.ent 
Convention wit:t res~ to t~e ~~!lreh e~d 
e:e-arch rc;>or-t ~~o a. ve:-y 1~:-::,e exter.: 

1CI.cntlealz:. lt.!..S':. cc.~.r-~t.ib:e,, when 

ela.bort.tj..--c; tt-.c~e Cui~£1!.:-.Es t!'.e ~p~ortu­

nit):L'fi taken to r.-.:!.ke thr~ t.r?l:l:able &l.so 

ty.cr :uarct.(·s to the lar;:es.t e-x~ent 
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1. The procedure throht~h "hlch ·<~.......f:.t.t~ 
~~ llrplic:tol!on proceed:~ fro::"~ u.~ fi)Jn~: 

· OC tit~ A"i)licat.ion to th~ cr~ntint of & 

(Iaten~ (or the refu~a.l·thcoa·cor) C:t:•t.\fU'Jsea 

two c:~et.t•ly scparateoJ bn~oie i:tcq~ct.. S.e. 

,, 

o.n intorno.tiono.l 

intoJ~nc. tionnl ___ t_ll_eA<~orch ond the oubot&r::oivt rxa.,lnotlo:t._ by the no.tionnl 

......... ~ 

l..rt. 17 ~ 
~) 

-.'a,..J-+-IJW·h_r-n 

·' 

;r, 'i'b" oloJcctive or the ~ea.-ch is to c:iscover O.t'..tico 
the rrior art \illich .is rele\·aut.. for t.he 

purpo~e or ciett-:-r.~inin~ whether. and ir so 

to •:hat cxtenl, th"f' .in .... ~nt.i-::r~ te \:hi:h the claim.od 
applicati-on relct~'S·~..:=_::::~;--­
·invcntivc step, (PCT Art:. 15(2i~"!<ulc )),l(ol)) • 

). 'rhe s·rareh is e.ssent:iall;r- n ~ocu:--entar;r­

01, if: not 11ou 

and docw or• doe:J 
not invplve 

aea'rch in a docu::ent colleetic.n that ia ~._properly 
~.t+~~~ arrer.;;~d J~~ 

(it) 

..,.,~,t-~-e-~-i.-;-~ . .....,_.J.~-•,.•~ee~o!~;: i.o tho !'or sea~ch purpoaaa 
aubJet:t-a.~attt-r cc;ntenta o! the ~CICI.l::;ent.~ (I'C'! Rul~ .• ) 
'lhu~. •r~ pri:,;ril)' rau-n~ C:c.:u:oents or 3 6 ,J ( 11) 
\"&taio¥s co~ntrie~ t :u-!;:.p!er:er.ted 'by a r.ut::.bcr 

ot at"~ic~e~ frc:.\ pe:ioC:ic:r.ls ar.d ottlCI" non-

paten~ l1 ~~ratua, 

l ...... ,., search s·cpor~ will ~e pre~a:-erl con­
tt.ini~c;. t.ht: _z.·c·~:..:!t& ~:~!' 1.:0~ :.ea:-.:r.t ih 

partieu!ar by ldenti:"yinc: the cic:u!:l.ent:~ 

con5tituti-:tg thet 1"elevant pl"ior art (PCT 

J.rt. ~C(:)~ ;'.o.:~e :0;!.;,), 

5. The ~a~"f!h re-;:o'r't set'ves .to ~rov!~e 
.infornat.lon c.n t..he releva::-;. ;:-ior art to 

tho a.pplica;lt, to th~ pUb!!C:,, ar.~ tc the 

Ln internatio~o.l 
\ 

internationo.l 

., 
11' tho npr>l.ba tJon 

is publi~-iwd t~~~7~~~~~~~~;;:~:;:::-~~ 
/.r~. '}(G), t:ule 6e.l(b)), '\dosignnte:l Ofi'icon 

6. ·since tl".~ !lic:.reh will be ca!"r!cd ot:t ar.:l 
( >' 

-·::.:0.~2~:5~5~~~~~?-~=~=-::'· ~~1t..::~::~,::.:~::::n:~·!·.rcl1·· 
e.n:! th~ t·x,,·:d;-.. "t:.!on \.:ill t~ c:-:-:-i":" .. ' <•ut :i.tJ{; Author;tt.i::,.::.; 
~~~·:.:~~-:·- t::· t~:-· . ·..: ~ .. t __ .... ;_.:,., .. 4 ·.:"'-:. ' -. . _ .. ____ ... -~ ... -- .. ~-

.... t~;l''l.."':~-·-:-i>~·:·{ .·• --.;.•:-. c·~"·"-1 .,.;. ·•'· ... - ..... • .. : •• · 
t~-.'.Jit;;1: .. to;.i o:.",;·.~.t':l 1 :: 

l•t'}'.\1'!:-t. iun 
t.:. well r.:s· ~~·~:~;~~~~~. r.t~·ip· .. ~..::_~~~:_::~:_~- :".·':·· l'O 
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intornationul_ 

~ 
-t.~ 
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I 

rn·n.:otv/ll 
Anr1ex 

.. s -

' cttu..o:-r.n tt 

-----,-- !in some ;',n.atnnco~, 
1··]'tr:T'<! ore r.o/ fD.cilttit·~ f(.\1~ 5).'::\.rl":.'\tJe :thoro 

bcarchinlJ by ':.ht'~~l .•. ...:.,....... ~--,~donig~lntod o.r.ricoa 
tha~\ ror conrllc:tin•.: .;.:_.w~,.ft >~p;.J :("~t i~;~r\!l national 
(oec v, H. _,p ... _.,~,ih~~-. c>OJou dogic;nntod 
thcrcrort,l~cp(,'n~~~_r..!._!.!!r_: ___ ~o · Of'ficos may 
~-~"" ror ttwi:- '","'~;re or tl;•• [:i.ntornutional Sonrcb-
utat~ of th<! t:.rt ?" '~h!ch'"f.:.:::_~..::.:_::::_:_:~ ing Authorit.ios· 
tho pat.enta.bility or tt\e invcr.tion will t.e~ • 

· . thol.r • ba:.cd. "the~~:h.r::u:.t.. th•::rlc:·c, !:l~ • ·; 

e-oo1plcte llr.d effccLive _i-:;,. .pos::.ia~lct •dthin intornatlonnl 
the lit.)ltatic.n:l· nec<Cssarily it:~t'OScd by 

ec:ono;:~ic considaratit>n:l (:oee 11 It 2). 

8. In orde~ to be able.tci !nfore~ tt;~..;:.,.,..~ ·designated O.ffices 
~I~ ot the do1:ur.:ents nece-.s-s3r;,o to 

decide on pa~entability,_ the 1\earch · 

exanlner ~:~us.t be far.~ilia.r "'ith tte tJ.sic 

re'!uire~ents or exa~ir.iiltion, cspe-c:in lly 
with re~peet to n.;:,velty, inventiv£- ~tep 1 
\:nit)' or invtnt1on, a.r&ci ~u'bjec:t~ c-x-cluC:ecl 
rroa ro.tentability either :pedrlc•l1:t or 
1:Jecause or lack Of' inaustrial aPplicabili'ty 
(oeo Ch~pter> V to VUlh On tt.e other 

hand. a certain a:::.ount of, te·ed-back to the 

:• ··• .... International 
~carch, in p<l.rticular lh., ;'J.Ctior.~ tz.'r:en t;~ Snnrching Autho:;•i t;. 
the cp;>l!c~nt ·11.r.c1 the;-<~"'=' •• doai na ted O.ffic~ 
a result of·tt.e .... :earch re;:cr~. ~:..-. r:ece!sar:f g 
in {.n;~r .::J o~.t~,ir. ~~arcn~s "'·e~l t.;.~?.;::.ej to :::ny ba dosil'~blo 

·the needs ot t.he- exa::tin:!.tion. 

9.· !t.e auit zcer:,~l .. fo. ee:n:;.~ International search 
nearch and -~~,i~;;..u!>•ehe'"seirch report fot• shall he carried out 

_ _.,"i>'P:.;;;~.;o,...;,o-c~~.:~,.,...~to by uri JI)tcrnatio:~al 
--.,.~~~!!o::r•:.. ... :;.,cne Ee:lrc:h ex?.nine:-. 2:carchin~: Autho!"i ty. 

'"i-A-o.;.;.o.~!.Qna-1--o~r~ Where the inven~ion '£ht.: !:ien.rch i tse: lf 
is of a nature rcquir"ir . .;; se.arc.:t1it!C in uill normnlly be 
widely c!i.~persed »!1~.:iali.~cd fjcl..ds, a pcrfor!:-.cd by 

· &!~~~n~ ... •<'H~&-~~--~~ .. :..r.~'"'<:£_.:_~~~!-. 
or possittly three, cxanincrs 1::ay be rvo'<·,v:!.y;.;c.J.rch contain in:: 

1"\,__ __ \. lt f1c Hnr\~ 
· 'ncc~~~~ry 

... 1 ••• 

• 

-...Jiu~ 

( .. ' .. J, 

~ 

,._.,,t..u,__..,. J.l 

t.nru:.~ 

cuArn:n tiT 

CIMUCHJ:fSf!CS Of THC sr~rt_!!, 

/ 

J, Th cl•icctivc o& tht •u\t~ 

t.1 b :~toted in n, 2,• th~ obJecttvc 
or the .~.r~h 1o to dhC:J>ve.- :relevant prior 
art tor ~he p·urp~se or a5sea=in& nc•\·clty t.n:S: 
inventive -aie-p• Dcc:.ish~ns on,-novcl\.7 nnd 
inventive'· :~tc;> are the pro:dnce .ot. the 
..r'..¥.-~i>~wkt.M~· ... :~~~ ..... 41i;tla • 

~"" .. ....._._~ .... ~~ 
Corctcd ttr. t~aet.=:::.;a· .... ... ~.~,~~~ i~_.Jo-r-dJ'l-r"t'o . 
~VM.'t.le. t.rii errce:ti~~~- be· c-ar:i<:lil ou.t. . .. .,-.--: . 

Such_ ·prov~ ~i~~.t.~it~r;:.'~~~~· ,b~.: ~~tject to 
a-cvl~~-~~.!~.-!·!. """ :!t.t<.Ji"' a't .. thc 
~~· .. ·. 

"""'"' ·. s~.:~ o:ra \e .. ~~ iou~· 
III .. 3.9 .;.. Stiarch.f11r si.t~j~ekr.att• . 
dependent. claims, III,' . ~·<!"' • 7 -. So arch 
in anilQfi:O.~~,:~J.~"s ~ S~cppfns:' sear-ch 

t:~ef\. ~n~~~"i~l. r.at.t.~z:, r_e::a.\ns .,,~ii~, 9 • 
~ .. ~i's.N-i; •. ·· ... 

desi81latod Ofi:­
:ieea 

~g'tl 
p:=~ . ~ .. , 

2 ~ Occ;asionally the,.,~~:. _"i i.aian .. rn International J!l ~ q,a 
b .. v ... t.o ~.£pl:<>,4-.!•mal.· oi'lZl:tDil$ 'GR·::atters searching AuthoJ.•i- ·';;""" 0 

. ;· ~ 

ot a..ub;!;~,jUv~<ex.ar.inat'ran·q•>!>e~ than r.ovelty ty ~~·g<" 
or 1nven~ive··~tep, .:tn.o~er too t;e al>le to \ · ,,· · rt> CD ~ 
pro~eed 1.\:l.th tb<, aeal'c.n,._ to. deeii1• to restriet ~ ~ ~ 
tb~ ·:e;::-c:~;~ .. ~~'-i~ ·~!li;ts·;: _o~in.!:~M A:"'~ '· ~ Q.. 

"'h"'i-... txkpl~s ..,;-e. ~o ob~,:tootf!4 .Jn Cha.p~er 'III -
l.'n'-tr o:C)inrei!;ioq ~d,tb~il~~r VIU·- SubJect­
r.atter uclil~e<l !ro'! p•:te'}t:;!>illt,y, and 
t'tl,curlt~e:;_ c-te• p~-e~eht!l;lS a ~e.aningful 
ce.a.r'~h. - , ' 

f •. ~C"_pt tt~· .tltt .UlVtcfl 

1.1 'i'~t.f~,.!~(·;'-~:.t• ~ear:c.n:-i.:; e_:..,se.:::}.~al~~· a 
tho~ouc..'l~ ,h;.f.~-.,'t~~-~;_~Y.~;; ,a) .. !~_e*,;;:zJ.r.ii ~~:ore!;.. 
uevert~ele-ss~ it ~~:;t be z:-e.lli~~d th~t ih ol 

aea.;-<:h n! -t!li;t. \d.!1:l, tGC'! C':l~plt:.'te!!.!:':>!. C:!::":!'.Ot 

n1\!1ys tiJ ('~t~in'::~. ~~.c;u~c-· Ot ~'\le:t r~.:tc:-s 
a-:. :it~~ .t~e ~!t}~lC i~~~,. ~~f~~~-i~n·~' 'ot · a:o)~ 
ei~i'!\!Jf~~tf~'' i.y!!.'!:~~:· ~~·:!· itl'-i£P.lc~~ntati~n·, 
~ni z:..~y ~·s·t.· t;'f?~·-~c·o.;cf.'it~~rlt! :i.U~t.i rf~J i! t~e 
c;ur~'t. ·Lt'·(.:t "!·~···";. . .:-i,t- ~it.h:!.n~·r-~i:e-r...:.t:lt- :.::·:m.l:: • 

·I 

'\ _',, 

• .. f ... 

01'1'ice 

intornat.ior.nl 
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,.ht e>:ar:tlneor l\hould tht'rcrorc organ!:~e hla 

eearch rf(ort ond. utill:.c h'io o'rnrc:h t"Jmt" in 

auch e. n.1nncl' n:a to reduce lo a l':'.lnirnvM the 

po••iuillly ~r falllnc to dlocov~r existing 
highly l'clcYilnt prior art, :.uch U5 c.:ot~•plet.t' 

ant!ciputlon& Co~ any elalm3. FQr less 

relevAnt prior artt which often ~~i~t' wltl1 fi 

tair l.t:.c.unt of redund.Jncy :ur.onr;:;t t.hc docunents 

in the :.cr.rch collection_, a lower retrieval 

ratio can be acce'pted. 

2.2 'rhc PCT stipuhtes in Articl<• 15, 

paragrttph 14, that tht! International Sca1~chir1p; 

Authority pc:rrorr.dnr; thc :search e;.h~ll ende-avour 

to dl:scover. as r.tuch or the relc\"ant prior art 
a~·its facilities permit, an~ 5hall, in any 
case, consult tht:: docur..en~ation spe~i!ic:i in 

the PC'l' P.cGiJ.lation3. ..:>.Nt~~~ 

~~'!..~fr.:ee .:: e:.c;>(~_d ~a 'lJacc-o -~ 

i.rt.iclc 16, p<u~asraph 1, tpeei~ly refers 

to thio r•osoibility), ""~.)K''is clearly 
deair.ablc ro:- Eur-o~R"""'ci-r.d ~nte:nat ional 

aearehe3 to b~ r~ly co=.~at1Ule, the above 

defin~e SCOcC Of the oe~reh ohould 
"be~vard~~ as al~o a~~licable to the 

~....,.r.-«-~~. 

f• 

2.3 ·~hi~ ir.?lle5 ri~st or ~11 th~t the 

•£-e--".rN:r.~·>i-•,..f:-V-:~ in :;ecrching an 2'-P?lication 
~- -77--~~----~--~ .":ill,. ill pr-inci?).e, ccnsUlt all dccu;;:en~s in 
the relcv~nt classification unit~ of the 
r.carch files. irrespective or their languas:e 
·or ~ge-, nr of the type: of doeL::;:.ent .• 

Hcvcrl!lclcs' the sca~:}t exa~!n~r L~ould ro~ 
rea.aon.:. cr economy cxcrc:ise hi!> judg~ent, 

bn~ed on hi~ kno~lcd~e of the tc:hnolcsY in 

question nnt! O( the do:Uf:':e>nt~tion involved, 

International 
Sear-ching Authority 

. t;o O::!.!.t :.cction~ in \d"'.~Ch the li~;clihoo.:! o!' 

fin-=.inc; 2.ny t:ocur..cnts :-elcvant to the 

"eearch !~ r:egli&iblt, rcr cxa~~lc doc~~znts 

falling \tithin.a S'erioJ prcccdi~s the ti~' 

• ... / ... .· 

.· .•. 

.,· 

tCT /1\."'0/V Ill 

AllhOX 

- 0- ... 
ctiAITfR llt 

When the &r<>a <>J' tcthne>lo&Y in que•tlon 

be&nn to dcvel<>i'·· Shtilarl¥ he. need only 

conoult nne r.te~n~er or a p:>~cM Ja01ily 
un.le:t5o he hBs cPod reason to supp~c t-hat. 

Jn a p:lrticula.rf Case., "there are;.- rt'ltvent 

aubstllntial di'N'crenees in the 'Content or 

different lnOQb~a Of the Sa%e familJ• 
r 

2aq S'fi_ ~tW!eJi~I'W wMt.he1 au•taiR aatsag~"' 5 ;. 

or docu;:;'lents trint are 
"to the Eurc;ma.rt patent ·-system, and that 

. not .t'orr:a part of tho: FCT rnini!'t'-lrdoc• ~nta.tion, 
a~.&ch as patent :d.ocu..~enta or the g,. r.dinavian 

. countries, if ~ncluded in the • arch tiles" 
-~~:.,.;,111 have to b~ consultid rVinternational 

8earches per:rP'~ed. by t~eat"ch Service 

or the EPO, ~4 CC?nV?ly: "hether certain 
categori£"a of 4ocu.=::nta that. are or special 

relevance to-t~, ~-!:· paten~ docu:nento or 
certain caunt:...;es not contra.ctinc to the 

European ~/cnt :syStem,. vill have- to be 
consult_;;..d for ~uropean sear-ches 1 is left 

openPtil the (tla.tter of tt.e extent or the 

2 •. < The ,et\reh shall te ear~le::! cut on th~ 

~ b;';is or tnU s~at·ch files which r.ay contain 

~ter!al pertinent to the ir.venticn 
· (PCT, Rule J3.2(a)). It tllould first cover 

all directly relevant technical !iel~s, and 
~y then h2\~e ~o te extoer.l!cd to enall'-E;O~s 
ticlrlo {~CT Rule }}.2 (b)), but the need 
ror tllio cu~t be judged by the exa~.ir:.cr in 

eneh indivic.ua.l case, te-~i!ib in~o account 

the out~o~e of the ~ea:zh in the initial 

field• • 

~ ~( ~he ~uestion or vhich a~ts are 1 !n any 
r;iYen c:l:se, to be rc~ar~c-d :..s an:tlcr.ous 

·' 

bhall 1:~ c~~~idc~~d in _:~~ li~ht or ~h~t 
appear3 to be th~ ~e:rss~~y e~~~~~i3l f~~cti~:1 

Or" \!~H ('[ th!'/.~..:_:_:.:_0.?:' ;\:-U ::·J!. cn~y ti:'Z" clni:mocl 
t.~eciric ft:::c:~:r:::. c-:...i·::--::-.:.1;; i:-.:!!.:::~:.(·.:: in 

the ll~\;lli<:11t.\~:1 (f·;.-·,· Ful(.• )}.~ (C')). 

1 I . ~ . ' .. ~ 
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(~) 
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~-'/ 'rhe dc.:1u1on. t.o :xtt·nd th~~.~ ~cnrc:h t.o 6-~ 
fft)do hOt r.lcnt.l<Jn~d in tht" ·.::p~lJCltl.ion 
lnU)t .Lc lett to the Jud~t.\~nt. or. t.he :c .. rc;h 

IOUOIInor, >·ho ohould not' put hiO>oclr In the 

plato C\f the Jnvrntor ll.f'd tr:t t.o Jr.:o;.lne 

(") 

. Oll lho klnd> Of oppqootlono of tht> 
:lnvt'nl.Jor• possible. Ttoe.' ovr:r .. rid!ng 

Pr1nc1plt in detcrr..inlnc the t.Xtrn:\ion. or 
the acau:h ln nnalocous field: nhould be 
"hethcr U. i:. ·probr~blC: tl;at a l'cll:~onablc 
obJection that thet·e i$ lack cr tm·~~ltive 
ahp· could b.~ ••tablish•d on the ·b.~is cr 
What 1s l11;el~ to be found b~ the ooareh in 
tbeoo tiolds, 

S. The l«bi>ct tl ~~. HMch · 

),1 '•'be uarcb <.hc·ulC! be eli roe ted to .. the 
invtr.tion definod" by the claiab. a. 
intor;>:-•tccl with du~ ro&ard \~ t'be 

clcacriptlon an~ drawir:cs. iii· ari1h ~·. . · . .nnd with p~rtlcular 
-eM-~-"- "'""-~. ~r· '-*~ ~·-,·.•;•: ~ ·al:lpha:sill on th& 
-..Mrl>-Ii-1-~>-.,r~·~;~,_ invonti\•o concopt 
~W...'-Ot c-aM."<! CFC"i' ~rticle ·15, tOl/P.rds which tho 
.parasraph ;,, Rule )l;3fa));· CJ.a~ al'a dirac ted. 

),2 Th1:o, U:plies otbat · ~n the a:urcb 
apoclhl t"phub &bould bii ··~il'l'i:'t·oa to :he 
!nv~ntive conc..-pt- un~t-rl.Tf'r;·c 1the' "ih.veh~i~~ 
to >~hich the clains ·are di're«ied· (l•c-: F.ale 
3J.)(n.)). Com.e:;uentl;; t.·he ·sc:a1·eh ~~='Jld oil 
tbi one h.ar.d nat be- restrictt"d to· the 

11ter~l \-ror~!r.~ .cf. the C:l·th.s'. but or. the 
ot!o~J.· hz.r.d .:;.Q~!-oi '"~:; tc ~t"::i.t:t.l~.:c t.o· 

include ever;rtn>n& that nfc!>t• be ·~erived· by· 
a per:son akilled in the .art: tro!l a. 
COn~idcration Of .~he. dcscri·jit!on and 
4raw1ngo, 

).) ,\s a con:oe.c;,_uen-:t;,.~ht;o starch !ih::u1d 
uaunll)· t~b1·ace .al:.o su~ject .. ~nttcr that. 'iS 
.&tncrally rceo~'li:u·d aa equiv:oler.~ to- ::h:tt 
llhic.l, :i~ (>pccificd in tt,~ cla.i:. . .s. 'i't,ls 

r.p;tl!c-~ to the r.l:d!"'.t.t! M:~Je-c:.-r,:! o;-::- :!!\ ~ 
'Whole-, cr.~ Al:.o, to its_in:!i..-h!u~\1 fcat\;rfrs 1.__ 

(PCl' l:ale )).2~(d)). ror CX>";>h·, if the 

clr.f:a :r-re:ifJc:.5. « ct:.lll~ clol;:-:;, ha,·!nc a 

c:r~·:·.~ in C..;ln:.:.,·.~.;'.. i..:-~'a· tl.c ~':'::.;":";:!~. :.:i~~l.:! 
e::.:•rllee p!r:c: o.l).-!_ !t.i;·.illr cl:t:·t•n. lii;.~l)o· ::0 

h:.t\'C' t)"\r- r-t•rc! f!t·~~ ct·o:..!r\:<'t!C"ta. · 1.1~:t~hr 1 
i:t u.c- c~rf" i; ... •!:-"etc;! tc- flto .u·.~i.:!e 

I 

oven though, in its 
::poe i1'~c::;, tho . 
.:t.Tl\'&ln t:-..on tts C.:-..:;cl'.l­
bod i9 dirtnront · 

.f.',~-, ... ~1:\t~·-r~ Q( :-o: .... t'rt.l r.\1"1~ n:J!C'"h 1\r .... .· 
(., r j r.!·: t) ! '·-~-!; C·.n c! ~-: • .-.: 'h·:· .-: J. ,,:-t •• :-,. • 

:t~% U·: cl:d:, ;\:1..·;:.-:t':. v·_: ~...-d.d:t r.::·t3 
-..:·: \ • : ! .-' :_; --:· I!·!" . ,., . 

C ,·.•·••, ,· t· , ; : ,.,.,,, ~: , "': ~:; •, I:"- 0."1 

'· l • ' :. :I •. ~ \J .. ! :·:· .. ;,: 

,-}.:, 1 •. l ... ' .•. 

l: 

.. ~ :, ,• 

.:·\; .. ·t:•l •. 

• ~ w i"., -
. .. ; :. ~. ~ .... 

'i .: •. 

···'··· 

H;:·.;..: V;~_lt ii t . 

·llr.~E+}-

-+.rt-:-C+-

$ 

.· 

..., 
I"Cl'/1 t:<'/~ /I l -' ...., 

~-"-nneK ) 
:!>~~ •• 

• so " •• 

~· ~ • c~'P'rtll ui · . i.ntor~ational 
'·' sinc:e .thi><.~1;tis~a~:4;:n~+:.~~Jid,~~~,,,! o:Xcep.t. ~o ·c~%>·.:. . 
cl!t 1 ... t>e ft•re. r".cd~tnr.":th~~ato~;lo -r'lJ:;!r;;;,z} ·~ I'Oe t> .CQv:nal. ll1/l t ~ 

11th<- unr_ch >oll;l be.:~tr,.c:,i,~ft~ Jt,~ .. b~~llll'!:" tex-s<,,'W)l~C\l· are. 
·u or!c!.no.l.l~ .£i·i~d;:~:...:~'~r>o;0.>~ , .. ,, ,t:;on1'ra.T.;r. to tlro 
-opp3..t~W. ..... ·"'·"~•••·•h;f•iiif'.4i~~~ . c ~:rpntj and .are 
of>M•l-L"'*'""';.:..· •• ~~·:r.~~.~ , , ~- , na).lpd . to. ~ppl.i-
inter{l!.tlon~l ;(J>~)f'afip"!,l<Oitt~n or-r.' ·-r:-na'l ,, ~ru1~ 1 s· 'att.~,nt+on 
eppUcati'On; l;ut iii·~.~.lilio(tb ', .rll '''.' ( lj?: r.~E! X('!COiV~~nr.:_ (*) 

.4irrmfit rroori ttoq~~~or·:& fea!lih· . . .., O,a.1',.pa~ .A.O~ ·.~- ~ . ·. 
· 1 · 11 ., c~.· ~- ... " .. #· .··-~'-d'~ ... ·.·,..-"',.'-"' ~.P:t .. o•~ .. Rulfl .• 2., • pp ea. ~.con. "f'&'.'" • .~co,.n-.. .... ,.-, . .o. ··un"' ·· '· ··"u:''nU1o ;.l{f-C.tr-. 
in.terl)ati<>nal;· ... 11 ~lohi1' i~*~;T~b~tl;; ~ "' ~~c t.s) .•. ~ 't 1 . f 1 . .........-: l'' "">•·' ...... ,.;,,. ,k•'\. ~·~ •• • • • ... .... . 1• ·\he e a '·!lVtiS ;fi l'il.'i .. n tne -~r<>pean· ·i:. "'; .: · ·.·~ · 
~f\ rtrm ~~~:~~s;t~'~t ·~fiiJ tiif-oiil.in 

• ~ :liJ 'TJj";"!;¥·,) {-,.~·- '".-, ,_,,·,_.. . 

'S. ·• i ~--··'· ;~~""·· .--!, >¥ '···· 

,.5: ctair.s. '~·"·.t~.'~:-·c'c!~.~~ .. il .. -.it. ~.5·#.:i.'t.-;;.·~~ ·.rl>&. 'Q:r .. an"il·.··to ;~n.ven­
eh"'."'l!-r-e.~.;;.:$:..... ,t;ions. f:o;r .WhJ.Ch n() 
excluded fror.i; t.ii\i "'i);~itJi;>'""J· ,~.- ···. ~ / ..... , . ~ !'136 s ··ba'VcP'tiean. paid 

':t,_.; ... >..:~'·~ .. ·_j;; .... -.'(.··~·;_1,· ·. )~"~ ·- p ., ..... 

~llf'd'~'ii~iu li <,·.?l-1 !;~ ~ .• -. 
poasible end l-ea~~ii:ibi~r;t~~~i£:1¥~\\ 'i!\~~il': .•.. 
cover.the' ertt.~.··r~:an~~:.~m~t~: ..il;i~\11'':· '' 
the cldma a it '4Ittl~]~.~J!!t~'t~\~'h '(t,~7? .. 

. - ._. ... ~*-y<• ··'"···~it'l< .,2,<,.. .. 4 •-.~ .;7 ~·-·'"- ~·J...,t 
r.izht reasona!>l;JJe,. ".?'::C~•f.lil!"'c~ .. ~~· df:!ct-!d 
after they have b,~~~.Jif'#~~~. (";~~ P.~t' ,,~ .. \ 
:n.:Hb)). · For e'\~i'fflFl~h~!~ ~~-~P~7~~a~,~on·· 
relating to an e~.~!'iiq ii!z;c;,.M :,¢~'1~:.:11\~ -
one or ~'""" ci'ai~,.pm,i,,:ctii;~c~ol. to ~i\F ..... 
t·Lm:tic,-:1 P.n~_ftl~i:;~~_., o~ ;9P7:r·~~~-:'~. ~i:~~~~ ::· ~ 
deact"iption ~nil :ilri.wtris~ ;1.6i::lp4.iiA•JI:~~ple 
\lith a cletai1e:l ·~·il~tr.tv~aJ; ~r~~~~o~ · ·• 
circuit; the i :ii>r~li i;.iisi rilicesil-a:-1 l:t 
include . this i c fl'~ui~.";;; ilev#f:i~iesa~. · 
:reasons <>r cco~ci~ .... ~:r..,ao~~e.~~ln ;, 
restrici.!.ohs: r~*~$i,,.y; .iiit- :1ipp:le,~~;eri 
there. h a btilo4ita!:: .:r.•ld;'~alji ·lo~;.les: 
ant\ it !:. -r.o't. "pe&~'ni:re_,,t..t,~.'tO~se~·\:h.ich 
~in I•<" the :..ubjlt~~ oe:;>End~ ·.tlo.i:~s. , .. ::· . . .. 

.,,,.; 

(~" 

.w;L!I>'G 
m.,.c:r,t ·~o 

~ ~'""· ~~ ,ci•'ZI&.,.c~ 
og-~{$0 
·"~!!';~ 
':!ff·a 1-1 

rl". CD' ... ·x e» 
Hn 

).7 l;o.~pe'clai:·n~r!:li ehart~~ilil be ·v.ac!e. 
for sea.rChi~c 1illd.ii"tf ~.-1t!~~~~q~-' sf"tU1aiivc· 
clrd!~,, t-e~·:ir.:t .. !f.~4 i.1C1}f:t:f_t,~-~~~-!frt~~fr r.'rr ·. 
Mtr;~;! .. ~c! . ~.)~ ~.::f.:~t~~'";:i ;i'~~:~i~:;~_ ~!·-l~·- ~t.¥."-:?ri· ~: 

!:"~~i::·~,;ti~m;~{~·:~l~t,~~/:~1.r:,,., .. 
. : ;::~:0:;; ;: ~~·; .. ~{~~;·!~;:~~;~~~:~~.\~- ·::;.~~~; 

t!:: ,,~;;!~ ~::.::!~ 1:::- t~ :~t~~Jr! .t~ 
.'·:· · · ·:: .' I ,.~•·:·.:·.~,·~: ,t\\ ~.;.;~,~:.~;.. l~ ... t.'\ 

i.\'!!.. ~- '·! : .• t. i···. • .. :··· ·, , t :·., !'!·::·;: :: r .. : .1•::. '! (•1 

t~:t !:·.:.• .. t \-:"": •:·:· ::· t:·.~··~l-~1-.. ! 1:; .. '\0i:.t'". 

···-'··· 
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Annex 

• H•-

~...!.!!. 

if a clct.ir.t is dircctccl to ... ft p1·occss for 

t:lanuf't...: luring &.n "j r.•}·E:d<>~•': c t: I cmcn1." \Jul 

the dc~cr5ption and dt'C!H.lr.gs N·lo.te only to 

the r.mnufaC'ture of o. l'esi:>tor elcnent 11 and 

give r.o indication u.s to how other types Or 
.impedance elerr:enL ~oulcl 1,c r:-.&nuractut·ed by 

the Jlf'ocesa of the invcnl.ion, cxtctt&ion·or 

the st-arch to e::~brut:v.. stty, r.:anufa.cture or 
capacito:-r;, would not norr.tally be justifit;d. 

). 8 The search carried out in· the clasai­
tic:ation unitS of th£: DCC\rch file:> to be 

consulted for lhc~ 1r.ain claitl(s) lhust 

inelude .ii.ll c!e-pt:nc!er.t cl:'!i::l:,. Dcpew.lent 

cia!~.s ;Jhould be int,~rpr·l!tcd a3 u~ia·~ 
rcotrict~~. by all fc"t~reo of tho ~laim(s) 

·fro!!' lihich· they Gcp~nd; thcrcfol'"c Jl \-:here 

the oubject-catter or the cain clai!:l. is 

novel. that or the de:pf'r.dcn: clair.:l Hill 

ala'o be novel. When the patnntabil1ty or 

tho ~ain claic is t10t quusf:ioncd ns a 

result of the aear-ch 1 t'l":.c:•c i~ no n~cd to 

make a further ::teart:h in respect of Lhe 

subject-:::.atter of the dcper.::ent cla:b:s a$ 

Buch. For exa::ple, in e.n application 

relatinc: to catt.o:le ray oscillosc:opa,tu.bes, 

in whi~h 1.he J.:ain cl.:dt:.: is c!irccted to 

epecific tteans alor.g the edse or lhe front 
or the tube fo:- ilh.:::-:ir.at:.r:;: the sc:-een, 

nn:i c::. C.::.;:~r.::!e::-:.t c::..:.:.-. i:. ::.:.:-toct~:: to a 

specific connection between the fror.t and 

the rna in part of thc ttt!)e, the search 

exe::rdner should. ir. the search files he 

eonsults for searehi:-.~ the illut::!nation 

~eans, also search fo~ the co~ncctin~ ~eans 
tr:hethc:.· in cc:c:~i:-::J.tion ~:ith the iilt..;:-.:.r.at.ion · 

neans or not. ~t.en c_ftoer tl:is ::;ear:h the 

patcnta!:d.lity of tl:D- illur.Jin3t.int; r..<:ans is 

not questioned, t~:c- c·.'<a:7llr.c~ shnuld r.ot 

ext~i.j t.it.. S!'J.!"'C.l: f:..:.· l!:e cc•:1!1~~c~.:::t; !":l.ea:1s 

to furt.he:- 1'CJl•ch f;l:-s ::>pt-c.:ificall;>' 

prcvi::!(.j fer- t~c:;;c cc-.;.;.C':;:!..ic:--~s. 

• . • I .•• 

( ") 

~ 

t>C"f/"1"(.0/"v"/ ).l 

#u'~ex 

- 12 -

£!!!Xf1''!..!!1. 

}.9 !lowe" era When ... th~ pO~t:nlJ·l•il it.:; Of 

the 11.ain clait:l l::;, GUCSL ione-cl, it .":ty be 

necc5sarl' fCJr asse~~ing )uv...·nt..iYl :..otcp oC a 

dependent el&im to establish \Ohether the 

features or the dep~ndcnt claim es such are 

novel by searching ~ne Or more additional 

.classirieation units, t!o auth special 

aea.rch should -be r.a·'!~ t"or ft:atL•rc~:.o thol are 

. triviD.l or ge:T".erally l:no;.~n in Uec art. 

-Whon the: dependent clait:t add.s n further 
feature -(rather· than provit.ling lnc.re detail 

or 811. elenu~:nt tit;uri:-F; alr;,.·n~Jy in tl:e r.;a.in 

·• 'clahl), the. dependent clai::.t in crrcct 

1 "! constitutes.. a ec::::bir.ation cl:l.i:1 a1~:l shculd 

be dealt -with acco:-Cir.!;l.y (~ee n:r.. 3.10). 

;~·~i; ·~~~ ::~=i~~~ •ch3racteriscd by ll 

.• eombina.tion.~r cle::-.en:.a i~.c:,. ·:,, .3 and C) 

tbe ecarth should be directej towards ~he 

combination; howa,.-er, when r.earchir.s 
claaaificn.tion ur.its for tlaio pur;:.usl! • aub­

&OMbinations, includin~ tta•.: eler.'ients 

individually (e.g. lo.B, AC. SC and a!so A, 

B and C separately) should !:.e sea:~c:;el! in 

thoDe units at the sar:.e tir-.e. A search in 

additional classi!':..ca.ti~n l;:1i~s E:itbcr tor 

subcotr.binations or fer ir.d.i·:i~ual el\rr:enta 

ot the combination should only be perforr:ed 

if this is still r.ecessery for establishing 

the novl'lty cf -:.t.:: ele-:-:e:1t in or.:er t.o 

asses5 the invcr.tiVe step of the co~bination. 

3 .. 11 When the e.p;:licaticn co~tains c:lairws 
o!" diffc.-rcnt c:at.e~orics, t!oe!te t·;i.;,Sl. be 

include-d in the sea:-c h, an~ e\'E:a \<.hen tt.e 

applicatica cor.t=:.:-.s only cl:.::.::-.3 c:· Qr.e 

c:e.tecory, it r.:ay b!: c!esirable to i.-:ch.:.t:e 

other catec:orje: i!"'l. t~e St'?.rc!.. ;:'o~ 

c:-xar.:ple 1 gcnerall;,i, ~ E:'":O::C'!pt '"'t".-;!1 the 

e.pplication co~";~!~s i:-:.:!ic.::.t:.::-.~ t::'l tile 

~ont1·ary, one r.ay ~r.s;;:-::c t:.~:.. io1 a cl:j,j~ 

dirE:eted to a ct:r;:!.c:,:.l p·c::e~:., ~t:\:' 

Ste.rti!)£ produ:':r. for:-:. pH";. C"f tn.? S':d.te 0:" 

tl:c .ll'"t .:~nj nt.·-r:-'~ :·:-~ tr ! C:..!l':~.c-:i; fl;o:: 

intcr~t::!b.tt• p:-<'":~L.:.'.:. \O~l::. ..:r~'l::· ~c ~c·~rcht·d 

~·t:cn th('y for:·. u-_:· t-'.1'::' 5 c; ~ c ~ \. :·.~ "'' ::.or to 

cla.i::::.; Lt.:: :!.C' r~r=~~ i=-l·:!qc'.:· •. n.! &.~.1"-"."!.Y!. 

h'lv~ to be ~, .. _.q·~:·l.!, C).O:'-'i t. ~!~ ... n they at't! 

rv i:!•·:;t) y 1.:1.::;· .• :1 • 

. . . I ..• 

~g'lj 
rt'(l)(l 
.... ~>i 
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,· 

.,.J..ll-t---1 :;-

• l) .. 

!'I~I.I'T!}!_.!_U, 

) • .l2 'l'ht exo.r.dner t~ohould, 1n t.':nrral, 

exclude fro1-, hi:.. t.c~rch· ~utdt.•c:t ~ fop tlh1ch 

no J:"tcanJn;.ful search tAll be r.t.;ld\'f th1r. r.-i<.l}' 

rc:~ult froi'O\ certain ·Gubjcct:l bc!11l: e-xcluded 
fro:~ 1•M-e-n-~-..~,-;~_, .. , or fror-1 \h-:- b)·plic~tion . , _____ _ 
bcinc obocuo·e <•·•: Chu;•tcr· VIII) .• 

}.l} #.+...,\I;, en tho clait'l> (lr the 
npplic:.tion do not r~latc to or.e in~ent ion 
only, nor to a traup of iuvtntions ~o 

linked ns to rorc a ~in~lc ccncr•l 
inventive cor,cept. the .search \/ill no!'.,ally 
be restricted to the· invc.htic:., c.r tt~-

lin~cd g,ro''P or invc:nt iori.!!, r i rs.t tlentiOncd 
in tho ehltJ~. (sec Cha;>tcr Vli). ~..v~ 
~~~*.!'-• .·e .. _ ,Ae a\~;e .. t.a.ca .. G-\+iZ,...:::l:-e.o.· 
notified t~~~~icatl.on 
~"~~~--------

,:1~ In certain eircu!:lsUnees it cay l>c 
desirable to extend the subjctt-.,attcr or 
the scare!> to inclucle tho •technological 

backcround" or .the invention (aee IV, 2. 4). 

'n>b would include: 

tho search under 
l'CT Rulo 39 

r· ,. 

•~nd tho l'!)quirod 
additional i'oes 
huvo not been pa;i.ci, 
uithin the prnsr.­
ribed tim9 limit 

Ii' the ndditiona~ 
i'oos have been 
timely paid, all 
inventions covered 
thoraby 1oust also 

\be seorched. 
- the preamble to the first elaln, i.e. the 

part preceding t.he Cxpre~sion "charactc:-ised 

b)'" I 

- the prior state or t~.e art which h 
dcep.ed to be ~noun in t.hc ir.ttod~.t~t..ion or 

the description or the application but 
not identified b)' speciri,c cittt~ons; 

the r.enerai technolco;;lcal background or 
the invention (often called •general 
8hte or the al·t•). 

'• •TI!(!l o ( ~:::...-_!r.~~ 

~.1 L .. ",.,~~~-,--
IJ'he ta~~-~~a~~-:rvi:c j..:i-~ eour~e 
prhtarily to carry out oc~~ MJ d~aw up 

~cai-c:h T~rvr-ts in r7::#(~1 to- E-u:-o;>e:tn 
patent r.;·~!i(:;.t_!.3~:t.. In ,"'.·.!::it ion to t,t-.~3r." 

\l:OU:\1. !)C:H'd\o;.,U~ lhe ~C~rch {livi:.ions C.(. t.h~ 

, : Eur<1('1~A::~~~-cnt Otfice·,r;;.3)" b~ C'illlcd upon 

to .J'~"r(or;."l \'~H"iClU~ Cth,•r t,yp·:;. Ot :H~;\r;:-hr:.:S 1 

~i ... •h·-•,......,._1,!.~*-!~•...._ f ;.~·~·~,;~i.t~t-f•HNt:: .... >~t•}uM-­
·0 .· 

•• 
...! ... 

'\ ., 

r 

f( li . ...:.tJ/'.'/J:• 

1-.t.nt:!'. 
• 14 • £!I~,I~LI!.J..!.!. 

----------4~~!·' .... , ··-~:.~~!':~"'' l 
tt th:! __ ,e).or;.lno:.tlt.n lttt•r.<- Qr __ n l.va·npron nppll 

•' 

'. . .... , 

nulc ~5 

Rule •. 46 

Art. 

cation fetr piatcht un "nucUtionnl &~"ot·ch oay 

.tlt~e-as3J'Y• The t:xnDlnlnc Olvi.dom~ :tre n 
equh,pcd ror thi:s rurpo~~ ott_}er thnn for 
CO!:!pl~tlon of the ~rnrch for tonflictin/. 

applications (;ce V,,-)l all auch 
aureh )lOri: will lnvada~lr be refer 
f;o 1ohe Sellrch Division. ~h1ch thou l 

, pi'OIIlptir carr.r. out· thb ••••·ch. 
reuons; J:~r ,aucl1. .an sddi tiona! 

. ~o t'or ,~~~::ple: 
!• ~e~<IOI!t-'9'Z',cla~n!O ;so tha,t ,til")' ., .. ,brace 

, N,t.~~r ·not",eovc;-ed' b)' the• :.ricinal :sea .. ehj 
~. de.>'ification o:r ol>:i1:uri. ie,, cLc. thai: 

re~~ted~,,in 11ri· incODJil., e aearch 'Unclo;r 
Jlllle'•~ · (tl'eo VIII. 5) · 

opinion .,t che 
reopect t<>; noveltr 

(Ch~pter V), l.acl<pr inventive step 

'(!<lil!'i'~~,f' VI). 'lst;ft1 or invention (Chapter 

;qil~tilia .; ... u 
, , .··. •···. _ . , , :' :ie~titel~ ind,lcaie ,._. 

···•·~=~J)::~~r:1~~~~l=·;:::!:"~~ter · 
c~~ .•. '• ~ a..counr: or tl).l! ,ll!WiJ;~onal, 
,aeq,ch .rt~ed :"~1:ain~n• tbe resulta 

, Obta'l.:•dl. n ~ E.>:.&,.ll).iflil: D1Yision1 thb 

-;>;,;ccco_· ...... -!!.~'--l.s ."."'. ; ,.~~·n···.t.· •. ,·t·O···;··.t. ha·:. ·a,-...?l~. car.rt n. Ol"' i.s tJ; u}llishell• by the Search Division. ,a:inee &Ill' 

,!' ceu1U7,e~ca:t1on resulting rro01 ic . 

iil.:be th& ;reli;>onl!ib.i;llty ~r the J;:x~nf.na 

~tiron!'"ft.ft -Senrchel 

~he £\1<'9pean · i>.ite'n~: ilt:'rite icu a3 dc•i&na~ed 
Otficc''ol' cilkctei(·oftXce•stiall be dco01ed to 

:be a :t'J;-.O;J~~~- poltcr\~- ~~~iic~t·ion. ~1\cre 
an inte'rriational (PCT) search report h a.lre3d)' 

avitid'i.o thh "ill Uk<' the place ~r the 
tii'l-o-pt~n.~se·:a-rch rc~Ort-. tn_ .. ttlo!lc c~'sus' th~i 

Art.: 1[1<t.l~- ;. scar_?h_pi-~.i'~fo.~ __ v.;i~-~---dr<~v_ ~? a---~!:lflh·r.~n~arj 
J.r~. ··;J(;.>.)(a.t , i.~:':'n•~''•ll ><>'[C!t re~:>rL l!owovel':, the 

~· - At!..":4!.~i.:(~~4-:0i\~~,:C"un_;i1 r..ay c!~.:il!c uru!Cr "'hat 
• I,- e~n:1it.l~!\!\ "~nd :.to ~!~a~- ·c_x.tr_:'l_t the =supplcr.enta.ry 

}_
·: • 1~j{)) [\!tC';"~:m ''!~~rh rt':""Cf~t- !S- tt' ~~ di~IU'f•~ .. rt 

tdth:. 'l:!·t.~!l.1 ;~to~t the :!u~·;"~l=-::centlry 

_, ________ -~!o...'U"~-~ ..... s.~o:o;\:-~.~~.....).~~~:~;. ... ~~~~ 
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/d1ljU.A. 

- l s .. 
£.1.1.''-'.:.~l..l 

~-~·! ... t....""io.;~p.,...\.~ .... ~~~z­
not.cd lhnt J10 ca::.,e O( CChflicl tt·,c 

Pl~avJ~JonE· or th~ reT pl't'V.1zil 0\'Cl~ t': '0<' or 
tho trc. · · 

... 4 Jnt~rr~:t!J...C:::·~CJ:.l.,;~-~ 
\."ht'l\ lhc t:u:·o;.ean 1-'at.c~/(;ffjcc- nc:.3 <t~ nn 

lnt.crni'tic,:;:.l (PCT)/-1".:-:-::hinl'. ,·.uthority in 

fi.C_Corda!lCE. vlth.ziclc ~)!, (CC': A:-ticl!:! 16, 

{l!\raErnph oy. is nntid?.J.tej that the 

interna.t~;;:--~:1 :.earc.hcs it r~~·~o-r:;3 and tt:o 
intt·rn~t.-!.c·:u1.!. .ec-a!"ch l"Cpo!"t!> 1.t dre:-~>:s up, 

ttl~:{ idcntica.l uith, or v~:-y :sir:ilar- to 1 

2:-o;..l!lU\ .:~arches anj. ~~areh. n:~orts. (I. ' 

~~ ....... ·--- t ...... ~~1<..' 1~•·· .l 

1 "t:J..J{ lntt·rn."!tional-tvt~ 
---·" Under the I'C7 1 -~...t~i··· iv·....;:.~..;.~~ 

an Jntcrnatitonal Search!r.c: :.:.~:ho:-i~·y/r-~:..y be 

entru3tcd to corry out "intt-r;lat!.onal-tj'j·e 

ecarch~s" tor natio:-.al ~at.er.t apjllicatlor:.:J 

(PCT Article 15, parag:-<!;>h !.). ':'he~c 

eearche.:t. are by d.efir"lition sinilar to 

internatiCinal scarct.e:s, an:i the :sa~e 

con.dderl!.tions will a;.pl:ta 

CHJ..PTER 1V 
\ 

SEI.P.CH PP.CCEOU'E 1.110 STUHCV 

1. J'o'.oc.tc:'u~'~t ;;-o:..io"~ .co ob ~:: .. ·.c.i:.i.r.,2 

• 

1.1 \then ta1cing C.? an ap?licatio:t to be 

eearehe:d, the :;earch cx~::-.!..r.e:- shoul::l !ir$t 

eon:1idcl· tl:c ap;:.licatic:'l in order to 

d.ctcrcir.e ~he ~ubjc::t ~!' t.~e cl?.i:::!:d 

irwcntioa t.c-~;in~ a.cco'..!~.o: o!' the t;·.Ji::!:!.;.::e 

{;ivcn :f.n !II, J. For t.!"!i!l p-..:rpcs~ he s~::~uld 

uke a critic~tl analy!!.:..~. or the cli:J.!.:::.!. i~ 

the lir,ht C'f the c!~~c:o:.;;t::.::n an-1 cl:-J.\;i~.;s. 

J,llh:''J;')l l:o: ntcd r.ot !'·~~~~:..· <!.ll C:.:::dl~ c:"" t~e 

dr.,cript i0:-a and t!:-a"ol i r:.t:s, ~e sh:::u lC: c on!.h!c:­

the3e :surtic.ie~itlJ' to i:!cr·.tiry the p:·c';;:l-::':'1 

\ln~'t.•rl::.!.!:i~ tloc- iavr:~~ic.-,, tt.·: i:o:;i~ht l:.~j:ns 

\.o it!' :•(.!•.::.i":-1• ~~o:.· r . .:-:::13 c!'!'o~::::iJ.) ".o :t·.e 

t.Oll!tiNl ::.:; t:~I··t~Cl::.::-~;· n·f!r-:":c-.:! Jn t~.C" 

t.(:c~.nic;-.1 {.::~.:.ere!. t!~t·:·r~f fc~::-.:! i:t ll1~ clair.~, 

flnj the 1·c-~~~lt:t ~:-. .:! c-r:-rcl3 c!Jl;,ir.~-:1 • 

.· 
.. . t ... 

Art.Ao 
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1.2 lC the O'::nrch CXDt:\inr.r not i~o~C'3 On/' 

fOr&i\!ll (lhOrt.CCJMinr;:J )-thich h;:a•~t.• l•C'C'fl OVc~-

lookcd. by the Receiving ~--n. he shoulcJ Oi.fice 
eal~ the~e- to the o.ttent1on CJf l!:c ll~ccivint;..._ Of' .fico 
...S~A-{-o~...r~~:~:Hte--'J.f"Y-i+.i~ft--

tb3'C?re ,.r :lr~~~~q-o::.r.<£~ 

~a-t-:~~'9 which will laio:c ·'f'p;-op­

riatc c.ction. SJr.:.llarly. iC he notc-3 r.:atte1~ 

. con~rary to 11 0-\c:!>\t pabUc'' or ~o:3.lity or 

d.i:,.parar;.int stat.cJ::ent3 uhic1'1 ou;.~t to be 

oait.ted frO::t the application lU {JUtdished, 

·-
be •hould notify the ~ ..... ~~-ot-!·on. 

e.:pplicnnt 

1...) ·~~ Docl:r.~.ent:s cited. in the zpplication under 

con.,ideration :.hould be exa!l:l.ined if they are 

ctted as the ~tartln& pointe ot the invention, 

or as aho.,inc. the .state or the ar-t, or es .. 
a1ternative solution:;. to the prn~lcnt concerned. 

or "hen they are r.eccssary ror a eorrect 

tmderetanding or the. application; ha:..rever. when 

oucb citations clearly relate only to dc~ail:s 

ra~t: directly relevant to the c}.ai::ccl invention~ 
theJ uay .be di:.rcg.;u·::!ed. If the z.pplicatlon 

eite:s a l!oeun!:'nt. th:!.t is n~t pt:.blished o:- other­

-wise not accessible to the1 e-~.;~·-~~ 
and the ~ocu::~ent apz.t:a:-s csser.:ial t.o .?. c.c;-:-cct. 

under.sta:-:din; ()f the inYcn:.ic.n to t.he extent 

that ~ t:.eanlr.r.;ful 3earch w::n.:.ld not fJ~ po:.sible 

vit.hout knCI~ledc.e or the conter.t or that t!ocu-

t!~at, t·~· :.o:· .. ----. . ••. 

eearch and reque~t the a;>plica~t. to p:-ovice 

International 
Searching 
Authority 

International 
,, - , - ~ '·.: ... ·.• 
.... _. .....:.- ..... ~-...&.. -~t:. 

Autbori ty ~::ny 
rirst ... copy or the docur,ent. ii' pos:::iblo to do 

so 'li thin the tir.1!3 
1.Ja The exa::liner should then ccmsidcr the limits i'or t~Hl pre-
abstre.ct in relation to the rec.uirc::o:ents ~ nn:ra tion oi' the 

~-c:.wa-!.-."l~"'-;.;~,..:;.~~ -::~: ~ ~:._f¥.)- _cs~e intern a ti011al soa-
Chaptc.r XI). Sinee ~he a~st:-act \.":~h report undar 
to t.he arplica.tion <lS filed. the- t.'"Xa:J.incr the Treaty 
a.hould ccn~i.:er it ane! dett"r::".ine it3 definitive 

con!.cnt bc!"c-r-e c:!.:-:-yir.r, o~t tJ-.e ~e~:-ch, !.n 

order \.o a:.·,.!.d ttci=->b ito.J.O::vc;-:.e~:ly 

inflUCnCt?"<.\ ty t:oe rc:.t..:lts of tt-.e S~arch. 

lto.-evc:-, if tht.::-e <!:r:: ir.itia.l c~:ocu~·i-=ie:~, 

\lhlch i::'r:' cl~::1~·cC. ~ • ..-:tj.' in t!:c C!):::-: . .;- 'f lLC 

ar-ar~h, ·t·.c r.~:tJ ~J..\"~ to :"t."~u:·~ to tl1: 

hbatrl\r.t t·ftc:• the :-.c-n:-c.h is co;:;jllr•tcl!~ 

... ! ... 
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~.C The- tXt•ldner t't.ould tont inuou3l~ 

c~eluut.c th~ rr::.ult:. t•f hitJ a~nrch. and 1r 
UCC(-5!\tr)" rerorr.ulalt \h(" ~u\,jt"ct:; (If the 

acareh ac:cordlncly.. The &l"lt'C'lion of the 

c:lRa~lfiC6tltan units t~ be ht'&rched or t.he 

order of ~~Ol"chine: thr-m t.\ay ~tlso require 

f.l.teratJon durin& the seOlt'C'h a:. .:~ c:on~l!quenc:e. 

of' intcrc~diate re:oult:s o~~ained. 'fhc 

exat:tlnr:r ahould also u~e his JuC::c::.fmt. 
tald.ns. into DCcount. re3ult.s obtain!'d,. in 
decidin& :a.t a.r.y ttw: durh~s or 11ftt>r the 

&)'r.tet.,atic &earch 1 whether h~ sh~uld 

ll{'l::>roach the :;.c:arch docui:'.entat-ion. in so::e 
different r.~nn~l"'. e.g. by con!.ult.Jns 
docu~ents cited in the c!t.scriptior. or 

doc:ut111:nt.s pt·odu.ced by the search or in a 

list or·reteren~es or such c!ccu::o:er.ts 1 or 

whether he sh:Jul4 tu:-n to docu:.entation 

outaide that. which is available ~ 

\ 

2. T Jr no docuaents or a core .re-levant 
naturr tor e.:.sts:.Jr.e; novelty er;d inventive 

atep are availa!lle; t~e ex:u:.Jner should 
consider cit!.r.g e.ny Cocur.en:s rele"·ar.t to 
the '"tcchr.ol()t;!cal. t:ack,c~our.~lt cr :t:e­
lnvcmtio:l (:.ce III, }.lla), \."hich t.e tJay 

bave noted c!urin& the z;earch .. 6enerall7 

Lp,;~~~r-~. r.,J :..;:.::!:.1 =~·:.;-~:-. c-:f:.:·: · .. ·S:l ~:! 

Undertaken !or this pu!"pOSt!i hc;.:cver, the 
exaaintr nay exercise hh, di!'c:oetion here 

:In sp~ci31 eases. In exceptior.al cases a 

eearch ru~y t.e co::pleted without any 

rele\•ant Cocll:lent ha.v!.n£ been found. 

?.8 Reason~ or ecor:o:::)· c!!ctate that the 

t-carch c- ... ::o.~::in~!" u!>cs hb ju':!:::::er.~ to cr.d 

bis sear::l. when the p:"v!>~tili.ty or 
c'J~c?vrJ·!nt: fc~tt.e:- r~lc'/a:-;.: p:-io:- art 

llt(;C•;:,f.!~ \'£.:")' leo: in r.~~~t io:! tn ttc cr!"~rt. 

needrd. '";he ~e-arch r:!lf al~o br :.to;::;:~d 

\."h~n ~(•CC .. :f':'l.t$ ~.l.VC "'t'!:t"r. tcurd c\C:.;lr"!)' 

~t':"'\.C>O!'ot:·~t !~:: l:!.~k ur r.:wcltj' C'r' !::~. cnt!\'11! 

~tcp Jn t:.:! ~~-.~!rt· :--u~ic~t_··r..:.t:cr r..f t~:e 

clnir.\t:,1 jm·cn':.!~;; ~:1:J it:~ clj,b.:.•r,,:.!.c-r.:o in 

th'!' dC":>(-:-!;~'tiC'n, ::r:\:·t f:·C","'' !t."!t:J.:·cs "'~ich 

art t:·1..-!J.l O:"' c.::··.··.~·:J. r,.r.t:r.ll l.;"o,:.;.ol"'~t.:t:" in 

tk: ~ :.~.~~:~~~ ·:·:~~ .·.; ·.:r .;: i~ ·'· -:-:.~ --~.;_ 
·f···l' ·-·· .~. ~- .··-· ,. )-
•},:- · .. ·.· ~ :··.- -.......... ,_ •··· . • ..... ;.;,. ..•• O,J,,._..,._,:_.:..:._ 

.. ..!,.! ••• :." !.~.. ··-.:., , .. )"•..... ,-. ··-: ............... __ ,;,· :.... ..... ....,_ 
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cur.rn:n 1•: 

S. ~u~t alh~t 1acA-ad:.ir:!l .-
).S Att.t>r CC:.fl~letlon or the ::0('-~I"Ch. \heo 

ex.t:l'l.!nf'r ahou.ldJsclect fl'ott the c!oc"ar:ntc 

t'c;-lrlevt-4• ·the ~nc~ to be- ci t~d in the 
~e-port.. ,.hese- atiould alw.:.ys inCluile the 

1:1o~t. relevant d4c-ut:'l.e-nts {which- '-l'i11 te 

apecir~.ll)• ct.a:ra~terl~ed in tht> rerort 1 rtT 

Jtule lo3.'5{~),)· •. !Lc:~o= r"lcvant d::c\!eent!. 

ahould onlJ. ~e, ~~t~d .\~hen .tbt!y concer~ 

8spec:ts Ol"· Jl<:t.a£1:. Of the Claitlcc1 ir.Vf'ht.ion 
11ot. tound in th~-documents alr_.ea:!y seltcted 
tor citation.. ~n cases or f!cu~t or 
borf.Nallne c:::ase$ in relation to novelti' or 
irwehtive atep,: \.he _:;earch cxa::1iner should 

~· 

. ~~ l"eadil)' .. in o:-c!er to r.ive 

the;~~~the cr;~:-:.1.;:1i:;,· to 
con~ider the r • ..:.~te:- :::c:-e fully. 

1r.aka citati_ona 
dasignat.~d Of£icas 

).2' 'to avoid incr ..... r.& costs unnrc~ssa~ilr,. 
the exatJtner ·should not cite r:ore doec~ents 
than ia necessat·r .. and therero:-e when there­

·r:.re r.everal do::"~er.t:;; or e~t.:t.l ~elevl.nce 
" the eeareh t'eyort :;boule! r.ot r.::r:::al!y cite 

ttOre than one a!'th~.· \ihere r:.ore tUn one 

t\e':l'ter or the s~e pa.t.er,t ra~lly h. ;;resent 
:ln a eearch til,(:, the -sear=!\ nee::l r.ot 

dl$cover all or1 the:~. nor nee~ t.he sez.rch 

l'eport e-1l-e all\ or th!"_tl. In aelecting !'rca 

t:hese docu.r:uentsr for citation. the e-xa.:::.iner 
t}.~ulci. ~;.y :.-_.:.,&;t:.:·.:. to l>.~. .. :·.;c.;~ cc~~v~; . .i.e:~:c. 
and prer.er~b).J tite !c~ ~t l.e.ast r.ote) 

do:uuent: in. t~ lar.g::e.ge or t~t' ~t~;:litaticr.. 
~f.-i-u-1-o-!:~N-e"e~ 11~t'" ~ ·'~:e~,., 

-h&b-t-c~ 

). ) Finally tl:e ex~::-:!.~c:" :;ho-:.:1:! r.:-~pare 
the aearch rcp'Ort, __ ... ""·-, -.. , ... r·;~ 

w11·.t..(,.,;lf0~~.,.;.;4-. (!aee Ct::t.;-ter X) a 

).t It IJ:l)" ha~pen oc::a!>ior.~lly, th.:tt 

6.fttr ~::~let. ion cr .t ~C~!"":!l l'C'j10:-t, :he-
.. ~, ... ·,,.,.. .. h-:~.: ... ,..;;....t.,;..,_ c'!:-.::C"o:•·!'~ !o:~t~·~!" !"~·:e·:::~t ,.__ ·-------···- ---·----·------
GOft:~.c~t.:; \..:.f:: ~n :. J.:•LlO :-::.::.:·:n ;·::"';:,: 

rd.:i.t.cJ ;.r.~lic~tio;:i.)a •,·,~c:.c :.!::ul~ ~.: 

t~!.l·d tn tt.C :.cJ.:"'~h ~(';.::·:·:: \~~ to U.e> ti~e 

tl.~l }lr-r:·.~:·at.~oi~S !or it:- l:;t.:iJ:l~i~n· .-:.r~ 

r {.':-:;·::.n.c•.! • ;;i:.!''T::~!':r:"': !'"··: :- !1 l ;;l ~ e:-

1~.:-: !;•· t· !~: :0 t!.! h: ~rc~·~·;.:. .lo 

\ 

In tc 1"!1:< tic.nrtl 
S!l!tt·ch:i n~; 
Auliwri~;,· 

,(' !:-<::'ll't'TC:i 

t'.: :! ... · .,, .. ~ ; ........... " ~ . 'l: ••. ~ !" ~: 'l ~. 'l~ c :""' ~.., t .',I 
t : :· :. .• : r , = · !. :.~ L l . : , ~ ...... .: .. :\ ....... ... 

• •. .r ••• 

Y.~~~ 1 !in Jro'. t'!·n:t\ ir·:J­
Ji..l. !~tt'i';:IH\1, 
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'·1 LJ..n.1,~nutntC:o·n el:t\!:~_::i.ir~;_~ A_ c:lnitnod 
.(o t.e .. ~.(-:~J..~ ~{ (('f~ t.r·.C !~!~~~-..::_:·_· __ novul 
4t«.tt~Ci'""r:n:t-.~:~-c:;.-:.~. }}, l·:~r·~t.~:·aph 2 ) · })rior nrt n::J 

( - . 
- do1'1nod in t.lJo 

1.2 /rf.rH•t• ·~ t~.< •··~ <l.r.H h l,<td- nogulations 
.(o coupo\.i.se. tUC:.o\!J.tking· r:Ade:·tr.~··c~.(a.Lh. _to 

• .tl.e. fublie_l·{f ·,.,tAri6 ci{ ~- ,:,.,~..it{rn o~t ~llat 
rl,Uel\iptio~·· b!f u.&.t·,. ·c~::-.ir.. -ttt~!r!"'.tltt( ~~·av; 

Lt[oH '~·• clntt o& ~it.tr.n •! th .• r. ••• ._..,.,_ 
~( cppt.(ootiori" (fC'(' f.ule )}.1(•) t.nd 
(b)). 

1.) It b to.be nc.ted:th~t thor~. is no 
l'C3tr1ct!c.m:"tthatc-v~r -,.,!'t'tr~re:iprct' to the 

, tcot;r.a.phical · plae~ ''-"f.eret."" ·or" the lant:,t:ae;e 
or C".anner ,in· which~ ·th~f·re~e!ant inrcr­
~=;~tion was ~ade available t.o· the public; 
abo no ac'e Ut>li .i:i -~tipui~ted irith 
rcnpec·t t·o doc1.1r.:ents co~t.cdnir:b "thi.s 

intorcation, 
,• 

r.~, 
- l '. 

2.1 . ·xn conz.14-eri~~ .-.r~vel!.y; t~~ '.der.e:ur:,e-nt.s: 

c:onst~tut.tr..: ,.the sta,~~-<>1' tl!e .ar.t •hould be­
can~i~'(r;~, ;ep:tr~~ei~_i c~nsf:c:~e~t.ly.,.it.-~i:. 
not ptrnt~r:i~;~)~e to. C.Of"'o~1!le :or-- J:",ozAic ;\ 
eepca:-&te: dC?~~':nrnt-;. \q_set.her .. 

2.2 'J.. ~o~u,..~rit :u;,kis c;wa~ -:,.,,~ ~oveHy of 
an)' c'iti~ed s·utiJ'eJt.;:l'a'~~t~r d~ri-.. abl~- -

:!::~~~ ~~:nt!::;.:!~~~~!~n\~t~.li~~~ :.-~r.,, 
COJ:\C.On ti!nera1 kr.owledc;C"1-·ir.clu:!ins any 
tettlir.is ir.plicit to a' pe!'son ·;l<i:ll;~ in 
the &l't in 11hat is expli'ciny .eontalned in 
the do~u::.ent 1 e.s •. a, d~~el"O.sur.'e ·or _tt'!e.,~~e 
cr rubbe-r tlkcs al.l'ay the no\'"elty or the _u:;e 
or en- ela5tic r..atci-ial. 

2.) '-A ·pri'or- docu~ent :'!haul.! 'be constroed 
only in the!< lizh: or ~~n~3\llecse avail.::.ble at 

the tir.t tt.L" c!oec~e·n-t. \.~1::.- p·J!.li:;;llt::~r; .1.~;~· 

exel~din~ 11n:1 knowlec:iC~ ·zubstqU.entlY 

di;~covca·ed. 

2.11 in 'cro:,1~er!;.<; .. n~\~cl~y .!t_ ~!t:':'~t!d. be" 

\.lo:-ne in -·:.L.: tl;.lt ·~ ·t:l,'_t'.~:-ic. tt_l_:!:cl~:..J-!'<:";. 
l!or;3 r~ot. l.:.u::.ll~· tal-·c t•'-·•Y tl.c 110-..clt.:t c.f 

cmy t-#'~c!ric l"T..ll".jl~e f.1tlL"r. \;it.~~!n t.1c 

tr:r:"'.:) o! tL.:o.t t'!::C'lc:~:-r, !..a tt·.·lt i\ 

IJ•~clf!,.- t'i~!:l:J~~:··.· ..!:-:·at.::-::- ,.,_ .... 1)' tr-.o: 

Jaw~::lt:• c! =·<"·1 r··:· . .:t·:...: <. L-::.·1 ;.: ·~T."':::·,~ ~ ~:; 

(~t:t'!t :-•·:-r .• • .... -~···•.--.-~ ... , ·r'' ·.-.... 

.!\:::....:; .; ·. ·.· ' ... ··•-'--'-•- - ___ .;.. .. 

... !'" -~~- -~ -·. :..:.,_ .. -.:.~--- '"··-~--~:..~---··'········ ... -
-tt,;.;;.-

in tern a tional 

/ 

tCT/j"\:U/'J/i'j 

-~~hh\'K 

-- n-
.. - . CIII.I'T!:II V 

s,~··r".i~" ~\til tflatlCILu~..!....!..!...s· 

- .),1 'l'he.PcT ~ccordln~ to Ito R~lc }).Hal 

.!.·;~nd ·(~} ~rceOcr~h;c:.,ora) 9J:.~l~:.urc, ust" 1 

· -,_ C~~-b~t.1~" .. JU 1 c~c, 1 ·as prJ or ri.rt only t~hcn 

'··'~· 

~:: ~"·: ·:;;,1111~~(:, .. ; 
~ppl!eiUon•l··'•5'hi~ l>!'?Vi>i~r will,\ 

::.,.hiill:ev,fr, onllf .~>e: &~;;.~ied. in o rar as a· 
'"·''7e~;itl'ii~"l'i:'si,Ut'cf~d'fi:a'•<l .ir. tl\e.laner 

i~,;~'~:::~~i;~!tii·;~}i~~~t~!~c:~~~i:::~~ct 
l.rt. ~~t4> ;., <ih•~tutli7J3.,{.>n' · ·· ~· . :,,-,·,_,,,;_,,. ·'f:;/ 

~-~t. 15)(1) 
. 'Art. l~C(l) 

/ 

// 

~-~i~:;:~~;:·~~IJ'tA~f· ~l·~o··ir.chude:s, as con-
•'~'tilctir.s··~lieiitia;ii'ihtcrnatl.cinal t?CT) 

,~aPlui~at~i ns~\:'fi~:Oe'·d~~cs tA!l l:it.hin the 

:;-l'"· 11ifitei-7 :~tlOn.;pet-ibd".- design3 t·ir.g', fer the 

pUJ-p '-e~ Of'2 oir.ttar.:!t~~, a' :t\u·o?e:th · J-atcnt, a 
tu· C?Ptan: St-at.e:"Ri'd'{ is: a-c0r.tr3etlnc party 

,·,_\;,·iq. J•Qth'· the"t·ci~·. -in~ th.e' ti'e' ::;:st.f':l-:S, ~r.d 

~il.Ch' S~- ~l:.b,~S1_cr.~t~a- i"""'thc turopcan 
•·''' '"o);)pi ie:at i~n·· _,:n::f~~ · :c·ons-i de ra t:ion. 

n;t­

.vcr~i,y::t:ll'!''·J,.;;,l:i'f-ic..:.>;'i"on i:tr \1.:<- cl.,im .. ;i . 
•,t,Tri'O:.r·l1:')~ l!~tt·:·~~~ U;rr-~· r.a~· 1.,. ~o::;.:crt:.dr.t.y ;.:~ 
)"Cf;&l'i:b:~o~:ti~!)<:i th~ :·.:(1 ~j-;;!~t:.t!Oi::J il 

the. ~:1rlif'r c :j''"'- "i!\t'Of.c.i"r·;:l:.- ,tl:~ :OC'.ll';:h ft"•r . 
[.Upi~-~ctci~-4 ,: ;.t: ..... ~i.·toj •·· :- .. ~.1 lo1; l'..,!-.nJrO:. 

t•O.,h.:~ tC'I.Ci."':' ,""tl! ~!:t.n:!:l·.! hj;•li.!.llrt't~:• 

fllcJ \'l' l:-:.. ; ,.,'.".1' l:!l·.· lie fi~!:·.~ ~~.\lc: 
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~tV.-;m'.J+htn-d-\.-,;r.'f};~;;-l·i't"t'rl:--i-c-n7 

the •whole content~· c.rr·rCI~ch i:s to be 

applied, 1.t. conflict i!! cor::itit\ll(·d ri 
tlt·rel)' by lh(' content3 c..f t.hc cln.!:n,. ,,:t 
by the \Ol,o}C' di::.clo:~urt", i.t. de:~cri ion, 

clraw1n&• ur any) ond clako (but t the 

abntrac::t.) of the publh.hed earli 

oppl.i.c::at.ion; how~ver, t.ut.jcet-r.: \.tcr 

"c.Hzc~c.i~ed Ctr :t.to:ted to belon to \.he prior 

ar-t is excluecrJ, Unle:;.s it s explleitly 

disclosed ($ec Cuideline.sp·or su~stantive 

exat:~lnation.t Chapter IV /6.1). 

'·5 Oenerall)' it w)'ll not be possible at 
the tir:;e or the~se-4eh to ,.;a:C:e a cor:plete 

·~ ae:arch for confl;-tino [uro;>can:...a~d 

international !lo plications. This search 

\1111 therefor have ·to be cctlplet ed at the 

exardn~tion stage by the Exa::-.ining Division 

which fo!"' -~rh:!.s purpose \till h.ave available 

claaslrt ..:d scare!~ rile~ or these pll~lished 

ep~~~;,ltion3. The Search Oivisior.3 should. 

thef.":~~e not atte::-.pt to discover as yet 
Uniiublished c-onfliet:!.~t <:.pplieii:icr,s, r.or 

undertake :speeial decu~entation efforts 

to ~llow a sc~I'ch therefc:-;: t.owe·1er, wt.en 

the ae.nrch exa~ir.e:- knows of suc.h an 

application 1 he :.hould r:er.ticn i~ in the 

inte::-nal note, but h~ r.-:;.~st not cite it :!.n\ · 

•inter\rcr.t !.on rc:-i:::~:i". 
are pres.er.t in tloe sez.:-ch riles shou!.d b.a 

noted c.'!"'.:l r.e:-.~ionej in the sea:-c~ report 

for i!)fc.:-n:..tion (?CT ?.ule )},:!.{c)). 

$. P.!.....t..!......£.!_J.tlv.t:~ct: (i.l.i.r.o r.r.c! ptic:•:.itu ::1::~t. 

5.1 · Since the.:-~·- .. ~... .. : .• :~: .. -=.. is r:ot res­

po:1:s1~1e fc.:- th-::: vc!"'::.!·:::c.!.l~r. c:· :.:-.'J 

c:lah·.c:d. J.l!'io:-it.;.· ~~::c (· •. :r.ic!o .in the 

tx:::.::-:inJt!Cin :;tar,e t~kes the plo.ce e!" t.hc 

fll.ir.~ ~.1te fer i'.!".:>e-ssi;-~;; pr!cr ,"!rt .:w.1 

~ttc~idl::· p:-!"c:~·~"l'!::'t'), :h: t:J·•dc 

J•tfe~·i·r.C'C C,~t(' fo:- t!.t.• :·:·~n-~l r.•.1:;! tc l:'...i-:::n 

Intorn tionnl 
Sc!:1'c!1 n~~ 
Author ty 

Its Uo:: t.~:tt= c! filir.(;. (lr ~!".£"~·.':'_1_ ...... ~~-':.__ __ intO!"l1rliio:~:ll 
tll?l!::1l~\.=:a ,\:i .;.cc;:or .. :t.! ty t!.l' r ... .:l·lv.i.r:,: 

:~~::~:·--=-~: ~-· ~ .j~,.:=-~:·:_~~~~-: .I:~:~ ~:·1-:· :_~.~~·~=-·_-::__ {) f .r .t C {\ 

p~·; . ,~.<·~- ... 
-:, ..... ,.: .. · . -...... -~ ... ..., . 
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,: 
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! , cn<rTr!•_.Y 

s. 2' 1 hc ~~t4-..4-:..4.u..!~~~:...!_~ '-' 1 oz·-::o In tornn tionnl 
Jncludl" dOC\ol:a:ut.n s:ut..li:.lol'(i 1-t·l\:t.'l'U \.l.r: Sonl .. ching 
p1·lor~t.v dnlc t·1· dat.c3 an•t Ltt~ ri_linv. c.!.:a:.r: Authority 
Ot lhe &1.(1pllcOJli0:1 UH:Jcr \.Oia!dcit:o'f-atJon, c,.nd 

thee-e nu:.t be' jdcntificct ;u. ~-uch Jn lht" 

ae-nrcb rr:po,~t. For i~r.nL1ryint lhe:.e 

documents ,d.~n an aprltc:.tlon hoss ~ore than 

·fOe priority date~ the oldenl date is to be 

applied for thi,. purpo::.e. V.her. .Sc-cid!r:c 

\lhich documents to :.elect. tor ctt;ng Jn the 

Benrch ~eport.. the exar.dner •:ill have to 

l"crc-r t.o- t..he:oe- date a and should. p:-efl:rabl)' 

choose eny published. before the c!3te of 
pr1or1t:r. Thus ror exa:-.ple. vhe:rc there 
fl'"e two equally nlevant docuaent.s or:e 
published' t.erore the elate or priority and 
the other aCte-r that date but befc.re the 

date oi ·r:1.11nc. he shoUld ehoor.e t.he rorner . 

bee lV, ).2). 

s.-, It b u.e ~•ponsil>illty or the...__ designated O.f"i'ico 
t1'r·fn 1 -a --.s .. r-cc., to ·ebel:l:" whether an~ to 

\!hat extent the prioritl clai<: is Justified; J:nternntiooal. 
t~rerore the~~.~~~n-wi!l r.o, Searching 
check vhether the ccnten~s or tt.e.~ Authority 
application co:-re:sror.d to those 01~ the '\.. 
priority aHllcation(s). -1~~ international 
('oos,u ''" .. a al:tou.,.r;;a ..... _ ... • ;~~ \ I 

"it:ht r.ot be jus~ified (c.r;. •~ ca::-11::./ 

applic:ation or patent resultir:e; tt.c·.-c0=• 
by the .ltt!:le applic:.ant in~Hcatir.e,~h- ~he 

application Crc~ which ~riority i c:lo:.i:::e.:1 

't"....i!Y r.ot 'be ti'--:: · r5'!":'!t P.~rl~'::.~!o:-. ro:- t~~ 

.invention .... concerned), sho~l~ .. ~r~w~ :o 
the •tten ... ion of th!'~?·~ -· U.!o!'\. 

llo apec:!al se~r::h be~· cr.:! ;.~e fil!r.i l!a::e of 
the application shoulr! :-.~r~ally be r.aac for 

~hia purpose, c:x:cep/ w~en t!-.e:-e is a 
tlpecinl rt'ason t.o/o $0, e.g. "'·hen tt.e 

priority npplitj•~ion is a "cor.tin!.l!tion in 

J•in·t" or ~n e;{~'!.er ~pplicetion rro::"L .,...hich 

no priori:.:A!> clair.eodj also f.cnetir.-.es the 

eoun!:ry ~{ rc:o;!.f!.:-neoe of the aF~lica~t. beinc 

dl!£<.7.(.';. r.-~::\ t}";c C.C..t:itt.:-.)· of tt-.-:: ;;-i.:.,..i~i' 
~tpp}J:~at.!on ~.ay be·an indic:ltion oC 

·lj·{:dt•le lac7: t;r Cir:o;t fili::::,, justifyin£ a 
.J:rt:··~:;.~>,.~..,.,· • .-;.~~-\.~t~·<"<"lh-------

Jf~~:;:;::~:~s~~~:~~:·.:~~ 
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.. ~~ - Cllt..l'Tl:l! \,. .. 
.r,.rr5- 'l'hc &H:.3rth will not nor~::nlly tolkC!' 

5 .If _ _.._ .. into con:ll(lt:":"n!.!on docv1nent:t. J'H4lJ) l:.tn.·~ 
o.f\.cr the filii•;; date ~r \he. applltutl,C'In. 

ll11wevcr. :tune extc:-n,icm 1<'\a.y be nt·tc-:t:ar1 

for Ppcclrlc purrosr-~, _a:. is appar~.nt fro"' 
V,), ..V,Jj- •nd V,~ J>.-.-----

~.5 ~. c~rtain O'thc: •ituation~ may occur in 
-¢n1c:h 11 docur.:.er.t. published after the filing 

date 1v rcl._.\ ... ant; ~txanple-:. _ar&". a lnt.er 
.Socau:umt containing the principll" Cll"' theoz-:y 

Underl)'in& the: invuntion •. which t.1ay be 

u:.eful for a better under:.tantiinr; or the 
invtontlon, or a. later docuaent AhO\Iine: that 
the rea:ooninc Ot" tt.e fact.3 un::!crlyins the 
invention a.re incorrect. The acareh should 
not be ~>::tt"nded for this ·purpo&e:. hut 

documents or thi!l nature known to the 

cxaainer could be atlected Cor citation in 
the report. 

~&~o~Pal liiG .. ,.,. :" 'lft\1_5:1" :;r 

occul"rJ.nc; no eirliCr than $h: r.~n~h-s 
preceding the Cili!'B of the Eia:r6pf:an 

, application and due tO an evident abu e 

relation to the applicant or his' fc al 
predeceasor, or due to' ~!:splay at·· an 
orr_!cially ri:co;;r.i:~t!··.;!rot<>rnit! ·'c.ai 

conaideration in d~ter.:;;ix:.!.n"'.r..ovolty. ':"he 
Search Pivision shoula. r .. 'lerth-:oless, cite 
in \he" search re-port ar. doeu::-..e'n!.& -.it },a 'a 
s-eai'!C\n to beilieve co·;./ wlthiri ·o·nc or the 
categories t'.er\~io·n~/. In thi:. Case· too the 
reference da:t:e tor tJ~t: 6ear~n wi.L.4 u~ l.iu ... 

fne 2-P,;o.lie:!ltior\ ·($ee V, 

generally 
trAn$~iL(on ot the se3i·ch reptir~ 1 a~:1 ·th'e-· 

d~i:iclo~ :Jre at e.n ex~it:d.t!cn ir.volve. s t_t-.c 
qu:~ on or id.!':'\ti~:,· ~1!~\o'C:!!O the cll:oplaye:1 

Gn cl:1ir.td invent!on, b:~th ~J.tt.e~s 2:-c 
~~~w .. ,'··t;l ~:; .. ,-;· -~~·-i-""'5 ... ,...i.L·~ 

6.·£~L~~t!l..!t.!..,!u_!l 

\ 

6.1 As a ceneral rule the~......:.~~ 

·' 

ttJJi l'lelcc:t for cit~tiO:t on.ly c:.:.cls~cn:a 
\lhlch arc ('1;·-e.:.ent in it3 :e.1rch 'rilc.s ::-r 

Yhic!1 it h:u r.c-CC":'I!' to in r.o::c t'-t.h•:'r-

r..llnnrr~ ir1 tl1.11.; -.·ay n:l doubt will cxi,o; 

t.l.c.ut t.hc c.r.. ... tc~1t;..:. or t.:u~ l!~c~o;_:-. .:nt= c!t~~. 

tincr- th'.! :c:~:'ch t>.:l:o:~in~r w!ll t.~·ne:-a.lly 

hh~t.e J·~·>·::.!::illr in::;-.~e~~j r~'=h 

cilcJ. 

• 
~!·~~v~--~nt 

-. '' ... 

q. '. 

Intornntional 
So arc hint; 
Authorit.y 

(•) 

$ 

.: 

~~< 

I"Cl., ..... )I/V/U 
lt.nnc.-x 

- 26- .. 
Cll~tTI"Il V 

6.2 -lll:n,e-v.t:r, -und~r (:t'rtaln clr~ur:"~:-t.an~eo 
D docut:tc:nt \fho:ott ronh~~t3 h;~v:- nol ·t:;~n 
ver1fJt>d. f.\.l,)"~ be c:}\c:d• provhStd lhl"rc 1:. 

juollrioat!on ·cor ~llc aoaur..rt len ti>M tl•uc 
Sa ldCntltY ot c~~tcmto vlth _arli'Jthr:r 

'· 

doeu .. ~n~ ~lell_,the e.xa ... in~ .""" IH>peeted..:.,__.and. citod 
For cxabple t ,, S.n.st:e-ad Cf'. thl":·.do.cur.eilt · 

published ~eror .. ~h .. r111.n& date !o an 
iric:onvt-hs~r\~--i:u?~te: and.'-.B,~icc~('d ror 

citation, ~1\e ~~~l'i:.ll"ex~lliinoir r.ai.have 
Jn•poicted ~·corr~srortdirit" cleo~u;i.i!lit (~.&; 
anot.her: nell\ber or ·th'e- ~anut ftatCnt. · fAr:il:fy ~ 
or a trandatlcin 'a'f an· •rilel"d in a noi-e 
convenient .llln&ua~;e •114 i>Oaaibli publ1SMd 
~:~rter the.f111PII "date; e.uo """ ~ •• Lii Intornational 
.~h-1•~~ .. ~::a.7·ii~S111< ... thllt,dn thi.'~b:>ence-oJ ·•Searching Autbori ty 
explicit tnd.ications to the contrarz, the, 
eon~enh ,of. an,-~l>nra .. t· al't·conta1ne4 in 

the or1&1na:i. !l!l<i,tr.ent.;, ·,Ab~>: tl:e uasiper, ·. 
ohould , .. ,..,.., that. the contents or a nport 
ot an oral ;~caentaticoll. are. in: .ata•=ent 

v1ih.~~hat"'~r~~~~~.~~~o~- C.a~?· ~--~~~~~,~~~ ~·. 
•xrlt .. ,~ •.-.·~.:-:-.- =~s·!'A ~a ~~f .·~SrJA~ aai~f 

li.) ·. l!et~re ~!iini llocu::>~l't~.~!' a3,'l,~~se­
vith llhieh 'l•e'is' ~ot~ re.il.£ai,' the .••• ,..h·· ' 
r:x&Liliu~r :sbC:nlld- ~at;i~ry -Mil".s~lf ,h~a~ th; ,,-

,. . •' ,j __ , . -- - - t-. ' ~. ~ ' ,. ·- .. - '"" 
'4ocut.ont U rolovant (e;&. Uiroutll \ 
1:rall•lat1on .. bt a- c:citiei;u~; 'tJ>i'ou;i. a 
'cCit;Y.~,~~~ni!! :-.~ -t':-;~1!::-.;.n,t or".~'bSti-·ictc 'in., a'· 
fan1ll.ar lansuase,- th:-oush a clravina; or 

. .,he~:~il:al rcr:·cura"in ~ho docu::>entf.' · 1 

I 

Int·crna tion'nl. 
searching ,Autho~·it:r 

~::: .. -:.;:;:·L: ~;.~~~~ r.ot designated orricea 
.•... ~ International 

r~z.a~~$'"'f'cr ('):-"1::-:?le the C~tlt"'; date or 
·publ1ceit1;,n ·or: F:ibtic a:valla,~l~ity, -o~ tlio 
uaet contents' or' an ~r.ai <!h"elosu.;c; ~ 
r::r.hibit;i'o-r(C'tC-. ·-to: \lt.i.Cf.. .:>L:-ch t!o:~:=.~nt·s 'oar" 

Sanrch_ing AuthOl'i tios 

rctci-. ·'':i-n~ c$'"'~~:;:.,...,;. .,>.<>uid' t•·y ''o' Intornu tionnl 
s-C::o~C-:\::~~t~~~c:t<:~t::;; 'r.'.:~y- ~:;;::it .... r:c ·~h~T"- ·rlonrchinG Author.i ty 

-:-:~"""-rite ·-t.l(-e d-oc\r::let,t:. e0:"1:-cr"l-.'f:~ !ri-'the­

rc.p-twt, L-r.le'~:!. ''t·hC""-. C:C.u~t i~ 't't·r.'ov~:~- or. '\'t:r-1 

1ittlf''~nullt- rC'!"'".:-..!n:.;:-~~tlt-;lc:t;~\ ~oi:"J!:'•~nts ··­

l'l"•'l:.'l~! t':j;.:-r\1'\t!l'•l\O:.:;e- ih-- u.1' r.~t tcr~- "" .t.•uulit 

J:i'·f. i,( .C.lt-t_..t •'": icr:""U\t.~. (.:1" t:Oc'~ <!rr:;·.:~:t'n\.;-~ ~ ,, 
• ~-· \--1'~,· , ... ,·.: ··.i·_:,, ... : .. -~ .. ··:.~!\ r~·:- .... ~..-.h 

1.1 ,-,1\c·r t!;'l-t.'~~;. p·::u.Lr:,, :~ .:~:h! t'-!'· ~-u1t 1n 

.tt.,- '-io-~-:. ,./!.., -"'"'~'r":',:,~::-_____ ~-----:.:- rupo1·~~ ci ln. t~.0~1 pnglt 

••. i ••. 
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1. ,{n .ir."vtr~.t.i6n II,At.l Lt ton6iltto\td a..£ .l.nvol.ving 
etn. .lriuc.nt.i.vt ~t~tp i.l, ha.ving l.tga-td to .tht. 

.'.ta.tc. "' t.ltt a"t• l..t..i~ not c·f•v.it~u4 ..Co a pto\AOn 

. 4H.llcd in tho .. ~~·· (rCT Al-l. ))(-1-), 3 
4\~<>--'}~ .. ).). 

at the pro­
ucribod roJ.o­
vnnt do.to 

2. ln enlunt!n~ inventive •tep tbo,r.x.o:;i);).lc~~ designated orr-
~~ \fill have to consider thi:~ in l'Cl<ltion ice 
to all e.:t.pect.s or th~ elait:'.ed invcnt..ion, 

eueh e.s the underlyin& problea ("':hcther 

explicitly :.toted in the nppllclt.jon or 

. 1t~plied) 1 the insir;ht \!?On \.:hich \.he 

~rool..ution 1·elica, the c~~ns constituting- thf:' 

aolutio.;~ nnd the etfec:t or result$ obtained; 
llfherefore, the search llill take all these 

aspe-ct~ into consideration. 

-~~~ 'I ,... ,. l"'-t-- .. 
but publi:.htd on or after the da.t.t: of ti ... ns 

or the npplication ur.der consi<!eratl are 

~to be con'!lidered when a:.3e:ui ... r; 

inventive :step" (butz oly when :.:s.essing 

novelty). • . 

(Further !lr:c.tion'!l e ;..olaining the concept o!" 

inventive step ~ . t:-eater d.:tail t-o t~~: \ 

extent that .ai:s. is u:se(\ll tor the purpose 

or aeare}~ng 1 will be extracted troc t,he 

GU!.~_s. . .> .. ."::o;~ ..1. -:.~ .:'.! ... 5:...-ll.:..io~ :..;;:.::.~::.:-.::: :.::i. ';!""::.~ 

under IH'Cparatien by \lor king Part)' III, 

CHAPTER VII 

IJIIJTI' Or I!:Vf~TJOII 

1. ,Yht.,..!""'-"t...<;.t • .. .: p ~ .. , c,. appU.c.t!ilon J.hc.ll r.tlc.te. 

t.o ont .i.r.v~r . .C..ion cr.L:; c 1~ J.o o. g~".oup oO 

.lnvrr.t.icr.& jO l.ird~.ld c.l t.o £o'.r.1 a. ~o.ir.,lt. 
St.r:.c..\:.L .invtn.C.iue. c.Cir;c.:.p.::." O)C:' r.~1lc 1}.1). 

Ir th-e .oc:""-..~""'"·~ con:s.i~~rs that thf." 
e.r?li~~li-Jc:.-:. r:~t. c:·:-.;:1:• w~t~l \.h:;-­
r-.:-flu!;·e::.~nt or \~nil)" (•f ii~VC'n_ticn 1 it r..u:st 

r.er.t·rh. an:l. GrJ.\J \:j.J t~H.' ~e.:1rch ri.';J:;;:·I. fo:-, 

tho~t· }.J;\J~t:s of Lhc ;lj.";ll!•a~ic~~ \.'l".iC"~ n•l:\te 

to \l.e ill':t:ntiCin.·(u· r.~~"!--...:)t o!" 1nvc:-,t1on!l 

intornationn.l· 

In'.;c~·na tionn.l 
ScH'.rchinc, AuLhor·· 
Hy 

!or;1tr.l; un!.l)·) fi:-::.'.. ::··:1~t.ic:--.l:j in t!o~ C'li:lu-'.<~ 

w·cT /.:·t. 17 (3) (c·) j: ,._ 

Hllll tho:iO J'!ll"'~·.!·l 
of i.hu r"·:·.·: .L\.:· 
t.lo:J \:':Li.:.- ~~ :..·-' ·­
ln.\.(' t.o :l-11'.'•'11·· 

\. ·j l •; I ~ i _, .· \. • ~ ... / ... 
H<.h1i "l::\ P:l~·1 .~·,,L' 

hfl\"l' tn.:(.l:\ J':~.L .... : 

~~ 

I"Cl"/"fC"O/V / Jl 

Ann•x ..... 
~.:18-

~!J!...Y!.!. 

2. 'Ihe.A-1"...1!--ftf"ff"....._,.~l~lo \ollll 1~\f(".,r~ lh~ ,,,lp1.i~.t. 

oC .the lac;:kioC unily of 1nvcnt.f.Gn lll a 
tOilllmlnlcatl~n uep:.ra.tc ·rror\ tht- .. ~c.u·ch l"e;.ort.. 
The other l!w<>ntlon(r.) o•• &•·oup(o) ..,r 

. 
Into).•nu. t;lcmul. 
Sonrching 
Authority 

..,- .. 
,---· --· ------~--~ Int.oX'no.t~.onuJ. 
··--·--· --~· ··- · ·- -- ·· Searching 

(PC'l' Art.· andllul'l ,0,5) 
.Aut.hoJ:>:l.t;y 

, · ·· i · . ..- · : Jor f.\1at the rmtO\J.nt 
), , t t11"' oo·:;;jlRa kn "Ut;a. thO appllcant m.:r O.f f;ho add;l. tiOilUl 

protest ..<"""-~ th~ all~~atio'! ot non·~mity~lf.'ce is ex.celHJive 
"'~·equ .. st .. J!e!Und or "the addltiQnal fee(:;) ' 

-tM~"'T-

,· 

paid. :rr 'iihe .;;.."" .............. ,. o i "is : • n finds 

the protest Justified the tee\SJ wuJ. i>c 

refunded. ~ PCT aule·4o:2(c)). 

International. 
:>,e;~ching Aut;hor­
'-.t;y 

'· Froa the prcce~in0 paragraph it is clear 
tti~t the decision with reopect to •mit:r or 

invention rests lo!'ith th~:!,.,..t-~2-::::! ... :...i.)."..g~~ 

~Q-U-CF~~i-;JJ,.-....i-.1.-··~¥{'~~ 

~}o,-~~.e..t;.~--~ ... ~ •• ~-:)R ;""-:;~-• 

'"""~~-!...!'l-~~;-.... ......... ~~ 
.j,..h~~ ..... ~,_~!l-~.. In ?:.J!•t:ieular \. 

::::Utarua t::l.om~l 
:Jearching 
A\JJ;ho:c·ity. 

the· s~~•houl,\ nor. .-a(~c ).nt.c;rnat.ionoJ. 
objec;:tl.o:-, Of lack of"'"tlnit.J Lif!f."~ly bt:Cfl~~ £a,_a_r·ching 
the inventiuru claiue•l "''" <:las'lifiod !\.a Jiu:thol•ity 
ti~:r-;::.:-u;;.c ~;~ ... :.:..;..:.~.: ..... ;<;:: ... ,. :.,,..;.:,;,,., .;;;.·>-·:;;.:·-,·~:'~ ~::.::·· 

the purpose or 1!estl"i<tins tho aeaNn -.:o 
certain classification u~i>.s, 

5. As indicated in VII, t th•l botSt• ... ~-t--lloet'"'loia t\~Jc•'- ... 

tor unity .or inventto., i:l t.i\:1 ~l\"t)~t)nr.t: .::.! ~ 

. ..-G-~oQ.~ in\·cntJ.ve t:O(l·:~pt. ·~o,u,1l';,U~n;:ly 31 c.~ 

gener~~ ~ere ·{·act "that an app lic..ll: l,.-,,\ •!ont!\in!'i . 

ft·cveral independent el3 ia~ of the sa•:t~ 

. ( ~) 

..))"tt"' ... ~ 

cnt~so:-y ·or cla~~s ot dit:"er~nt r:-at..:>F;Qr!es 

13 in itself no t~o~J~·! (•1\' ot">.)e.:ti•)n QT 

laclc or unity or invention. 

s 
... ~hll-o-)::t.-

6. Rule .. ~ p:-,rtiC:ul=trl:t !lrcclfic:t c~rt::.ia 1 ,. 2 
ec.::tJ1!;;ti~~~~!.!·~·ct·l:::-(~---:::\~~~~;-!.·::::-s~ j. 
at&ould not l:e c~jcctc;J :o on th·~ :-~t·~t·.~l.l!i cC 

lo.ck of untty/. 
I 

• .. r ••• 

'· 

( ,, ) 

·. 

~i~ 
't"J I!~.~ "' .. ...,._ 
~H()~ -....--...o ... ~> ....... 
0\0fl:l<: 

t1::!H 
r1"QI ...... 

>:CD 
H 

() 
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I'CT/TCO/V /1 i 
Amu•X 

. ~' - ·Cut\l'l'r.n \'l]. 

.l<.f<>J....(... ...... "-i-{·..-,.; I ,. '·,~~-i.....ii.;·· ., . 
il p'•d~a. iri ~~dil•tnd<n( l:,(;,,;. i;i !? 

- f'Oti:66 ''''clc.Uy n.lcf'lt.d Eli .(ht f.,, .. n.-~ .. 
,.,, .... ,c. «t& lr.t r\~~d\ttt~ C'.i;d t\li {ndti?ndtnt 
c.LA.lO. {oi a uH o i H.t j;l.oii~<ti b' 

161 
" .. . 

.lK additil'R t" ii1' ift4(p~.ria'trl( ·:cAll• h.t. 
A p,o·tf4~. ii.n lr.rt~i~i~dr.nt rl.iAf ~04 an 
A,p.~a.t"-' ~A ~t.a.n& ·iPt~ . .rei · Al.lV ~~~-4~9nti 
fill. ~A.\~YliT.!J OU.f th£. ju:.,,: t4• i (.(" 

l~i iK llWtLon .t; &• K~rtMi: tW:O. i~4 
1. i>.\o.r.t<t; o.;, lncrv·d~H· c.hil.l ia a· 
,40Ct,~ 4pt~.iA(~, ci~·~ttu ~oa .t~t t,,&t,hi;. 
'"~t .... i ok ~;.~ · .. ~i!i:iU: .or.~ eli Lnii<J>io4iili 
ciUlt ~,:OJ\ _At\-··· rP:-~A~k4 Ol .. tt~4Aj iPt:t.i'l~:iil~ 
diti.<snt.t! ~· t•~'-u<•!i oi<Lti:C. p>.oh:&L • • 

(a!.=l~aHy 1> : Me i);~)~ • ci:t,~;., eoi:.li~ka~ions 
t:.a)' 'be. iicc,pt~~lc pro\'i!!ed thol-e io ... co:::>hn 
inv<n~iv 

()'\lrtheycuic!i•IICC W!th reSpect to tile applfutlon 

or t~~~~teria. for imi~~ :-"~·.!fn~l:n7~~n.,,l~;;~~~~i~_1C 
'aitu tions will be extrai:Ud f:oo"" tile lluic!Hl.nes 

Eu~:.~ant!ve txi'.::-.~r.a. ~io~ ~n::~r pr~~at.it.i.on by 
ir.~ l'ar:y III, in ccn•uHa~ion \1Hh ~hat ... :; ;---·. . . " ... ~. . . ......... ,• ........ . 

'· J.ack or unity or invention r.ay &iso ii.xist i. 
vltbin a oingle ciii.i:.(,'\:!nere ti:e cl~ir.i 
L;...,.~,~~.:....~ .. : ... .:. •. ~: . .':.!· ... .; .. :.~;.:~ ~;;: r~.:.:. !!;~::::! 

l»7 • •ihgle E;enerai inver~tive ConCePti~::,.._ 

the objection O!&~uici be. rai•ed. , . a~ io iiie& ().f 
. . . . , . . · unitt 

8, Objection or lack or unity, docil no~ n<>rrnapj . 
ari!lt:· l:'ocaLI:so! .a cd.ai~_conta;_nS a. hi.:~~C%-. o~ 
i.ndivlt!uil !e<>.tc.r&::.s in co::-.~inn:ion C\•th ir 

• ' I I, 

theae cre unr<l~te~ ~~•• .III, }.10). 
.w.:<c:..:.!.c.~w..:.:.~.,_;;. •-·-·· . ._;_ rt•r .-\:.;;.~ 

.. b~~~-~~..--.i-!.i;o.~~;;.:: ~~,=.--.r ... ~­
... -t-~....-...1-.!:..-.:=.~,~~~---r:!t: .. ""'-~+~" : .s .. ... ~~-}.. 

9. J.nck (..If unit)· of lnv_~ntlNl n:t:t bf. dlrl:ctlY 

Ci.'~.t!cnt. "c. p•.~;.-~.i.", i.e~ t~~:c-:-c c:-ns!:!cr!nr: 

• the cluin~ ~n z·C'l.:oti~:l tn . .-.~;i' 1 ri:>:- art • Cli~ 

J.:'liY only l-'"·e~::e ;Iftp3rent ;.~ f!'J !:. \i~>\i" I 
i.e. l.dltr t;,.,.!:;~ the I de:· ;:.:·t intO 
CC'I:"I:'l1.1e:·.:~oth·a, r.g. a ~":t··.-.~~ ... ~ C:i: • .: .. ,vcl·~:! 
. tn·the r.c-:q·:h e~.~-..3 t~.:\l ~t:a~·t 1:'1. ;:-c;\1: (•f 

... ! ... 

~. . 

teli~rai 

· rcr irc67v i H 
>.~~ox; 

- 30 -!' -, .. 

tt:~~~:· 1::~~-;~~>~~!!:.c i~ct•~ft • 
__ l<i~ho~~ k,(;..o....,.,. lrivor.tlvv i:ci'!c~p~; 

~o.L-~ eo>~ H.~,.~~~--~l~ 
llie r.~J~Hil.ll br bck bt lirili~ P 

~--

;.· 

~tie iel~~!l:lci<tb~ ~ii~~l\Holl (bf, ...... o; ,-· . . '\[, •. , . , .· . . . 
lnv'"ntsc.a;.; HHt. t.<>Kt!<.nHi 111 tl\~;r -. T · - :"iW~ . · . :::. 

:;. 

-""~en~"~.~- ~~~i.~~~~4:"i!~Hii''i?"!.:."~~;,,;, l_f'tl6.' -.Ji~«l t18ii.· ~Iii.·, .. 
tl.•h· '.' 1" nt;.; 9 . ..iatil!ciL~&S;i~.}ili.HL 

16: 1ihtri ;~;~ acC.r~ll ~it~~~~~~ Ha<i~ a' . • 
•it~A~ion br idci or uli~7 bt 
lH~elihl>il to: ami H&t~ni tit 

; .. 

U; 

) 

,: 

!>ilk~ lt lldvlkaliii t~ m;.f.~ lii' 
iM~liHollc>l tilcm.•:. ~titii"\h~ 
i:lciitl.iine.ci. drat iii tHe hiit;t; hi \~~ 
au .• siri.<aHon ~iil.b coii~iiiU£ · 
uw.~ 1nve:id.olr ir Hiia Hi<i.S , 
no ¥4<itd.bai sc.ar::il ~H~~~; . ;; 
~,c~f.· ··-"~:· ~-, ,_-.--£ .. -..... ; ·!~tj 

ocl:aSibnai.lr in case~ &r i~~k or ulliH; 
~~pttl.til)' ··~ pc.l..t~-\.£1).~~"; tl~c cx:/i!ii1~r~triil ', 
~e e~le <to_ r~ke a ~o~.,l~t~. s~a~~~ f~~ l ~~~-h 
t~r au invention• vl.t11 n~~hi:i~iii ~~;!lHl.l-lil:., 
work; in pad;icuh~ >.ne:~ tt;e in~clit ill:li' il-l 
c~nccptti~tlY vei--~ ciose jind hoOt·~-- thiP---"'~~- _, 
t-equlres ~eai-~h ln &bPaf.:t.t~ ~!iSSitu~itlDn 
~~~· .. ~ ~~o~e cas~s~ ~~~ ,_ ~~a~~~)~~--:frt·;; <~ ~,~ :. "'-. 
.ddltiori:~.l invimtioh(:i) shc~ld be c:ar.:l>bted 
tOc;tthef With that~ l-br t11~ ii\VCnti«ffi 
tlrot i::ontion~d. iil rl:ouils i.h&atii 

·~!': JnciU:Sc~ in ~ r..i.n* S~.ii-:h p~;~ft~ , 

~ ~ ', 

en.d no objection of be:< br(,.u~fJ~:>ilt~r ~~ill.:.~<ii''l'•, .. . ' . . ·. ,. .· . . v~·aJ. •• n.· y 
be r•.loed. 

~:J ... 
.· 

~ .. 

(i) 

;.', (;,) 

_;~ 

~ %: 
it lo J,> 
!1G'fd 

"' ,.. 0 'ti, ... M~ .ill. ID ~ 
iQ C.i ff. ~ 
•·HOO 

tiff~ 
H-Ili, 
~~ M I» Hn 
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. -------;..::....-t·1•·:~•~-iti-tz-G•i!'!'\<·t:.:.:-•,i'rr.-!'-!'-Elt~-vr··:.,."!~·~a~r~ 

Art • lS~t ( i-' )(,:\) follo·.li.n;. om int:.:rn.::. ~ !c.·:t3, (i•C'r) !>c~u·~ .1. 

au•oblem of unity or inv\!r t ;.ou nrlc9~ lhO' 

Sca.r·ch nivl~."iWl tih~uld il\ (.1~(1 7n;;, ... ,. 
possible (Jevii.lth.n:.. frc.; t)rJ·C'::Oiticn taken 
by the lr&t.£:rr.aLie;;~;..l ~.r~~h f.u\.ht~rit)" in 

the i~ternatio~~lL""-1'ch report, except 

uherc the clai/":'-'~~~ beC'n changed, or the 
interpretati n or the rules re&ard.ing unity 

n t-.'Zl.!l clcar}y :lnc:c.rrcct. It 

DhOUl•' tiC borne in r:tind t.httt i11 Cli.De of 

~o=. lie t,. e ·~. t.-::eaur-e certain dlf1'c:-nnc'cs in 

~he provisiona rel~ting to clniQs of d1Cforent 
Art. i50(2) ./ · categoric• in £PC l>ulo ~0 and 1·CT Rule 1}(2), 

tho provi•io~s or the PC~ pro•nil. Whon ~s a 
result of the Z>\.:?~lc:::tant.:.tl'Y seureh lnck of 
unity ""'· pol.t~·':.icJt..i 11 is fcuml to exist, 
the Search Divioiono •hould act accordingly 

~------~---------·~~-~~~~~~------~-----------

E!mf:1LYill. 

SUBJECTS TO r! EXCt.uno FUY TI'E S'.ARCI! 

~#-tv 

.{J;T-?W+ 

..(..P..-.i.;'...o-t5-r 

1. ~~~ npecifi<"n cer~ain !>Ubjccts '-'hich n 

=~~-===!~-?~;t~ll_ ·,.. (neo~;o~9 be soar· 
cxelu:!er. cc:-ta!n ~attc:- r:-:::;;: p.:ltcr.tj!._!li·!"t~~ ched. ( *) 
(PCT Art. 17(2)(a)(i), F.d~~< '!'he •earch 

tileb need no~, ~nz--_....~.-era~ c!c ~;;.t, contain 
aueh &ubject-::-.9-, eo that a z:;ean!.r~;rul 

&ca.rch t7e-Sl- i:s r.ot ;:>cssible and a 

decl:_~.~·~ion t.o that effe:t· tC\~:es the place 

~+.--~~~c:-ir-+;~...;-~!'-~~--

2. '!'his situation r.ay also occur ro:- part of the 

clait'l.s, in which c::tse a p«rtiCll search io. made, 
and the partial search repc:-t is then 

supplcr.1.en~Cd -..-ith a !!ecla.:-atic-n. 

---------;..->i\--}~~..r~...o~~~&b~-~~:;~~ 

with the F.x~ninin,; Divisic-:1 1 rH~\'!"!";.l-l-e"l'i"S:.;, 
provisior:~l ct:!t:io!~S C·!"'. t:J.:...'-~~te::--s pu~t 
t.e Do.::a'd.:-:-·~s f.::·;: . .::, ... ~~:.~.,....:"l:." ~c-s.:.-~!: C!visiou, 

which wij..l-t~i..:-;,~· h~·te to cc:~sidl-r the rcquire­

~~r:~~-·fo~· p:::.t.t:·!~t;:'cili~:.· ot.~~::!" thJ.:-t novelty 

J.rt. 5~(i) ...-"" ......... ~ ... atd invc.nti\'i' S~C:j'~ Jn r:l!"~!c:u~;,r :!.t. ti~j• tiC 

.~~·:::.:~~· _____ ,:::~.:~,~;:. 'o co:"~:._::~~loo follo~~-

.. 
• . • I .•• 

rr:r/tt:n/'."/12 
lt.nnell 

- 31 .. CIIUTI'R Vfii 

•, {, o h.llo,l I <b ~h'>Of' I',A hi<A!:O \0 ) 

Art. !i2(2) 

l..l·t. 52(~) 

l.rt. 5'1(5) 

,· 

·. 

t.he ca.t.cr.orl,lc:a c:xelu1~d 

... rot.rntabl;lc inventions 

parogro~b 2 ~ ·1. 'e. 

! 
•"tal cU4)uvt.~~.lu, &e.ttnH&Le 

.a~ke•a~ieat •tthod'' 

' ' . 
,(1>1 ae~~ht..:e euat..:on&l 

lei -4et.t .. u, 

'"' 
or 

l•" pt,.h~tJ~ing 
n dolng 
uap:ateu, 

(ii) whctb~r.t~~ iny'.nticn is susceptible or 
industrial attlicatio~ having regard to 

or 
ther•~· or a d!a~nostiC ~ethod practised 

• human or a~i:al to~y. It should 
ot.ed,.«bovever, th2:t p:"oducts, in 

ticular substances or conpositidna, 
o~ uae in any or these ~cthods, are not 

~~::~::b!l~~y, p~ovi~cj 

the· use-- of the product !'or .!!!:!. such 

1Cletbo4 hi not cc:;:::pristd in the state or 
the ar-t; :cons~quen:ly attCr the search 
has di~covcred one such use, no further 
acarch is ncccssarJ to establish 
whether the exact use clai:::od is nov~l; 
or 

(iii) whethe~ the subjcet-~attc~ is excepted 
frOm patent~bility h1Ving rcbard to 

Z
l~) A.rtlcle 5), su~-. F•r"."";:h (\>), i.e. 

"pt~tnt Oil 4r..i.,;:L \'4-~i~.tiU OIL UHIILt .. tL!{ 
6.£0Lcg.it~L · p1tCC.tA 4.c:·& &ol!. .eJ•t p.\OG'!1~.(.iol\ 0! 

piAr..t.• c._ c.r.ir.:::.(-1" (r.:>tc hm.;ecvN· that thi::s. 

ex~c;1'tio~ dee:. n-:-t :-.;:;·ly tu :.;icr·o-

1'-iolo::icOtl p:-r'cc35t:S or t.hc i~t·c.:!uc:t:s 
_ n .. c•·n-;) '~·-- ·:....:...:....-.}~------

.. 
.· 

·. ~i'll 
rtCDn 

., .... 1<~ 
Ill CD CD '­
IQ ~ 
CDHnn 

'-'-0 1-''lli'­CIIIII < 
11 H 
rtlt'­

I<CII 
Hn 



reT /1CO/t /12 
Ann ox - )) .;.. -· 

-
£1!!.1'1"1:11 dll I~ 

-fltttt--l+s- 3~ In C_IHICO or dou\•l the ~"''"l"'.' ""l...Jrlqq 

eho.uld con')' out the oraJ•th to I. he .c·x.~ 

thtLt t.hio io po:~ailtlr: in the l.lVIlll~t•lc 
cSocurnenta t ian. 

Into1•nntional 
Sonrchin~ AuthoJ.•ity 

...s. 
lr----

A. Curthcr Dit.uatJon uhere a rncanir~e,f1.1l. 

eeo.rch is not po5o:lible or 'onlJ partii:,lly 

posoiblc:, nnd whett a declarathm \.o t.his 
cttcct. r:Jay take the place c..r Ol'" D-uppl.cMent. 

~he t-earch r<"port, r..ay rtonult froi<' t-he 

application containine; ob>ourHi .. ,. 
!nconsist.encic!l or contradictions to tht'! 
extent that it is ir>posoiblo to an•ivo •t a 
t-enadnable conclu:ion n:J to the scope or 
\.he clait:led. invention. The ~~.i.e.&-

M~o::tt£r~o:e ;.l:l&-6ea.P~~ should 

bake a ~canir.~rul ~carch to the ext.eut. that 
thia .h pcodble. /'1 .;;;~'-1.~~.._ 

~~~-c-rd-i·~j..(;.~~·Y 

Intornn tiomi1 
Searching 
Authority 

--

POT Art. 17(2) 
· (a)(ii). 

CI!I.P'l"ER IX. • SfARCI( OCCUIICIITI.Ttall 

to be included 
lat .. ,. 

CllA'r.F.R X. - SfAXCH UrORT 
(Ci~e· Rulo11 34 
nnd 36) 

·,· 

-!'~~ 

Jv.. ;'~"(') 

t.rt. 11,5- · 

.t\·~~ ~ 

9_~1.!.!E_L!...:.._l 

H6tl!.~ •! Stuth ~too•t » 

t.1 Arter rroeipt or the search re~ort the 
applicant n:.ay amend the <•~aP~; .. iuAp Hte 

M-..... uw-~r·•·'-· '·•J ·t.• claims A--bofo"r·e.· tht'l Inter-
~=:" PCT Art. 19 (1)). n~tionnl Bureau 

~""f·;-:...-: ... ;"'~~.:.-:~-~-~C"~!'.i;~-

· - Tho mnondmerits c:r.n 
·¥-rM'..-f-~-!.':="~"'C'Tre-f-t-:~-r-;~-:.-e~ not no boyond t~1o 

·-~l~-..-:..(:..;.:.....:~-~-'.Y..~;...;.. •.. ..:~ • ..,-;. • .,..~""-'-;.r-n~... d:i.oclo:r!..u•,) o.t' t~u:-

~·"'!"-~ ~ 

~N_...:.,.· .. :-...::.:..~~;;_~~-~·i !-l-b\--t:..f-~"-"•-..i...:-.;c,.. ~1~tt:~·11r.t. "Lion·.~~. :t!)~•J ..• 
~-ee-~~~t-~··<-l .... ~~":''..;,~--:.J---!' ... ~~ l.Lht).Ull ll!.! ~.J..tod • 
~!1~~ ... -H~t~.t.-..-t~~-=--

•' .. · 

• • • • I .•• 

(~) 

- "J; .. £11111··(~ 

extm1nrtt1ou1 the l::lttP.in~-o ... \•l:.SC'n "'Ill . 

CX~I'dOC Uor. 6P.\:lii.. c:1 1 "i:.C.iOC it• ;1-:t.I'J::U~· 

..,en\. O( n'"'' '1 nr.cl inv.-nt iYC' Ste-p U('IOR \ho 

r !..a._ lift c:u:n~ioru:·d ln _the oeorc1l,.. l"l"(lDl't. 

'rhh 1o dealt with in ~t.e GuidolJne• fo1• 

Subot,.ntlv.e [Jtaninad.on (rCT Art. ))(6), 
..fiu 1N 1 e 6? '(h)l 

-~ 

~ 

~5·) 

CIIAI'TER XI 

TilE I.BST~UT 

1. 'l"hc oearch elia11ii'ler has \lie \ask- or 
4eten~in:lns the derinltive conten~ ... r the 
a'b~tract vhich is i_niti&ll7 ""PPli"d ~y tllc 

· nppll.cant, nn4 "hich "'ill so;l>sequenUy be 
' publiohed "ith the a~plication or lotcr. In 

<toin& thh he llhould consider the at>•tract 
1n rele.tion to the .application •• riled 
bee IV, 1,U (PeT llule JB.2(bl; 

. 2. ln detend.nin& the derJ.nitJ.oe oontent the 
exa~lner should take 1~ta eon3ideration 
t.bat the al>~tract !a" c:erely Cor uu u 

technical infel"I:!At!on,··ar.<! in particular 
cU&t r.ot be used tor the purpose or 
:lnterpretin! ,the ocope or the prote ... tion 
oousht •.. 't'he a.batrac.~ ·should be ao "drafted 
t.bat it con•t!tut-ca an cCC1cj ent- in&.trt.:ae-n~ 
foio purpos~S ot.A :u~a:-'ct.!nt; in t.:be ,~rtfculAl'" 

techniCal Cield, a::.<! $h0Uld in pat•t icular 
~ke it ~o~;,ssiblc t"o t.sSt-!-!'i ·wh~ther there ia 

I 

~~-

( 

·'tf g :·•· : ··!1. ·td _, ·i'+=O 
2 :11°~ 
',Q cHI 
·ID•t-tn n ............. 0 

assisting the 
scientist, engi­
noar or researcher 
in 

1-''tlg·' 
.IQ rr < 

tt''lt .!:! 
t<. 0> .... 
n 

internatiol}o.l 

). 'rho abotract I:IUllt ,_ ____ .._ _____ _ 

:.-Ru-~(1) i ';;·Hc;~tG •bo "' 1t,Q o" .. '-n fr·•cn":fnr, 

Rule ;}(2) 

~ 

. 11. indicate the te:hnical ricld/.0 which 
the J.nvent.ion pe:-tains 1 • 

111. contain A c:or.c 1:.~:-:::r.ar)' of t...he 

di:aelosure ils£ntained 1n thr-
c1eacriptJ_9.1r, ci.t!n5 ar..:t. dra~odnts, 
t:hich._...p·.!~..-t ·t.to !.O tll".l(tcd o.s \o n.llo.., o. 

t;lt.e'r cndu·st~n,.:ir.:: or the. th:-

~ct.nlt0\1 (lr~blr:n, the r.ist Ctf·lhe 

lut.ion or tl:.:\t rrv~ltn throu;.t, • he 

,: • \"CI1tivn :l!~J t)~(;' J;rin::JfJ-1 \:~Ot." Of the ., . 

/ 1tWt~ht ton. 3.::..! \.t'.f'J'~ "rr1 ic<~.!.:h·. lt. 

.// 
e-hcul.! ('(I;;: •• du tl.-: d~o:··,!cnl f ,-.n,;':.l).t 

\ :,!,!:, ;o:-~fl;·. lh:->:-•: t.··:·t :drH·d !n th('"· 

t.N•11L.3ll"n, 1.;-;,t Ch'r.'l.:tc:rl;lcn tl.c-

L .. __ . -·------·------ !t,,·.,-n~ { -:-:tr----·· ·---------

.• • I ••• 

I 
meet tho require­
ments of Rulo 6. 
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JF/EMH/jf January 20, 1976 

Dear C1ai~~an Maksarav, 

Rt•.f!orr.t.ru] to the l~.tf·seetsion~oi:'the PC!I' l'ntedm Coi'nm1t:t:ee 
for 'l'ochn.ical' ,<;:ooperaei;o.n;{Oc;toJ;teJt~9!""()'Novetllber 3; ·1975) 1 I 
wish to convey to tho State:: Committee; ;'ot" .Xnvent1cin• and 
Disoovr.;rien of tho nsttn!~coutieii ·Df, ~tunbters the apttrec1ation 
of the, Intfirnntional,.:Bttro.al,l,_Of~tliPO .fOr:<tbe indication'. c;rlven 
to the rr.tedrn Co11111'J.ttee by the Deleqation of the soviet Union" 
that t'lv.l State Committee uould be wtillntJ to review .its genere.l · 
c:omrnent!l.-B'-l!; out d:n ·aocumeM:PC'i/TCO/V/lJ!y in connection with 
tho Guidelines for searclles _imder the ·rtT contained in doCUtllent 
PCT/TCO/V/12, too copies. 'of. which are attached (see, in 
particular, paragraph 70(11) ·of the ~port ot- the fifth session· 
of the Interim Col111llitteo;i'dl3cUment PC'l'/'lCO/V/20). 

• .IJ, ., 

The further cor:unents df t'he state Committee will be 
reflected. in a working' ddbwneht: ,estahl~'shinq GuideUnes for 
Searches undor tho PC'l' which is now tn· the course o! prepara:tion 
and \'•hich will be subll!~i;t.etht:odt~e:·:.next 111oetinq of the Interim 
Coll':"..;itt•~e for Technical Cooperation~' :tt would facilitate our 
work greatly to have yout.r~rther";.cpitq~nts, at your earliest 
convenience and, if possl:})l~i- riot' later tha.n the end of February. 

The Internat1onnl•Btireau i.s',·~f course, at your disposition 
for any assistance it may be .. Able ,i;o a:ender in this matter. 

Sincerely yours, 

Felix A •.. Sv1r1dov 
Deputy Director General 

Pr. Yuri R. Hal:anrev 
Ciwil:'I!II.m 
The fltni;(l Com.'\11 ttoa fciTf Inventions L'li&d 
Ui!;~v<c~:cic:J oi the USSR Council of r.U.niaters 

11. C.hr~rl:.:.:~~J~~" po_~.· -2/6 
~;,y_, cC'.I ( c,:::n:re) 
[OV"it:J.t Ua:t:~dl 

~ 

.._,~:/ 

J 
Re.:ponsc of tha State Committee (or Inventions and Discoveries of the USSR 

Council of lUnisters with• respect to tl1e EPO Guidelines. 

TRA!ISLl\TION 

2repAred by the International Bureau 

state Commitiee for Invent1ons·~nd Discoveries of the USSR Council of 

Ministers, Moscow. 

No. 14/11-4726/45 rebrilary 2s, 1976 

Dear Ml:'. SvutJ.diOV, 

0 ' ' ' ,_• ""• :; -~, 0 :;, ti<.:n<•,•.~:>.:t(·~!',.:• 0 • 0 -• '" • • • 

Many -I-~ of ,th1t Q:l-d .out.UIUI :ali~ ",i~~~ to· the ·ftrst: tk~t:. of 
the Guide!~ for•; Searcltl:~ uni!hu:j'~ im :~~tted at tb& laet sU&ioa 

of the PCT ~bt COIIUilif#ee:ior ~c;.~. cooper-ation (doeUIIII!at 
PCT/'fCPbllJ-2.)f,; ;:~v.et:ill. it:&ms. of OUr. oUtlinE! .take. into accCiunt. the 

obser,;ati®s 'bf th._ us P.atent arui:.Tr~demar.Jt Office submi.tt:.a i.D ~ 
PCT/TCOft/l4..i Tlnal1.f,. the.~:tUJiaJ.nihq.iteaiS 'o'f t:he· OUtline take:uto 

::c:=~~::::;i:t~~~: 1z~jl~ve b~ .us~ -~ 9~ p~£iee 
:.~ ·;-. ) ' 

The·.r<!fel:ence!l tl).~~neJ'Iti.Chaptua.aiid"iteiiul~of the•fir~tdraft 
of the. Guldet:lnea ,for SeiU"-bhes under:.;~ P!::T .have ~·l' •. :~lu~ in the 

. marqins 'ii.f'o~: aU~Ii:rli t.di f~C:~Iitate'~~ison ~f o~~ OU~ wi.th the 

::::~~=~f~~:~!:~i~l!n!i:::m::~:n::r~~:~:tpt:!~~~ 
draft of .the G.utdEil~!tS for .• archeli. tinder the PCT' to .be. Pr:esein:&d for 

discussiort . a£1 t.be. ~~l(t::}i;lijion '~f: the PeT Intlidm · ~t.tee for 
Technical CaoPerat~on. 

Mr. F. sviridov 
Deputy Directqr General 
\fiPO 
Gcnev3. 
SHit.z~rl::"t"rl 

Sincerely yoUrs, 

L. Romarov 
Deputy Chairman-of 
the state Commit.tee 
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rOCY )J.APCTREHHbiVI KOM~1TET CO BET I. ;.~1-'IHVICTPOB CCCP 
no )J.EJlAM VI305PETEHv:V! VI OTKPbiTI111 

State Comn•ilke for Inventions and Discoveries 
of the USSR Council of Ministers 

Comlte d'Etat du Consell des Minlstrcs de l'URSS 
pour les inventions et les decouvertes 

Staatliches Komltee des Ministerrates dcr UdSSR 
f[ir Erfindungen und Entdcckungen 

Address: USSR 
Moscow. Centre 
M. Cllcrkassky per. 2/G 

Tel. 221-49-76 
221-62-24 

Telex: msk 7248 

14/II-4726/45 

25.2.76. 
3Ai•IECTliTFJllO Y.llliEPA.JibHOI'O ,UlrlPEi:tTOPA 

:OCEl'lll1PHOll OPf.Affii!3AJ21H !1HTFJ'J.JIEKTY­

AJihHOH C O:ECTBEI-ll:!OCTii 

r-ey <l>.CBl1Pl1JIOBY 

32, llieMeH ~e Ko~oM6eT, 

1211, ~eHeBa, 20 
IIlBei!uapHn 

YBrutaeMI:dl: rocno.ll,IDi CEHPK.n.o,B ! 

CCUHaHCh HR Rarne TIKCLUO OT 20 RHBapH 1976 r. OTHOCMTe~LHO 
TIO.UrOTO!lKli! PyKOBO.UCTBa no TI::>J.'ICKY PQT, H B .Il.OTIOJIE€H!1e K P...aiilllli! 

saMe'laH.l:.:--D,i, II3.iiOYlE:HHI1M D .n::myMeHTe PGT/'ICO/Y /18, HanpaBJI!'"-:.IC BaM 
I;JaTC:Jrl1~1 IlO.II. 1Ia3BaH:-!et.: "<Jipar;.I~H'l'!1 IiJitOBOII,CTBa TIO TIOHCK'J B COOT­

BeTCTBlm c PCT". 
3TO'I.' ;,raTepnaJI, Kac8lOG\11MCH ueTO.D.H"'emm:x BonpocoB, npoBe.ue­

EHn I!:JECF:3., I! He 33.'l'parllBaiCli\IIii BB::JI!,H01l '!8.CTH, a Tat:;:-\8 p.tr.TI.a D.~Y­

rv,:x 'l&CTeii P'JICOBOI',CTB3., CO.IJ.CpY.JlT il~TL pa3.!!.8JIOB, paCilOJI::J~~eHH:UX, 

1\aJ\ Hai.I !I_::Jel!,CT3.B.7i.i::8TCii 1 B COOTBCTCTB1i:vl C !10p.fi:,Il,?:OM paOOTbl ::nwr:ep­
Ta - IIOIICKOBI!l\El, 

J,1Horne ny:rn''l'H nr;:I.ilaract.i::>ro r.mTepnJia llL!emT t)::>pr.~pmpomm, 

:uJ,eHTli'-!Jrc"e t,/lf;:JyJm_poB:zar.J ncpBor::> ii908I\Ta C.n.m:y;JeH'l' R:T/TC:O/J/12), 
PH.D. nynD'::>B Y''IllTilB"'eT 38.l.!E-'t!aiEW ITa7eHTHoro ne.n.or.:CTBa Cil'i. (D,::>I:y­
naiT FJ'I/'~CO/Y I 11 ) , D. HGI:onpue n~rrn:'l.'ll c(ps;:.::{.'mr~:JBaJihl c 3-"IG-

T::li.I 11 1J~ iE~: i _.ru;::.;r~ flY EJ30_TI,CTl~8. u, ;ICIIC>Jib3YJ-2.h~Gre>CH B Hame;.~ E8.1J,Q;·:C'.L'BG 

nj_.n.: l:!JJ}jG.neE:::~ Ii.;JJCiHH:~ n:n:ci~JB P~JT. 

2. 

.1;..-TI Y.no6C.'fiJ~ ncno~L30E.nm:JI npn~araer.J:rx "ciJparMeH'l'oB PYKO­

BO,IJ,C'L'Ba. DO DOHCltY 13 COO'l'B8TCTBHH C PCT", Ha TIOJIHX llpOC'l'B.B~eEB 
Hyw,;pa,wm COO'l'BetCTBYJGUU-IX rJiaB ~i nyHKTOB nepEoro DpOeK'ra. 

I!iu l!a.neet,c.rr, 'ITo YJW.3ammii r.taTCpHa.JI o6~ert~KT pa6oTy Lfeli\cy­

Hapo.n.noro Oropo· npn D0,1J,I'OTOBKe HOBOro npoeRTa PyKOBO_Il,C'l'Ba ,Il)IJI 

paccJ.I:.JTpemm Ha. c~e.JJY!Cilteu sace.IJ,aHIUI BpeMeHHoro Kor.m'l'eTa no Tex­
HH'!ecJ::::Jr,JY. COTpy)!Jm'leCTBY. 

C HCKpemnm YIJalieHHm.·: · 

~_/ 
~l (f:--i..1,.._._.,_­

li.KoM:apoB 

3aMecTHTM:o II_pe_nce.n.aTeJIJI 
focy,IJ,apCTBeHHoro KOMl'l'l'eTa 
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Outline of the Guidelines for Searches 

under the PCT 

The Objective of the Search 

1. The objective of the search is to discover relevant prior art 

concerning the claimed invention. Relevant prior art shall 

consist of everything which has been made available to the 

public anywhere in the world by means of written disclosure 

(including drawings and other illustrations) and which is 

capable of being of assistance in determining that the claimed 

invention is or is not new and that it does or does not involve 

~~ inventive s:t_~p (i.e., that it is or is not obvious), provided 

that the making available to the public occurre4 prior to the 

international filing date. 

2. The search should be directed to revealing t~e prior art 

which is relevant to the claimed invention and the subsequent 

selection of the restricted number of references to be 

included in the search report. 

3. In the first place, during the search, it is necessary to 

reveal the documents which might require restriction of the 

claims filed by the applicant. If, during the search, such 

documents have not been found, it is necessary to select a 

restricted number of documents to be included in the search 

report which reflect the relevant prior art and which allow the 

formulation of an opinion on whether the claimed invention appears 

to be novel, to involve an inventive step, or to be ~ndustrially 

applicable. 

4. The international search should be formally separated from 

subsequent examination. During the search, formal conclusions 

concerning novelty, inventive step and industrial applicability 

should not be made, but the documents found as the result of such 

search should provide a basis for subsequent decisions on these 

questions. 

The Subject of the Search 

5. The search shall be made on the basis of the claims, with due 

regard to the description and the drawings. The ~earch shall 

cover the entire subject-matter to which the claims are directed, 

or to which they might reasonably be expected to be directed 

in accordance with the contents of the application. Consequently, 

the search should, on the one hand, not be restricted to the 
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literal wording of the claims, but, op the other hand, should not 

be broadened to include everything that might be obvious to a 

person skilled in the art. In determining the subject of the 

search, special attention should be paid to the inventive 

concept to which the claims, as they are filed by the applicant, 

are directed. 

6. The subject of the search should embrace all s~ject matter 

that is generally re~ognized as equivalent to the Jtibject matter 

of the claimed invention for .all or certain of its.~E!atures, even 

t~ough the specific features of the invention as disclosed in the 

international application are different. For example, if the 

claim specifies a cable clamp having a certain construction, the 

search should effibrace pipe and similar clamps likely to have the 

s'pecified construction. 

7. In principle, and insofar as is possible and reasonable, the 

search should cover the entire subject-matter to which the claims 

are directed or to which they might reasonably be i~pected to be 
·wi' 

directed after they have been amended. For ~xampl~·;.where an 

application relating to an electric circuit contaids one or more 

claims only directed to the function and manner of!,peration, and 

the description and drawings include an. example wi~W a detailed 

non-trivial transistor circuit, the search must necessarily 

include this circuit. Nevertheless, reasons of economy may make 

certain restrictions necessary, for example, when there is a broad 

claim or many examples. 

8. No special search effort need be made to extend the-sUbject­

matter of the search if the claims are too broad and they are 

poorly supported by the description or if the claims are too 

speculative. 

9. The subject-matter of the search must include dependent 

claims. Any dependent claim should be construed as including 

all the limitations contained in the claim from which it depends. 

Taking into consideration dependent claims is especially important. 

When .. a dependent claim gives not only more detailed enumeration 

of what.has alreadl!:~been said in the dependent claim, but also 

adds new features of the invention, such a dependent claim is 

specially taken into consideration. 

• 

10. The search of certain claims may not be carried out if such 

claim•· .-were UDsatisfactorily drafted, that is, if they dO' not add 

new features to the subjecttmatter of.the search. However, if the 

description provides"& :basis for proper amendment of the claim, such 

amended claim should be taken into consideration during the search. 
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11. If the claims are characterized by a combination of 

elements (e·.g. A B C) , the subject of the search should include 

such a combination, as well as combinations AB, AC, BC and 

elements A, B, c taken separately if a possibility of such 

combin~tions and elements is obvious to a person skilled in 

the art. 

12. When determining the subject-matter of the search, it is 

also necessary to take into account: 

- the preamble of the claim; 

- the reference documents cited by the applicant; 

- the general technological background of the 

invention. 

13. In the course of the search, depending on the results 

obtained, the need may arise to clarify the subject-matter 

of th.e s.earch, .but it should be avoided by means of paying 

attention to the complete determination of the subject-matter 

of the search at the very beginning, in order to exclude 

duplication of work during the study of the documentation 

to be searched. 

Scope of the Search 

14. The scope of the search is determined by those information 

sources which are used during the search. The scope of the 

search depends on subje'ct-matter of the search, peculiarities 

of the search files as well as those documentation sources 

wherever the necessary information could be found. 

15. For the purposes of the international search, the following 

patent documentation (PCT minimum documentation) of the following 

countries must be used: 

United States of America, former Reichspatentamt 

of Germany, Federal Republic of Germany, the 

United Kingdom, France, Switzerland, published 

in and after 1920, as well as of patent docu­

mentation of the Soviet Union and Japan for which 

abstracts in the English language are available. 

16. The international search should also be carried out on non­

patent literature (scientific-technical journals, books, 

reference literature, booklets of firms, exhibition catalogues, 
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abstracts, journals, etc.) and, in ~articular, on those 

periodicals which should be included in the PCT minimum 

documentation. 

17. To determine the scope of the search, it is necessary to 

carry out the detailed classification of the claimed invention 

in accordance with IPC and the national classification systems 

of the inventions 9f those countries whose patent collections 

must be taken into consideration during the search. It is 

necessary to bear in mind that the process of classification, 

.when determining the scope of the search, has many aspects and 

it should be carried out with due regard to particulars of 

national systems of classification of inventions, as well as 

the particulars of the search files. Thus, the determination 

of the scope of the search on the basis of patent documentation 

consists of the determination of the classification units of 

the search files which should be studied during the search. 

The completeness of the search depends on the correct 

determination of the scope of the search. 

18. It must be realized that, 100% completeness of search 

cannot always be obtained, because of the inevitable 

imperfections in any classification system, as well as because 

of the fact that too broad a search may not be economically 

justified. The search examiner should, therefore, organize his 

search effort in such a manner as to reduce to a minimum the 

possibility of failing to discover the material which is necessary 

to carry out subsequent examination, for example, the material 

which anticipates the novelty of the claimed invention. If 

there are too many documents and it is impossible to study them 

within the time devoted to the search, the scope of the search 

may be reduced numerically but the reasons for this should be 

noted and should be annexed to the search report, since, if it 

is necessary, the decision may be taken to continue the search. 

19. The search examiner should, based on his knowledge of the 

technology in question and of the documentation involved, omit 

those sections of the search collections in which the likelihood 

of finding any document relevant to the subject of search is 

negligible. For example, documents falling within a period 

preceding the time when the area of technology in question 

began to develop. 

( 

• 
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20. The search should first cover the technical field directly 

relevant to the subject-matter of the invention in question and 

may also then have to be extended to analogous fields, but the 

need for this muat be judged by the examiner in each individual 

case, taking i~to account the outcome of the search in the main 

field, for example, when, in the main field, the sufficient 

relevant material for discovering prior art has not been found. 

21. The.que~tion of which arts are, in any given case, to be 

regar4ed as. the main· fields or analogous fields, shall be 

con~idered not only in the light of the specific functions 

expressly indicated in the a~plication,but also in the light 

of what--ff••z:• to·b• the moat e•aential function or field of 

use of the claimed invention. 

22 •. The decision to extend the search to analogous fields of 

technology not )llentioned in the claimed invention must be left 

to the judgement of the search examiner who should not put 

himself in the place of the inventor. The main principle in a 

solution to this question is whether it is possible to find 

material in one or another field of search which anticipates 

the novelty or inventive step of the claimed invention. 

23. The scope of the search should be determined before the 

search is carried out and the scope of the search should be 

decided upon during implementation of the search. 

Search Strategy 

24. The search examiner should begin the search after the 

determination of the subject-matter of the search and scope of 

the search. 

25. Documents cited by the applicant himself should be examined 

to find out if they show the state of the prior art, if they 

disclose alternative solutions, or if documents are necessary 

for a correct understanding of the international application. 

If the claimed invention cites a document that was not published 

or otherwise not accessible to the search examiner, although • 

this document is necessary, the examiner should take the 

necessary steps in order to invite the applicant to provide a 

copy of the document. 
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26. It is desirable for the search examiner to prepare, for 

his own purposes, a written search plan in accordance with 

subject-matter of the search and classification units of the 

field of search. In some instances, the claims may themselves 

serve this purpose and the search can be started from main 

claim(s); In other instances, an additional study is necessary 

to take into account all aspects or features of the invention. 

It may be necessary at the first stage of the search that the 

search examiner would also have to restrict the subject and scope 

of the search because of obscurities or general inconcrete parts 

of the description and the claims, but, if it can be avoided, a 

restriction of the subject (~cope) of the search should not be 

made; if such obscurities are eliminated during the search, the 

--"'Sl!'arch-shou-ld m&V& in "the direction which all.oW's as comprehensive 

a search as possible. 

27. Often various search strategies are possible. The search 

examiner should exercise his judgement, based on his experience 

and knowledge of the search files, to select the search strategy 

most appropriate to the case in hand, and establish the order in 

which various classification units are to be consulted. 

28. The search examiner should initially concentrate his 

searching efforts on the classification units in which the 

probability of finding necessary documents, is the greatest. 

This probability usually, is the main technical field and the 

classification units highly relevant to the claimed invention. 

The search examiner should always rely upon the results already 

obtained when considering whether it is necessary to extend the 

search to other technical fields. 

29. During the search, the search examiner should pay attention 

to any document that may be of importance to determine relevant 

prior art, i.e. not only to the documents which are most relevant 

to the claimed invention, but also to those illustrating the 

technological background and contributing towards a better or 

more correct understanding of the substance of the claimed 

invention as well as the field of its use. 

30. The search examiner should note the information concerning • 

a document which could be useful in determining the relevant prior 

art, and he should also note the main features of such a document 

which are relevant to the claimed invention. 

.. 
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31. The search examiner should continuously evaluate the results 

of his search and, if necessary, further define the subject and 

scope of the search. The selection of the classification units 

to be searched may require alteration as a consequence of 

intermeaiate results obtained. If, during the search, the 

documents pertaining to relevant prior art have already been found, 

it would be useful to study reference material cited in such 

documents to further determine the classification units where the 

necessary informati9n may be found. 

32. Before the search is completed, the search examiner should 
.· . 

check wheth~r the documents retrieved are sufficient to indicate 

relevant prior art in respect of all aspects of the invention. 

If no documents of a more relevant nature for assessing novelty 

an~i~ventive st~p are available, the search examiner should 
consider citing any documents relevant to the technological 

background of the invention which he may have noted during the 

search. If, at the very beginning, the search examiner pays 

attention to the retrieved documents, he will not have to carry 
;/" ' ' . 

out an additiona.l search to discover relevant prior art; otherwise, 

he will have to consider again the question concerning correct­

ness and completeness of detemination of the subject and scope of 

the search. 

33 •. The search may be stopped when documents have been found 

clearl¥ demonstrating lack of novelty of the claimed invention. 
0 ~" 

However, it is necessary to do this very carefully, taking into 
, • ', -. r ! 

account the many aspects of the nature of the invention. It may 

occur that the documents retrieved do not anticipate the novelty 

of certain features of the invention in respect of those claims 

which the applicant may amend, for example, after amending the 

claims. In any case, the documents anticipating the inventive 

,step, bu~ not anticipating the novelty, are not grounds for 

stopping:"the search. 

34. All decisions taken by the search examiner during the search 

relating to the restrictions on tQe scope of the search, as well 

as all temporary decisions concerning novelty, inventive step 

and industrial applicability of the claimed invention, should 

be noted by the search examiner and should be annexed to the 

search report. 
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Selection of ~eferences 

35. After completion of the search, the search examiner should 

select a restricted number of references to be cited in the search 

report from the documents retrieved. 

36. First of all, the most relevant documents should be selected 

as references which anticipate novelty, inventive step or industrial 

applicability of the' claimed invention or which require a 

restriction of the claims as filed by the applicant. In addition 

to such documents, the less·relevant documents reflecting prior 

art, in total, should be included in the search report. For 

example, if the most relevant reference anticipates the novelty 

_q_L"t}l,~ main claim, but does not touch novelty of the dependent 

claim, additional references which were discovered may be cited 

for relevant prior art in respect of the dependent claim. 

37. If, during the search, the most relevant references have not 

been found, other references should be selected to be included in 

the report which could be useful for the purposes of subsequent 

examination to determine the essence of novelty and inventive step 

of the claimed invention. 

38. The references which are included in the international search 

report should disclose to a sufficient degree relevant prior art 

and should contain all necessary information in order to allow 

the person skilled in the art to carry out the subsequent 

examination in respect of novelty, inventive step and industrial 

applicability. 

39. It is necessary to bear in mind that the process of selection 

of references, as well as the process of determining the subject­

matter of the search, has many aspects. For example, it is 

necessary to try to have at least one reference on every claim, 

although one and the same reference may be relevant to several 

claims at the same time. This does not mean that an additional 

sear.ch is necessary if references in respect of any claim have not 

been found, as long as there is assurance that, during the search, 

all necessary classification units have been considered. 

• 40. To avoid unnecessary expenditure, the search examiner should 

not select for inclusion in the search report more documents than 

is necessary to discover relevant prior art. In particular, among 

patent family members, preference should be given to the document 

having the earliest date of publication. 

/ 
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41. The documents having an earlie~ date of publication than the 

priority date or the filing date of the claimed invention should 

be cited as references. The documents containing indications of 

the dis.closure date of the claimed invention, for example, of a 

date of an oral disclosure, which is earlier than the priority 

date of the claimed invention, should also be cited. The documents 

having a la.ter date of publication, but an earlier priority date 

than the date of pr,iority of the application, should be included 

in the search report as subsidiary information and only in the 

case when they are very relevant to the claimed invention. 

42. A special situ.ation can arise where a document published 

after the date of the claimed invention is relevant to the 

invention, for example, when the later document shows that the 

reasons or information stated in the claimed invention are not 

correct or where a later document supports the usefulness or 

importance of the claimed invention. It is not necessary to 

extend the scope of the search in order to find such documents. 

However, if such documents are known to the search examiner, 

they should be included in the search report as subsidiary 

information. 

43. It is not necessary to overload the international search 

report by too great a number of references. It hampers the use 

of the report. Experience shows that, if the claims consist of 

not many items, as a rule it is enough to cite not more than ten 

references to discover relevant prior art, However, as a rule, 

it is not enough to cite one or two references to discover 

relevant prior art. 

[End of document/Fin du document] 




