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SUMMARY 

This document contains a comparative analysis of the 
current searching practices of the prospective Inter­
national Searching Authorities based upon the responses 
of those Authorities to the questionnaire sent to 
them and in the light of the earlier reports on 
"isolated searches" prepared by the German Patent 
Office and .the International Patent Institute. 
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INTRODUCTION 

Background 
.. 

l. The PCT Interim Committee for Technicai Cooperation (hereinafter referred 
:to as the "Interim Committee"), at its fourth session held in Geneva in November 
1974, after reviewing a questionnaire on the current search practices of the 
prospective International Searching Authorities, agreed that that questionnaire 
should be sent to prospective International Searching Authorities in order to 
solicit their responses thereto .(see paragraph 42 of the Report of the fourth 
session, document PCT/TCO/IV/18). The questionnaire which was sent is set forth 
as Annex A of this document. 

Questionnaire 

2. The purpose of the questionnaire was to begin compiling an information base 
on the current searching practices of the prospective Authorities, particularly 
in the light of the requirements governing PCT searches. This information base 
serves to identify what additional information should be obtained and what 
parti:C:ular areas of search practices should be further surveyed in more detail. 
Such information is designed to contribute to the establishment of guidelines 
under which the prospective International Searching Authorities will carry out 
PCT searches. The ultimate goal is, of course, the a.irn set forth in 
Article 56(3) (ii) of the PCT, that is to achieve a maximum degree of uniformity 
in the working methods of the International Searching Authorities and a maximum 
degree of uniform high quality search reports. 

3. The manner in which the questionnaire was drafted is such that the responses 
initially give general information on the searching practices now being employed by 
the prospective International Searching Authorities and for which the PCT prescribes 
requirements. The questions were formulated so that they could be answered by a 
simple "yes" or "no". Where a question calLed for more than that, the Offices were 
requested to answer the question in brief, general terms, rather than being highly 
specific. 

4. The responses to the questionnaire are set forth as Annexes B to H of this docmme~-.-':.. 

Comparative Analysis 

5. The Interim Committee, at its fourth session, requested the International Bureau 
to prepare a comparative analysis of the responses to the questionnaire on the 
current searching practices. That analysis should take into consideration, where 
applicable, the earlier reports on "isolated searches" which were prepared by the 
German Patent Office and the International Patent Institute and which were submitted 
to a previous session of the Interim Committee in document PCT/TCO/III/5. 

6. The comparative analysis which follows was prepared in order to meet that 
request. It is presented in a manner which groups the responses to the questionnaire 
in relation to the particular questions asked. Then a brief summary analyzing the 
responses is given. 

7. It is to be noted that the major distinction arising from a comparison of 
the information obtained to date on the basis of the questionnaire and that 
information contained in the earlier reports on "isolated searches" relates to the 
question of distinguishing as to the relevance of documents cited in the search report. 
(see question no. III.B.l(a) contained on oage ll). 

8. The Interim Committee is invited to 
consider the following comparative analysis of 
the information compiled to date. The Interim 
Committee is further requested to give its 
advice in respect of the need to compile 
additional information, the areas of searching 
practices in which further information should 
still be compiled, and the methods to be used 
in compiling such information. In giving its 
advice, the Interim Committee is asked to bear 
in mind the eventual needs of any guidelines 
for searching under the PCT to.be established. 
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COMPARATIVE ANALYSIS 

I, Procedural Checks of Requirements of an Application Prior to Search 

... .. 
·~ 

A, Subject Matter- PCT Article 17(2) (a) (i)~provides that International 
.Searching Authorities are not required to search international applications which 
relate to subject matter as indicated in PCT Rule 39. 

1. Does your Office presently search national applications relating 
to any of the subject matters indicated in Rule 39? 

RESPONSES 

YES- Austria, Japan, Soviet Union, Sweden, United States and the [IIB]. 

NO - Federal Republic of Germany 

*************** 

2. If the answer to the above question is "yes",.briefly indicate 
those subject matters indicated in Rule 39 which are searched. 

RESPONSES : 

Austria "According to case law and literature diagnostic methods 
are not excluded from patent protection and therefore 
subject to search". 

Japan "All subject matters in PCT Rule 39(ii); and the treat­
ment and diagnosis of animal body in (iv) ". 

Soviet Union "Methods for treatment of human or animal body by surgery 
or therapy, as well as diagnostic methods". 

Sweden "Diagnostic methods and computer programs to a certain 
extent". 

United States "Plants produced asexually, methods for treating the 
human body and diagnostic methods United States patent 
classes 128 and 424, and computer programs but not 
patentability per se ". 

IIB "Searches relating to subject matter indicated in Rule 
39(i) and (iii) to (vi) are in principle carried out 
in as far as the existing documentation permits. 
However, in practice, this is done only for a few 
borderline cases". 

*************** 

Summary 

The responses to the questions under item I.A. above 

(dealing with subject matter searched) give some idea on which of 

the matter listed under PCT Rule 39,if it were the subject of an 

invention described in an international application,any particular 

prospective International Searching Authority might perform an 

international search, although that Authority would not be required 

to do so under PCT Rule 39. 

*************** 
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B. Meaningful Search - Article 
Searching Authority is not required 

17(2) (a) (ii) provides that the International 
to search international applications in which 
fail to comply with the prescribed requirements the description, claims or drawings 
search could· Rot" be c·arried out. to such an extent that a meaningful 

RESPONSES 

£!} 

1. Does your national law prescribe requirements for the description, 
claims or drawings, in the nature of PCT Articles 5, 6 and 7, 
respectively, which have to be complied with in order that a 
meaningful search may be effected? 

YES - Austria, Japan, Soviet Union, Sweden and the United States. 

The Federal Republic of Germany indicated : 
"Article 26 of the German Patent Law contains only basic 
concepts in respect to the requirements of patent applications. 
In addition thereto, there have been issued Regulations for 
Patent Applications containing the requirements regarding 
the description in Section 3, regarding the patent claims in 
Section 3a and in respect to the drawings in Section 4". 

The IIB indicated : 
"The national laws of CH. [Switzerland], FR. {France] and 
N~. [Ne~ti!rlands] prescribe similar requirements". 

*************** 

2. If your national law prescribes such requirements, briefly 
state the substance of the requirements. 

RESPONSES : 

Austria 

Federal Republic 
of Germany : 

Japan 

"The requirements of the Austrian Patent Law are the 
following : 
'The description shall : 

(i) describe the invention in a manner sufficiently 
clear, distinct and complete for the invention to 
be carried out by persons skilled in the art; 

(ii) at the end of the description, emphasize precisely 
and distinctly what is new - thus constituting the 
subject .of the patent - in one or more claims; 

(iii) contain the drawings necessary for the carrying 
out of the invention. The drawings shall be of a 
durable nature and be accompanied, where necessary, 
by models and samples.' (Sec. 91, par. 1 of the 
Austrian Patent Law)". 

"Sections 3, 3a and 4 of the Regulations for Patent 
Applications are reproduced in the annex". 

"By Japanese Patent Law Art. 36, Enforcement Regulations 
Art. 24 and Art. 25, it is required to mention (1) the 
title of the invention, (2) a brief explanation of 
drawings, (3) a detailed explanation of the invention · 
and (4) the claim or claims. For the brief explanation 
of drawings, it should be mentioned whether a drawing 
presents a plane, a solid or a cross-sectional view; 
also explanatory notes for symbols, etc. The detailed 
explanation of the invention includes the purpose, 
constitution and effect of the invention in such a 
manner so that it may be easily worked by a person having 
ordinary skill in the art to which the invention pertains. 
The claim or claims state only the indispensable con­
stituent features of the invention as described in the 
detailed explanation". 
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Soviet Union "The description of the invention m1,1st state the"purpose 
of the invention and must descri~e the invention in detail, 
including its distinctive feaeures; it should also 
contain data on the technical and economic effectiveness 
of the utilization of the invention, the fields of 
technology to which the invention relates and where the 
invention can be utilized, and the claims of the invention. 
The invention must be disclosed in the description, 
drawings, diagrams and other graphic materials with 
sufficient comprehensiveness and clarity as to show its 
novelty and essential distinctions and to make it possible 
to utilize the invention. 
The description of a substance produced by a chemical 
process must also. contain data on its chemical structure 
and physical and chemical properties, disclose the method 
(or methods) of producing it and indicate its field of 
application. 
The description of the invention must end with its claims, 
which shall be the only criteria for defining the scope 
of the invention and shall be in the form of a briefly­
worded statement indicating the essence of the invention 
from a technical viewpoint. In the claims, a device shall 
be characterized by reference to the features of its 
design, a process - by reference to a certain sequence of 
actions (methods, and operations with the help of material 
objects), and a substance- by reference to its ingredients 
and their quantitative ratios". 

Sweden "The description and claims shall be in the Swedish language. 
The description must be sufficiently clear to enable the 
invention to be carried out by a person skilled in the art. 
The application shall contain an explicit statement of 
what is sought to be protected by the patent (i.e, claims)". 

United States "35 USC 112 and 35 USC 113, (Similar to PCT Articles 5, 6 
and 7)". 

IIB "CH. 
[Switzerland] 

FR. : 
[France] 

NL, : 
[Netherlands J 

The description shall disclose the invention in such 
a manner that it can be carried out by a person 
skilled in the art. (Art. 50 CH. Patent Law 1954). 
The claim(s) shall define the invention (Art. 51). 
An integrating part of the description is formed by 
the drawings required for its understanding (Art. 49). 

The claims define the scope of the protection sought, 
(Art. 13 FR. Patent Law 1968). 
Drawings may, if necessary, complete the description. 
(Art. 13). 

The description shall be of such a nature, that the 
invention can be understood and carried out by a 
person skilled in the art. (Art. 22B NL Patent Law 1963). 
The claims shall define the matter for which exclusive 
rights are sought. (Art. 22A), 
The description shall be accompanied by drawings if 
necessary. (Art. 22B) ". 

*************** 

Summary 

The responses to the questions set forth under Item I.B. above (dealinq 

with the requirements allowing for a meaningful search) show that 

the search practices which all of the prospective International 

Searching Authorities presently apply are established on the basis 

of national laws which require that the contents of an application have to 

meet certain high standards (in essence similar to the requirements under 

the PCT) before such Authorities will undertake to carry out a search on 

that application. 

************** 
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c. Unity of Invention- PCT Article 17(3) and PCT Rules 13 and 40 prescribe 
a requirement of unity of invention to be applied to international applications 
by the International Searching Authorities. 

RESPONSES 

1. Does your Office presently apply a unity of invention requirement 
to national applications? 

YES - Austria, Federal Republic of Germany, Japan, Soviet Union, Sweden 
and the United States. 

RESPONSES 

The IIB indicated : 
"Yes, but objections of non-unity are only raised in the search 
report if the scope of the search is affected, i.e. if the search 
would have to be extended to cover the non-unitary subject matter". 

*************** 

2. If the answer to the above question is "yes", does your Office, 
where it finds that an application lacks unity of invention, 
automatically, that is, before any further correspondence with 
the applicant is undertaken, proceed to select the particular 
invention (for example, the "main invention") to be searched? 

YES - Austria, and the IIB. 

Sweden indicated 
"Yes, often, but not always". 

NO - Japan, Soviet Union, and the United States. 

The Federal Republic of Germany indicated : 
"No. If it is ascertained by the preliminary examination 
division in the course of the examination as to obviousness that 
the patent application is lacking uniformity, the applicant is 
requested to eliminate the non-uniform part and to continue 
that part in a divisional application. Then a separate search 
request may be filed for each of these applications. If, however, 
lack of uniformity is ascertained only during the search procedure, 
the search will be carried out for all inventions contained in the 
patent application". 

*************** 

3. If the answer to question 2 is also "yes", briefly state the 
basis on which the particular invention is selected (for 
example, the invention first mentioned in the claims)._ 

RESPONSES : 

Austria 

Sweden 

IIB 

"In principle, the invention first mentioned in 
the claims is subject to search". 

"No general answer can be given. However, in most 
cases a study of the description forms the basis 
for determining what is the 'main invention'". 

"The invention first mentioned in the claims". 

*************** 

4. If vour Office applies a unity of invention requirement, 
which of the following procedural options are available to 
an applicant failing to meet such requirements : 

RESPONSES : 

Austria 

(a) payment of additional fees? 
(b) restr1ct1on of the invention? 

"The applicant has to restrict his invention (option (b))". 
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Soviet Union 

Sweden 

United States 

IIB 
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"The applicant has to divide the originally filed non­
uniform application into the parent application and the 
divisional application. Separa;,t.e·'"'se-arch requests have 
to be filed for each of thes€ ··independent applications 
and the respective fees have to be paid". 

"Restriction of the invention. A notice is sent to the 
applicant notifying him of the grounds for rejection. 
Japanese Patent Law Act. 38 stipulates for one invention 
in one application, as a rule·~. * 

"Yes (the applicant has the right to divide the application)". 

"The application has to be restricted to one invention 
or a group of inventions covered by a single inventive 
concept. However, the deleted invention(s) can form 
the basis for a divisional application for which an 
application fee has to be paid. This fee covers, generally 
speaking, the costs of the search". 

"(a) No, not in the same application; 
(b) Yes". 

"The search is completed for the other inventions at the 
request of the national Office concerned and on payment 
of an additional fee". 

*************** 

Summary 

The responses to the questions set forth under Item r.c. above 

(dealing with the requirement of unity of invention) show that, under 

present practices,all the prospective International Searching Authorities 

apply a concept of unity of invention. Not all such prospective Authorities; 

however, apply a practice of automatically proceeding to search the "main 

invention" (defined in Article 17(3) (a) of the PCT as the invention first 

mentioned in the claims). Some practices involve further contact with 

the applicant so that the latter may be called upon to exercise a choice 

as to how the application should be divided or restricted. 

It is recalled that the time element under which an international 

search report is to be established in order that an international application 

enters the national phase properly prepared accounted for the necessity of 

having an automatic restriction under the PCT. The exercise of any choice 

on the part of the applicant under the PCT as to which invention he would 

wish to be searched results from the order in which the applicant mentions 

the invention in drafting his claims. 

In view of the present search practices, particular attention should 

be given in any future guidelines for searching under the PCT to the 

question of unity of invention, particularly the aspects concerning the 

"main invention". 

*************** 

* This provision will, however, be changed by a new law entering into force 
on January 1, 1976, which will allow multiple claiming. 



PCT/TCO/V/7 

page 8 

D. Title and Abstract- PCT Articles 3 and 14 re!iluire that-art abstract and 
a title be part of the international application.,.·· ..,The International Searching 
Authority may, under certain circumstances, be required to establish a title 
(PCT Rule 37.2) or establish an abstract (PCT Rule 38.2). 

RESPONSES 

1. Does your Office presently require that a national application 
contain the following elements : 

(a) a title? 

YES - Austria, Federal Republic of Germany, Japan, Soviet Union, 
Sweden, United States, and the IIB. 

(b) an abstract? 

RESPONSES 

YES - United States 
The IIB indicated : "FR [France] : Yes". 

NO - Austria, Federal Republic of Germany, Japan, Soviet Union, Sweden. 
The IIB indicated : "CH [Switzerland], NL [Netherlands] : No". 

*************** 

2. Office presently engage in establishin titles and/or 
and, if so, w ~ch) when those elements are : 

(a) missing in the application? 

RESPONSES 

YES- Sweden (titles), United States (titles, but not abstracts). 

The Federal Republic of Germany indicated : 
"If the title of the invention does not correspond to the formal 
requirements, the preli~inary ex~ination division requests 
th~ applicant to remedy this defect. For economical 
reasons, the preliminary examination division will, if possible, 
already propose a title to the applicant to which he will then 
merely have to agree". 

NO - Austria, Japan, Soviet Union, and the IIB. 

RESPONSES : 

(b) contained in the national application, but are 
defective in that they do not meet the require­
ments of the national law? 

YES - Soviet Union (titles), Sweden (titles), United States (titles and abstracts). 
See the response of the Federal Republic of Germany under question 2.(a) 
above as to titles. 

NO - Austria, Japan and the IIB. 

*************** 
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Summary 

The responses to the questions under Item I.D. above (deal~n9 with the title 

and the abstract) point out that certain of the pr~s~ctive International Searching 

Authorities already apply a practice of establis ... h.ing titles both in the case where 

a title is missing from the application and, particularly, in the case where a titl~ 

although contained in the application, is defective. However, not all of such pros­

pective Authorities are experienced in the practice of establishing abstracts. 

Thus, particular attention should also be given in any future PCT searching 

guidelines to the establishment of abstracts. It is noted that the Guideline for 

Abstracts under the PCT, which has been prepared and submitted for this session of 

the Interim Committee (see document. PCT/TCO/V/lO),will be of assistance in this 

·res·pect. 

*************** 

II. Search 

A. Objective of the Search- PCT Article 15(2) provides that the objective 
of the international search is to discover relevant prior art. PCT Rule 33.1 
defines relevant prior art as consisting of everything which has been made available 
to the public anywhere in the world by means of written disclosure (includin 
drawings an other i ustrations an w ~ch is capable of being of assistance in 
determining that the claimed invention is or is not new and that it does or does 
not involve an inventive step (i.e., that it is or is not obvious), provided that 
the making available to the public occurred prior to the international filing date. 

1. 

RESPONSES 

YES - Austria, Japan, Soviet Union, Sweden, United States. 

RESPONSES 

The Federal Republic of Germany indicated : 
"Yes. However, not including written disclosures published 
after the application date, referring to an oral disclosure, 
a use, an exhibition or other measures and the date on which 
the oral disclosure had been made available to the public 
is prior to the application date". 

The IIB indicated : 
"Yes, in principle, but within economical and practical limits". 

*************** 

2. Do the searches your Office presently performs attempt 
to discover prior art documents relevant to the criterion 
referred to above of : 

(a) novelty? 

YES - Austria, Federal Republic of Germany, Japan, Soviet Union, 
Sweden, United States, and the IIB. 

(b) inventive step? 

RESPONSES 

YES - Austria, Federal Republic of Germany, Japan, Sweden, United States, 
and the IIB. 

The Soviet Union indicated : 
"Yes (analogous criterion is 'essential distinctions')". 

*************** 
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Summary 

The responses to the questions set forth under Item II:~ above (dealing 

with the objective of the search) reveal that,~E!·pr.esent search practice of 

all of the prospective International Searchitg Authorities are consistent with 

the PCT requirements in that the principle of worldwide prior art is followed and 

in that the relevance of prior art documents are considered both in the light of 

the criteria of novelty and inventive step. 

*************** 

B. Field of search- PCT Rules 33.2(b) and (d) require that the international 
search shall cover not only the art in which the invention is classifiable, but 
also analogous art, regardless of where classified, and equivalent subject matter. 

RESPONSES 

1. po the searches your Office presently performs extend 
to fields : 

(a) _of analogous art to the extent that that art is 
regarded to be analogous in the light of what appears 
to be the necessary essential function or use of the 
invention and not onl s ecific functions ex ressl 
~n cated in the application? 

YES - Austria, Japan, Sweden, United States, and the IIB. 

RESPONSES 

The Federal Republic of Germany indicated : 
"Yes, However, for economical reasons, the examiner decides, 
in practice, on the basis of the search results so far obtained 
to what extent the search will have to be extended to similar 
technical fields and which objects considered to be equivalent 
to the subject matter of the invention claimed, will have to 
be included into the search". 

The Soviet Union indicated : 
"Yes (if no anticipatory references found in the result of search 
in the art in which the invention is classified)". 

(b) embracing all subject matter that is generally 
recognized as equivalent to the subject matter 
of the claimed invention for all or certain of its 
features? 

YES - Austria, Japan, Sweden, United States, and the IIB. 

The Soviet Union indicated : 
"Yes (if no anticipatory references found in the analogous art)". 

See the response of the Federal Republic of Germany under 
question 1. (a) above. 

*************** 

Summary 

The responses to the questions set forth under Item II.B. above (dealing 

with the field of search) indicate that the present search practices of all of 

the prospective International Searching Authorities are consistent with the PCT 

requirements in that they take into consideration both analogous art and 

equivalent subject matter. 

*************** 
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C. Orientation __ C:f the Search -. PCT Rule 33.3 provides that the search shall 
1:.".: ;:Jade "'' tne oasis of the claims with due regard to the descriptien: ·al").d the 
dr~wings, if any, and with particular emphasis on the-inventive concept toward 
wh~c~ the cl~ims are directed? Furthermore, insofa~·as possible and reasonable, 
the ~nternat~onal search must cover the entire subject matter to which claims are 
&irected or to which they might reasonably be expected to be directed after they 
have been amended. 

1. Do the claims in the national application primarily serve 
as the basis for the searches your Office presently performs? 

RESPONSES 

YES - Federal Republic of Germany, Japan, Soviet Union, United States 
and the IIB. 

RESPONSES 

Austria indicated 
"Yes. The search is based on the claims with due regard to the 
description". 

Sweden indicated 
"Not necessarily", 

*************** 

2. Are the criteria of your national law for the orientation 
of the search similar to those of the PCT? 

YES - Japan, Soviet Union, Sweden, United States and the IIB. 

Austria indicated : 
"The search of the Austrian Patent Office is part of the 
examination procedure. At present no so-called 'isolated 
search' is performed, However, the orientation of the 
search in principle is similar to the PCT-search", 

The Federal Republic of Germany indicated : 
"Yes. However, the criteria are not contained in the German 
Patent Law, but in the Guidelines for the Examination of 
Patent Applications (Richtlinien fur die Prufung von Patent­
anmeldungen) which have been issued in addition thereto". 

*************** 

3. If the answer to any of the above questions is "no", 
briefly indicate what part or parts of the application 
form the basis of the search in your Office or what other 
criteria for the orientation of the search are applicable? 

sweden, in order to elaborate on its response to question 1. above, indicated 
"The claims have to be searched, but if they are not representative of 
the invention this - as understood from the description - must also be 
searched". 

*************** 

Summary 

The responses to the questions set forth under item II.C. above (dealing 

with the orientation of the search) indicate that the searching practices presently 

applied by all of the prospective International Searching Authorities are 

oriented in the same direction as searches unner the PCT. That is, the basic 

orientation of the search is directed towards the inventive concept defined by 

the claim, however, having due regard to the description and any drawings. 

*************** 



PCT/TCO/V/7 

page 12 

III. Preparation of the Search Report 

A. Classification - PCT Rule 43.3 provides that the internat.:!-ol;lal search 
re ort must contain a classification determined b the .:r,nternational ··searchin 
Authority of the subject matter of the internatione1 pplication at least according 
to the International Patent Classification (IPC). 

RESPONSES 

1. Does your Office presently classify national applications 
according to the IPC? 

YES - Federal Republic of Germany, Japan, Soviet Union, and Sweden. 

RESPONSES : 

Austria indicated : 
"When the applications are laid open for public inspection 
the IPC classification is applied up to the finest subdivision 
as subsidiary classification". 

The United States indicated : 
"Only to the extent that the IPC is printed on the patent". 

The IIB indicated 
"The IIB does not classify national applications. However, 
patent documents to be entered into the search files are 
classified for the greater part according to the IPC". 

*************** 

2. If your Office presently classifies applications according 
to classification systems other than, or in addition to, 
the IPC, briefly indicate which classification system is 
(systems are) used. 

Austria "A national (Austrian) classification system is 
applied as principal classification". 

Japan : 

United States 

IIB : 

"Japanese Patent Classification". 

"US patent classification system". 

"The IIB is in the process of going over from the 
old IIB/OR internal classification scheme (IdT) 
to the IPC scheme"·. 

*************** 

Summary 

The responses to the questions set forth under Item III.A. above (dealing with 

the classification of the subject matter of the application) show that, under present 

search practices, all of the prospective International Searching Authorities, 

including those Authorities which also employ a separate national classification 

scheme, have experience in dealing with classifying national applications or patent 

documents according to the IPC. 

*************** 
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B. Citations - PCT Rule 43,5 provides that the international search report 
shall contain citations of relevant and particula:r:ly.relevant documents or parts 
thereof. Citations which are not relevant to a11 o?the claims shall be cited in 
relation to the claim or claims to which they are relevant. 

RESPONSES 

1. Does your Office presently, in citing documents in its search 
reports : 

(a) make a special distinction in respect of those documents 
which are considered of particular relevance? 

YES - Japan, Soviet Union, and the United States. 

Austria indicated : 
"The answer is, in principle, Yes. However, this question is 
not pertinent to searches performed as part of an examination 
procedure. As the search under the Austrian Patent Act is an 
'integrated' search and no 'isolated' one, only the following 
comments can be made : 
There is no specific rule, However, as in ordinary cases, the 
first actiond the examiner has to contain a statement on the 
patentability of the invention, the main documents are referred 
to as such in the rationale of the first action". 

Sweden indicated : 
"The question is irrelevant, since the documents cited are not 
contained in any separate list, but included in the official 
action (search and examination report)". 

NO - Federal Republic of Germany, and the IIB. 

RESPONSES 

(b) make references to _parts of the cited documents 
where only those parts are relevant or of particular 
relevance? 

YES - Austria, Japan, Soviet Union, Sweden, United States, and the IIB. 

RESPONSES 

The Federal Republic of Germany indicated : 
"Yes, by indication of the page, column and the line or the 
illustrations". 

(c) distinguish whether any cited document relates 
either to all claims or to particular claims? 

YES - Austria, Japan, Soviet Union, Sweden, United States, and the IIB. 

RESPONSES : 

The Federal Republic of Germany indicated : 
"Yes, by the indication of the patent claims, to which the 
documents mentioned refer". 

*************** 

2, Does your O£fice automatically furnish, or does it provide 
on request, copies of the documents cited in the search report? 

Austria "Copies can be obtained upon request as part.of 
a general copy service". 

Federal Republic 
of Germany : "Against payment of a fee, the applicant may 

obtain, upon special request, copies of the 
documents mentioned in the search report". 



.. 

Japan : 

Soviet Union 

Sweden 

United States 

IIB : 
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"Yes, our Office provides..,~:li'ch• copies on request". 

"On request". 

"If reques.ted, copies are furnished by a copying 
service which charges a fee to cover its costs". 

"Yes, one copy of each cited document". 

"Copies of the documents cited are furnished automatically". 

*************** 

Summary 

The responses to the questions set forth under item III.B. above (dealing 

with the citation of documents in the search report) point out that the major distinc­

tion between the searching practices applied by the prospective International Searching 

Authorities dealing with an "isolated search" and those dealing with a combined search 

and examination seems to appear in the preparation of the search report, i.e., 

particularly as to making a distinction on the relevance of any documents cited 

therein. The other aspects of the search practices presently applied by the prospective 

International Searching Authorities, such as orientation of the search, the fi.eld of 

search, etc., are quite similar and are not dependent upon whether the search is 

"isolated" or "integrated". Both the reports of the two prospective Authorities 

practising a purely "isolated" search, i~e. the German Patent Office and the IIB 

(see document PCT/TCO/III/5), and their responses to question 1. (a) under item III.B. 

above show that they do not make any distinction as to the relevance of the documents 

cited. Under the practices of the other prospective Authorities, however, a distinction 

is presently made as to the degree of relevance of any cited document. This is done by 

means of an examiner's opinion in which the cited-doctiments are compared or combined 

in order to meet the claimed invention. 

It would appear that any future guidelines for searching should readily be able 
·····-- -- -··--- .. - .. ..,, ... -- ~;.·.-

to harmonize the practice under the PCT on this point. This flows from the fact that 

under the PCT the requirement to indicate cited documents as being of particular 

.relevance is an approach which lies in between the two schools of present practice. 

As to obtaining copies of documents cited, all prospective Authorities already 

offer this possibility. 

*************** 
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c. Fields Searched - PCT Ru'1e 43.6 (a) provides that the international search 
report shall list the classification identification of .. j:he fields- searched. PCT 
Rule 43,6(b) provides that, if the international s,tr~i'ch extended to documents of 
States, periods, or languages not included in the PCT Rule 34 minimum documentation, 
the international search report shall, when practicable, identify the kinds of 

.documents, the States, the periods, and the languages to which it extended, 

RESPONSES 

1. Does your Office presently indicate in its search reports 
the classification identification of the fields searched? 

YES - Federal Republic of Germany. 

The Soviet Union indicated : 
"Yes (according to the official classification systems, which 
indexes are published according to the patents)". 

NO - Austria, Japan, Sweden, and the IIB. 

The United States indicated : 
) "No, but it is included in the printed patent and in the application 

RESPONSES 

file. However, class and sub-class of the cited documents are 
listed on the reference cited sheet of the Office action, Plans 
are now being made to include the fields searched in the Office 
action". 

*************** 

2, Does your Office provide in its search reports the 
following information for any given application searched 

(a) kind of documents searched (patents, inventors' 
certificates, etc,)? 

NO - Austria, Federal Republic of Germany, Japan, Soviet Union, 
Sweden, United States, and the IIB. 

(b) country of origin of documents searched? 

RESPONSES 

YES - Federal Republic of Germany, Soviet Union, 

NO ·- Austria, Japan, Sweden, United States, and the IIB. 

(c) range of years of documents searched? 

RESPONSES 

YES - Soviet Union. 

NO - Austria, Federal Republic of Germany, Japan, Sweden, United States, 
and the IIB. 

(d) languages of documents searched? 

RESPONSES 

NO - Austria, Federal Republic of Germany, Japan, Soviet Union, 
Sweden, United States, and the IIB. 
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.... 

In respect to questions 2(a} to (d) above the United States indicated 
"Even though the specific answers to question 2 as worded are 'No•, 
the various kinds of documents and foreign patents are classified 
according to class and sub-class. These documents and foreign 
patents are placed in the appropriate u.s. class and sub-class under 
the headings of literature and foreign patents respectively. 
When the u.s. class and sub-class are searched, the literature and 
foreign patents are also searched. Accordingly, for search purposes, 
everything including the materials listed in 2 would be searched 
in the u.s. classes and sub-classes. The language of the documents 
is not pertinent, since we consider documents in any language, 
The range of years is not pertinent, since any document in the sub­
class from the oldest available date to the current date is 
considered". 

In respect to questions 2(a} to (d) above, the IIB indicated : 
"The searches for all national applications are performed according 
to the same guidelines and in the documentation at the disposal of 
the IIB", 

*************** 

Summary 

The responses to the questions set forth under item III.C above (dealing with 

the fields searched} indicate that under present search practices the majority of 

the prospective International Searching Authorities do not identify the classi­

fication of those areas which were searched in the establishment of national 

search reports. 

However, as this only requires a searcher to make notations during the 

course of his search so that he can later identify in·"the search report the 

fields that he actually searched, it should not entail any problems of harmoni­

zation for the future guidelines for searching under the PCT, 

In respect of the identification of the kinds of documents, States, periods 

and languages to which search was extended, the responses indicate that the 

prospective International Searching Authorities for the most part do not under­

take to identify such in their national search reports under present practices. 

~gain no problem of harmonization is posed, since under the PCT such identifica­

tion is to be made only if the International Searching Authority finds it practi-

~al to do so, 

*************** 

IThe Questionnaire (Annex A}, 
follows] 
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• WORLD INTELLECTUAL PROPERTY ORGANIZATION 

ORGANISATION MONOIALE DE LA PROPRIETE INTELLECTUELLE 

C.2133 
PCT 21,' 

Dear Sir, 
t 

February2fl, 1975 

The Patent Cooperation Treaty (PCT) Interim Committee 
for Tech~~cal Cooperation decided at its fourth session held 
in Geneva~from November 14 to 19, 1974, that the International 
Bureau shall send the enclosed questionnaire on current search 
practices to all the prospective International Searching 
Authorities (see paragraph 42 of the Report of the fourth 
session, document PCT/TCO/IV/18). 

The purpose of this questionnaire is to obtain 
informat~on on current searching practices, taking into account 
the requirements for PCT searches, in order to pursue the aim 
set forth in Article 56(3) (ii) of the PCT, that is, to achieve 
a maximum degree of uniformity in the working methods of the 
International Searching Authorities and a maximum degree of 
uniformly high quality in their search reports • 

The questionnaire is drafted in such a way that. the 
responses should give general information on the searching 
practices now being employed by the prospective PCT International 
Searching Authorities in order to provide some insight into the 
way these authorities would perform their searching activities 
under the PCT. 

Most questions are formulated so that they may be 
answered by a simple "yes" or "no". Where a question calls 
for more than that, the Offices are requested to answer the 
question in brief, general terms, rather than being highly 
specific. The intention of the International Bureau is to 
first generate a general information base in the areas of the 
questions asked in order to enable it to propose the most 
suitable approach to be taken in obtaining furL~er specific 
information. 

./ 

,. 

3;!, chemin Jes Colombl'lt('s - 1211 GE:-\EVE 20 (SUISSE) - 1{1 (02'2l 34 63 oo - Til 2 23 76 - .. . egr.: 0~1PI 

C.2133 
PCT 21 

2. 

Your are kindly requested to forward your Office's 
responses to the enclosed questionnaire to the International 
Bureau by April 30, 1975. 

Sincerely yours, 

~' .,..-"'"7[_;/~/ ././'.A.//.._ 

K. Pfanner 
Deputy Director General 
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Annex to Circular No. 2133 

QUESTIONNAIRE ON CURRENT SEARCHING PRACTICES 

I. Procedural Checks of Requirements of an Application Prior 
to Search · 

A. Subject Matter- PCT Article 17(2) (a) (i) provides that 
International Searching Authorities are not required to search 
internati'9nal applications which relate to subject matter as 
indicated in PCT Rule 39. 

l. Does your Office presently search national 
applications relating to any of the subject matters indicated in 
Rule 39? 

2 .,' If the answer to the above question is "yes", briefly 
indicate th&se subject matters indicated in Rule 39 which are 
searched. ; .., 

I> 

B. Meaningful Search- Article 17(2) (a) (ii) provides that 
the International Searching Autho~ity is not required to search 
international applications in which the description, claims or 
drawings fail to comply with the prescribed requirements to such 
an extent that a meaningful search could not be carried out. 

l. Does your national law prescribe requirements for 
the description, claims or drawings, in the nature of PCT 
Articles 5, 6 and 7, respectively, which have to be complied 
with in order that a meaningful search may be effected? 

2. If your national law. prescribes such requirements,­
briefly state the substance of the requirements. 

C. Unity of Invention- PCT Article 17(3) and PCT Rules 13 
and 40 prescribe a requirement of unity of invention to be applied 
to international applications by the International Searching 
Authorities. 

l. Does your Office presently apply a unity of invention 
requirement to national applications? 

2. If the answer to the above question is "yes", does 
your Office, where it finds that an application lacks unity of 
invention, automatically, that is, before any further correspondence 
with the applicant is undertaken, proceed to select the particular 
invention (for example, the "main invention") to be searched? 

.. 
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3. If the answer to question 2 is also "yes", briefly 
state the basis on which the particular invention is selected 
(for example, the invention first mentioned in the claims). 

4. If your Office applies a unity of invention requirement, 
which of the following procedural options are available to an 
applicant failing to meet such requirements: 

(a) payment of additional fees? 
(b) restriction of the invention? 

D. Title and Abstract - PCT Articles 3 and 14 require that 
an abstract and a title be part of the international application. 
The International Searching Authority may, under certain 
circumstances, be required to establish a title (PCT Rule 37.2) 
or establish an abstract (PCT Rule 38.2). 

l. Does your Office presently require that a national 
application contain the following elements: 

(a) a title? 
(b) an abstract? 

2. Does your Office presently engage in establishing 
titles and/or abstracts (and, if so, which) when those elements 
are: 

II. Search 

(a) missing in the national application? 

(b) contained in the national application, 
but are defective in that they do not 
meet the requirements of the national law? 

A. Objective of the Search- PCT Article 15(2) provides that 
the objective of the international search is to discover relevant 
prior art. PCT Rule 33.1 defines relevant prior art as consisting 
of everything which has been made available to the public anywhere 
in the world by means of written disclosure (including drawings and 
other illustrations) and which is capable of being of assistance 
in determining that the claimed invention is or is not new and that 
it does or does not involve an inventive step (i.e., that it is 
or is not obvious), provided that the making available to the 
public occurred prior to the international filing date. 

l. Is the discovery of worldwide prior art documents 
(everything which has been made available to the public anywhere 
in the world) an objective of the searches your Office presently 
performs? 
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2. Do the searches your Office presently performs 
attempt to discover prior art documents relevant to the criterion 
referred to above of: 

(a) novelty? 
(b) inventive step? 

I 

B. Field of Search - PCT Rules33.2(b) and (d) require that 
the international search shall cover not only the art in which 
the invention is classifiable, but also analogous art, regardless 
of where classified, and equivalent subject matter. 

1. Do the searches your Office presently performs extend 
to fields :• 

~ 
, (a) of analogous art to the extent that that art is 

t regarded to be analogous in the light of what 
appears to be the necessary essential function 
or use of the invention and not only specific 
functions expressly indicated in the application? 

(b) embracing all subject matter that is generally 
recognized as equivalent to the subject matter 
of the claimed invention for all or certain of 
its features? 

c. Orientation of the Search - PCT Rule 33.3 provides that 
the search shall be made on the basis of the claims with due regard 
to the description and the drawings, if any, and with particular 
emphasis on the inventive concept toward which the claims are 
directed? Furthermore, insofar as possible and reasonable, the 
international search must cover the entire subject matter to which 
claims are directed or to which they might reasonably be expected 
to be directed after they have been amended. 

1. Do the claims in the national application primarily 
serve as the basis for the searches your Office presently 
performs? 

2. Are the criteria of your national law for the 
orientation of the search similar to those of the PCT? 

3. If the answer to any of the above questions is "no", 
briefly indicate what part or parts of the application form the 
basis of the search in your Office or what other criteria for the 
orientation of the search are applicable? 
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III. Preparation of the Search Report 

A. Classification - PCT Rule 43.3 provides that the 
international search report must contain a classification determined 
by the International Searching Authority of the subject matter 
of the international application at least according to the 
International Patent Classification (IPC). 

1. Does your Office presently classify national 
applications according to the IPC? 

2. If your Office presently classifies applications 
according to classification systems other than or in addition to 
the IPC, briefly indicate which classification system is (systems 
are) used. 

B. Citations - PCT Rule 43.5 provides that the international 
search report shall contain citations of relevant and particularly 
relevant documents or parts thereof. Citations which are not 
relevant to all the claims shall be cited in relation to the 
claim or claims to which they are relevant. 

1. Does your Office presently, in citing documents in 
its search reports: 

(a) make a special distinction in respect of those 
documents which are considered of particular 
relevance? 

(b) make referencesto parts of the cited documents 
where only those parts are relevant or of 
particular relevance? 

(c) distinguish whether any cited document relates 
either to all claims or to particular claims? 

2. Does your Office automatically furnish, or does it 
provide on request, copies of the documents cited in the search 
report? 

c. Fields Searched- PCT Rule 43.6(a) provides that the 
international search report shall list the classification 
identification of the fields searched. PCT Rule 43.6(b) provides 
that, if the international search extended to documents of States, 
periods, or languages not included in the PCT Rule 34 minimum 
documentation, the international search report shall, when 
practicable, identify the kinds of documents, the States, the 
periods, and the languages to which it extended. 
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1. Does your Office presently indicate in its search 
reports the classification identification of the fields searched? 

2. Does your Office provide in its search reports the 
following information for any given application searched: 

(a) kind of documents searched (patents, 
inv~ntors' certificates, etc.)? 

(b) country of origin of documents searched? 

(c) range of years of documents searched? 

(d) languages of documents searched? 

[End of Questionnaire] 

[Annex B follows/ 
l'Annexe B suit] 
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Ref.: C.2133 PCT 21; Current Search Practices 

Dear Mister Pfanner, 

I have the honour to send you enclosed the 
reply to your questionnaire concerning current 

search practices. 

Yours sincerely 

D 
(Dr.Leberl) 

Enclosure 

.. 
Zu GR 2VJ/7'; 

25. April 1975 

QUESTIONi'iAIRT:: ON CURHENT SEARCHING PRACTICES 

Reply of Austria 

Introductorv Note 

The answers-are based on the following consi­
derations: 

The search performed by the Austrian Patent Office 
is an integral part of the examination procedure. A so­
called "isolated-search-report" is not established. The 
search report issued under section 57 of the Austrian 
Patent Act is not included in the replies as it does not 
form part of the examination procedure. 

I. Procedural Checks of Requirements of an Application 
Prior to Search 

A. Subject .i:.iatter 
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1. Does your Office presently search4 national applica­
tions relating to any of the subje~t matters in­
dicated in Rule 39? 

I 

YES 

2. If the answer to the above question is "yes", 
briefly indicate those subject matters indicated 
in Rule 39 which are searched. 

According to case law and litterature diagnos­
tic methods are not excluded from patent p~o­
tection and therefore subject to search. 

B. 1:eaninr;ful Search 

1. Does your national law prescribe requirements for 
the description, claims or drawings, in ~he nature 
of PCT Articles 5, S and 7, respectively, which 
ba~e to be complied with in order that a meanine;­
ful search may be effected( 

YES 
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2. If your national law prescribes such requirements, 
briefly state the substance of the requirements. 

The requirements of the Austrian Patent Law are 
the following: 
"The description shall: 

(i) describe the invention in a manner suffi­
ciently clear, distinct and complete for the 
invention to be carried out by persons skilled 

in the art; 

(ii) at the end of th.e description, emphasize pre­
cisely and distinctly what is new - thus con ... 
stituting the subject of the patent - in one 
or more claims; 

(iii) contain the drawings necessary for the carry­
ing out of the invention. The drawings shall 
be of a dur.able nature and be accompanied, where 
necessary, by models and samples." (Sec 91 
par 1 of the Austrian Patent Law) 

- C. Unity of Invention 

1. Does your Office presently apply a unity of invention 
requirement to national applications? 

YES 

2. If the answer to the above question is "yea", does your 
Office, where it finds that an application lacks unity 
of invention, automatically, that is, before any further 
correspondence with the applicant is undertaken, pro­
ceed to select the particular invention (for examp~.e, 
the "main invention") to be searched? 

YEf? 

-3-

.. 
3. If the answer to question 2 is also "yes", briefly 

state the basis on which the particular invention is 
selected (for example, the invention first mentioned 
in the claims). 

In principle the invention first mentioned in 
the claims is subject to search. 

4. If your Office applies a unity of invention requirement, 
which of the following procedural options are available 
to an applicant failing to meet such requirements: 
(a) payment of additional fees? 
(b) restriction of the invention?· 

The applicant has to restrict his invention 
(option b). 

D. Title and Abstract -

1. Does your Office presently require that a national 
application contain,the following elements: 
(a) a title? 
(b) an abstract? 

Title is required, no abstract (a). ... 
~ 
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2. Does your Office presently engage in establishing titles 
' and/or abstracts (and, if so, which) when those elements 

are? 
(a) missing in the national application?· 
(b) contained in the national application, but are de­

fective in that they d0 not meet the requirements 
of the national law? 

NO. 

The applicant has to establish the title containing 
a brief designation of the invention. The title has 
to be fully supported by -the description. This re­
quirement is checked by the examiner dm·ing the 
granti~procc:iule. The Office, however, does not 
establish missing or defective titles. 
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II. Seareh 

A. Objective of the Search 

1. Is the discovery of worldwide prior art documents 
(everything which has been made avrdlable to the public 
anywhere in the world) an objective of the searches • 
your Office presently performs? 

YES 

2. Do the searches your Office presently performs attempt 
to discover prior art do?uments relevant to the cri­
terion referred to above of: 
(a) novelty? 
(b) inventive step? 

The criteria of both novelty and inventive 
step are applied (a+ b). 

B. Field of Search 

1. Do the searches your Office presently performs extend 

to fields: 
(a) of analogous art to the extent that that art is re­

garded .to be analogous in the light of what appears 
to be the necessary essential function or use of 
the invention and not only specific functions ex­
pressly indicated in the application? 

YES 

(b) embracing all subject matter that is generally re­
cognized as equivalent to the subject matter of 
the claimed invention for all or certain of its 
features? 

YES 

c. Orientation of the Search 

1. Do the claims in the national application primarily 

serve as the basfufor the searches your Office pre­

sently performs? 

YES. The search is b1.sed on the claims with 
due rc~urd to the description. 

-5-

.. 
2. Are the criteri~ of your national law for tbe orien­

tation of the search similar to those of the PCT? 

The search of the Austri&n Patent Office is part 
of the exrunination procedure. At present no so­
called "isolated search" is performed. However, 
the orientation of the search in principle is 
similar to the FCT-search. 

III. Preuaration of the Search Report 

A. Classification 

1. Does your Office presently classify national applications 
according to the IPC? 

When the applications is laid open for public 
inspection the IPC classification is applied up 
to the finest subdivision as subsidiary classi­
fication. 

2. If your Office presently classifies applications accor­
ding to classification systems other than or in addition 
to the IPC, briefly indicate which classification system 
is (systems are) used. 

A national (Austrian) classification sydt~m is 
applied as principal classification. <II 

• 
B. Citations 

1. Does your Office presently, in citirgdocuments in its 
search reports: 
(a) make a special distinction in respect of thos~ docu­

ments which are considered of particular relev<mce'? 

The answer is in principle YES. However, this 
question is not pertinent to searches performed as 
part of an examination procedure. As the search 
under the Austrian Patent Act is an "inteGrated" 
search and no "isolated" one only the following 
comments can be made: 
There in no specific rule. However, as in or('Jj.n:,r:· 
cases the first action of the cxnmincr h1s to con­
~oin a statement on the patentability of the in-
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vention the main docJ.Uilents are.referred to as . ~ - . 
such in the rati'Onale of the first action. 

(b) make references to parts of the cited documents 
where only those parts are relevant or of parti­
cular rF.;levance? 

YES 

(c) distinguish. whether any cited document relates 
either to all claims or to particular claims? 

YES 

2. Does your Office automatically furnish, or does it 
provide on request, copies of the documents cited in 
the search report? 

Copies can be obtained upon request as part of 
a general copy service. 

c. Fields Searched 

1o Does Your Office presently indicate in its search re­
ports the classification identification of the fields 
searched? 

.··:, NO.'· . - ··;, · 

2. Does your Office provide in its search reports the 
following information for any given application 
searched: 
(a) kind of documents searched (patents, inventors' 

~ertificates, etc.)? 
(b) country of origin of documents searched? 
(c) range of years of documents searched? 
(d) languages of documents searched? 

(a) to (d): NO. 

-.- .... 
\ 

[Annex C follows/ 
l'Annexe C suit] 



r 

.L 

Ut:.l\ 1·-'t'\/'~! L L::l'~! 

DE0 DEti"Jt;CHEN F/.TEt'riAMTS 

Dr. :.rp~·c1 Bor~~:cl! 

Director Gcrt.crnJ. 

World Int~ll~ctu~l Proocrty 
Organi~otion (~IIO) ~ 

3?, cl1cmin d-es Colo:J.bcttes 
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I 

_j 

8000 MONCHHJ 2, den 
Z~o·Jeibl Uc:O:cnstr;ff~~ 12 

Fernruf {08 11) 2 19 51 

Fernrufdurc.hwahl (08 1 i} 21 95 

Fernschreiber b 23 5:1-1 

Ha;.~sruf 

Gcschaft~·Nr.~: ~~-~·~~~ }_? ___ !~~! __ ?~.1.~. ~~_c~ · ~;-~--~· 
Bittc in dt>• Antwort die vorstehtonde Ges-=haft~numrner angebe.1 .. 

Rc: Ans11er to Questionnaire on Current Search F!'actices 

Ref.: Circulr.r :To. ?13~ dated February 28, 1975 
Encl.: - 1 -

Dear l'Ir. Bor;~ch, 

In the following please find the answers to the questions 
contained in the above mentioned questionnaire. In this 
connection it appears advisable to me to refer also to the 

report by the Ger:J.an Fatent Office on the setting up of 
"i.solated searches" as reproduced in docu;neht PCT/TCO/SS/ 
III/1 ~ Annex 1. 

Answers to the individual items of the questionnaire: 

I. A. 1.: 
?.: 

I. B. 1.: 

.-0 

l,rticlc 26 of the Ger:nan Pc:t0~1t Lavl contains only 

basic conccnt~ in respect to the reauirc:nents of 

patent Rt)pl ice tior. s. In oC:di tio:. t!JCI'Cto there 
h::~vc hcC!!l if'.r::~cd 1\c;_:;ulBtio:---.!~ -~or Fntc::1t AppJ.ic0-

?. : 

- ?. -

tionn contaicing the r0quirenents recarding the 
description in Section 3, regardinr:; the patent 

claims in Section 3a and in respect to the draw­
ings in Section 4. 

Sections 3, 3a and 4 of the Regulations for 

Patent Applications are reproduced in the annex. 

I. C. 1.: Yes 
?. : No. If it is ascertained by the preliminary 

examination division in the course of the exa~i­

nation as to obviousness that the patent applica­
tion is lacking unifor~ity, the applicant is re­

quested to elil!linate the non-uniform pert and to 
continue that part in a divisional application. 
Then a separate search request may be filed for 
each of these applications. If, hovTever, lack of 
uniformity is ascertained only during the search 

procedure, the search vTill be carried out for all 

inventions contained in the patent application. 

3.: 
4.: 

~ 

The applicant has to divide the orie:iJ1Blly [iled 
non-uniform application into the pare~t applica­

tion and the divisional application. ~eparate 
search requests have to be filed for each of these 

independent applications and the respective fees 
have to be paid. 

I.D.1.(a): Yes 
? • : Corresponds to the title of the invention not to 

the for~al reauire8cnts, thus the prelioinary 

ex:n:lin:Jtior: division ir: rcnucr:,tinr:; the ;;pplic::~nt 

to re:nC'tl~: this defect. For f'Cono::~ical rc<~son<; the 
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7, 
/ 

preli~inary examinntion div~sion will, if possible, 

already propose a title to the ap}Jlico.nt to v;hich 

he will t.ilcn rae rely have to B.grce. 

II. A. 1.: Yes. li01.,rever, not includine; v1ritten disclosures 

published after the applic.,~;ion date, referrinr; 

to an oral disclo:mre, a use, an exhibition or 

other measures and the date on ivhich the oral dis­

closure had been made available to the public is 

prior to the application date. 

2.(a): Yes 

(b): Yes 

II.B.1. 
(a)(b): Yes. However, for economical reasons, the exaniner 

decides in practice on the basis of the search re­

sults so far obtained to what extent the search 

will have to be extended to similar technical fields 

and vrhich objects considered to be equivalent to the 

subject matter of the invention clai::wd, vlill have 

to be included in~o the search. 

II. A. 1. : Yes 

2. : Yes. Hov1ever, the criteria arc not contained in the 

German Patent La1r1 but in the Guidelines for the 

Examination of Patent Applications (Richtlinien flir 

die Prlifung von Patentanmeldungen) v1hich have been 

issued in addition thereto. 

3. : 

III.A.1.: Yes 

2.: i'io, an additionRl classification s;ystem is not used. 

III.B.1.(a). ::o 

III. B. 

~ - 4 -

(b): Yes, by indicnti.on of the pq:;c, column and th<~ 

line or the illustrations. 

(c): Yes, by the indication of the patent claims, to 

wbich the docQ;,ents mentioned refer. 

~. : Agaim:t paynent of a fee the appJ icant may ob­

tain, upon special request, copies of the docu­

ments mentioned in the search report. 

III.C.1.: Yes 

?.(a): no 
(b): Yes 

(c): 

(d): 

No 
No 

'0;.. 
OJ !::! 

cQ !::! 
ro ro '1:1 

xn 
"' >-3 

I do hope that the answers to this auestionnaire have afforded ~~ 
- ;.. n 

you a further insight into the procedure follov1ed by the Ger;;:wn 5 ~ 
Patent Office in the setting up of "isolated searches" ar.d that~.:::_ 

(D-..J 
i t · v:ill be of some use to the further work within the fra:::~e-

v1ork of PCT. ~ 

·.' 
~ 

Sincerely yo~rs, 

~~-
Haertel 

[Annex D follows/ 
l'Annexe D suit] 
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PATENT OFFICE 
JAPANESE GOVERNMENT 

.t-3, Kasumigaseki J-chome 
Cbiyoda-ku, Tokyo, Japan 

Dr. A. ~Jogsch 
D].rc.·ctor G-?11-:-r:•l 
World :.u~~el:J3L!tunl Fro~-.:.:?:::i.y Cl. .. ~::jniza tion 
32, c~~ofi1in de~ C~l~!!ib8t:e.:1 ~ 
12.ll ·_,,n:::va 20, .;;ntzcr.Ls;rtc. 

Jc.~r 3ir: 

:o;:u so 56l/5o 
l:9.:r 23, 1975 

?lo:t:.::e f'i:::1d enclo3cd our ansuer to the <"..l.cst·~onnaire oi1 CurrBnt .::·_eirc:'ling 
?mcticeo, at~achcd to Circ·.clar 2133 ?CT 2l datud ?cb. 23, ::.975, 

The ques c.:..uns aTe listed on the l'2ft colu:nn by their nuinb,.=r, and the 
corres lJonC.ing a.1sue::- on ·(.he rie;ht. 

Yours truly 1 

II 
~­
ili~l ;:lai to 
Diyctor G<:ncral 

I A l 

IA2 

I B 1 

I B 2 

Ye~ 

!ill. subject J:lat.ters in FGT Ru.1.t' 39 (ii); :end the tr·~Rt.r.:en-t P.nd 

diagosis of ani:I:al bocy in (iv). 

Yes 

By Japancs<! Fatent LaH .~rt. 36, Znforce:!lent Regulations Art. 2.4 

and Art. 25, it is required to mention (l) the title of the 

inV(;n+..ion, (2.) a brief e:cplanaticn of dro\v'i.ngs, (J) a dct~-dll".d 

expla!laticn of the inv;:, ntic:n and (4) the claim or clair::s. 

For the brief explc.naticn of drm.Qne;s, it shoud be mentioned 

wheth~r a dra>rine; pr~sents a plane, e ~olid or a crosssectio~ql 

view; also explanatory notes. for s;rnbcls, etc. The oe~iled 

explanation of the invention incl~des the purpose, constitution 

and effect of the inve ntion in such a :natter so that it may be 

easily wor.<ed by a person ha>"ine ordii1ary skill in the art tO 

which th~ inve ntion pertains, The claim or claiJ:ls states cnl,:r 

the inCispensaOle constituent features or the invention as 

descri.bed hi the O.etailed e::.."}Jlanaticn, 

I ·C l Yes 

I C 2 No " 
I C 3- Not applicatle 

I C 4 (b) Hast...-icticn of the inve r.ticn. A notice is sent to th~ applicnnt 

notify:L"'l£ r.ir.J. the ground for reject-ion. Japlllese Patent Law 

Act, 3S stipulates for one inv~ntion in one application, as a 

rule , 

I D l (a) Ye:3 

(b) Ho 

I D 2 :{c 

l 

5' 
::s m 
X "0 

n 
t:ll-3 
' '-
5'~ 
::s 0 m-..... 
X <: 
CD'­_, 
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II A 1 Yes 

II A 2 (8.) Yes 

II A 2 (b) Yes 

TI B l (u) Yes 

(b) Yes 

II c l Yes 

II C 2 Yes 

II c 3 Not 

Ill A 1 Yes 

applic:able 

PCT/TCO/V/7 
Annex D/Annexe D 

page 2 

III A 2 Japane se Pate nt Classification 

III B 1 (a) Yes 

(b) Yes 

(c) Yes 

.... 

III B 2 Yes, our Office provides such ccpies on requ~st 

III C 1 N'o 

III C 2(a) No 

(b) No 

(c) No 

(d) No 

Note : It appears tr,.at yo.1r questions w.ere asked assuming that the isolated 

search is heine conducted. But in Japan, w-e do not perfor:n search on the 

above system of isolated search, and there foro, our answer for the 

question!l;Jire is based on our c-c.rrent method for finding a t;round for 

rejection. 

[Annex E follows/ 
l'Annexe E suit] 



rOCY ,LJ.APCTBEHHbl!/1 KOMIIJTET CO BET A MV1H~1CTPOB CCCP 
no ,LJ.EnAM V130[JPETEHV11/1 V1 OTKPbiTV11/1 

State Comm!!tee for Inventions and Discoveries 
of the USSR Counc!l of lvllnlsters 

Comite d'Etat du Consell des Ministres de I'URSS 
pour les Inventions et les decouvertes 

Address: USSR 
~Aoscow. Centre 
1\1. Cherka>sky per. 2/6 

Tel. 221-49-76 
221-62-24 Staatliches I<om!!ee des Mlnisterrates der UdSSR 

fur Erf!ndungen und Entdeckungen Telex: msk 7248 

14/II-504/45 

23.IY.?5r. 
3AlAECT;,ITLJIIO Yi::H0P AJI1HOID 

.$1PE:C1'0P A BOiJC 

r-uy K.TI<I>AHHEPY 

Ji(euena 
lllneLinapnH 

rJiy6oRoyna:.;raeMhlH roc no 1\HH Tic]?aunep, 

HarrpaBJI.HIO BaM OTBeTbl rocy,l.\apcTneunoro R01flliTeTa ConeTa 
Ml1HHCTpon CCCP no ;I~eJial.! HsoopeTennii ~I OTRphiTHPi na norrpocu, 
CO;IIeplltall\HecH B Ba!UliX u;upityJI.Hpax ii?il~ 2I33 l1 2I36. 

C ynal!teHneu~,­
JI.KOL1APOB 

8ruteCTHTem; rrpe:n;ce:n;aTemr 
rocitO:l;!TOTa 

605---~~1."00 

.. 

c~ 
Re Pc'.r 21 

Responses of the State Committee 

for Inventions and Discoveries 

of the USSR Councll of Ministers 

to the Questionnarie on current 

searching practices. 

!.Procedural Checks of Requirements of aD. Application Prior 

to Search. 

A.1. 

A.2. 

B.1. 

B.2. 

yes. 

- methods for treatment of the human or animal body 

by surgery or therapy, as well as diagnostic me­

thods. 

yes. 

the description of the invention must state the 

purpose of the invention and must describe the 

invention in detail, including its dis~inctive 

features; it should also contain data o~ the 

technical and economic effectiveness of the uti­

lization of the invention, the fields of techno­

logy to which the invention relates and where the 

invention can be ~tilized 1 and the claims,of the 

invention. 

The invention must be disclosed in the descrip­

tion, drawings, diagrams and other graphic mate­

rials with sufficient comprehensiveness and cla­

r:!,t"y as to show its novelty and essential distin­

ctions and to make it possible to utilize the in-

vent ion. 
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c .1. 

C.2. 

C.}. 

C .4(a) 

c .4(b) 

D.1. (a) 

- 2-

The description of a substance produced by a 

chemical process must also contain data on ito 

chemical stntcture and physical and chemical 

properties, disclone the method (or methods) 

of producinG it and indicate its field of appl~ 

cation. 

The discription of the invention must end 

with its claims, which shall be the only 

criteria for defining the scope of the inven­

tion and shall be in the from of a briefly­

worded statement indicating the essence of 

the invention from a technical viewpoint. In 

the claims, a device shall be characterized by 

reference to the features of its design, a 

process - by reference to a certain sequence 

of actions (methods, and operations with the 

help of material objects), and a substance 

by reference to its ingredients and their 

quantitative ratios. 

yes 

no 

no 

yes (the applicant has the right to divide 

the application). 

yes. 

-3-

.. 
no. D.1.(b) 

D.2.(a) no (the application is not accepted in this 

case). 

D.2.(b) - yes. 

II. Sea."t'ch. 

A.1. yes. 

A.2.(a)- Yes. 

A.2.(b)- yes (analogous criterium is "essential dis­

tinctions"). 

B.1.(a)- yes (if no anticipatory references found in 

the result of search in the art in which the 

invention is classified) 

B.1.(b)- yes (if no anticipatory references found in 

the analogous art) 

c .1. - yes. 

0.2. yes. 

" III. Preparation of the Search Report. (I 

(General notes: at present the Search Report is pui only 

in the file of the application, but Official communications with 

the Applicant cite only the nearest references from the· Search 

R~port.) 

A.1. - yes. 

A.2. - no. 

B.1.(a)- yes. (see r;ene.t·al notes) 

B.1.(b)- yes. 

B.1.(c)- yes. 

B.2. - on request. 

c .1. - yes (according to the official classifica-

tion systmns, which indexes are published 
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--
accor~ing to the patents). 

c.2.(a)- no. 

c.2.(b)- yes. 

c.2.(c)- yes. 

C.2.(d)- no. 

'-----" 

.. 

llc 9-.~-?1 7,6 
l:'v·~ 21 

- 5 -

Respon3e cf th~-:! Bt;atr: G~::::.~u;:.L·~;tc.:·:- .. 

for I:T~·c:1tions c:::..nU DiE(;O~{t:~:ei.t.!t;! 

cf the USSR Co·u::.l::L~l of T!:!.u.i::~l~c::\.;-; 

con.:::o.rning th.e :i.ndj.c.: .. ticn o:e t:l":'/. 

significc..nt {)a_;q.; in dv;~-L"..:.::er.:.iitd.::i.•J.:.•. 

collecJ.;ion. 

The doctHlen:tation colloction o:r ·I~ht:! st.:;,.-;:;o Co~!i tt :.;o :tc.;l: 

Irr;;tc~ ... ti.ot.:.'1 and. Di~-¢0V~r.ies of th.:3 US8:3. CoE~-i:.!.. oi" L:in1cte;.cs 

pr.or~c'D.t:l:r ba.s r:ot ~ny !:d.;;nifinrird; ~-ryl:1G in rc:-?2~·.:·::= cf tb.e .r-~;.~ . .;_ 

dOCl.':.'i'.C:r.:ts l.'6q1.:.i::.:·~d. to ·IJe il:cludc;_'._ in ·the F.ii·t1i!il~"! (:,~Cl.t";!~:-::~:.1-:J_i_ c:· 

und.e-c p;:;~ Rule ;:;<t.1(c)(i) to (v). 
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KUNGl PATENT- OCH REGISTRERINGSVERKET 

Po\lodreu 

Boll: 5055 

102 o!1 5TOQ~HOLM 5 

1975-04-29 

Mr K. Pfanner 
Deputy Director General 
WIPO 
32 chemin des ColombettGs 
1211 Geneve 20 

Your ref.: 
Sub,iect: 

J 

circular no. 2133 
PCT questionnaire 

Dear Mr. Pfanner, 

Please find enclosed the replies from the SW 
Patent Office to the questionnaire annexed to 
the abovementioned circular of 1975-02-28. 

The replies refer to the present situation but 
it should be pointed out that proposals for 
amendments of the patent law and decree have 
been worked out in Nordic cooperation and work 
is presently underway in formulating amendments 
to the Patent Office regulations. All these 
proposals for amendments aim at harmonization 
between the Swedish law, decree and regulations 
ard the PCT articles and rules. 

Yours sincerely 

~J::(L~ 

Gatuodrea Teldon •giro 

VolhallavOgen 136 08 • 22 S5 <D .)8·1-.C 

I. 

II. 

A. 
1) 
2) 

Yes 
Diagnostic methods -and computer programs to 
a certain extent. 

B. 
1) 
2) 

Yes 
The description and claims shall be in the 
Swedish language. 

c. 

D. 

A. 

B. 

c. 

1) 
2) 
3) 

4) 

1) 

2) 

1 ) 
2) 

1) 

The description must be sufficiently clear 
to enable the invention to be· carried out 
by a person skilled in the art. 
The application shall contain an explicit 
statement of what is sought to be protected 
by the patent. (i.e. claims). 

Yes 
Yes often but not always 
No general answer can be given. However in 
most cases a study of the description forms 
the basis for determining what is the "main 
invention". 
The application has to be restricted to one 
invention or a group of inventions covered 
by a single inventive concept. However the 
deleted invention(s) can form the basis for 

~ 
::I 
CDttf 
)<() 

8 
":!--.... 
'8 
5'8 
:::~--.... 
CD <l x--.... 
CD -..J 

a divisional application for which an applica-":1 
tion fee has to be paid. This fee covers 
gene~ally speaking the costs q{ the search. 

·.' 
41 

a) Yes· 
b) No 
Yes both a) and b) 

Yes 
Both 

a) Yes 
b) Yes 

1) Not necessarily 
2) Yes 
3) The claims have to be searched, but if they 

are not representative of the invention this -
as understood from the description - must 
also be searched. 



III. 

A. 

B. 

) c. 
~ 

·. 
) 

1 ) 
2) 

1 ) 

PCT/TCO/V/7 
Annex F/Annexe F 

page 2 

Yes 

Annex F 

... 

a) The question is irreLevant since the 
documents cited are not contained in 
any separate list but included in the 
official action (search and examination 
report). --

b) Yes 
c) Yes 

2) If requested, copies are furnished by a 
copying service which charges a fee to cover 
its costs. 

1 ) No 
2) 

a) 
b) 
c) 
d) 

No 
No 
No 
No 

[Annex G follows/ 
l'Annexe G suit] 



APP. z ll ms 

Mr. Klaus Pfanner 
Deputy Director General 
lvorld Intellectural Froperty 

Org~nization 
32 chemin Jes Colornbettes 
Geneva, Switzerland 

Dear Mr. Pfanner: 

U.S. IJSf'i' r:Tr·.•EmT 0 F COI;:1r.~ ~riCE 
Patent Gtficu 

Address Only: COMMISSIONER OF PATENTS 
Wasl,u,~ton. D.C. 20231 

This is in response to the ill1nex to Circular No. 2133 Question­
naire on Current Search Practices. 

I. As to procedural checks of requirements of an application 
prior to search. 

A. Subject matter 

1. Yes 

2. Plants produced asexually, methods for treating the 
human body and diagnostic methods United States 
patent classes 128 and 424, and computer programs 
but not patentability per se. 

B. ~eaningful Search 

1. Yes 

2. 35 USC 112 and 35 USC 113. (Similar to PCT 
Articles 5, 6 and 7) 

C. Unity of Invention 

1. Yes 

2. No 

3. Not applicable 

4. (a) No, not in the same application 
(b) Yes 

D. Title and Abstract 

1. {~) Yes 37 CFR 1.72 

(b) Yes 

2 (a) Yes 
(b) Yes 

.. 
Hr. Klaus Pfanner 

2. (a) 'fitle Yes but an abstract No 
(b) Yes for both title and abstract 

II. As to a search 

A. Objection of the Search 

1. Yes 

2. (a) Yes 
(b) Yes 

B. Field of Search 

1. (a) Yes 
(b) Yes 

C. Orientation of the Search 

1. Yes 

2. Yes 

3. Not applicable 

- 2 -

Before answering the questions in Part III of this questionnaire 
attention is directed to the fact that the U.S. Patent and Trace­
mark Office does not issue a separate search report. We employ 
a combination patentability report and reference cited sheet to 
form an Office action. For the purpose of answering questions 
in Part III, the Office action is considered 'to be~the Search 
report. ·.' 

"' III. As to the preparation of the search report • 
A. Classification 

1. Only to the extent that the IPC is printed on 
the patent. 

2. u.s. patent classification system 

B. Citations 

1. (a) Yes 
(b) Yes 
(c) Yes 

/ 

5' 
::l 
(1) 'U 
x n 

>-3 
Gl'-.. 
'-..>-3 
>on 
::l 0 
::l'-.. 
(1) < 
X'-.. 
ll>-.J 

Gl 



t:~ 
PI ::l 
::l (1) 
::l )< 
(1) 
)< ::r: 
(1) .... 
::r: 0 

1-' 
(I] 1-' 
~ 0 
1-'· ~ 
rT (I] 

Mr. Pfanner - 3 -

2. Yes, one copy of each cited document. 

C. Fields Searched 

1. No, but it is included in the printed patent and 
in the application file. However, class and sub­
class of the cited documents is listed on the 
reference cited sheet of the Office action. Plans 
are now being made to include the fields searched 
in the Office action. 

2. {a) No 
{~) No 
{c) No 
{d) No 

Note: Even though the specific answers to question 2 as worded 
are No, the various kinds of documents and foreign patents are 
classified according to class and subclass. These documents and 
foreign patents are placed in the appropriate U.S. class and 
subclass under the headings of literature and foreign patents 
respectively. lfuen the u.s. class and subclass is searched, the 
literature and foreign patents are also searched. Accordingly, 
for search purposes everything including the materials listed 
in 2 would be searched in the U.S. classes and subclasses. The 
language of the doclli~ents is not pertinent since we consider 
documents in any language. The range of years is not pertinent 
since any document in the subclass from the oldest available 
date to the current date is considered. 

.·It is hoped that these answers will provide the necessary insight 
as to searching practices now being employed by the U.S. Patent 
and Trademark Office. If further information is required after 
reviewing the above answers please feel free to contact me re­
garding the same. 

Sincerely, 

. <:'~~~~ 
C. Marshall Dann 
Commissioner of Patents 

& Trademar.ks 

~ 
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INSTITUT INTERNATIONAL DES BREVETS 

~l~PHONE: 

906189 

DRESSE TEL~GRAPHIQUE: 

Br.EVPATENT 

~LEX "'~. lLMI 

DR ESSE: 

PATENTLAAN 2. RIJSWIJK {Z.H.I 

(PAY5-BAS} 

JVV/MB. 

r 

Mr.K.PFANNER, 
Deputy Director General, 
Norld International Property 
Organization; 
32,Chemin des Colombettes, 
1211-GENEVE 20-SNITZERLAND. 

RIJSWIJK (Z.H.), le 7.5.1975. 

Re: QUESTIONNAIRE ON CURRENT SEARCH PRACTICES. 

Dear Mr. Pfanner, 

Please find annexed the I.I.B.'s reply to the questionnaire 

enclosed with your circular C 2133 of february 28,1975. 

"\ 

Ne are of course prepared to supply any additional information 

which you might need. 

Annex. 

Yours s· 
.. 1~·-/)(}f;_/._Z/]/l d~--=-'-< · ,, .. -~ -------

A.H. Van Voorthuizen. 
uep. Technical-Director. 

QUESTION. 

I A 1.) 
2.) 

I B l. 

2. 

" I. 

GENERAL REHARK. 

The term "national applic'ations "should be understood 

in our case as meaning "national applications from 

the CH., FR.,NL.Offices, for which the search is 

carried out by the I.I.B.". 

REPLY. 

Searches relating to subject matter indicated in Rule 

39(i) and (iii) to (vi)are in principle carried out 

in as far as the existing documentation permits. 

However in practice this is done only for a few 

borderline cases. 

g: 
The national la.ws of CH. ,FR.and NL.prescribe 

requirements. 

similar g 
X'1:1 

CH.: The description shall disclose the invention 

in such a manner that it can be carried out 

by a person skilled in the art . (Art. 50 CH. 

Patent lavl 1954). 
~ 

() 
P::t-3 .............. 
?:;:5 
::l 0 ro-...... 
X <: ro-...... 

...... 
p:: 

The claim(s) shall define the inv~ntion (~rt.51). 
An integrating part of the description is formed b~· 

the drawinqs required for its understanding. 

(Art. 49). 

FR.: The claims define the scope of the ~rotection 

sought. (Art.l3 FR.Patent Law 1968) .. ·. 

Drawinqs may if necessary complete the des­

cription. (Art.l3). 

NL.: The description shall be of such a nature,that 

the invention can be under~tood and carried out 

by a person skilled in the art. (Art.22B NL Patent 

Law 1963). 

. .; .. 



QUESTION. 

I C l. 

2. 

3. 

4. 

I D la. 

lb. 

2. 

IIAl. 

2a. 

2b. 

II B la. 

'j;j' lb. .'"'J 
1-'· ::l 
::l p, IICl. 
p, 0 c .... 2. 
p, p, 
0 0 

3. () () 

c c s s 
!D !D 
::l ::l 
rt rt 

REPLY. 

NL.: The claims shall define the matter for which 

exclusive rights are sought. (Art.22A). 

The description shall be accompanied by drawings 

if necessary. (Art.22B). 

Yes,but objections of non-unity are only raised in the 

search-report if the scope of the search is affected, 

i.e. if the search would have to be extended to cover 

the non-unitary subject matter. 

Yes. 

The invention first mentioned in the claims. 

The search is completed for the other inventions at 

the request of the national office concerned and on 

payment of an additional fee. 

Yes. 

FR:Yes; CH. ,NL.:No. 

No. 
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