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SUMMARY

This document contains a comparative analysis of the
current searching practices of the prospective Inter-
national Searching Authorities based upon the responses
of those Authorities to the questionnaire sent to

them and in the light of the earlier reports on
"isolated searches" prepared by the German Patent
Office and the International Patent Institute.
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INTRODUCTION
Background R
W
1. The PCT Interim Committee for Technical Cooperation (hereinafter referred

to as the "Interim Committee"), at its fourth session held in Geneva in November
1974, after reviewing a questionnaire on the current search practices of the
prospective International Searching Authorities, agreed that that questionnaire
should be sent to prospective International Searching Authorities in order to
solicit their responses thereto (see paragraph 42 of the Report of the fourth
session, document PCT/TCO/IV/18). The questionnaire which was sent is set forth
as Annex A of this document,

Questionnaire

2, The purpose of the questionnaire was to begin compiling an information base
on the current searching practices of the prospective Authorities, particularly
in the light of the requirements governing PCT searches. This information base
serves to identify what additional information should be obtained and what
particular areas of search practices should be further surveyed in more detail.
Such information is designed to contribute to the establishment of guidelines
under which the prospective International Searching Authorities will carry out
PCT searches., The ultimate goal is, of course, the aim set forth in

Article 56 (3) (ii) of the PCT, that is to achieve a maximum degree of uniformity
in the working methods of the International Searching Authorities and a maximum
degree of uniform high guality search reports.

3. The manner in which the questionnaire was drafted is such that the responses
initially give general information on the searching practices now being employed by
the prospective International Searching Authorities and for which the PCT prescribes
requirements. The questions were formulated so that they could be answered by a
simple "yes" or "no". Where a gquestion called for more than that, the Offices were
requested to answer the question in brief, general terms, rather than being highly
specific, .

4, The responses to the questionnaire are set forth as Annexes B to H of this documen=.

Comparative Analysis

5. The Interim Committee, at its fourth session, requested the International Bureau
to prepare a comparative analysis of the responses to the guestionnaire on the

current searching practices. That analysis should take into consideration, where
applicable, the earlier reports on "isolated searches" which were prepared by the
German Patent Office and the International Patent Institute and which were submitted
to a previous session of the Interim Committee in document PCT/TCO/III/5.

6. The comparative analysis which follows was prepared in order to meet that
request, It is presented in a manner which groups the responses to the questionnaire
in relation to the particular questions asked, Then a brief summary analyzing the

responses is given,

7. It is to be noted that the major distinction arising from a comparison of

the information obtained to date on the basis of the questionnaire and that
information contained in the earlier reports on "isolated searches" relates to the
qguestion of distinguishing as to the relevance of documents cited in the search report.
(see question no. III.B.l(a) contained on page 13),

8. The Interim Committee is invited to
consider the following comparative analysis of
the information compiled to date. The Interim
Committee is further requested to give its
advice in respect of the need to compile
additional information, the areas of searching
practices in which further information should
still be compiled, and the methods to be used
in compiling such information. In giving its
advice, the Interim Committee is asked to bear
in mind the eventual needs of any guidelines
for searching under the PCT to _.be established.
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COMPARATIVE ANALYSIS

I. Procedural Checks of Requirements of an Application Prior to Search

"
A. Subject Matter - PCT Article 17(2) (a) (i) "provides that International
.Searching Authorities are not required to search international applications which
relate to subject matter as indicated in PCT Rule 39,

1. Does your Office presently search national applications relating
to any of the subject matters indicated in Rule 397?

RESPONSES

YES - Austria, Japan, Soviet Union, Sweden, United States and the [IIB].
NO - Federal Republic of Germany

dhkkkkkkhkkhkhkkkk

2, 1If the answer to the above question is "yes", briefly indicate
those subiject matters indicated in Rule 39 which are searched,

RESPONSES

Austria : "According to case law and literature diagnostic methods
are not excluded from patent protection and therefore
subject to search".

Japan : "All subject matters in PCT Rule 39 (ii); and the treat-
ment and diagnosis of animal body in (iv)".

Soviet Union : "Methods for treatment of human or animal body by surgery
or therapy, as well as diagnostic methods".

Sweden : "Diagnostic methods and computer programs to a certain
extent".

United States : "Plants produced asexually, methods for treating the
human body and diagnostic methods United States patent
classes 128 and 424, and computer programs but not
patentability per se".

IIB : "Searches relating to subject matter indicated in Rule

39(i) and (iii) to (vi) are in principle carried out
in as far as the existing documentation permits.
However, in practice, this is done only for a few
borderline cases".

Summary

The responses to the guestions under item I.A. above
(dealing with subject matter searched) give some idea on which of
the matter listed under PCT Rule 39;if it were the subject of an
invention described in an international application,any particular
prospective International Searching Authority might perform an
international search, although that Authority would not be required
to do so under PCT Rule 39,

khkkkkdkkhkhkdkkkdkk
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B. Meaningful Search - Article 17(2) (a) (ii) provides that the International
Searching Authority is not required to search international applications in which
the description, claims or drawings fail to comply with the prescribed requirements
to such an extent that a meaningful search cou%gfmoffbé carried out.

l. Does your national law prescribe requirements for the description,
claims or drawings, in the nature of PCT Articles 5, 6 and 7,
respectively, which have to be complied with in order that a
meaningful search may be effected?

RESPONSES :

YES - Austria, Japan, Soviet Union, Sweden and the United States.

The Federal Republic of Germany indicated :

"Article 26 of the German Patent Law contains only basic
concepts in respect to the requirements of patent applications.
In addition thereto, there have been issued Regulations for
Patent Applications containing the requirements regarding
the description in Section 3, regarding the patent claims in
Section 3a and in respect to the drawings in Section 4",

The IIB indicated
"The national laws of CH. [Switzerland], FR. {France] and
NL. [Netberlands] prescribe similar requirements".

kkkkkkkkkkkkkkk

2, If your national law prescribes such requirements, briefly
state the substance of the requirements.

RESPONSES :

Austria : "The requirements of the Austrian Patent Law are the
following :
'The description shall :

(i) describe the invention in a manner sufficiently
clear, distinct and complete for the invention to
be carried out by persons skilled in the art;

(ii) at the end of the description, emphasize precisely
and distinctly what is new - thus constituting the
subject of the patent - in one or more claims;

(1iii) contain the drawings necessary for the carrying
out of the invention. The drawings shall be of a
durable nature and be accompanied, where necessary,
by models and samples.' (Sec. 91, par., 1 of the
Austrian Patent Law)".

Federal Republic
of Germany : "Sections 3, 3a and 4 of the Regulations for Patent
Applications are reproduced in the annex".

Japan : "By Japanese Patent Law Art. 36, Enforcement Regulations
Art. 24 and Art. 25, it is required to mention (1) the
title of the invention, (2) a brief explanation of
drawings, (3) a detailed explanation of the invention
and (4) the claim or claims. For the brief explanation
of drawings, it should be mentioned whether a drawing
presents a plane, a solid or a cross-sectional view;
also explanatory notes for symbols, etc. The detailed
explanation of the invention includes the purpose,
constitution and effect of the invention in such a
manner so that it may be easily worked by a person having
ordinary skill in the art to which the invention pertains.
The claim or claims state only the indispensable con-
stituent features of the invention as described in the
detailed explanation".
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Soviet Union : "The description of the invention must state the' purpose

of the invention and must describe the invention in detail,
including its distinctive features; it should also
contain data on the technical and economic effectiveness

of the utilization of the invention, the fields of
technology to which the invention relates and where the
invention can be utilized, and the claims of the invention.
The invention must be disclosed in the description,
drawings, diagrams and other graphic materials with
sufficient comprehensiveness and clarity as to show its
novelty and essential distinctions and to make it possible
to utilize the invention.

The description of a substance produced by a chemical
process must also contain data on its chemical structure
and physical and chemical properties, disclose the method
(or methods) of producing it and indicate its field of
application.

The description of the invention must end with its claims,
which shall be the only criteria for defining the scope

of the invention and shall be in the form of a briefly-
worded statement indicating the essence of the invention
from a technical viewpoint, In the claims, a device shall
be characterized by reference to the features of its
design, a process - by reference to a certain sequence of
actions (methods, and operations with the help of material
objects), and a substance - by reference to its ingredients
and their quantitative ratios".

Sweden : "The description and claims shall be in the Swedish language.

The description must be sufficiently clear to enable the
invention to be carried out by a person skilled in the art.
The application shall contain an explicit statement of
what is sought to be protected by the patent (i.e. claims)".

United States : "35 USC 112 and 35 USC 113, (Similar to PCT Articles 5, 6

IIB

.
:

and 7)".

"CH. : The description shall disclose the invention in such
[Switzerland] @ manner that it can be carried out by a person
skilled in the art. (Art. 50 CH. Patent Law 1954).
The claim(s) shall define the invention (Art. 51).
An integrating part of the description is formed by
the drawings required for its understanding (Art. 49).

FR., : The claims define the scope of the protection sought.
[France] (art, 13 FR. Patent Law 1968).
Drawings may, if necessary, complete the description.
(Art. 13).

NL. : The description shall be of such a nature, that the
[Netherlands] invention can be understood and carried out by a
person skilled in the art. (Art. 22B NL Patent Law 1963).
The claims shall define the matter for which exclusive
rights are sought. (Art. 223),
The description shall be accompanied by drawings if
necessary. (Art. 22B)".

hkkkkkhkkkkkkhkkk

Summary

The responses to the questions set forth under Item I.B., above (dealing
with the requirements allowing for a meaningful search) show that
the search practices which all of the prospective International
Searching Authorities presently apply are established on the basis
of national laws which require that the contents of an application have to
meet certain high standards (in essence similar to the requirements under
the PCT) before such Authorities will undertake to carry out a search on

that application.

% % Kk K ok d ok kok ok ok ok ok ok
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C. Unity of Invention - PCT Article 17(3) and PCT Rules 13 and 40 prescribe

a requirement of unity of invention to be applied to international applications
by the International Searching Authorities.

wa T

.

1. Does your Office presently apply a unity of invention requirement
to national applications? -

RESPONSES

YES - Austria, Federal Republic of Germany, Japan, Soviet Union, Sweden
and the United States.

The IIB indicated :

"Yes, but objections of non-unity are only raised in the search
report if the scope of the search is affected, i.e. if the search
would have to be extended to cover the non-unitary subject matter”.

kkkkkkkkkkkkkkk

2. If the answer to the above question is "yes", does your Office,
where it finds that an application lacks unity of invention,
automatically, that is, before any further correspondence with
the applicant is undertaken, proceed to select the particular
invention (for example, the "main invention") to be searched?

RESPONSES

YES - Austria, and the IIB.

Sweden indicated
"Yes, often, but not always".

NO - Japan, Soviet Union, and the United States.

The Federal Republic of Germany indicated

"No. If it is ascertained by the preliminary examination

division in the course of the examination as to obviousness that
the patent application is lacking uniformity, the applicant is
requested to eliminate the non-uniform part and to continue

that part in a divisional application. Then a separate search
request may be filed for each of these applications. If, however,
lack of uniformity is ascertained only during the search procedure,
the search will be carried out for all inventions contained in the
patent application",

kkkkkkkkkkkkkkk
3. If the answer to question 2 is also "yes", briefly state the

basis on which the particular invention is selected (for
example, the invention first mentioned in the claims]}, .

RESPONSES :

Austria : "In principle, the invention first mentioned in
the claims is subject to search".

Sweden : "No general answer can be given. However, in most
cases a study of the description forms the basis
for determining what is the 'main invention'",

IIB : "The invention first mentioned in the claims".
khkhkhkkkkkkkhkkkkhkk
4, 1If your Office applies a unity of invention requirement,

which of the following procedural options are available to
an applicant failing to meet such requirements :

(a) payment of additional fees?
(b) restriction of the invention?

RESPONSES

Austria : "The applicant has to restrict his invention (option (b))".
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Federal Republic o _
of Germany : "The applicant has to divide the originally filed non-

uniform application into the parent application and the
divisional application. Separake “search requests have
to be filed for each of thes& ‘independent applications
and the respective fees have to be paid".

Japan : "Restriction of the invention. A notice is segt to the
applicant notifying him of the grounds for rejection._
Japanese Patent Law Act. 38 stipulates for one invention
in one application, as a rule".*

Soviet Union : "ves (the applicant has the right to divide the application)".

Sweden : "The application has to be restricted to one invention
or a group of inventions covered by a single inventive
concept. However, the deleted invention(s) can form
the basis for a divisional application for which an
application fee has to be paid. This fee covers, generally
speaking, the costs of the search". .

United States : "(a) No, not in the same application;
(b) Yes".
IIB : "The search is completed for the other inventions at the

request of the national Office concerned and on payment
of an additional fee".

kkkkkkkkkkkhkkkkx

Summary

The responses to the questions set forth under Item I.C. above
(dealing with the requirement of unity of invention) show that, under
present practices, all the prospective International Searching Authorities
apply a concept of unity of invention. ©Not all such prospective Authorities;
however, apply a practice of automatically proceeding to search the "main
invention" (defined in Article 17(3) (a) of the PCT as the invention first
mentioned in the claims). Some practices involve further contact with
the applicant so that the latter may be called upon to exercise a choice
as to how the application should be divided or restricted.

It is recalled that the time element under which an international
search report is to be established in order that an international application
enters the national phase properly prepared accounted for the necessity of
having an automatic restriction under the PCT. The exercise of any choice
on the part of the applicant under the PCT as to which invention he would
wish to be searched results from the order in which the applicant mentions

the invention in drafting his claims.

In view of the present search practices, particular attention should
be given in any future guidelines for searching under the PCT to the
question of unity of invention, particularly the aspects concerning the

"main invention".

kkkkkkkkkkkkkkk

* This provision will, however, be changed by a new law entering into force
on January 1, 1976, which will allow multiple claiming. .
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D. Title and Abstract - PCT Articles 3 and 14 regquire that~
a title be part of the international applicatione- The International Searching
Authority may, under certain circumstances, be required to establish a title
(PCT Rule 37.2) or establish an abstract (PCT Rule 38.2). )

l. Does your Office presently require that a national application
contain the following elements :

(a) a title?

RESPONSES :

YES - Austria, Federal Republic of Germany, Japan, Soviet Union,
Sweden, United States, and the IIB,

(b) an abstract?

RESPONSES :
YES - United States
The IIB indicated : "FR [France] : Yes".
NO - Austria, Federal Republic of Germany, Japan, Soviet Union, Sweden.

The IIB indicated : "CH [Switzerland], NL [Netherlands] : No".

khkkkhkkkkkkhkkkkk

2., Does your Office presently engage in establishing titles and/or
abstracts (and, if so, which) when those elements are :

(a) missing in the application?

RESPONSES :

YES - Sweden (titles), United States (titles, but not abstracts).

The Federal Republic of Germany indicated :

"If the title of the invention does not correspond to the formal
requirements, the preliminary examination division requests
the applicant to remedy this defect. For economical

reasons, the preliminary examination division will, if possible,
already propose a title to the applicant to which he will then

merely have to agree",

NO - Austria, Japan, Soviet Union, and the IIB.

(b) contained in the national application, but are
defective in that they do not meet the require-

ments of the national law?

RESPONSES :

YES - Soviet Union (titles), Sweden (titles), United States (titles and abstracts).
See the response of the Federal Republic of Germany under gquestion 2, (a)
above as to titles.,

NO =~ Austria, Japan and the IIB.

khkkhkkkhkkkkkhkkkk
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Summary
The responses to the questions under Item I.D. above (dealing with the title
and the abstract) point out that certain of the prgspective Inté}hétional Searching
Authorities already apply a practice of establigﬂing titles both in the case where
a title is missing from the application and, particularly, in the case where a titl
although contained in the application, is defective. However, not all of such pros-
pective Authorities are experienced in‘the practice of establishing abstracts.

Thus, particular attention should also be given in any future PCT searching
guidelines to the establishment of abstracts. It is noted that the Guideline for
Abstracts under the PCT, which has been prepared and submitted for this session of
the Interim Committee (see document PCT/TCO/V/10), will be of assistance in this

'respedt.'

dedokok ok okokkodkokokokokkk

II. Search

A. Objective of the Search - PCT Article 15(2) provides that the objective
of the international search is to discover relevant prior art. PCT Rule 33.1
defines relevant prior art as consisting of everything which has been made available
to the public anywhere in the world by means of written disclosure (including
drawings and other illustrations) and which is capable of being of assistance in
determining that the claimed invention is or is not new and that it does or does
not involve an inventive step (i.e., that it is or is not obvious), provided that
the making available to the public occurred prior to the international filing date.

1. Is the discovery of worldwide prior art documents
(everything which has been made available to the public
anywhere in the world) an objective of the searches
vour Office presently performs?

RESPONSES

YES - Austria, Japan, Soviet Union, Sweden, United States.

The Federal Republic of Germany indicated

"Yes, However, not including written disclosures published
after the application date, referring to an oral disclosure,
a use, an exhibition or other measures and the date on which
the oral disclosure had been made available to the public
is prior to the application date".

The IIB indicated :
"Yes, in principle, but within economical and practical limits".

%k Kk Kk k k Kk k Kk kok ok k

2. Do the searches your Office presently performs attempt
to discover prior art documents relevant to the criterion
referred to above of

(a) novelty?
RESPONSES

YES - Austria, Federal Republic of Germany, Japan, Soviet Union,
Sweden, United States, and the IIB,

(b) inventive step?

RESPONSES

YES - Austria, Federal Republic of Germany, Japan, Sweden, United States,
and the IIB.

The Soviet Union indicated
"Yes (analogous criterion is 'essential distinctions')".

kkkkkkkkhkkkkkkk
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Summary

The responses to the questions set forth under Item II.A above (dealing
with the objective of the search) reveal that~5pe-present se%ééh'practice of
all of the prospective International Searchifig Authorities are consistent with
the PCT requirements in that the principle of worldwide prior art is followed and

in that the relevance of prior art documents are considered both in theé light of
the criteria of novelty and inventive step.

khkkkkhkdkkdkhdhkkk

B. Field of Search - PCT Rules 33.2(b) and (d) require that the international
search shall cover not only the art in which the invention is classifiable, but
also analogous art, regardless of where classified, and equivalent subject matter.

1. Do the searches your Office presently performs extend
to fields :

(a) of analogous art to the extent that that art is
regarded to be analogous in the light of what appears
to be the necessary essential function or use of the
invention and not only specific functions expressly
indicated in the application?

RESPONSES :

YES - Austria, Japan, Sweden, United States, and the IIB.

The Federal Republic of Germany indicated

"Yes. However, for economical reasons, the examiner decides,

in practice, on the basis of the search results so far obtained
to what extent the search will have to be extended to similar
technical fields and which objects considered to be eguivalent
to the subject matter of the invention claimed, will have to

be included into the search".

The Soviet Union indicated :

"Yes (if no anticipatory references found in the result of search
in the art in which the invention is classified)".

(b) embracing all subject matter that is generally
recognized as equivalent to the subject matter
of the claimed invention for all or certain of its
features?

RESPONSES :

YES - Austria, Japan, Sweden, United States, and the IIB,

The Soviet Union indicated
"Yes (if no anticipatory references found in the analogous art)".

See the response of the Federal Republic of Germany under
question 1. (a) above.

% %k %k Kk %k Kk ok ok ok ok ok ok kok ok

Summary

The responses to the questions set forth under Item II.B. above (dealing
with the field of search) indicate that the present search practices of all of
the prospective International Searching Authorities are consistent with the PCT

requirements in that they take into consideration both analogous art and
equivalent subject matter,

kkkhkkkkkhkkkkkkk
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C. Orientation of the Search -, PCT Rule 33.3 provides that the search shall
kz made vu_the basis of the claims With due regard to the descriptien and the
drawings, if any, and with particular emphasis on the-inventive concept toward
which the claims are directed? Furthermore, insofay ‘as possible and reasonable,
the international search must cover the entire subject matter to which claims are
Jirected or to which they might reasonably be expected to be directed after they
have been amended,

1. Do the claims in the national application primarily serve
as the basis for the searches your Office presently performs?

RESPONSES
YES - Federal Republic of Germany, Japan, Soviet Union, United States
and the IIB.,

Austria indicated :
"Yes. The search is based on the claims with due regard to the

description".

Sweden indicated :
"Not necessarily".

dkhkkkkkdkkhkdhkdhkhkk

2. Are the criteria of your national law for the orientation
of the search similar to those of the PCT?

RESPONSES

YES - Japan, Soviet Union, Sweden, United States and the IIB.

Austria indicated :

"The search of the Austrian Patent Office is part of the
examination procedure. At present no so-called 'isolated
search' is performed. However, the orientation of the
search in principle is similar to the PCT-search".

The Federal Republic of Germany indicated

"Yes. However, the criteria are not contained in the German
Patent Law, but in the Guidelines for the Examination of
Patent Applications (Richtlinien fiir die Priifung von Patent-
anmeldungen) which have been issued in addition thereto".

Kk ok ok ok ok ok kok ok ok ok ok ok

3. If the answer to any of the above questions is "no",
briefly indicate what part or parts of the application
form the basis of the search in your Office or what other
criteria for the orientation of the search are applicable?

Sweden, in order to elaborate on its response to question 1, above, indicated :
"The claims have to be searched, but if they are not representative of
the invention this - as understood from the description - must also be

searched".

hkhkhkhhkkhkhkkkkkkk

Summary

The responses to the questions set forth under item II.C. above (dealing
with the orientation of the search) indicate that the searching practices presently
applied by all of the prospective International Searching Authorities are
oriented in the same direction as searches under the PCT. That is, the basic
orientation of the search is directed towards the inventive concept defined by

the claim, however, having due regard to the description and any drawings.

dkkkkkhkkkhkkkdkkkk
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III. Preparation of the Search Report

A, Classification - PCT Rule 43.3 provides that the international search
report must contain a classification determined by the -International "Searching
Authority of the subject matter of the internationagl “application at least according
to the International Patent Classification (IPC).

1. Does your Office presently classify national applications
according to the IPC?

RESPONSES :

YES - Federal Republic of Germany, Japan, Soviet Union, and Sweden.

Austria indicated :

"When the applications are laid open for public inspection

the IPC classification is applied up to the finest subdivision
as subsidiary classification".

The United States indicated
"Only to the extent that the IPC is printed on the patent".

The IIB indicated

"The IIB does not classify national applications. However,
patent documents to be entered into the search files are
classified for the greater part according to the IPC".

% % %k Kk ok k ok k % % k k k%

2, If your Office presently classifies applications according
to classification systems other than, or in addition to,
the IPC, briefly indicate which classification system is
(systems are) used.

RESPONSES
Austria : "A national (Austrian) classification system is
applied as principal classification".
Japan : "Japanese Patent Classification".
United States : "US patent classification system".
IIB : "The IIB is in the process of going over from the

old IIB/OR internal classification scheme (IdT)
to the IPC scheme".

% % %k %k Kk Kk K Kk Kk k ok dk ok

Summary

The responses to the questions set forth under Item III.A. above (dealing with
the classification of the subject matter of the application) show that, under present
search practices, all of the prospective International Searching Authorities,
including those authorities which also employ a separate national classification
scheme, have experience in dealing with classifying pational applications or patent

documents according to the IPC,

% %k %k Kk Kk Kk %k Kk %k kK k k ok ok
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B. Citations - PCT Rule 43.5 provides that the international search report
shall contain citations of relevant and particularly-relevant documents or parts
thereof., Citations which are not relevant to ail the claims shall be cited in
relation to the claim or claims to which they are relevant.

1. Does your Office presently, in citing documents in its search
reports :

(a) make a special distinction in respect of those documents
which are considered of particular relevance?

RESPONSES :

YES - Japan, Soviet Union, and the United States.

Austria indicated :

"The answer is, in principle, Yes. However, this question is
not pertinent to searches performed as part of an examination
procedure. As the search under the Austrian Patent Act is an
'integrated' search and no 'isolated' one, only the following
comments can be made :

There is no specific rule., However, as in ordinary cases, the
first actionof the examiner has to contain a statement on the
patentability of the invention, the main documents are referred
to as such in the rationale of the first action".

Sweden indicated

"The question is irrelevant, since the documents cited are not
contained in any separate list, but included in the official
action (search and examination report)".

NO - Federal Republic of Germany, and the IIB.

(b) make references to parts of the cited documents
where only those parts are relevant or of particular
relevance?

RESPONSES

YES - Austria, Japan, Soviet Union, Sweden, United States, and the IIB.

The Federal Republic of Germany indicated :
"Yes, by indication of the page, column and the line or the
illustrations".

(c) distinguish whether any cited document relates
either to all claims or to particular claims?

RESPONSES

YES - Austria, Japan, Soviet Union, Sweden, United States, and the IIB.

The Federal Republic of Germany indicated :
"Yes, by the indication of the patent claims, to which the
documents mentioned refer".

kkkkkkhkkhkkkkkkk

2. Does your Office automatically furnish, or does it provide
on request, copies of the documents cited in the search report?

RESPONSES :

Austria : "Copies can be obtained upon request as part .of
a general copy service".

Federal Republic

of Germany : "Against payment of a fee, the applicant may
obtain, upon special request, copies of the
documents mentioned in the search report".
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Japan : ' "Yes, our Office provideswgﬁbh'cdpies on request".
Soviet Union : "On request".
Sweden : "If requested, copies are furnished by a copying

service which charges a fee to cover its costs"
United States : "Yes, one copy of each cited document".

IIB : "Copies of the documents cited are furnished automatically"

Kk kkkkhkkkhhhkkhkk

Summary

The responses to the questions set forth under item III.B. above (dealing
with the citation of documents in the search report) point out that the major distinc-
tion between the searching practices applied by the prospective International Searching
Authorities dealing with an "isolated search" and those dealing with a combined search
and examination seems to appear in the preparation of the search report, i.e.,
particularly as to making a distinction on the relevance of any documents cited
therein. The other aspects of the search practices presently applied by the prospective
International Searching Authorities, such as orientation of the search, the field of
search, etc., are quite similar and are not dependent upon whether the search is
"isolated" or "integrated". Both the reports of the two prospective Authorities
practising a purely "isolated" search, i.e. the German Patent Office and the IIB
(see document bCT/TCO/III/S), and their responses to question 1l.(a) under item III.B.
above show that they do not make any distinction as to the relevance of the documents
cited. Under the practices of the other prospective Authorities, however, a distinction
is presently made as to the degree of relevance of any cited document This is done by
means of an examiner' s opinion in which the cited documents are compared or combined

in order to meet the claimed invention.

It would appear that any future guldellnes for searchlng should readlly be able
to harmonlze the practlce under the PCT on this point Thls flows from the fact that
under the PCT the requirement to indicate cited documents as being of particular

relevance is an approach which lies in between the two schools of present practice.

As to obtaining copies of documents cited, all prospective Authorities already

offer this possibility.

% %k ok k dok ok ok kokokkkkk
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C. Fields Searched - PCT Rule 43.6(a) provides that the international search
report shall list the classification identification of.the fields searched. PCT
Rule 43.6(b) provides that, if the international seafch extended to documents of
States, periods, or languages not included in the PCT Rule 34 minimum documentation,
the international search report shall, when practicable, identify the kinds of

~documents, the States, the periods, and the languages to which it extended.

1. Does your Office presently indicate in its search reports
the classification identification of the fields searched?

RESPONSES

YES - Federal Republic of Germany.

The Soviet Union indicated :
"Yes (according to the official classification systems, which
indexes are published according to the patents)".

NO - Austria, Japan, Sweden, and the IIB.

The United States indicated :
"No, but it is included in the printed patent and in the application
file. However, class and sub-class of the cited documents are

. listed on the reference cited sheet of the Office action. Plans
are now being made to include the fields searched in the Office
action".

khkkkhkkkkkkkkkkk

2, Does your Office provide in its search reports the
following information for any given application searched :

(a) kind of documents searched (patents, inventors'
certificates, etc.)?

RESPONSES :
NO - Austria, Federal Republic of Germany, Japan, Soviet Union,
Sweden, United States, and the IIB.
(b) country of origin of documents searched?

'+ RESPONSES
YES - Federal Republic of Germany, Soviet Union.

NO - Austria, Japan, Sweden, United States, and the IIB.

(c) range of years of documents searched?

RESPONSES

YES - Soviet Union.

NO - Austria, Federal Republic of Germany, Japan, Sweden, United States,
and the IIB.

(d) languages of documents searched?

RESPONSES :

NO - Austria, Federal Republic of Germany, Japan, Soviet Union,
Sweden, United States, and the IIB.
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In respect to questions 2(a) to (d) above the United States indicated :
"Even though the specific answers to question 2 as worded are 'No‘,
the various kinds of documents and foreign patents are classified
according to class and sub-class. These documents and foreign
patents are placed in the appropriate U.S. class and sub-class under
the headings of literature and foreign patents respectively.

When the U.S. class and sub-class are searched, the literature and
foreign patents are also searched. Accordingly, for search purposes,
everything including the materials listed in 2 would be searched

in the U.S. classes and sub-classes. The language of the documents
is not pertinent, since we consider documents in any language.

The range of years is not pertinent, since any document in the sub-
class from the oldest available date to the current date is

considered". :

In respect to questions 2(a) to (d) above, the IIB indicated :

"The searches for all national applications are performed according
to the same guidelines and in the documentation at the disposal of
the IIB".

kkkkhkkkkkkkkkkk

Summary

The responses to the guestions set forth under item III.C above (dealing with
the fields searched) indicate that under present search practices the majority of
the prospective International Searching Authorities do not identify the classi-
fication of those areas which were searched in the establishment of national

search reports,

However, as this only requires a searcher to make notations during the
course of his search so that he can later identify in-<the search report the

fields that he actually searched, it should not entail any problems of harmoni-

zation for the future guidelines for searching under the PCT.

In respect of the identification of the kinds of documents, States, periods
and languages to which search was extended, the responses indicate that the
prospective International Searching Authorities for the most part do not under-
take to identify such in their national search reports under present practices.
Again no problem of harmonization is posed, since under the PCT such identifica-

tion is to be made only if the International Seatrching Authority finds it practi-

al to'do sO.

khkkkkkkkhkhkkhkkkk

[The Questionnaire (Annex A),
follows]
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WORLD INTELLECTUAL PROPERTY ORGANIZATION
ORGANISATION MONDIALE DE LA PROPRIETE INTELLECTUFLLE

C.2133

PCT 21 February 28, 1975

Dear Sir,

¥

The Patent Cooperation Treaty (PCT) Interim Committee
for Techfiical Cooperation decided at its fourth session held
in Genevafrom November 14 to 19, 1974, that the International
Bureau shall send the enclosed questionnaire on current search
practices to all the prospective International Searching
Authorities (see paragraph 42 of the Report of the fourth
session, document PCT/TCO/IV/18).

The purpose of this questionnaire is to obtain
information on current searching practices, taking into account
the requirements for PCT searches, in order to pursue the aim
set forth in Article 56(3) (ii) of the PCT, that is, to achieve
a maximum degree of uniformity in the working methods of the
International Searching Authorities and a maximum degree of
uniformly high quality in their search reports.

The questionnaire is drafted in such a way that.the
responses should give general information on the searching
practices now being employed by the prospective PCT International
Searching Authorities in order to provide some insight into the
way -these authorities would perform their searching activities
under the PCT.

Most questions are formulated so that they may be
answered by a simple "yes" or "no". Where a question calls
for more than that, the Offices are requested to answer the
question in brief, general terms, rather than being highly
specific. The intention of the International Bureau is to
first generate a general information base in the areas of the
questions asked in order to enable it to propose the most
suitable approach to be taken in obtaining further specific
information.

o/

~n

32, chemin des Colombettes - 1211 GENEVE 20 (SUISSE) - @ (022) 346300 - T 22376 - . €gr.: OMPL

c.2133 _ 2.
PCT 21

Your are kindly requested to forward your Office's
responses to the enclosed questionnaire to the International
Bureau by April 30, 1975.

Sincerely yours,

K. Pfanner
Deputy Director General
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Annex to Circular No. 2133

QUESTIONNAIRE ON CURRENT SEARCHING PRACTICES

I. Procedural Checks of Requirements of an Application Prior
to Search

A. Subject Matter - PCT Article 17(2) (a) (i) provides that
Internatiodnal Searching Authorities are not required to search
internatipnal applications which relate to subject matter as
indicated 'in PCT Rule 39.

1. Does your Office presently search national
applications relating to any of the subject matters indicated in
Rule 397 .
2.} If the answer to the above question is "yes", briefly
indicate thgse subject matters indicated in Rule 39 which are
searched. /-

)

B. Meaningful Search - Article 17(2) (a) (ii) provides that
the International Searching Authority is not required to search
international applications in which the description, claims or
drawings fail to comply with the prescribed requirements to such
an extent that a meaningful search could not be carried out.

1. Does your national law prescribe requirements for
the description, claims or drawings, in the nature of PCT
Articles 5, 6 and 7, respectively, which have to be complied
with in order that a meaningful search may be effected?

2. 1If your national law. prescribes such requirements, -
briefly state the substance of the requirements.

C. Unity of Invention - PCT Article 17(3) and PCT Rules 13
and 40 prescribe a requirement of unity of invention to be applied
to international applications by the International Searching
Authorities.

1. Does your Office presently apply a unity of invention
requirement to national applications?

2. If the answer to the above question is "yes", does
your Office, where it finds that an application lacks unity of
invention, automatically, that is, before any further correspondence
with the applicant is undertaken, proceed to select the particular
invention (for example, the "main invention") to be searched?

Annex to Circular No. 2133
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3. 1If the answer to question 2 is also "yes", briefly
state the basis on which the particular invention is selected
(for example, the invention first mentioned in the claims).

4, If your Office applies a unity of invention requirement,
which of the following procedural options are available to an
applicant failing to meet such requirements:

(a) payment of additional fees?
(b) restriction of the invention?

D. Title and Abstract - PCT Articles 3 and 14 require that
an abstract and a title be part of the international application.
The International Searching Authority may, under certain
circumstances, be required to establish a title (PCT Rule 37.2)
or establish an abstract (PCT Rule 38.2).

1. Does your Office presently require that a national
application contain the following elements:

(a) a title?
(b) an abstract?

2. Does your Office presently engage in establishing
titles and/or abstracts (and, if so, which) when those elements
are:

(a) missing in the national application?

(b) contained in the national application,
but are defective in that they do not
meet the requirements of the national law?

II. Search

A. Objective of the Search - PCT Article 15(2) provides that
the objective of the international search is to discover relevant
prior art. PCT Rule 33.1 defines relevant prior art as consisting
of everything which has been made available to the public anywhere
in the world by means of written disclosure (including drawings and
other illustrations) and which is capable of being of assistance
in determining that the claimed invention is or is not new and that
it does or does not involve an inventive step (i.e., that it is
or is not obvious), provided that the making available to the
public occurred prior to the international filing date.

1. 1Is the discovery of worldwide prior art documents
(everything which has been made available to the public anywhere
in the world) an objective of the searches your Office presently
performs?
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2. Do the searches your Office presently performs
attempt to discover prior art documents relevant to the criterion
referred to above of:

(a) novelty?
(b) inventive step?

1
B. Field of Search - PCT Rules33.2(b) and (d) require that
the international search shall cover not only the art in which
the invention is classifiable, but also analogous art, regardless
of where classified, and equivalent subject matter.

1. Do the searches your Office presently performs extend
to fieldss:

?,(a) of analogous art to the extent that that art is
® regarded to be analogous in the light of what
appears to be the necessary essential function
or use of the invention and not only specific
functions expressly indicated in the application?

(b) embracing all subject matter that is generally
recognized as equivalent to the subject matter
of the claimed invention for all or certain of
its features? ’

C. Orientation of the Search - PCT Rule 33.3 provides that

the search shall be made on the basis of the claims with due regard

to the description and the drawings, if any, and with particular
emphasis on the inventive concept toward which the claims are
directed? Furthermore, insofar as possible and reasonable, the
international search must cover the entire subject matter to which
claims are directed or to which they might reasonably be expected
to be directed after they have been amended.

1. Do the claims in the national application primarily
serve as the basis for the searches your Office presently
performs? )

2. Are the criteria of your national law for the
orientation of the search similar to those of the PCT?

3. If the answer to any of the above questions is "no",
briefly indicate what part or parts of the application form the
basis of the search in your Office or what other criteria for the
orientation of the search are applicable?

Annex to Circular No. 2133
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III. Preparation of the Search Report

A. Classification - PCT Rule 43.3 provides that the

international search report must contain a classification determined

by the International Searching Authority of the subject matter
of the international application at least according to the
International Patent Classification (IPC).

1. Does your Office presently classify national
applications according to the IPC?

2. If your Office presently classifies applications
according to classification systems other than or in addition to
the IPC, briefly indicate which classification system is (systems
are) used.

B. Citations - PCT Rule 43.5 provides that the international
search report shall contain citations of relevant and particularly
relevant documents or parts thereof. Citations which are not
relevant to all the claims shall be cited in relation to the
claim or claims to which they are relevant.

1. Does your Office presently, in citing documents in
its search reports:

(a) make a special distinction in respect of those
documents which are considered of particular
relevance?

(b) make referencesto parts of the cited documents -
where only those parts are relevant or of
particular relevance?

(c) distinguish whether any cited document relates
either to all claims or to particular claims?

2. Does your Office automatically furnish, or does it
provide on request, copies of the documents cited in the search
report?

C. Fields Searched - PCT Rule 43.6(a) provides that the
international search report shall list the classification
identification of the fields searched. PCT Rule 43.6(b) provides
that, if the international search extended to documents of States,
periods, or languages not included in the PCT Rule 34 minimum
documentation, the international search report shall, when
practicable, identify the kinds of documents, the States, the
periods, and the languages to which it extended.
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1. Does your Office presently indicate in its search
reports the classification identification of the fields searched?

2, Does your Office provide in its search reports the
following information for any given application searched:

(a) kind of documents searched (patents,
inventors' certificates, etc.)?

(b) country of origin of documents searched?
(c) range of years of documents searched?

(d) languages of documents searched?

[End of Questionnaire]

[Annex B follows/
1'Annexe B suit]



DER PRASIDENT L - Zu GR 23%0/773
DES USTERREICHISCHEN PATENTAMTES Wien, am . ATT=w 259 V0 . Zu GR 230/75

1., KohImearkt 8-10 .
Postanschrift: Postlach 95, A-1014 Wien
25. April 1975
GR 23%0/75 :

QUESTIONHAIRT ON CURRENT SEARCHING PRACTICES

Reply of Austria
Mr.

Klaus Pfanner
Deputy Director General

L/A/0DL/1Dd

WIFO Introductory Note
Geneva . The answers are based on the following consi-
o derations:
. Ref.: C.213% PCT 21; Current Search Practices ' . The search performed by the Austrian Patent Office
. : - ) ’ is an integral part of the examination procedure. A so-
Dear Mister Pfanner, ' ) called "isolated-search-report" is not established. The B
search report issued under section 57 of the Austrian 5
I have the honour to send you enclosed the Patent Act is not included in the replies as it does not X
reply to your questionnaire concerning current ' form part of the examination procedure. g
search practices. g
o
I. Procedural Checks of Reguirements of an Application 5
Yours sincerely Prior to Search ]
A. Subject liatter
{7 . : 1. Does your Office presently search,national applica-
1 t -

tions relating to any of the subjégt matters in-
: s dicated in Rule 397 :
(Dr.Leberl) YES

Enclosure 2. If the answer to the above question is "yes",
briefly indicate those subject matters indicated
in Rule 39 which are searched. .

According to case law and 1itteréture diagnos-—

tic methods are not excluded from patent pro-

tection and therefore subject to search.

\ ) B. Meaningful Search

1. Does your national law prescribe requirements for
' the description, claims or drawings, in the nature
of PCT Articles 5, 5 and 7, respectively, which

have to be complied with in order that a meaning-
ful search may be effected?
YES
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2. If your national law prescribes such requirements,

‘briefly state the substance of the requirements.

The requirements of the Austrian Patent Law are
the following:
"The description shall:

(i) describe the invention in a manner suffi-
ciently clear, distinct and complete for the
invention to be carried out by persons skilled
in the art;

(ii) at the end of the description, emphasize pre-
cisely and distinctly what is new - thus conw
stituting the subject of the patent - in one
or more claims; '

(iil) contain the drawings necessary for the carry-
ing out of the invention. The drawings shall
be of a durable nature and be accompanied, where
necessary, by models and samples." (Sec 91
par 1 of the Austrian Patent Law)

- C. Unity of Invention

1. Does your Office presently apply a unity of invention

requirement to national applications?

YES

2. If the answer to the above question is "yes", does your

Office, where it finds that an application lacks unity
of invention, automatically, that is, before any further
cerrespondence with the applicant is undertaken, pro-
ceed to select the particular invention (for example,
the "main invention") to be searched?

YES

3. If the answer to question 2 is also "yes", briefly

state the basis on which the particular invention is
selected (for example, the 1nvent10n first mentioned
in the claims).

In principle the invention first mentioned in
the claims is subject to search.

If your Office applies a unity of invention requirement,

- which of the following procedural options are available

to an spplicant failing to meet such requirements:
(a) payment of additional fees?
(b) restiiction of the invention?’

The applicant has to restrict his invention

(option b). 5

Title and Abstract E'g
1. Does your Office presently require that a national ® 5
application contain, the following elements: “’%
(a) a title? w

(b) an abstract?

Title is required, no abstract (&).
: @

2. Does your Office presently engage in est?blishing titles

and/or abstracts (and, if so, which) when those elements
are? '
(a) missing in the national application?
(b) contained in the national application, but are de-
fective in that they do not meet the requlrements
of the national law?

NO.

L/A/0D0L/10d

The applicant has to establish the title containing
a brief designation of the ‘invention. The title has

to be fully supported by the description. This re-
quirement is checked by the examiner during the
grantingproccduie. The Office, however, does not
establish missing or defective titles.
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II. Search .

A. Objective of the Search

1. Is the discovery of worldwide prior art documents
(everything which has been made available to the public
anywhere in the world) an objective of the searches .
your Office presently performs?

YES

2. Do the searches your Office presently performs attempt
to discover prior art documents relevant to the cri-
terion referred to above of: ’

(a) novelty?
(b) inventive step?

The criteria of both novelty and inventive
step are applied (& + b).

B, Field of Search

1. Do the searches your Office presently performs extend
to fields:

(a) of analogous art to the extent that that art is re-
garded to be analogous in the light of what appears
to be ﬁhe necessary essential function or use of
the invention and not only specific functions ex-
pressly indicated in the application?

YES

(b) embracing all subject matter that is generally re-
cognized as equivalent to the subject matter of
the claimed invention for all or certain of its
features?

YES

C, Orientation of the Search

1. Do the claims in the national application primarily
serve as the basis for the searches your Office pre-
sently performs?

YES. The search is based on the claims with
) due regurd to the description.

2.

o+

Are the criteria of your national law for the orien-

tation of the search similar to those of the PCT?

The search of the Austrian Patent Office is part
of the examination procedure. Af present no so-
called "isolated search" is performed. However,
the orientation of the search in principle is’
similar to the FCT-search. '

ITI. Preparation of the Search Report

A.

Classification

e

Does'your Office presently classify national applications
according to the IPC?

When the applications is laid open for public
inspection the IPC classification is applied up
to the finest subdivision as subsidiary classi-
fication.

If your Office presently classifies applications accor-
ding to classification systems other then or in addition
to the IPC, briefly indicate which classification system
is (systems are) used.

A national (Austrian) classification sydtem is

applied as principal classification. %
. »
B. Citations
1. Does your Office presently, in citingdocuments in its

search reports:
(a) make a special distinction in respect of those docu-
ments which are considered of particular relevance?

The answer is in principle YES. However, this
question is not pertinent to searches performed ac
part of an examination procedure. As the search
under the Austrian Patent Act is an "integrated"
search and no "isolated" one only the following
comments can be made:

There is no specific rule. However, as in ordinar:
cases the first action of the examiner has to con-
tain a statement on the patentability of the in-

¢ abed
g 9xXxauuy/g xauuy

L/A/0DL/1Dd
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vention the main documents are referred to as
T2
such in the ratidnale of the first action.

(b) make references to parts,qf the.cited‘documents
where only those parts are relevant or of parti-
cular relevance?

YES
(¢c) distinguish whether any cited document relates
either to all claims or to particular claims?
YES

Does your Office automatically furnish, or does it
provide on request, copies of the documents cited in
the search report?

Copies can be obtained upon request as part of
a general copy service. '

C. Fields Searched

1.

24

Does Your Office presently indicate in its search re-
ports the classification identification of the fields
searched?

- Lot No B .~~ o

Does your Office provide in its search reports the

following information for any given application

searched:

(a) kind of documents searched (patents, inventors'
~certificates, etc.)?

(b) country of origin of documents searched?

(¢c) range of years of documents searched?

(4) languages of documents searched?

(a) to (d): NO.

-y g =

[Annex C follows/
1'Annexe C suit]



=8 QR A s AR R B b A 8000 MUNCHEN 2, den  #TXLL U, 7

DES DEUNSCHEN FATENTAMTS 2Zvieibrickenstralie 12 s
Fernruf (08 11) 219 51 . Fernschreiber 5 23 534 - 2 -
Fernrufdurchwahi (08 1) 21 95 Hausruf <
Geschifts i+ 10 15 Bln.3¢.I1I8 7
A Bitte in der Antwort die vorstehende Geschaftsnummer angeben.,
_ tions containing the requirements regarding the
Dr. Arped Bogech s Ca . . 1 .
K ’ i description in Section 7%, regarding the patent
Dircctor General . o . .
claims in Section Za and in respcct to the draw-
World Intellectunzl Troverty . . o
Organizetion (WINQ0) ings in Section 4.
22, chemin des Coloabettes
) 2. Sections 3, %a and 4 of the Regulations for
Ci - 1711 G e i £ 20 : . . .
N _ ) Patent Applications are reproduced in the annex.
I. C. 1.: Yes
Pot Fo. If it is ascertained by the preliminary
exanination division in the course of the exani-
. nation as to obviousness that the patent applica-
Re: Answer to Questiornaire on Current Secarch FPractices tion is lacking uniformit the applicant is re-
AL ) Y DI
Ref.: Circuler Xo. &1%% deted February 28, 1975 quested to eliminate the non-uniform part ard to
Encl.: - 1 - continue that pert in a divisionel application.
Then a separate search request may be filed for
each of these applications. If, however, lack of
Dear Mr. Bogesch, uniformity is ascertained only during the search

procedure, the search will be carried out for all
In the following please find the answers to the questions ) inventions contained in the patent application.
_contained in the above mentioned questionnaire. In this

connection it appears advisable to me to refer also to the Zet - 3
report by the German Fatent Office on the setting up of 4.: The applicant has to divide the orié&pally filed
"isolated searches"” as reproduced in document PCT/TCO,SS/ non-uniform application into the pare%t applica-
III/12 Annex 1. ’ tion and the divisional application. Separate
search requests have to be filed for éach of these
Answers to the individual items of the questionnaire: independent applications and the respective fees
have to be paid.
I. AL 1. o '
2. - I.D.1.(a): Yes X
I. B. 1.: Article 26 of the German Pateat Law contains only o Corresponds to the title of the invention not to
basic conceptc in recspect to the requircments of the formal requirements, thus the prelininary
patent avpplications. In additiorn thereto there ) examination division ic recauesting the applicant

have been issucd negulations fox Fatent Applica- to remedy this defect. For economical reasons the

O 8Xauuy/D xauuy
L/A/0DL/10d
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preliminary exemination divjsion will, if possible,
already proposec a title to the apnlicant to which
he will thcn merely have to agree.

(b): Yes, by indication of the pesge, column and the
line or the illustrations. ’

(c¢): Yes, by the indication of the patent claims, to -

II. A. 1.: Yes. llowever, not including written disclosures which the documents mentioned refer.

published after the applica®tion date, referring
to an oral disclosure, a use, an exhibition or III. B. 2.: Against payment of a fee the applicant may ob-
other measures and the date on which the oral dis-

tain, upon special request, copies of the docu-
closure had been made available to the public is ments mentioned in the scecarch report.
prior to the application date. :

IITI.C.1.: Yes
2.(a): Yes . 2.(a): Fo
(v): Yes ' . (b): Yes
(c): Yo
II.B.1. ' (@): Mo o
(a)(p): Yes. However, for economical reasons, the examiner 23
decides in practice on the basis of the search re- ® 2 3
sults so far obtained to what extent the search I do hope that the answers to this questionnaire have affordedwsrg
will have to be extended to similar technical fields you a further insight into the procedure followed by the German §§§
and which objects considered to be equivalent to the Patent Office in the setting up of "isolated searches” and that %<
subject matter of the invention claimed, will have it 'will be of some use to the further work within the frame- z\l
to be included into the search. “'workx of PCT.

3
e

LY

II. A. 1.: Yes Sincerely yoprs,

2.: 7Yes. However, the criteria are not contained in the
German Patent Law but in the Guidelines for the !
Examination of Patent Applications (Richtlinien fir /4; :Z Lot -
die Priifung von Patentanmeldungen) which have been . Haertel

issued in addition thereto. . '

Dt -
IIT.A.1.: Yes

2.: o, an additional classification system is not used.

‘ITII.B.1.(a). o [Annex D follows/

1'Annexe D suit]



PATENT OFFICE
JAPANESE GOVERNMENT

4-3, Kasumigaseki 3-chome
Chiyoda-ku, Tokyo, Japan

G SO 551/50
lay 23, 1975

Dr, A, Dogsch

Dircctor Gonornl

World Iuie tual Fropexty Crgsnizetion
32, chemin des Colcmbet
1211 Sencva 20, Switzerisad

Jenr 3ir:

Please find enclosed our answer to the ucstionnaire on Currsnt Zezrching
Practices, attachcd to Circalar 2133 PCT 21 dated Feb. 23, 1975,

The questions arc listocd on the left column by their number, and the
corresponding aaswer on the right,

Yours truly,

A8

idep Suito
Dirgctor General

ITal

I4i2

IB1

IB2

IC1

IC2

IGC3.

IC4 (b)

ID1

ID

o

(a)
(v)

Yes
111 subject matters in FCT Rule 29 (11), and the trzatnent ang

diagosis of anizal bocdy in (iv).

Yes.

By Japanese Fatent Law Art, 36, Znforcement Regulations Art. 24
and Art., 25, it is required to mention (]) the title of the
invention, (2) a brief explanaticn of drawings, (3) a detailed
explanaticn of the inve ntiocn and (4) the claim or claims.
For the brief explenaticn of drawings, it shoud be mentioned
whethar a drawing presents a plane, & =0lid or a crosssectional
view; also explanatory notes. for symbols, etc, The detailed
explanation of the invention includes the purpose, constitution
and effect of the inve ntion in such a matter so that it may be
easily worked by a person having ordinary skill in the art to
which the inve ntion pertains, The claim or claims states only
the indispensable ccnstituent features of the invention as
described in the detailed sxplanaticn.

Yes

No 4;

Not applicatle - ¢
Restricticn of the inve riicn. A notice is sent to the applicant
notifying him the ground for rejecticn, Japanese Pafcnt Law
Act, 38 stipulates for one invention in one application, as a
rule .

Zes

Ho

ar
ne N
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Annex D/Annexe D

page 2
IAl Tes
II 42 (2) Yes e T )
II 4 2 (b) Tes
IIB1 (a) Yes
(b) Yes
IIC2a Yes
IIC2 Yes
II1C3 Not applicable
IIT A 1 Yes
IITA 2 Japane se Pate nt Classificaticn
III B i(a) Yes
(b) Yes
| (¢) Yes
IITI B 2 Yes, our Office provides such ccries on request
IITC 1 No

III C 2(a) No

(b) o
(e) Mo
(@) No

Note : It appears that yoiar questions were asked assuming that the isolated
search is being conducted. But in Jazpan, we co not perform search on the
above system. of isolated search, and there fore, our answer for the
questionnaire is based on our current method for finding a ground for

rejéction.

[Annex E follows/
1'Annexe E suit]



roCcy JAPCTBEHHbLI HOMUTET COBETA MMHUCTPOB CCCP
no AENAM U3OLPETEHUM WU OTHPbLITUM

State Committee for Inventions and Discoveries
of the USSR Council of Ministers

Comité d’Etat du Conseil des Ministres de I’'URSS
pour les inventions et les découvertes

Staatliches Komitee des Ministerrates der UdSSR
fur Erfindungen und Entdeckungen

Address: USSR
Moscow, Centre
M. Cherkassky per. 2/6

Tel. 221-49-76
221-62-24

Telex: msk 7248

14/11-504/45

BAUECTATENN T'SHEPATBHCIO
23.1¥.75r. JUPEXTOPA BOHC

r-ny K.NOAHHEPY

KeHena
- - - lIBeituapun

TnyGoxoymamaemuit rocmomu lIaguep,

/

Hanpasnan Bau orBers I'ocyzapcTBEHHOTO KoMWTETa Corera
Munucrpos CCCP no zenam u3oGperenuii u OTKDPHTHA Ha BOIpoOCH,

_ conepiauiiecs B Bauux mapxynapax ide 2I33 u 2I36.

C yBaxeHueu % —_—

J.KOI{APOB

SaMecTiTends mpencenarTens
Tocko:fiiTera

605---3U09

Responses of the State Committee
for Inventions and Discoveries
of the USSR Council of Ministers
to the Questionnarie on current
searching practices.

C.2135
Re 10T 21

I.Procedural Checks of Requirements of an Application Prior

to Search.

A.le - Yese.

A.2. - methods for treatment of the human or animal body
by surgery or therapy, as well as diagnostic me-
thods.

B.1. - yes.

'

B.2. - the description of the invention must state the
purpose of the invention and must describe the
invention in detail, including its disf{inctive
features; it shoulff also contain data 65 the
technical and economic effectiveness of the uti-
lization of the invention, the fields of techno-
logy to which the invention relates and where the
invention can be utilized, and the claims of the
invention.

The invention must be diéclosed in the descrip-

tion, drawings, diagrams and other graphic mate-
rials with sufficient comprehensiveness and cla-
rit'y as to suow its novelty and essential distin-
ctions and to make it possible to utilize the in-~

. vention.

q axXauuy/d Xauuy
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Cf1.
C.2.
C.3.
C.4(a)
C.4(b)

D.1.(a)

The description of a substance produced by a
chemical process must also contain data on its
chemical structuie.and physical and chemical
properties, disclose the method (or methods)
of producing it and indicate its field of appl:i
cation.

The discription of the invention must end
with its claims, which shall be the only
criteria for defining the scope of the inven-
tion and shall be in the from of a briefly-
worded statement indicating the essence of

the invention from a technical viewpoint. In
the claims, a device shall be characterized by
reference to the features of its design, a
process - by reference to a certain sequence
of actions (methods, and operations with the
help of material objects), and a substance -
by reference to its ingredients and their
quantitative ratios.

yes ,

no

no

yes (the applicagt has the right to divide

the application).

yes.

b
- <
D¢1 o(b) = IO
De2.(a) = no (the application is not accepted in this
case).
D.Z.(b) - YeSse
II. Searche.
Aele - yese.

A.2.(a)~ Yes.

A.2.(b)- yes (analogous criterium is "essential dis-
tinctions").

B.1.(a)- yes (if no anticipatory references found in
the result of search in the art in which the
invention is claasified)

B.1.(b)- yes (if no anticipatory references found in
the analogous art)

Cels - yese.

Ce2e - yes.

3
III. Preparation of the Search Report. ne

o
(General notes: at present the Search Report is pufy only
in the file of the application, but Official communications with
the Applicant cite only the nearest references from the Search
Réport.)
A.1s = yes.
A.2. = mo.
B.1;(a)- yes. (sce gensral notes)
B.1.(b)~- yes.
B.1.(c)- yes.
B.2. - on requeste.
C.1. - yes (according to the official classifica-

. tion systems, which indexes are published

z 9bed
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b

. Response cof the State Commlebos
.- for Inventions end Dincoveriew

accordaing to the patents).

0.2;(a)- g o Lo Y

of tho USSR Cowusil of flinisbeiz
Co2e(b)- Fese : conserning the indication of envy
Cu2e(c)= yeBe significant gsps in documentaiio.n

Ce2+(d)=- no. ' _ collection.

L2 docunentation collection of the Buzie Comu

L

Invenbions and Discoveries of ths USSR Counil

1as r:ot any significant

reguived to ve included

umier P3T Rule #4.1(c)(i) to (v¥).

¢ - obed
q 9xauuy/dF Xauuy
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KUNGL PATENT- OCH REGISTRERINGSVERKET

1975-04-29

Mr K. Pfanner

Deputy Director General
WIPO

32 chemin des Colombettes
1211 _Gen&éve 20

Your ref.: circular no. 2133
Subject: PCT questionnaire

Dear Mr. Pfanner,

Please find enclosed the replies from the SW
Patent Office to the questionnaire annexed to
the abovementioned circular of 1975-02-28.

The replies refer to the present situation but
it should be pointed out that proposals for
amendments of the patent law and decree have
been worked out in Nordic cooperation and work
is presently underway in formulating amendments
to the Patent Office regulations. All these
proposals for amendments aim at harmonization
between the Swedish law, decree and regulations
and the PCT articles and rules.

Yours sincerely

lﬂ’i;;;_;;orkizld K\///A::;<::T_____‘_-‘

Postadress
Box 5055
102 42

STOCKHOLM §

Gatvadress Telefon ‘qiro

Valhallavégen 136 C8-225540 284 -4

II.

Yes ) .
Diagnostic methods -and computer programs to
a certain extent.

Yes

The description and claims shall be in the
Swedish language.

The description must be sufficiently clear
to enable the invention to be carried out
by a person skilled in the art.

The application shall contain an explicit
statement of what is sought to be protected
by the patent. (i.e. claims).

Yes

Yes often but not always

No general answer can be given. However in
most cases a study of the description forms
the basis for determining what is the "main
invention".

The application has to be restricted to one
invention or a group of inventions covered
by a single inventive concept. However the
deleted invention(s) can form the basis for
a divisional application for which an applica-
tion fee has to be paid. This fee covers
generally speaking the costs of the search.

e

[

axauuy/J4 XaUuuy.
L/A/00L/10d
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a) Yes :
b) No ‘
Yes both a) and b)

Yes
Both

a) Yes
b) Yes

Not necessarily

Yes

The claims have to be:searched, but if they
are not representative of the invention this -
as understood from the description - must

also be searched.



PCT/TCO/V /7
Annex F/Annexe F

Annex F

Yes

a) The question is irreievant since the

: documents cited are not contzined in
any separate list but included in the
official action (search and examination
report).

b) Yes

c) Yes

If requested, copies are furnished by a
copying service which charges a fee to cover
its costs. . ' ‘

No

a) No
b) No
c) No
d) No

[Annex G follows/
1'Annexe G suit]



Fatent Gifice

APR 2 § 1375

Washanyton, D.C. 20231

Mr. Klaus Pfanner

Deputy Director General

World Intellectural Froperty
Organization

32 chemin des Colombettes

Geneva, Switzerland

Dear Mr. Pfanner:

Th%s is in response to the Annex to Circular No. 2133 Question-
naire on Current Scarch Practices.

I. As to procedural checks of requirements of an application
prior to searcn.

.

A. Subject matter

1. Yes

2. Plants produced asexually, methods for treating the
human body and diagnostic methods United States
patent classes 128 and 424, and computer programs
but not patentability per se.

B. Meaningful Search

1. Yes

1]
2. 35 USC 112 and 35 USC 113. (Similar to PCT
Articles 5, 6 and 7)

C. Unity of Invention
1. Yes
2. No
3. Not applicable

4. (a) No, not in the same applicdtion
(b) Yes

D. Title and Abstract

1. (&) Yes 37 CFR 1.72
(b) Yes

2 (a) Yes
(b) Yes

LS. BERPDTRIERT OF CORIPTIRCE

Address Only: COMMISSIONER OF PATENTS

<

Mr. Klaus Pfanner -2 -

2. (a) Title Yes but an abstract No
(b) Yes for both title and abstract

II. As to a search

A. Objection of the Search -

l. Yes

2. (a) Yes
(b) Yes

B. Field of Search

1. (a) Yes
(b) Yes

C. Orientation of the Search

1. Yes
2. Yes
3. Not applicable

Before answering the questions in Part III of this questionnaire
attention is directed to the fact that the U.S. Patent and Tracde-
mark Office does not issue a separate search report. We employ

a combination patentability report and reference cited sheet to
form an Office action. For the purpose of answering questions

.in Part III, the Office action is considered "to be 4ythe Search

report. N
<

IIT. As to the preparation of the search report N

A. Classification .

1. Only to the extent that the IPC is printed on
the patent.

2. U.S. patent classification system
B. Citations v
1. (a) Yes

(b) Yes
(c) Yes

9 @X’UUY/H Xauuy
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Mr. Pfanner -3 -

2. Yes, one copy of each cited document.

C. Fields Searched

1. No, but it is included in the printed patent and
in the application file. However, class and sub-
class of the cited documents is listed on the
reference ‘cited sheet of the Office action. Plans
are now being made to include the fields searched
in the Office action.

2. (a) No
(b) No
(c) No
(d) No

Note: Even though the specific answers to question 2 as worded
are No, the various kinds of documents and foreign patents are
classified according to class and subclass. These documents and
foreign patents are placed in the appropriate U.S. class and
subclass under the headings of literature and foreign patents
respectively. When the U.S. class and subclass is searched, the
literature and foreign patents are also searched. Accordingly,
for search purposes everything including the materials listed

in 2 would be searched in the U.S. classes and subclasses. The
language of the documents is not pertinent since we consider
documents in any language. The range of years is not pertinent
since any document in the subclass from the oldest available
date to the current date is considered.

.-It is hoped that these answers will provide the necessary insight

as to searching practices now being employed by ‘the U.S. Patent
and Trademark Office. If further information is required after
reviewing the above answers please feel free to contact me re-

~garding the same.

C. Marshall Dann
Commissioner of Patents
& Trademarks

z @bed
o aXauuy/o Xauuy
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INSTITUT

ELEPHONE:
906789

DRESSE TELEGRAPHIQUE:
BR.EVPATENT

ELEX N> 31651

DRESSE:
PATENTLAAN 2. RUSWUK (ZH.)
(PAYS-BAS)

JVV/MB.

INTERNATIONAL DES BRIVETS

Mr.K.PFANNER,

Deputy Director General,
World International Property
Organization;

32,Chemin des Colombettes,
1211-GENEVE 20-SWITZERLAND.

RUSWLIK (Z.H.), le 7.5.1975.

Re: QUESTIONNAIRE ON CURRENT SEARCH PRACTICES.

Dear Mr. Pfanner,

Please find annexed the I.I.B.'s reply to the questionnaire
enclosed with your circular C 2133 of february 28,1975.

We are of course prepared to supply any additional information

1

which you might need.

Yours sigsgre;y,

GENERAL REMARK.

The term "national applicﬁtions"should be understood
in our case as meaning "national applications from
the CH., FR.,NL.Offices, for which the search is
carried out by the I.I.B.".

/72¢Zf;4,<«<

J.A.H. Van Voorthuizen.
Dep. Technical-Director.

Searches relating to subject matter indicated in Rule
39(i) and (iii) to (vi)are in principle carried out
in as far as the existinﬁ documentation permits.
However in practice this is done only for a few

borderline cases.

=]
IB1. The national laws of CH.,FR.and NL.prescribe similar g o
requirements. e
~
g =)
Q
2. CH.: The description shall disclose the invention 8-8
® <
in such a manner that it can be carried out LN
m

by a person skilled in the art .(Art.50 CH.
Patent law 1954). t,

The claim(s) shall define the invgntion (Art.51) .
An integrating part of the descripéion is formed b
the drawings required for its understanding.
(Art.49). ' '

FR.: The claims define the scope of the grotection
sought. (Art.13 FR.Patent Law 1968).:

Drawings may if necessary complete the des-
cription. (Art.13).

NL.: The description shall be of such a nature,that
the invention can be understood and carried out
by a person skilled in the art. (Art.22B NL Patent
Law 1963).



[3usumoop np UuTJg]
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- I7I.
<
ESTION. . LY. .
QUES N REP QUESTION. : REPLY.
NL.: The claims shall define the matter for which
exclusive rights are sought. (Art.22A). IIT A 1. The I.I.B. does not classify national applicationg.

4 by 4 However, patent documents to be entered into the
The description shall be accompanie rawings

. P P y crawands search files are classified for the greater part
if necessary. (Art.22B). . :
according to the I.P.C.

IC1. Yes,but objections of non-unity are only raised in the
search-report if the scope of the search is affected, 2. The I.I.B. is in the process of going over from the
i.e. if the search would have to be extended to cover ) ' 0ld I.I.B./0.R. internal classification scheme (IdT)
the non-unitary subject matter. - . to the I.P.C. scheme.
2. Yes.
IIT B la. No.
3. The invention first mentioned in the claims.
. 1b. Yes.
4. The search is completed for the other inventions at . g
the request of the national office concerned and on lc. Yes. e
. % Q
t dditional fee. . . :
payment of an addition 2. Copies of the documents cited are furnished auto-v.EE;
' matically. 2yg
I D la. Yes. o a9
o<
N XN
1b. FR:Yes; CH.,NL.:No. : IIL C 1. No. ®
=]
2. No. - 2a. No. The searches for all national applications
' 2b. No. are performed accordinag to the same guidelines
s . . [ .
II A 1. Yes, in principle but within economical and practical 2c. No. and in the documentation at the disposal of
limits. . 24. No. the I.I.B.. ¢
2a. Yes.
2b. Yes.
B I o o R ST
II B la. Yes. !
1b. Yes. .
End of Anne
II C 1. Yes. [ xes]
2. Yes. X .
. [End of Document]
. 3. -———





