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Introduction

1. Since the international search under the PCT will be carried out by several
International Searching Authorities, "the maximum degree of uniformity in their
documentation and working methods and the maximum degree of uniformly high quality

in their [search] reports" (Article 56(3) (ii) PCT) is needed in order to ensure

a successful implementation of such a decentralized system of international search.
The Treaty itself and the Regulations thereunder contain a number of provisions

aimed at achieving that uniformity of search and search results and the Administrative
Instructions will add some more. Moreover, the provision referred to above entrusts
the Committee for Technical Cooperation to be established under Article 56, among
other things, with the task of contributing to the securing of the said uniformity,
this mainly, since the provisions contained in the Treaty and the Regulations were
not considered to be sufficient for that purpose.

2. It was, of course, neither possible nor desirable for the Treaty or the legal
texts established under it to go into the details of the organization of documentation,
working methods of the searcher and other details of search practice

3. For that purpose, the Committee for Technical Cooperation under Article 56
PCT will eventually have to establish guidelines for searching under the PCT.
Since such guidelines should be available from the beginning of the actual imple-
mentation of the PCT, a draft should be prepared by the PCT Interim Committee

for Technical Cooperation (hereinafter referred to as "the Interim Committee")
which would require, hopefully, only formal discussion and approval. Such a
draft should greatly facilitate the preparatlonsof the prospective International
Searching Authorities for their task.
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EPO Guidelines for Searches .ja

4, The Interim Committee's attention is drawn to a document recently issued in
the framework of the Interim Committee of the European Patent Organization (EPO), the
"Draft Guidelines for the Searches to be carried out under the European Patent:
Convention" of July 8, 1975 (hereinafter referred to as "EPO Guidelines"). This
document, which has been prepared by Working Party II of the EPO Interim Committee
and copy of which is annexed to this document, has now been submitted to all
delegations on the said EPO Committee and to the observer organizations for comments.
WIPO, as one of the observer organizations, has also been invited to present its
comments. On the basis of the comments received, it is intended to establish a

final version of the EPO Guidelines early next year.

5. The EPO Guidelines contain a very detailed description of the practice to
be followed for the search procedure relating to European patent applications.
Since the future European Patent Office is to be considered as a prospective
International Searching Authority under the PCT, an effort has been made both in
elaborating the European Patent Convention (EPC) and the legal texts thereunder,
and in preparing the EPO Guidelines to ensure that the requirements of the PCT
and the future EPO procedure with respect to search and search report are
identical or at least compatible. This has been achieved thanks in part to the
active cooperation of the International Bureau of WIPO to a very large extent.
The EPO Guidelines also contain references to the relevant provisions of the PCT.

6. For these reasons, it is suggested to use the present draft of the EPO
Guidelines as a basis for elaborating the PCT Guidelines to the widest extent
possible.

7. In order to facilitate an appropriate decision of the Interim Committee at
its forthcoming session and the work of the International Bureau, both with respect
to the observations it is called upon to present on the EPO Guidelines and with
respect to the elaboration of draft PCT Guidelines, observations, if any, on the
use for PCT purposes of the attached EPC Guidelines would be appreciated. Such
observations, which are particularly expected from prospective PCT Searching
Authorities outside the framework of the EPO, could, if they reach the Inter-
national Bureau by October 15, be used for the purpose of the observations

referred to above on the EPO Guidelines and be distributed to the Interim Committee
at its next session,.

Differences between the EPC and PCT to be taken into account
in connection with the Guidelines

8. The EPO Guidelines in their version attached to this document are in al-
most every respect fully compatible with the PCT. Nevertheless, in some cases,
legal differences exist between the PCT and the EPC, and they would, in any case,
require different solutions. In order to facilitate the preparation of

further discussions of this question, the International Bureau attempts, in the
following part of this document, to enumerate such differences, provided they are
not only of minor importance or of mere drafting nature.

Objective of the Search

9. According to the EPO Guidelines, Chapter III, page 9, item 1,1, the search
examiners in the EPO are, under certain circumstances, called upon to form
provisional opinions for the purpose of assessing novelty and inventive step.
Since the PCT makes no such provision, the PCT Guidelines should exclude this
possibility.

Procedure Prior to Searching

10, The EPO Guidelines, Chapter IV, page 26, item 1.3, provide that in a situation
where documents cited in a patent application are not accessible to the EPO Search
Division, the Search Division will postpone the search and request the applicant

to provide a copy of the document. Such procedure is not available under the PCT.
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Search Strategy

11. The EPO Guidelines, Chapter 1V, page 32, item 2.8, leave a certain flexibility
to the individual search examiner. For example, the search examiner can end the .
search when documents have been discovered which indicate a clear lack of novelty,

or when a reasonable chance of finding relevant documents is no longer proportional
to the effort required.

Unity of Invention

12, Under the search system of the EPC as reflected in the EPO Guidelines,
Chapter VII, page 48, item 2, several EPO search reports are established in the
case of lack of unity of invention. Under Rule 43,7 of the PCT, only a single
search report is issued in such case.

Amendments

13. The EPO Guidelines, Chapter X-Y, page 59, item Y.1l, permit the applicant
to amend the description, drawings and claims after receipt of the EPO search
yreport., Under Article 19(1) of the PCT, the applicant can, at that stage, only
amend the claims, but may make a statement indicating the possible impact of the
amendments on the description and the drawings.

14, The Interim Committee is invited to
make suggestions as to the elaboration of

draft PCT Guidelines on Search and on possible
comments by WIPO to EPO on the draft EPO Search
Guidelines,.

[Annex follows]
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FOR THE SEARCHES TO BE CARRIED OUT

UNDER THE EUROPEAN PATENT CONVENTION

Cover Note

The enclosed draft Guidelines for the searches to be carried out
under the European Patent Convention, which have been prepared by
Working Party II, are being distributed to all the delegations on
the Interim Committee and to the observer organisations for
consultation. Chapters on search documentation and on the search
report will be added to these draft Guidelines at a later stage.

The draft Guidelines for substantive examination have already
been submitted to the same delegations and organisations under
reference CI/UL4/75. The draft Guidelines for formalities examination
will follow shortly, and the draft Guidelines for opposition later
this year.

The delegations and observer organisations are requested, in
order to enable Working Party II to give due consideration to their
comments on the enclosed draft, to submit these comments in writing
to the Secretariat by:

(a) 1 October 1975, in the case of the delegations on the Interim
Committee;

(b) 1 November 1975, in all three languages of the Interim Committee,
in the case of the observer organisations.

The subsequent procedure in respect of the enclosed draft will be
the same as that announced in respect of the draft Guidelines for
substantive examination.
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CHAPTER I

INTRODUCTION

‘1. These Guidelines were elaborated by Working
Party II of the Interim Committee during
its 1974 and 1975 sessions, in consultation
with and with agreement from Working
Party III as regards matters of common
interest. They were then accepted (...with
minor amendments...) by the Interim
Committee in its meeting of ......

2. The President of the European Patent Office
in his decision of ....... has adopted
these Guidelines (... with minor amendments
...) as internal administrative instructions
and guidance for the public in accordance
with Article 10, paragraph 2(a) of the Convention.

3. These Guidelines constitute elaborations
and clarifications of the provisions of the
Convention and its Implementing Regulations,
and the relevant Articles and Rules are
indicated in the margin. Similarly
Guidelines were also elaborated for the
formalities examination, the substantive
examination and the opposition procedure;
where appropriate, references to these other
Guidelines have been placed in the margin.
(These References are to be added later).

4. In order to ensure uniform practice the
Search Divisions are bound to adhere to
these Guidelines to the extent that they
are not amended or revoked by the President,
in particular as a consequence of decisions
of the European Patent Office, or overruled
by the Enlarged Board of Appeal.

Nevertheless, the application of the
Guidelines to, and the interpretation
thereof in respect of, individual European
patent applications is the responsibility
of the Search Divisions, and it may be
necessary for search examiners to depart
from the general instructions given here
in exceptional cases.
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5. These Guidelines were drafted for, and
apply to, European searches, i.e. searches
performed by the European Patent Office for
European applications. In addition to
these searches the Search Dig;sions of the'-
European Patent Office will be called upon
to carry out other types of searches (see
III, 4). It is intended that these Guidelines
should apply to these other types of searches
to the largest extent possible, and any
deviations from these Guidelines applying
to these other searches will be indicated
where appropriate and will be summarised in
III, 4.4,

6. Special mention is made of international
(PCT) searches carried out by the European
Patent Office acting as an International
Searching Authority under the Patent
Cooperation Treaty. Since the requirements
of that Treaty and the European Patent
Convention with respect to the search and
search report are to a very large extent
identical or at least compatible, when
elaborating these Guidelines the opportu-
nity was taken to make them applicable also
to PCT searches to the largest extent
possible. References to the relevant
Articles and Rules of the PCT are included
in these Guidelines in the appropriate
places.

7. The Search Divisions of the European Patent

Office will take over the task of the
International Patent Institute (IIB) with
respect to the searching of national
applications of its Member States. These
Guidelines are not necessarily fully
applicable to these national searches, nor
are the ways in which these searches differ
from European searches specifically pointed
out. Nevertheless it is to be

Prat. Centr. expected that at least for those Member

I(1)(b) States of the IIB which are also party to
the EPC, these national searches will to a
large extent be identical with, or com-
patible with, European searches.

Art. 17 8. European searches will be carried out in
the Search Divisions of the Search Service
in the branch at The Hague and in the sub-

Prot. Centr. office thereof in Berlin, and may also be
I(1), 1(3) entrusted to the central industrial property
w(2), v offices of certain Contracting States.

Searches in documents in languages other
than the official languages of the European
Patent Office may be carried out in the
sub-office in Rome or may also be entrusted
to certain national patent offices. These
Search Guidelines apply to the European

searches carried out in all these places.
VAR
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Art. 17, 18 1. The procedure through which a European

patent application proceeds from the filing
of the application to the granting of a
patent (or the refusal thereof) comprises
two clearly separated basic stages, i.e.
the search and the substantive examination.

2. The objective of the search is to discover
the prior'art which is relevant for the
purpose of determining whether, and if so
to what extent, the invention to which the
application relates is new and involves an
Rule 44(1) inventive step, (PCT Art. 15(2), Rule 33.1(a)).

3. The search is essentially a documentary
search in a document collection that is
systematically arranged (or otherwise
systematically accessible) according to the
subject-matter contents of the documents.
These are primarily patent documents of
various countries, supplemented by a number
of articles from periodicals and other non-
patent literature.

4, A search report will be prepared con-
taining the results of the search, in
Art. 17, 92 particular by identifying the documents
Rule 44(1) constituting the relevant prior art (PCT
Art. 16(1), Rule 43.5).

Art. 92(2), 93 5. The search report serves to provide
information on the relevant prior art to
the applicant, to the public and to the
Examining Divisions of the European Patent
Office (PCT Art. 18(2), Art. 21(3),

Art. 33(6), Rule 62.1(b)).

6. Since the search will be carried out and
the search report will be prepared mainly
by the Search Divisions in the branch of
the European Patent Office in The Hague,
and the examination will be carried out
mainly by the Examining Divisions of the
European Patent Office in Munich, the
separation of the two steps is geographical
as well as procedural.

VAN
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7. There are not facilitie&-fgr systematic

searching by the Examining Divisions, other
than for conflicting European applications
(see V, 4). The Examining Divisions are,
therefore, dependent on the work of the
Search Divisions for their knowledge of the
state of the art on which assessments of
the patentability.of the invention will be
based. The search must, therefore, be as
complete and effective as possible, within
the limitations necessarily imposed by
economic considerations (see III, 2).

In order to be able to inform the Examining
Division of the documents necessary to
decide on patentability, the search
examiner must be familiar with the basic
requirements of examination, especially
with respect to novelty, inventive step,
unity of invention, and subjects excluded
from patentability either specifically or
because of lack of industrial applicability
(see Chapters V to VIII). On the other
hand, a certain amount of feed-back to the
Search Division of the consequences of the
search, in particular the actions taken by
the applicant and the Examining Division as
a result of the search report, is necessary
in order to obtain searches well adapted to
the needs of the examination.

The unit responsible for carrying out the
search and drawing up the search report for
an application is a Search Division, which
consists normally of one search examiner.
In exceptional cases, where the invention
is of a nature requiring searching in
widely dispersed specialised fields, a
special Search Division consisting of two,
or possibly three, examiners may be formed.

ol
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CHARACTERISTICS OF THE SEARCHq. e

T9
P

1. The objective of the seanrch

1.1 As stated in II, 2, the objective

of the search is to discover relevant prior
art for the purpose of assessing novelty and
inventive step. .Decisions on novelty and
inventive step are the province of the
Examinipng Divisions. However, in many instances
provisional opinions on these issues muét be
formed by the Search Division in order to
enable an effective search to be carried out.
Such provisional opinions will be subject to
review by the Examining Division at the
examination stage.

1.2 Examples are to be found in paragraphs
III, 3.9 - Search for subject-matter of
dependent claims, III, 2.5 to 2.7 - Search
in analogous art, IV, 2.8 - Stopping search
when only trivial matter remains, VII, 9 -
Lack of unity a posteriori.

1.3 Occasionally the Search Division will

have to form provisional opinions on matters

of substantive examination other than novelty

or inventive step, in order to be able to
proceed with the search or to decide to restrict
the search; here again these opinions are
subject to review by the Examining Division.

1.4 Examples are to be found in Chapter VII -
Unity of invention and Chapter VIII - Subject-
matter excluded from patentability and
obscurities etc. preventing a meaningful
search.

Scope 04 the seanch

2.1 The European search is essentially a
thorough, high quality, all-embracing search.
Nevertheless, it must be realised thet in a
search of this kind, 100% completeness cannot
always be obtained, because of such factors
as the inevitable imperfections of any
classification system and its implementation,
and may not be economically justified if the
cost is to be kept within reasonable bounds.
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The examiner should therefore organise his
search effort and utilise his search time_in.
such a manner as to reduce &0 & minimum {:he '
possibility of failing tg discover existing
highly relevant prior art, such as complete
anticipations for any claims. For less
relevant prior art, which often exists with a
fair amount of redundancy amongst the documents
in the search collection, a lower retrieval
ratio can be accepted.

2.2 The PCT stipulates in Article 15,
paragraph ﬂ, that the International Searching
Authority performing the search shall endeavour
to discover as much of the relevant prior art
as its facilities permit, and shall, in any
case, consult the documentation specified in
the PCT Regulations. Since the European
Patent Office is expected to become an
International Searching Authority (PCT,
Article 16, paragraph 1, specifically refers
to this possibility), and it is clearly
desirable for European and international
searches to be fully compatible, the above
definition of the scope of the search should
be regarded as also applicable to the

European searches.

2.3 This implies first of all that the
Search Division in searching an application
will, in principle, consult all documents in
the relevant classification units of the
search files, irrespective of their language
or age, or of the type of document.
Nevertheless the search examiner should for
reasons of economy exercise his judgment,
based on his knowledge of the technology in
question and of the documentation involved,
to omit sections in which the likelihood of
finding any documents relevant to the

search is negligible, for example documents
falling within a period preceding the time
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)
when the area of techrfology in question

began to develop. Similarly he need only
consult one member of a patent family
unless he has good reason to suppose that,
in a particular case, there are relevant
substantial differences in the content of
different members of the same family.

2.4 The question whether certain categories
of documénts that are of special relevance

to the European patent system, and that do
not form part of the PCT minimum documentation,
such as patent documents of the Scandinavian
countries, if included in the search files,
will have to be consulted for international
searches performed by the Search Service

of the EPO, and conversely: whether certain
categories of documents that are of special
relevance to the PCT, e.g. patent documents of
certain countries not contracting to the
European patent system, will have to be
consulted for European searches, is left

open until the matter of the extent of the
search documentation of the Search Service

of the EPO has been dealt with.

2.5 The search shall be carried out on the
basis of the search files which may contain
material pertinent to the invention

(PCT, Rule 33.2(a)). It should first cover
all directly relevant technical fields, and
may then have to be extended to analagous
fields (PCT Rule 33.2 (b)), but the need

for this must be judged by the examiner in
each individual case, taking into account

the outcome of the search in the initial
fields.

2.6 The question of which arts are, in any
given case, to be regarded as analogous

shall be considered in the light of what
appears to be the necessary essential function
or use of the invention and not only the
specific functions expressly indicated in

the application (PCT Rule 33.2 (c)).
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2.7 The decision to extend the search to
fields not mentioned in the application
must be left to the judgmenxaofhthe search-
examiner, who should not But himself in the
place of the inventor and try to imagine
all the kinds of applications of the
invention possible. The over-riding
principle in determining the extension of
the search in analogous fields should be
whether it is probable that a reasonable
objection that there is lack of inventive
step could be established on the basis of
what is likely to be found by the search in
these fields.

The subject 0§ the seanrch

3.1 The search should be directed to the
invention defined by the claims, as
interpreted with due regard to the
description and drawings (if any), since
this determines the extent of the protection
which will be conferred by the European
patent if granted (PCT Article 15,

paragraph 3, Rule 33.3(2)).

3.2 This implies that in the search
special emphasis should be directed to the
inventive concept underlying the invention
to which the claims are directed (PCT Rule
33.3(a)). Consequently the search should on
the one hand not be restricted to the
literal wording of the claims, but on the
other hand should not be broadened to
include everything that might be derived by
a person skilled in the art from a
consideration of the description and
drawings.

3.3 As a consequence the search should
usually embrace also subject-matter that is
generally recognised as equivalent to that
which is specified in the claims. This
applies to the claimed subject-matter as a
whole, and also to its individual features
(PCT Rule 33.2(d)). For example, if the
claim specifies a cable clamp having a
certain construction, the search should
embrace pipe and similar clamps likely to
have the specified construction. Likewise,
if the claim is directed to an article
consisting of several parts which are
defined by their function and/or structure,
and the claim stipulates that certain parts
are welded together, the search should also
embrace alternative methods of connecting
such as glueing or riveting, unless it is
clear that welding possesses particular

advantages required for the invention.
AN
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3.4 Since the applicant may not amend the
claims before receiving the search report,
the search will be directed to the claims
as originally filed in the European
application. Therefore, if the European
application deriyes from an earlier
international (PCT) application or national
application, but has claims that are
differept from those of that earlier
application (e.g. as a consequence of an
international or national search report),
the claims as filed in the European
application form the basis of the European

search (see III, 4.3).

3.5 Claims that are deemed to have been
abandoned for non-payment of fees must be
excluded from the search.

3.6 In principle, and in so far as
possible and reasonable, the search should
cover the entire subject-matter to which
the claims are directed or to which they
might reasonably be expected to be directed
after they have been amended (PCT Rule
33.3(b)). For example, where an application
relating to an electric circuit contains
one or more claims only directed to the
function and manner of operation, and the
description and drawings include an example
with a detailed non-trivial transitor
circuit, the search must necessarily
include this circuit. Nevertheless,
reasons of economy may make certain
restrictions necessary, for example when
there is a broad claim and many examples
and it is not possible to foresee which
will be the subject of amended claims.

3.7 No special search effort need be made
for searching unduly wide or speculative
claims, beyond the extent to which they are
supported by the description. For example
if in an application relating to and
describing in detail an automatic telephone
exchange, the claims are directed to an
automatic communication switching centre,
the search should not be extended to
automatic telegraph exchanges, data
switching centres etc., merely because of
the broad wording of the claim. Likewise,
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if a claim is directed to a process for
manufacturing an "impedance element" but
the description and drawings relate only to
the manufacture of a resistor element, and
give no indication as to how other types of
impedance element could be manufactured by
the process of the invention, extension of
the search to embrace, say, manufacture of
capacitors, would not normally be justified.

3.8 The search carried out in the classi-
fication units of the search files to be
consulted for the main claim(s) must
include all dependent claims. Dependent
claims should be interpreted as being
restricted by all features of the claim(s)
Rule 29(4) from which they depend; therefore, where
. the subject-matter of the main claim is
novel, that of the dependent claims will
also be novel. When the patentability of
the main claim is not questioned as a
result of the search, there is no need to
make a further search in respect of the
subject-matter of the dependent claims as
such. For example, in an application
relating to cathode ray oscilloscope tubes,
in which the main claim is directed to
specific means along the edge of the front
of the tube for illuminating the screen,
and a dependent claim is directed to a
specific connection between the front and
the main part of the tube, the search
examiner should, in the search files he
consults for searching the illumination
means, also search for the connecting means
whether in combination with the illumination
means or not. When after this search the
patentability of the illuminating means is
not questioned, the examiner should not
extend his search for the connecting means
to further search files specifically
provided for these connections.

el ol
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3.9 However, where thsjpaﬁgﬁtébility of
the main claim is questioned, it may be
necessary for assessing inventive step of a
dependent claim to establish whether the
features of the dependent claim as such are
novel by searching one or more additional
classification units. No such special
search should be.made for features that are
trivial or generally known in the art.
When the dependent claim adds a further
feature (rather than providing more detail’
of an element figuring already in the main
claim), the dependent claim in effect
constitutes a combination claim and should
be dealt with accordingly (see III, 3.10).

3.10 For claims characterised by a
combination of elements (e.g. A, B and C)
the search should be directed towards the
combination; however, when searching
classification units for this purpose, sub-
combinations, including the. elements
individually (e.g. AB, AC, BC and also A,

B and C separately) should be searched in
those units at the same time. A search in
additional classification units either for
subcombinations or for individual elements
of the combination should only be performed
if this is still necessary for establishing
the novelty of the element in order to
assess the inventive step of the combination.

3.11 When the application contains claims
of different categories, these must be
included in the search, and even when the
application contains only claims of one
category, it may be desirable to include
other categories in the search. For
example, generally, i.e. except when the
application contains indications to the
contrary, one may assume that in a claim
directed to a chemical process, the
starting products form part of the state of
the art and need not be searched; the
intermediate products will only be searched
when they form the subject of one or more
claims; but the final products will always
have to be searched, except when they are
evidently known.

RV
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3.12 The examiner shgﬁld, in general,
exclude from his search subjects for which

no meaningful search can be made; this may
result from certain subjects being excluded
from patentability, or from the application
being obscure (seg Chapter VIII).

3.13 Also, when the claims of the
application do not relate to one invention
only, nor to a group of inventions so

linked as to form a single general

inventive concept, the search will normally
be restricted to the invention, or so

linked group of inventions, first mentioned
in the claims (see Chapter VII). Restriction
of the search for the above reasons will be
notified to the applicant in a communication
separate from the search report.

3,14 In certain circumstances it may be
desirable to extend the subject-matter of
the search to include the "technological
background" of the invention (see IV, 2.4).
This would include:

- the preamble to the first claim, i.e. the
part preceding the expression "characterised
by";

- the prior state of the art which is
deemed to be known in the introduction of
the description of the application but
not identified by specific citations;

- the generai technological background of
the invention (often called "general
state of the art").

Types 04 seanrches

4.1 European searches

The task of .the Search Service is of course
primarily to carry out searches and draw up
search reports in relation to European
patent applications. In addition to these

usual searches, the Search Divisions of the
European Patent Office may be called upon

to perform various other types of searches,
which are listed in the following paragraphs.
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4,2 Additional European searches
At the examination stage of a European appli-
cation for patent an additional search may be

necessary. The Examining Divisions are not

equipped for thislpp?pége ‘othér than for

completion of the search for conflicting

applications (see V, 4); all such

search work will invariably be referred back

to the Search Division, which should

promptly carry out this search. The

reasons for such an additional search may

be for example:

a. amendment of claims so that they embrace
matter not covered by the original search;

b. ciarification of obscurities, etc. that
resulted in an incomplete search under
Rule 45 (see VIII, 5);

c¢c. reversal of a provisional opinion of the
Search Division with respect to novelty
(Chapter V), lack of inventive step
(Chapter VI), unity of invention (Chapter
VII), or exclusions from patentability
(Chapter VIII);

d. limitations or imperfections in the initial
search.

The Examining Division réquesting such an

additional search will precisely indicate the

reason for the request and the subject-matter

to be searched. The Search Division will

communicate an account of the additional

search performed containing the results

obtained, to the Examining Division; this

account is not sent to the applicant nor is

it published by the Search Division, since any

necessary communication resulting from it

will be the responsibility of the Examining

Division.

4.3 Supplementary European searches

An international (PCT) appiication, for which
the European Patent Office acts as designated
Office or elected Office shall be deemed to
be a European patent application. Where

an international (PCT) search report is already
available this will take the place of the
European search report. In those cases the
Search Division will draw up a supplementary
European search report. However, the
Administrative Council may decide under what
conditions and to what extent the supplementary

European search report is to be dispensed
with. Details about the supplementary
search and the supplementary search report

PN AP
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are to be elaborated later. It should be
noted that in case of confl%pt-the

provisions of the PCT pre¥ail over those of
the EPC.

4.y International (PCT) searches

When the European Patent Office acts as an
International (PCT) Searching Authority in
accordance with Article 154 (PCT Article 16,
paragraph 1) it is anticipated that the
international searches it performs and the

Art. 154 international search reports it draws up,
will be identical with, or very similar to,
European searches arid search reports. (A
list of differences will be included here later.)

4.5 International-type searches
Under the PCT, the European Patent Office, as
an International Searching Authority, may be

entrusted to carry out "international-type
searches" for national patent applications
(PCT Article 15, paragraph 5). These
searches are by definition similar to
international searches, and the same
considerations will apply.

CHAPTER IV

SEARCH PROCEDURE AND STRATEGY

1. Procedure prion to searchding

1.1 When taking up an application to be
searched, the search examiner should first
consider the application in order to
determine the subject of the claimed
invention taking account of the guidance
given in III, 3. For this purpose he should
make a critical analysis of the claims in

the light of the description and drawings.
Although he need not study all details of the
description and drawings, he should consider
these sufficiently to identify the problem
underlying the invention, the insight leading
to its solution, the means essential to the
solution as particularly reflected in the
technical features thereof found in the claims,
and the results and effects obtained.
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1.2 If the search euéﬁ%ner notices any
formal shortcomings which have been over-
looked by the Receiving Section, he should
call these to the attention of the Receiving
Section (or of the Examining Division in

the case of an additional search requested
by that Division), which will take approp-
riate action. Similarly, if he notes matter
contrary to "ordre pubfic" or morality or
disparaging statements which ought to be .
omitted from the application as published,
he should notify the Receiving Section.

1.3 Documents cited in the application under
consideration should be examined if they are
cited as the starting point of the invention,
or as showing the state of the art, or as
alternative solutions to the problem concerned,
or when they are necessary for a correct
understanding of the application; however, when
such citations clearly relate only to details
not directly relevant to ﬁhe claimed invention,
they may be disregarded. If the application
cites a document that is not published or other-
wise not accessible to the Search Division,

and the document appears essential to a correct
understanding of the invention to the extent
that a meaningful search would not be possible
without knowledge of the content of that docu-
ment, the Search Division should postpone the
search and request the applicant to provide
first a copy of the document.

1.4 The examiner should then consider the
abstract in relation to the requirements laid
down in the Implementing Regulations (see
Chapter XI). Since the abstract should relate
to the application as filed, the examiner
should consider it and determine its definitive
content before carrying out the search, in
order to avoid being inadvertently

influenced by the results of the search.
However, if there are initial obscurities,
which are cleared away in the course of the
search, he may have to return to the

abstract after the search is completed.

vedlenn
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1.5 The examiner wiligth&n vlassify the
application accordingrfo the International
Patent Classification, and apply all
classification symbols required by the
rules of that classification, as regards
the claimed invention as well as regards
the "supplementary" and "complementary"
information as defined in the Guide to the
second edition of the International
Classification. The examiner should
classify the application before carrying
out the search, with possible review after
the.search, for the same reasons as given
in IV, 1.4 with respect to the abstract.

Seanch strategy

2.1 Having determined the subject of the
invention as outlined in IV, 1.1, it may be
desirable for the examiner to prepare first
a written search statement, defining the
subject of his search as precisely as
possible. In many instances one or more of
the claims may themselves serve this
purpose, but they may have to be generalised
in order to cover all aspects and embodi-
ments of the invention. At this time the
considerations relating to subjects
excluded from patentability (see

Chapter VIII), and lack of unity (see VII,
1) should be borne in mind. The examiner
may also have to restrict the subject of
the search because of obscurities (see
VIII, 5); but he should not do this if it
can be avoided and he should subsequently
adjust his search if such obscurities are
cleared away during the search. Any
restrictions of the search on these grounds
should be called to the attention of the
applicant in a separate communication
additional to (or taking the place of) the
search report.

2.2 Next the examiner should select the units
of the classification (or other sections of the
documentation) to be consulted for the search,
both in all directly relevant fields and in
analagous fields. The selection of
classification units in related fields

should be limited to:

ool o
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(i) higher subdivi%ions allowing searching by
abstraction (generalisation) inasmuch as
this is justified from a technical view-

point, and

ii) parallel subdivisions, bearing in mind the
fact that the fields in question will become
increasingly unrelated.

2.3 ' Often various search strategies are
possible, and the examiner should exercise
his. judgment based on his experience and
knowledge of the search files, to select
the search strategy most appropriate to the
case in hand, and establish the order in
which various classification units are to
be consulted ‘accordingly. He should give
precedence to the units in which' the
probability of finding documents is
highest. Usually the main technical field
of the application will be given precedence,
starting with the classification units most
relevant to the specific example(s) of the
claimed invention.

2.4 The examiner should then carry out the
search, directing his attention primarily to
novelty, but also at the same time paying
attention to any prior art likely to have a
bearing on inventive step. He should also
note any documents that may be of importance
for other reasons, such as conflicting appli-
cations (see V, 4), or documents putting doubt
upon the validity of any priority claimed,
contributing to a better or more correct
understanding of the claimed invention, or
illustrating the technological background; but
he should not spend time in searching for these
documents, nor in the consideration of such
matters unless there is a special reason for
doing so in a particular case.

2.5 The examiner should concentrate his search
efforts on the classification units in which

the probability of finding highly relevant
documents is greatest, and in considering
whether to extend the search to other areas

he should always take account of the search
results already obtained.

YA
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2.6 The examiner should.ponéinuously
evaluate the results of ﬁis search, and if
necessary reformulate the subjects of the
search accordingly. The selection of the
classification units to be searched or the
order of searching them may also require
alteration during the search as a consequence
of intermediate results obtained. The
examiner should also use his judgment,
taking into account results obtained, in
deciding at any time during or after the
systematic search, whether he should
approach the search documentation in some
different manner, e.g. by consulting
documents cited in the description of
documents produced by the search or in a
list of references of such documents, or
whether he should turn to documentation
outside that which is available to the
Search Divisions in the search files.

2.7 If no documents of a more relevant
nature for assessing novelty and inventive
step are available, the examiner should
consider citing any documents relevant to
the "technological background" of the
invention (see III, 3.14), which he may
have noted during the search. Generally
speaking no special search effort will be
undertaken for this purpose; however, the
examiner may exercise his discretion here
in special cases. In exceptional cases a
search may be completed without any
relevant document having been found.

2.8 Reasons of economy dictate that the
search examiner uses his judgment to end
his search when the probability of
discovering further relevant prior art
becomes very low in relation to the effort
needed. The search may also be stopped
when documents have been found clearly
demonstrating lack of novelty or inventive
step in the entire subject-matter of the
claimed invention and its elaborations in
the description, apart from features which
are trivial or common general knowledge in
the field under examination. The search
for conflicting applications should,
however, always be completed to the extent
that these are present in the search files.

AR
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3. Procedure after searching® -

3.1 After completion of the search, the
examiner should select from the documents
retrieved, the ones to be cited in the
report. These should always include the
most relevant documents (which will be
specially characterised in the report, PCT
Rule 43.5(c)). Less relevant documents
should only be cited when they concern
aspects of details of the claimed invention
not found in the documents already selected
for citation. In cases of doubt or
borderline cases in relation to novelty or
inventive step, the search examiner should
cite rather more readily in order to give
the Examining Division the opportunity to
consider the matter more fully.

3.2 To avoid increasing costs unnecessarily,
the examiner should not cite more documents
than is necessary, and therefore when there
are several documents of equal relevance

the search report should not normally cite
more than one of them. Where more than one
member of the same patent family is present
in a search file, the search need not
discover all of them nor need the search
report cite all of them. In selecting from
these documents for citation, the examiner
should pay regard to language convenience,
and preferably cite (or at least note)
documents in the language of the application.
(This is in accordance with a decision

taken by IC/PCT/TCO at its November 1974
meeting. Further details still to be
elaborated).

3.3 Finally the examiner should prepare
the search report, and where necessary, the
internal search note (see Chapter X).

3.4 It may happen occasionally, that
after completion of a search report, the
Search Division discovers further relevant
documents (e.g. in a later search for a
related application). These should be
added to the search report up to the time
that preparations for its publication are
completed. Thereafter, such later
discovered documents should be brought to
the notice of the Examining Division by
means of an internal communication (compare
IITI, 4.2).
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THE STATE OF THE ART

1. Prior arnt generally e T -
®
1.1 "An invention shafl be considened
Art. 54(1) to be new 4§ it does not form parnt of zthe

state of the arnt" (PCT Art. 33, paragraph 2).

1.2 "The state of the ant shall be hekd
to comprise everything made available %o
the public by means of a written or onral
descniption, by use, orn in any other way,
before the date of §iling of the European

Art. 54(2) patent application" (PCT Rule 33.1(a) and
(b)). '

1.3 It is to be noted that there is no
restriction whatever with respect to the
geographical place where, or the language
or manner in which, the relevant infor-
mation was made available to the public;
also no age limit is stipulated with
respect to documents containing this
information.

2. Novelty

2.1 In considering novelty, the documents
constituting the state of the art should be
considered separately; consequently it is
not permissible to combine or mosaic
separate documents together.

2.2 A document takes away the novelty of
any claimed subject-matter derivable
directly and unambiguously from that
document when considered in the light of
common general knowledge, including any
features implicit to a person skilled in
the art in what is explicitly contained in
the document, e.g. a disclosure of the use
of rubber takes away the novelty of the use
of an elastic material.

2.3 A prior document should be construed
only in the light of knowledge available at
the time the document was published, and
excluding any knowledge subsequently
discovered.

2.4  In considering novelty it should be
borne in mind that a generic disclosure
does not usually take away the novelty of
any specific example falling within the
terms of that disclosure, but that a
specific disclosure does take away the
novelty of any generic claim embracing that
disclosure. The subject of novelty is more
fully considered in Chapter IV, Section 7,
of the Guidelines for substantive examina-

tion.
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Prion ant, - onal disclgsure ete. .= ..
\-a - -

L4
3.1 The PCT according to its Rule 33.1(a)
and (b) recognises oral disclosure, hse,
exhibition, etc., as prior art only when
this is substantiated by a written
disclosure, which may have been published
after the filing date of the application
under consideration. Although the EPC does
not contain a similar provision, the same
practice should be followed for the
European search. The cases in which the
search examiner knows of an oral disclosure,
etc., without a written confirmation will
be very rare; and in those cases he could
mention the earlier oral disclosure only in
the internal search note.

Prior ant, - condlicting applications

4,1  Additionally, but only for the
purpose of determining novelty, the state
of the art is considered to comprise the
content of European applications as filed,
of which the dates of filing are prior to
the filing date of the application under
consideration, and which were published as
European applications on or after that date
(herein referred to as conflicting
applications). This provision will,
however, only be applied in so far as a
Contracting State designated in the latter
application was also designated in respect
of the earlier application as published
(PCT Rule 33.1(c)).

4.2 The prior art also includes as con-

- flicting applications international (PCT)

applications whose dates fall within the
"intervention period", designating, for the
purpose of obtaining a European patent, a
European State which is a contracting party
to both the PCT and the EPC systems, and
which is also designated in the European
application under consideration.

4,3 Since the Search Division will not
verify the justification of the claimed
priority dates, there may be uncertainty as
regards which of the two applications is
the earlier one. Therefore the search for
conflicting applications should be extended
so as to cover all published applications
filed up to one year after the filing date
of the application under consideration.

ol
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by For published conflicting applications
the "whole contents" approach_is to be .~
applied, i.e. conflict i&fgonstikutéd not
merely by the contents of the claims, but
by the whole disclosure, i.e. description,
drawings (if any) and claims (but not the
abstract) of the published earlier
application; however, subject-matter
disclaimed or stated to belong to the prior
art is excluded, unless it is explicitly
disclosed (see Guidelines for substantive

examination, Chapter IV, 6.1).

b.s5 Generally it will not be possible at
the time of the search to make a complete
search for conflicting Europeanzand
international applications. This search
will therefore have to be completed at the
examination stage by the Examining Division
which for this purpose will have available
classified search files of these published
applications. The Search Divisions should
therefore not attempt to discover as yet
unpublished conflicting applications, nor
to undertake special documentation efforts
to allow a search therefor; however, when
the search examiner knows of such an
application, he should mention it in the
internal note, but he must not cite it in
the search report.

4.6 There may also be national applications
of one or more States designated in the
European application and coming within the
"intervention period". Any of these which
are present in the search files should be
noted and mentioned in the search report

for information (PCT Rule 33.1(c)).

Date of neference; {4iling and priority date

5.1 Since the Search Division is not res-
ponsible for the verification of any
claimed priority date (which in the
examination stage takes the place of the
filing date for assessing prior art and
determining precedence), the basic
reference date for the search must be taken
as the date of filing of the European
application as accorded by the Receiving
Section (similarly PCT Rule 33.1(a); for
the reference date for the search with
respect to conflicting applications,
however, see V, 4.3).
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5.2 The Search Division will therefare . .
include documents pubLiEﬂed between the
priority date or dates and the filing date
of the application under consideration, and
these must be identified as such in the
search report. For identifying these
documents when an application has more than
one priority date, the oldest date is to be
applied for this ﬁurpose. When deciding
which documents to select for citing in the
search report, the examiner will have to
refer to these dates and should preferably
choose any published before the date of
priority. Thus for example, where there
are two equally relevant documents one
published before the date of priority and
the other after that date but before the
date of filing, he should choose the former
(see IV, 3.2).

5.3 It is the responsibility of the
Examining Division to check whether and to
what extent the priority claim is justified;
therefore the Search Division will not
check whether the contents of the European
application correspond to those of the
priority application(s). Nevertheless,
documents showing that a priority claim
might not be justified (e.g. an earlier
application or patent resulting therefrom,
by the same applicant indicating that the
application from which priority is claimed
may not be the first application for the
invention concerned), should be drawn to
the attention of the Examining Division.

No special search beyond the filing date of
the application should normally be made for
this purpose, except when there is a
special reason to do So, e.g. when the
priority application is a "continuation in
part" of an earlier application from which
no priority is claimed; also sometimes the
country of residence of the applicant being
different from the country of the priority
application may be an indication of
possible lack of first filing, justifying a
certain extension of the search.

5.4 When the search is extended for this
purpose, it should cover the published
applications filed up to one year after the
filing date of the application under
consideration, for the reasons given in V,
4.3,
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5.5 The search will not normally take -~
into consideration documoﬁgg published
after the filing date of the application.
However, some extension may be necessary
for specific purposes, as 1s apparent from
V,3, V,4 and V,5.3.

5.6 Certain other situations may occur in
which a document pﬁblished after the filing
date is relevant; examples are a later
document’ containing the principle or theory
underlying the invention, which may be
useful for a better understanding of the
invention, or a later document showing that
the reasoning or the facts underlying the
invention are incorrect. The search should
not be extended for this purpose, but
documents of this nature known to the
examiner could be selected for citation in
the report.

5.7 Disclosures of the invention
occurring no earlier than six months
preceding the filing of the European patent
application and due to an evident abuse in
relation to the applicant or his legal
predecessor, or due to display at an
officially recognised international
exhibition, should not be taken into
consideration in determining novelty. The
Search Division should, nevertheless, cite
in the search report any documents it has
reason to believe come within one of the
categories mentioned. 1In this case too the
reference date for the search will be the
filing date of the application (see V,
5.1). Since the matter of abuse will
generally only be raised after the
transmission of the search report, and the
disclosure at an exhibition involves the
question of identity between the displayed
and claimed invention, both matters are
better resolved by the Examining Division.

Contents 0§ priorn art disclosure

6.1 As a general rule the Search Division
will select for citation only documents
which are present in its search files or
which it has access to in some other
manner; in that way no doubt will exist
about the contents of the documents cited,
since the search examiner will generally
have physically inspected each document
cited.
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6.2 However, under certain circumstances.
a document whose contenﬁs ﬁgve'not béen
verified may be cited,.‘provided there is
justification for the assumption that there
is identity of contents with another
document which the examiner has inspected.
For example, instead of the document
published before the filing date in an
inconvenient lahguage‘and selected for
citation, the search examiner may have
inspected a corresponding document (e.g.
another ﬁember of the same patent family,"
or a translation of an article) in a more
convenient 1anguagevand possibly published
after the filing date; also the Search

‘Division may assume that, in the absence of

explicit indications to the contrary, the
contents of an abstract are contained in
the original document. Also the examiner
should assume that the contents of azreport
of an oral presentation are in agreement
with that presentation (any comments or
explanations should be in the internal
search note).

6.3 Before citing documents in a language
with which he is not familiar, the search
examiner should satisfy himself that the
document is relevant (e.g. through
translation by a colleague, through a
corresponding document or abstract in a
familiar language, or through a drawing or
chemical formula in the document).

Mattens of doubt in the state of the art

7.1 Since decisions with respect to
novelty are not the responsibility of the
Search Divisions but of the Examining
Divisions, the Search Divisions should not
discard documents because of doubt as
regards for example the exact date of
publication or public availability, or the
exact contents of an oral disclosure,
exhibition ete. to which such documents may
refer. The Search Division should try to
remove whatever doubt may exist and should
not cite the documents concerned in the
report unless the doubt is removed or very
little doubt remains; additional documents
providing evidence in the matters of doubt
may be cited. Comments on these documents,
as well as citation of documents for which
greater doubt remains, should be made in
the internal search note.

NAVAEY
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INVENTIVE STEP ‘-
- ®
1. "An Lnvention shall be considered as involving
Art. 56 an {inventive step if, having regard to the
state of the arnt, it is not obvious to a person
shilled in the ant" (PCT Art. 33(1),

Rule 33.1(a)).

2. In evaluating inventive step the Examining
Divisibns will have to consider this in relation
to all aspects of the claimed invention,
such as the underlying problem (whether
explicitly stated in the application or
implied), the insight upon which the
solution relies, the means constituting the
solution, and the effect or results obtained.
Therefore, the search will take all these
aspects into consideration.-

3. European applications of earlier filing date
but published on or after the date of filing
of the application under. consideration are
not to be considered when assessing

Art. 5U4(3), inventive step (but only when assessing
Art. 56 novelty).

(Further sections explaining the concept of
inventive step in greater detail to the
extent that this is useful for the purpose
of searching, will be extracted from the
Guidelines for Substantive Examination that
are under preparation by Working Party III,
in consultation with that Working Party).

CHAPTER VII

UNITY OF INVENTION

1. "The European patent application shall relate

Zo one invention only orn to a group of

Art. 82 inventions so0 Linked as to form a single
genenal inventive concept” (PCT Rule 13.1).
If the Search Division considers that the
application does not comply with the
requirement of unity of invention, it must
search, and draw up the search report for,
those parts of the application which relate
to the invention (or group of inventions

Rule 46(1) ' forming unity) first mentioned in the claims
(PCT Art. 17(3)(a)).
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The Search Division will inform the applicant
of the lack of unity of . invention ih'a -
communication separaé% from the search report.
The other invention(s) or group(s) of
inventions will be searched and separate _
search reports therefor will be prepared, only
if the applicant pays the additional fees.
These payments must take place within a period
to be set by the.Search Division, which may not
be less than two weeks and may not be more than
six weeks.
(PCT.Art. 17(3)(a) and Rule 40.3)

. At the examination stage the applicant may

contest the allegation of non-unity and
request a refund of the additional fee(s)
paid. If the Examination Division finds
the protest justified the fee(s) will be
refunded. (compare PCT Rule 40.2(c)).

From the preceding paragraph it is clear
that the decision with respect to unity of
invention rests with the Examining Division.
Consequently the criteria to be applied in
this respect by the Search Division should
not be different from those applied by

the Examining Division. 1In particular

the Search Division should not raise
objection of lack of unity merely because
the inventions claimed are classified in
separate classification units, or merely for
the purpose of restricting the search to
certain-.classification units.

. As indicated in VII, 1 the basic criterion

for unity of invention is the presence of a
common inventive concept. Consequently, the
mere fact that an application contains
several independent claims of the same
category or claims of different categories
is in itself no ground for objection of
lack of unity of invention.

Rule 30 particularly specifies certain
combinations of different categories that
should not be objected to on the grounds of
lack of unity:
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"(a) 4in addition to an independent claim fonr
a product, an independent claim for a
process speciallygaddpted for the manu-
facture of the }ﬁoduct, and an independent
claim forn a use of the product; oxr

(b) 4in addition to an independent claim for
a process, an independent claim for an
apparatus on means specifically designed
for carnying out Zhe process; oxr

(e) in addition to an independent claim §on
a'pnoduct, an independent claim for a
process specially adapted for the manu-
facture of the product, and an <independent
claim forn an apparatus on means specdfically
designed forn cannying out the process.”

(similarly PCT Rule 13.2). Other combinations
may be acceptable provided there is a common
inventive concept.

(Further guidance with respect to the application
of the criteria for unity of invention in specific
situations will be extracted from the Guidelines
for Substantive Examination under preparation by
Working Party III, in consultation with that
Working Party).

7. Lack of unity of invention may also exist
within a single claim, where the claim
contains alternatives which are not linked
by a single general inventive concept, and
the objection should be raised.

8. Objection of lack of unity does not normally

arise because a claim contains a number of
individual features in combination even if
these are unrelated (see III, 3.10).
Likewise no objection of lack of unity should
be made with respect to a dependent claim and
the claim from which it depends (see III, 3.8
and 3.9).

9. Lack of unity of invention may be directly
evident "a prioni", i.e. before considering
the claims in relation to any prior art, or
may only become apparent "a posteriorl",
i.e. after taking the prior art into
consideration, e.g. a document discovered
in the search shows that there is lack of

ol oen
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novelty or ‘inventive step in a main
claim, leaving two or mqre_dependéﬁt:éiaims
without a common in%ghtive concept. In the
latter case the Search Division may raise
the objection of lack of unity and restrict
the search to the invention (or group of
inventions) first mentioned in these
dependent claims, disregarding "trivial"
claims as in III; 3.9.

Where the search examiner finds a

situation of lack of unity of

invention to exist, reasons of economy may
make it advisable to search the additional
invention(s) together with the invention
mentioned first in the claims, in the
classification units consulted for the

latter invention if this takes little or

no additional search effort. If objection

of lack of unity is raised, the results of
the search for the additional invention(s)
may not be made part of the search report,
but must be kept for a later additonal search
report if this is requested and once the
additional fees are paid. The search for
such additional invention(s) will then have
to be completed in any further classification
units which may be relevant.

Occasionally in cases of lack of unity,
especially "a posterdondi", the examiner will
be able to make a complete search for both
or all inventions with negligible additional
work, in particular when the inventions are
conceptually very close and none of them
requires search in separate classification
units. 1In those cases, the search for the
additional invention(s) should be completed
together with that for the invention

first mentioned. All results should then

be included in a single search report,

and no objection of lack of unity should

be raised.

el e
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When in a supplementary European search .
following an internationa$ (BCT) search a
problem of unity of invention arises, the
Search Division should avoid whenever
possible deviations from the position taken
by the International Search Authority in
the international search report, except
where the claims have been changed, or the
interpretation of the rules regarding unity
of invention was clearly incorrect. It
should be borne in mind that in case of
conflict, e.g. because certain differences in
the provisions relating to claims of different
categories in EPC Rule 30 and PCT Rule 13(2),
the provisions of the PCT prevail. When as a
result of the supplementary search lack of
unity "a postendiordi" is found to exist,
the Search Divisions should act accordingly
(see par. VII-9).

CHAPTER VIII

SUBJECTS TO BE EXCLUDED FROM THE SEARCH

Art. 52(2) to
(4) 53(p)

(Rule 45)

Art. 52(1)

1.

Article 52 specifies certain subjects which
are not to be regarded as patentable
inventions, whilst Article 53 specifically
excludes certain matter from patentability
(PCT Art. 17(2)(a)(i), Rule 39.1). The search
files need not, and in general do not, contain
such subject-matter, so that a meaningful
search therefor is not possible and a
declaration to that effect takes the place

of the search report (PCT Art. 17(2)(a)).

This situation may also occur for part of the
claims, in which case a partial search is made,
and the partial search report is then
supplemented with a declaration.

Although a decision on these matters rests
with the Examining Division, nevertheless,
provisional opinions on these matters must

be sometimes formed by the Search Division,
which will thus have to consider the require-
ments for patentability other than novelty
and inventive step. In particular it may be
necessary to consider any of the following
questions:



Art. 52(2)
Art. 52(4)
Art. 54(5)
Art. 53(b)
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(i) whether a claimed invention belongs. to

the categories exgbuaéd from béing regarded

as patentable inventions in Article 52,

paragraph 2, i.e.

or

"(a)

(b)

(c)

(d)

discovenies, scientific theornies and
mathematical methods;

aesthetic creations;
schemes, rules and methodé'éan performing
mental acts, playing games on doding

business, and programs for computens;

presentations of Anformation”;

(ii) whether the invention is susceptible of

(iii)

industrial application having regard to

Article 52, paragraph 4, i.e. whether

it is a method for treatment of the

human or animal body by surgery or

therapy, or a diagnostic method practised

on the human or animal body. It should

be noted, however, that products, in

particular substances or compositions,
for use in any of these methods, are not
excluded from patentability, provided

the use of the product for any such

method is not comprised in the state of

the art; consequently after the search

has discovered one such use, no further

search is necessary to establish

whether the exact use claimed is novel;

or

whether the subject-matter is excepted

from patentability having regard to

Article 53, sub-paragraph (b), i.e.

"plant on animal varieties on essentially
biokogical processes forn Zhe production of
plLants or animals" (note however that this

exception does not apply to micro-

biological processes or the prcducts
thereof) (PCT Rule 39.1).

ool
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In cases of doubt the Search Division -

should carry out the searchk t5 the extent
e

that this is possible in the available

documentation.

A further situation where a meaningful
search is not possible or only partially
possible, and where a.declaration to this
effect may take the place of or supplement
the search report, may result from the
application containing obscurities, _
inconsistencies or contradictions to the
extent that it is impossible to arrive at a
reasonable conclusion as to the scope of
the claimed invention. The Search Division
in these cases may not suspend the search,
ask for clarification, and after receipt
thereof continue the search, but should
make a meaningful search to the extent that
this is possible. When later clarifications
are received, these will be considered by
the Examining Division (which then may
request the Search Division to perform an
additional search, see III, 4.2).

SEARCH DOCUMENTATION

to be included
later

s s

Effect of Search Report

After receipt of the search report the
applicant may amend the description, the
drawings and (in particular) the claims
(similarly PCT Art. 19 (1)).

Also if the request for examination was
made before the issue of the search report,
the applicant will be invited to confirm

After publication of the application and
the search report third parties may file
observations which will be taken into

CHAPTER X. - SEARCH REPORT
CHAPTER X - Y
Y.1
Rule 86(2)
Art., 96(1)
the request.
Y.2
Art. 115
Art. 95

consideration by the Examining Division at
the examination stage.

el i
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Y.3 After publication of the search report and
filing (or confirmation) of a request for
examination, the Examingng'Division’Wiii;'
examine the applicatitn, basing its assess-
ment of novelty and inventive step upon the
prior art mentioned in the search report.

, This is dealt with in the Guidelines for
Art. 96(2) Substantive Examination (PCT Art. 33(6),
Rule 44(1) Rule 62.1(b)).

CHAPTER XI
THE' ABSTRACT

Rule 47 1. The search examiner has the task of
determining the definitive content of the
abstract which is initially supplied by the

Rule U9 applicant, and which will subsequently be
published with the application or later. In
doing this he should consider the abstract
in relation to the application as filed
(see IV, 1.4) (PCT Rule 38.2(b);

Rule 48.2(b)(iii)).

2. In determining the definitive content the
examiner should take into consideration
that the abstract is merely for use as

Art. 85 technical information, and in particular

Rule 33(5) must not be used for the purpose of
interpreting the scope of the protection
sought. The abstract should be so drafted
that it constitutes an efficient instrument
for purposes of searching in the particular
technical field, and should in particular
make it possible to assess whether there is
need for consulting the European patent
application itself (PCT Rule 8.3).

3. The abstract must
Rule 33(1) i. indicate the title of the invention,

ii. indicate the technical field to which
Rule 33(2) the invention pertains,

iii. contain a concise summary of the
disclosure as contained in the
description, claims and drawings,
which must be so drafted as to allow a
clear understanding of the the
technical problem, the gist of the
solution of that problem through the
invention and the principal use of the
invention, and where applicable, it
should contain the chemical formula
which, among those contained in the
application, best characterises the

invention,
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iv. not contain statementg or the allegéﬁtl
Rule 33(2) merits or value of %the invention or
its speculative application,

Rule 33(3) v. preferably not contain more than one
hundred and fifty words,

vi. be accompaniéd by an indication of the
Rule 33(4) figure or exceptionally more than one
figure of the drawings which should
accompany the abstract. Each main »
feature mentioned in the abstract and
‘illustrated by a drawing, should be
followed by a reference sign in
parenthesis (PCT Rule 8.1).

. 4, The examiner should consider not only the

Rule 33(4) text of the abstract but also the selection
of the figures for publication with it. He
should alter the text to the extent that
this may be necessary in order to meet the
requirements set out in XI, 3. He may
select a different figure, or figures, of
the drawings if he considers that they
better characterise the invention (PCT Rule
8.2). In determining the definitive content
of the abstract, the examiner should
concentrate on conciseness and clarity, and
refrain from introducing alterations merely
for the purpose of embellishing the
language.

IEnd of Document]
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DRAFT GUIDELINE

FOR _THE SEARCHES TC BE CARRIED OUT

UNDER THE Attty
&

Cover lote

consultation. Chapters on search documentg
report will be added to these draft

¥%n arnd on the search
delines at a later stage.

The draft Guideline
been submitted to
reference C

or substantive examination have already
same delegations and organisations under

/75. The draft Guidelines for formalities examination
ow shortly, and the draft Guidelines for opposition later

The delegations and observer organisations are requesteq3~in-
I l. l: “ I. F :.. . i ii ) l K .
Lompents—oh-tire—enciosed—drast, to submit 4hees comments in writing
to the Secretariat ~ey=

€z)—t—6c

Committee;

(b) 1 November 1975, in all three langua
in the case of the observer or

the Interim Committee,
isations.

The subse Procedure in respect of the enclosed draft will te
that announced in respect of the draft Guidelines for

inatlon
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INTRODUCTION

1. These Guidelines were elaborated by, Wewkins the
Papsfldmo-b—the Interim Committee éu-n-n-g— for Technical
4“““”L*“Lﬂué**““““T**“““*““*“* Cooperation
b bR oM e R e m—Hen N
Perey—FEE- as regards matters of common
interest. They—Wore—thoR—ascoptod—torwithe

> ros

Committooini inm o

2. The Pregident—of—the—Earepean——Patemt—Ofiise—

Director

in his decision of ...... . has adopted
these Guidelines ( with mi dment General
minor arendments of WIPO

«se) as internal administrative instructions

and guidance for the public in accordance

Hithk&e&e—*@ﬁ&?&gﬁ&ph—i{-&)—e&-&hc—%m Rule 89 Z(a
of the Treaty

3. These Guidelines constitute elaborations
and clarifications of the provisions of theﬁhTreaty
Sonventiemrend—tra—Impiementing—TRepuiatiens,
and the relevant Articles and Rules -#e- /
Andieatod—in—tho—mangis, Similarly . a
WP~ r ‘or
Guidelinef, elaborated for the o4
formalities examinationg tke—siubebansive
<
3 3 5 i

&mmuam—

b, In order to ensure uniform practice the, Internati nal
Seaneh-Divieions are bound—to adhere to Scarching Authorities
these Guidelines to the extent that they —~ encouraged
are not amended or revoked by the, Rresident,
da-particular 28-3—CORSSGUERGS—0F—Geaic iR

af tha Tinanono Datoot NOA1 oo
L4

Director General

T T T = it & St

. Nevertheléss, the application of the
Guidelines to, and the interpretation
thereof in respect of, individual Sunepean-
M“applicacions is the responsibility international
of the,Searsh—bivisions, and it may be

- International
necessary for search examiners to depart Searching
from the general instructions given here A'uthorities .

in exceptional cases.

voolaes
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5. These Guidelines were drafted for, and

apply to, durepean nearchcn_),a'-.a-—-&um
' international

CIII, &), It is intended t these Guidelines
should apply to these er types of searches
to the largest ex t possible, and any
deviations frorf these Guidelines applying

her searches will be indicated

appropriate and will be summarised in

X Ll
B e a ey

6.

Cooperation Treaty. i he requirements
of that Treaty and the urbpean Patent
Convention with resp€ct to the search and
search report ape”to a very large extent
identical or At least compatible, when
elaborati these Guidelines the opportu-
nity waS taken to make them applitable also
searches to the largest extent

. References to the relevant
Articles and Rules of the PCT are included
in these Guidelines in the appropriate
places.’

Office will take over the task of the
International Patent Institute (IIB)
respect to the searching of nation

-

aces.
Y
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GENERAL - e T -
—_—— _—
Aoyt 1. The procedure through whichig-dﬁm-—r——.n— ‘an international

pobent application proceeds from the filing
of the application to the granting of a
patent (or the refusal ‘thereof) comprises

two clearly separated basic stages, i.e. -

international the search and the substantive oxaminatioL b-y an international,
regional, or
2. The objective of the search is to discover national office
the prior art which is relevant for the
purpose of determining whether, and if so
to what extent, the,invention to which the claimed
application relates is -prew—and—invelves an :
Rete—li-+r- inventive step, (PCT Art. 15(2), Rule 33.1(a)).

or is not new
and does. or does
not involve

3. The search is essentially a documentary
search in a document collection that is, pr0perly
systematically arranged (or otherwise
systematically accessible), accoraing to the for search purposes
subject-matter contents of the documents.

These are primarily patent documents of
various countries, supplemented by a number
of articles from periodicals and other non-
patent literature.

y, .&Asearch report will be prepared con-
taining the results of the search, in

Art. 17 particular by identifying the documents
- € 44(1) constituting the relevant prior art (PCT

Art. 16(1), Rule 43.5).

An international

—Ar§+334237—93- 5. The search report serves to provide international
. Jinformation on the relevant prior art to
' the applicant, to the publicﬁand to the if the application .
- -Exemining-Divisione—of theEunropean—Rasont is published

3::&;; (PCT Art. 18(2), Art. 21(3),

Art. 33(6), Rule 62.1(b)). . \\designated Offices

6. Since the search will be carried out and

" .the_search report will be prepared mainly international
by EheAM’M%%HM e i ¥
the—Burcpean Patont Ofrisein The wages, International Search-

end the examination will be carried out ing Authorities
mainly by theA&miaé-ng-BMs-o-H-ho-
—Eurepean—Petent—Office +aHuriehy the designated Offices
separation of the two stepsﬁa'.s geographical nay be

a8 well as procedural.

coedoan
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. In some instances,
7.% are no/ facilities for systrmatic ‘there
scarching by the, Fewrtprrm—fiones: 3 ~ .
cning By EheyZ : » °ther _designated Offices
* than for conflicting uwnspses applications
._(.a.e.e_g_..h) L] PR~V o P I P - national .

TV RY ; A—Brrrera—ane, JSome designated
therefore,, dependent cn the work of the be Loffices may
Sesrsh-Lixisicns for their knowled £ the .. .
~ joweore ® Minternhational Search-

state of the art on whichﬁas:essments of
the patentability of the invention will be
based. The‘search must, therefcre, be as ..
complete and effective as possible, within international
the limitations necessarily imposed by : -
economic considerations (see III, 2).

[inghAuthorities
“their !

8. In order to be able to inform the sEwamirisg designated Offices
-pPivicien of the documents necessary to . ’
. decide on patentability,. the search

examiner must be familiar with the basic

requirements of examination, especially

with respect to novelty, inventive step,

unity of invention, and subjects excluded

from patentability either specifically or

because of lack of ‘industrial af:plicability

(see Chapters V to VIII). On the other

hand, a certain amount of feed-back to the

-‘Smoh—ni-v-i&ien of the consequences of the International

search, in particular the actions taken by S'earching Authoritw

the applicant and the Bwemirins—Pivision. as d"Bignated Officé
<

international a result of thegsearch report,,:é-s- necessary
in order to obtain searches well adapted to
"the needs of the examination.

may be desirable

The unit responsible for carrying out the

. . search and drawing up the,search report for international

an application is @e=SeepeirDbivisien—whieh Fche International
Sonsiste—normally—ef one search examiner. Searching Authority.

i.

In exceptional cases, where the invention The search itself
is of a nature requiring searching in will normally be
widely dispersed specialised ‘fields, a performed b;F

) l special Seemeh—bivieten—eoncieting of two, gearch contain-

or possibly three, examiners may be Sommed. j_ng the wark

necessary
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CHARACTERISTICS O THE SEARCH te

T

1. The objective of the scarch

1.1 As stated in II, 2, the objective

of the search is to d'iscover relevant prior
art for the purpose of assescsing novelty and
inventive step. Decisions on novelty and
inventive step are the province of the

-fnaﬁ-m-i-n-g—m-&s-}m However, in many instances  designated Off-
provisional opinions on these issues must be li1ces

coe s . ‘ .
formed by theﬂsm“m in order to search examinur

enable an effective search to be carried out.
Such provisional opinions will be subject to
review by the,ﬁ*&méaéng—?éué-e—i—on- at the designated Office

examination stage.

4--3-“ Examples are to be found in paragraphs
III, 3.9 - Search for subject-matter of '
dependent claims, III, 2.5 to 2.7 - Search

in analogous art, IV, 2.8 - Stopping search
when only trivial matter remains, VII, 9 -
Lack of unity a posteriori.

1. Occasionally the,Seareh—Diwviedion will. .

2 __1x ©e atly the coEren b International
have to form provisional opinions on matters SGarching Authori
.of substantive examination other than novelty ty

or inventive step, in order to be able to
proceed with the search or to decide to restrict
the search; here again these opinions are

'subject to review by the Exemining—Bivieien designated Office

=~~~ Examples are to be found in Chapter VII -
Unity of invention and Chapter VIII - Subject-
matter excluded from patentability and
obscurities etc. preventing a meaningful
search.

Scope 04 the search

2.1 The Bumepean- search is essentially a international
thorough, high quality, all-embracing search.

Nevertheless, it must be realised that in a
search of this kind, 100% completeness cannot
always be obtained, bécause of such factors
as the inevitable imperfections of any
classification system and its implementation,
and may not be economically justified if the

cost is to be kept within reasonable bounds.
1

Y
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The examiner should therefore organise‘Q}s~ .
search effort and utilise his asearch time in
such a manner as to reduce to a minimum the
possibility of failing to discover existing
highly relevant prior art, such as complete
anticipations for any claims. For less
relevant prior -art, which often exists with a
fair amount of redundancy amongst the documents
in the search collection, a lower retrieval
ratio can be accepted.

2.2 The PCT stipulates in Article 15,
paragraph 4, that the International Searching
Authority performing the search shall endeavour
to discover as much of the relevant prior art
as its facilities permit, and shall, in any
case, consult the documentation specified in

the PCT Regulations. $énee—the—BuRopeaRe—

- International Searching Authority (PC
Article 16, paragraph 1, specif
to this possibility), and i
desirable for Europe
searches to be

ly refers
is clearly

and international

1y compatible, the above
definitio f the scope of the search should
rded as also applicable to the

[P
Tt trentty

2.3 This implies first of all that the
;?eevoh—&éﬂéeéon in searching an application
.yill, in principle, consult all documents in
the relevant classification units of the
search files, irrespective of their language
‘or age, or of the type of document.
Nevertheless the search examiner should for

International
Searching Authority

reasons of economy exercise his judgment,
based on his knowledge of the technology in
question and of the documentation involved,
.to omit sections in which the likelihood of
finding any documents relevant to the
‘'search is negligible, for example documents
falling within a period preceding the time

Qot/ano
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when the area of technology in question
began to develop. Similarly he need only
consult one member of a patent family
unless he has good reason to suppose that,
in a particular case, ‘there are relevant
substantial differences in the content of

different members of the same family.

2.4

-ouoh—eo-‘patent documents ef—the—Seandinanian—
@GRS FLosy—id= included in the search files,
idll-—-have—te be consulted for international
searches performed;b-y—:he—szb-Swuiu-

‘y

All reievant

should

by an Internation-
al Searching Auth-
ority

categories of documents that are of
relevance to the PCT, e.g. pate
certain countries not con
European patent syst
consulted for Eurfpean searches, is left

open unti e matter of the extent of the
documentation of the Search Service

documents of
tting to the
7 will have to be

2.5 The search shall be carried out on the
basis of the search files which may contain
material pertinent to the invention

"(PCT, Rule 33.2(a)). It should first cover

all directly relevant technical fieldg, and
may then have to be extended to analagous
fields (PCT Rule 33.2 (b)), but the need
for this must be judged by the examiner in
each individual case, taking into account:
the outcome of the search in the initial
fields.

2.6 The question of which arts are, in any

given case, to be regarded as analogous

shall be considered in the light of what

appears to be the necessary essential function

or use of the,&nvention and not only the claimed
specific functions expressly indicated in

the application (PCT Rule 33.2 (c)).

cnc,vno
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2.7 The decision to extend the search to
fields not mentioned in the application.
must be left to the judgment or.theigéarch
examiner, who should not put himself in the
place of the inventor and try to imagine
all the kinds of applications of the
invention possible. The over-riding
principle in determining the extension of
the search in analogous fields should be
whether it 1s probable that a reasonable
objection that there is lack cf inventive
step could be established on the basis of
what is likely to be found by the search in
these fields.

The subfect of the seaxrch

3.1 The search should be directed to the
invention defined by the claims, as.
interpreted with due regard to the
description and drawings (if any),
Shris—tebemmine g—tRe—e R it OB R0
wnielr-witli—be—eonferred—by—the—Lunepean=

~pebent—i-f—pramted (PCT Article 15,

péragraph 3, Rule 33.3(a)).

3.2 This implies that in the search
special emphasis should be directed to the
inventive concept underlying the invention
to which the claims are directed (PCT Rule
33.3(a)). Consequently the search should on
the one hand not be restricted to the
literal wording of the claims, but on the
other hand should not be broadened to
include everything that might be derived by
a person skilled in the art from a
consideration of the description and
drawings.

3.3 As a consequence the search should

‘usually embrace also subject-matter that is

generally recognised as equivalent to that
which is specified in the claims. This
applies to the claimed subject-matter as a
whole, and also to its individual features
(PCT Rule 33.2(d)). For example, if the
claim specifies a cable clamp having a
certain construction, the search should
embrace pipe and similar clamps likely to
have the specified construction.  Likewise,
if the claim is directed to an article
consisting of several parts which are
defined by their function and/or structure,
and the claim stipulates that certain parts
gre welded together, the search should aiso
embrace;a&%opue&&ue—methods of connecting

such as glueing or riveting, unless it Is
clear that welding possesses particular

advantages required for the invention.

tooloo-

AS>  and with particular

emphasis on the
inventive concept
towards which the
claims are directed.

even though, in its
specifics, the
invention as descri-
bed is different

equlvalent
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3.4 Since the applicant may no't amend the except to cor-
claims before rcceiving the,search report, - Irect formzl mat-
Rute—B6(4— athe search will be directed to the claims ters which are
as originally filed dR—the—buropoadn— contrary to the
—appiioation. Fheretorer—iftheFuropean- Treaty and are

called to appli-
cant's attention
by the receiving
|{office, (for ex~
ample, Rule °
and Rule 10 de-
fects)

3.5 Claims that are deemed to hake—been be drawn to inven-

Rude—3i{I)— -ebardoned—for—Ron~papment—of—fees must be tions for which no
excluded from the search. fees have been paid

3.6 - In principle, and in so far as
possible and reasonable, the search should
cover the entire subject-matter to which
the claims are directed or to which they
might reasonably be expected to be directed
after they have been amended (PCT Rule
33.3(b)). - For example, where an application~
relating to an electric circuit contains
one or more claims only directed to the
function and manner of operation, and the
description and drawings include an example
with a detailed non-trivial transitor -
circuit, the search must necessarily
include this circuit. Nevertheless,
reasons of economy may make certain
restrictions necessary, for example when
there is a broad claim and many examples
and it is not possible to foresee which
will be the subject of amended claims.

3.7 No special search effort need be made
hertr—fd— . for searching unduly wide or speculative
' claims, beyond the extent to which they are
supported by the description. For example
if in an application relating to and
describing in detail an automatic telephone
exchange, the claims are directed to an
automatic communication switching centre,
the search should not be extended to
automatic telegraph exchanges, data . -
switching centres etc., merely because of '
the broad wording of the claim. Likewise,

.ll,..l
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if a claim is directed to a process for
manufacturing an "impedance element" but
the description and drawings relate only to
the manufacture of a resistor element, and
give no indication as to how other types of
impedance element could be manufactured by
the process of the invention, extension of
the search to'embrace, say, manufacture of
capacitors, would not normally be justified.

3.8 The search carried out in the classi-
fication units of the search files to be
consulted for the main claim(s) must
include all dependent claims. Dependent
claims should be interpreted as being
restricted by all features of the claim(s)
from which they depend p—theretfeorty—tiasgmm—

4
.

novel, that of the dependent claims wZll"
also be novel. When the patentabiljXy of
the main claim is not questioned g
result of the search, there is ng need to
make a further search -in respe of the
subject-matter of the dependeyt claims as
such. For example, in an application
relating to cathode ray o illoséope tubes,
in which the main claim ¥s directed to
specific means along thé edge of the front
of the tube for illumfnating the screen,

and a dependent clajfm is directed to a
specific connectiofl between the front and
the main part of Ahe tube, the search
examiner should/, in the search files he
consults for gearching the illumination
means, also/search for the connecting means
whether in/combination with the illumination
means or/not. When after this search the
patentgbility of the illuminating means is
not qMestioned, the examiner should not
exteohd his search for the connecting means
to/further search files specifically

eaaYe ded oL h6-5-0-—0ORReI 2 Ong

'.I/C.'
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dependent claim to establjefi whether the’
nt claim as such are

When the dependent claim adds a further
feature (rather than providing more detail
of an element figuring already in the main
elaim), the dependent claim in effect _
constitutes a combination claim and should
be dealt with accordingly (see III, 3.10).

3.10 For claims characterised by a
combination of elements (e.g. A, B and C)
the search should be directed towards the
combination; however, when searching
classification units for this purpose, sub-
combinations, including the elements
individually (e.g. AB, AC, BC and also A,

B and C separately) should be searched in
those units at the same time. A search in
additional classification units either for
subcombinations or for individual elements
of the combination should only be performed
if thies is still necessary-for—sstablishing-
NI VYU SETTCAETEEF ST S T S e B
B i T e s S 2 s 2o

3.11 When the applicaticn contains claims
of different categories, these must be
included in the search, and even when the
application contains only claims of one
ecategory, it may be desirable to include
other categories in the search. For
example, generally, rer except when the
application contains indications to the
econtrary, one may assume that in a claim
directed to 'a chemical process, the
starting products form part of the state of
the art and need not be searched; the
intermediate products will only be searched
when they form the subject of one or more
claims; but the final products will always
have to be searched, except when they are
evidently known.

.ll,lll
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3.12 The examiner should, in gencral,
exclude from his search subjects for which
no meaningful search can be made; this may
result from certain subjects beiny excluded
from petentedility, or from the application
being obscure (seg Chapter VIII).

the search under
PCT Rule 39

3.13 ﬁeer\}nen the claims of the .

application do not relate to ore invention fi
only, nor to a group of inventions so

linked as to form a single general

inventive cor.ceptk, the search will normally

be restricted to the invention, or so
linked group of inventions, first mentioned

3 . 3 3 s . ’
in the clalms,(wsee Chapt?r_' VII) &Gﬁmﬂ; and the roquired

=g additional fees
a communication| have not been paid

s —repert within the presc-
[ ribed time limit
3.14 In certain circumstances it may be —
desirable to extend the subjett-matter of If the additional
the search to include the "technological fees have been
background" of the invention (see IV, 2.4). timely paid, all
This would include: inventions covered

thereby must also

- the preamble to the first claim, i.e. the be searched.

part preceding the expression "characterised
by"; o

- the prior state of the art which is
deemed to be . known in the introduction of
the description of the application but
not identified by specific' ;ita‘tions;

= the generai technological background of
the invention (often called "general
state of the art").

4, Tupes o4 searcres

1 Eurepean—oeerches

The task of the Search Service is
primarily to carry out seara
search reports in relatidn to European
patent applicatiope? In addition to these:
usual searche#, the Search Divisions of the
Europeap-Fatent Office may be called upon
pérform various other types of searches,

of course
es and draw up

ctc/lon
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At the examination starc of a Europcan appli

. cation for patent an nddigional search ﬁiyr

. necessary. The Exnmining”givisions are n
equipped for this purpose other than for
completion of the search for conflicti
applications (see V, 4); all such

* search work will invariably be referyed back
to the‘Search Division, which shoul

pe for example:
a, amendment of claims so tha
matter not covered by the
b. clarification of obscurifies, etc. that
" Rule is resulted in an incomplefe search under
Rule U5 (see VIII, 5);
¢. reversal of a provisycnal opinion of the
Search Division wit
(Chapter V), lack Af inventive step
Rule_Uu6 - (Chapter VI), unjty of invention (Chapter
VII), or exclusjfons from patentability
(Chapter VIII)A
d. limitations

they embrace
riginal search;

respect to novelty

imperfections in the initial

search.
The Examining/Division requesting such an
additional arch will precisely indicate the

reason for/the request and the subject-matter
to be seayched. The Search Division will
communicAte an account of the additional
search performed containing the results
obtaifed, to the Examining Division; this
accoAnt is not sent to the applicant nor is

it published by the Search Division, since any
ngcessary cocmunication resulting from it

111 be thé responsibility of the Examining
Division. ’

8.3 Supplementary European searches

An international (PCT) application, for which
the European Patent Office acts as designated
Office or elected Office shall be deemed to

be & European patent application. Where

an international (PCT) search report is already
available this will take the place of the
European search report. In those cases the
Search Division will draw up a supplementary
European search report. However, the
Administrative Council may decide under what
conditions and to what extent the supplementary
. 157(3) European search report is to be dispensed

with. Details about the supplementary

2 8ALCHR ARt RO E P PLORGR B RYmPBDGRm PO PP o

N

Art. 150(3)

--o/caa
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noted that in case of conflict the
provisions of the PCT prevail over thfse of

the EPC.

4.4 International (PCT) gfirches
When the European Pateny/Office acts as an
International (PCT) arching Authority in
accordance with iele 154 (PCT Article 16,
paragraph 1) is anticipated that the
searches it performs and the

y, International-type searches

Under the PCT, <he—Europoai—rotoni—oifiesy—itn

an International Searching Authority/may be
entrusted to carry out "international-type
searches" for national patent applications
(PCT Article 15, paragraph 5).  These
searches are by definition similar to
international searches, and the same
considerations will apply.

CHAPTER IV

SEARCH PROCEDURE AND STRATEGY

1. Procedure prior to searching

1.1 When taking up an application to be
searched, the search examiner should first
econsider the application in order to
determine the subject of the claimed
invention taking account of the guidance
given in III, 3, For this purpcse he should
make a critical analysis of the claims in
the light of the description and drawings.
Although he need not study all details of the
description and drawings, he should consider
these sufficiently to identify the problem

. underlying the invention, the insight leading
to its sdlution, the means essential to the
solution as particularly reflected in the
technical features thereof found in the claims,
and the results and effects obtained.

Y
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1.2 If the search examiner notices any

formal shortcomings which have been over-

looked by the ,Receiving‘“ob-i-en, he should Office
call these to the attention of the Recewingk_office
B A A Ry e e N L aa
by—thet—bivieion)y which will take approp-

riate action. Similarly, if he notes matter

contrary to "oadre public” or morality or

disparaging statements which ought to be

omitted from the application as published,

s ceeivi ton .
he should notify the,L-R‘eeﬁ-H.-ﬁg-&eo-sm

applicant

1.3 Documents cited in the application under
consideration should be examined if they are
cited as the starting point of the invention,
or as showing the state of the art, or as
alternative solutions to the probliem concerned,
or when they are necessary for a correct
understanding of the application; however, when
such citations clearly relate only to details
not directly relevant to the claimed invention,
they may be disregarded. If the application
cites a document that is not published or other-
wise not accessible to the, Seareh—Dbivisiom

and the document appears essential to a correct ég:;igi:;onal
understanding of the invention to the extent Authority

that a meaningful search would not be possible

without 'knowledge of the content of that docu- International
ment, the.-fee-m-h—D-i—v—ie-i—en—s-bauld—postpone the Searching
search and request the applicant to provide Authgrj_ty nay

first a copy of the documentﬁ.

[ir possible to do

' ) 80 within the time
1.4 The examiner should then consider the limits for the pre-

abstract in relation to the requirements dedd- paration of the

~doWR—iR—theo—IFmplomenting—Rosulaticne (see international sea-
Chapter XI). Since the abstract should relate |pgh report under
to the application as filed, the examiner the Treaty

should consider it and determine its definitive
content before carrying out the search, in

- order to avoid being inadvertently

influencgd by the results of the search.
However, if there are initial obscurities,
which are cleared away in the course of the
search, he may have to return to the
abstract after the search is completed.

eeelons
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1.5 The examincr will then claps¥fy the
application according toAthe International

Patent Classification,;ead—ay@iy—;l&.

the "supplementary" and "comp¥émentary"
he Guide to the
nternational

information as defined ip
second edition of the
Classification. e examiner should
classify the s«
out the

farch, for the same reasons as given

pplication before carrying
farch, with possible review after

Search strateqy

2.1 Having determined the subject of the
inventionﬁﬁs outlined in IV, 1.1, it may be
desirable for the examiner to prepare first
a written search statement, defining the
subject of his search as precisely as
possible. In many instances one or more of
the claims may themselves serve this
purpose, but they may have to be generalised
in order to cover all aspects and embodi-
ments. of the invention. At this time the
considerations relating to subjects
excluded from patentability (see

Chapter VIII), and lack of unity (see VII,
1) should be borne in mind. The examiner
may also have to restrict the subject of
the search because of obscurities (see
VIII, 5); but he should not do this if it
can be avoided and he should sﬁbsequently
adjust his search if such obscurities are
cleared away during the search. =ARye

should be called to the attenti
Ommunication

applicant in a separ
additiona Tor taking the place of) the

ah--neoont
»

at least

2.2 Next the examiner should select the units
of the classification (or other sections of the
documentation) to be consulted for the search,

both in 2ll directly relevant fields and in
analagous fields. -Fhe—seleetien—eof
1 Lei . . . .  fied
. .

lll/..l



PCT/TCO/V/12
Annex

- 18 ~

CHAPTER 1V

abstraction (generalisation) inag
this is justified from a t
peint, and

cal view-

(11i) paralle
t that the fields in question will become

Subdivisions, bearing in mind the

2.3 Often various search strategies are
possible, and the examiner should exercise

his judgment based on his experience and
knowledge of the search files, to select
the search strategy most appropriate to the
case in hand, and establish the order in
which various classification units are to
be consulted accordingly. He should give
precedence to the units in which the
protability of finding documents is
highest. Usually the main technical field
of the application will be given precedence,
starting with the classifi¢ation units most
relevant to the specific example(s) of the
claimed invention.

2.b The examiner should then carry out the
search, directing his attention primarily to
novelty, but also at the same time paying
attention to any prior art likely to have a
bearing on inventive step. He should also

note any documents that may be of importance
for other reasons, such as-—eeRflictirRg—applimm
ot oRts80miiydi)yop  documents putting doubt
upon the validity of any priority claimed,
contributing to a better or more correct N
understanding of the claimed invention, or
fllustrating the technological background; but

he should not spend time in searching for these
documents, nor in the consideration of such
matters unless there is a special reason for

doing so in a particular case.

2.5 The examiner should concentrate his search

efforts on the classification units in whi;h

the probability of finding‘Eighly relevant

documents is greatest,;ené[in considering
[whether to extend the search te other areas
"He should always take account of the search

results already obtaineec

initially

loulcco
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2.6 The examiner should continuously
evaluate the results of his search, and if
necessary reformulate the subjects of the
search accordingly. The selection of the
classification units to be searched or the
order of searching them may also require
alteration during the search as a consequence
of intermediate results obtained. The
examiner should also use his judgment,
taking into account results obtained, in
deciding at any time during or after the
systematic search, whether he should
approach the search documentation, in some
different manner, e.g. by consulting
documents cited in the description of
documents produced by the search or in a
1ist of references of such documents, or
whether he should turn to documentation
outside that which is available 4o—%he
Seareh—piwisions in the search files.

2.7 If no documents of a more.relevant
na@ufe for asseséing novelty and inventive
step are available, the examiner should
consider citing any documents relevant to
the "technological background" of the
invention (see III, 3.14), which he may
have noted during the search. Generally
speaking no special search effort will be
undertaken for this purpose; however, the
examiner may exercise his discretion here
in special cases. In exceptional cases a
search may be completed without any
relevant document having been found.

2.8 Reasons of ecénomy dictate that the
search examiner uses his judgment to end
his search when the probability of
discovering further relevant prior art
becomes very low in relation to the effort
needed. The search may also be stopped
when documents have been found clearly
demonstrating lack of novelty or inventive
step in ihe entire subject-matter of the
claimed invention and its elaborations in
the description, apart from features which
are trivial or common general knowledge in
the field under examination. Jhé—seatch—
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3.1 After completion of the search, the
examiner should select from the documents
retrieved, the ones to be cited in the
report. These should always include the
most relevant documents (which will be
specially characterised in the report, PCT
Rule 43.5(c)). Less relevant documents
should only be cited when they concern . .
aspects or details of the claimed invention -
not found in the documents already selected
for citation. 1In cases of doubt or
borderline cases in relation to novelty or
inventive step, the search examiner should
siteo—nather—mone readilytén order to give
theifxamiaiag—uiuisio»-the opportunity to

consider the matter more fully.

make citations
designated Offices

3.2 To avoid inecr su.ng costs unnecessarily,
the examiner should not cite more documents
than is necessary, and therefore when there
‘are several documents of equal relevance

the search report should not normally cite
more than one of them. Where more than one
member of the same patent family is present
in a search file, the search need not
discover all of them nor need the search
report cite all of them. In selecting from
these documents for cftation, the examiner
should'pay regard to language convenience,
and preferably cite {or at least note)
documents in the language of the applicatior.

3.3 Finally the examiner should prepare

the search reporte—and—uwlere—nosossaryy—the
+Rtorpal—soaneh—note. (see Chapter X).

3.4 It may happen occasionally, that
after completion of a search report, the
-Seapeoh-Diwision discovers further relevant

%ocument:s (e.g. in a later search for a International
related application). These should be SeaPChJ:-ng

added to the search report up to the time Authorlty

that preparations for its publication are

completed. Thereafter, such later -
.discovered documents should be brought to

the notice of the;S*e—m-i—n&-ﬁg—-D—i&u&-s&u by designated office

means of an internal communication <eempate= via the Internation-

I Uy, al Bureau

vt o-'J---
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THE STATE OF THE ART

Prion art genexally ) o T
"

1.1 M*Almvanuon shatl be considened A claimed

Lo be mew {f it does not foam partl of Lthe
i
4Late of the‘caiﬁ“(PCT Art. 33, paragraph 2).

novel

prior art as
defined in the

1.2 Jﬁhe dtate of the ant shafl be heltd

Lo comprise evearything made avaifable to Regulatlons
. the public_by means of a written on onal
deseription, by use, or 4in any”other way, _
before the date of §iling 0§ the, burepadn-
: A—— — international

—patent application™ (PCT Rule 33.1(a) and
(b)). ’

1.3 It is to be noted that there is no
restriction whatever with respect to the
geographical place where, or the language
or manner in which, the relevant infor-
mation was made available to the public;
also no age limit is stipulated with
‘respect to documents containing this
information.

Novelty - _

2.1 In considerinﬁ novelty, the documents
constituting the state of the art should be
considered separately; consequently it is
not permissible to combine or mosaic
separate documents together.

2.2 A document takes away the novelty of

any claimed subject-matter derivable

directly and unambiguously from that

document when considered in the light of

common general knowledge, including any ,
features implicit to a person skilled in

the art in what is explicitly contained in

the document, e.g. a disclosure of the use

of rubber takes away the novelty of the use

of an elastic material.

2.3 A prior document should be construed
only in the light of knowledge available at
the time the document was published, and
exclhding any knowledge subsequently
discovered. '

2.4 In considering novelty it should be
borne in mind that a generic disclosure
does not usually take away the novelty of
any specific example falling within tae
terms of that disclosure, but that a
specific disclosure does take away the
novelty of any generic claim embracing that
disclosure. <Bhe—subiect—ei—movotily—i-o—itone—
Sully—considensd—inLChaptonlV,y—Soectinn g,
ot ho—Guidol-iRes—Lor——subitantive—oxaninia
+iohv ‘

‘.l/..l
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3. Paior art, - onral discloauﬁf etc. o=
. b T
. - ‘
3.1 The PCT according to its Rule 33.1(a)
and (b) recognises oral disclosure, use,
exhibition, etc., as prior art only when
this is substantiated by a written
* disclosure, which may have been published
after the filing date of the application
under consideration. Althouph—thofll-Goos

2ol

practice should be followed for th
i hich the
n oral disclosure,

Europeaﬁ search. The cases
search examiner knows
etc., without a i
be very rarss and in those cases he could

the earlier oral disclosure only in

ten confirmation will

4. Prior art, - -eeidleirtdritimebetipideit-tetiosd

—R R =T R N
Art. 54(3), purpose of determining novelty, the state
Art. 56 ’ of the art is considered to comprise the

content of European applications as filed,
- of which the dates of filing are prior to
the filing date of the application und

‘Contracting State designafed in the latter

application was also defignated in respect

of the earlier appli ‘éion as published
Art. 54(L) (PCT Rule 33.1(c))

.2 The prigf art also includes as con-

flicting appfications international (PCT)
Art. 153(1) applicatipﬁs whose dates fall within the
Art. 158(1) "intervéntion period", designating, for the
purpoSe of obtaining a European patent, a
EupOpean State which is a contracting party

0 both the PCT and the EPC systems, and

which is also designated in the European
application under consideration.

4.3 Since the Search Division will not
verify the justification of the claimed
priority dates, there may be uncertainty as
regards which of the two ﬁpplications is
the earlier one., Therefore the search for .
conflicting applications should be extended
80 as to cover all published applications
filed up to one year after the filing date

Ol PN R PP TR PRIV W VTR P T B V.Y W
rr
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Art. sU(3)

Art, B85

the "whole contents" approach is to be
applied, 1.e. conflict is constituted no
merely by the contents of the e¢laims, Mut
by the whole disclosure, i.e. description,
drawings (if any) and claims (but pbt the
abstract) of the published earli
application; however, subject-mdtter
‘disclaimed or stated to belo to the prior
art is excluded, unless it ¥s explicitly
disclosed (see Guidelines /for substantive
examination, Chapter IV,/6.1).

h.5 Generally it will not be possible at
the time of the search to make a complete
search for conflifting Europeantand
international plications. This search
will thereford have to be completed at the
examination stage by the Examining Division
which forAhis purpose will have available
classifjfed search files of these published
applicdtions. The Search Divisions should
thergfore not attempt to discover as yet
unpublished conflicting applicétions, nor
undertake special dccumentation efforts
to allow a search therefor; however, when
the search examiner knows of such an
application, he should mention it in the
internal note, but he must not cite it in -

tha 1. L
the—geareh—repondr

‘Hﬂ? There may also be -patiersl-applications

Cfaboo Socdiemated dn thoo
B.g o

R

e epligasien—end coning within the

“Burapeti—aEos
nintervertion period". Any of these which

are present in the search files should be

noted and mentioned in the search report
for information (PCT Rule 33.1(c)).

Date of reference; f4iLing and priority date

5.1 Since the Seameh-Diuvision is not res- :
ponsible for thmriricatlon of any Interngtlonal
claimed priority date (which in the Search:}ng
examination stage takes the place of the Authorlty
filing date for assessing prior art and

determining precedence), the basic

refererice date for the search must be taken

as the d?te of filing of the‘-a-u-pop-e-el-n-‘ international
application as accorded by the Receiving

cEeoddon—{odridarly a g en
:mrfﬂkﬂm«hmﬁeizLZiiil;Siuh. Office (

PR Posti—to—sonfietiig—applisations
however—tree—tr—trdd

voelase
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5.2 The  Sodseh—pubudston-1111 therclfore
include d:}\c_uu:untn published between the énterg%tional
priority date or dates and the [iling date Ai%igril‘;?

of the application under consideration, and
these must be identified as such in the
search report. For iqentifying these
documents when an application has more than
one priority date, the oldest date is to be
applied for this purpose. When deciding
which documents to select for citing in the
search report, the examiner will have to
refer to these dates and should preferably
choose any published before the date of
priority. Thus for example, where there
are two equally relevant documents cne
published before the date of priority and
the other after that date but before the
date of filing, he should choose the former
(see IV, 3.2).

. £ 1 ibili t . : .
5.3 : I s.tt.ae.respons:Lb:.llty erfithe (1T designated Office
AR E-Rieledon to check whether and to

what extent the priority claim is justified; International
therefore the Sesseh—bivision.will not Searching
check whether the co_ntents of the Burcpaan, Authorit-sr
application correspond to those O%HEEE—“_-\\\

priority application(s). Nevertheless, international
documents showing that a priority clainm P

might not be justirfied (e.g. an earlier
application or patent resulting therefrom,
by the same applicant indicating that the
application from which priority is claimed
may not be the first application for the
Anvention concerned), should be drawn to

the attention of the;B*em—i—n—i—n-g—E—i-v—i—aé—a—n. International
No special search beyond the filing date of Bureau

the application should normally be made for
this purpose, except when there is a
special reason to do so, e.g. when the
priority application is a "continuation in
part™ of an earlier application from which
" no priority is claimed; also sometimes the
.country of residence of the applicant being
different from the country of the priority
applfcation may be an indication of
possible lack of first filing, justifying a

certain extension of the search.

purpose, it should cover the publi
applications filed up to year after the byl
filing date of

applicaticn under
for the reasons given in V,

o

asslenns
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“r5= The search will not normally take
S.IL into considevation documents published
after the filing date of the application.
However, some extension may be necessary
for specific purposes, as is apparent from
V,3, ¥ and Voede
N

5.5 a5+6— . Certain other situations may oceur in
which a document published after the filing
date is relevant; examples are a later
document containing the principle or theory
underlying the invention, which may be
useful for a better understanding of the
invention, or a later document showing that
the reasoning or the facts underlying the
invention are incorrect. The search should
not be extended for this purpose, but
documents of this nature known to the
examiner could be selected for citation in
the report.

Search Division should, ng
in the search report any

vertheless, cite
documents it has
reason to believe com& within one of the
categories mentioned. In this case too the
reference date fo¢ the search will be the
filing date of fhe application (see V,
5.1). Since

generally

£he matter of abuse will
ly be raised after the
transmisgion of the search report, and the

6. Contents of paion ant disclosure

5.1“ As a general rule the -Seareh-—Division~

will select for citation only documents
which are present in its search files or
which it has access to in some other
manner; in that way no doubt will exist
"about the contents of the documents cited,
since the search examiner will generally
have physically inspected each document
cited. i

‘cl_’oo-

3.

International
Searching
Authority
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6.2 However, under certain circumstances

& document whose contents have moa beer
verified may be cited, providcaﬂkhcre is
Justification for the aussumpticn that there
is identity of contents with another
document which the examiner has inspected.
For example, instead ¢f the document
published before the filing date in an
inconvenient language and selected for
citation, the search examiner may have
inspected a corresponding docurent (e.g.
another member of the same patent family,
or a translation of an article) in a more
convenient language and possibly published
after the filing date; also the Seoaneh-

. . . T ——
~Division may assume that, in the absence of

explicit indications to the contrary, the
contents of an abstract are contained in
the original document. Also the examiner
should assume that the contents of a report
of an oral presentation are in agreement
with that presentation 4ahy—eommento—on

2 . Nould te i B ]

ch

6.3 Before citing documents in a language
with which he is not familiar, the search
examiner should satisfy himself that the
document is relevant (e.g. through
translation by a colleague, through a
corresponding document or abstract in a
familiar language, =e# through a drawing or
chemical formula in the document).

Uatters of doubt in the state 04 the art

-

7.1 Since decizions with respect to

a—and cited

International
Searching Authority

International

novelty are not the responsibility of the, Searching Authority

$63poh—Dinieions but of the Examining-
~Divisicns, the Searoh—biuisions should not
discard documents because of doubt as
regards for example the exact date of
publication or public availability, or the
exact contents of an oral disclosure,
exhibition etc. to which such documents may
refer. .The $eapeh—biuisionr should try to

remove whatever doubt may exlst and should
~hed» cite the documents concerned in the
report unless the doubt is removed or very
little doubt remains; additional documents
providing evidence in the matters of doubt
may be cited. Comments on these documents,

' as well as citation of documents for which
greater dnubt remains, should be made in
the Urtetnalt search ot

tcn/nao

designated Offices

International
Searching Authorities

International
Searching Authority

report citation page

ch ol

e e
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L 4

INVENTIVE STEP e

1, "/An invention shall be considered a8 involving
#ep 56— an {nventive step 4if, having regaad to the
state of zhe art, {2t {8 not obvious to a penson

) . y at the pre-
4hilled in the anat" (PCT Art. 33(4), 3 scribed rele-
2. In evaluating inventive step the Examining designated off -

~Dixicions will have to consider this in relation ice
to all aspects of the claimed invention,

such as the underlying problem (whether

explicitly stated in the application or

implied), the insight upon which the

solution relies, the means constituting the

solutioﬁ, and the effect or results obtained.
Therefore, the search will take all these

aspects into consideration.

CHAPTER VII

UNITY OF INVENTION

1. 'fhzj£aaopea»-p4£ou¢ application shall relate
to one invention only or £o a group of international
Lpt-82- inventions so Linked as to form a single :
o general inventive concept" (PCT Rule 13.1). .
If the W considers that the International
application does not comply with the Searching Author-
requirement of unity of invention, it must j_ty
search, and draw up the search report for,
those parts of the application which relate
to the invention (or group of inventions
Rulo—16L1) forming unity) first mentioned in the claims, .4 those parts

(PCT Art. 17(})(&)); . " ) of the applica-

) ‘ tion which re-
late to inven-
eeeleen tions for which

additional fees

have been paid
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. ) 2. The feareh—bivieion will inform.the applicant - International
of the lack of unity of inventicn in a Searching
communication scparate from the search report. Authority .

The other invention(s) or group(s) of
inventions will be searched ahd—soparate-
L only
if the applicant pays the additional fees.
" These payments must: take place within a period

to be set by the fetreh—biwieieny—whichmay not International
- - #  Searching
. adu—wesken Authority

M

3.
protest

(PCT Art. 17(3)(a) and Rule 40.3)

tte-sssntnasionisga Tre sppiicant my [OF ERSE the emount
Lontest. the allegation of non-unity amd fee is excessive
request a refund of the additional fee(s)

paid. If the &wemiretior-Pivision—linds

the protest justified the fee(s} will be :S[nter;:,atlo};a%h
refunded. (compara PCT Rule 40.2(c)). .earc ing autnor-
, ; ity
From the preceding paragraph it is clear
that the decision with respect to unity of
invention rests w1t):x th?‘W. International
R Searching
: Authority.
con . ‘4 .
2ho-ExaMiAiRg—Divieioia In particvlar
the Ssarch-livisiap-should not raise .
A - 2 International
objection of lack of unity merely because Searching
the inventions claimed are classified in Authority
separate classification units, or merely for .

the purpose of restricting the search. to
certain classification units.

As indicated in VII, 1 the basic criterion

for unity of invention is the presence of a

common inventive concept. Consequently, the

mere fact that an application contains

several independent claims of the sane

category or claims of different categories .

is i: izself no ground for objectiongof — .related under
Rules 13.2 and

lack of unity of invention. 13.3

Bu'le‘-}c- particularly specifies certain
combinations of different categories Chat
should not be objected to on the grounds of
lack of unity:

13

c-o/.-.
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a product, an Lindcpendent claim for a
process specially adapted oA the mand
facture of the product, and an {ndeyendent
elaim goa'a ude 0f the product; o

" (b) in addition to an independent flaim fon

(e)

pparatus on means dpecifically
desdigned foX carrying out the process.”

(similarly P@T Rule 13;2). Other combinations

. (Further/guidance with respect to the application
of the/criteria for unity of -invention in specific
situftions will be extracted from the Guidelines
foy Substantive Examination under preparation by

orking Party III, in consultation with that

Pantyu)
L

T. Lack of unity of invention may also exist
within a single claima\ghere the claim
contains alternatives which are not linked
by a single general inventive concept, -akd—
the objection should be raised.

Ao

as to lack of
unity

8. Objection of lack of unity does not normally
arise because a claim contains a number of
individual features in combination even if
these are unrelated (see III, 3.10).

9. Lack of unity of invention may be directly
evident "a paioral", i.e. before considering
the claims in relation to any prior art, or
may only become apparent "a postealori",
i.e. after taking the prior art into
consideration, e.g. a document discovered
in the search shows that there is lack of

i -

l.l,..'



10.

11.

i
pcT/TCO/V/12

Annex
30 -, CHAPTER VII .
this
novelty ondnuentive—step in a main A
claim, leaving two or more dcpcna£ﬁ¥ claims .
without a common inventive concept. In the- International
Seansh-Diuigion- .
+atter case theA may raise Searchlng_
the objection of lack of unity and sestsict- lAuthority
the search to the invention (or group of \
inventions) first mentioned in these limit _
dependent claims, < Lepiviady . v .
loi A - - if no additional

Where the search examiner finds a

situation of lack of unity of

invention to exist, reasons of economy may
make it advisable to search the additional
invention(s) together with the invention
mentioned first in the claims, in the
classification units consulted for the
latter invention if this takes little or

no additional search effort. If—obioatior—

-additienal—feoe—anre—paide The search for
such additional invention(s) will then have
to be completed in any further classification
units which may be relevant.

Occasionally in cases of lack of unity,
especially "a posterioni”, the examiner will
be able to make a complete search for both
or all inventions with negligible additional
work, in particular when the inventions are
conceptually very close and none of them
requires search in separate classification
units. In those cases, the search for the
additional invention(s) should be completed
together with that for the invention

first mentioned. All results should then

be included in a single search report,
and no objection of lack of unity shoul
be raised.

ERTATE

search fee is paid

d P .
A—— ordinarily
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W
L8}

Lidn. Fi PUTT-T 0 | NS ) 5, )
TR R R -+ F.L:"’lp"‘“",“-"‘“"h

Art. 157(2)(a) follewing an internaticnal (PCT9 scarc
7, the
cver

problen of unity of invention aris
Search Division should avoid w}
: possible deviations from t position taken
by the International Segsch Authority in
the international sexf

where the claims Afave been changed, or the

ch report, except
’ interpretati of the rules regarding unity
of inventi¥Sn was clearly incorrect. It

lict, e.g. because certain differences in

the provisions relating to claims of different
categories in EPC Rule 30 and PCT Rule 13(2),

the provisions of the PCT prevail. When as a

result of the supplerentary search lack of

Art. 150(2)

unity "a postariorl" is found to exist,
the Search Divisions should act accordingly

rl Je=w AN
NoCe pPET T YT

CHAPTER VIII

SUBJECTS TO BE EXCLUDED FROM THE SEARCH

1. #a-e;e—;a. specifies certain subjects which
idd 2 Rule 39

IS e G —ae—aatant 2 nl e
3 T

+
are—TTov © *

Art 52(2) to y need not be sear-
(453 ¢w) i . ched,

25 3 . The search
files need not, and in sereead do not, contain
such subject-ratter, so that a meaningful
search therefor is not possible and a

. declaration to that effect.takes the place

~GRure—lis)- ) of the search report (PCT Art. 17(2)(a)).

many 2ituations

2. This situation may also occur for part of the
claims, in which case a partial search is made,
and the partial search report is then
supplemented with a declaration.

b 4 Aléttonl
Tt

for patentability other than novelty
and inventive step. In particular it may be
necessary to consider any of the following

Art. 52(1)

auestionge
)

!../ll'
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Art. 52(2) the catcgories excludext' from being regarded

a8 patentable inventions in Article 52,
paragraph 2, i.e.

"{a) diacoveries, scdientific theomkes and
" mathematical methods;

(b) au"theuc creations;

le) schemes, rules and mgZhods for peaforming
mental acts, playing games or doding
business, and progframs fon computenrs;

(d) presentations 4§ information”;

or

Art. 52(4) ' (1i) whether the inyention is susceptible of
industrial application having regard to
Article 52,/paragraph 4, i.e. whether
it is a method for treatment of the
human or/animal body by surgery or
therapy, or a diagnostic method practised
human or animal body. It should
oted, however, that products, in
'p ticular substances or compositions,
or use in any of these methods, are not
excluded from patentability, provided
the use of the product for any such
method is not comprised in the state of
the art; consequently after the search
has discovered one such use, no further

-

Art. S4(5)

search is necessary to establish

whether the exact use claimed is novel;

or '

(111) whether the subject-matter is excepted
from patentability having regard to
Article 53, sub-paragraph (b), i.e.

"plant on animal varieties or essentially
biological processes fon the production of
planza orx animals” (note however that this
exception does not apply to miero-

biological processes or the prcducts
theraofl) (Dﬂm Rudo—3O 4)

c.oln.l
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Fude—Us- 3 —A -‘i— In cases of doubt the saam»_m.uu.m. e

should carry out the aoarch To the rxtent International
that this io possible in the available SeaPChing Authority
documentation.

I

5. A further situation where a meanirgful
h_-" search is not possible or only partially e

posasible, and where a declaration to this ' V
effect may take the place of or supplement
the search report, may result from the
application containing obscurities, )
inconsistencies or contradictions to the
extent that it is impossible to arrive at a
reasdnable conclusion as to the scope of
the claimed invention. The Seawnsh—Division. Inter'national
in these cases may not suspend the search, Search:mg
ask for clarification, and after receipt Authority
thereof continue the search, but should
make a meaningful search to the extent that
this is possible. , wWhen—loter—elanifioations—

A ; PCT Art. 17(2
—are—received;—these—wiltl—be—econsidenred—by <(a)(ii). ( )

pdditienel—oearely—60e—TIIIy—tirdiv—
CHAPTER IX. - SEARCH DOCUMENTATION ;
) to be included
, ) later (Cite Rules 3l
CHAPTER X. - SEARCH REPORT ) and 36)

CHAPTER X - Y

r Effect of Search Repoat
Y.1 After receipt of the search report the
applicant may amend the <deseripiiony—the-
~Rule—8642)— drawinge—and—in—pertiowlari—+he claims,  before the Inter-
(similarly PCT Art. 19 (1)). national Bureau
: N 3 r
£ : . £ the.search GOPOE"
A he—Poquostn
A . . rThe amendments can
. Lontd . tieatiomand | NOL g0 beyond the
. . ; disclosure of the
the—search—ropos ? ! international appl-

Art, 1 ~obsenvations—uwhioh—will-be—taken—into-
- s s \ication as filed.

luo/v-n
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riling (or confirmation) of a re
examination, the Exemining4tvision will
examine the appligp cn, basingAi}s_asscsa-f'

ment of n and invcntiae’%tcp upon the

art mentioned in the search report.
This is dealt with in the Guidelines for

Substantive Examination (PCT Art. 33(6),
wle b2 1(h)) .

Art.

CHAPTER XI
THE ABSTRACT

Rade—li% 1. The search examiner has the task of
determining the definitive content of the
' abstract which is initially supplied by the
—Rude—ld applicant, and which will subsequently be
published with the application or later. In
doing this he should consider the abstract
in relation to the application as filed
(see IV, 1.4) (PCT Rule 38.2(b);
~Rule—l82{btiidd) .

"2. In determining the definitive content the

examiner should take into consideration
that the abstract is merely for use as

Art. » technical information, andé in particular

e 33(5) must not be used for the purpose of /

interpreting the scope of the protection
sought. The abstract should be so drafted
that it constitutes an efficient instrument
for purposes of, searching in the particular assisting the

technical field, and should in particular scientist, engi-
e make it possible to assess whether there is r.Jeer or researcher
‘ need for consulting thﬁ;se;epéea—ga:oab . in
application itself (PCT Rule B.3). international

3. The abstract must .

meet the require-?
ments of Rule 8.

31, indicate the technical field #o which
Rule 33(2) the invention pertains,

111, contain a concise Summary of the

disclosure as ebntained in the

echnical problem, the gist .of.the
solution of that problem through *he
invention and the principal use of the
invention, and where applicable, it
should contain the chemical formula
which, among those contained in the
application, best characterises the

4 od
TVENRT oty

"I,l"
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. : - o "
trTotomtEinrstorterrents—onr—the—aideped
==

Rule 35(2) merits or value of the inveniionm<
its speculative applicatiorf,”

Rule 33(3) v, preferably not conta more than one
hundred and fifgy“words,

vi. be acc anied by an indication of the
Rule 33(4) figlre or exceptionally more than one
» figure of the drawings which should
accompany the abstract. Each main
feature mentioned in the abstract and
illustrated by a drawing, should be
followed by a reference sign in

. . |
4. The examiner should consider not only the

. “Rute—3344)— text of the abstract but also the selection
of the figures for publication with it. He
should alter the text to the extent that
this may be necessary in order to meet the
requirements set out injx;T-;s He may
select a different figure, or figures, of
the drawings if he considers that they
better characterise the invention,(PCT Rule

‘ l. 3
8.2). In determining the definitive content and note it in the
search report
7

Rule 8

of the abstract, the examiner should
concentrate on conciseness and clarity, and
refrain from introducing alterations merely
tor_the purpose of embellishing the
language.

[End of Document]





