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1. This document is being made available provisionally WIPQO'’s Internet site, in

advance of the formal convening of the fifth session of the Working Group. It is provisional
in the sense that the formal convening of the fifth session of the Working Group, as
recommended by the Working Group at its fouréission held in May 2003, is subject to
approval by the Assembly of the PCT Union. The Assembly is invited, at its 32nd
(14thordinary) session from September 22 to October 1, 2003, held in conjunction with the
39th series of meetings of the Assemblieshef Member States of WIPO, to approve the
proposal concerning future work contained in document PCT/A/32/2, paragégph“that

two sessions of the Working Group should be convened between the Sep&HaBeand
September 2004 sessions of the Assemblgansider proposals for reform of the PCT
including, in particular, the matters for further consideration identified above [in document
PCT/A/32/2], on the understanding that the Committee could also be convened during that
period if the Working Group felit to be necessary.”

2.  Subject to the Assembly’s approval, the fifth session of the Working Group will be
formally convened and this document will then cease to be provisional in nature.
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BACKGROUND

3. The present document reproduces the contents of document PCT/R/WaEM 2

which was submitted to the fourth session of the Working Group, held in Geneva from

May 19 to 23, 2003. Having regard to the time available, discussions on that document were
deferred until this session (see the summary of the fourth session of the Working Group by
the Chair, document PCT/R/WG/4/14, paragraph 104).

4.  Atits first session, held on November 12 to 16, 2001, the Working Group discussed a
proposal by the United States of America that RAIE be amended to limit the rectification

of obvious errors to errors occurring in the request and to eliminate the rectification of
obvious errors in the description, claims, drawings, and abstract of itimmahapplications
(see documerRCT/R/WG/1/4, paragrapl&to 12). Those discussions are summarized in
documenPCT/R/WG/1/9, as follows:

“Proposal to amend Rule 91 (see document PCT/R/WG/1/4)

“34. The comments and concerns expressed by various dislegancluded the
following:

() while some delegations expressed support for the approach taken in the
proposal, others felt that the correction of obvious errors should not be limited to errors
occurring in the request but should continue to be péssilso with regard to such
errors in the description, claims and drawings; any such requests for correction should
be dealt with as early as possible during the international phase rather than by individual
[designated Offices] in the national phase;

(i)  noting the workload of Offices in dealing with requests under present
Rule91, it was recognized that a balanced solution would have to be found which
would continue to give applicants the flexibility needed to correct obvious errors
without putting t@ heavy a burden on Offices dealing with requests for rectifications;

(i) noting ongoing discussions in the context of the draft [Substantive Patent
Law Treaty], some delegations expressed their desire for a review of the present
definition of “obviouserror” under Rule91.1(b).

“35. It was agreed that the proposal to amend Rule 91 should not be included in
revised drafts to be prepared by the International Bureau, although delegations may
wish to further consider the matter in the light of the discuss

5.  For the second session of the Working Group, the International Bureau prepared a paper
(documenPCT/WG/2/6) outlining possible further PLiElated changes to the PCT. In

References in this document to “Articles” and “Rules” are to those of the Patent Cooperation
Treaty (PCT) and the Regulations under the KGfie Regulations”), or to such provisions as
proposed to be amended or added, as the case may be. References to “national laws,” “national
applications,” “the national phase,” etc., include reference to regional laws, regional

applications, the regionghase, etc. References to “PLT Articles” and “PLT Rules” are to

those of the Patent Law Treaty (PLT) and the Regulations under the PLT.
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relation to the correction of mistakes under PLUI&18, paragraphi4 of that document
explained:

“Correction of mistakes

“14. The PLT sets out the requirements that a Contracting Party is permitted to apply
as regards requests for correction by the Office of mistakes in respect of an application
(seePLT Rulel8). In particular, it sets out the contents of the request that an Office
may require; it also obliges the Office to notify the applicant of any-compliance

with one or more applicable requirements and to provide the applicant with an
opporunity to subsequently comply with those requirements. However, it does not
regulate what mistakes may be corrected. PCT Rule 91.1 provides for rectification of
obvious errors in the international application or other papers. However, it does not set
outany requirements as to the contents of the request for rectification. It also does not
require the receiving Office, International Searching Authority or International
Preliminary Examining Authority or International Bureau, as the case may be, to notify
the applicant of any neonompliance with one or more applicable requirements and to
provide the applicant with an opportunity to subsequently comply with those
requirements.”

6. However, it was suggested “that any proposals tgreihe PCT with PLT Ruld8 in

the above respects not be presented to the Working Group until a future session, as this does
not appear to be a matter of high priority” (see docum®@i/WG/2/6, paragraph5; the

Working Group at its second session wasglle in the time available to consider
documenPCT/WG/2/6 (see documeRCT/WG/2/12, paragrapbn)).

7.  During its third session, the Working Group reviewed a proposal by the Representative
of the European Patent Office (EPO) tirRatle91.1(b) be amended so as to refer to a “person
skilled in the art” rather than “anyone” when determining whether a rectification offered by
the applicant was “obvious” under Rudd..1(b). Several delegations supported the proposal
and also expressete view that, in general, Rule 91 was unnecessarily strict. It was agreed
that the EPO and the International Bureau should work together to review Rule 91 and to
submit a written proposal for consideration by the Working Group (see the summary of the
Chair of the third session of the Working Group, docume&T/R/WG/3/5, paragrapy).

8. The Annex to this document contains proposals to amend ®Ruéecordingly, and
proposals for consequential amendments of Rules 12, 48, 66anEor information and
clarity, the proposals for amendment of Rule 91 are presented both in the form of a “clean”
text of the Rule 91 as it would stand after amendment and in the form of a magkekt of
Rule 91 as proposed to be amended.

9. The Working Group is invited to
consider the proposals contained in the Annex.

[Annex follows]
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Rule 12

Language of the International Application and Translation

for the Purposes of Intenational Search and International Publication

12.1 [No change]

12.2 Language of Changes in the International Application

(a) [No change]

(b) Any rectification under Rule9B1.1 of a mistakean-ebvieus-erroin the

international application shabe in the language in which the application is filed, provided

that:

[COMMENT: Consequential on the proposed amendment of Rule 91 (see below).]

() and (ii) [No change]

(c) [No change]

12.3and 12.4 [No change]
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Rule 48

International Publication

48.1 [No change]

48.2 Contents

(&) The pamphlet shall contain:

(i) to (vi) [No change]

(vii) any request for rectification of a mistake, any reasons and any comments

referred to in Rul®1.3(d) where the request for publication under Rule 91.3(d)n@eeived

by the International Bureau before the completion of the technical preparations for

international publicatiomeferred-to-in-the-third-sentence-of- Rule-91:1(f)

(viii) to (x) [No change]

(b) to (h) [No change]

(h-bis) If the authorizatiorfor rectification of a mistake in the international application

referred to in Rule 91.1(b)(i) and (ii) is received by the International Bureau after completion

of the technical preparations for international publication, either the pamphlet (contaiaing th

international application as rectified) will be republished or a statement reflecting all the

rectifications will be published. In the latter case, at least the front page shall be republished
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and the sheets containing the rectifications, or the reptaoc¢ pages and the letter furnished

under Rule91.2(c), as the case may be, shall be published.

() The Administrative Instructions shall determine the cases in which the various
alternatives referred to in paragraphs, @jd(h) and (kbis) shall apply Such determination

shall depend on the volume and complexity of the amendnwentsctificationsand/or the

volume of the international application and the cost factors.

(1) _If the request for publication under Rule 91.3(d) was received by the Irtenah

Bureau after the completion of the technical preparations for international publication, the

request for rectification, any reasons and any comments referred to i®RGlgl) shall be

promptly published after the receipt of the request for pubbicaand the front page shall be

republished.

[COMMENT: The proposed amendments of Rule 48.2 are consequential on the proposed
change of approach with regard to the time limit within which a request for rectification of a
mistake may be made; see propdsiew Rule1.2(a), below.]

48.3t0 49.6 [No change]
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Rule 66

Procedure Before the International Preliminary Examining Authority

66.1t0 66.5 [No change]

66.5 Amendment

Any change, other than the rectificationafnistakesbvieus-errersin the daims, the
description, or the drawings, including cancellation of claims, omission of passages in the

description, or omission of certain drawings, shall be considered an amendment.

[COMMENT: Consequential on the proposed amendment of Rule 91 (see below)

66.6t066.9 [No change]
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Rule 70
International Preliminary Report on Patentability by
the International Preliminary Examining Authority

(International Preliminary Examination Report)

70.1to 70.15 [No change]

70.16 Annexes to the Report

Each replacement sheet under Rule 66.8(a) or (b), each replacement sheet containing
amendments under Article 19 and each replacement sheet containing rectificagons of
mistakeebvieus-errerauthorized under Rul@l.1(b)(iii) 93-3(e)) shall, unless supersed
by later replacement sheets or amendments resulting in the cancellation of entire sheets under
Rule 66.8(b), be annexed to the report. Amendments under Article 19 which have been
considered as reversed by an amendment under Article 34 and letterRuid&6.8 shall

not be annexed.

70.17 [No change]
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Rule 91 [“clean” copy]®
Rectification of Mistakes in

the International Application and Other Documents

91.1 Rectification of Mistakes

(&) A mistake in the international application or other docatrsubmitted by the
applicant may, subject to paragragb3to (e) and Rules 91.2 and 91.3, be rectified on the

request of the applicant.

(b) A rectification shall be made only if it is authorized by “the relevant authority,” that

is to say:

(i) by thereceiving Office if the mistake is in the request;

(i) by the International Searching Authority if the mistake is in any part of the
international application other than the request, or in any amendment or correction of that

application, or in any docuent submitted to that Authority;

(i) by the International Preliminary Examining Authority if the mistake is in any
part of the international application other than the request, or in any amendment or correction

of that application, or in any documentsuitted to that Authority;

3 Comments on particular provisions appear only in the “mailggiticopy following.
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[Rule 91.1(b), continued]

(iv) by the International Bureau if the mistake is in any document, other than the
international application or amendments or corrections to that application, submitted to the

International Bureau.

(c) The relevant authority shall authorize a rectification if it finds that, as at the
applicable date under paragraph (d), the alleged mistake was clearly a mistake and that the
meaning which would result from the proposed rectification was clearly the aare
meaning intended in the international application or other document; otherwise, the relevant
authority shall refuse to authorize the rectification. In the case of a mistake in the description,
the claims or the drawings, or in an amendment thievea correction thereof under Rule 26,
that finding shall be made on the basis of what a person skilled in the art would have
understood, as at the applicable date under paragraph (d), from reading the international

application or the amendment or cottiea.

(d) For the purposes of paragraph (c), the applicable date shall be:

() in the case of a mistake in the international application, the international filing

date;

(i) inthe case of a mistake in any other document, including an amendment or a

correction of the international application, the date on which that document was submitted.
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[Rule 91.1, continued]

(e) The omission of an entire element or sheet of the international application shall not
be rectifiable under this Rule[, but nothing ingiRule shall prevent the inclusion under

Rule20.5 of a missing part containing an entire element or sheet).

() Where the receiving Office, the International Bureau, the International Searching
Authority or the International Preliminary Examining Authtgrdiscovers what appears to be
a rectifiable mistake in the international application or other document, it may invite the

applicant to request rectification in accordance with this Rule.

91.2 Requests for Rectification

(&) The request for rectificain shall be submitted to the relevant authority within the

following time limit, as applicable:

(i) where the relevant authority is the receiving Office, the International Bureau or

the International Searching Authority, [26] [27] [28] months from thiepty date;

(i) where the relevant authority is the International Preliminary Examining
Authority, the time when that Authority begins to draw up the international preliminary

examination report.
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[Rule 91.2, continued]

(b) The request for rectificatioshall contain the following indications:

(i) an indication to the effect that rectification of a mistake is requested;

(i) the mistake to be rectified; and

(i) the proposed rectification;

and may, at the option of the applicant, contain:

(iv) a brief explanation of the mistake and the proposed rectification.

(c) Rule 26.4 shall applynutatis mutandisis to the manner in which a rectification

shall be requested.

91.3 Authorization of Rectifications

(&) The relevant authority shall promptly cide whether, in accordance with
Rule91.1(c), to authorize or refuse to authorize the rectification and shall promptly notify the
applicant and the International Bureau of the authorization or refusal and, in the case of

refusal, of the reasons therefor.
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[Rule 91.3, continued]

(b) Where the rectification is authorized by the relevant authority, it shall be made in
the international application or other document concerned as provided in the Administrative

Instructions.

(c) Where a rectification is authized by the relevant authority, it shall be effective:

() in the case of a mistake in the international application, from the international

filing date;

(i) inthe case of a mistake in another document, including an amendment or a
correction of the iternational application, from the date on which that document was

submitted.

(d) Where authorization of the rectification is refused, the International Bureau shall,
upon request submitted to it by the applicant within [one month] [two months] fromatee d
of the decision by the relevant authority, and subject to the payment of a special fee whose
amount shall be fixed in the Administrative Instructions, publish the request for rectification,
the reasons for refusal by the relevant authority and aniiéutbirief comments that may be
submitted by the applicant, if possible together with the international application. A copy of
that request, of those reasons and of those comments (if any) shall if possible be included in
the communication under Article 20here a copy of the pamphlet is not used for that
communication or where the international application is not published by virtue of

Article 64(3).



PCT/RIWG/5/2
Annex, page2

Rule 91 [“marked-up” copy]

Rectification of Mistakes in the International Application

and Other ObvieusErrersin- Documents

91.1 Rectificationof Mistakes

(a) A mistakeSubiject to paragraphs (b) to-{gratey). obvious errordn the
international application or othelocumenpaperssubmitted by the applicant masubject to

paragraph¢b) to (e) and Rulge 91.2 and 91.3e rectifiedon the request of the applicant

[COMMENT: Although the draft SPLT uses the term “correction” instead of “rectification”
(see draft SPLT Article 7(3) and draft SPLT RuUl€)), it is proposed, in the context of PCT
Rule 91, b continue to use the term “rectification” so as to maintain the distinction between
“amendments” of the description, claims or drawings (under Articles 19 and 34) and
“corrections” of formal defects (under Article 14 and Rule 26).]
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[Rule 91.1, continued]

(b) &) A Nerectification shall be madenly if it is authorized by “the relevant

authority,” that is to sapxeceptwith-the-express-authorization

() by ef the receiving Office if thenistakeerroris in the request

(i) by efthe Internationabearching Authority if thenistakeerreris in any part of

the international application other than the requesin any amendment or correction of that

application,or in anydocumengapersubmitted to that Authority:

(i) by ef the International Reliminary Examining Authority if thenistakeerreris

in any part of the international application other than the requesh any amendment or

correction of that applicatiomr in anydocumenpapersubmitted to that Authority:

(iv) byefthe Intenational Bureau if thenistakeerroris in anydocumenpaper
other than the international application or amendments or corrections to that application,

submitted to the International Bureau.

[COMMENT: The purpose of the proposed amendment is to cl#hnidy “the relevant
authority” referred to in paragraph&), (f) and (g) of Rule 91.1 and paragraphs (b), (c), (d)
and (e) of Rule 91.2 is the receiving Office, the International Searching Authority, the
International Preliminary Examining Authority oré¢hinternational Bureau, as the case may
be.]
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[Rule 91.1, continued]

rectification. The relevant authority shall authorize a rectification if it finds that,as at the

applicable date under paragraph (d), the alleged mistake was clearly a mistake and that the

meaning which would result from the proposed rectification was clearly the same as the

meaning intended in the international application or other doctinwherwise, the relevant

authority shall refuse to authorize the rectification. In the case of a mistake in the description,

the claims or the drawings, or in an amendment thereof or a correction thereof under Rule 26,

that finding shall be made on thasis of what a person skilled in the art would have

understood, as at the applicable date under paragraph (d), from reading the international

application or the amendment or correction.

[COMMENT: Noting the discussion by the Working Group at its thie$sion, it is proposed

to make the requirements under this paragraph more realistic and, in the case of a mistake in
the description, claims or drawings, to refer to a “person skilled in the art” rather than
“anyone” when determining whether such a mistekeectifiable.]



PCT/RIWG/5/2
Annex, pages

[Rule 91.1, continued]

(d) For the purposes of paragraph (c), the applicable date shall be:

(i) _in the case of a mistake in the international application, the international filing

date;

(i) in the case of a mistake in any other do@nt) including an amendment or a

correction of the international application, the date on which that document was submitted.

[COMMENT: A finding under paragraph (c) would thus be made: (i) where the mistake was
in the description, claims or drawingsn the basis of what a person skilled in the art would
have understood, as at the international filing date, from reading the international application;
(i) where the mistake was in the request: on the basis of what the person in the receiving
Office in charge of authorizing the request for rectification would have understood, as at the
international filing date, from reading the international application; (iii) where the mistake is
in an amendment or a correction of the international applicatiomh@basis of what a person
skilled in the art would have understood, at the time on which the amendment or correction in
question was submitted, from reading the amendment or correction; (iv) where the mistake is
in any other document: on the basis ofatltthe person in the relevant authority in charge of
authorizing the request for rectification would have understood, at the time on which the
document in question was submitted, from reading that document.]
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[Rule 91.1, continued]

(e) {e) The omissiorEmissionsof anentire elemertor sheet of the international

applicatio

assembling-sheetshall not be rectifiableinder this Rule[, but nothing in this Rule shall

prevent the inclusion under Rule 20.5 of a missing part containing an entire element or sheet]

[COMMENT: The words in square brackets would be included only if the proposed
amendments of Rule 20 in document PCT/R/WG/4/2 relating to inclusion of “missing part
proceed at the same time as the present amendments; otherwise, those words would need to
be added at a later date when Rule 20 is amended.]

(f) {6) Where the receiving Office, the International Bureau, the International

Searching Authority or the ternational Preliminary Examining Authority discovers

what appears to be rectifiable mistake in the international application or other document, it

an-obviedus-emr may invite the applicant tpresent-aequester rectificationas-provided-n

paragraphée)-to{g-quated in accordance with this RuleRule26-4-shall-apphmutatis
ot i whicl P hall ] ted.

[COMMENT: Clarification only. Itis proposed to move the last sentence of present
paragraph (d) to proposed new RO 2(b) (see below).]
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91.2 Requests for Rectification

(a) The request for rectification shall be submitted to the relevant authority within the

following time limit, as applicabléhe-authorization-forrectificationreferred-to-rparagraph

[COMMENT: Itis proposed to fix a clear time limit for the submission of the reqimst
rectification by the applicant rather than, as under present Rule 91.1(g), making the
effectiveness of the authorization for rectification dependent on the timely receipt by the
International Bureau of the authorization (and hence of the timely psoweby the relevant
authority of the request for rectification).]

() wherethe relevant authority ig-s-given-bythe receiving Officethe

International Bureaor by the International Searching Authorif26] [27] [28] monthsif-its

of 17

menthsfrom the priority date;

[COMMENT: Existing items (i) and (iii) were designed to ensure that a rectification
authorized during the Chapter | procedure (if the applicant didegptest international

preliminary examination under Chapter Il) would be included in the international application
as published 18 months from the priority date, noting also that the application had to enter the
national phase of processing 20 months fittve priority date. Where the applicant requested
international preliminary examination under Chapter Il, present item (ii) provided for
rectifications to be made after the publication of the application but before the applicant
entered the national pha88 months from the priority date. However, the time limit for

entering the national phase under Chapters | and Il is now the same, namely, 30 months from
the priority date, so it does not seem necessary to maintain the present distinction between
Chaptes | and Il in this respect. It is therefore proposed to link the time limit for rectification

to the time for national phase entry in all cases. Under Chapter I, a time limit towards the end
of the 30 month period seems appropriate.]
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[Rule 91.2(a), contiued]

(i) wherethe relevant authority igis-given-bythe International Preliminary

Examining Authority the time when that Authority beqgins to draw #i-is-given-before-the

establishment-ahe international preliminary examination report

[COMMENT: See the Comment concerning item (i). Where the applicant requests
international preliminary examination under Chapter Il, slightly different considerations apply
since the International Preliminary Examining Authority will be actively processing the
application. Each replacement sheet containing a rectification of a mistake authorized by the
International Preliminary Examining Authority is annexed to the international preliminary
examination report (see Rul®.16 as proposed to be amended, aboVée appropriate time

limit therefore would be the time when the Authority begins to draw up the international
preliminary examination report.]

[COMMENT: Rectification by the International Bureau is dealt with in proposed amended
item (i).]
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[Rule 91.2, continued]

(b) The request for rectification shall contain the following indications:

(i) _an indication to the effect that refitiation of a mistake is requested;

(i) the mistake to be rectified; and

(iii) the proposed rectification;

[COMMENT: See PLT Rule 18(1)(a)(i), (iii) and (iv). The indication under PLT
Rule18.1(a)(ii) (the number of the application or patent concgymenot included here since

the request for rectification must be in the form of, or accompanied by, a letter identifying the
international application to which it relates (see PCT RA2€l(a)). The indication under PLT
Rule18.1(a)(v) (the name and diekss of the requesting party) is not included since
rectification may be made only on the request of the applicant (see pardgjapbove).]

and may, at the option of the applicant, contain:

(iv) a brief explanation of the mistake and the proposetfiegtion.

[COMMENT: Such an explanation would assist the relevant authority in deciding whether a
rectification should be authorized. Note that Article 19(1) provides for a statement explaining
amendments of the claims under that Article.]

(c) Rule 6.4 shall applymutatis mutandigs to the manner in which a rectification

shall be requested.
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91.3 Authorization of Rectifications

(a) [8+3}H The relevant authority shall promptly decide whether, in accordance with

Rule 91.1(c), to authorize oefuse to authorize the rectification aAdy-authority-which

autherizes-orrefuses-any-rectificatishall promptly notify the applicargnd the International

Bureauof the authorization or refusal and, in the case of refusal, of the reasons thekafor.

[COMMENT: The proposed amendments would align the wording with that used elsewhere
in the amended Rule.]

(b) Where the rectification is authorized bHye relevant authority, it shall be made in

the international application or other document concerned as provided in the Administrative

Instructions.

[COMMENT: Sections 325, 413, 511 and 607 of the Administrative Instructions would have
to be modified.]
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[Rule 91.3, continued]

(c) Where a rectification is authorized by the relevant authority, it shall be effective:

(i) in the case of a mistake in the international application, from the international

filing date;

(i) in the case of a mistake in anotldgycument, including an amendment or a

correction of the international application, from the date on which that document was

submitted.

[COMMENT: Proposed new paragraph (c) would clearly spell out the effective date of a
rectification once authorized.]
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[Rle 91.3, continued]

(d) [8L1HH Wherethe authorization of the rectificatiors wasrefused, the
International Bureau shall, upon requssbmitted to itrnadeby the applicantvithin [one
month] [two months] from the date of the decision by the ratehauthority prierte-the-time

relevant-underparagraph-bis)-{g-ter-er{g-guated and subject to the payment of a special

fee whose amount shall be fixed in the Administrative Instructions, publish the request for

rectification the reasons for real by the relevant authority and any further brief comments

that may be submitted by the applicant, if possioigether with the international application.

A copy ofthattherequestof those reasons and of those comments (if &wAectification

shdl if possiblebe included in the communication under Article 20 where a copy of the
pamphlet is not used for that communication or where the international application is not

published by virtue of Articlé4(3).

[COMMENT: Under paragraph (d) as propogede amended, upon request of the

applicant, the International Bureau would also publish information with regard to a request for
rectification which was refused by the International Preliminary Examining Authority, even if
the request for publication ieceived after international publication. This would fill a gap
which exists under the present Regulations: under presentRulé), any request for
publication of information with regard to a refused request for rectification has to be received
by the International Bureau prior to completion of technical preparations for international
publication. In practice, this means that information concerning a request for rectification
which has been refused by the International Preliminary Examining Authedtiy

international publication is neither published nor mentioned in the international preliminary
examination report: only authorized rectifications are annexed to that report (see present
Rule70.16; see also Rule 70.16 as proposed to be amendeadt)dbo
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[Rule 91.3, continued]

Hication

der for the

[End of Annex and of document]



