PCT/MIA/8/2 Add.1
ORIGINAL: English

WI I O DATE: April 15, 2003

WORLD INTELLECTUAL PROPERTY ORGANIZATION
GENEVA

INTERNATIONAL PATENT COOPERATION UNION
(PCT UNION)

MEETING OF INTERNATIONAL AUTHORITIES
UNDER THE PCT

Eighth Session
Washington, D.C., May5to 9, 2003

DRAFT PCT INTERNATIONAL SEARCH AND
PRELIMINARY EXAMINAT ION GUIDELINES:

COMMENTS BY THE UNITED STATES
PATENT AND TRADEMARK OFFICE

Document prepared by the International Bureau

1. Document PCT/MIA/8/2 contains a revised draft set of camediguidelines for

International Search and Preliminary Examination under the PCT submitted by the United

States Patent and Trademark Office.

2. The Annexto this document reproduces the report of comments by the International

Authorities during the seveth session of the Meeting of International Authorities

(seedocument PCT/MIA/7/5, paragraphs 26 to 76) on the previous draft of these guidelines

(seedocument PCT/MIA/7/2), together with responses by the United States Patent and

Trademark Office, indicatimhow these comments have been reflected in the revised draft.

3. The Meeting of International Authorities

is invited to take note of the contents of the
Annex to this document.

[Annex follows]



PCT/MIA/8/2 Add.1
ANNEX

RESPONSE BY THE UNIED STATES PATENT ANDTRADEMARK OFFICE TO THE
COMMENTS ON THE GUICELINES REPORTED IN @CUMENT PCT/MIA/7/5

Chapter 1 (Introduction and Overview)

26. The introductory comments in paragraphs 1.03 to 1.04 raised the question of the status
of the Guidelines. The Meeting agreed that thees no reason to depart from the conclusion
reached during the sixth session (see document PCT/MIA/VI/16, paragraphs 11 to 14), which
had been incorporated into the present PCT International Search Guidelines at par&graph |
and the PCT International Pmglinary Examination Guidelines at paragrapt&1 to }3.3,

and that the content of those existing paragraphs should be included in the revised draft.

[Response: Agree. The paragraphs have been revised such that the contents of the PCT
International Peliminary Examination Guidelines at paragraph8.1l to 1.33 have been
included in the revised dratft.]

27. The Meeting agreed that in further revising the draft Guidelines the following points
should be taken into account:

(@) Paragraph 1.05:The ref@ence to “five parts and an annex” at line 4 will need to
be updated to reflect the final numbers.

[ Response: Agree. This paragraph will be updated to reflect the final numbers.]

(b) Paragraph 1.08:Atline 8 it is necessary to make clear that thetten opinion
referred to at this point is that established under Rula43

[Response: The reference to Rule 43bis has been inserted after the reference to PCT
Article 34 to this paragraph.]

(c) Paragraph 1.10(b):The reference to “16 months” shoubé reviewed in the light
of the fact that this is the normal, practical result, rather than the strict definition in the
Regulations (which is considered elsewhere).

[Response: The suggested language has been inserted.]
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Chapter 2 (Overview of the Inteational Search Stage

28. The Meeting agreed that in further revising the draft Guidelines the following points
should be taken into account:

(@) Paragraph 2.05:Rule 23.1 should be mentioned here, since this paragraph deals
with the transmittal of theearch copy from the receiving Office to the International
Searching Authority.

[Response: The suggested reference has been inserted.]

(b) Paragraph 2.10(b):The use of the term “determine” in relation to unity of
invention (cf. “discover” in paraggh 2.10(f) in relation to the international search itself)
should be revised to be consistent with the requirements of Adi&{8) and RulelO.

[Response: Suggestion is unclear with respect to the term “determine.” Paragraph has not
been amended. Ftiver discussion is necessary.]

(c) Paragraph 2.10(d):Rule 16.3 should be mentioned in this paragraph. It should
be made clear that refunds are available in the case that they have been requested by using the
relevant box on the demand form, identifgithe earlier searched application. The wording
should be changed to read “to determine whetbersethe results...., and toonsequently
authorize ...”

[Response: The paragraph has been revised to include Rule 16.3.]

(d) Paragraph 2.13:The word “esablished” should read “transmitted” for
consistency with Ruld4.1.

[Response: Disagree because the first part of the sentence refers to the establishment of the
search report and written opinion before ISA transmits them to the IB and to the applicant.
However, the paragraph has been revised to clarify this.]

(e) Paragraph 2.14:This paragraph should be revised to reflect the fact that further
search fees can be paid either without protest or under protest.

[Response: Agree. The paragraph has bemnsed to reflect that further search fees can be
paid either under protest or without protest.]

() Paragraph 2.15(b):Rule 46.4 should be mentioned in this paragraph. It should
be made clear that the statement explaining amendments under Ag{t)es optional.

[Response: Agree. The paragraph has been revised to indicate that amendments under
Article 19 are optional.]

(g) Paragraph 2.16:Rule 44er.1 should be mentioned in this paragraph.

[Response: The paragraph has been revised to inclde a reference to Ride 44
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(h) Paragraph 2.17:It should be made clear that, if the applicant files amendments
under Article 19 after a written opinion by the International Searching Authority but does not
file a demand for preliminary examinatiptine international preliminary report on
patentability (Chapter I) will be established without taking these amendments into
consideration (Rule 43s).

[Response: Agree. The paragraph has been revised to only refer to the publication of the
search repd. The comment on the international preliminary report on patentability has been
incorporated into paragraph 2.18.]

() Paragraph 2.18:The reference to Articl@3(3) should read Article 23(2).

[Response: The reference to Article 23 has been cordeche addition, this paragraph has
been revised to reflect the comment of paragraph 2.17.]

() Paragraph 2.19:1t was recalled that the question of copyright and copies of
citations was under consideration by the Working Group (see document PCT/RAVG/3/
paragraph 63), and a drafting note should be included to that effect as a reminder that further
changes may be needed at a later stage.

[Response: Agree. The paragraph has been revised to reflect their comment.]

(k) Paragraph 2.21:The question wa raised of whether the requirement of
producing a written opinion in conjunction with the international search report meant that an
equivalent opinion was required when producing an internatityped search under
Article 15(5). It was unanimously agredhat it did not. However it was desirable to refer
specifically to Article15(5) rather than merely Articlg5 in this paragraph.

[Response: The paragraph has been revised to include Article 15(5).]
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Chapter 3 (Overview of the International Prelinairy Examination Stage)

29. The Meeting agreed that in further revising the draft Guidelines the following points
should be taken into account:

(@) Paragraph 3.04:The reference at line 3 to “Phase I” should be amended to read
“Chapterl.”

[Response:The paragraph has been revised to reflect Chapter I.]

(b) Paragraph 3.04 and throughoutit was noted that the report under Chagter
could be referred to as either the “international preliminary examination report” or the
“international preliminary rport on patentability (Chapter II).” Either was valid, but it was
desirable to use terminology consistently.

[Response: USPTO agrees and for terminology consistency the report under Chapter Il will
be referred to as the international preliminary exantioa report (IPER).]

(c) Paragraph 3.08:It may be desirable to include a reference to the WIPO
website’s list of the remaining reservations.

[Response: Agree. Areference to WIPO’s website has been inserted.]

(d) Paragraph 3.15:Delete “if practcable.”
[Response: The phrase has been deleted.]

(e) Paragraph 3.18:A drafting note should be included, reminding of the need to
review whether this paragraph is required, depending on whether any Authorities make a

relevant notification.

[Response:Suggestion is unclear with respect to this paragraph. Paragraph is not amended.
Further discussion is necessary.]

() Paragraph 3.21:The reference to the number of opinions issued needs to be
brought into line with the result of the discussion omoection with Chapter 10.

[Response: Agree. The paragraph has been revised to reflect their comment.]

(g) Paragraph 3.22:Consideration should be given to the importance of establishing
the report prior to the normal time for entry into the natiopladse and the possible effects if
the report is established after this time (recognizing that this is ultimately a question of
national law).

[Response: Although the comment is noted, this paragraph has not been revised to include
their suggestion becae it would require a rule change.]

(h) Paragraph 3.24:The reference to transmittal of the reports to the elected Offices,
rather than establishment of the report is not strictly correct and should be reviewed, noting
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the differences between Ruddter and Article38 for international preliminary reports on
patentability Chapters | and Il respectively.

[Response: Agree. This paragraph has been revised to indicate when the IPEA may provide
the documents to the elected Offig¢es

() Paragraph 3.25:A reference should be made to communication on request.
[Response: Agree. This paragraph has been revised to reflect their comment.]

() Paragraph 3.28:A drafting note referring to copyright issues should be included,
similar to that for paragraph 2.19 above.

[Response: Agree. The paragraph has been revised to reflect their comment.]
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Chapter 4 (The International Search)

30. The Meeting agreed that in further revising the draft Guidelines the following points
should be taken into account:

(@) The duplication between Chapters 2 and 4 (particularly the more general parts)
should be reviewed.

[Response: After carefully considered review, we believe that Chapter 2 and overview of
Chapter 4 should not be further revised. Chapter 2 is an overwvigtive international search
stage while Chapter 4 addresses the international search itself. As such there is necessarily
some overlap of subject matter but neither the whole of the guidelines nor either Chapter 2
nor 4 would be improved by the deletiohthe overlapping subject matter from either

Chapter.]

(b) Paragraph 4.01:While this was considered to be a statement of objective, rather
than of how the objective should be achieved, a reference to the PCT minimum
documentation should be considered.

[Response:Suggestion adopted. The reference has been added.]

(c) Paragraphs 4.02 and 4.52In paragraph 4.02, insert “In order to establish the
written opinion of the International Searching Authority” at the beginning and replace
“perform searchig” with “cite.”

[Response:The changes to paragraph 4.02 have been made. Itis unclear why
paragraph4.52 is referenced here.]

(d) Paragraphs 4.04 and 4.07Delete the square brackets and retain the text. In
paragraph 4.07, replace “can be dated argdindexed” with “are retrievable.”

[Response:Suggestion adopted.]

(e) Paragraphs 4.05to 4.07These paragraphs describe prior art and the relationship
with Chapter 14 should be reviewed. Paragraph 4.07 should include arefessnce to
paragrph 14.13.

[Response: Paragraph 4.05 has been revised and is now consistent with pardgrdph A
cross reference to paragraph 14.15 has been added to paragtdyihand a cross references
to paragraphs 14.12 to 14.13 have been added to paragdapn]

() Paragraph 4.17:This paragraph should be made consistent with RBl&(b).
[Response:Suggestion adopted.]

(g) Paragraphs 4.18 and 4.24 (and elsewhere more generaltyyould be desirable
to find different or extra examples which will beeaningful to examiners in all fields of

technology, rather than matters such as pipe clamps, which require some knowledge of a
specific art.
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[Response: Although this would appear to be highly desirable, it would not be practical to
attempt to provide exaples from the diverse myriad of technologies that are considered by
the ISAs. Therefore, the example, which is clearly understandable for the vast majority of
readers, should be maintained.]

(h) Paragraph 4.20:Add a reference to the possibility of mtacting the applicant.
[Response:Suggestion adopted.]

(i) Paragraph 4.23:The final sentence contained many caveats and consequently
did not give clear, general advice. Suggestions were requested from Authorities for
alternative wordings.

[Respone: Suggestion adopted.]

() Paragraph 4.31:The words “such situations should be apparent” should be made
more direct, indicating that the examiner should state the objection.

[Response:Suggestion adopted.]

(k) Paragraph 4.31:The square brackeshould be deleted and the text between
them retained.

[Response:Suggestion adopted.]

()  Paragraph 4.33:There is no guidance on what to do in the event that the
applicant refuses to correct the international application voluntarily to remove roatteary
to public order. Suggestions were requested from Authorities who had any experience of such
events either under the PCT or comparable national provisions.

[Response: If the applicant does not make the suggested correction the examiner should
have the option of excluding the noted matter from search and examination. Further, the IB
may omit the noted matter from the publication in accordance with ArBt().]

(m) Paragraph 4.36:1t is extremely rare to require an applicant to providepycof a
document that is unavailable to the Authority but required before a meaningful international
search was possible. Nevertheless at least one Authority had occasionally found it necessary
to use such a procedure and consequently it was agreetabo tleis paragraph.
[Response:Agreed.]

(n) Paragraph 4.37:This should be redrafted to provide that the abstract may be
considered prior to or after the search, since the examiner may feel that he understands the
invention better afterwards.

[Respmse: Suggestion adopted.]

(o) Paragraph 4.51:In the third line, change “should also endeavor to discover ...”
to read “be encouraged to cite.”

[Response:Suggestion adopted.]
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(p) Paragraph 4.57:Some Authorities objected to any obligation to retdia search
history on the file (see Rule 43.6) (see also paragraphs 6.55 and 6.58). However it was
suggested that it may be desirable to redraft the paragraph to make clear that Authorities may
require their examiners to do so, rather than it being tieae of each individual examiner.

The questions of whether requiring such a search history would bolster confidence in the
quality of the search and whether the history would be meaningful (or whether it might in
some cases be positively misleading) dddae considered separately at a later time.

[Response: Alternative language has been proposed to require a detailed history only for
those components of the search that discovered the prior art references cited in the search
report .]

(q) Paragraph 459: The term “types of expression” is not an example of a “specific
claim type” and should be replaced by a better example.

[Response: Paragraph has been amended to make it clear that when the examiner interprets
the claims for the purpose of determigithe appropriate search to conduct, the evaluation of
the references for those claims should be consistent with that interpretation.]

() Paragraph 4.62:The word “references” should be replaced by “prior art
documents” and the term “nastatutory” shald be replaced by “matter excluded under
Article 17(2)(a)(i).” The term “statutory subject matter” should be revised accordingly.
[Response:Suggestion adopted.]

(s) Paragraph 4.69:Should refer to the written opinion as well as the search report.

[Response:Suggestion adopted.]
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Chapter 5 (“Reserved”)
31. Itwas clarified that this Chapter was not reserved for further material, but was simply a
discontinuity in the numbering, which would be corrected before finalization of the

Guidelines, but mbably not in the next draft, since this might complicate revision marking.

[Response: Agreed.]
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Chapter 6 (International Search Report)

32. The Meeting agreed that in further revising the draft Guidelines the following points
should be taken into acoat:

(@) Paragraph 6.04:It was felt that a new heading was required above this
paragraph. In addition the word “Chapter” in line 1 might be replaced by “the following
paragraphs” or the like.

[Response:Suggestion adopted.]

(b) Paragraph 6.07:A drafting comment should be added to remind of the need to
review in the light of new forms, particularly if computgenerated forms are introduced
(though this is not likely to be before the current revision must come into force).

[Response:Suggestiomdopted.]

(c) Paragraph 6.19:In the second line, after “mentioned of those” add “on the
request form” to clarify where the applicant’'s name is mentioned.

[Response:Suggestion adopted.]

(d) Paragraph 6.20:This should contain an exhaustive listtbe subjects which may
be excluded from search and examination (see Rules 39 and 67).

[Response:Suggestion adopted.]

(e) Paragraphs 6.36 to 6.48These paragraphs covered the same subjects as
paragraphs 8.01 to 8.07. The duplication should be vexike one Authority expressed a
preference for the version of the explanation of procedure provided in these paragraphs over
that in Chapter 8.

[Response: The whole of Chapter 8 has been eliminated and its contents have been
redistributed to other partsf the Guidelines. Specifically, the contents of paragraphs 8.01

to 8.07 have been moved to paragraphs 6.36 to 6.47. The contents of paragraph 8.08 have
been moved to paragraph 19.17. The contents of paragraphs 8.09 to 8.10 have been moved to
paragraph4.10 and new paragraph 4.10.1 respectively. In addition, a erefsrence to

paragraph 4.10 has been added to paragraphs 4.31, 6.20, and 6.27. Further, a

crossreference to paragraph 19.17 has been added to paragraph 6.27.]

(H Paragraph 6.37:Redraf to differentiate between Rules 37 and 38.

[Response:Paragraph 6.37 has been amended to address Rule 38 and not Rule 37. New
paragraph 6.46.1 has been added to address Rule 37.]

(g) Paragraph 6.39(c):Change the first sentence to read “only oneifggshould
normallybe selected. The ....”

[Response:Suggestion adopted.]
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(h) Paragraph 6.39(d):In the second line, change “text” to “abstract.”
[Response:Suggestion adopted.]

() Paragraph 6.46:This wording could be replaced by wording takkeom the
European Patent Office’s Guidelines, which is more complete (EPC Guideliridis/ A,
adapted to the PCT procedure) as follows:

“Title of the invention According to Rule 4.3 PCT, the title must be short and precise
(preferably from two to sean words in English or when translated into English).
Furthermore, the title should clearly and concisely state the technical designation of the
invention and should exclude all fancy names. In this regard the following should be
taken into account:

(@) personal or trade names, fancy names, the word “patent” or similar terms of
a nontechnical nature which do not serve to identify the invention should not be used,;

(b) the abbreviation “etc.,” being vague, should not be used and should be
replaced by aimndication of what it is intended to cover;

(c) titles such as “Method,” “Apparatus,” “Chemical Compounds” alone or
similar vague titles do not clearly state the technical designation of the invention.”

This section should also clarify that the Intetioaal Searching Authority may change a
deficient title at its own discretion according to Rule 37.2.

[ResponseThe suggested text taken from the EPC Guidelines has been added. However, the
comment in the last sentence suggesting that a clarificatiomée to indicate that the ISA

may change a deficient titlat its discretionn accordance with Rule 37.2 is not understood.

Rule 37.2 states that the |Shallestablish a title if the application does not contain a title

and the ISA has not been no#idi that the applicant has been invited to furnish a title or if the
ISA finds that the title does not comply with Rule 4.3. Rule 37.2 does not indicate that the ISA
has any discretion in the event it determines the title to be deficient.]

() Paragraph6.47. Make any necessary changes in view of new paragraph 6.46.
[Response:Suggestion adopted.]
(k) Paragraphs 6.53 to 6.61See comments on paragraph 4.57 above.

[Response: With regard to paragraphs 6.60 to 6.61, the term “partial”, from the teofogy
“partial structure searches”, has been deleted since it is not readily apparent what type of
structure search this particularly specifies. For the purposes of the International Search
Report, any structure or sequence search need only be speasfiget forth in 6.60 and 6.61,
respectively. The detailed search history should provide more details of any structure or
sequence query for art which was cited in the search report and obtained from such
searches.]

() Paragraphs 6.55 and 6.58See corments on paragraph 4.57 above.



PCT/MIA/8/2 Add.1
Annex, paged2

(m) Paragraph 6.64(a):Place the text in square brackets for reconsideration.
[Response:This paragraph has been deleted.]

(n) Paragraph 6.64(b):Omit this paragraph.
[Response:Suggestion adopted.]

(o) Paragraph6.64(c): Redraft to address relying on the closest prior art without the
citation of duplicate prior art.

[Response:Suggestion adopted.]
(p) Paragraph 6.64(d):Omit this paragraph.
[Response:Suggestion adopted.]

(q) Paragraph 6.64(e):Redraftto make it clear what the examiner is relying on
(abstract or whole document).

[Response:Suggestion adopted.]

() Paragraph 6.64(f)Omit this paragraph.
[Response:Suggestion adopted.]

(s) Paragraph 6.65:0mit this paragraph.
[Response:Suggeson adopted.]

(t) Paragraphs 6.67 to 6.93Redraft in view of comments in document
PCT/MIA/7/2 Add.1 and those mentioned in the following five paragraphs.

[Response:Suggestion adopted. New paragraph 6.66.1 replaces old paragraphs 6.67 to
6.93.]

(u) Paragraph 6.71:Consideration should be given to an explicit statement that
documents may be cited as category X if they call into question the inventive step of a claim
when considered in the light of common general knowledge.

[Response:Suggestiomdopted. See new paragraph 6.66.1(i).]

(v) Paragraph 6.73:Further drafting is required to clarify that if any alternative,
taken as a whole, within the scope of the claim would have been obvious, then the claim lacks
inventive step, rather than th&tgt whole breadth of the claim must be obvious for such an
objection.

[Response:The offending language in the description of a category “Y” reference is no
longer present. See new paragraph 6.66.1(i).]
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(w) Paragraphs 6.75 and 6.81It may be desiral@ to note that where a single
document is cited as suggesting a lack of inventive step, that document would normally be
listed as category X.

[Response:Suggestion adopted. See new paragraph 6.66.1(i).]

(x) Paragraph 6.76:Redrafting was required tarify that “as a whole” related to
each dependent claim as read together with the claims from which it depends, rather than all
dependent claims being read together as a whole.

[Response:The offending language is no longer present. See new paragr&ohl]

(y) Paragraph 6.85:It was agreed that the Guidelines were not the appropriate place
to define a new symbal this should be raised with the Standing Committee on Information
Technologies (SCIT). It was agreed that the paragraph should remsguare brackets for
the moment as a reminder of the issue, but be marked with a drafting note to make clear that it
was not intended to introduce it until the proper process had been completed. It was also
noted that the intention was to provide a manofemarking a category of documents which
were known to the examiner, not to introduce an obligation to extend the search. It was also
noted that “D” was not a good symbol since it already has a specific, different meaning in
European practice (relating a document cited by the applicant in the description).

[Response:See new paragraph 6.66.1(vii). The subject matter has been placed in square
brackets and marked with the requested drafting note. Symbol “D” has been replaced with
symbol “M”.]

(z) Paragraph 6.105:0mit this paragraph.
[Response:Suggestion adopted.]

(aa) Paragraph 6.107:A drafting note should be included to remind of the
consideration being given to copyright in citations in other forums, as noted above in respect
of paragrap 2.19.

[Response:Suggestion adopted.]

(bb) Paragraphs 6.109 to 6.114Some concern was expressed at including details of
the reissue of search reports in the Guidelines, since this is done by the Authorities as a
service, not an obligation. Thereaw general agreement that there were times when all
Authorities would agree that reissue was appropriate and that this could be mentioned in the
Guidelines, but that there should be no implication of an obligation and that much of the
detail of internal pactice was a matter for the individual Authorities and not relevant to these
Guidelines. Consideration might be given to referring to “replacement” search reports, rather
than reissues, noting that any second search report would be a replacement. tReskaft
paragraphs to provide that any second (optional) search report should be a replacement of that
first issued.

[Response:Suggestion adopted. See new paragraph 6.109.]
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Chapter 7 (Classification of International Applications)

33. Itwas pointed at that a large part of this Chapter is a summary of matter which appears
in the Guide to the International Patent Classification (IPC). It was questioned whether it
might be better simply to provide a reference to that Guide.

[Response: The original ¥ was modified to eliminate specific classification guidance and
refer the reader to the IPC Guide. The remaining language is thought to be of a general
nature or describing practices not covered by the IPC guide. ]

34. The Meeting agreed that in fughrevising the draft Guidelines the following points
should be taken into account:

(@) Paragraph 7.02:The relationship between this paragraph and paragraph 6.53
should be examined. They were generally felt not to be inconsistent, but the phrasectall
classifications should be assigned” may require further knowledge of the rules of the IPC to
reconcile easily with the statement “nobligatory IPC symbols do not need to be applied.”
[Response: Paragraph 6.53 now addresses only field of seasdifidations, and 6.54
addresses classification of applications. The phrase “all such classifications...” in paragraph
7.03 is now followed by a reference to the IPC guide. ]

(b) Paragraph 7.03:The need for all relevant classifications could be exgeds
more simply, without reference to main groups within subclasses.

[Response: Reference to IPC groups and subclasses deleted.]
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Chapter 8 (Errors and Deficiencies Checked at the Search Stage)

35. A ssignificant overlap between this and Chapter 6 wated. It may be desirable for the
two chapters to be merged.

[Response: The whole of Chapter 8 has been eliminated and its contents have been
redistributed to other parts of the Guidelines. Specifically, the contents of paragraphs 8.01

to 8.07 have beemoved to paragraphs 6.36 to 6.47. The contents of paragraph 8.08 have

been moved to paragraph 19.17. The contents of paragraphs 8.09 to 8.10 have been moved to
paragraph 4.10 and new paragraph 4.10.1 respectively.]
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Chapter 9 (Preliminary Procedure dReceipt of the Demand)

36. The Meeting agreed that in further revising the draft Guidelines the following points
should be taken into account:

(a) Paragraphs 9.02 and 9.12in line 12 of paragraph 9.02, change “is not in
conformance” to “does not comygland in line 4 of paragraph 9.12 change “in conformance”
to “does not comply.”

[Response: Adopted for paragraph 9.02; the proposed language was modified slightly i[n
paragraph 9.12, that is, “in conformance with Section 102(h) and (i) was not used” was
replaced with---that does not comply with Section 102(h) and (i) was usled

(b) Paragraph 9.07:1t may be worth noting that there are no current reservations in
respect of Chapter Il so that this paragraph is not operative at the time that thditasdee
established, but it was not appropriate to delete it entirely.

[Response: Adopted.]

(c) Paragraphs 9.08 and 9.15The significance of the references to 19 months
should be clarified, indicating that failure to notify the applicant quicklymesult in loss of
rights in States where a notification in respect of the modification to ArB2lg) is still in
force.

[Response: Adopted.]

(d) Paragraph 9.10:It should be clarified that it is only necessary to check that new
applicants are eitled to file the demand if the change under R8gbisis recorded by the
International Bureau prior to the demand being filed.

[Response: the comment is not understood. A newly named applicant’s entitlement to file a
demand would need to be checkagapective of whether the IB has recorded the change
prior to the demand being filed.]

(e) Paragraph 9.20:In line 2, “(preferably by facsimile transmission)” should be
deleted.

[Response: Adopted.]

(H Paragraphs 9.22, 9.28, 9.29 and 9.3Wpdaterequired to reflect amended
Rule90.4, whereby Authorities are not required to call for a power of attorney and also need
not routinely forward this to the International Bureau. It may also be necessary to note the
new provisions in relation to withdrawaf the international application. IP Australia offered
to draft new text.

[Response: No change was made to paragraph 9.22. However if the IB decides to waive the
requirement that a separate power of attorney be submitted to it, alternative languagesfo
paragraph is offered within the parentheses.
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Paragraph 9.28 Updates made. The sentences specific to applicants for the
purposes of the US only have been deleted since the US will be waiving the
requirement in accordance with Rule 90.4.

Paragrah 9.29- Updates made.

New Paragraph 9.29bigas added for those IPEAs which waive the requirement for a
separate power of attorney under amended Rule 90.4.

Paragraph 9.38 Not mentioned in the report but paragraph 9.30 was modified in a
similar manrer since it also concerns signature of the agent.

Paragraph 9.34 Response: no change was made. This paragraph does not concern
signature of the agent so no change was made.

Note that comments also mentioned that it might be necessary to note the new
provisions in relation to withdrawal of the international application but those changes
were incorporated into the section on withdrawal found in Chapter 10, paragraph
10.65.]

(g) Paragraph 9.36 (and possibly elsewheré)pdate required to reflect new
Rule60.1ter whereby when there are several applicants it is sufficient for the demand to be
signed by any one applicant.

[Response: Adopted.]

[Paragraph 9.37 was not mentioned in the report. However, the US delegation recalled that
the parentheticlmaterial “(black ink should be used),” should be deleted.]

(h) Paragraph 9.58:In line 6, change “the file will not be forwarded to the
examiner” to “examination will not start” since whether or not to forward a file should be left
to internal practie.

[Response Adopted]

(i) Paragraph 9.59:Needs review for consistency with RWB&.9(a)(ii). This rule
specifically refers to the case where Article 34 amendments “reverse” (the term used as
opposed to “cancel”) Articld9 amendments.

[Response:Adopted. Should this entire paragraph be deleted? There is no basis in
Rule53.9(a)(ii) for the practice of reversing Article 19 amendments, except with Article 34
amendments.]

() Paragraph 9.64:Consider whether the word “or” at the beginningioe 5
should read “and/or” to take account of the different possible ways in which an abstract might
come to be established.

[Response: no change was made. The US does not understand this cgmment.
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[Paragraph 9.68 was not mentioned in the report. However, the paragraph was revised in
order to provide instructions as to what the IPEA does where applicant doesn’t respond to the
invitation to translate the demand.]
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Chapter 10 (Examination Procedure Before the International Preliminary Examining
Autharity)

—  Cases Where a Further Written Opinion May Be Issued
37. See paragraphs 10.14 and 10.15 of the draft revised Guidelines.

38. The Meeting noted that the Treaty and Regulations did not impose any obligation on the
International Preliminary ExamingnAuthority under Chapter Il to establish any further

written opinion beyond the first, although the possibility that such further opinion(s) might be
issued was envisaged. That position was equally true under the existing Regulations (under
which the first written opinion was established under Chapter Il by the International
Preliminary Examining Authority) and under the Regulations as amended with effect from
January 1, 2004 (under which the first written opinion would, subject to the exception
providedby Rule 66.bis(b), be that established under Chapter | by the International
Searching Authority). There was some discussion, however, about the extent to which the
Guidelines should indicate whether, and in what circumstances, the International Prglimina
Examining Authority should exercise its discretion to establish a further written opinion.

39. Itwas noted that the amended provisions relating to the International Searching
Authority did not, unlike the existing provisions relating to the Internaidreliminary
Examining Authority, give the applicant the opportunity of having amendments or arguments
considered by the International Searching Authority in establishing the first written opinion,
although it was pointed out by one Authority that swgportunity was, under the present
provisions, seldom taken advantage of by applicants in practice. It was also noted that the
amended provisions did not, of course, affect the applicant’s right to submit amendments or
arguments under Article 34, and tlsatch amendments or arguments would be taken into
account by the International Preliminary Examining Authority in establishing the international
preliminary examination report or, where appropriate, in issuing a further written opinion.

40. Certain Authotties expressed the view that there were circumstances in which the
issuance of a further written opinion should be encouraged by the Guidelines, provided that
there was sufficient time available, that the applicant was making a real effort to meet the
exaniner’s objections and that the Authority had adequate resources, and felt that the
wordingof the present Guidelines relating to international preliminary examination (see
paragraph/I1-6.3) was preferable to the revised draft. The value of the intemmaitjzhase of

the PCT procedure to applicants and elected Offices, particularly smaller Offices, which
relied on the results of the international preliminary examination procedure would be reduced,
it was felt, if examiners were not encouraged to issud@rvritten opinions, since more
outstanding objections would then remain to be resolved in the national phase. Such an
approach was felt to be inconsistent with the objective of making the PCT a more useful tool
in the obtaining and granting of patenppection internationally, and would increase costs

and work for applicants and Offices. The comments by the International Federation of
Industrial Property Attorneys (FICPI) that were reproduced in document PCT/MIA/7/2 Add.2
were noted.

41. Other Authoriies believed that the revised Guidelines should not restrict the discretion
of the International Preliminary Examining Authority, noting that the Regulations did not
make the issuance of a further written opinion obligatory in any circumstances. |totes n
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that the draft revised Guidelines made it clear that the International Preliminary Examining
Authority remained at liberty to issue further written opinions where appropriate.

[Response: The guidelines neither make a second written opinion mandatorgstrict the
issuance of a second written opinion. All comments have been taken into consideration, and
the revisions allow for an IPEA to issue a second written opinion if the IPEA believes that the
issuance of a second written opinion would be helful in facilitating a final resolution of
significant issues.]

42. A majority of the Authorities which took the floor considered that the current draft of
paragraphs 10.14 and 10.15 was acceptable, subject to amendment of the words “need not be
required’at line 1 of paragraph 10.14 to read “is not required” and deletion of the word

“only” at line 7 of paragraph 10.15 (which amendments were, in themselves, generally
agreed), but it was noted that it was open to Authorities to propose alternative texkts whic

might form an acceptable compromise in future revised drafts.

— Other Matters

43. The Meeting agreed that in further revising the draft Guidelines the following points
should be taken into account:

(a) Paragraph 10.03:References to “technical chatar” were not necessary in this
context. Delete the bracketed text.

[Response: Text deleted.]

(b) Paragraph 10.04:Consideration should be given to the location of this paragraph
and to a change of emphasis, providing guidance to examiners.

[Resporse: Paragraph was combined with 10.03 (ii).]

(c) Paragraph 10.08:In line 4 after “search report” add “and the written opinion
established under Rule 4Bi&.”

[Response: Suggested wording added. Also, paragraph 11.01 was inserted into this
paragram.]

(d) Paragraph 10.11:Change the last sentence to read: “If the application complies
with PCT Article 34(2)(c), the Authority need not issue a written opinion but may establish
the international preliminary examination report directly.”

[Response:Paragraph has been changed because it was not accurate. It has been rewritten
to indicated that if a written opinion needs to be established, it is established by the ISA and
that any further written opinions are issued by the IPEA. Also indicatestieatPEA may

issue the IPER directly if a positive IPER can be established without the issuance of a written
opinion by the ISA ]

(e) Paragraph 10.12:In line 2, change “should” to “would normally.” In line 7, add
“should” before “study.”

[Response:Suggested wording added.]
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(H Paragraph 10.13:Redrafting with inclusion of items from Rui6.2.
[Response: Paragraph redrafted to include inclusion of items from Rule 66.2.]

(g) Paragraph 10.14:In the first line replace “need not be required’tiviis not
required.”

[Response: Suggested wording added.]
(h) Paragraph 10.15:In the 4th line from the bottom delete “only.”
[Response: Suggested text deleted.]

(i) Paragraph 10.16:The procedure as to lack of unity of invention should be dealt
with in Chapterl2.

[Response: Paragraph has been retained in Chapter 10 with a cross reference to Chapter 12.
This paragraph is of general instruction that the examiner should consider lack of unity

during the examination phase and should consult dedanstructions in Chapter 12. The
paragraph has been moved prior to paragraph 10.12]

() Paragraph 10.19:For consistency with Rul66.2(c), the words “, where
appropriate,” should be inserted in front of “the amendments” in line 2.

[Response: Sugsted wording added.]

(k) Paragraph 10.21:Rewrite the last line to read “The examiner may also consider
whether outstanding issues would best be resolved by a further written opinion, a telephone
discussion or an interview.”

[Response: Suggested worthg to last sentence has been added. Fourth and fifth sentences
have been redrafted for clarification and to take in consideration of comments in paragraphs
40 and 41.]

()  Paragraph 10.23:Redraft to indicate that the examiner should comment briefly
on those arguments considered to be relevant.

[Response: Paragraph has been redrafted to reflect that the examiner should briefly
comment on relevant arguments.]

(m) Paragraph 10.26:Delete.
[Response: Paragraph deleted.]

(n) Paragraph 10.27:Aend the wording “there is no restriction on resuming...” to
“International preliminary examination may exceptionally be resumed after a report...”

[Response: Suggested wording added. Also paragraph redrafted to indicate that a corrected
IPER will not beissued merely because applicant disagrees with the IPER. Finally,
paragraph 10.29 has been inserted into paragraph 10.27.]
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(o) Paragraph 10.34:Should be amended to make clear that interlineations are
acceptable only at the discretion of the Authgpand not as of right for the applicant.

[Response: Paragraph has been redrafted to allow an IPEA to accept such amendments, but
the IPEA is not required to accept such amendments.]

(p) Paragraph 10.36:Should be amended to make clear that an Autiioniay, if it
wishes, accept a change of language of correspondence without a formal request being made
by the applicant.

[Response: Paragraph has been redrafted to indicate that an IPEA may allow a change in
the language of correspondence.]

(q) Paragrgph 10.39: There was general agreement that “will not” should be deleted.
It was felt by most Authorities that the rule was appropriate since the question of added matter
was simply the opinion of the examiner and the relevant sheets should be avaitadkcted
Offices to form their own conclusions in the national phase. Nevertheless, it was noted that it
may be desirable to introduce a new stamp for amended pages, to distinguish those which are
considered to contain additional subject matter.

[Respase: The paragraph has been redrafted that the examiner must clearly indicate in the
IPER each replacement sheet that contains subject matter that goes beyond the original
disclosure. Further the paragraph has been amended to instruct the examinerksutr

an amended sheet at the bottom of the sheet that the amendment goes beyond the content of
the application as filed. Additionally the paragraph has been amended to include instructions
for when there are two replacement sheets for any given pathe@ipplication. E.g. an

applicant files an acceptable amendment to sheet 2 of the description with the Demand.
Applicant’s then files another amendment to sheet 2 that goes beyond the disclosure of the
description. Under the PCT Rules, the IPER wdoddestablished as if the second

amendment had not been made (Rule 70.2(c)), but would annex (Rule 70.16) the second
replacement sheet to the IPER and not the first amended sheet even though the IPER was
being established on the first amended sheet. Toe¥ehe paragraph has been amended to
indicated that if there are two replacement pages for the same sheet, and the second contains
subject matter that goes beyond the disclosure both must be annexed to the IPER.]

() Paragraph 10.40:There was broadgreement that the first text in square
brackets should be removed, leaving the second option. However, one Authority was
unfamiliar with the test of “not expressly or inherently presented” and might need to return to
this after further study.

[Respone: The first text in square brackets has been deleted. Paragraph has been amended
to add a definition of inherently to address the concern of one authority.]

(s) Paragraph 10.53:A reference should be made in the final sentence to optional
Form PCT/IREA/428, which Authorities may use to record informal communications with the
applicant.

[Response: Suggested wording added.]
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(t) Paragraphs 10.62 to 10.63These paragraphs should be combined, removing the
redundancy within them. Item (iii) of paragph 10.63 could only apply where the
International Searching Authority and the International Preliminary Examining Authority
were the same and may be too much a matter of internal practice to be relevant to the
Guidelines.

[Response: Paragraph 10.62 ai€.63 have been combined and item (iii) has been
corrected to refer to examination copy.]

(u) Paragraphs 10.62 to 10.70These paragraphs relate to administrative matters and
consideration should be given to moving them to a separate part dealing aighpmocedural
and administrative matters.

[Response: Paragraphs 10.62 to 10.65 have been retained. Paragraphs-1006860 have

been removed. Access to information held by the IB (paragraph 10.66) is discussed in the
PCT Applicant’s Guidat paragragh 475. Paragraph 10.67 has been moved to
paragraph3.24. Access to information held by the Elected Office (Paragraphs 1M&®)

is discussed in thePCT Applicant’s Guide paragraphs 476. since applicants will be

seeking access, in is believe thla¢ PCT Applicant’s Guides a better location and since

these are search and examination guidelines, the information held by the IB and the Elected
Office do not seem to belong in these guidelines.]

(v) Paragraph 10.67:Amendment is required to take smaccount Rulé3.2,
whereby the international preliminary examination report is communicated to elected Offices
only after 30 months from the priority date, except where the applicant has made an express
request to an elected Office under Article 40(R)was agreed that, under Rudd.2, there is
no obligation for International Preliminary Examining Authorities to provide copies to third
parties.

[Response: Paragraph 10.67 has been moved to paragraph 3.24. Paragraph 3.24 was
amended to indicate thain IPEA may provide copies to third parties.]
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Chapter 11 (Amendments)

44. Paragraph 11.0Zequires amendment to make clear that, under Bélébis an

applicant may file amendments up until the International Preliminary Examining Authority
has begurio draw up the international preliminary examination report, even if this is outside
the time limit for reply set under Rulg6.2(d).

[Response. Chapter 11 has been incorporated into sections 10.08(b), 10.08(c), 10.31, 10.32,
10.36 and 10.37 of Chapte©1 Comments to paragraph 11.02 have been incorporated
into 10.31.]
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Chapter 12 (Content of Written Opinions and the International Preliminary Examination
Report)

[Response. NOTE: Many of the original paragraphs have been renumbered for clarity.
Whee appropriate, the reply to the comments on the old paragraphs will reference the
corresponding new paragraph numbers.]

45. The European Patent Office presented a proposal in document PCT/MIA/7/2 Add.3,
splitting the content of Chapter 12 into separdtapters for the written opinion of the
International Searching Authority and those of the International Preliminary Examining
Authority. It was explained that the main reason for this was to highlight that, while it was
important to maintain common standa between the different stages, there were inevitably
differences resulting from the time at which the actions were performed (particularly in the
areas of considering priority, unity of invention and the fact that amendments cannot have
been filed priotto the international search).

46. Advantages were seen both in maintaining the current approach of dealing with all
written opinions and the international preliminary examination report in a single chapter and
with dividing matters to allow the pointslevant to only one stage or the other to be
presented more clearly. Either way, the European Patent Office’s proposal was extremely
useful since it made clear the areas where the differences needed to be considered.

47. It was agreed that the United StatPatent and Trademark Office should review the
issues which were raised by the European Patent Office’s paper and make a new proposal
reflecting their view of the best way to present these matters.

[Response. Reviewed the proposed PCT/MIA/7/2 Add.@ndect in which Chapter 12 was

split into two chapters (Chapters X & Y) to specifically accommodate thel8¥cand WO

IPEA. As noted in the comments above, separating chapter 12 has the advantage of
highlighting the differences which may be specific towmgten opinions of the ISA & IPEA.
However, splitting the chapter is not deemed necessary since all of the differences can be fully
and adequately addressed in a single chapter. The revisions to the chapter were prepared by
reviewing and addressing tle@mments below and the proposed Chapters X & Y.]

48. The Meeting agreed that in further revising the draft Guidelines the following points
should be taken into account:

(@) Paragraph 12.02:Add a reference to new Ruf8bis.1(a)(ii). Amend “which
maybe in the application” to “insofar as checked by the Authority.”

[Response. Added a reference to new Ridis1(a) on last line of the paragraph. Also,
replaced the phrase “which may be in the application” to “insofar as checked by the
Authority”.]

(b) Paragraph 12.04:Clarify which time limit applies: Article 19(1)/Rule 46,
Rule66 or Rule 4B8is.

[Response. Added references to RiBbis1(c) (response period for WCBA) and 54is.1(a)
(time limit for making a Demand).]
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(c) Paragraph 12.13:The word “almost” in the second line should be deleted unless
an example of a case can be found where the written opinion of the International Searching
Authority would be drawn up other than on the basis of the application as filed. The status of
sequace listings filed for search purposes, which under Riderdo not form part of the
international application, should be corrected. The United States Patent and Trademark
Office should consider adding a clarification that corrections are considetedgart of the
application as filed.

[Response. Now paragraph 12.12, deleted the word “almost”. Added clarifications that the
“rectifications” are filed before the IPEA & ISA and “amendments” are filed before the
IPEA. Further, deleted the problemasequence listing example.]

(d) Paragraph 12.22:Amend the words following “sequence listings” in line 1 to
read “one or more of the following indications must be given with respect to the sequence
listing on which the examination is based: (i) ...”

[Bsponse. Now paragraph 12.21, amended as suggested above.]

(e) Paragraph 12.24:Further clarification is required of the appropriate manner of
presenting the basis of the opinion in the case where amendments are considered to go beyond
the original dislosure. The Secretariat may also suggest to the Working Group that
Rule70.2(c) be clarified.

[Response. Now paragraph 12.23, added language that the examiner will identify the
amended sheet(s) that goes beyond the original disclosure and also indgi¢heebottom of
the amended sheet(s) that the amendment goes beyond original disclosure.]

(H Paragraph 12.27(b):

() Requires updating to reflect amended Refe7, whereby Authorities may
not request copies of priority documents which are availabteem through a digital library.

[Response. Now paragraph 12.26, new subparagraphs 12.26(b) & 12.26(d) reflect the
amended Rule 66.7 regarding the availability of the priority documents from the digital
library.]

(i)  Requires updating to take insmcount the establishment of written opinions
of the International Searching Authority when the priority document is not available, but there
is still time for the applicant to provide it. There was a difference of opinion on whether the
opinion should irthis case make the assumption that the priority is valid (which is true in a
large majority of cases) or that it is not valid (in which case detailed reports would be made
on the possible relevance of “P” category documents, which may not be relevantiifyas
later found to be valid, but which would give more complete information at an early stage in
the event that the priority was not valid). It was noted that the international search report
would always be established using the categories bas#teariaimed priority date and that
this did not have to be consistent with the written opinion, where the validity of the priority is,
where possible, taken into account. It was also noted that, if the priority claim was presumed
to be valid, this may r&ult in a misleading positive opinion of the International Searching
Authority and misleading positive international preliminary report on patentability
(Chapten), which could have a negative effect on parties relying on such opinions and
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reports. It wa agreed that the United States Patent and Trademark Office would consider the
matter further, noting that the contents of the opinion form could be amended to take this
possibility more readily into account, and attempt to find a suitable solution.

[Resmpnse. Now paragraph 12.26, new subparagraph 12.26(b) allows the authority to
establish the written opinion and/or the IPER as if no priority was claimed if the priority
document is not available which should allow more complete information at an eagly.sta
Further, new subparagraph 12.26(c) also allows the \WKBA and/or IPER to reconsider the
validity of the priority claim when the priority document is provided in compliance with
Rulel7.1 after the preparation of the ISR and W&A.]

(g) Paragraph 2.30: Refer also to the International Searching Authority.
[Response. Now paragraph 12.29, added reference to Rule 43bis.1(b) and ISA.]

(h) Paragraph 12.48:Add the words “insofar as checked by the International
Searching Authority.”

[Response. Now paragraph 12.49, added the phrase “insofar as checked by the International
Authority” to accommodate both Searching and Examining authorities.]

() Paragraphs 12.51 to 12.52Require an appropriate heading, for example “Form
of objection.”

[Response Now paragraphs 12.52 to 12.53, inserted the heading “Form of objection”. ]
() Paragraph 12.54:In line 2, change “should” to “must.”

[Response. Now paragraph 12.55, changed “should” to “shall” as recited in
Rule43bis.1(c).]

(k) Paragraph 12.61:There is a difference between the requirements of
Article 17(1), whereby the first invention is to be searched, and of Ar8d&)(c), whereby
what appears to be the main invention should be examined. It was agreed that the practical
result of Rule$6.1(e) and 68.5 was that the international search report and written opinions
would invariably cover the same inventions. This should be clarified.

[Response. Now paragraph 12.62, added the language that the claims which were not subject
of the written omion of ISA need not be the subject of examination. Further, the preceding
paragraph 12.60 clearly defines that the W8A should be established for which the ISR is
established.]

() Paragraph 12.63:Clarify the term “improper amendment.”

[Response Now paragraph 12.64, deleted the word “improper”.]
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Chapter 13 (Claims)

49. The Meeting agreed that in further revising the draft Guidelines the following points
should be taken into account:

(@) Paragraphs 13.05 to 13.06These paragraphs referttee first written opinion
inviting the applicant to adopt the twmart formulation. Noting that the first written opinion
is (normally) the written opinion of the International Searching Authority, it was agreed that it
was quite appropriate for the IS invite the applicant to take a particular action. Even if no
demand is filed, the applicant may find it useful to follow up the advice in amendments to the
claims under Articlel9 or else during proceedings in the national phase. [Response: No
changenecessary]

(b) Paragraph 13.05:1t was suggested that the statement in the penultimate sentence
“iIf ... the applicant does not follow the invitation, the examiner should not pursue the matter
further” raised the question of whether it was worth raissogh an objection at all. It was
felt that since the particular claim formulation was a requirement of the Rules at least an
initial comment should be made. It was suggested that there may be some variation in
practice in this area and that the Guidesirshould more clearly indicate what was common to
all Authorities and where it was possible for practice to vgResponse: Only minor change
made. Clarification as to how practice varies among the Authorities would be helpful for
further revisions.]Delete the final sentence (“See paragraph 13.Z8gsponse: Adopted]

(c) Paragraph 13.08:The final sentence should be redrafted to remove the
implication that an Authority may in some cases be obliged to require the two part
formulation. Where an Athority does, however, apply Rule 6.3(b), this sentence is
appropriate[Response: Revised first and last sentence of 13.08 to address concern.]

(d) Paragraph 13.13:Consider returning to the original language of paragraph
[11-3.2 of the InternationaPreliminary Examination GuidelinegResponse: Suggestion
adopted.]

(e) Paragraph 13.14:Adopt the second bracketed option in the t¢iResponse:
Suggestion adopted.]

(H Paragraph 13.20:1t was recognized that practice in relation to interpretaof
claims was a fundamental matter, but that there were significant variations in practice. For a
number of Authorities, claims were considered to stand alone and could only be interpreted
using the description in certain very limited circumstances;tliese Authorities, the text in
the final square brackets was very important. Others felt that the description could be
relevant, either in including specific definitions of terms used in the claims, or else more
generally as to how the claims shouldu&derstood. It was agreed that harmonization of
practice would not be possible at this stage and that the next draft should take this non
uniformity better into accountfResponse: Language generally agreed upon was retained;
bracketed alternatives wemoved to Annex to Chapter 13.]

(g) Paragraph 13.21:Guidance on interpretation of claims in the form “X when used
in a process Y” would be useful. IP Australia offered to provide a draft {Rdsponse:
Suggestion adopted.]
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(h) Paragraph 13.22:The statements as to the limiting effect of the preamble are
contradictory. Consider deleting second, third and fourth sentejiResponse: Suggestion
adopted.]

() Paragraph 13.24:1t was observed that the particular words considered in this
paragr@h may be interpreted in various ways under different national laws. Furthermore the
situation described in sybaragraph (a) was unusual; a more relevant type of claim is one
where a feature usually existing in a type of apparatus is excluded. IPafasiffered to
provide a draft text for such a situatigiResponse: Revisions suggested by IP Australia with
respect to subparagraph (a) were not adopted. Subparagraph (a) reflects the language of
current Sll1-3.12. The IP Australia proposal regardirsgbparagraph (a) appears to
introduce ambiguity. IP Australia’s proposal regarding subparagraph (b) was adopted. ]

() Paragraphs 13.26 to 13.27Should be redrafted, particularly paragraph 13.26, to
take into account differences in practice in relatto product by process claims. Thereis a
difference in understanding over whether such claims relate to (and would be anticipated by)
a product which has actually been produced by a process or to any product which has the
same characteristics as onkioh had been produced by that process. Furthermore the
guestion was raised of how to ascertain whether the result is inventive over the prior art
whether physical differences needed to be “significant” and whether differences of any nature
needed to b&aken into account or only ones relevant to the alleged inventive effect. It was
observed that product by process claims were originally used in cases where the
characteristics of the product could only be described in that way, but were now used more
wdely. These claims should not be confused with protection for a product made by a
patented process in accordance with TRIPS Article 28.1@®é¢sponse: Paragraph 13.26
revised to reflect most aspects of originall53.12, and to take into account areavhere the
Authorities seem to be in agreement. Bracketed material reflecting differing practices was
moved to Annex to Chapter 13. Paragraph 13.27 was not redrafted because the text of this
paragraph does not appear to be impacted by the concernsd aigth respect to
paragraphl13.26.]

(k) Paragraph 13.28:Amend preceding title to “Product and Apparatus Limitations
in Process Claims.” Add “and apparatufResponse: Adopted]

()  Paragraph 13.30:Should be redrafted to offer more advice to ewaers.
[Response: Revised to clarify intent of paragraph. Suggestions with regard to offering more
advice to examiners would be helpful for further revision.]

(m) Paragraph 13.31:In the final sentence, the important matter is that the examiner
is ade to interpret the claim unambiguously, rather than that the claim exactly fits one of the
“standard” categorie$Response: Final sentence deleted.]

(n) Paragraphs 13.34 and 13.35Fhese paragraphs should reflect how to interpret,
or object to, clairs during examination, rather than how it is desirable that they be drafted.
[Response: Paragraph 13.34 revised consistent with suggestion. Paragraph 13.35 revised
consistent with EPO suggestion in PCT/MIA/7/2 Add. 1 (minor changes made to EPO
suggestedeixt).]

(o) Paragraph 13.36:A distinction should be drawn between claims where unusual
parameters may be hiding a lack of novelty and those where the parameters used are the only
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effective way of defining the invention.Response: Paragraph 13.36 reed consistent with
EPO suggestion in PCT/MIA/7/2 Add. 1 (minor changes made to EPO suggested text).]

(p) Paragraph 13.39:The paragraph should indicate the inherent problem of
trademarks: that they characterize the commercial origin of goods, nptdperties relevant
to the invention[Response: Suggestion adopted.]

(q) Paragraph 13.41:In the bracketed paragraph insert “where this has been
originally disclosed” after “or language[Response: Suggestion adopted.he final
sentence should pvale advice to the examiner rather than to a person drafting the claims.
[Response: Deleted sentence and added more detailed explanation regarding treatment of
negative limitations.]

(n Paragraph 13.42:Could provide better advice on the appropriatéan for
examiners. [Response: Adopted EPO suggestion in PCT/MIA/7/2 Add. 1 (minor changes
made to EPO suggested text). Also revised language addressing number of alternatives
presented within a single claim.]

(s) Paragraphs 13.31to 13.42It was ageed that the redrafted text for these
paragraphs should take the EPO’s draft text in document PCT/MIA/7/2 Add.1 into account,
which appeared to address most of the issues noted in items (m) to (r) #Response:
Suggestion adopted.]

(t) Paragraphs B.44 and 13.45:Amend “description” to “disclosure” in the heading
and in lines 1 and 3 of paragraph 13.fBesponse: Suggestion adopted.]

(u) Paragraph 13.47:Should be redrafted to make clear that it is not necessary to
provide examples covering ery possible variation within the scope of a clajiResponse:
Suggestion adopted.]

(v) Paragraph 13.48:Delete “The nature of the claimed invention, i.e.” in line 1.
[Response: Suggestion adopted.]

(w) Paragraph 13.51:Delete the words “in scopei the heading[Response:
Suggestion adopted.]

(x) Paragraph 13.52:Since it provides a general rule, the contents of this paragraph
may be better placed at the start of the section on sudi@sponse: Suggestion adopted;
moved to follow paragrapth3.43. Intervening paragraphs renumbered.]

(y) Paragraph 13.57:Delete the words “acceptable and” in line [Response:
Suggestion adoptedReconsider how and where to deal with the concept of shifting the
burden of proof to the applicant after testablishment of prima faciecase[Response:
Concept is not currently addressed anywhere in current draft of guidelines. Chapter 12 will
be revised to propose language dealing with the concept of shifting the burden of proof. |

(z) Paragraph 13.58:“May” in the second line should be replaced by “will” since it
is not possible for the description to be sufficient if a claim is too broad to be supported by it.
[Response: Suggestion not adopted; paragraph revised to reflect intent to indicate that i
some cases, the claim may fail to comply with both the sufficiency (enablement) and support
requirements.]Add “(see paragraph 19.14)” at the efidesponse: Suggestion adopted.]
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(aa) Paragraph 13.59:1f subject matter from the claims is introduceda the
description which thereby creates a contradiction or inconsistency, this will have to be
resolved by amendment either of the claims or descripfResponse: Substance of above
sentence added to paragraph 13.59.]

(bb) Paragraphs 13.61 to 13.62Add a definition of “biological material.JResponse:
Adopted EPO suggestion from PCT/MIA/7/2 Add. Rédraft to reflect differences in
practice, whereby before the EPO a deposit is only relevant in order to remedy issues of
enablement, whereas in fdactice the deposit may also be relevant to supfpResponse:
Revised in accordance with EPO suggestion, assuming that the other Authorities also permit
reliance on a deposit to remedy issues of enablement. Relevance of a deposit to support
(consistehwith at least US practice) is reflected in the Annex to Chapter 13.]



PCT/MIA/8/2 Add.1
Annex, pages2

Chapter 14 (Prior Art)

50. The Meeting agreed that in further revising the draft Guidelines the following points
should be taken into account:

(a) Paragraph 14.01: The paragrapluld be amended to clarify that an admission
is not conclusive proof that the subject matter referred to is prior art. The applicant may rebut
the presumptionfResponse: Suggestion adopted.]

(b) Paragraphs 14.05 and 14.07: Should be reviewed fatigwonclusions on the
treatment of “P” category documents when the priority date cannot be established.
[Response: No change made. The subject matter in brackets needs to be further discussed at
the next MIA meeting.]

(c) Paragraph 14.08: Should remas it stands- it was agreed that it was necessary
for the international preliminary examination report to draw attention to the relevant
published patent applications and pateriResponse: Suggestion adopted. Subject matter in
brackets has been bited.]

(d) Paragraph 14.10: Any proposal for a new symbol will be referred to the Standing
Committee on Information Technologies Standards and Documentation Working Group
(seealso item 32(y) above)[Response: Sentence added at the end of the bredlszibject
matter to indicate that the issue of new category symbols will be referred to the Standing
Committee on Information Technologies Standards and Documentation Working Group.]

(e) Paragraph 14.11: Some concern was expressed at the idea iolfipgov
documents relevant to sufficiency as well as novelty and inventive step. It was also noted that
the word “incorrect” at the end of the first sentence might be misleading. Noting the
statement that the search should not specifically be extendedkddr such matter, it was
agreed that it was useful to provide evidence which had become known to the examiner on
matters that he was required to comment flResponse: No change made to the word
“incorrect” since this is the same language used in teministrative Instructions
Sectionb507(e).]

(H Paragraph 14.12: It was questioned whether there was any difference in practice
in respect of whether a document was prior art if not inde&ésponse: No change made.
As noted in the second sentemdgaragraph 14.12, whether a document is indexed or not is
a factor to be considered in determining the accessibility of the content of the document to the
public. The principle for determining accessibility is set forth in the first sentence.]

(g) Paragraph 14.13: A new heading, such as “Disclosure on the Internet,” is
required. To be redrafted in more general terms. The term “credibility” in particular requires
further consideration[Response: Suggestion regarding new heading, adopted and new
sentence added at the end of the paragraph regarding credibility of web site.]
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Chapter 15 (Novelty)

51. The Meeting agreed that in further revising the draft Guidelines the following points
should be taken into account:

(@) Paragraph 15.01:The words‘persons of ordinary skill” should be replaced by
“persons skilled in the art.”
[Response: Adopted. This change was also made to paragraphs 15.03, 15.04 and 15.06.]

(b) Paragraph 15.02:

() The reference to the “effective date” should be reviewedeamw of the lack
of agreement on whether the teaching of a document should be assessed for novelty purposes
as it would have been understood when it was published, or on the priority date of the
international application in the light of knowledge discovknethe meantime (see
documentSCP/8/9 Prov., paragraph 323, summarizing discussions of draftlR&(2¢ under
the draft Substantive Patent Law Treaty (SPLT)).
[Response: Docume®CP/8/9 Prov., paragraph 323 indicates there was some discussion as
to wheher the relevant date for the determination of the scope of the item of prior art should
be the claim date or the date on which the item of prior art was made available to the public.
An Annex to Chapter 15 has been added to address the two alternimtintes cutoff date
applicable to extrinsic evidence that may be considered in making the enablement/novelty
determination. “Effective date” now appears only in A15.02[01]. It continues to be defined
as the publication date in the case of a previously pblished document. A question was raised
with respect to patents that rely upon a deposit of biological material to meet the sufficiency
of disclosure requirements of Article 5. In such a situation, it was asked whether the prior art
document was requiteto be enabling as of its filing date, rather than as of its date of
publication.]

(i)  The last sentence should be broadened to indicate that this principle is not
limited specifically to chemical compounds.
[Response: This objection has been addrdssespecifically setting forth, in the first
sentence of paragraph 15.02, the requirement for the prior art document to enable a person
skilled in the art to carry out the claimed invention.]

(c) Paragraph 15.03(iii): Add “in combination” after “disclged.”
[Response: Adopted.]

(d) Paragraph 15.06:Should be reviewed to indicate that the teaching of a second
document incorporated by reference should only be considered to the extent indicated by that
reference, though it is recognized that this maylme clear when the reference is not specific.
[Response: Revised to indicate the teachings of the second reference may be regarded as
incorporated into the primary document “to the extent indicated in the primary document”.
Also, occurrences of “effgive date” have been changed to “date of publication”. Due to
the divergent procedures now set forth in the Annex, erefences to paragraph 15.02 and
to the Annex were inserted in paragraph 15.06. Not all Authorities require the enablement
issue tahave been resolved on the publication date of the primary document. See
A15.02[02].]

(e) Paragraph 15.07:Should be clarified in view of different understandings of
anticipation: the majority of Authorities saw a claim which embraced a number &lteraa
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as a single entity, which was anticipated if any one of the alternatives had been disclosed
(though it was of course likely that it could be amended to overcome the novelty objection).
One Authority however viewed such a claim as being notionallgyr@aims relating to the
individual alternatives and only those parts which had been disclosed were anticipated, rather
than the claim as a whole.

[Response: The language has been modified to cover both understandings of anticipation.]

() Paragraph 1510: An amendment was suggested to indicate that where a claimed
range overlaps with a previously disclosed range, there will normally be a lack of novelty.
However it was agreed to leave the draft as it stands since the generality of the draft reflects
the fact that the issue of ranges is difficult and case law on the subject varies significantly.
[Response: Since it was agreed to leave the draft as it stands, paragraph 15.10 has not been
revised. ]
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Chapter 16 (Inventive Step)

52. This chapter was regnized as an area where there are many different approaches
worldwide. The draft needed to provide guidance which was detailed enough to allow
examiners to apply common rules. However, there may be a need to establish an Annex to
provide guidance wherngractices diverge.

53. The Meeting agreed that in further revising the draft Guidelines the following points
should be taken into account:

(@) Paragraph 16.01:The word “any” in line 4 should be reviewed since many
jurisdictions would not be so stric{Response: The third sentence has been replaced with the
definition of novelty set forth in Chapter 15, paragraph 15.01: “A claim lacks novelty if every
element or step is explicitly or inherently disclosed within the prior art”]

(b) Paragraph 16.03:ltem (ii) should be amended to “the references must be
considered as a whole and must prompt the skilled person into combining the teaching of the
documents so as to arrive at the subject matter as claimed.” The European Patent Office
offered to proposeew language for item (iv].Response: Adopted suggestion for item (ii);
awaiting proposed new language for item (iv)]

(c) Paragraph 16.08:The European Patent Office had made comments in document
PCT/MIA/7/2 Add.1.[ Response: Paragraph 16.08 descibhgeneral considerations to be
taken into account when determining inventive step. The paragraph has been amended to
recognize that one specific approach for determining inventive step is the prsbletion
approach. The probleraolution analysis is deeribed in the Annex to Chapter 16, the
language being adopted from the EPO comments in PCT/MIA/7/2 Add.1.]

(d) Paragraph 16.12:The term “specialist in that field” may be misleading in
implying a higher level of knowledge than an “ordinary practitioh@Response: Adopted]

(e) Paragraphs 16.13 and 16.145hould be redrafted to make clear throughout that
it is the teachings within documents which are being combined, rather than the documents as
a whole.[Response: The paragraphs have been amendedfahasize that the teachings
within the documents are being combined]

(H Paragraph 16.15(a)(ii): The second sentence should be clarified to indicate better
that the applicant’s recognition within the international application that an element is
equivaknt to another which had previously been used for a purpose does not mean that the
use of this element instead of the other is obvigResponse: Adopted]

(g) Paragraph 16.15(b)(ii): Add at the end “providing the means for overcoming the
technical diffculties are defined in the claim[Response: Adopted]

(h) Paragraph 16.16:0ne Authority suggested that “and” should be replaced by
“and/or” in the sentence in square brackets. Another suggested that neither the suggestion nor
the reasonable likelitaml of success being found in the prior art were absolutely essential
factors, though they were certainly highly relevant. The other Authorities which spoke
considered that both were necessary. The United States Patent and Trademark Office offered
to attenpt to redraft the paragraph taking these differences of view into accfiResponse:
Paragraph has been redrafted to take alternative practices into account and to reflect that
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reasonable likelihood of success is a factor to be considered when detegmmaitivation or
rationale for combining references.]
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Chapter 17 (Industrial Applicability)

54. The United States Patent and Trademark Office indicated that this chapter had been
introduced because it was an area where the current Guidelines lackeadrafigamt

guidance. While the terminology used was largely derived from that Office’s practice, it was
not believed that “utility” was different from “industrial applicability” and should be included

at least as a manner of approaching this issue. $tpaanted out that “industrial

applicability” was the term used under the PCT and this should be used. It was acceptable to
have a reference to utility, but the status of this should be clear. It was agreed that the chapter
would be further redrafted arttie results of the survey currently being undertaken by the
Secretariat on national laws in this area would be considered.

[Response: Paragraph 17.01 has been revised to indicate that “[a] claimed invention may be
considered industrially applicable if has a specific, substantial, and credible utility”. Other
than this single reference to “utility”, all other references to utility in paragraphs 17.01

17.05 have been changed to discussions of the “industrial applicability” requirement.
Paragraphs 17.0-17.09 have been moved to an Annex to Chapter 17. These paragraphs
provide specific guidelines for determining whether a particular claimed invention has
“utility”.

The results of the survey currently being undertaken by the Secretariat on natarsal |
in this area have been considered. Itis felt that further discussion among the PCT
International Examining Authorities should take place regarding: 1) claims that cannot be
considered to be susceptible of industrial application because they faikgntvithin the
private or personal sphere of a human being; and 2) claims to inventions such as gene
sequences and protein sequences that cannot be considered to have industrial applicability
because the applicant has not disclosed a specific, substaatidicredible utility for the
invention.]
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Chapter 18 (Priority)

55. The Meeting agreed that in further revising the draft Guidelines the following points
should be taken into account:

(@) Paragraph 18.09:An equivalent change to the term “directlych
unambiguously” as in paragraph 15.01 in relation to novglResponse: Adopted]

(b) Paragraphs 18.12 and 18.17/Should be updated to reflect amended RLdel,
allowing for the possibility of the priority document being available from a digitahilifp.
[Response: Adopted]
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Chapter 19 (Content of the International Application (Other than the Claims))

56. The European Patent Office’s proposed alternative to paragraph 19.14 from document
PCT/MIA/7/2 Add.1 was agreed.

[Response. The proposed paragh 19.14 from PCT/MIA/7/2 Add.1 has been
incorporated.]

57. See also “Addressee of Guidelines,” paragraph 25, above.

[Response. The issue of Addressee of Guidelines is still under consideration. The question
remains whether or not chapter 19 is dited primarily to the examiners in the various
International Searching and Preliminary Examining Authorities. Generally, this chapter
merely provides explanation of concepts and contents of the international application which
would serve to benefit the aligants and practitioners more than the examiners. Although
somewhat useful to the examiners of the searching and examining authorities, chapter 19 can
be eliminated from the guidelines and possibly be placed in the Applicant’s Guide.]
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Chapter 20 (Exclusns From, and Limitations of, International Search and International
Preliminary Examination)

58. The general question was raised of whether it was necessary for an Authority to give an
opinion on novelty and inventive step for claims which had beenddarack industrial
applicability. It was suggested that this would depend on circumstances. Where a claim was
framed in such a way that it was not considered to include an industrial application, but it
could be seen how it might be amended to overcttmseproblem, then it would be desirable

to include an opinion on novelty and inventive step. If the Authority could see no way in
which this objection could be overcome then it may be appropriate not to perform a search or
to establish an opinion as twvelty or inventive step. It was agreed that the next draft should
include a paragraph on this subject, not necessarily in this chapter (possibly in Ctjpter

[Response: It appears that this issue should be more properly dealt with in Chapter 12. A
crossreference is suggested in paragraph 20.14, which involves the distinct issue of citing art
relevant to determinations of industrial applicability rather than whether a novelty or

inventive step analysis is appropriate.]

59. The proposed amendmentsparagraphs 20.01, 20.08, 20.10, 20.11 and 20.15 set out in
document PCT/MIA/7/2 Add.1 were accepted, subject to the need for some redrafting.

[Response: For paragraphs 20.01, 20.08, 20.10, and 20.11, changes agreed to have been
incorporated. As to 20.15, in response to the suggestion that the paragraph is confusing and
should be redrafted, the paragraph has been entirely redrafted to discuss when such informal
contacts are appropriate in respect of this matter.]

60. The Meeting agreed that in furthezvising the draft Guidelines the following points
should be taken into account:

(a) Paragraph 20.04(c):The words “industrial applicability” in line 7 should be
reviewed for consistency with the rest of the paragraph.

[Response: Upon review, the tvgentences involving “industrial applicability” in lines 7 and
9-10 appear to be drawn to a situation that does not clearly fit within the exclusion of
“schemes, rules or methods of doing business, performing purely mental acts or playing
games.” In orderto address this matter, we suggest deletion of the two sentences beginning
with “However, novel apparatus which only carries . . .” and ending with “would require
preliminary search and examination.” If, subject to further discussion, the particular matte
of an apparatus which solely carries out a process lacking industrial applicability should be
addressed, this topic should likely be addressed in a different manner or different section.]

(b) Paragraph 20.11:The meaning of the words “on neprior artgrounds,” which
appear in the final sentences explaining each of Examples 1 to 3, should be clarified (these
words do not appear in the version of this paragraph noted in paragraph 59, above).

[Response: We have now provided a definition of “faior art grounds” in parentheses
referring to the requirements of Articles 5 and 6 as well as industrial applicability. We hope
that this clarifies this terminology.]
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Chapter 21 (Unity of Invention)

61. The Meeting noted that there was as yet no common apbraaong Authorities as to

how the PCT criteria for determining unity of invention should be applied (see Artigl})

and 34(3) and Rule 13). This was exemplified by discussion of paragraph 21.02 and a
specific example concerning the question of whetupport and sufficiency may be relevant

to the existence of a “contribution over the prior art.” It was agreed that, for the foreseeable
future (and pending any developments in the context of consideration of the draft Substantive
Patent Law Treaty byne WIPO Standing Committee on the Law of Patents), the Guidelines
would need to reflect a range of different practices, and Chapter 21 should be revised
accordingly.

[Response: A revised example has been prepared to better explain the use of support and
sufficiency in the determination of a “contribution over the prior art.” As for reflection of a
range of different practices within the Guidelines, revision will follow the provision and
review of further guidance as to practices in various Authorities.]

62. The Meeting noted the outline of the practice of the European Patent Office set out in
document PCT/MIA/7/2 Add.1, Annex Il, and agreed that it would be useful if other
Authorities were to provide similar outlines via the MIA electronic forum.

[Respormse: See above.]

63. The question of how the different practices should appear in the Guidelines (for
example, whether in the text of Chapter 21 or in one or more Annexes), remained to be
determined. It was not clear at this stage how much agreementloeuhched on a

common core of practice or of how this might best be presented in the Guidelines. An
overriding consideration was the need for each Authority be able to provide the Guidelines to
its examiners as a practical and unambiguous work tool.

[No comment necessary.]
64. The Meeting agreed with the proposed relocation of examples illustrating unity of
invention practice from the Administrative Instructions (Annex B, Part 2), where they

currently appear, to the Guidelines.

[Response: The explat@y paragraph in the beginning of the chapter concerning
incorporation of Annex B into the guidelines has been deleted.]

65. The Meeting agreed that in further revising the draft Guidelines the following points
should be taken into account:

(@) Paragrgph 21.19: IP Australia offered to provide further examples illustrating
unity of invention practice in the area of biotechnology.

[Response: The two examples provided by IP Australia have not been incorpgrated.

! These examples are included in document PCT/MIA/8/2 Add.2 for consideration by the Meeting.
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(b) Paragraph 21.19, Examples 18 fft would be desirable to include some
non-chemical examples of “Markush practice.”

[Response: The two examples provided by IP Australia are both directed toh@mical
examples of “Markush practice.”]

(c) Paragraphs 21.26 to 21.30These paragraphsould need to be reviewed in the
light of the Working Group’s intention to review the Regulations concerning the protest
procedure in cases of findings of lack of unity of invention (see document PCT/R/WG/3/5,
paragraphs 95 to 98).

[Response: Awaiting ftiner direction from the Working Group.]
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Chapter 22 (Rule 9% Obvious Errors in Documents)

66. The Meeting agreed that a Chapter dealing with the rectification of obvious errors under
Rule 91 should be included in the Guidelines but, noting that thekiNgiGroup had

requested that proposals for amendment of Rule 91 be submitted to it by the Secretariat, did
not discuss the draft text of Chapter 22 in detail. Authorities were invited, in the meantime, to
submit comments via the electronic forum on thkésBng text, particularly in relation to the
matters covered in paragraphs 22.01 to 22.04.

[Response: In paragraph 22.02, revised the definition of “Anyone” to “a hypothetical person
of average intelligence who has normal ability to read and write #mglage in which the
application has been properly filed and/or translated but who has no special skill in the
particular art involved in the application”.]

67. The word “foreseen” at line 5 of paragraph 22.06 should be amended to “expected”
equivalent tahe amendment agreed to paragraph 10.49.

[Response: Changed the word “foreseen” to “expected.”]
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Chapter 23 (Quality Assurance)
- Quality Standards and Quality Management

68. The Meeting noted the conclusions of the Working Group on Reform of thed3Gad
how further work relating to the quality of international search and international preliminary
examination should proceed (see document PCT/R/WG/3/5, paragraph 111):

“111.The Working Group agreed that work in this area should continue along the
following two paths:

(&) The standards to which PCT search and examination should conform should
be established in the PCT International Search and Preliminary Examination Guidelines.
Work should continue on revision of those Guidelines, which would bdectby
January 1, 2004, when the recently adopted enhanced international search and
preliminary examination system came into effect.

(b) A “*virtual” task force should be established to consider which of the other
points noted above [in paragraphs 101L1®], or in document PCT/R/WG/3/4, should
be taken forward and how. The International Bureau would set up a page on its Web
site, open to registration by any State or organization represented in the Working Group,
with an electronic forum and mailing ligd facilitate discussion. The work of the task
force would be coordinated by the United Kingdom. The results of the work of the task
force would be reported to the Working Group and to the Meeting of International
Authorities, the first such report begmequested by the end of April 2003.”

69. The Meeting noted that the electronic forum for the task force had been%andphat

a further discussion paper prepared by the United Kingdom Patent Office had been posted on
it. It was agreed that Chapt2B of the draft Guidelines should refer in an explanatory note to
the work of the Working Group and the task force. The results of that work should also be
taken into account in the future, when it became available, in the substantive text of the
Chapter.In the meantime, the present text of paragraphs 23.07 and 23.08 should be omitted.
It was noted that Authorities were, of course, free to take part in the work of the task force.
[Response: Suggestions adopted.]

70. The Meeting noted that a clear disttion could not easily be drawn between matters
relating to quality standards and those relating to quality management and assurance, and that
both matters were of vital concern to the International Searching and Preliminary Examining
Authorities in ensung that their work met the expectations of users, including applicants,

third parties, and designated and elected Offices.

71. Certain Authorities expressed the view that it would be appropriate for the Meeting to
address quality management and assurastes in parallel with the work of the task force;
other Authorities believed that the Meeting should restrict its approach, for the time being, to
quality standards.

2 Seehttp://www.wipo.int/pct/reform/qualityframework/en
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72. The Japan Patent Office reserved its position on the contents of Chapter 28y issat

view that the Meeting was not the appropriate forum for consideration of quality management
and assurance issues and that the Meeting should await the results of the work of the task
force on such issues before attempting to deal with them in thdeBnes.

73. IP Australia, while believing that a detailed discussion by the Meeting would be
premature at this stage, said that the application of ISO 9000 could be not only possible but
also desirable.

74. The European Patent Office, while welcomiagliscussion on quality, expressed

concern with one aspect of the United Kingdom’s discussion paper, namely, its proposal that
the quality of the work of the Authorities be subject to review by an independent (that is,
external) body. The Office believatat the proposal would create practical difficulties and

that the internal mechanisms for quality management and assurance would be more
appropriate. The Swedish Patent and Registration Office, the United States Patent and
Trademark Office, IP Australidhe Russian Agency for Patents and Trademarks, the Austrian
Patent Office, the Korean Intellectual Property Office, the Canadian Intellectual Property
Office and the Spanish Patent and Trademark Office also expressed opposition to or concern
about the prposal for external quality review.

75. The Meeting, noting that the first report on the work of the task force was to be
available by the end of April 2003, agreed that consideration of that report be included on the
agenda for the next session of thedfiag, to be held in May 2003, and that the United
Kingdom Patent Office should be invited, in its capacity as task force coordinator, to attend
the session for that agenda item for the purpose of presenting the report to the Meeting.

— Other Matters

76. The Meeting agreed that in further revising the draft Guidelines the following points
should be taken into account:

(@) Chapter title: This should be amended to read “Standards for Quality
Assurance.[Response: Suggestion adopted.]

(b) Paragraph 2306(i): The repetition of the word “reviews” should be reviewed.
[Response: Suggestion adopted.]

[End of Annex and of document]



