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Roles and jobs of trademark agents and specialists 

before the International Bureau (IB) 

【１】 Role of the International Bureau (IB) 

 The IB examines the formalities, such as  

         ・Information in the international application  

         ・Classification of goods and services (Nice)  

         ・Classification of figurative elements (Vienna)  

         ・Fees  
 

 The IB will 

         ・Register the mark in the International Register  

         ・Notify the Offices of DCPs, inform the OO and send a certificate to  

    the holder/representative  

         ・Publish the mark in the WIPO Gazette of International Marks (e-Gazette) 
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3 categories of irregularities  
 

          1) Classification of goods and services (Rule 12)  

     

          2) Indication of goods and services (Rule 13)  

       

          3) Other irregularities (Rule 11)  

       

【2】 Irregularity notifications by IB and how to respond  
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【2】 Irregularity notifications by IB and how to respond  

1) Classification of goods and services (Rule 12)  
 

       -Notification issued when Goods and services not properly classified  

         

                 -The IB will make its own proposal and notifies it to the OO and  

                  copies to the applicant.   

                

                 -Office of Origin to remedy (within 3 months from the date of notification) 

                 

                 -The IB cannot accept proposals or suggestions directly from the applicant. 
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【2】 Irregularity notifications by IB and how to respond  

2) Indication of goods and services (Rule 13) 

  

         -Too vague, linguistically incorrect, or incomprehensible  

           

            -IB notifies the OO and informs the applicant at the same time. 

           

            -IB may suggest either a substitute term or the deletion of the term. 

        (*Substitute terms suggested by IB may not fall within the scope of those used  

                 in the basic registration or application.)  

 

           -Office of origin to remedy (within 3 months from the date of notification)                  
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【2】 Irregularity notifications by IB and how to respond  

3) Other irregularities (Rule 11)  

 

-Entitlement, basic mark/priority, MM18, fees, etc.  

 

-Office or origin, applicant or both to remedy 
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【3】 Subsequent designations 

・Possible to add more CPs to the existing IR – MM4  

 

・The forms may be sent directly to the IB by the holder 

 

・Follows the same lifetime cycle (renewal) as the IR  

 

・List of G&S must be within the scope of the IR  

 

・Check the countries that have made a Declaration under Article 14(5) of the protocol, 

(At present, holder from Cambodia may subsequently designate any CP which is also 

bound by the Protocol, though) 

1. General 
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2. Date of subsequent designation 

  

・MM4 presented directly to the IB – it will bear the date it was received by the IB  

 

・MM4 presented through an Office – it will bear the date it was received by the 

Office, provided that the IB received it within 2 months from that date  

 

・Where subsequent designation contains a request that it take effect immediately 

after some other event, the subsequent designation will bear the date of the 

recording of that other event  

 

・Irregularities may effect the date of subsequent designation 
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 【Hypothetical Case Study 2】 Please prepare a MM4 form in accordance with the 

following:   
 ・Home Cambodian Registration: Reg. No. KH/57016/15 (same as the Basic Mark of Case Study 1) 

 ・International Registration No.: 1234XXX  (Assume that the IA in Case Study 1 has matured into Reg. under this No.)   

 ・Assume that the holder has moved to another place in Cambodia after the Int. Reg. and filed MM9     

   recently (not recorded yet) <Just indicate it as “New address in Cambodia” in the MM4 form> 

・Assume that you have been a representative of the International Registration No. 123456X, and    

     are continuously appointed as a representative of this subsequent designation.       

 

 ・Designated contracting parties for which protection  for the mark is sought :  

     South Korea, India and Philippines 

 

・Goods for which the mark is to be protected :  

    South Korea :   all goods covered by the International registration 

    India             :   clams, lobsters, oysters, salmon, sardines, tuna fish. 

    Philippines   :   lobsters, oysters 

      

 

3. How to fill in MM4 FORM 
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ITEM 1- international registration No.   

・Indicate the full international registration 

number, for example 123456 or 123456A.  

・There can be only one  international 

registration number per form. 

 

ITEM 2- HOLDER of the IR 

・Indicate the Holder’s name and address exactly as 

recorded in the International Register. 

 

ITEM 3- Appointment of a new representative 

・To appoint a representative for the first time or to 

appoint a new one, enter this field or attach a PoA or 

the MM12 form to this MM4 form. 

 

（page １）  
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ITEM 4-CONTRACTING PARTIES 

DESIGNATED SUBSEQUENTLY   

 
 ・ Check the corresponding boxes of the Contracting 

Parties for which protection for the mark is sought. 

 

・ Checking the OO is not allowed.  

 

・ Check the CPs that have made a declaration under 

Article 14(5) of the Protocol (see  the footnote  7 in 

ITEM4 of  MM4) 

 

・Certain requirements for certain DCPs  (see footnotes 

1 to 6)  

  

 

 

 

 

（page 2）  
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 ITEM 6-MISCELLANEOUS INDICATIONS 

・ Advisable to provide the information requested here, 

in order to avoid refusal by DCPs. 

 

 ITEM 7- DATE OF EFFECT OF THE 

SUBSEQUENT DESIGNATION 
・May request that the subsequent designation take 

effect later than another transaction (e.g., recording of a 

change or after the renewal of the IR). 

 

・May be useful since it will reduce the fees to be paid. 

  

 
  

  

(ii)    If the holder is a legal entity such as an 

incorporated body, the nature of the 

legal entity (for example, “limited liability company”), 

along with the name of the State and, where applicable, 

territorial unit, under the law of which the legal entity is 

incorporated or organized. 

  

(b)   Indications concerning color: If the mark is in color, 

indicate the principal parts of the 

mark that are in colors. Example: “The car is green and 

the flower is red”. 

  

(c) and (d) Indications regarding the translation:   If the 

mark consists of or contains 

translatable words,  it is  advisable to  provide  a 

translation  into all  three  languages 

(English/French/Spanish).   The International Bureau will 

not check the accuracy of the translation, nor will it 

question its absence or provide any on its own initiative. 

If the word(s) in the mark have no meaning, and 

therefore cannot be translated, check box (d). 

  

When filling in items (b), (c) and (d),  check that the 

information indicated matches the information provided 

at the time the international application was filed or 

later. 

（page 3 continued）  
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 ITEM 8-SIGNATURE BY THE HOLDER 

AND/OR HIS REPRESENTATIVE 

 ・As a representative, sign the form and indicate 

the name as recorded in the International Register 
 

  

 ITEM 9, 10 
・ Leave this space blank. If the form is presented 

via an Office, the Office will fill in the relevant 

information. 

 

 

 

（page 4）  
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Fee Calculation Sheet: 

・Basic fee: 300 CHF 

 

・Fees for designating CPs:  

   ・Complementary (100 CHF per DCP    

-or-   

In・Individual fees  

 

・Use WIPO’s Fee Calculator at                     

http://www.wipo.int/madrid/en/fees/calculator.jsp 
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【4】 Renewal, transfer and other procedure 

（１） Renewal 

・The IR is valid for a period of 10 years  

・The IB will send unofficial notice 6 months before the expiry of the IR  

・Any modifications to be made, shall be duly presented on the required form, before or after the renewal    

  ・Possible to renew for some DCP only  

  ・Partial renewal possible where DCP has issued final decision  

 

・Payment directly with the IB  

・Fees are due at the date of expiry at the latest  

  ・6 months grace period (+ 50% basic fee)  

  ・Payment by credit card or current account with WIPO  

  ・E-renewal http://www.wipo.int/e-marks 
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【4】 Renewal, transfer and other procedure 

（２） Transfer （Change in Ownership） -MM5 

・New owner must be entitled  

・Total or partial change in ownership  

  ・Partial: Create new IR; using same number + A,B,C…  

 

・MM5 to be presented to the IB by the holder, by the Office of the CP of the holder or by the Office of the 

CP of the transferee  

・A fee of 177 Swiss francs per IR in the MM5 form  

・The IB will record the change and notify the DCPs concerned  

・The effects of the recording is a matter for the jurisdictions concerned  

・Declaration that a change in ownership has no effect  

  ・18 months time limit from date of notification 
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【4】 Renewal, transfer and other procedure 

 （3） Changes in the name and/or address  

・Change of name and/or address of the holder 

 ・ Form MM9 is compulsory  

 ・To be presented to the IB directly by the holder or through the Office of the CP of 

the holder  

 ・A fee of 150 Swiss francs for one or several IRN  

 

・Change of name and/or address of the representative  

 ・Form MM10 is optional  

 ・To be presented to the IB directly  

 ・No fee for the recording 
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【4】 Renewal, transfer and other procedure 

 （4） Restrictions in the protection of the IR  

・An Applicant/holder may wish to record restrictions in the protection of his 

IR as  

  ・a limitation (MM6)  

  ・a renunciation (MM7) or  

  ・a cancellation (MM8)  

 

・Forms to be presented to the IB directly by the holder or by the Office of the 

CP of the holder 



Roles and jobs of trademark agents and specialists 

before the International Bureau (IB) 

 （4）-1 Limitation  （MM6） 

・If an applicant/holder wants to reduce the list of G&S for all or some of the DCPs in the IR, 

he/she  can use the form for limitation  

・Can be used to prevent or overcome a provisional refusal  

・One MM6 form may contain a limitation for several IRs  

・Fee of 177 Swiss francs per form payable to the IB  

・The G&S are not removed from the IR as recorded in the International Register  

・The G&S can later be subject to subsequent designation  

・The DCP affected by the limitation may declare that it has no effect 

  ・18 months time limit from date of notification 
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（4）-2  Renunciation （MM７） 

・If an applicant/holder wants to abandon the effects of the IR for one or some of the DCPs, 

he/she can use the form for renunciation  

 

・Can be used where the holder may have received a total refusal or no longer wish to obtain 

protection in a DCP  

 

・One form may be used to request the recording of a renunciation of several IRs  

 

・The G&S may be subject to subsequent designation  

 

・No fee for the recording of a renunciation 
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（4）-3 Cancellation （MM８） 

 

 

 

 

 

 

 

 

・If an applicant/holder wants to cancel the effects of an IR for all or some of the G&S in respect of all the 

DCPs, he/she can use the form for cancellation  

 

・Total or partial cancellation – all or some only of the G&S  

 

・The G&S concerned will be permanently removed from the International Register  

 

・No subsequent designation will be possible  

 

・If a holder later wishes to obtain protection for the part of the IR that has been cancelled, he/she would 

need to file a new international application  

 

・No fee for the recording of a cancellation 
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(4) - 4 Limitation, renunciation and cancellation  

 

 

 

 

 

 

 

 

        Limitation  

           (MM6) 

Renunciation 

           (MM7) 

Cancellation 

           (MM7) 

Goods and Services              

             Some 

                

              All 

          

        Some or All 

        Designated 

Contracting Parties 

 

         Some or All 

  

                 Some  
            

                All 

Subsequent 

Designations 

 

              OK 

 

                  OK 

 

                   NG 

            

             Fees  

 

           177 CHF 
 

 

       Free of charge 

 

        Free of charge 



Contact:  
      Tadafumi Itagaki (Isshiki & Co.) 
      E-mail: itagaki@isshiki.com  
      Web: http://www.isshiki.com/index.html    
 

Thank you  
for your attention  

mailto:itagaki@isshiki.com

