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International Application Process 

Applicant 

 

• Filing with the 
IB through the 
Office of origin 

Office of 
origin 

• Certification 

 

• Transmission 

International 
Bureau  

• Formality 
examination 

• Inscription 

• Publication 

• Notification 



Applicant 

Having an establishment, or domicile 

in the Office of origin, or being a 

national of that country 
 

Registering the mark or filing an 

application with the Office of origin 



Role of the representative (before filing) 

Whether the countries your client is interested in 

are members of the Madrid Union 
 

Whether your client is eligible to file an 

international application 
 

Whether the scope of the basic trademark 

includes all the goods and services your client 

wishes to protect overseas 
 

Trademark clearance services, if necessary 

 



Role of the Office of origin 

Certifying the international application 
 

Transmitting the international 

application 
 

Remedying the irregularities 



Certification by the Office of origin 

The international application shall contain a 

declaration by the Office of origin certifying that: 

the date of receipt of the international 

application 

the applicant is the same as the applicant or 

holder of the basic mark 

the mark is the same as the basic mark 

the goods and services are covered by the list 

of goods and services in the basic mark 



Role of the Representative 

Filling the form MM2 appropriately, in particular; 

Priority claim (item 6) 

Reproduction of the mark (item 7(a)) 

Standard Characters (item 7(c)) 

Mark consists of a color as, as such (item 7(d)) 

Color claimed (item 8) 

Type of mark (item 9 (d)) 

Description of mark (item 9(e)) 

Disclaimer (item 9(g)) 

Goods and services (item 10) 



Role of the International Bureau 

Examining the formalities 
 

Inscribing the mark in the Register 
 

Publishing the mark in the Gazette 
 

Notifying the registration to the Office 

concerned 



What does the irregularity mean? 

Where there are deficiencies in an international 

application, the IB will notify both the Office of 

origin and the applicant 

 

Most irregularities can be remedied within three 

months from the date of the notification 



Irregularities in international 

applications in 2014 

35% 

Error free 

Irregularities in international 

applications in 2014  

16,548 

31,432 

WIPO Statistics Database, March 2015 



Breakdown of irregularities from 

January to August, 2015 

Classification 
7% 

Indications 
39% 

Fees 
23% 

Multiple 
28% 

Others 
3% 

WIPO Internal data, 2015 



Irregularities at WIPO 

Irregularities Remedied by Within Failure results 

in 

Classification Office of origin 3 months from 

irregularity 

Recorded as 

classified by IB 

Indications Office of origin 3 months from 

irregularity 

Recorded with a 

note 

Fees Applicant 3 months from 

irregularity 

Abandonment 

 

Others Office of origin 

or applicant 

3 months from 

irregularity 

Abandonment 



Date of the international registration 

The date of receipt of the international 

application if it is received by the IB within 2 

months  

The date of receipt by the IB if it is received from 

the Office of origin later than 2 months   

The date of IR will be affected if the substantive 

elements are missing (e.g. mark or list of goods) 

The date of IR will be the date the last missing 

element was received by the IB 



Inscription Approach 

The IB inscribes precisely what we receive 

 

The IB cannot interpret the information in the 

form 

 

The IB can control the classification (IB’s opinion 

prevails) 



Examination is impossible 



12, 18 months 
or more 

International 

application 

Substantive 

examination 

WIPO 

Office of 

origin 

2 months 2 months 
(average) 

10 years 

Designated 

Offices 

Renewal 
(every 10 years) 

Provisional 

refusal 

Madrid Timeline 



 

 

Thank you  

 


