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・ The role of the designated Office will follow from the domestic legislation,    

 which set the conditions for protecting a trademark  

・  Offices of DCPs may communicate the status of protection of a mark through  

 various statements in the course of their examination  

  ・Provisional refusal – Rule 17  

  ・Interim status – Rule 18bis  

  ・Statement of grant of protection – Rule 18ter(1)  

  ・Final decisions – Rule 18ter(2) and (3)  

  ・Further decision – Rule 18ter(4)  

  ・Invalidation – Rule 19 

 

 

Role of the Office of a DCP  

Responding to the Notification of Provisional refusal  

from the Designated Contracting Party  (DCP), etc.  



・The contracting states concerned may refuse protection under their respective national 

legislation within one year or 18 months.  

 

・The procedure following the notification of a provisional refusal of protection is determined by 

the Office of the DCP concerned and is carried out directly between the holder and the Office. 

 

 ・It does not involve WIPO. All the information required to follow up with the Office is in the 

notification of provisional refusal issued by the Office.  

 

・ The Notification includes:  

    -the grounds for refusal;   

    -time limit for requesting review or appeal;   

    -authority to which such request for review or appeal should be made; 

    -whether or not the assistance of a local representative is mandatory. 

Responding to the Notification of Provisional refusal  

from the Designated Contracting Party  (DCP), etc.  

The Notification of Provisional refusal from DCPs 



(1) When the applicant wishes to file an argument against the refusal:  

  

  ⇒ Necessary to file a response with the DCP which has issued the Refusal  (generally through a local 

representative) .  

       

 (2) When the refusal can be overcome by limiting goods/services:  

  

⇒ ・ Filing an amendment with the DCP which has issued the Refusal  (generally through a local 

representative)  

                                                 - or -   
     

      ・ Filing MM6 <the request for a limitation of the list of goods and services> with WIPO directly.   

       (You may also be required to correspond to DCP timely.   - Ex. US)   

 

Responding to the Notification of Provisional refusal  

from the Designated Contracting Party  (DCP), etc.  

How to respond to Notification of Provisional Refusal  



Top designated Contracting Parties (ＤＣＰｓ)  

Responding to the Notification of Provisional refusal  

from the Designated Contracting Party  (DCP), etc.  



1. China- General  

Examination Procedure Absolute and relative grounds 

Time Limit for Responding to 

Provisional Refusal 

 (*see  special note on next page) 

Filing a review before the TRAB (Trademark Review and Adjudication 

Board) within a period of 15 days from the date on which the 

holder/representative, received the notification of refusal from the IB.  

Republication The Office does not republish notifications of international registration, 

subsequent designation or renewal received from the International Bureau. 

Opposition Procedure 

 

3 months starting on the first day of the month following the date of 

publication in the WIPO Gazette (non-extendable) 

Local representation  Required (when corresponding to the refusal.)  PoA required.    

Responding to the Notification of Provisional refusal  

from the Designated Contracting Party  (DCP), etc.  



China- Notes  

Responding to the Notification of Provisional refusal  

from the Designated Contracting Party  (DCP), etc.  

・Time Limit for Responding to Provisional Refusal (*) 

  - When the date of receipt of the notification is illegible or absent, the request for review of  

refusal may be presented within 30 days from the date where the notification was sent by the IB 

  - Any supplementary evidence referred to in a request for review shall be submitted to the 

Board within 3 months from the date upon which the request was presented. 

     http://www.wipo.int/edocs/madrdocs/en/2011/madrid_2011_19.pdf  

・Description of Goods and Services-The Office may accept all the class headings,  

but it is advisable to list particular goods/services of  interest.      

・Two types of Refusal:  Total refusal or Partial refusal    

Ex. “Clothing, footwear, headgear” (Class heading for class 25 )  

                            – The mark would not cover “socks, scarves, gloves, or belts”     

http://www.wipo.int/edocs/madrdocs/en/2011/madrid_2011_19.pdf
http://www.wipo.int/edocs/madrdocs/en/2011/madrid_2011_19.pdf


China- Total refusal  (example)  

Responding to the Notification of Provisional refusal  

from the Designated Contracting Party  (DCP), etc.  

Partial refusal 



2. EU  

Responding to the Notification of Provisional refusal  

from the Designated Contracting Party  (DCP), etc.  

Examination Procedure Absolute grounds.  OHIM also carries out ex officio search for prior rights in 

the CTM Register and in certain national registers only on request. 

Time Limit for Responding to 

Provisional Refusal 

2 months from the date of issue of the provisional refusal by OHIM.  

Republication Republication in the CTM Bulletin in part M.1 at 

https://oami.europa.eu/eSearch/#advanced/bulletins 

in all official languages of the European Union. 

Opposition Procedure 

 

-Between the 6th  and 9th month, following the date of republication in the 

CTM Bulletin (non-extendable). 

-If admissible, 2 month “cooling off” period begins (can be extended by 22 

months) 

Local representation  Required (when corresponding to the refusal).    

PoA may be requested by OHIM. 

https://oami.europa.eu/eSearch/#advanced/bulletins


Responding to the Notification of Provisional refusal  

from the Designated Contracting Party  (DCP), etc.  

・Description of Goods and Services- 

  -All terms considered too broad or too vague, and lacking clarity and precision will be objected to.  

                                                                       (As a result of the ruling in C-307/10  "IP Translator“) 

  

  -Eleven non-acceptable Nice class headings- 

                                                   6, 7, 14, 16, 17, 18, 20, 37(Repair; Installation services),40, 45.  

 

 - Tools such as TMclass (http://tmclass.tmdn.org/ec2/) are available and should be used to avoid 

    possible refusal   

・Two types of Refusal:  Total refusal or Partial refusal    

EU-Notes  



OHIM- Total refusal  (example-a part of the 1st page)  

Responding to the Notification of Provisional refusal  

from the Designated Contracting Party  (DCP), etc.  

Partial refusal 



3. US  

Responding to the Notification of Provisional refusal  

from the Designated Contracting Party  (DCP), etc.  

Examination Procedure Absolute and relative grounds 

Time Limit for Responding to 

Provisional Refusal 

6 months (not extendable) from the date of issue of the provisional refusal by the 

USPTO (The “mailing date” found on the provisional refusal cover sheet issued 

by WIPO). 

Republication The Office republishes in the USPTO TM Official Gazette (OG) notifications of 

IR, subsequent designations or renewals received from the IB.  

Opposition Procedure 

 

30 days from the date of publication in the USPTO OG (extendable).  

Local representation  Local representation is not required (The trademark Holder can directly response 

to the USPTO).   

Any representative, however, must comply with national regulations on 

representation before the USPTO. 



Responding to the Notification of Provisional refusal  

from the Designated Contracting Party  (DCP), etc.  

・Description of Goods and Services 

   - The class headings are basically not acceptable. 

   - Only the headings in class 15 (musical instruments) and class 23 (yarns and threads for textile use)    

     are acceptable.  

   - Advisable to use “Acceptable Identification of Goods and Services Manual”, available on the      

     USPTO website.  

・Two types of Refusal:  Total refusal or Partial refusal    

US-Notes  

・USPTO has announced “Tips for Holders of International Registrations Seeking  

Extension of Protection to the United States of America: Avoiding Provisional Refusals”   

   http://www.wipo.int/edocs/madrdocs/en/2009/madrid_2009_4.pdf 



US- Total refusal  (example-a part of the 1st page)  

Responding to the Notification of Provisional refusal  

from the Designated Contracting Party  (DCP), etc.  

Partial refusal 



4. Russia 

Responding to the Notification of Provisional refusal  

from the Designated Contracting Party  (DCP), etc.  

Examination Procedure Absolute and relative grounds. 

Time Limit for Responding to 

Provisional Refusal 

6 months from the date of the notification of provisional refusal sent by the 

Russian Office to the applicant/representative 

Republication The Office does not republish notifications of international registration, 

subsequent designation or renewal received from the IB 

Opposition Procedure 

 

N/A  (However, a so-called “informal opposition” can be filed at the 

examination stage.) 

Local representation  Required (when corresponding to the refusal.) 



Responding to the Notification of Provisional refusal  

from the Designated Contracting Party  (DCP), etc.  

・Description of Goods and Services 

   - The class headings are not acceptable.    

Russia-Notes  

・Two types of Refusal:  Total refusal or Partial refusal 

・Notification of Provisional Refusal is issued in French. 



Russia- Total refusal  (example-a part of the 1st page)  

Responding to the Notification of Provisional refusal  

from the Designated Contracting Party  (DCP), etc.  

Partial refusal 



5. Japan 

Responding to the Notification of Provisional refusal  

from the Designated Contracting Party  (DCP), etc.  

Examination Procedure Absolute and relative grounds 

 

Time Limit for Responding to 

Provisional Refusal 

3 month from date of issue of notification of provisional refusal  (extendable 

for 1 month) 

 

Republication The Office republishes notifications of international registration, subsequent 

designation or renewal received from the IB 

 

Opposition Procedure 

 

Post-grant opposition period 2 months from publication in the National 

Official Gazette of Trademarks (non-extendable). 

Local representation  Required (when corresponding to the refusal.) 

 



Japan-Notes (1)  

・ JPO issues only Total Refusal (No partial refusal is issued, even if the provisional refusal concerns some of 

goods/services) – If you do not take any action against the refusal,  protection in Japan is totally refused.        

 

・ Basically, the Class Headings are not acceptable.  

 

・ Provisional Refusal is issued when an overly broad range of goods/services  (basically more than 8 similar 

group codes) are designated in each class:  

   Three measures to overcome:      

     (1) Establishing that the Holder is carrying out the business connected with the designated goods/services 

           in Japan using material evidence and arguments;  

     (2) Restricting  goods/services so that the number of  “Similar Group Codes” can be 7 or less per class; 

     (3) Submitting documentary evidence (both “Declaration of Intent-to-Use the mark” and “Business  

           Plans”) in connection with the designated goods/ services.  

 

・ The Examiner may suggest an amendment at Item Ⅵ in the Notification, but it is just an Example.  

Responding to the Notification of Provisional refusal  

from the Designated Contracting Party  (DCP), etc.  



Japan-Notes (2)  

Responding to the Notification of Provisional refusal  

from the Designated Contracting Party  (DCP), etc.  

・Second Part of the Individual Fee 

 -JPO, as well as Cuba,  has adopted an individual fee consisting of two parts in accordance with Rule 4(3)(a) 

of the Common Regulations under the Madrid Protocol. 

 

   -If the second part of the individual fee is not paid within the prescribed period, the designation of Japan in 

the international registration will be cancelled. 

 

   -The second part of the individual fee has to be paid within the prescribed period mentioned in the  

 "NOTIFICATION OF SECOND PART OF INDIVIDUAL FEE" which will be sent by IB with "STATEMENT 

OF GRANT OF PROTECTION.  

 

  -The second part of the individual fee has to be paid directly to the IB of WIPO, not to the JPO .  (Japanese 

Attorneys cannot pay the fees)  .  

   



6. Singapore  

Examination Procedure Absolute and relative grounds 

Time Limit for Responding to 

Provisional Refusal 

4 months from the date of notification of refusal by the Singapore Office 

(extendable). 

Republication (No information on WIPO’s web site) 

Opposition Procedure 

 

2 months commencing on the day of publication of the mark in the National 

Trademark Journal (extendable). 

Local representation  Hiring a local attorney is not mandatory, but  an address for service in Singapore must 

be provided. 

 

Responding to the Notification of Provisional refusal  

from the Designated Contracting Party  (DCP), etc.  



Singapore- Notes  

Responding to the Notification of Provisional refusal  

from the Designated Contracting Party  (DCP), etc.  

・Two types of Refusal:  Total refusal or Partial refusal    

・Description of Goods and Services 

   - Description “personal and social services rendered by others to meet the needs of 

individuals” in Class 45 is considered to be vague, and thus not acceptable.  

  

   - The Office accepts the other class headings of the Nice Classification.  

 



Singapore- Partial Refusal (example-1st page)  

Responding to the Notification of Provisional refusal  

from the Designated Contracting Party  (DCP), etc.  

(2nd  page) 



7. Vietnam 

Examination Procedure Absolute and relative grounds 

Time Limit for Responding to 

Provisional Refusal 

3 months from the date of notification of refusal by the Vietnam Office. 

Republication The Office republishes notifications of international registration, subsequent 

designation or renewal in the National Gazette 

 

Opposition Procedure 

 

The opposition period begins on the date the mark is published in the 

Industrial Property Gazette and ends on the date the decision is granted. 

Local representation  Required (when corresponding to the refusal.) 

Responding to the Notification of Provisional refusal  

from the Designated Contracting Party  (DCP), etc.  



Vietnam - Notes  

Responding to the Notification of Provisional refusal  

from the Designated Contracting Party  (DCP), etc.  

・Notification of Provisional Refusal is issued in French. 

・Two types of Refusal:  Total refusal or Partial refusal 

・Description of Goods and Services 

   - The class headings are acceptable.      



  Vietnam - Partial Refusal (example-1st page)  

Responding to the Notification of Provisional refusal  

from the Designated Contracting Party  (DCP), etc.  



8. Republic of Korea (South Korea) 

Examination Procedure Absolute and relative grounds 

Time Limit for Responding to 

Provisional Refusal 

2 months from the date on which the refusal was issued (extendable).  

Republication The Office republishes notifications of international registration and 

subsequent designation or renewal received from the International Bureau, 

where there are no reasons for refusal 

Opposition Procedure 

 

2 months from the date of national publication.  

Local representation  Required (when corresponding to the refusal.) 

 

Responding to the Notification of Provisional refusal  

from the Designated Contracting Party  (DCP), etc.  



South Korea- Notes  

Responding to the Notification of Provisional refusal  

from the Designated Contracting Party  (DCP), etc.  

・ KIPO issues only Total Refusal (No partial refusal is issued, even if the provisional refusal 

concerns some of goods/services) – If you do not take any action against the refusal,  

protection in South Korea is totally refused.        

 

・ The Office does not accept all the alphabetical lists of goods/services in the NICE 

classification 
 

 

.  



South Korea  (example)  

Responding to the Notification of Provisional refusal  

from the Designated Contracting Party  (DCP), etc.  



Maintenance Requirement 

United States 

Philippines  

・ Affidavit/declaration of use in commerce is required to be filed with USPTO 

     -between fifth and sixth year after issuance of Certificate of Registered Extension of Protection;  

     -before the expiration of 10th year after registration; and 

     -all subsequent 10-year intervals from the date of the registration of the extension of protection. 

・ Declarations of actual use of the mark with evidence is required to be filed with the Office of the 

Philippines,   

    - within 3 year from the date of the international registration or the date of the recordal of    

       the subsequent designation of the Philippines; 

    - within 1 year following 5 years from the date on which protection was granted in the Philippines; and  

     -within 1 year following 5 years from the date of each renewal of the international registration.  



・Where you have a prior national/regional registration with a Madrid member, you 

may request replacement  

・May reduce costs related to renewals and local agents  

・Requirements:  

  ・Both registrations must be the name of the same holder  

  ・Protection of the IR extends to the said CP  

  ・All the G&S in the prior registration are also listed in the IR  

・You may request the Office to take note in its Register, to alert 3rd parties of your 

continuation of rights  

・More details in Article 4bis and Rule 21 

 

Replacement  



Contact:  
      Tadafumi Itagaki (Isshiki & Co.) 
      E-mail: itagaki@isshiki.com  
      Web: http://www.isshiki.com/index.html    
 

Thank you  
for your attention  

mailto:itagaki@isshiki.com

