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Agenda

Utilization of intermediary reports
Reading enriched search reports
Reviewing search strategies
Issues



Types of intermediary results

Search reports
Basic, i.e. just citations of prior art
Enriched, i.e. 

categories of citations (cited by applicant, 
examiner, 3rd parties)
relevance for particular claims
references to pages, drawings,…

(search strategies) 
Written opinions, examination reports
Communications between applicant and examiner



Issues with intermediary results

Implies some but smaller delay than waiting for final 
results
Searches are based on claims; the foreign search results 
may be incomplete/inappropriate if claims are different
Requires checking if same priorities
Different priorities and priority dates can lead to different 
claims or prior art
Usually no problems if simple family
Using results for members of extended family may be 
problematic



Sources for search reports & citations 
of prior art

Publications (PDF) of applications (A1, A3,.. kind codes)

Publications of granted patents, or re-examined patents, 
ie maintained after opposition

Separate records in databases



EP - B1



US-A





Search reports as part of publications

Various policies for publishing prior art
WO-A1, EP-A1: 18 month publication with enriched SR
WO-A3, EP-A3: publiction of delayed enriched search 
report (after A2)
US-A (- 11/2000): citations only
US-A1: never (available then in US-PAIR)
US-B1: citations only
DE-A1: 18 month publication, with citations (only) if 
available; no A3 (available then in DPMA register)
DE-B1: citations only



Common Citation Document CCD
Enriched Citations for 

EPO

Simple family 
of citation

http://www.trilateral.net/ccd


Application
 

number

International Patent Classification

Category
 

X, Y, A, etc.

Relevant to Claim ...

Cited
 

documents

Technical
 

Fields Searched

Searching
 

Authority

Date of Completion
 

of the
 

Search

Examiner

Enriched prior art search reports



Categories of Citations

X - particularly relevant if taken alone
Objection: Lack of novelty or lack of inventive step with one document

Y - particularly relevant if combined with another Y-document
Objection: Lack of inventive step by combination of two (or more) 
documents, always in pairs

A - technological background, no objection of lack of novelty or inv. step
O - non-written (e.g. oral) disclosure
P - intermediate document, published after priority date but before filing date 
of the application; used in combination with X, Y, A (e.g. XP)
T - theory or principle underlying the invention
E - earlier patent document, but published on, or after the filing date
D - cited in the application
L - cited for other reasons



SR in EP Register

Link to publisher 
websites for non- 
patent literature 



Abstract free, full text 
to be paid



Retrieving non patent literature

Usually copyright protected
Access usually requires subscription
For LDC’s and certain DCs: WIPO’s ARDI program



Access to non-patent data: ARDI 
(Access to Research for Development and Innovation)

Partnership with 12 publishers
Access to over 200 key journals in various fields of 
research, including:

applied physics
engineering
chemistry
traditional knowledge

Subscriptions regularly valued at over 500 000 dollars



ARDI: Resources (example)

Biochimica et Biophysica 
Acta (BBA) 

ScienceDirect

Chemistry, biochemistry, 
enzymology, cancer 
research, etc.
Archives from 1995



ARDI: Portal



ARDI: Research4Life Programs

World Health Organization

Food and Agriculture Organization of 
the United Nations

World Intellectual Property 
Organization

United Nations Environment 
Programme



Sources for examination reports

Examination reports are never published like search 
reports
Examination reports are only part of the file wrapper (i.e. 
the set of all communications between applicant and 
patent office, e.g. examiner)
Access depends on policy of individual IPO
Examination reports are only accessible through 

public online file inspection (EPO Register, US PAIR, 
Patentscope)
if submitted by applicant (upon request)
Non-publicly shared between IPOs (e.g. AIPN)



Examination reports

Most of the communications in examination usually follows a structure:
Clarity issues, Insufficiency of Disclosure (if any)
Unallowable Amendments (if any)
Prior Art (mandatory)
Assessment of Novelty and Inventive Step (mandatory)
Formal Comments: reference signs, acknowledgement of prior 
art

A Communication shall contain all the grounds hindering the grant of 
a Patent (Rule 71(2) EPC)

Grounds may be supported by references to the Case Law



The Search Opinion

Rule 62 EPC :Extended European Search Report (EESR)  
(1) The European search report shall be accompanied by an 
opinion on whether the application and the invention to which it 
relates seem to meet the requirements of this Convention [...].

Rule 43bis.1 PCT : Written Opinion (WO-ISA)
(a) [...] the International Searching Authority shall [...] establish a 
written opinion as to:  

(i) whether the claimed invention appears to be novel, to 
involve an inventive step, [...] and to be industrially 
applicable;

(ii) whether the international application complies with the 
requirements of the Treaty and these Regulations [...].

A reasoned statement provides better insight than a citation



European Search Opinion- Example

Application NumberApplication Number

Cited documents

i.e. prior art

Cited documents

i.e. prior art

ObjectionsObjections

Application documents versionApplication documents version



PCT – WO



Strategy

Check if results are available for more than one family 
member
Compare:

Your claims are similar to claims examined by other 
IPO ?
Additional citations in other SRs?
Similar wording of granted claims?



National sovereignty

Paris Convention:

No obligation to use results of others, or to follow their 
conclusions

IPO has obligation to observe national legislation
IPO has responsibility/liablity for quality patents
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