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INTRODUCTION

1. It will be recalled that at the conclusion of its sixth session, held in Geneva
from November 24 to 26, 2008, the Working Group on the Legal
Development of the Madrid System for the International Registration of
Marks (hereinafter referred to as “the Working Group”) requested the
Secretariat to prepare a questionnaire (hereinafter referred to as “the
guestionnaire”) for distribution among the Offices of Contracting Parties to
the Madrid Agreement Concerning the International Registration of Marks
and the Protocol Relating to the Madrid Agreement Concerning the
International Registration of Marks (hereinafter referred to, respectively, as
“the Agreement” and “the Protocol”)l.

! See paragraph 97 of document MM/LD/WG/6/7.
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It was intended that the questionnaire would seek to elicit from Offices
information on the range and level of services and tasks which Offices
currently provide and carry out as Offices of origin, in the context of both
the international registration procedure, and national/regional registration
procedures to the extent that the latter benefit an international application.

The Working Group requested that, upon the basis of the replies to the
guestionnaire, the Secretariat would prepare a document for consideration
by the Working Group. That document would assess, in the absence of
the requirement of a basic mark, the tasks that would be required to be
performed with respect to the filing of an international application, and by
whom. In order to establish a context for discussions, the document would
contain, where available, statistical data relating to operational aspects of
the work carried out by the International Bureau?®.

The questionnaire was also to enquire as to what might ensure that users
would continue to receive at least the level of support and services that
they currently receive from national/regional Offices, and as to the
readiness of such Offices to continue to provide such support and services
in the absence of the requirement of a basic mark. The questionnaire
would distinguish between those tasks and services that are mandated by
the Madrid treaties and those that are not”.

Accordingly, on June 3, 2009, a circular was issued to the Offices of the
Contracting Parties of the Madrid system, enclosing a copy of the
guestionnaire and advising those Offices of the availability also of an
electronic version of the questionnaire, online on the Madrid website. A
password for access to the online electronic version of the questionnaire
was provided and the Offices were requested to submit to the International
Bureau their responses online, by e-mail, ordinary malil, or via fax. The
initial deadline for submission of responses was June 30, 2009. The
deadline was later extended until September 18, 2009, and the online
electronic version remained available until November 30, 2009.

The Offices of 58 Contracting Parties responded to the questionnaire
using, mostly, the online electronic version. A list of those Offices that
responded to the questionnaire is contained in Annex Il to the present
document.

The questionnaire was comprised of three main parts.

See footnote 1, above.
See paragraph 101 of document MM/LD/WG/6/7.
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Part A was entitled The International Filing Stage, and consisted of two
sections. Section A.1 was entitled Tasks and Services Performed by an
Office, Acting as Office of Origin and dealt with tasks and services
provided by Offices, as Offices of origin, that are not subject to the
certification requirement of Rule 9 of the Common Regulations under the
Madrid Agreement Concerning the International Registration of Marks and
the Protocol Relating to that Agreement (hereinafter referred to as “the
Common Regulations”). Section A.2 was concerned with the tasks of an
Office of origin as mandated by the regulatory framework of the Madrid
system and was entitled Tasks Performed by an Office, Acting as Office of
Origin, in the Framework of the Certification Procedure.

Part B of the questionnaire was entitled National Filing Stage and was
concerned with tasks and services provided by an Office during the course
of the filing/registration of a basic mark, which may in turn benefit the filing
of an international application.

Finally, Part C of the questionnaire dealt with tasks and services that may
be provided by an Office subsequently to the international registration of a
mark, and was entitled Post-Registration Stage.

In response to the request by the Working Group that the Secretariat
prepare a document summarizing the tasks currently performed by Offices
relating to the procedures of the international registration system4, the
International Bureau has provided a statistical compilation of the
responses to the questionnaire, which is contained in Annex | to the
present document.

The purpose of the present document is, firstly, in Part I, to present to the
Working Group a general analysis of the tasks and services, both
mandated and non-mandated, provided by Offices as Offices of origin at
the international stage, based upon the responses provided by Offices to
the questions contained in the questionnaire. This general analysis is
supported by the more detailed statistical compilation of the responses to
the questionnaire, as contained in Annex |. Secondly, in Part I, the
document sets out for consideration by the Working Group an assessment
of the tasks that are carried out by Offices at the national filing stage in the
course of the filing/registration of a basic mark, and which may in turn
benefit the filing of an international application. Part 11l of the document
looks at certain tasks and services that may be provided by Offices at the
post-registration stage.

See paragraph 97 of document MM/LD/WG/6/7.
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This is followed, in Part IV, by an assessment of the tasks that, in the
absence of the requirement of a basic mark, would be required to be
performed with respect to the filing of an international application, and by
whom.

In Part V, the document considers what might ensure that users would
continue to receive from Offices at least the level of support and services
that they currently receive and the readiness of Offices to continue to
provide such support and services in the absence of the requirement of a
basic mark.

Part VI of the document raises a number of issues that have not, to date,
been addressed in depth by the Working Group in the context of its
discussion on the question of the possible abolition of the requirement of a
basic mark, and the document offers its conclusions in Part VII.

Finally, document MM/LD/WG/6/5 entitled Considerations Relating to the
Proposal by Norway is reproduced in Annex Il of the present document.
That document was prepared by the Secretariat for the purpose of
facilitating the discussions of the Working Group during its sixth session,
held in November 2008.

GENERAL ANALYSIS OF THE TASKS AND SERVICES (BOTH
MANDATED AND NON-MANDATED) PROVIDED BY OFFICES, AS
OFFICES OF ORIGIN

Non-Mandated Services Provided by an Office, Acting as Office of
Origin, at the International Filing Stage

Within the context of the issue under consideration, Part A.1 of the
qguestionnaire will likely be seen as the most relevant. This part is
concerned with the general range of services that Offices, acting as
Offices of origin, voluntarily provide to applicants in connection with the
filing of an international trademark application under the Madrid system.

At the outset, it is notable that almost all (97 per cent) of the 58 Offices
which responded to the questionnaire confirmed that they do indeed
provide general information, assistance and/or guidance to applicants with
regard to the procedures under the Madrid systems. In response to a
guestion addressing the frequency of the provision of such general
information, assistance and/or guidance, 48 per cent indicated that they do
so very frequently, 34 per cent confirmed doing so quite frequently and 18
per cent said that they do so not very frequently®.

Question 1.
Question 2.
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It appeared from the responses to the question addressing the nature of
the information, assistance or guidance that is provided by Offices that it is
very wide-ranging and a summary list is contained in the analysis of the
responses to the questionnaire, annexed to this document’. However, it
can be said that the advice and information relates primarily to the general
procedures under the Madrid system, the completion of the international
application form, the establishment of fees and classification of goods and
services.

Regarding the manner in which information, assistance or guidance is
provided, a large percentage of those Offices which responded to the
guestionnaire indicated that it is provided by one or more means, including
a helpline, the Internet (with a specific section dedicated to the Madrid
system), a dedicated team of staff members and brochures®.

With regard to the completion of the international application form in cases
where the applicant does not speak one of the three languages of the
Madrid system (English, French and Spanish) and, presumably, the Office
is the Office of a Contracting Party that does not normally utilize one of
those languages, a good percentage of those Offices (64 per cent) that
responded to the questionnaire confirmed that they will assist the
applicant. This assistance ranges from aiding the applicant to complete
the form to actually completing the application form for the applicant.
Additionally, sixteen Offices said that they provide for users non-official
Madrid forms in the local language, and fourteen others said that they
provide information material in the local language”®.

When asked if they check to ensure that the correct form is being used for
the purpose of an international filing, a very large number of those Offices
which responded to the questionnaire indicated that they do (94 per
cent)'®. Furthermore, almost the same percentage (95 per cent) indicated
that they routinely check that an application form has been correctly
completed™ and, of further importance to applicants, 91 per cent of those
Offices that responded to the questionnaire confirmed that they also check
to ascertain that certain items of the application form have been completed
in a way as to avoid the applicant meeting with a notification of provisional
refusal from the Offices of certain designated Contracting Parties'?.
Examples given in the question included the provision of the translation of
a word mark, the indication of the legal nature of an applicant when it is a
legal entity, and the indication of a second language when the European
Union has been designated.

10

11

12

Question 2(b).

Question 2(c).

In this regard, reference is made to the study that is currently under way
concerning the possible introduction of new filing languages (see document
MM/LD/WG/7/2).

Question 4.

Question 5(a).

Question 5(b).
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The responses to the questionnaire confirmed also that Offices, in their
capacity as Offices of origin, actively assist international applicants by
ensuring that when the United States of America has been designated, the
international application form is accompanied by the requisite additional
form MM18 (Declaration of Intention to Use the Mark) and, where
necessary, will assist the applicant in the completion of that form (93 per
cent and 86 per cent, respectively)™. The same applies when an
international applicant wishes to file form MM17 (Claim of Seniority) in
connection with a designation of the European Union.

With regard to issues of language, a sizeable percentage (62 per cent) of
those Offices that responded to the questionnaire confirmed that if the list
of goods and/or services covered by the basic mark is in a language other
than one of the languages of the Madrid system, the Office will assist in
the translation of the list"*. Mostly, that assistance consists of merely
checking the translated list (69 per cent), but 22 per cent of the Offices
that confirmed offering such assistance said that they actually carry out a
translation of the list of goods and/or services for international applicantsls.

In the same vein, if there is a description in the basic application or in the
basic registration in a language other than the language in which it is
proposed to file the international application, and the applicant wishes to
include such description in the international application, or the Office so
requires, a smaller number of those Offices that responded to the
guestionnaire (31 per cent) confirmed that they will carry out the
necessary translation'®. On the other hand, a substantial percentage of
Offices (48 per cent) confirmed that they will assist in the translation of the
verbal elements of a word mark'’. The same percentage of Offices
confirmed that they will assist in the transliteration of a mark that is not in
Latin characters, or Arabic or Roman numerals®®.

Of further assistance to international applicants, a quite substantial
percentage of those Offices that responded to the questionnaire (66 per
cent) confirmed that they will help in the drafting of a disclaimer, when an
applicant so requireslg. Furthermore, an even larger percentage of those
Offices (69 per cent) indicated that when an international applicant
requires to make a limitation of the list of goods and/or services, they will
assist the applicant, in the sense of helping in the formulation and drafting
of such a limitation®°.

13
14

15

16
17
18
19

20

Question 6(a) and (b).

Question 10.

In this regard, account should be taken of the project currently being undertaken
by the International Bureau concerning the establishment of a database of
acceptable indications of goods and services.

Question 9.

Question 11.

Question 12.

Question 13.

Question 15.
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If the basic mark is in color, while the basic application or the basic
registration does not contain a color claim, and the applicant wishes to
include in the international application a color claim, 71 per cent of those
Offices that responded to the questionnaire indicated that they will assist
the applicant in that regard, in the sense of explaining to the applicant the
functioning and drafting of a color claim?,

With regard to the matter of fees, of those Offices that responded to the
guestionnaire, 69 per cent confirmed that they check the accuracy of the
fees before sending the application to the International Bureau®®, and
furthermore, although of somewhat lesser importance, 21 per cent of
those Offices also confirmed that they accept to transmit to the
International Bureau the fees payable in connection with an international
application®.

A number of questions in the questionnaire referred to certain other tasks
that might be carried out by Offices, which, while useful in the overall
context of the international filing, may not be considered as of direct
benefit to applicants, as such. Thus, when asked if they check in order to
verify the entitlement of an applicant to file an international application, of
those Offices that responded to the questionnaire, 72 per cent confirmed
that they do®. Likewise, 76 per cent of those Offices indicated that they
check the accuracy of a priority claim®. If an international application
contains an indication to the effect that a mark is in standard characters,
90 per cent of those Offices that responded to the questionnaire confirmed
that they check the appropriateness of such an indication®.

At the conclusion of this part of the questionnaire, Offices were requested
to indicate whether they charge applicants a fee for the provision of
information and/or assistance®’ and, in addition, whether, in the absence
of the requirement of a basic mark, the Offices would be ready to provide
such services to international applicants®®. To the first question, of those
Offices that responded to the questionnaire, 26 per cent said that they do
charge a fee, and in response to the second question, 45 per cent
confirmed that they would continue to provide such services in the
absence of the requirement of a basic mark.

To summarize, the following is a list of the principal non-mandated
services provided, to a lesser or greater extent, by Offices, acting as Office
of origin, at the international filing stage:

21
22
23
24
25
26
27

28

Question 16.
Question 17.
Question 18.
Question 7.

Question 8.

Question 14.
Question 19.
Question 20.
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General procedures under the Madrid system.
Information and assistance regarding entitlement to file.
Ensuring use of correct official international application form.

Completion of the international application form, including linguistic
assistance.

Establishment of fees.

Classification of goods and services.

Translation of list of goods and services.

Translation of description of mark.

Assistance in the drafting of a disclaimer.

Assistance in the drafting of a limitation.

Assistance regarding color claims.

Assistance regarding the claiming of Paris Convention priority.
Information regarding marks in standard characters.

Information and assistance regarding the declaration of intention to
use the mark.

Tasks Carried out by Offices, Acting as Offices of Origin, that Are
Currently Mandated by the Agreement and Protocol and by the
Common Regulations (the Certification Procedure)

In accordance with Rule 9(5)(d) of the Common Regulations, in its
capacity as Office of origin, an Office is required to certify a number of
elements in the context of a declaration contained in the international
application form.

The following are the elements to be certified:

(i)

(ii)

The Applicant — that the applicant named in the international
application is the same as the applicant named in the basic
application or the holder named in the basic registration, as the
case may be.

Color Marks, as such — where there is an indication in the
international application that the mark consists of a color, or a
combination of colors as such, that the same indication appears
with respect to the basic mark.
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(i)  Type of Mark — where there is an indication in the international
application that the mark is three-dimensional, a sound mark or a
collective, certification or guarantee mark, that the same indication
appears with respect to the basic mark.

(iv)  Description — where the international application contains a
description of the mark, that the same description appears in the
basic mark.

(v)  The Mark — that the mark that is the subject matter of the
international application is the same as in the basic application or
the basic registration, as the case may be.

(vi) Color as a Distinctive Feature — that if color is claimed as a
distinctive feature of the mark in the basic application or the basic
registration, the same claim is included in the international
application or that, if color is claimed as a distinctive feature of the
mark in the international application without having being claimed in
the basic application or basic registration, the mark in the basic
application or basic registration is in fact in the color or combination
of colors claimed.

(vii) Goods and Services — that the goods and services indicated in the
international application are covered by the list of goods and
services appearing in the basic application or basic registration, as
the case may be.

The only other element that an Office, in its capacity as Office of origin, is
currently required to certify under Rule 9(5)(d) of the Common Regulations
is the date upon which the request to present the international application
was received, or was deemed to have been received, by the Office.

The questionnaire addressed the above matters. However, given that the
certification of those elements is mandatory, and thus that it was not
necessary to enquire as to the provision, or not, of those services, that
part of the questionnaire merely confined itself to the ascertainment of the
methods and systems adopted by Offices for the purpose of performing
the necessary checks, and how Offices generally handled discrepancies
or deficiencies in that regard.

THE NATIONAL FILING STAGE - TASKS AND SERVICES WHICH ARE
PROVIDED BY OFFICES DURING THE COURSE OF THE
FILING/REGISTRATION OF A BASIC MARK, AND WHICH MAY IN
TURN BENEFIT THE FILING OF AN INTERNATIONAL APPLICATION

It is notable that 90 per cent of those Offices that responded to the
guestionnaire confirmed that advice or guidance is offered to applicants
with regard to the filing of a basic mark. That advice or guidance covers a
wide range and includes issues such as entitlement to file an application,
registrability of a mark (in terms of distinctiveness, non-descriptiveness
etc.), information concerning availability for registration of a mark,
classification of goods and services in accordance with the Nice
classification and claiming of priority under the Paris Convention. For
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more detailed information, the Working Group is invited to refer to the
summarized statistical compilation of the responses to the questionnaire
contained in Annex |, and in particular the response to question 28(b) in
Part B of the questionnaire.

By way of further illustration, the following extract from the responses
provided by one Office® is offered for the consideration of the Working
Group:

“[The Office] gives applicants advice and guidance both in relation
to the national as well as the international filing process. Some
issues in relation to the applications, as such, overlap, e.g., the list
of goods and services and priority. This does, in particular, benefit
international applications in relation to the list of goods and services,
as applicants very often include imprecise and wrongly classified
goods and services in the applications. The Office aims at having
correctly specified and classified goods and services in as many of
the international applications as possible before the Office certifies
and sends the international application to WIPO. We believe this
helps both the applicant and WIPO in the process, in particular
since the applicant will receive the guidance in Danish, thus making
it easier for the applicant to understand why the goods or services
will have to be specified in a particular way or classified in particular
classes, or why a good or service will have to be translated in a
particular way to both properly mirror the basic application or
registration and at the same time be acceptable to WIPO.”

When asked if, in the absence of the requirement of a basic mark, Offices
would be prepared to continue to offer advice and guidance to applicants
with respect to the filing of an international application, 41 per cent said
that they would, 21 per cent said that they would not, and 36 per cent said
that they were not in a position to indicate either way™.

The questionnaire also enquired of Offices as to the profile of applicants in
general3l. It requested Offices to estimate the percentage of trademark
applications that are filed personally by applicants (individuals or small and
medium-sized enterprises), rather than by professional representatives or
corporations. Of those who responded to this question, 33 per cent
indicated that such applicants account for up to one quarter of all filings
and 17 per cent indicated that such applicants account for a figure
between one quarter and a half of all filings. A further 19 per cent of the
Offices that responded said that the figure for such filings would fall

29

30

31

The Office of Denmark.
Question 32. A small percentage did not respond to this question.
Question 34.
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between a half and three quarters of all filings. Taken together, these
figures suggest that a large proportion of all filings are initiated by non-
professional or corporate enterprises, and this is an aspect that the
Working Group may wish to take into account within the larger framework
of its discussions®.

TASKS AND SERVICES THAT MAY BE PROVIDED BY AN OFFICE
SUBSEQUENT TO THE INTERNATIONAL REGISTRATION OF A
MARK

Finally, and while not directly related to the filing of an international
application and the issue of the requirement of a basic mark, the
guestionnaire also addressed certain questions to Offices with regard to
tasks and services that might be provided by an Office subsequently to the
international registration of a mark. These questions concerned partly the
issue of responding to refusals®. A further two questions concerned the
filing of subsequent designations and requests to record changes under
Rule 25 of the Common Regulations®*. Those two latter questions might
concern Offices as Offices of origin, or indeed as Offices of the
Contracting Party of the holder. In the overall framework of the scope of
the questionnaire, it was considered that the inclusion of those questions
was merited.

Thus, Offices, as Offices of origin, were requested to indicate whether, in
the event of the natification of a provisional refusal by the Office of a
designated Contracting Party, they will assist the holder of an international
registration generally in responding to such a notification®®. Of those
Offices that replied to the questionnaire, 24 per cent confirmed that they
will and 76 per cent indicated that they will not. On the other hand, when
asked whether, within the context of, for example, responding to a
notification of provisional refusal, such an Office will assist an applicant in
the formulation of a limitation of the list of goods and/or services,

64 per cent said that they will and 34 percent indicated that they will not*®.

Quite a substantial percentage of those Offices that responded to the
guestionnaire (81 per cent) confirmed that they will assist in the filing of a
subsequent designation®” and a somewhat lower percentage (74 per cent)
indicated that they will assist holders of international registrations to file
requests for changes under Rule 25 of the Common Regulations38.

32

33
34
35
36
37

38

A further 9 per cent said that such filings would account for between three
quarters and all.

Questions 35 and 36.

Questions 37 and 38.

Question 35.

Question 36.

Question 37.

Question 38.
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ASSESSMENT OF THE TASKS THAT, IN THE ABSENCE OF THE
REQUIREMENT OF A BASIC MARK, WOULD BE REQUIRED TO BE
PERFORMED WITH RESPECT TO THE FILING OF AN
INTERNATIONAL APPLICATION, AND BY WHOM

With a view to establishing the tasks that would continue to be required to
be performed, in the absence of the requirement of a basic mark, the
document, in this part, reviews the scope of the examination presently
carried out by the International Bureau, in accordance with the current
regulatory regime of the Madrid system. The relevant rules of the
Common Regulations are Rules 11, 12 and 13, which define, in the
context of the filing of an international application, what will consist of an
irregularity that will require to be remedied, when, and by whom.

Rule 12 - Irregularities with Respect to the Classification of Goods and
Services

44,

45,

46.

Rule 12 of the Common Regulations is concerned with irregularities
relating to the classification of goods and services. In the event of such
irregularity, it is provided by paragraph (1) of Rule 12 that the International
Bureau shall make a proposal for the classification, which shall be sent to
the Office of origin, at the same time as informing the applicant.

Under paragraph (2) of Rule 12, the Office of origin may, within three
months of the notification, communicate to the International Bureau an
opinion on the proposed classification. This may lead to the International
Bureau either withdrawing or modifying its proposal (paragraphs (4) and
(5) of Rule 12). On the other hand, the International Bureau may,
notwithstanding the opinion of the Office of origin, confirm its original
proposal (paragraph (6) of Rule 12).

Paragraph (9) of Rule 12 provides that the mark shall be registered with
the classification that the International Bureau considers to be correct.

Rule 13 - Irregularities with Respect to the Indication of Goods and
Services

47.

48.

Paragraph (1) of Rule 13 of the Common Regulations provides that if the
International Bureau considers that any of the goods and services is
indicated in the international application by a term that is too vague for the
purposes of classification, or is incomprehensible or linguistically incorrect,
it shall so notify the Office of origin, and at the same time, inform the
applicant.

If, within the time allowed for responding to the irregularity notice, no
proposal acceptable to the International Bureau for remedying the
irregularity is made, the International Bureau shall include in the
international registration the term as appearing in the international
application, provided that a class has already been specified for the term
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in question, along with an indication to the effect that, in the opinion of the
International Bureau, the specified term is too vague, or is
incomprehensible, or is linguistically incorrect, as the case may be. Where
no class has been specified, the term in question shall be deleted by the
International Bureau (paragraph (2) of Rule 13).

Rule 11 - Irregularities Other Than Those Concerning the Classification of
Goods and Services or their Indication

49,

50.

51.

Paragraph (1) of Rule 11 is entitled Premature Request to the Office of
Origin, and is concerned with the situation where an Office of origin
receives a request to present to the International Bureau an international
application which is governed either exclusively by the Agreement, or by
both the Agreement and the Protocol, before the basic mark has been
registered. Obviously, in the event of the abolition of the requirement of a
basic mark, there would no longer be a situation such as is now provided
for under this paragraph of Rule 11.

Paragraph (3) of Rule 11 is concerned with irregularities in the amount of
the fees paid in connection with an international application®. A fees
irregularity may be remedied either by the applicant or by the Office of
origin, and both are notified of the irregularity.

Paragraph (4) of Rule 11 relates to miscellaneous irregularities, which are
notified to the Office of origin, and in respect of which the applicant is at
the same time informed. Those irregularities are as follows:

(a) the international application does not comply with the requirements
of Rule 2, concerning communications with the International
Bureau, or the international application was not presented on the
official form;

(b) the international application contains any of the irregularities
referred to in Rule 15(1)41. Paragraph (1) of Rule 15 is concerned
with irregularities which will affect the date of an international
registration, and are as follows:

- lack of indications allowing the identity of the applicant to be
established and sufficient to contact the applicant or his
representative, if any*;

—  failure to designate Contracting Parties™®;

- no reproduction of the mark**;

39
40
41
42
43

a4

Rule 9(3).
Rule 11(4)().
Rule 11(4)(ii).
Rule 15(1)().
Rule 15(1)(i).
Rule 15(L)(iii).
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- no goods and services indicated®.

(c) the international application contains irregularities relating to the
entitlement of the applicant to file an international application®®;

(d) the international application contains irregularities relating to the
declaration by the Office of origin, as provided for under
Rule 9(5)(d)47. Apart from the indication of the date of receipt of the
international application, this declaration is concerned only with
elements that refer to the basic mark, and thus, in the absence of
the requirement of a basic mark, this irregularity would become
largely redundant. Whether there would continue to be participation
by an Office of origin, in the absence of the requirement of a basic
mark, and certification of the date of receipt by that Office, would
depend upon the eventual regulatory regime to be adopted;

(e) the international application is not signed by the Office of origin®®;

) the international application does not contain the date and number
of the basic mark. Again, this irregularity would become redundant
in the event of the abolition of the requirement of a basic mark™®.

Paragraph 6 of Rule 11 is concerned with international applications which
contain the designation of a Contracting Party which requires to receive a
declaration of intention to use the mark, and where that declaration is
missing (currently only the United States of America)so.

It is provided under paragraph (7) of Rule 11 that if an international
application is presented directly to the International Bureau®, or does not
comply with the language regime provided for by Rule 6, the international
application shall not be considered as such and shall be returned to the
sender.

Apart from those irregularities noted above, which, by and large must be
remedied by the Office of origin, there are a number of irregularities which
must be remedied by the applicant. In those cases, the International
Bureau will notify the applicant, and at the same time, inform the Office of
originsz. Those irregularities will generally encompass the provisions of
Rule 9 of the Common Regulations relating to the requirements
concerning an international application.

45
46
47
48
49
50
51

52

Rule 15(2)(iv).

Rule 11(4)(iii).

Rules 11(4)(iv) and 9(5)(d)(i) to (vi).
Rule 9(2)(b).

Rule 9(5)(a) and (b).

Rules 7(2) and 9(5)(f).

Rule 9(1).

Rules 11(2) and 9(5)(a),(b) and (c).
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Broadly speaking, the following are the elements, taken from Rule 9(4)(a)
of the Common Regulations, in respect of which an irregularity may be
notified by the International Bureau to the applicant, and at the same time
the International Bureau will inform the Office of origin:

(&) the name and address of the applicant have not been indicated in
accordance with the Administrative Instructions®;

(b) the name and address of the representative, if any, have not been
indicated in accordance with the Administrative Instructions®*;

(c)  where the applicant wishes to claim Paris Convention priority and
includes a declaration to that effect, the name of the Office, the date
of the earlier filing and, where available, the number of the earlier
filing have not been indicated”>;

(d)  the reproduction of the mark does not fit in the box provided in the
official form, and/or the reproduction is not clear®®;

(e) the applicant indicates that he wishes to claim color as a distinctive
feature of the mark and the reproduction of the mark is in black and
white, but no color reproduction has been furnished®’;

) the mark consists of, or contains, matter in characters other than
Latin characters, or numerals other than Arabic numerals, and the
international application does not contain a transliteration®®;

(g) the international application contains, in respect of one or more of
the designated Contracting Parties, a limitation of the list of goods
and services, and the limitation refers to goods and services not
covered by the main list of goods and services;

(h)  the applicant has indicated that the mark is in standard characters
and this is contradicted by the reproduction of the mark as shown in
the international applicationsg;

0] there is an indication that the mark consists of a color or
combination of colors, as such, and this is contradicted by the
reproduction of the mark as shown in the international application®:;

53
54
55
56
57
58
59

60

Rule 9(4)(i).

Rule 9(4)(iii).

Rule 9(4)(a)(iv).

Rule 9(4)(a)(v).

Rule 9(4)(a)(vii).

Rule 9(4)(a)(xii).

Rule 9(4)(a)(vi) allows for such indication in the international application.
Rule 9(4)(a)(vii) allows for such indication in the international application.
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()] the international application contains a description of the mark
which is not in a language of the international application®.

Apart from the elements above mentioned, Rule 9(4) also allows for the
following:

(@) an indication that a mark is three-dimensional®;

(b)  an indication that a mark is a sound mark®?;

(c) anindication that a mark is a collective, certification or guarantee
mark®

It should be noted that paragraph (b) of Rule 9(4) provides additionally for
the inclusion in an international application of a number of elements
entirely at the option of the applicant. These would be elements that could
be seen as reducing the risk of an international application meeting with a
refusal in a designated Contracting Party and consist of the following:

(@ where the applicant is a natural person and the applicant wishes to
indicate the State of which he is a national, such indication®;

(b)  where the applicant is a legal entity and the applicant wishes to
indicate its legal nature, such indication®®;

(c)  where the applicant wishes to include a translation of the mark,
such translation®’;

(d)  where the applicant wishes to include a disclaimer, such
disclaimer®;

(e) where the applicant claims color as a distinctive feature of the mark,
an indication by words, in respect of each color, of the principal
parts of the mark that are in that color®;

) where there is a designation of a Contracting Organization and the
applicant wishes to make a seniority claim, the particulars of such
claim, along with the indication of a second language .

61
62
63
64
65
66
67
68
69

70

Rule 9(4)(a)(xi).

Rule 9(4)(a)(viii).

Rule 9(4)(a)(ix).

Rule 9(4)(a)(x)-

Rule 9(4)(b)(i).

Rule 9(4)(b)(ii).

Rule 9(4)(b)(iii).

Rule 9(4)(b)(v).

Rule 9(4)(b)(iv).

Rule 9(5)(g)(i) and (ii).
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58. While an international application may contain one, or several, of the
elements referred to in the paragraph above, they will not be formally
examined, as such, by the International Bureau and will be recorded and
communicated to the Offices of the designated Contracting Parties, in the
manner in which they had been received by the International Bureau.

Review of Those Tasks that, in the Absence of the Requirement of a Basic
Mark, Would be Required to be Performed

59. Inthe absence of the requirement of a basic mark, and under the current
regulatory regime of the Madrid system, the following checks would
continue to be performed or required to be performed by the International
Bureau, in connection with the filing of an international application:

(@) classification of goods and services (Rule 12);

(b) identification of goods and services (Rule 13);

(c) payment of correct fees;

(d)  required mode of communication (Rule 2) and use of official form;

(e) elements for granting date to the international registration (Rule 15):
- indications allowing applicant to be identified,
- designation of Contracting Parties,
- reproduction of the mark,
- indication of goods and services,
() indication of entitlement of applicant;
() depending upon eventual regulatory regime:
- date of receipt by Office of origin,
- signature by Office of origin,
- signature by applicant,

- presentation of the international application (direct or
indirect);

(h)  where relevant, declaration of intention to use;

0] compliance with language regime;
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()] Rule 9 elements:

- name/address of applicant according to Administrative
Instructions,

- name/address of representative according to Administrative
Instructions,

- details of Paris Convention priority,
- reproduction of the mark in box, and clear,
- color reproduction available, when color claimed,

- transliteration of non-Latin characters or Arabic or Roman
numerals,

- correctness of limitation,

- correctness of indication of mark in standard characters,

- correctness of indication that mark is color, as such,

description in language of international application.

It would appear, therefore, that on the face of it, there would not be a
substantial difference between the tasks now being carried out by the
International Bureau and those tasks that the International Bureau would
be required to carry out, in the event that there was not any longer the
requirement of a basic mark.

In effect, only the following tasks, which are directly aligned to the
requirement of a basic mark, would be directly concerned by the removal
of that requirement:

(@) premature request to Office of origin (Rule 11(1) (see paragraph 49,
above);

(b)  date and number of the basic mark;

(c) certification by Office of origin (Rule 9(5)(d)) which, apart from the
date of receipt of the international application by the Office of origin,
is concerned with the basic mark.

Whether, in the absence of the requirement of a basic mark, an Office of
origin would be required to continue to certify the date of receipt of an
international application, to be in turn required to be checked by the
International Bureau, would ultimately depend upon the legal framework
eventually adopted in the event that the requirement of a basic mark were
removed. Thus, it might be envisaged that Offices would continue to have
a formal role as a receiving office, or, as in the Hague system for the
International Registration of Industrial Designs, applicants may be offered
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the choice of filing directly or indirectly, with or without Offices being given
the option of accepting, or not, international trademark filings under the
Madrid system. On the other hand, were it to be established that
international applications should, in all cases, be filed directly with the
International Bureau, then the dating requirement would also become
redundant.

The Working Group may wish to consider the potential consequences, for
applicants and the International Bureau, were the role of an Office as filter
or interface between Madrid users and the International Bureau no longer
to exist, in whatever format.

If there were to be no longer a formal role attributed to an Office as an
Office of origin, the International Bureau would, in effect, be required to
deal with not a relatively small number of Offices on a regular basis, but
instead with tens of thousands of individual private parties. No doubt,
many of those applicants would already have experience of filing
international applications under the Madrid system. However, for those
applicants whose experience is limited, or indeed who may not previously
have utilized the Madrid system, the absence of a formal input on the part
of Offices in their capacity as Office of origin may well have substantial
negative implications for all parties involved in the filing process.

Those implications would be likely to be many and varied and would
probably include, inter alia, issues such as the following:

- problems with the eventual registrability of a mark, in terms of
distinctiveness and descriptiveness;

- problems with representation of marks;
- lack of clarity and precision in regard to descriptions of marks;

- difficulties in the handling of applications in relation to
non-traditional marks;

- confusion with regard to the issue of color marks, the claiming of
color as a distinctive feature of a mark, and marks that are color(s),
as such;

- almost certainly, difficulties in defining the specification of goods
and/or services;

- possibly, difficulties in relation to the issue of entitlement;

- problems in the claiming of priority.

The implications, for the efficiency of the international procedures, of such
a change, may require further elaboration and discussion and may
influence decisions that would require to be taken in the context of the
regulatory regime to be established, in the event that the requirement of a
basic mark were to be abolished.
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WHAT MIGHT ENSURE THAT USERS WOULD CONTINUE TO
RECEIVE FROM OFFICES AT LEAST THE LEVEL OF SUPPORT AND
SERVICES THAT THEY CURRENTLY RECEIVE AND THE READINESS
OF OFFICES TO CONTINUE TO PROVIDE SUCH SUPPORT AND
SERVICES, IN THE ABSENCE OF THE REQUIREMENT OF A BASIC
MARK

It will be recalled that the responses to the questionnaire indicated that, at
present, Offices provide a substantial level of support and services to
applicants at all stages — that is to say, at the national filing stage, at the
international filing stage to users of the Madrid system, and also
subsequently to the international registration”.

The responses to the questionnaire indicated that, at present, assistance
and support is primarily provided by a helpline (68%), Internet (with
specific reference to the Madrid system) (64%), brochures (54%) and
dedicated teams of staff members (79%).

It will also be recalled that it would appear that a large percentage of
applicants filing basic applications are not professional representatives or
corporations, but are individuals or small or medium-sized enterprises .

Briefly, it will be recalled that Offices assist in the completion of the
international application form, checking to ensure that the correct form has
been used, checking the accuracy of the form (if the form has been
completed directly by the applicant), checking that the form has been
completed in such a way as to avoid the applicant meeting with a
notification of provisional refusal, ensuring that form MM18 has been
annexed, and correctly completed, when the United States of America has
been designated, assisting applicants to file a seniority claim, when the
European Union has been designated, assisting in the formulation and
translation of lists of goods and services, assisting in the formulation and
translation of descriptions of a mark, assisting in the translation of a word
mark, assisting in the drafting of a disclaimer, assisting in the formulation
and drafting of a limitation, assisting in the formulation of a color claim,
and checking the accuracy of the fees payable in connection with an
international application.

It has also been established from the responses to the questionnaire that
the assistance and support currently being provided by Offices is not
limited merely to the filing stage of a national or international application.
It has been noted earlier in the document that Offices also assist holders
of international registrations when it comes to responding to notifications
of provisional refusal, the filing of subsequent designations and the
recording of changes to an international registration.

Thus, while it may be that, as far as the International Bureau is concerned,
and strictly in formal terms, there might not be a large difference between
the tasks now being carried out by it and those tasks that the International
Bureau would be required to carry out in the absence of the requirement of
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See questions 1, 28 and 35 et seq.
See Question 34.
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a basic mark (although the same might not be so in terms of substance
(see paragraphs 64 and 65, above)), it is probably fair to say, however,
that were the abolition of the requirement of a basic mark to impact upon
the level of support and services being provided to users, this would be a
significant concern.

The questionnaire requested Offices to indicate their readiness to continue
to offer support and services in respect of filings by international
applicants —i.e., regarding Madrid procedures, completion of the official
international application form, etc., in the absence of the requirement of a
basic mark. Just 45 per cent of those Offices that responded to the
guestionnaire replied to this question in the affirmative. On the other
hand, 18 per cent of the Offices that responded to the questionnaire
replied that they would in fact not continue to provide support or services
and a substantial 35 per cent remained undecided”®.

The questionnaire also requested Offices to indicate their readiness to
continue to offer to applicants the support and services that they currently
offer in connection with the filing/registration of a basic mark, and which, in
turn, may benefit the filing of an international application, in the absence of
the requirement of a basic mark’®. This perhaps would have a more direct
impact for users, and for the International Bureau, as it would impinge
upon, for example, the mark, per se, as well as the specification and
classification of the goods and/or services.

The percentage of those Offices responding to this question in the
affirmative was lower in this case (41 per cent), with 21 per cent indicating
that they would not, in fact, continue to offer such support and services,
and 36 per cent remaining undecided.

If those responses (concerning procedures at both the international filing
stage and the national filing stage) were to be representative of the
approach that would be taken by the Offices of all Contracting Parties
across the board, in the absence of the requirement of a basic mark, it is
suggested that the impact for users of the Madrid system, and indeed for
the International Bureau, could be significant.

The responses to the questionnaire have established the varied extent of
the readiness of Offices to continue to offer support and services in the
absence of the requirement of a basic mark. However, it is less clear what
might ensure that users would continue to receive from Office at least the
level of support and services that they currently receive. To an extent, the
answer may depend, at least in part, on the extent to which Offices may,
or may not, continue to have a formal role in the filing procedures under
the Madrid system, were the basic mark requirement to be removed. This
aspect is further considered in Part VI of the document, which follows.
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See Question 32.
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CONSIDERATION OF THE REGULATORY FRAMEWORK THAT MIGHT
BE PUT IN PLACE, IN THE EVENT OF THE ABOLITION OF THE
REQUIREMENT OF A BASIC MARK, AND THE IMPLICATIONS FOR
USERS, IN TERMS OF OFFICES CONTINUING, OR NOT, TO OFFER
SUPPORT AND SERVICES

It may be noted that in its earlier discussions on the issue of the possible
abolition of the requirement of a basic mark and its subsequent request
that a questionnaire be circulated to Offices, the Working Group
essentially confined itself to the matter of the requirement of a basic mark,
per se. That is to say, the Working Group has not, up to this time,
specifically discussed in depth the nature of the legal or regulatory
framework that might be put in place upon the abolition of the requirement
of a basic mark, if such were to occur.

In particular, the Working Group has not specifically addressed the
guestion as to whether there would continue to be participation on the part
of the Offices of the Contracting Parties to the Madrid system, in the event
that the requirement of a basic mark were to cease to exist. In effect,
would a revised legal and regulatory system require that international
applications be filed directly with the International Bureau, or optionally
filed directly or indirectly (perhaps with the added provision that an Office
might be entitled to elect not to accept indirect filings through its agency),
or perhaps would a revised system require that international applications
continue to be filed through the Office of the Contracting Party through
which an applicant claims entitlement, albeit without any more the
requirement to file or register also a basic mark’>?

It is submitted that the response to these questions would have a
substantial bearing upon the issue of the scope of the services and/or
guidance that Offices might be willing to continue to provide, in the event
that the basic mark requirement were to be abolished, and that this is a
matter that the Working Group may wish therefore to consider further, in
its discussions.

A further issue that may have implications, in terms of Offices continuing
to offer support and services, is the question as to whether or not, in the
absence of the requirement of a basic mark, the revised regulatory
framework would permit self-designation of the Contracting Party through
which an international applicant derives his entitlement to file an
international application.

To conclude this part, it may be noted that a certain percentage of those
Offices that responded to the questionnaire (26 per cent) indicated that
they charge a fee to international applicants and Madrid system users in
respect of the provision of information or assistance relating to the Madrid
procedures. This may be an option that would merit further exploration.
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ABOLITION OF BASIC MARK REQUIREMENT - CONCLUSION

Implications for the International Bureau

83.

84.

85.

86.

87.

In conclusion, a number of points may be made. Firstly, as far as the
implications for the International Bureau are concerned, in terms strictly of
the scope of its formal examination of international applications, the
provision of assistance and/or guidance by Offices to applicants is of
considerable importance, but probably not critical or insurmountable, in the
overall scheme of things.

However, as has already been noted in paragraphs 64 and 65, above, the
abolition of the requirement of a basic mark, in combination with the
removal from Offices of a formal role in the filing process, would be likely
to have hugely significant implications for the International Bureau, in
terms of logistics. The International Bureau would, in effect, be required to
deal with not a relatively small number of Offices on a regular basis, but
instead with tens of thousands of individual private parties.

In addition, in two respects, and as is evident from the responses to the
guestionnaire, the removal of the requirement of a basic mark would have
significant implications for the International Bureau.

In the first place, it is evident from the responses to the questionnaire that
a large number of applicants obtain assistance from Offices with regard to
the identification and classification of goods and services, both in terms of
the national filing of the basic mark, and subsequently at the international
level, with respect to translation. A supplementary document has been
prepared by the International Bureau (document MM/LD/W G/8/3) which
contains statistical data relating to operational aspects of the work carried
out by the International Bureau'®. It is evident from the data in question
that a very substantial proportion of irregularity notices issued at present
by the International Bureau, in relation to international applications,
concern irregularities with respect to the identification or the classification
of goods and services. It is suggested that if the provision by Offices of
assistance in this regard were to be terminated, this would have the
potential to seriously impact upon the efficiency of international filings
generally and result in delays in the securing of registrations by
international applicants. (However, this aspect needs also to be
considered in the light of the ongoing project being undertaken by the
International Bureau relating to the database of acceptable indications of
goods and services).

It is also evident that, at the national level, when filing a basic mark,
applicants currently receive from Offices a certain amount of assistance
with regard to the mark itself (in terms of registrability and probably also in
the preparation of the representation of the mark). Were this assistance to
cease to be offered by Offices, certain consequences would be likely to
ensue. In the first place, it is possible that international applicants may
begin to find that they are receiving an increased number of notifications of
provisional refusals on the basis of non-registrability. Furthermore, there
is a distinct likelihood of an increased number of irregularities at the point
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This data was requested by the Working Group at its seventh session. See
paragraph 3, above.
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of receipt of the international application by the International Bureau, due
to the representations of marks not being sufficiently clear, for publication
purposes. Inevitably, the need to communicate larger numbers of
irregularities and notifications of provisional refusal would impact upon the
International Bureau.

Implications for Users

88.

It is clear that, at present, the scope of assistance and/or guidance that
applicants receive from Offices, in their capacity as Offices of origin, is
wide-ranging and substantial. It is also clear that there is a degree of
uncertainty with regard to the continuation of such support and services in
the event that the requirement of a basic mark were to be abolished.
Apart from the implications for the International Bureau, the loss of such
support and services would in all likelihood be felt substantially by users.
Users would be likely to be met with an increased number of irregularity
notices from the International Bureau, relating to the completion of the
application form itself and concerning also issues regarding the mark and
the classification of goods and services. Itis likely also that the
disappearance of guidance and assistance from Offices, at the filing stage,
would have an impact in terms of increased numbers of natifications of
provisional refusal. This may, ultimately, have consequences in the
context of the overall perception of the Madrid system, in terms of its
efficiency, effectiveness and user-friendliness.

Future Regulatory Framework

89.

As noted above, two important aspects have not yet been addressed by
the Working Group. In the event of the deletion of the requirement of a
basic mark, what would be the filing structure in the revised regime, and
would the new regime allow for self-designation? It is submitted that the
response to these questions will have a direct bearing upon the question
as to the continuation, or not, of the offering by Offices of support and
services to users of the Madrid system.

The Future in Perspective

90.

As far as the International Bureau is concerned, in the longer term certain
steps might be taken in order to alleviate the difficulties for users, in the
event of the deletion of the requirement of a basic mark. These might
include, for example, the making available to users of a comprehensive
explanatory note on the completion of the official international application
form, in the same way as has been done with respect to the application
form for the filing of an international industrial design application under the
Hague system for the international registration of industrial design. Offices
might subsequently be willing to cooperate with the International Bureau in
the provision of local-language versions of that document. A further
initiative might be the inclusion of additional functionalities in the
International Application Simulator currently to be found on the Madrid
website. The simulator is designed to assist applicants at a pre-filing
stage. It might also be possible to provide for additional sophistication in
the official application forms so as to make them more interactive and
reduce the scope for the filing of international applications that contain
evident errors.
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It will be recalled that under the Hague system for the International
Registration of Industrial Designs, the facility of electronic filing has been
available since January 2008. Were a decision taken to abolish the
requirement of a basic mark in the Madrid system, consideration might be
given to the introduction of an electronic filing interface.

A further avenue for improved interaction between the International
Bureau and users of the Madrid system may lie with the establishment of
the database of acceptable indications of goods and services as well as
other possible means or approaches that are being explored, in
conjunction with the Madrid Filing Assistant, which has been already been
demonstrated to the Working Group, during the course of its seventh
session.

93. The Working Group is invited to
consider the above and to note the
contents of the Annexes to this document.

[Annexes follow]
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STATISTICAL COMPILATION OF THE RESPONSES TO THE
QUESTIONNAIRE

PART A — INTERNATIONAL FILING STAGE

PART A.1 — TASKS AND SERVICES PERFORMED BY AN OFFICE, ACTING AS

AN OFFICE OF ORIGIN

Introduction: Part A.1 relates to tasks and services provided by an Office, as
Office of origin, that are not subject to the certification requirement referred to in
Part A.2.

Does your Office provide general information, assistance or guidance to
members of the public, with regard to the Madrid system? (Percentage’”
based on total number of replies received, 58):

Yes 97%
No 2%
Blank 1%

If the answer to question 1 is “Yes”,

(a) Please indicate if the Office provides this service (Percentage based
on the number of “Yes” answers received for question 1, 56):

Not very frequently 18%
Quite frequently 34%
Very frequently 48%

(b) Please indicate in general terms the nature of the information,
assistance or guidance78 that your Office provides. (What follows is
a summary list extracted from the more detailed responses received
from Offices):

7

78

Please note that, for ease, percentage figures have been rounded to the
nearest full figure.

A number of Offices stated that they do not provide guidance; they provide
assistance.



Basic application and basic registration

Changes and amendments

Classification of good and services

Costs and Fees

Information concerning Contracting Parties
Consultations in general

Entitlement to file

Filing of an international application

Completion of forms

General information regarding the Madrid system
International application in general

Languages

Period of protection

Locating the forms

The Madrid treaties

Modes of payment

National and international registrations

Notices of irregularity from the International Bureau of WIPO
Procedures

Prior rights searches

Priority claims

Refusals

The Common Regulations

Time limits

Personal guidance

Requirements for the filing of an international registration
Subsequent management of international registrations
Training

Transformation

Translation

Statistics
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®3)
®3)
(4)
(18)
()
®3)
)
(14)
(23)
(15)
)
1)
1)
@)
(®)
@)
(®)
®3)
(10)
@)
@)
@)
1)
1)
1)
)
@)
()
1)
®3)
1)
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(c) How is the general information, assistance or guidance provided?
(More than one choice allowed; percentage based on the number of
“Yes” answers received for question 1, 56):
Help-line 68%
Internet (with a specific section dedicated to the Madrid system) 64%
Brochures, leaflets, etc. 54%
Dedicated staff members or team 79%
Self-service electronic search facilities for public 27%
E-mail, personalized assistance, telephone, training 28%
3. (@ Inthe event that an international applicant does not speak or write
English, French or Spanish, does your Office assist such applicant
with regard to the general filing of an international application under
the Madrid system? (Percentage based on total number of replies
received, 58):
Yes 64%
No 34%
Blank 2%
(b)  If the answer to question 3(a) is “Yes”, please indicate how this

assistance is rendered (e.g., the Office makes available non-official
versions of the official Madrid forms, in the local language).

Completion of the official forms by the Office (5)
Consultation (2)
Guide and brochures (2)
Assisting the applicant to fill in the official forms (9)
Information in national language (14)
Non-official Madrid forms in local language (16)
Telephone Q)
Translation of the goods and services (2)

Translation tool (2)
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4, Does your Office check that the international applicant has used the
correct form for the filing of an international application (MM1, MM2 or
MM3) so as to ensure that the Contracting Parties designated in an
international application are correctly designated, in the sense that the
applicant is entitled to make such designations? (Percentage based on
total number of replies received, 58):

Yes 94%
No 4%
Blank 2%
5. Apart from the matters that are required to be certified by an Office when it

is the Office of origin, does your Office check the international application
form in order to ensure that:

(@ the form has been correctly completed by the international
applicant? (Percentage based on total number of replies received,

58):

Yes 95%
No 0%
Blank 5%

(b)  more particularly, the form has been completed in a manner such to
avoid the issuing of a notification of provisional refusal by a
designated Contracting Party (e.g., missing translation of the mark,
missing indication of the legal nature of the international applicant
when it is a legal entity, indication of a second language when the
European Union is a designated Contracting Party, etc.)?
(Percentage based on total number of replies received, 58):

Yes 91%
No 5%
Blank 4%
6. Apart from the matters that are required to be certified by an Office when it

is the Office of origin:
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(@ If the United States of America has been designated, does your
Office check in order to ensure that form MM18 (declaration of
intention to use the mark) accompanies the international
application? (Percentage based on total number of replies received,
58):

Yes 93%
No 4%
Blank 3%

(b) In acase where additional forms (i.e., MM17 (claim of seniority) or
MM18 (declaration of intention to use the mark)) may or must
accompany an international application, does your Office assist in
the completion of such forms? (Percentage based on total number
of replies received, 58):

Yes 86%
No 12%
Blank 2%
7. (a) Does your Office check the entitlement (i.e., domicile, nationality or
establishment) of an international applicant? (Percentage based on
total number of replies received, 58):
Yes 72%
No 26%
Blank 2%

(b)  If the answer to question 7(a) is “Yes”, how does your Office check
such entitlement? (more than one choice allowed; percentages
based on total number of “Yes” answers to question 7(a), 42):

By requesting a copy of the passport of the applicant 21%
By requesting extracts of the register of commerce of the applicant 52%

Other: (malil, telephone, applicant’'s address, applicant’s ID number in

the Office’s database, applicant’s national ID details, applicant’s

website on the Internet, available databases, the national registry,

other supporting documentation, copy of incorporation documents,

residence permit, a declaration) 52%
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If the international application contains a priority claim, does your
Office check the accuracy of such priority claim? (Percentage based
on total number of replies received, 58):

Yes, in all cases 76%

Yes, but only if the basic application/registration

does not contain such priority claim 10%
No, never 12%
Blank 2%

If the answer to question 8(a) is “Yes, in all cases” or “Yes, but only
if the basic application/registration does not contain such priority
claim”, please indicate how your Office carries out such a check
(e.g., the Office requests a copy of the first trademark application
which gave rise to the claim of priority):

Checks claim is within the time limit (4)
Checks foreign databases (2)
Checks national database/register/application (16)
Checks priority documents (6)

Requests certified translated copy of the first trademark
application which gave rise to the claim of priority (1)

Requests copy of the first trademark application which

gave rise to the claim of priority (27)
Requests official certificate bearing the filing date (1)
Verifies databank extracts Q)

Verifies that the priority application originated in a WTO
and/or Paris Convention Member State Q)
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If there is a description in the basic application or in the basic registration,
in a language other than the language in which it is proposed to file the
international application, and the international applicant wishes to include
such description in the international application, or the Office so requires,
does your Office carry out the necessary translation? (Percentage based
on total number of replies received, 58):

Yes 31%

No 67%

Blank 2%

(a) Does your Office assist international applicants with respect to the
translation of the list of goods and/or services for an international
application, if the list of goods and/or services covered by the basic
application or the basic registration is in a language other than one
of the languages of the Madrid system? (Percentage based on total
number of replies received, 58):

Yes 62%
No 36%
Blank 2%

(b) If the answer to question 10(a) is “Yes”, does your Office (more than
one choice allowed; percentage based on the number of “Yes”
answers to question 10(a), 36)

Translate the list 22%

Merely check the translation appearing in the international
application 69%

Other: (Charge of additional fees applied for translation

service, cooperation with the applicant in the translation of

the list, granting of a time limit to the applicant to correct

the translation, provision of suggestions/corrections/

improvements/solutions, provision of support to the

applicant with the translation, refers the applicant to the

English edition of the Nice Classification) 28%
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If a mark that is the subject of an international application may be
translated, does your Office assist the international applicant in this
respect? (Percentage based on total number of replies received, 58)

Yes 48%
No 50%
Blank 2%

If the answer to question 11(a) is “Yes”, how does your Office
provide such assistance? (More than one choice allowed;
percentages based on total number of “Yes” answers received for
guestion 11(a), 28):

The Office translates the mark 25%

The Office merely checks the translation
appearing in the international application 69%

Other: (Provision of assistance upon request,

granting of time limit to the applicant to correct the

translation, provision of such assistance in just

one language, suggestion of

corrections/improvements, translation after

consulting with the applicant) 14%

If a mark that is the subject of an international application requires
transliteration (i.e., a mark not in Latin characters, or Arabic or
Roman numerals), does your Office assist the international
applicant in this respect? (Percentage based on total number of
replies received, 58):

Yes 48%
No 50%
Blank 2%

If the answer to question 12(a) is “Yes”, how does your Office
provide such assistance? (More than one choice allowed;
percentages based on total number of “Yes” replies received to
question 12(a), 28):

The Office transliterates the mark 32%

The Office merely checks the transliteration
appearing in the international application 68%
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Other: (Checks against the basic application or

registration, checks the transliteration provided by the

applicant and suggests corrections or improvements,

checks for errors in the transliteration provided by the 11%
applicant, provides information)

If an international applicant wishes to include, in an international
application, a disclaimer, does your Office assist the applicant in this
respect? (Percentage based on total number of replies received, 58):

Yes 66%
No 33%
Blank 1%

If the international application contains an indication to the effect that the
mark is a mark in standard characters, does your Office check the
appropriateness of such indication? (Percentage based on total number
of replies received, 58):

Yes 90%
No 9%
Blank 1%

If an international applicant wishes to make a limitation of the list of goods
or services at the time of filing the international application, in respect of a
designated Contracting Party, does your Office assist the applicant (in the
sense of assisting the applicant in the formulation and drafting of such a
limitation)? (Percentage based on total number of replies received, 58):

Yes 69%
No 29%
Blank 2%

If the basic mark is in color, the basic application or registration does not
contain a color claim, and the international applicant wishes to include in
the international application a color claim, does your Office assist such
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applicant in this respect (in the sense of explaining to the applicant the
function of a color claim and its implication and assisting the applicant in
the formulation and drafting of the color claim)? (Percentage based on
total number of replies received, 58):

Yes 71%
No 26%
Blank 3%

Does your Office check the accuracy of the total amount of the fees to be
paid in Swiss francs, as indicated in the fee calculation sheet of the
international application form? (Percentage based on total number of
replies received, 58):

Yes 69%
No 26%
Blank 5%

Does your Office accept to transmit to the International Bureau the fees
payable by an international applicant in respect of an international
application? (Percentage based on total number of replies received, 58):

Yes 21%
No 78%
Blank 1%

(a) Does your Office charge a fee to international applicants/users in
respect of the provision of information or assistance as referred to in
any of the questions contained in Part A.1.? (Percentage based on
total number of replies received, 58):

Yes 26%

No 72%

Blank 2%
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(b) If the answer to question 19(a) is “Yes”, please specify for which
information or assistance such fees are charged:

Filling of international applications (2)
General processing and services fee (12)
Information regarding trademarks upon request Q)
Translation of lists of goods and services 3)
20. In the absence of the requirement of a basic mark, would your Office be

ready to continue to provide the above mentioned tasks and services to
international applicants? (Percentage based on total number of replies
received, 58):

Yes 45%
No 18%
Do not know 35%
Blank 2%

PART A.2 — TASKS PERFORMED BY AN OFFICE, ACTING AS AN OFFICE OF
ORIGIN, IN THE FRAMEWORK OF THE CERTIFICATION
PROCEDURE

Introduction: Part A.2 relates to tasks performed by an Office, acting as an Office
of origin, in the framework of the certification procedure. As part of the
international procedure, an Office, acting in the capacity of Office of origin, is
required, under Rule 9(5)(d) of the Common Regulations, to certify certain
matters. The purpose of this part of the questionnaire is to determine how the
Office, acting in its capacity as Office of origin, performs the certification
procedure and/or how the Office remedies discrepancies, when such occur.

21. In general, what is the system used by your Office to conduct certification?
(More than one choice allowed; percentages based on total number of
replies received, 58)

The Office uses an electronic filing system that

populates an international application with the previously

captured data of the basic application or basic

registration 10%

The Office compares the paper copy of the international

application with the data relating to the basic application

or basic registration, as already entered in the national

system 83%
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The Office compares the paper copy of the international
application with the paper copy of the basic application
or basic registration 38%

Other: (If the Office receives the application via email, it
compares it with the data relating to the basic
application or basic registration before sending this data
to the WIPO databank (MAPS) (1), the Office uses all
the three above mentioned systems (1), the Office has
developed a system which checks and compares the
goods and services between the basic application and
the international application (1), the Office uses
electronic filing system that allows the applicant to
populate an international application with the data
relating to the basic application or registration as already
entered in the national system (1)) 5%

If it occurs that a relevant item of data (i.e., data that requires certification)
has been indicated in the basic application or basic registration and has
been omitted from the international application (e.g., the basic application
or registration indicates that the mark is three-dimensional and such
indication is not mentioned in the international application), how does your
Office remedy such omission? (More than one choice allowed,;
percentages based on total number of replies received, 58):

The Office remedies it ex officio, without informing the
international applicant 5%

The Office remedies it ex officio, after having informed
the international applicant 26%

The Office remedies it ex officio, and subsequently
informs the international applicant 7%

The Office informs the international applicant of the
omission, granting a period within which the
international applicant is required to respond 59%

Other: (According to the omission and to the available
time limit, the Office informs the applicant before of after
the correction or grants him a period within which the
international applicant is required to correct it (1), the
Office informs the international applicant of the
omission, but the period within which the applicant is
required to respond is not specified (1), the Office
informs the international applicant of the omission and
requires him to correct it (1), the Office informs the
international applicant of the omission; the applicant
must file a petition before the Director to seek recourse
for the denial decision (1), the Office will try to remedy
the deficiencies in consultation with the applicant
through several means (1)) 9%



23.

24,

MM/LD/WG/8/2
Annex |, page 13

If a relevant item of data (i.e., data that requires certification) has been
indicated in the international application and is not included in the basic
application or basic registration (e.g., the international application includes a
description that is not contained in the basic application or registration), how does
your Office correct this discrepancy? (More than one choice allowed; percentages
based on total number of replies received, 58):

The Office deletes it, ex officio, without informing the
international applicant

The Office deletes it, ex officio, after having informed the
international applicant

The Office deletes it, ex officio, and subsequently
informs the international applicant

The Office informs the international applicant, granting a
period within which the international applicant is
required to respond

Other: (The Office informs the international applicant of
the omission and, according to his reply, the Office
keeps the description or deletes it when it extends the
protection (1), the Office informs the international
applicant of the omission and requires him to correct it
(1), the Office informs the international applicant of the
omission, but the period within which the applicant is
required to respond is not specified (1), the Office
informs the international applicant of the omission; the
applicant must file a petition before the Director to seek
recourse for the denial decision (1), the Office requires
that the applicant adds the corresponding data to the
basic application within a time limit (1))

5%

22%

2%

69%

9%

If the basic application (not yet examined) and the international application
are filed simultaneously and both contain an immediately apparent error —
e.g., there is an indication that the mark is a three-dimensional or a sound
mark, but it is evidently not the case (e.g., the mark consists of a picture of
a bottle and it is indicated as a sound mark), how does your Office react?
(More than one choice allowed; percentages based on total number of

replies received, 58):

The Office corrects it, ex officio, without informing the
international applicant

The Office corrects it, ex officio, after having informed
the international applicant

The Office corrects it, ex officio, and subsequently
informs the international applicant

0%

14%

0%
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The Office informs the international applicant, granting a
period within which the international applicant is
required to respond 78%

Other: (The Office has had no relevant practice so far
(1), the Office corrects it in both the basic application
and the international application (1), the Office requires
that the applicant corrects the error in the basic
application within a time limit and that he either corrects
the international application himself or gives the Office
the permission to make the correction (1), according to
the law and practice of the country, the applicant cannot
file the international application before the mark is
registered before the Office (1), the Office informs the
international applicant of the omission; the applicant
must file a petition to the Director to seek recourse for
the denial decision (1)) 10%

(@) If the basic application (not yet examined) and the international
application are filed simultaneously and both indicate that the mark
is a collective mark, certification mark or guarantee mark, does your
Office check the accuracy of such indication? (Percentage based on
total number of replies received, 58):

Yes 81%
No 17%
Blank 2%
(b) If the answer to question 25(a) is “Yes”, how does your Office check

the accuracy of such indication? (Percentage based on the total
number of “Yes” answers to question 25(a), 47):

By requesting a copy of regulations, agreement, 85%
etc.

Other: (Checks the data and the documents filed

with the basic application (1), checks the

documents attached to the basic application (1),

checks the national database (2), compares basic

and international applications on their face (1),

contacts the applicant by phone immediately to

help the applicant remedy the application (1),

implements internal control (1)) 15%
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If the basic application (not yet examined) and the international application
are filed simultaneously and both contain a description of the mark in
words, that is obviously incorrect (e.g., the mark consists of a picture of a
mountain and the description is “pair of shoes with yellow laces”), how
does your Office react? (More than one choice allowed; percentage
based on total number of replies received, 58):

The Office corrects it, ex officio, without informing the
international applicant 0%

The Office corrects it, ex officio, after having informed
the international applicant 16%

The Office corrects it, ex officio, and subsequently
informs the international applicant 2%

The Office informs the international applicant, granting a
period within which the international applicant is
required to respond 68%

Other: (The Office has had no relevant practice so far
(1), it is unlikely to occur (1), the Office will immediately
contact the applicant by phone and e-mail (1), the Office
requires that the applicant corrects the error in the basic
application within a time limit and that he either corrects
the international application himself or gives the Office
the permission to make the correction (1), the Office
does not check the description of the mark because
there is no requirement in the national law (1), according
to the law and practice of the country, the applicant
cannot file the international application before the mark
is registered (1), the description is not mandatory (1),
the Office informs the international applicant of the
omission; the applicant must file a petition to the
Director to seek recourse for the denial decision (1)) 16%

If the basic application (not yet examined) and the international application
are filed simultaneously and both contain a claim of color as a distinctive
feature of the mark, that is obviously incorrect (e.g., the mark consists of
the word “SKY” written in black and white and there is a claim for the color
blue), how does your Office react? (More than one choice allowed;
percentage based on total number of replies received, 58):

The Office corrects it, ex officio, without informing the
international applicant 2%

The Office corrects it, ex officio, after having informed
the international applicant 14%

The Office corrects it, ex officio, and subsequently
informs the international applicant 0%



MM/LD/WG/8/2
Annex |, page 16

The Office informs the international applicant, granting a
period within which the international applicant is
required to respond

Other: (The Office has had no relevant practice so far
(1), the Office corrects it in both the basic application
and the international application (1), the Office will
immediately contact the applicant by phone and e-mail
(1), the Office does not check “color claim” since there is
no requirement in the national law (1), according to the
law and practice of the country, the applicant cannot file
the international application before registering its mark
before the Office (1), the Office informs the international
applicant of the omission; the applicant must file a
petition to the Director to seek recourse for the denial
decision (1))

PART B — NATIONAL FILING STAGE

76%

12%

Introduction: Part B relates to tasks and services provided by an Office during
the course of the filing/registration of a basic mark, which may in turn benefit the
filing of an international application.

28.

(@) Does your Office provide advice or guidance to applicants with

respect to the filing of a basic application? (Percentage based on

total number of replies received, 58):
Yes 90%

No 10%

(b) If the answer to question 28(a) is “Yes”, please indicate, in more
particular terms, the extent, if any, to which it is believed that such
advice or guidance may in turn benefit the filing of an international

application”:

Consultation, absolute grounds clarified; entitlement to register

clarified; classification of goods and services clarified and corrected;
guidance to applicants regarding completion of the forms; general
information as to the registrability of a mark; if the applicant is a

foreigner, the Office brings to his attention potential problems

regarding entitlement; advice regarding the conducting of searches

for prior rights; information regarding the characteristics of the
Madrid system; information, guidance and assistance in the

applicant’s mother tongue; information about Nice classification;
information concerning priority claims; there is a helpdesk team

79

Considering the diversity and richness of each reply, the replies to this question

are reproduced almost verbatim.
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within the Office that provides all necessary information; the Office
helps applicants in meeting the requirements related to international
applications; as the international application is based on and
cannot be broader than the national application, the advice given
will ensure to a large extent that the information contained in the
international application should have little or no errors; all
applicants who file a national application are informed of the
possibility to file an international application; all applications are
screened for accuracy; website, call center, information point;
description of the mark; few benefits regarding the international
filing; the Office provides information about freely accessible
databases of national trademarks, international marks and
Community trademarks; gives applicants understanding and some
experience regarding trademark registration and protection;
opinions and advice help the applicant to have basic applications
properly filled, without mistakes or omissions; checks the applicant’s
address and entitlement; checks the Nice classification; checks the
mark (color, verbal, figurative), advice regarding representation;
checks priority documents; check that a sign is capable of being
considered as a “mark”; checks the precision and the clarity of
information contained in the form, which will be reproduced in the
international application; general information which may benefit in
long term in applying for an international registration; the Office
provides general information about its processes by giving leaflets
and organizing seminars; the Office advices the applicant that he or
she should use the WIPO Nice Classification of goods and services,
which may in turn prevent eventual notifications of irregularities from
the International Bureau; The office’s assistance reduces the risk
that the basic application is rejected because of formality
irregularities that would, in turn, affect the filing date of the basic
mark and international application.

Does your Office carry out searches for applicants in order to ascertain the
availability for registration of a basic mark? (Percentage based on total
number of replies received, 58):

Yes 71%

No 29%
Does your Office provide advice or guidance with regard to the
registrability of the basic mark (e.g., descriptiveness, mark contrary to
morality or public order, etc.)? (Percentage based on total number of
replies received, 58):

Yes 76%

No 24%
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Does your Office provide assistance with regard to the classification of
goods and/or services at the time of filing of a basic mark? (Percentage
based on total number of replies received, 58):

Yes 88%

No 12%
In the absence of the requirement of a basic mark, would your Office be
ready to provide the above-mentioned tasks and services to international

applicants with respect to international applications? (Percentage based
on total number of replies received, 58):

Yes 41%
No 21%
Do not know 36%
Blank 2%

(& A number of Offices offer a so-called “fast track” procedure, at the
national level, to applicants intending to use the mark that is the
subject of such procedure as the basic mark for the purpose of an
international trademark application under the Madrid system. Does
your Office offer such a procedure? (Percentage based on total
number of replies received, 58):

Yes 43%
No 57%

(b) If the answer to question 33(a) is “Yes”, would your Office intend to
continue to offer such “fast track” procedure, at the national level, in

the absence of the requirement of a basic mark? (Percentage
based on total number of “Yes” answers to the question 33(b), 26):

Yes 42%
No 19%
Do not know 39%

What is the percentage of trademark applications that are filed personally
by applicants (individuals or small and medium-sized enterprises), rather
than professional representatives or corporations? (More than one choice
allowed; percentages based on total number of replies received, 58):

0-25% 33%

25-50% 17%
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50-75% 19%
75 -100 % 9%
Do not know 19%
Blank 3%

PART C — POST-REGISTRATION STAGE

Introduction: Part C relates to tasks and services that may be provided by an
Office subsequent to the international registration of a mark.

35. (a) Inthe event of the notification of a provisional refusal by the Office
of a designated Contracting Party, does your Office assist generally
in responding to such notification? (Percentages based on total
number of replies received, 58):

Yes 24%
No 76%

(b) If the answer to question 35(a) is “Yes”, please indicate how such
assistance is provided®’:

Information, assistance and guidance upon request; act as an
intermediary for transmitting the required changes; upon request of
the concerned party, in person, by phone or via email; assistance is
given in understanding the meaning of the refusal process and in
understanding the main items in the refusal - however, the Office
does not assist in drawing up the actual response to a refusal; if the
holder has designated a local address or an agent, the Office
contacts him so as to take appropriate measures; the Office
provides information regarding procedural matters only; the Office
provides assistance regarding the grounds of a provisional refusal;
the Office consults the applicant and might, in some cases, advice
him on what he has to do, but the Office does not become part of
the process; the Office refers the holder to an agent or a
representative in the territory in which the provisional refusal was
issued; the Office explains or verbally translates the refusal and
gives advice on how to respond to the refusal; assistance for
preparing a proper reply to the notice of irregularity; the Office
explains to the holder how to proceed in a designated Contracting
Party.

80 Considering the diversity and richness of each reply, the replies to this question

are reproduced almost verbatim.
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If an international holder wishes to make a limitation of the list of goods
and/or services (e.g., in order to respond to a notification of provisional
refusal), does your Office assist such holder? (Percentage based on total
number of replies received, 58):

Yes 64%
No 34%
Blank 2%

Does your Office assist international holders to file subsequent
designations? (Percentage based on total number of replies received, 58):

Yes 81%

No 19%
Does your Office assist international holders to file a request under
Rule 25 of the Common Regulations (e.g., change in ownership,
renunciation, cancellation)? (Percentage based on total number of replies
received, 58):

Yes 74%

No 26%

[Annex Il follows]
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Armenia (AM)

Austria (AT)

Australia (AU)

Azerbaijan (AZ)

Bosnia and Herzegovina (BA)
Bulgaria (BG)

Bahrain (BH)

Bhutan (BT)

Benelux (BX)

. Belarus (BY)

. Switzerland (CH)

. China (CN)

. Cuba (CU)

. Cyprus (CY)

. Czech Republic (C2)
. Germany (DE)

. Denmark (DK)

. Estonia (EE)

. Spain (ES)

. Finland (FI)

. France (FR)

. United Kingdom (GB)
. Georgia (GE)

. Greece (GR)

. Croatia (HR)

. Hungary (HU)

. Ireland (IE)

. Iran (Islamic Republic of) (IR)
. Iceland (1S)

81

two-letter code.

30.
31.
32.
33.
34.
35.
36.
37.
38.
39.
40.
41.
42.
43.
44,
45,
46.
47.
48.
49.
50.
51.
52.
53.
54.
55.
56.
57.
58.

Italy (IT)

Japan (JP)

Kenya (KE)

Kyrgyzstan (KG)
Democratic People’s Republic of Korea (KP)
Republic of Korea (KR)
Kazakhstan (K2)
Lithuania (LT)

Latvia (LV)

Morocco (MA)

Monaco (MC)

Republic of Moldova (MD)
Madagascar (MG)
Mozambique (MZ)
Norway (NO)

Poland (PL)

Portugal (PT)

Serbia (RS)

Russian Federation (RU)
Sweden (SE)

Singapore (SG)

Slovenia (SI)

Slovakia (SK)

San Marino (SM)

Syrian Arab Republic (SY)
Turkey (TR)

Ukraine (UA)

United States of America (US)
Uzbekistan (UZ)

[Annex 111 follows]

Contracting Parties are presented in alphabetical order according to the Standard ST.3
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ORIGINAL: English

WI I O DATE: Novemberll, 2008

WORLD INTELLECTUAL PROPERTY ORGANIZATION
GENEVA

WORKING GROUP ON THE LEGAL DEVELOPMENT
OF THE MADRID SYSTEM FOR THE INTERNATIONAL
REGISTRATION OF MARKS

Sixth Session
Geneva, November 24 to 28, 2008

CONSIDERATIONSRELATING TO THE PRCPOSALBY NORWAY

Document prepared by the International Bureau

l. BACKGROUND

1. Itisrecaledthat,in 2007,the Assenbly of the Madrid Union decidel to giveto the

ad hoc Working GroupontheLegalDevebpmentof the Madrid Sysem (hereinafterrefered
to as “the Working Group”) anongoingmandae to analyzeissuegelating to thefurtherlegal
developmentof the Madrid system. Two sessionsof the Working Groupwere planned

for 2008. Thesecondses#on —the presensessbn —was to bedevoedto discussingthe
isstesraised by thedelegation®f Norway, in 2006,in adoaumententitled “ Prgposalby
Norway' (documentMM/LD/WG/2/9), and Jgpan,in 2007,in adocumenentitled
“Contributon by Japan”(documentMM/LD/WG/4/5), followed by docunent

MM/L D/WG/4/5 Corr. anda proposakubmittedinformally by the Delegaion of the Republic
of Korea,asoin 2007,entitled“Proposalfor Improvingthe Correcton Sysem”. Itisto be
noted, however thatthe Delegationof the Repubic of Koreahassince withdrawn its informal
proposd, sothatit is nolongerunderdiscussion.



MM/LD/WG/8/2
Annex lll, page 2

2. ltisalsorecaledthatthe Working Groupendae its third (January2007)sessionwith a
requesttha the InternationaBureaubeginto study the consequecesof the proposaby
Norway. In themeantimejn view of the presentsessbn, Norway hassulmittedarevised
proposd (documentMM/LD/WG/6/2) which, asexplainedtheren, is reducedessentialy to
thefollowing two issues

(@) thedeleton of therequirrmentof abast applicaion or registration,and

(b) in asubsdiarymannerthepossibility of desgnaton of the holder’s countty of
origin within theframeworkof the currentsystem

3. Furthermore,it is recalledthatduring thefifth session of the Working Group,heldin
May 2008,the Delegationof Japanjn explaning the problemof linguisticdiversity
undalying its own contribution,suggestedhatthe supprasionof therequiranentof a basic
mark,asraisel in the proposal by Norway, might bethebest solution. Thatcorclusionis
now clearlyreachedn the newcontribution that Jgpan hastabled for the present session
(documentMM/LD/WG /6/3), althoughthe docunentalso stronglycounsés cautionin the
consideratiorof suchafundamentathangan the Madrid system.

4.  Thepresentpaperby the InternationaBureau consttutes thefirst step in therequested
study. It aims atfacilitating the discussonsof the Working Groupon theissuesontainedn
therevisedproposaby Norway, by identifying questons,morethan by seding to provide
answers. Soasto follow the naturalhierardy in theissuesaised, asapparentrom above,
theemphasiss put ontheissueof thedeleton of therequirenentof abasc mark, with the
isste of self-desigrationbeingcommentd uponlessexhaustivdy, beforethe documentends
on anumberof further considerations

[l.  THE REQUIREMENT OF A BASIC MARK AND ARGUMENTS EXPRESSHB IN
FAVOR OF ITS RECONSIDERATION

The Regurementof a BasicMark in the Madrid Sysem: Legd Badkaground

5. TheMadrid systemis foundedon therequirementof a basic application filed with the
Office of origin or abasic registration rearded in the Officeof origin. Themarkthatis the
subjectof suchapplicationor regidrationis often convenently referredto asthe“basic
mark”.

6. Therequrementreailts from Article 1(2) of the Madrid Agreement Concening the
InternationaRegstration of MarksandArticle 2(1) of the Madrid ProtocolRelatingto the
Madrid Agreement It isrecalkedthat,underthe Agreementa “national” of anyof the

Hereindter referredto as“the Agreenent” and“the Protocol”,respectively.Similarly, the
CommonRegulatiors under the Madrid AgreemenConcerninghe InternationaRegstrationof
Marksandthe Protocol Relatingto that Agreenentwill be hereinaftereferredto as“the
CommonRegulatiors”.
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Contrading Partesmayfile aninternationalappicationfor registraton (“theinternational
application”) of hismarkin all the othercountiesparty to the Agreement,providedthathe
has alreadyobtainedthe registrationof sad mark (“t he basicregistraion”) in the countryof
origin. Underthe Protocol,whereanapplcation for theregistraion of amark hasbeenfiled
with the Office of a ContractingParty(“the bast applicaion”), or wherea markhasbeen
registeredby the Office of a ContractingParty(“the basicregistraion”), the personn whose
namethat applcation or thatregidrationstandsmay, providedtha personis a“national of
thatContracing Party,file aninternatioral applicationin respecbf the said markin the
territory of the ContractingParties.

7.  Therequrementof abasicmarkimplies atwo-stegerelationshp beweenthatmark and
theinternationakegistrationwhich canbe sumnarized asfoll ows:

Relationship at the Filing Sage:  Correspondence

8.  Theinternatbnalapplicationmustbefil edthroughthe Office of the country of origin
(asdefinedin Article 1(3) of the Agreemeny or the Office of origin (referredto in Article 2(2)
of the Protocolas“the Office with which the basic appication wasfil edor by which thebasic
registrationwasmade”). The Office of origin mustcertify thatthe particulars appeamg in
theinternationalapplicationcorrespondo the paricularsappeang in the basicapplicaton or
basic registraton (Article 3(1) of the Agreementandof the Proocol).

9. In particular,pursuantto Rule9(5)(d) of the Common Reguhtions,the Office of origin
mustcertify that (i) theapplicantis the same asthe applicantnamedn the basic application
or istheholderof thebasc registration; (ii) themarkis the sare asthatin the basic
applicationor bast registration; (iii) anyindications,suchasdescrption of the mak, type of
mark (threedimensionalmark,soundmark, etc), markconsistng of a color or aconmbination
of colors,appearaso in thebasicapplicaton or basicregistraton; (iv) if coloris claimedasa
distinctive featureof the mark,the sameclaim is includedin the basicapplication or basic
registrationor, if coloris claimedasa distinctive feature of the markwithouthaving been
claimedin thebasicapplicationor basc registration, themark in the basic applicationor basic
registrationis in factin the color or combinaton of colorsclaimed; (v) thegoodsand
servicesindicatedin the internationalpplication arecoveredby thelist of goodsandseavices
in the basc applicationor basc registraton (Rule 9(5)(d)(ii) to (vi) of the Common
Regulations).

[Footnote continued from previous page]
Underbath the Agreementindthe Protocol, thosewho havetheir domicileor possessarealand

effective commercialor industrial establishmenin theterritory of a Contracing Partyare
assimilatedto nationalsof that ContractingParty.

2
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Rel ationship as from Registration: Dependency

10. Foraperiodof five yearsfrom the dae of the internationalregistration, the protection
resultingfrom theinternationakegistrationremans dependenbn the basicapplicationor
basic registraiton (Article 6(2) and(3) of the Agreement andof the Protbcol). As statedn the
Guide to the International Registration of Marks under the Madrid Agreement and the
Madrid Protocol®, “the protection resultingfrom theinternational registration mayno longer
be invokedif, or to the extentthat,the basicregistration, or theregistration resultingfrom the
basic applicaion is canceledrenouncedrevoked, invalidated or haslapsedor if thebasic
applicationis the subjectof afinal decison of rejection or is withdrawn, either within that
five-yearperiodor asaresultof anactioncommencel within thatperiod”. Thisis referredto
as “ceasingof effect”. Pursuanto Article 6(4) of the Agreenentand of the Protocol,the
Office of origin mustnotify the InternationaBureauof a ceasingof effect. The Office is
requred alsoto notify the InternationaBureauof adivision of abasicapplicaion or amerger
of severabasicapplicationsthatoccursduring the period of dependeng (Rule23(1) of the
CommonReguhtions).

11. A list of theprovisionsof the Agreement the Protocolandthe CommonRegulationsn
which the notions of basicapplicationor basic registration areusedis provided in Annex |.

12. TheOfficeof origin is thusinvolved in thetwo stagesdescribé above. Ontheother
hand, therole thatthe Office of origin may playin the managenentof theinternational
registrationhasbecane, underthe currentCommonReguldions,generdly limited,asholders
are requiredto presenthroughthe Office of origin their request for further recodings
affecting aninternatinal regigrationonly in marginal circumstancs’.

The TrademarkRegistrationTreaty: A First Attemptat a BaseFree International Registration
System

Background

13. After sewraldraftsandexaminatiorby threeCommiteesof Expertsanda numbe of
consultantgroups,afinal text of the Tradenark Registraion Treaty(TRT) wassignedon
Junel2,1973,atadiplomaticconfeenceheld in Vienna. Fifty Statesand31international
organizations (governmentahndnon-govenmentd) wererepresentedat the conference
The TRT remained openfor signatue until Decenber31,1973,by which dateatotal of

Hereindter referredto as“the Guide”. Seeparagrapty7.01of Pat B.II.

UnderRue 24(2)(a)(i)and (ii), respetively, of the Comnon Reguhtions,the Office of origin
must presento the IntemationalBureaua subsequet designatiorwhereRule 7(1) of the
CommonRegulatiors, asin force before October4, 2001,applies— whichis thecaseonly
whereSwedenis the countryof origin — or whereany of the Contracting Parties is designated
underthe Agreement.Also, underRule 25(1)c), wherea renunciatioror cancellatioraffects
any Contracing Parly whose designatioris governedy the Agreementtherequesfor the
recordng of suchrenuncationor cancelationmust be presened by the“Office of the
Contrading Party of the hdder’, which would normally be the Office of origin.

®  Document TRT/DC3 CU.
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14 countries hadbecomesignatories Amongthesewere Swedenthe United Kingdomand
theUnited States of America,all majortrading countries thatwerenot party to the Madrid
Agreemen The TRT eventuallyenterednto forcein 1980,with five Contacing States,
namely, BurkinaFaso,Congo,Gabonthe Soviet UnionandTogo.

14 Duringthe11 yearsaftertheentryinto force of the TRT, only two registratiors were
effected underthetreaty. Both registrationsvere in the nane of the sane holderandboth
expiredon August11,1991. Theholderdid not seekthear renewalandat its seventhsession
in September/©tober 1991,the Assemby of the Union for the Internatonal Registation of
Marks (the TRT Union) submittedto the Direcor Geneal of WIPO amemorandumwhich
proposal thefreezingof thetreaty. This proposalwas accegptedand adoptedby the Assemby
during the sane sessiofl

15. Thus,wheherit wasbecaus of sone inherent defects, or becaiseit wasaheadf its
time, it remainsthatthe TRT wasafailure. At anyrate,its concepion asa basefreesystem
makesdt arelevantprecedento considerandthe histoly of its developnentshouldbe
recalled.

Obijectives of the TRT

16. TheTrademarkRegidration Treatywas intendel to be more modernthanthe Madrnd
Agreememnandto provide moreadvantagefor trademarkowners. It soughtto avoidfeatures
of the Agreemet which wereseenashinderingtheterritorial growth of theinternational
registrationsysteni. At theheartof thediscussionsverethe requrementin the Madrid
systemof a basicregistrationandthe principle of dependacy, thelatter being seenasleading
to possibly unjustresults

17. Asindicatdin documenMM/1/2, Questions for Possible Consideration by the
Committee of Experts, the needfor abasicregistraion andthe concept of depaxdencywere
seenas posng thefollowing disadvantagefor usersof the system

(a) If amarkhad beenrefusedregistraion in the countyy of origin, eventhoughthe
ground for refusalmaynot bevalid in the other Contrading Staes,therewould beno
possibility of fil ing internationally.

(b) Similarly, evenif groundsfor nullity hadbeenconfined only to the country of
origin, pratection would beterminatedn all the Contracting States.

6 See, respectivelydocumentd RT/A/VII/1 — Stuation of the TRT Union — Memorandum to the
Director General andTRT/A/VI1/2 — Report adopted by the Assembly. In theformerdocument
it wasstatedn paragaph3 tha it was“obviousthatthe TRT ... hadnot“takenoff’ and
nothing indicateghatit will ever.

! At thetime of theadogion of the TRT in 1973,therewerejust 19 Contracing Statego the
Agreementnamely, Algeria, Austria, Belgium,Egypt, France GermanyHungary,ltaly,
Liechtenstein,Luxemboug, Monaco,Morocco,NetherlandsPortugal RomaniaSanMarino,
Spain, SwitzerlandandViet Nam.
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(c) Applicantsof markswhose countryof origin subje¢edthe marksto a stringent
examindion wereseento beata disadvanagecomparel with applicans whosecountry of
origin hada lessstrict examination.

(d) Evenif amarkholderhadnointention of usinga markin thecounty of origin
(asin thecaseof anexport mark),the holderwas obligedto havethe markregisteedin that
country.

(e) Inthecaseof anexportmark,if usewerecompulsoryin the country of origin, the
holder of themark would be obligedto usethe markin thatcountrysimply to avoidlosing
protectionin the country of origin and,asaresult,in all the otherdesignatd Contracting
States.

(H  Therequirenentof prior nationalregistraion involved addiional formalities and
increaseaoss.

(g) Theproprietorwasobligedto maintain two registratons. In theevent of an
assignmenof thebasicmarkwithin thedependeng period,the holderof theintemational
registrationwould be exposedto risk, ashewould nolonge havecontrol of the basicmark.

(h) Similarly, in the eventof anassignmat of theinterndiond registraion
indgpendenlly of thebasicmark,the asigneemight loseprotecton in al thedesighated
Contrading Statedsf theassgnor neglectedo maintain protecton in the county of origin
during the degpendencyperiod.

() In countiesof origin whereexaminaton of themarkwascariedout, it was
sometimedifficult to completetheexamnationin time for the application for intemational
registrationto reachthe InternationaBureau within the six-mont priority period fromthe
date of the nationalfiling.

Main Features of the Trademark Registration Treaty, as Adopted

18. TheTRT wasintendedto edablish amultilateraltradenark arrengemat, providing
easir proeduesfor securingadministerig and maintaining nationaltradenark regstration
effectsin othercountriesby the pregentationof a singleintemational applicaion, leadingto a
single internatonal registrationrecadedin a cental internatonal registe. Like the Madrid
system,aninternationalregistrationrwould amountto centrd recording of a“bundle of
nationd rights”, ratherthana sepaatepropertyright.

19. With someexception§ the substarite aspect®f rightswereto beregulaedby each
Contrading Stateaccordingto its nationallaw. Themain featuresof the Tredy, insofa as
theydivergedfrom the provisionsof the Madrid Agreemet, werenotably as follows:

See notalbly Article 19, which providedthatnonuseof thetrademarlduringaninitial periodof
threeyearscountedromthefiling datecould notresut in refusalor cancelaton by any State.
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Filing

20. A nationalor residentof a Contracing Stae couldfile directly with the Intemational
Bureauof WIPO aninternationalapplicaton designang the Statesin which protectionof the
trademarkwasdesired(Article 5(2)). However,thenaional law of any Contracting State
could providethatinterrational applicationsoy residentsof that Statemight befiled through
theintermaliary of the nationaloffice of such State(Article 5(3)°). In otherwords,unlike the
Madrid system there wasno obligationto file throughtheintermediay of an Office of origin,
assuch.

Basis

21. Therewasnorequirementor theregistrdion of a basicmark prior to an international
filing. However thenationallaw of any Contracting Statecould providethat where
entitlementto fil e wasderivedthroughit, an intemationd appication could befiled only if
themark thatwasthe subjectof theinternaiond application was,atthetime of thefiling of
thatapplicaton, the subjectof anapplicaton for registraion in the naional registerof maiks
in that State,or alreadyregigeredin the naional registe (Article 4(6)).

Territorial Scope
22. Therewasnotarny restrictionuponthescopeof Contacing States thatcould be

designated.Therefoe, theapplicant’shome State could bedesignagd.

Adoptionof the Madrid ProtocolandRequirenentof a BasicMark: Current Context

23. TheMadrid Protocolwasadogedin 1989—tha is, two yearsbeforethe decisionwas
takento freezethe TRT — with theaim of removingdiffi culieswhich hadbeenseenas
preventingcertain countriesfrom accedingo the Madrid Agreement. In thatregad, if the
TRT wasafailure, the Protocolhasbeenanundoubéd success At 76 on the dateof the
presentdocumentits memberships well surpasing— andalmostentirely absorbingtha of
the Agreement’. It isalso worth stresing that, following the repeal of the so-called
“sakguardclause” effective Septembed, 2008,it isthe Protoco] andnolongerthe
Agreemetn, thatappliesin the mutualrelationsbetween Contracting Partes boundby both

Article 7(1) furtherprovided thatthe dae on which anapplicaton wassofil edwith the Office
concernedvould normally becomeéts internationakegistrationdate.

Out of thetotal of 83 Contracthg Patiesin the Madrid system27 werepatty to the Praocol
only while justsevenwere partyto the Agreenentonly. Onthedateof releag of this
document thesenumbes were expecedto move upto 84 and28, anddownto six, resgectively,
as aresultof the depositof instrument®f accessiono the Protocolby Sao TomeandPrincipe
and Bosria-Herzegwina.

10
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tredies Thus,all indicators including prospets of future accessionsandsimulations
effected by the InternationaBureau,suggestthatthe Madrid systemasa wholeis becoming
inexaably goverredby onetreatyonly, namely the Protocé™.

24. ltisrecaledthat,in contrasto the Agreenent,the Protocolintroducel the possibility
of filing aninternaional applicationon the bass of anapplication with the Office of origin.
The Protocolalsosetasde the principle of the“cas@ade”thatapplied underthe Agreenent,
giving applicantanorefreedomin the selection of their countryof origin. Taken
indgpendenlly or combinedogetherthesefeatures mitigatesonme of the problemsraisedin
relaion to the Madrid Agreementtthetimethediscussonsfor the TRT, in particularthe
risk of lossof priority rights (due,in paricular,to anOffice of origin conductng ex officio
examindion on bothabsoluteandrelativegrounds).

25. ltisfurtherrecalledthat,with aview to softeningtheinconvenienesof the principle of
dependencythe Protocolalso introducedthe possbility of transformation. More precisely,
Article 9quinquies providesthatin the eventof cancdation of theinternatbnalregstration
because of ceasingf effect— arisk exacerbaedin a situaion whereabasic apgdicationis
reliedon—adesighationmaybe“transformed into nationd or regionad applicationsin the
respectiveContractng Partiesin which theinterndiond registrationhad effect each
ben(igiting fromthedateof theinternational registraton and,whereapplcable, its priority
date™.

26. Nevethelesstransformatioris nota panaeaand the numberof casef ceasingof
effect (totd or partial) recordedeachyear,thoughstill relatively low compared to thenumber
of internationategistrations is increasingsteadily™>.

27. Evenmoreso,thecosts,unwieldinessandconstrants associtedwith theneedto file
two applicatons,remainareality underthe Probcol, asobservedn the Revised Propacsal by
Norway. As thefact of a contributionby Japaron linguisticflexibility suggets, the
constraintsfor expots marks— thoughalrealy recognizdatthetime of the TRT — appearto
be becomingevenmoreacuteasthe Madrid systen beconesgraduall atruly worldwide
system.

1 For exampe, hadthe safeguaratlausenot applied,95% of the 199,586desgnationsrecordedn

thelnternationaRegsterduring the first eightmonthsof 2008would havebeengovernecdy
the Protocol.

Article 9 of the TRT providedfor ananalogousnechanisnin casethe Interndional Bureau
rejectedan internatioral appication.

Thenunberof ceasngs of effectrecodedin the Internatond Regiser for theyeas 2000

to 2007increasedy 1229% from 140to 1,861. Althoughno strict correlationcanbe made
between thetwo setsof figuresiit is to be notedthat,overthe sameperiodof time, the nunber
of interndional registatiors recordedn the Internatonal Registerincreasd by 67%only,
from22,968to0 38,471. Howewer, it isinterestingto notethatthe proportionof these
internatonal regidratiors thatwerebasedn a basicapplicationasopposedo a basic
registrdion, hasincreasedrom 6%, in 2000,to 25%,in 2007. Moreover,amongsthe

1,861 ceaingsof effectreamrdedin 2007, 56% concenedinternationakegistaionsbasdon
an applicationcomparedo 42%in 200Q

12
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28. In the conext of the Madrid systemasit opeates today,a disaussionon the
implicatiors of deletingtherequiremenbf a basic markwould thereforeseemto haveto
focus primarily on the objectivesof economysimplicity and fl exibility.

1. IMPLICATIONS OF THE DELETION OF THE REQUIREMENT OF A BASIC
MARK

A Preliminarylssue: OptionsattheFiling Stage

29. A preliminaryissuethatoughtto beaddessedsthatof thefiling procedure.To what
extentdoesa basefreeinternationalegistraton sysemnecessaly presupposelirectfiling
with the Internatonal Bureau?

30. Theprecedenof the TRT would tendto indicak tha onefeaureimpliestheother.

Yet, it is worth noting thatin the couseof the discussonstha ledto its adoption,it was
suggesedthatwhile therequirementf a prior naiond fil ing mightbeabandonedthe
intemationd applicationshouldstill berequired to befil edwith the Office of the countryof
origin, which would makea limited examiration basecbn groundsto be setoutin thetreaty*.
However,it wasnotedthat sucha systemwould oblige an Office of origin to undertakdwo
differenttypesof examinatiorandthat,furthermore the decision of someof the pointswhich
would bethesulject of the“international examinationwould dependof nationallaw and
localconceptions,sothatthe outcomewould vary from county to country. In theend,the
TRT, asadoped,wasadirectfiling systemwith thefurtherpossbility for the nationallaw of
any Contracing Stateto providethatinternatonal applicaions by resdentsof that State
mightbefiled through theintermediaryof the naional office of the sad State “so asto
enableresidentsfrom countriesata distancefrom Genevao file aspromptly asthoseresiding

closeto Genewa"*®,

31. Theargumentsfor or againsindired fil ing needto bereconsieredin light of today’s
contextand in view of the overallobjectiveof simplicity. In particular, e-filing interfaces
with datalasesof acceptabléermsand linguisticequivdents are beconing increasindy
common,fostering a gradualautomatiorof tradenark proseution. Moreover, trademark
registrationproceduesareperhapsnorehomayeneoustoday,owing to normsettingtreaties
suchasTRIPS,the TLT andthe SingaporeTreaty. In duecoursethefindingsof the
forthcomingstudyon the possibleintrodudion of fil ing languagesn the Madrid system,
recentlyauthaizedby the Madrid Assembly®, will also haveto betakeninto account.

1 See documentMM/1/7 — Draft Report — Dependence or Independence of the International

Registration.

Thequokis from Ladaswho adds: “theargument.. appearspecious”. SeePatents,

Trademarks and Related Rights, paragrapt808. If speciousatthetime,theargumenhaslost

amost entirelyits valuein todays electronicworld.

16 See documenMM/A/40/2 — Proposal for a Siudy on the Possible Introduction of Filing
Languages in the Madrid System, daiedJuly 31,2008.

15



MM/LD/WG/8/2
Annex Ill, page 10

32. At thisstageof the currentdiscussions,it is merdy suggeste thatthe Working Group
shouldnot unconsciouslexcludethe possibilty thatindirectfili ng might continueto bethe
normal procedue, evenif therequirementor abasic markwereto bedeleted. Thequestion
shouldratherbe whetherOffices of Cortracing Partesshoul stll havearoleto play as
“Officesof origin”, shouldtherequirementfor abasicmark bedeleted, andif so,whatthat
role shouldthenbe. Neverthelessoneshouldgquery wheherthe currentrole of Office of
origin hasnot alreadybeengreatly watera downwith the April 2002amendnentsto the
CommonReguhtions. In particular,asaresut of thisreform, holderscan file directwith the
InternationaBureautheir requestgor therecordingof alimitation to thelist of goodsand
services,.e., withoutanycontrol by the Office of origin'’.

Implicationsfor the Contentsandthe Exanination of an International Application

Prescribed Contents of an International Application and Examination Authority of the
International Bureau

33. Wouldthedeletionof therequirenentof a basic mark leadto moreelement and
documentsbeing filed aspartof theinterndgional applicaion to be examnedby the
InternationaBureau?It is proposedo constderthis queston firstly from theangleof the
scope of the certification providedby the Office of origin, pursuanto Rule9(5) of the
CommonReguhtions, asthe deletionof therequrement for a basic markwould naturally
entail thedisappearancef thatcertification.

Elements Falling Within the Scope of Certification

34. Referemeis madeto paragraph8 and9, above,defiling the certification work
currently performedby the Office of origin. In respect of thatwork, it isfirstto beobseved
thattheonly situaion wherecertificationinvolvessonme degreeof original examinatiorof the
intemationd applicationby the Office of origin is wherecolor is claimed in tha international
applicationwhilst it wasnot claimedin respetof the basic mark.

35. Astoall theotherelementsoncernd, therole of the Office of origin isto certify that
the contents of theintermationalapplicaton correspond to that of the basic application or
registration. Ontheonehand,to theextentthatthe basicapplication or registrationis a
normaldomesticapplicationor registration glementssuchasthe natureof the mark, a
descriptionor a color claim, would alreadyhave been the subject of someexamination; the
intemationd applicaion thusindirectly benefits from thatwork. Ontheothe hand,an
electronicfili ng systemcanpopulateaninternatonal applicaion with the previouslycaptued
yet unexamineddataof its basicapplicaton, therdoy achievingcertificaion with little, if any,
humaninterventon. As for the InternationaBureau,while it will endeavoto detectflagrant

o Rule 25(1)(b). Furthemore,tha recoding will notbenotified to the Office of origin

(Rule 27(1)(a)).
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errors in theinternationalapplicationand raisethemwith the Office of origin (soasto avoid
recordingwhatwould laterrequirea cormrecton), it hasno clear legal criteriaor the authority
to challengetheseelementsandthusdoes not examnethem per se'®.

36. Thequeston,thereforepbecomesvhatshouldhgopento thatpartof “indirect”
examindion, shoulda basicmarkno longerbereauired.

Elements Falling Outside the Scope of Certification

37. Inlight of theabove,jt maybeusefulto reall thatRules9(4) and(5), dealingwith the
contentsof theinternationalpplication already providefor anumberof importantelements
falling outsice the scopeof certification; yet, in respectof thesethe Internatonal Bureauis
not entrusted with a subsantiveexaminatbn responsitdity.

38. Forexample wherethetransliteraton requiredunde Rule9(4)(a)(xi) is missing,the
InternationaBureauwill useits generalauthority underRule 11(2)to raisean irregularity so
asto obtainthatcompulsoryelementirecty from theapplicant However,theInternational
Bureauwill notquestiontheaccuacyof atransiteraton,assuch.

39. Two moreexampleof asomewhatifferentnatureoughtto bedisaussed. Thefirst
concerngtheentitementof theapplicantto file (Rule 9(5)(a)or (b) and(c)). In respecbf
this, the Intermational Bureauwill checkthatthe appropriat indicationsare provided,andthat
thereis noinconsstencybetweerntheseandtheindicaion of the countrywhoseoffice is the
Office of origin, especiallywherethe“cas@ade”applies. TheInterndiona Bureauwill not,
however,challenge theindicationsgiven, nor requestsupportingdocunents. Thesecond
exampleis thatof a priority claim. In tha respecttheInternatonal Bureauwill checkif the
requredindicatonsareprovidedand,in particular, if the dateof the ealier fili ngis within the
six-monthtime limit. Howeverthe Interndiona Bureauitselfwill not chdlengethe
substancef the claim, nor requesi supportng doaument

40. As staedabove bothentitlementandpriority fall outsidethe scopeof certificationby
the Office of origin. Neverthelesghe question's open asto whethe the premnditionof a
basic markdoesnot leadOffices of desgnatedContracing Partiesto assunethatthe
legitimacyof theindicationsprovidedby the applicantin respecof thesetwo elementss
somehowcheckedby the Office of origin. Thisis relevant,in particular,with respecto the
priority claim, assuchclaim shouldlogically alsobe containel in the basic application.

18 By contrastdespitethefactthatthe declarationprovidedby the Office of origin shouldcertify

thattheinternationakppicantis the sameasthe applicantnamedn the basicapplicdion or the
holder of the basicregstration,where indicationsallowing theidenity of the applicantto be
establided arenot provided, the InternationaBureauwill raiseanirregularty entaiing the
postponemenof thedateof theintemationalregistation.
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41. Thequestonthereforebecomesvhetter,in theabsencef an Officeof origin, the
InternationaBureauwould be expectedo conducta morethoroughexamination asto some
of thes points. In thatregect,it maybeworth goingbad to theexampk of the TRT andto
considilrgllsothe HagueAgreementConcernirg the International Registration of Industrial
Desgns™.

Precedents of the TRT and of the Hague System

42. At thetime of thediscussionsfor the TRT, questonsfor consideation by the
Committeeof Expertsincludedtheissueas to wheter,“i n view of thefact thatthe
intemationd fil ing hasto be publishedthe Interndional Bureas shoutl, atthe sametime, be
authorizedto carryout a brief examinaton of the mark, sothatit may refusecettainfilings
which areobviouslyunacceptablé the contacing countresasawhole?®. Examples of
marksthatmight berefusedby the Intemational Bureas were marksthat, by thar very natue,
could not consitute a mark, or marksthatwerecontrary to morality or public order,or
contravenedArticle 6ter of the Paris Convenion.

43. Thesesuggesions howeverweresimply notpursuel. It was concludal thatthe
InternationaBureauwould examinethe application asto form, andthatmattersof substance
would, in principle, beleft to the countriesn which protectionwasappledfor. Thisisin line
with therole of the InternationaBureauasit thenwas unde the Madrid Agreement,andnow
isunderthe AgreementandProtocol. Interestngly enoughthough, the TRT did providethat
wherethe Intermational Bureauhaddecinedaninterndiond applicaion, theapplicantcould,
within a period of two months eitherfile with the national office of anydesignatedState, a
petition requesting the InternationaBureau to proceel, in respetof tha Stak, with the
intemationd regstration,or, as analterndive, file an applicaion for registraion directly in
thenationalregster, preservingthe dateof fil ing of theinternaional applicaion.

44. Devisedfrom thebeginningasabasefree, direct filing sysem,the Haguesystemdoes
not specfi cally providearole for Offices of origin. Despit this, the Intermational Bureauis
not ertrusted, in the contextof thatsydem, with any greaer exanination autority in respect
of elementssud asentitlementor priority thanunderthe Madrid systen. Whenit comesto
theissueghat in theMadrid systemarecoverel by the certificaion by the Office of origin,
onewould notethatunderthe Haguesysten, thereis simply no counerpartto that
certification. For exampletheidentity of the applicantwil | notbe questoned by the
InternationaBureauandthereareno criteriafor theacceeptability of adescrption. The
InternationaBureauhasthe generaluthorityto raisean irregularity whereit findsthatthe
applicationdoesnotfulfill theapplicablerequrements;thus,whenit comesto description,
what“fulfills theapplicablerequirenents”beconesa queston of commonsense.Thisis in
line with the way the InternationaBureauexecisesits geneal authority unde Rule 11(2) of
theMadrnd CommonRegulationavhen,for example it seds anew reproducton of the mark
whentha filed with the applicationwasof a poorqudity.

19 Hereindter referredto asthe“Haguesysent.

20 seedocumentVIM/I/2.
21 SeeArticle 9.
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Review Mechanism and Transformation

45. Shouldexamimationby the Internationd Bureaubecomemoresubsantive thanit is
todayandthe Intermatioral Bureaube grantedthe authorty to turn downanapplicationon
specific groundsthe questionarisesasto wheherareview mechaismoughtto be
introducedn thesystem. In thisrespect,onecould think of anindeperdentboad, or of an
aterndive disputereslution panel. Theseconsideationsare furtherdevelopel below,in
relaion to centralattack. One couldalsothink of a provision similar to Article 9 of the TRT.
As alreadynoted,underthatprovision,where the International Bureas decinedan
intemationd applicationthe applicantcould, within a period of two months either file with
the nationaloffice of anydesignatedbtate a petition requesting the Internatonal Bureauto
proceed,n respecbf tha State with theinternationd registration, or, as an alternative file
an applicationdirectly for regidrationin the naional registe.

Correction of Irregularities Affecting an International Application

46. Therearethreedistinct categorie®f irregularity affecting aninternationalapplicaion,
theremedyirmg of which follows differert rules. Theseare:

— irregularitieswith respecto classification (Rule 12(1));

— irregularitieswith respecto theindication of goodsand servces
(Rule 13(2));

— irregularities“otherthanthos concernng the classification of goodsand
servicesor their indication” (Rule11).

47. Thefirsttwo categoriewill involve the Office of origin. As to thethird cate@ry,
Rule 11(4) providesthattheremedyng of the followingirregulaitiesis theresponsibilityof
the Office of origin:

(@) applicaion not presentean the correctofficial form, or nottypedor otheawise
printed,or not signedby the Office of origin;

(b) inthecaseof anapplicationsentto the Internatonal Bureauby facsimile, the
original of the pagebearingthemarkhas notbeenreceived,;

(c) where,onthefaceof theinformationcontinal in the application, the applicant
doesnot appeatto fulfill theconditionsin Article 1(3) of the Agreement or Article 2(1) of the
Protocolwith regard to the Office of origin through which the applicaion wasfiled,;

(d) oneof thefollowing elementss missng from the application:

— indicaionsallowingtheidentity of the applicantto be establishedand
sufficientto contacthim or his representive;

— indicaionsconcerningheapplicants connedn with the Office of origin;
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—  thedateandthe numberof the basc registrdion or applcation;
—  areprodution of themark;
—  thelistof goodsandservices

— anindicaton of the ContractingParties designate;

the certifi caion by the Office of origin.

48. It is axiomaic thattheeliminationof therequrement of abasicmarkwould eradicate
thepossibility of irregularitiesthatrelateto that basicmark— suchasmissingdataaboutthat
mark,or theabsenceof the certification. As to the otherirregularites,theresponsibiliy for
their correcton would dependon whetherthatbasefree sysemweredevisedasa directfiling
system,or not It shouldbeobservedthatit is alreadythe caseunderRule 11(2)thatcertain
irregularities “otherthanthose concerninghe classification of goodsandservicesor their
indication” areto beremediedoy theapplicant. Thus,the choiceof adirect filing system
would presenthe advantagef a further simplifi cation, astheresponsibiity for the correction
of anyirregularitieswould necessarilyie with a singleinterlocutorwith the Internationa
Bureau,namey theapplicant.

Implicationson Groundsof RefusalAvailable to Offices of Designatd Contracting Parties

49. Article5(1) of the Protocoledablishes theright for the Office of adesignated
Contrading Parly to declarejn anotification of refusal thatprotecton resuling froman
intemationd regstrationcannotbe granted. This provisionfurtherprovidestha “any such
refusal canbe basedonly onthegrounds,whichwould apply, underthe Pars Conventionfor
the Protecton of IndustrialProperty,n the caseof a mark deposieddirect with [that] Office
(...)"%2. Thisprovisionis usuallyunderstoodo refer to thelimited seriesof groundsof
refusallisted underArticle 6quinquies(B). However, aspurswantto thewordingof
paragraph(A)(1) of Article 6quinquies, this provisionapplieswhere the mark atissuehasbeen
registered in the country of origin, theconcen hasbeen raisedthat,if therequiremenbf a
basic markwereeliminated the benefitof thelimitationin thelist of possiblegroundsof
refusalwould belost. Onsecoml thoughtsthis conaernmaynot bejustified.

50. Obviously,theconditionslaid outin paragrgoh (A)(1) of Article 6quinquies for the
applicationof paagaph(B) arealwaysmetin respecbf an internationalregistration effected
unde the Agreemen Not only doesthelatter requre a prior registraton, but aso, unde

both the Agreemet andthe Paris Conventon, the countryof origin is determned accading to
thesameprinciple, tha of theso-cdled“cascade®. Unde the Protocol, theinternation&
registratiormay, however,be basedn amereapplicdaion and,moreoverthecourtry of origin
maybefreely chosenfrom amongthosein repectof which theapplicants entitled. Thus,

22 Thewordingin Article 5 of the Agreemenis almostidenical.

2 SeeAtrticle 6quinquies(A)(2) of the ParisConvention.
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underthe Protocol,thehdder mayvery well have his basicmarkin anothercountrythanthe
onethatwould, for the purposeof Article 6quinquies, be his countryof origin. In fact,hemay
have noregistationin thatlattercountryatall.

51. Atrticle5 of the Protocolthuscannotbe undestood asincorporaing Article 6quinquies
of theParisConventiomassuch. It merelyestablshespy referene, what groundsof refusals
are availableto the Offices of designatedontra¢ing Paries,amorgstwhich arethelimited
groundslistedunderArticle 6quinquies, aswell as groundsresultng from the applicationof
other provisionsof the Paris Conventiofi*. Conseqently, the deletionof therequrementof a
basic mark could be envisagedvithout anynecessaryimpactasto the scopeof the groundsof
refusalalreadyavaiable underArticle 5.

52. Ontheotherhand,it is worth recalling that Article 6quinquies only refersto theform of
themark itself, andnotto theancillaryelenmentsrelatingto thatmark, for examge its
description,or acolor claim. As indicatal previously,at presentsuchelementsfall within
the scopeof the certificationby the Office of origin. Furthermore Officesof designated
Contrading Partes cannotbasearefusa on sud formalities. However,the elimination of the
requremert of abasicmarkwould suppessthat certificaion and,unlessgreder examination
responsibiliy isimposedon the Internatonal Bureai asto suchelemens, it mightbeworth
giving moreflexibili ty to Officesof designatd Contrating Partesin termsof their right to
isste arefusal. In otherwords anewbalan@ may needto bestruck.

Implicationsfor Third Parties

53. Referermeis madeto paragrapt 0, wherethe principle of dependacyis explained. It
isaxiomaic thatthe eliminationof therequirenentof a basicmark would enil the
disappeaarce of this principle. Thefirst queston, therdore, is whetherthis principleis a
necessaryfeature of the Madrid system.

54. In this respect,it shouldberecalledthatthe suppressionf the conceptof dependacy
has alreadybeenenvisagedn the history of the Madrid system Whenthe Madrid Agreement
wasoriginally adoptedn 1891,dependengwasperpetial. At theNice Confaenceof 1957,
it wasarguedthatthis principlewashardly compdible with the Pais Convention, which
providesthat“when amarkhasbeenduly regiseredin the county of origin andthenin one
or moreof the othercountriesof the Union, eat of thesenaional marksshallberegaded,
from thedat of its registration asindependat of themarkin the countsy of origin....>". It
wasthusproposedo deletethewords in Article 6 onwhich reststhis principle of
dependency

24 Notably, Articles 6bis, 6ter and6septies, mustbeappliedaswell. SeeG.H.C. Bodenhausen,

Guide to the Application of the Paris Convention for the Protection of Industrial Property,
BIRPI, 1969,pagell4, now WIPO publicaion No. 611. Ontheotherhand theinternational
mark shouldnot berefusedon groundsnot applicableto nationalfilings.

Article 6D of the LondonAct, the equivalentof which, in the current(Stockholm)Act, is
Article 6(3).

25
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55. As reportedn The First Hundred Years of the Madrid Agreement®, “the proposalas,
however judgedtoo radicd in thatit wentfrom a situation of total dependengeto oneof total
indgpendence.n particdar, it wasconsiderd [that] the singleprocedurenadepossibleby
theMadrid Agreemenimeantnot only thattherewasonefiling, a uniform duraton, one
renaval andonesetof proceduregor thetransferof theregistraion, but also thattherewas
one procedurdor attackingandbringing abouttheinvalidation of aninternatonal
registration. (...) Theconcernto preservahebendits of thesingle procalurewhichin this
context, hasbecomeknown asthe paossibility of “centra atad”, resultal in theadoptionof
thecompramiseof adependencémited in time. Theinterndional registraion would
becomeindependenafteraperiodof five yearsfrom thedat of theinterndional
registration”.

56. It maybe observedhoweverthatthe possbility of transformdion, which was
introducedunderthe Protocolwith aview to softening (for the holder)theinconveniencesf
theprincipleof dependencyin generalperhapsdilutes(for third parties)the interestof
centratattack. In any event,to theextentthatcentralattackis still viewed asausetil feature
of thesydem,the subsidiaryquestionrbemmes howto compesae thelossof this
mechanismf therequirementof abasc mark were eliminated?

57. Inthe conextof thedevelopmenof the TRT, seveal alternaivesto cential attackwere
put forward, althoughin theend,nonewasretaned andthe TRT wasadoptedwithout any
centralmechanisnto protecttheinteress of third parties. In paticular, there were some
proposds to entrustthe InternationaBureauwith therespondbility of soceenng applicdions
with aview to detectirg conflicting marksin the Interndiond Regster, or anyconflicting
markin gereraf”.

58. Anotherproposal-tabledby AIPPI —ratherenvisagedyiving the“ownea's of a prior
intemationd regstrationthe possibilityto defendthemselve in a simplified mameragainst
identica or similar internationakegistrationdy otherfirms” by raising objecionsto new
intemationd regstratiors on accountf their prior rightsin simple oppositon proceedigs™.
That proposafurtherenvisagedthatarny interesed party shoutl beableto opposean
intemationd regstrationon the ground thatit waseffeciedby a personwho lacked
entitlement. However,in thatrespectthe proposaldid not go asfar asto indicae “w hether
and how certan proofsconcerninghe existenceor non-existenceof thenecessary
gualificationshoul berequesteeither from the opposeror from the ownerof the contested
intemationd regstratiort.

59. Theproposalprovidedthattheeffectof dedsionsin successfuproceeding “shouldbe
strictly limitedto theformal cancellatiorof theinternatonal registraton”. It wasthus
envisagedthatthedecisionwould haveno effectasalegal preedentwhich would influence

% WIPOpuHication No. 880,1991, pages 45 and46.

27 Seein particulardocunent TRT/I/8 — Proposition submitted by the ICC delegation in
considering Article 7 of the draft treaty, TRT/WG/1/1— Proposal presented by the
United Kingdom andTRT/WG/1/2 — Proposal presented by the Netherlands.

28 Document TRT/1/9 — Tentative Suggestions for a System of Opposition Proceedings at WIPO as
an Alternative to the Proposals Concerning Central Attack.
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thesituationif theapplicantchoseto asserthis claimsby meansof a naional application. On
the contrary the proposl clearly statecthatthe “transformabn” mechansmforeseenn
Article 9 of the TRT would becomeavailableas a resultof suchcancelation.

60. Finally, AIPPI's proposakenvisagedhatthe proceedingswould takeplace before“an
authority connectedwith WIPO butworking independatly and not subgctto anyinstructions
except on matersof businesadministraion”. Whatwasenvisagd at thetime seemedo be
theestablishrantof a permanenboard,but one couldaso think of the estabishmentof an
aterndive disputerelution mechanismrelying on apool of expertsaccredied by the
InternationaBureauandwhosedecison would be bindingon thelatter.

Relaed Consideratins

Priority right

61. Withouttherequirementor abasc mark, it is unlikely thattherewill exist afirstUnion
filing eithe. The TRT providedthataregulaly fil edinternatonal application should be
equivalentto aregulr nationalfiling, for the purpose®f claimingthe priority underthe Pais
Conventio of afirst applicationto regiser the same trademak (Article 28). Similarly, in the
Haguesystemthereareprovisionsundereach of thethreeActs, establishingthevalueof the
intemationd regstrationasafirst filing in the othercountriesof the ParisUnior?®. It will
have to be consiceredwhether,underthe Madrid systemthe elimination of therequirement
of abasic markwould entailthe needfor such a provision.

Database of Acceptable Terms for the List of Goods and Services

62. ThelnternationalBureauis currentlyworking onthe estdlishmentof a databasef
acceptabldgerms,with aview to eradicding therisk of irregularitiesunderRules 12 and13 of
the CommonRegulations. The databaséuilds on the alphaetical list of the International
Classification of Goods and Services for the Purposes of the Registration of Marks under the
Nice Agreement, thedaily flow of newtermsaccetedby the International Bureauin the
courseof itsregistationactivities,aswell asonthedatabasesisedby certain officesandwith
whom the Internatonal Bureauis cogperating. Despie this, therewill still remainsituations
wherethe appicantwould, for certaingoodsandservices coveredby his basicmaik, be
forcedto usethe termsincludedin thelist asso@tedwith tha mark insieadof the equivalent
acceptedermsof the database The eliminaion of therequiranentof abasicmarkwould,
however,allow a globaldatabas®f accepabletermsto serveits goalin anoptimal manner.

29 Article 4(4) of the 1934 Act, in respecbf which onemayusefullyreferto Bodenhauses

Guide to the Application of the ParisConventionsupra, footnde 24, p. 39. Article 7(1) of the
1960 Act is lessexplicit. Article 6(2) of the GenevaAct, which, by virtue of Article 2, also
extendsto membersf the World TradeOrganizaton, is moreexplicit.
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IV. SELFDESIGNATION

63. “Self-designation’is the expressiorusedto refer to the possibility that, with respecto a
given internatonal applicationor theregistraion resuling therefrom,the ContractingPaty
throughwhich onederiveshis entitlemenimay also bea designaed Contacing Paty.

64. Article 3bisof theProtocol,secoml phraseclearly prohibits the possibiity for an
intemationd applicant,or the holderof aninterndiond registration, to designag¢ the
Contrading Parly whoseoffice is the Offi ce of origin. Thesane principle appliesunderthe
Agreemet, althouch therethe prohibition is indiredly staed®®. Becausef thisfeatureit is
oftensaid thatself-designations not allowedunderthe Madrid sysem.

65. Obviously,shouldtherequiremenbf abasic mark be eliminated this prohibitioncould,
by the sametokenbelifted, inasmuchasthere would no longerbe an Offi ce of origin.
Alternatively, it coud remainanoptionalfeature of the systen, made dependent upona
declarationby ContractingParties asunderthe Hague Agreenent™.

66. Moreinterestng, howe\er,is thequeston asto whethe the prohibition of
self-designaton could belifted, whilst the requirement of a bast markwould be kept.
Obviougy, thatcouldnot beachievedvithoutanamendmat of Article 3bis But, shouldthe
latter be envisagedthenatleag two specificissues would require consideation.

67. Thefirstissueconcernghe examindion of theinternationalmarkin thedesignatd
Contrading Parly whoseoffice hadserveal asthe Office of origin for tha mark. In theory,
simplified procedure®nly shouldapply, asthenormd procedueswould have alreadytaken
placein respecbf thebasc mark. In paricular, themark would alreadyhavebeenthe
subjectof anexaminationof subsancethatthe officein queston normaly cariesoutwith
respecto directfilings.

68. Thesecondssueconcerngeplacemat. It is recalledtha Article 4big1) of the
Agreememnandof the Protocol providesthata mark thatis the subjectof a naional or
regional registraton in the Office of a Contacting Partyis, undercertain condiions®,
deemedto bereplacedby aninternationakegistration of the samemark. Notably,
replacemenbccursin adesignatedontractng Paty provided that“the protecion resuting
fromtheinternatonalregidrationextend to the saidContacing PartyunderArticle 3bis()
or (2)”. Modifying this latter provison of the Praocol to allow sef-designaton would,

30 This prohibitionderivesfrom thewords“Nationalsof any of the contractingcountriesmay, in

al theothercountries secue protectionof theirmarks (...)”, containedn Article 1(2), first
sentene.

31 See,in paticular, Article 14(3) of the 1999Act.

32 Thesecondiionsaremadeclearin the Protocoltext. In theBasic Proposal for the Madrid
Protocol submittedat the Conferene of Madrid of 1989,the notesconcerningArticle 4bis(1)
statedthat“this provision—aswell as paragraph(2) —is in essenc¢he sameasit is in the
StockholmAct but hasbeenredrdted for greaterclarity”. SeedocumentMM/DC/3,
paragraph 133. Againstthis backgound,the positionof the InternationaBureauis thatthe
conditionsunderwhich redacementakesplacearethe sameunderthe Agreementindthe
Protocol. Seein paricularthe Guide, paragrapl87.01.
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consequetly, alow for theapplication of replacementin the country of origin®, unless
Article 4bis itsef were alsoamendedvith aview to avoiding thatconseuence In anyevent,
theimplications of replacemenon the principle of dependencywould neel to be carefully
considered.

V. FURTHERCONSIDERATIONS

69. If theWorking Groupwantedto considerfurther theimplicaionsof the eliminationof
therequiremat of abasc mark,otheraspets of the systemcouldalsobe opento discussion.

Replacement

70. Assuggestedh the proposaby Norway,oneof theisauesis repla@ment. In that
respectijt is to benotedthatthe TRT contanedaratherelaborae provisionestablishingthat
if, atthedate of internationalegistrationthe holde wasalsothe holde of anational
registrationfor the samemarkandthe samegoodsor serviesin anydesigngéed State his
rights underthe TRT would bedeemedo includeall rightsexisting unde the national
registration. The provisionalso clearly estdlishedimmunty aganstrefusalsand specified
whathappend following the expiration of the naional registraion. Unlike underthe Madrid
system,therewasprovisionfor theinternatonal appicantto make adeclaraion in the
intemationd applicationwith respecto anearlier naionally registeed maik, requiringthata
certified copy befurnished. The TRT Regulatonsfurtherspedfied the contentsof that
declaration,althoudh it seemghattheydid not providefor a specific examindion of the
declarationby the InternationaBureau.

DesinationSpeciic Lists of GoodsandSeavices

71. A broadeiissie thatthe Working Groupmight wantto reflect upon,especiallyin light
of theincreasingautomatiorof trademarksystems, is the merit of introducing
designationspecitic lists. If feasible this would give applicantsandholde's moreflexibility
in the use of the systemaswell asmorelegal certainty, andguaranteeclearer informationin
generalfor the benefitof thebroadertrademarkcommunty. Finally, theddetion of the
requremert for abasc markwould probablyall ow the Madrid sysemto evolve more easily
to hardle newtypesof marks it beingundersbodthatthe fundamenta right would remain for
Officesof Contracthg Partiesto refuseprotection to somehing thatdoesnot correspondo
thedefinition of amarkaccordingo theirlegislaton.

33 However,asAtrticle 4biq1)(iii) requiresthatthe extensiortakeeffectafter the dak of the

nationalor regionalregstration”, replacementvould not— asthetext stands- occurif the
self-desigrationis madein aninternatonal applicaton filed onthe sane dake asthebasic
applicdion.
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Freedonof Choiceasto the Office of Origin

72. TheWorking Groupmayalsowart to consderotherwaysof introdudng more
flexibility in the systemwithout goingasfar aseliminating therequrement of a basicmark.
Thus, thenotion of Office of origin could berevisited.

73. Asindicaedin paragrap 5, above the Madrid system is foundedon therequiremenof
abasicmarkwith the Office of origin. It is, howeve, afurtherrequirenentof the system that
the applicant havethe nationalityof a Contracting Party (or the naionality of amemberState
of a Contracing Party),or thathe havehis domicile or possess realand effedive indugrial
or commecia establishmenin theterritory of a Contracing Paty. Therequirementf an
“entitlement to usethesystenresultsfrom Article 1(3) of the AgreementandArticle 2(1) of
the Protoca.

74. It should be notedthat,asdevisedthe sysemlinks thetwo requirementstogetherso
thatit is in fact necessarthatthe applicantbe entitledthrougha connection with the
Contrading Parly whoseoffice is the Offi ce of origin. In theory, howeverthetwo
requremerts couldbedisconnectedrom oneanoter. If so,thebasicmarkwould not
necessarilyhaveto have beenfiled with the Contracting Party of entitlementof theapplicant,
but in any Contacting Partyof the systemfor exanple in apat of the globewherethe
applicanthasa commerciainterestwithout possessingny commecial or industial
establishment

75. Totheextentthatthe currenttexts do not requirethe Office of origin to asertain the
legitimacyof theapplicant’'sasertionsasto entitlement theimpacton the systemshouldbe
minimal. In particular,asabasicmarkwould coninueto berequired this shouldallow the
whole contentof the certificationto continueto be provided. Moreover,the mechanismof
centratattackcouldbepreserved.

76. At thetime of the TRT, however it was felt thatto adoptsucha measuravould result
in certaincounties,havinga lessstrict examnation procedure running therisk of being
bombardedvith applicationdor registraton andof having ther registriesclutteredwith
marksmanyof which would not be usedin therr territories.

Ned for a Diplomatic Conference

77. TheWorking Groupshouldnotlosesightof thefact that theelimination of the
requremert of abasicmark,theintroducton of selfdesignation or anyof thefurtheror
aterndive constderatiors raisedin this chaper, could not be devdopedunlessa Diplomatic
Conferencdor the revisionof the Protocolwereto takeplace.
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78. TheWorking Group isinvited to expand
on the considerations above, with a view to
further analyzing the implications of the
proposal by Norway, as contained in
document MM/LD/WG/6/2 and to indicate a
course of action for future work in relation to
that proposal.
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List of ProvisionsUsingthe Expresions“Basic applicaion” and“Basicregistration”

Madrid Agreement

Basicregistation

Art. 1(2)
Art. 3(1)
Art. 6(2)
Art. 6(3)
Madrid Protocol
Basic application Bask registration
Art. 2(1) Art. 2(1)
Art. 2(2)(i) Art. 2(2)(i)
Art. 2(2)(ii) Art. 2(2)(ii)
Art. 2(2) Art. 2(2)
Art. 3(1) Art. 3(1)
Art. 3(2)(i) Art. 3(2)(ii)
Art. 6(2) Art. 6(2)
Art. 6(3) Art. 6(3)
Art. 6(3)(i) Art. 6(3)(ii)
Art. 6(3)(ii)
Art. 6(3)(iii)
Common Regulations
Bast applicaton Basicregistrdion
Rule 1(xiii) Rule 1(xiv)
Rule 8(2) Rule 8(1)
Rule 9(4)(a)(v) Rule 8(2)
Rule 9(4)(a)(vii) Rule 9(4)(a)(v)
Rule 9(4)(a)(viibis) Rule 9(4)(a)(vii)

Rule 9(4)(a)(vii)

Rule 9(4)(a)(viibis)

Rule 9(4)(a)(ik) Rule 9(4)(a)(vii))
Rule 9(4)(a)(¥ Rule 9(4)(a)(iX)
Rule 9(4)(a)(xi) Rule 9(4)(a)(x)
Rule 9(5)(b) Rule 9(4)(a)(x
Rule 9(5)(d)(i) Rule 9(5)(a)
Rule 9(5)(d)(iii) Rule 9(5)(b)
Rule 9(5)(d)(v) Rule 9(5)(d)(ii)
Rule 9(5)(d)(V) Rule 9(5)(d)(iii)
Rule 9(5)(d)(vi) Rule 9(5)(d)(iv)
Rule 9(5)(e) Rule 9(5)(d)(v)
Rule 11(4)(a)(vi) Rule 9(5)(d)(vi)

Rule 17(2) (i)

Rule 9(5)(e)
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Common Regulations (cont’ d)

Bast applicaton

Basicregistrdion

Rule 22(1)(a)(ii)

Rule 11(4)(a)(vi)

Rule 23(1) Rule 17(2)(ii)
Rule 23(1)(i) Rule 22(1)(a)(ii)
Rule 23(3) Rule 23(3)

Rule 24(3)(d) Rule 36(vii)
Rule 36(vii)

[End of Annex IIl and of document]




