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Structure of the Webinar

Presentation : How to handle a provisional refusal

Interactive questions during the webinar

Questions & Answer session at the end

Presentation slides available for download. Recording 

will be uploaded on the Madrid Webinar page.

Short survey to provide feedback

https://www.wipo.int/madrid/en/webinar/
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Effects of the International Registration

(Article 4)

The International ‘Registration’ (IR) =

 A National Application

until the expiry of the time limit for issuing a refusal

 A National Registration

once the time limit for issuing a refusal has expired

(assuming no refusal or refusal withdrawn)
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Various Statements from dCP

Offices of designated Contracting Parties (dCP) may

communicate the status of protection of a mark through

various statements in the course of their examination:

Possibility of oppositions filed after 18 months – Rule 16

Provisional refusal – Rule 17

Grant of protection – Rule 18ter(1)

« Final » decision – Rule 18ter(2) and (3)

Further decision – Rule 18ter(4)

Invalidation – Rule 19



Limitations on the Right to refuse 

Protection

Time Limit

Grounds
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Time Limit

12 months 

Mandatory under Art. 9sexies(1)(b)

18 months 

Optional under Article 5(2)(b) of the Protocol

‘18 months +’  in the event of a refusal based on opposition

Optional under Article 5(2)(c) of the Protocol

From the Notification Date of the IR or the Subsequent 

Designation by the International Bureau (IB)
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Time limit  - Example 

China

P

AP AP

Switzerland

Office of Origin or 

Office of the 

Contracting Party of 

the holder

designated 

Contracting 

Party

* By virtue of Article 9sexies(1)(a) of the Madrid 

Protocol

*
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Time Limit  - Example (Cont’d)

Question

12 months            18 monthsApplicable time limit ?

By virtue of Article 9sexies(1)(b) of the Madrid Protocol

Switzerland has opted for a refusal period of 18 months
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Non-Valid Grounds for Refusal 

Disagreement over the classification of the 

goods/services (Rule 12)

Banning of multi-class registration or obligation of a 

limited number of goods or services (Art. 5(1))

11



Acceptable Grounds for Refusal

[art. 6quinquies(B) Paris Convention, art. 5 A & P]

Absolute Grounds:

o Mark is descriptive

o Mark lacks distinctive character

o Mark is contrary to morality or public order, is 

deceptive, etc. 

Relative Grounds:

o Prior rights (citation or opposition)

o Vagueness of G/S
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Notification of Refusal – 1st Stage –

The Provisional Refusal 
prescribed content (Rule 17(2))

Office making the notification

IRN

All the grounds, together with a reference to the 

corresponding provisions of the law

Where applicable, details of prior rights

Scope

Time limit and competent Authority for appeal

Date & Signature
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Notification of Refusal – 1st Stage –

The Provisional Refusal 

prescribed content cont’d (Rule 17(2)(v))

Where applicable, details of prior rights:

Filing date and number

Registration date and number (if available)

Name and address of the holder

Reproduction of the mark

List of G/S
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Irregular Refusals

Rule 18

Two Types of Irregularity:

those that can be remedied, and

those that cannot be remedied
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Irregular Refusals

Defects :

Not signed

No indication of affected goods or services 

Details of conflicting mark(s) not included

2 Months to rectify 

(However the Provisional Refusal is registered and sent to 

the holder)
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What is Wrong here? 
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Goods Listed in non-Madrid Language
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What is Wrong here?
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No Reproduction of the Cited Mark
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Irregular Refusals

Defects :  

Time limit (for appeal) not mentioned

Competent authority (for appeal) not mentioned

Opposition time limits not mentioned 

2 months to rectify

(Compulsory to avoid a letter of abandonment)
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What is Wrong here? 
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Time Limit to Request a Review =     

the Actual date of the Refusal 
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What is Wrong here ? 
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Beginning/End of the Time Limit period ?
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What is Wrong here ?
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No indication of a Competent Authority
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Irregular Refusals

Not considered a Refusal if:

IR number is missing

No grounds are indicated

Refusal is received after the time limit

However, the IB will send a copy to the holder for 

information.
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Tips – Responding to Refusals

Initial deadlines set by national law/practice

Subsequent procedure and substance governed by 

national law/practice 

Check Madrid Member Profiles Database

Beware of «fake» total Refusals

Appoint trusted local representatives to advise on:

o Local procedure

o Substantive issues 
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http://www.wipo.int/madrid/memberprofiles/#/


Questions?
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Keep Updated on the System
Visit the Madrid Website

Access Madrid Webinars records 

and stay tuned for new topics

Subscribe to Madrid Notices and 

Highlights, our legal and news 

updates

Contact Madrid for questions, 

submitting forms or request extracts
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http://www.wipo.int/madrid/en
http://www.wipo.int/madrid/en/news/2017/news_0011.html
https://www.wipo.int/newsletters/en/
https://www.wipo.int/newsletters/en/
http://www.wipo.int/madrid/en/contact/

